PPH using the PCT international work products from the NPI

Procedures to file a request to the JPO for Patent Prosecution
Highway Pilot Program between the JPO (Japan Patent Office) and
the NPI (Nordic Patent Institute)

PPH using the PCT international work products from the NPI

Applicants can request accelerated examination by a prescribed procedure including submission
of relevant documents on an application which is filed with the JPO and satisfies the following
requirements under the JPO-NPI Patent Prosecution Highway pilot program based on PCT
international work products (PCT-PPH pilot program).

When filing a request for the PCT-PPH pilot program, an applicant must submit a request form
“The Explanation of Circumstances Concerning Accelerated Examination” based on the procedure
prescribed in “the Guidelines of the Accelerated Examination and Appeal."* Under the PCT-PPH
pilot program, an applicant is not required to fill in the section “2. the disclosure of prior arts and
comparison between the claimed invention and prior art” in “The Explanation of Circumstances
Concerning Accelerated Examination”.

The Offices may terminate the PCT-PPH pilot program early if the volume of participation exceeds
manageable level, or for any other reason. Notice will be published if the PCT-PPH pilot program
is terminated.

1. Requirements
The application which is filed with the JPO and on which the applicant files a request under the

PCT-PPH must satisfy the following requirements:

(1) The latest work product in the international phase of a PCT application corresponding
to the application (“international work product”), namely the Written Opinion of
International Search Authority (WOI/ISA), the Written Opinion of International
Preliminary Examination Authority (WO/IPEA) or the International Preliminary
Examination Report (IPER), indicates at least one claim as patentable/allowable (from
the aspect of novelty, inventive steps and industrial applicability).

Note that the ISA and the IPEA which produced the WO/ISA, WO/IPEA and the IPER are
limited to the NPI, but, if priority is claimed, the priority claim can be to an application in any
Office, see example A’ in Annex (application ZZ can be any national application).

The applicant cannot file a request under PCT-PPH on the basis of an International Search
Report (ISR) only.

1 http://www.jpo.go.jp/torikumi/t torikumi/souki/pdf/v3souki/quideline.pdf
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In case any observation is described in Box VIII of WO/ISA, WO/IPEA or IPER which forms the

basis of a PCT-PPH request, the applicant must explain why the claim(s) is/are not subject to

the observation irrespective of whether or not an amendment is submitted to correct the

observation noted in Box VIII. The application will not be eligible for participating in PCT-PPH

pilot program if the applicant does not explain why the claim(s) is/are not subject to the

observation. In this regard, however, it does not affect the decision on the eligibility of the

application whether the explanation is adequate and/or whether the amendment submitted

overcomes the observation noted in Box VIII.

(2) The

relationship between the application and the corresponding international

application satisfies one of the following requirements:

(A)

(B)

©

(D)

(E)

The application is a national phase application of the corresponding international
application. (See Figures A, A’, and A” in Annex)

The application is a national application as a basis of the priority claim of the
corresponding international application. (See Figure B in Annex)

The application is a national phase application of an international application
claiming priority from the corresponding international application. (See Figure Cin
Annex)

The application is a national application claiming foreign/domestic priority from
the corresponding international application. (See Figure D in Annex)

The application is the derivative application (divisional application and application
claiming domestic priority etc.) of the application which satisfies one of the above

requirements (A) — (D). (See Figures E1 and E2 in Annex)

(3) All claims on file, as originally filed or as amended, for examination under the PCT-PPH

must sufficiently correspond to one or more of those claims indicated as
patentable/allowable in the NPI as ISA/IPEA.

Claims are considered to "sufficiently correspond” where, accounting for differences due to

translations and claim format, the claims in the JPO are of the same or similar scope as the

claims indicated as patentable/allowable in the NPI, or the claims in the JPO are narrower in

scope than the claims indicated as patentable/allowable in the NPI.

In this regard, a claim that is narrower in scope occurs when a claim indicated as

patentable/allowable in the NPI is amended to be further limited by an additional feature that is

supported in the specification (description and/or claims).

A claim in the JPO which introduces a new/different category of claims to those claims

indicated as patentable/allowable in the NPI is not considered to sufficiently correspond. For

example, the claims indicated as patentable/allowable in the NPI only contain claims to a
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process of manufacturing a product, then the claims in the JPO are not considered to
sufficiently correspond if the claims in the JPO introduce product claims that are dependent on
the corresponding process claims.

Any claims amended or added after the grant of the request for participation in the PCT-PPH
pilot program need not to sufficiently correspond to the claims indicated as

patentable/allowable in the latest international work product.

(4) The JPO has not begun examination of the application at the time of request under
PCT-PPH.

2. Documents to be submitted
The applicant must submit the following documents attached to the request form in filing a
request under PCT-PPH.
Some of the documents may not be required to submit in certain cases. Please note that the

name of the documents omitted to submit still have to be listed in “The Explanation of
Circumstances Concerning Accelerated Examination” (Please refer to the Example form for the
detail).

(1) A copy of the latest international work product which indicated the claims to be
patentable/allowable and their Japanese or English translations if they are not in
English.

In case the application satisfies the relationship 1.(2)(A), the applicant need not submit a copy
of the International Preliminary Report on Patentability (IPRP) and any English translations
thereof because a copy of these documents is already contained in the file-wrapper of the
application. In addition, if the copy of the latest international work product and the copy of the

"2 an applicant need not

translation are available via “PATENTSCOPE (registered trademark)
submit these documents, unless otherwise requested by the JPO.
(WO/ISA and IPER are usually available as “IPRP Chapter I” and “IPRP Chapter II”

respectively in 30 months after the priority date.)

(2) A copy of a set of claims which the latest international work product of the
corresponding international application indicated to be patentable/allowable and their
Japanese or English translations if they are not in English
If the copy of the set of claims which are indicated to be patentable/allowable is available via
“PATENTSCOPE (registered trademark)” (e.g. the international Patent Gazette has been

published), an applicant need not submit this document unless otherwise requested by the

2 http://www.wipo.int/pctdb/en/index.jsp
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JPO. Where the set of claims is written in either Danish, Icelandic, Norwegian or Swedish, the

translations thereof must be still submitted by the applicant.

(3) A copy of references cited in the latest international work product of the international
application corresponding to the application.
If the reference is a patent document, the applicant is not required to submit it. In case the JPO
has difficulty in obtaining the document, however, the applicant may be asked to submit it.
Non-patent literature must always be submitted. Translations of cited references are
unnecessary.

(4) A claims correspondence table which indicates how all claims in the application
sufficiently correspond to the claims indicated to be patentable/allowable.
When claims are just literal translation, the applicant can just write down that “they are the
same” in the table. When claims are not just literal translation, it is necessary to explain the
sufficient correspondence of each claim based on the criteria 1. (3) (Please refer to the

Example form below).

When an applicant has already submitted the above mentioned documents (1) - (4) to the JPO
through simultaneous or past procedures, the applicant may incorporate the documents by

reference and is thus not required to attach the documents.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PCT-PPH
pilot program

(1) Circumstances

The applicant must indicate that the application is included in (A) to (E) of 1. (2), and that the
accelerated examination is requested under the PCT-PPH pilot program. The application
number(s) of the corresponding international application(s) also must be written.

In case any observation is described in Box VIII of WO/ISA, WO/IPEA or IPER which forms
the basis of a PCT-PPH request, the applicant must explain why the claim(s) is/are not

subject to the observation.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an identifiable way, even
when applicant omits to submit certain documents.
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(3) Notice
Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are different
between on-line procedure and paper procedure. Please refer to the examples of forms when
filing in (“Form 1 for Accelerated Examination” for on-line procedures, and “Form 2 for

Accelerated Examination” for paper procedures.)>.

3 http://www.jpo.go.jp/torikumi/t torikumi/souki/pdf/v3souki/quideline.pdf
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Example form of on-line procedures
(Example of the request based on the claims indicated patentable/allowable in the IPER)
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_______________________________________________________________________________

1. A
AHFEITEEHE(HEES PCT/XNOOOO/000000) DEIRNETHETHY . HFHFEE/ N1V
MIZEIKEHEEDHFLZTIDDTH D,
LZEERHEICOVWTEE S HEEHEEL TS TNMERL-ERFHREERSICE
T B ROSEEIR UIFEFRIREE D FIBT ARSI TS,

i 1. Circumstances

i This application is a national phase application of a PCT international application
i (the application number is PCT/XN0000/000000), and the accelerated examination
' is requested under the PPH program.

i The IPER issued by the NPI as an IPEA indicates at least one claim to be
i allowable.

(RHEZERT 0%
() = E> A BT OIS ERREREICHN T S IPER DELE SV ZDFIERX
(2) RHERRRE R R TR ER Y EHIiSn =L —LDEL
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(2 JICERREREICH LTSI RS =B AERFF 0000005 24 #K
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List up the documents which can be \

omitted to submit | __ l
i (Documents to be omitted to submit) ;
i (The name of the document) Copy and its translation of IPER on (date) i
i (The name of the document) Copy of the claims indicated patentable in the latest !
' international work product of the corresponding PCT international application WO |
1 0000/000000 i
i (The name of the document) Cited reference of the corresponding PCT !
i international application: United States Publication of application 0000000 !
' (The name of the document) Cited reference of the corresponding PCT |
i international application: Japan Patent publication of application 0000000 i

UTIZEWT, N5 AIEFFXE1 1T, THREFE—ZF. [QVE1— 3V M IORAKREHEBE (F 11 5)
AVEA—2T7—FTIUFv]. F 2 M. kAXESaFEE, 1985 F 11 A.p. 123 - 1271 TH 5.

:r In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer
' Science (vol.11) computer architecture, 2nd edition, Scientist com, Nov. 1985,

e 5 _________________ !

If the name of the document is long (over than 50 letters), it is impossible to
write it down directly to the column “[#)#4]).” Please write down the full
name of the document in the column “[ RHEEICEI I 5F1F5HA]” and name it
properly. Then write the name in the column “[¥{44]”

(B VIl {RICEEH SN =B RIZDOLTOIREA)

F VI BWIZE, BRE7ZAMEZICE>THRITEMTSA TGN EDERMNEH SN TS £
CTLERRIA7IC XXX QM ZEBMLTRE S SMIEETo=D T, FFRIR7IXAMEICL-T
TRRFTon-EBMT D,

(Explanation why the claim(s) is/are not subject to the observation noted in Box VIII )

There is an observation noted in the Box VIII that claim 7 is not supported by the
description. Claim 7 is amended to be further limited by an additional feature XXX.
Therefore we assume that amended claim 7 is supported by the description.

___________________________________________________________________________________

' The table to explaln how the clalms 1ndlcated as allowable in the international |
| phase sufficiently correspond to the claims in the JP application 1 |

' The table to explaln how the claims indicated as allowable in the international |
| phase sufflclently correspond to the claims in the JP application 1 |

_______________________________________________________________________________

List up the documents to be

submitted
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Use the same name as “[#1##4])” under
“(IBHEYHED B ]

LN‘H%#F]

4

text.

Attach the document here as image file or [

The table to explain how the claims indicated as allowable in the international
phase sufficiently correspond to the claims in the JPO application

(RE]
AHFED | EFRERRE THREFETAE XISEEARICET 53 Ak
FARIE ESNFFERE
i The | | The  allowable
claim | claim in o the | TGo e Gt fhe correspondence |
1 in the | | international phase e . :
PO .
1 1 W?_k__/::';i_ﬂ__?_?aé _____________________________
. Both claims are the same. i
2 .
f'fl?_k--é[%--e@@éﬁc?ﬁ?@?ﬂ_l?zé ____________
. Both claims are the same except the claim format. i
2 e
5 FRIESL (T ERREDERE1ICTA LW D KM%
fMLIdDTHE, .
i Claim 5 in the JPO has additional feature A on the i
| Claim 1 in the international phase. | |
6 5 MY L LBR-THE, .
'_Bpﬁb_glﬁ}mﬁﬁfit_h@ same. . |
7 7 FARIET7 (., EFRERBEDFERIE 712 XXX &S EifTaE
MEMMLIEIDTHE, .
i Claim 7 in the JPO has additional feature XXX on i
| Claim 1 in the international phase. | |

(4] EHFERRRYTRFERY SN ZIL—L ORI 1

The table to explain how the claims indicated as allowable in the international
phase sufficiently correspond to the claims in the JP application 1

(R#E]

Attach the copy of the document.

[%14‘-%] %I}ﬁéFﬁu‘FXCﬁh

“‘GREMHEDBEER]”

Use the same name as “[##44])” under

Note that in the case of paper procedure, the pendency period (the period between the request for

PPH and the first office action) tends to be longer than on-line procedure.




(A) The application is a national phase application
of the corresponding international application.

PCT

RO/--

ISA/XN

IPEA/XN

(A’) The application is a national phase application of
the corresponding international application.

(The corresponding international application claims priority
from a national application.)

ZZ Application

ZZ=any office

i Priority
' Claim
WO ||
! IPER
v
PCT ISA/XN
RO/-- IPEA/XN

OK

—{ Do/IP |—— PPH |

DO

b



(A”) The application is a national phase application of
the corresponding international application.

(The corresponding international application claims priority
from an international application.)

PCT
RO/-- !

' Priority

i Claim

! WO
v

PCT ISA/XN
RO/-- IPEA/XN

OK

— DO/IP |———{ PPH|

DO

b

(B) The application is a national application as a basis
of the priority claim of the corresponding
international application.

OK

JP Application

Priority

A 4

i Claim /
WO |
! IPER

PPH

PCT
RO/--

ISA/XN
IPEA/XN
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(C) The application is a national phase application of an
international application claiming priority from the
corresponding international application.

PCT ISAIXN
RO/ [T | IPEAXN
i Priority
i Claim
v —{ DO/IP |——— PPH |
ror- [—1sA-] B

(D) The application is a national application claiming
foreign/domestic priority from the corresponding
international application.

oK

PCT ISA/XN
RO/ | 1 |IPEA/XN
| Priority Claim

JP Application PPH
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(E1) The application is a divisional application of
an application which satisfies the requirement (A).

\We} |
IPER

RO/--

PCT [ |

ISA/XN
IPEA/XN

Divisional
application

JP Application |—| PPH |

(E2) The application is an application claiming domestic
priority from an application which satisfies
the requirement (B).

JP Application

Domestic
Priority
Claim

i Priority

! Claim

WYe)

! IPER

v
PCT ISA/XN
RO/-- IPEA/XN

v
| JP Application |—| PPH |
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