Part I PPH using the national work products from the USPTO

Procedures to file a request to the JPO for Patent Prosecution
Highway Program between the JPO and the USPTO

Part |
PPH using the national work products from the USPTO

Applicants can request accelerated examination for an application which is filed
with the JPO, based on a corresponding USPTO application(s) having one or
more claims that is/are determined to be patentable/allowable by the USPTO.
When an applicant files a request for an accelerated examination under the
Patent Prosecution Highway (hereinafter called “PPH”) based on the USPTO
application to the Japan Patent Office (JPO), an applicant must submit a request
form “The Explanation of Circumstances Concerning Accelerated Examination”
based on the procedure prescribed in “the Guidelines of the Accelerated
Examination and Appeal"".

Under the PPH program, an applicant is not required to fill in the section [2. the
disclosure of prior arts and comparison between the claimed invention and prior
art] in “The Explanation of Circumstances Concerning Accelerated Examination”.

1. Requirements
(a) Both the JPO application on which PPH is requested and the USPTO
application(s) forming the basis of the PPH request shall have the same
earliest date (whether this be a priority date or a filing date).
For example, the JPO application (including PCT national phase
application) is either:
(Case I) an application which validly claims priority under the Paris Convention
to the USPTO application(s) (examples are provided in ANNEX |,
Figure A, B, C and D), or
(Case Il) an application which is the basis of a valid priority claim under the
Paris Convention for the USPTO application(s) (including PCT
national phase application(s)) (examples are provided in ANNEX |,
Figure E, F and G), or
(Case lll) an application which shares a common priority document with the
USPTO application(s) (including PCT national phase application(s))
(examples are provided in ANNEX [, Figure H, I, J, Kand L), or

1 http://www.jpo.go.jp/torikumi/t_torikumi/souki/pdf/v3souki/guideline.pdf
“The Explanation of Circumstances Concerning Accelerated Examination” is described on
pages 31-33.
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Part I PPH using the national work products from the USPTO

(Case V) a PCT national phase application where both the JPO application
and the USPTO application(s) are derived from a common PCT
international application having no priority claim (examples are
provided in ANNEX I, Figure M),

(b) At least one corresponding application exists in the USPTO and has one or
more claims that are indicated to be allowable/patentable in the latest office
action by the USPTO.

The allowable/patentable claims are

(i) The claims shown in the item of “The allowed claim(s) is/are___ " in
“Notice of Allowability” of “Notice of Allowance and Fees Due”;

(i) The claims shown in the item of “Claim(s) ___ is/are allowed” in
“Office Action Summary” of “Non-Final Rejection” or “Final Rejection”;

(i) The claims? shown in the item of “Claim(s) ___is/are objected to” in

“Office Action Summary” of “Non-Final Rejection” or “Final Rejection”
and the USPTO examiner indicates that the claims are objected to as
being dependent upon a rejected base claim, but would be
allowable/patentable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.

(Please refer to the Example form for the detail.)

(c) All claims on file as originally filed or as amended, for examination under
the PPH must sufficiently correspond to one or more of those claims
indicated as allowable in the USPTO.

Claims are considered to "sufficiently correspond" where, accounting for
differences due to translations and claim format, the claims in the JPO are
of the same or similar scope as the claims in the USPTO, or the claims in
the JPO are narrower in scope than the claims in the USPTO.

In this regard, a claim that is narrower in scope occurs when an USPTO
claim is amended to be further limited by an additional feature that is
supported in the specification (description and/or claims).

A claim in the JPO which introduces a new/different category of claims to
those claims indicated as allowable in the USPTO is not considered to

2 When a claim is rejected and the USPTO examiner indicates in the Office action that
certain features of the allowable/patentable invention have not been claimed and if properly
claimed such claim may be given favorable consideration, the suggested and hypothetical
claims are not regarded as allowable/patentable in this program.
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sufficiently correspond. For example, the USPTO claims only contain
claims to a process of manufacturing a product, then the claims in the JPO
are not considered to sufficiently correspond if the JPO claims introduce
product claims that are dependent on the corresponding process claims.

(d) The JPO has not begun examination of the application.

2. Documents to be submitted

Documents (a) to (d) below must be submitted by attaching to “The Explanation
of Circumstances Concerning Accelerated Examination”.

Some of the documents may not be required to submit in certain cases. Please
note that the name of the documents omitted to submit still have to be listed in
“The Explanation of Circumstances Concerning Accelerated Examination”
(Please refer to the Example form for the detail).

(a)

(c)

Copies of all office actions in the USPTO?, which were sent for the
corresponding application by the USPTO.

If these documents are available from Patent Application Information
Retrieval (PAIR)*, the applicant does not have to submit them and only
have to list up the name of the documents. The translations of the office
actions are unnecessary.

The Japanese translation of office actions is basically unnecessary.
However, when the request is filed based on the U.S. claims shown in the
item of “Claim(s) ____is/are objected to”, it is required to submit translation
of “Allowable Subject Matter” of the office action that shows claims are
allowable/patentable except objection.

Copies of all claims indicated to be allowable/patentable by the USPTO.
There is no need to submit a copy of claims, if they are available from the
PAIR.

The translations of them are unnecessary.

Copies of references cited by USPTO examiner
All of references cited in “Detailed Action” or "Reason for Allowance” must

3

e.g., “Non-Final Rejection”, "Final Rejection”, “Notice of Allowance and Fees Due”, and
“Quayle”
4 http://portal.uspto.gov/external/portal/pair/
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be submitted. If the references are patent documents, the applicant is not
required to submit them. In case the JPO has difficulty in obtaining the
documents, however, the applicant may be asked to submit them.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

Claim correspondence table

Applicant must submit a claim correspondence table which indicates how
all claims in the JPO application sufficiently correspond to the
allowable/patentable claims in the USPTO application.

When claims are identical or just literal translation, the applicant can just
write down that “they are same” in the table. When claims are not just
literal translation, it is necessary to explain the sufficient correspondence
of each claim based on the criteria (1) (c) (Please refer to the Example
form).

When the applicant has already submitted above documents (a) to (d) to the
JPO through simultaneous or past procedures, the applicant may incorporate
the documents by reference and does not have to attach them.

When the application doesn’t fulfill the requirements 1 and 2, then the applicant
cannot omit to fill in the section [2. the disclosure of prior arts and comparison
between the claimed invention and prior art] and the request of accelerated

examination is not accepted.
In that case, the JPO will notify that and the reason for it to the applicant (or the
representative).

(2012.1)



Part I PPH using the national work products from the USPTO

3. Example of “The Explanation of Circumstances Concerning Accelerated

Examination” for filing request accelerated examination under PPH

(1) Circumstances

Please indicate the relationship between the JPO application on which PPH is
requested and the corresponding USPTO application(s) from the aspect of
the above Requirement 1.(a), and state that an accelerated examination is
requested under the PPH program. The application number(s) of the
corresponding USPTO application(s) must be specified. If the application
requested for the PPH or the corresponding USPTO application(s) is a
derived application (e.g., the USPTO application that is indicated to be
allowable/patentable is a divisional application of a USPTO application which
forms the basis of the priority claim of the JPO application), please indicate
the application number of its basic application.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an
identifiable way, even when applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated
Examination” are different between on-line procedure and paper procedure.
Please refer to the examples of forms when filling in (“Form 1 for Accelerated
Examination” for on-line procedures, and “Form 2 for Accelerated Examination”
for paper procedures.).
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Example form of on-line procedures

(B8] FASECHILERESUAE
'_Tbﬁ_r_l?f{l?_(zf_thl_s_wsr___________________5

HE_'I_:E_' Al FRO0%00H00H S Bibliographical items
 Date of filing |

(bl WETRER
 Destination |

ELTELY

[Eﬁﬁﬁ%] P8 0000—000000

[?mtlj%]
(HAIFS] 000000000
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[E%X(i%%] 00000

[ﬁiﬂ)\]
[FEAES] 000000000
[FFAXIEERR)] ocolBoomhioTH
[E%X(i%ﬁ‘] OO0 0O

1.'%'{*' """""""""""""""""""""""""""""""""""""""""

A B & K EF S BT ~ OO S5 B (1 FEES.00/000000) [, 312, REAIAIB T
~D—D0 i (HFEE 5 00/000000) (3L T/ MBI BEAEL B TR T Hi
ETHY . BHEE VA E R REEORHERS,

1. Circumstances

! Both this application and the corresponding USPTO application (the application
i number is 00/000000) validly claim priority under the Paris Convention to a
1 UKIPO application (the application number is 00/000000), and the accelerated
. examination is requested under the PPH program.

(RHEZEY 20K
) F A A ORIGKELREICH T ET77—AMFT1X-ToavDEL
() E A B OIS KEHREICN T SR EFFTEMDEL
(%) K EH A A THAHREREFFE0000005 1%
(%) WS KEHEICH LTI ASh = KREREF 0000005 44k
(M%) WS KEHEICH LTI Ash-BAEHFFE0000005 4%,
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List up the documents which can be

omitted to submit

: (Documents to be omitted to submit)

: (The name of the document) Copy of the first office action in the USPTO on (date) i
i (The name of the document) Copy of notice of allowance in the USPTO on (date) :
(The name of the document) United States Publication of the corresponding :
application 0000000 E
(The name of the document) Cited reference of the corresponding USPTO
application: United States Publication of application 0000000 :
(The name of the document) Cited reference of the corresponding USPTO .
application: Japan Patent publication of application 0000000 :

UTFIZEWT T3 AR X1 1&F THAF—F. a0 E1a—3 Y A IO RKREHEE (5
1M #F)AVEL—5-T—FTUFv1 8 2 R HASLARTFE. 1985 &£ 11 B.p. 123 -
1271THB,

:r In what follows, “non-patent literature1” is “Yoichi Muraoka, Lecture of Computer !
! Science (Vol.ll) computer architecture, 2nd edition, Sc1entlst com, Nov. 1985, :
| p.123-127.7 |

e e e e e e e e e e e e e e m e m e —————— — ——— — 1

HzEHj%#FO)Eﬁ]

______________________________________________________________________________

List up the documents to be

submitted

If the name of the document is long (over than 50 letters), it is impossible to
write it down directly to the column “[#)#4]).” Please write down the full
name of the document in the column “[ REAEE(CE I 5F1FERAA]” and name it
properly. Then write the name in the column “[##44]).”
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Use the same name as “[#114])” under
‘YD B ]

Attach the document here as image file or

text.

{%H%{L‘F] &

' The table to explaln how the clalms 1nd1(:ated as allowable/patentable in the
' USPTO sufficiently correspond to the claims in the JPO application

(RE]

AHFED | RKETHIFRIREL MISBERICET 634k
FARIE SN T-FEKRIA
' The | | !The |
claim || {allowablefpat || GG i e comrespondence |
1 1n the | : entable claim ! e . :
1 JPO__i | ! inthe USPTO |
1 1 F'*“_J_?_'_/___{*_‘?E'_—J____T_?zé ____________________________
. Both claims are the same. i
2 2 T _n _______________________________________
Ffl_?_k--é'i--a@%’iﬂ{fﬁ_?fﬁ?ﬂ__?ﬁzé ____________
. Both claims are the same except the claim format. i
2 T _Il _______________________________________
5 RIES [LKEDERE1TIZALWSHERZEMMLES
DTHBBs ,
ir The claim 5 in the JPO has additional composition i
| Aonthe Claim 1inthe USPTO__ |
— Use the same name as “[##4]” under
i) s TREIEORR)
| Nonpatent literaturel _____|
(RE]

Attach the copy of the document.
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Example form in case submitting translation of “ Allowable Subject Matter”
of the office action.

[Eﬁﬂﬁﬁl @3‘6%’[ Rﬁﬂ]

UTIZEWT. A D4R-7ooao1 & TE*A* A OXRBEIZEITE5T7—RAM 404
A7 av Dl Allowable Subject Matter IO FER I TH B,

In what follows, “office action 1” is “the translation of “Allowable Subject Matter” of
the first office.action in the USPTO on (date)” !

(%]

FARIESE, EHRENTVDERIL—LITHKBLTVDEVLS R EAH I, ERIL—LLd
FDIL—LDETHOREZECSIITHRIBXTESE R IR TH S,

Note that in the case of paper procedure, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than on-line procedure.
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Part I
PPH using the PCT international work products from the USPTO

Applicants can request accelerated examination by a prescribed procedure
including submission of relevant documents on an application which is filed with
the Japan Patent Office (JPO) and satisfies the following requirements under the
JPO-USPTO Patent Prosecution Highway pilot programs based on PCT
international work products (PCT-PPH pilot program).

When filing a request for the PCT-PPH pilot program, an applicant must submit a
request form “The Explanation of Circumstances Concerning Accelerated
Examination” based on the procedure prescribed in “the Guidelines of the
Accelerated Examination and Appeal."® Under the PCT-PPH pilot program, an
applicant is not required to fill in the section “2. the disclosure of prior arts and
comparison between the claimed invention and prior art” in “The Explanation of
Circumstances Concerning Accelerated Examination”.

The trial period of the PCT-PPH pilot program will commence on January 29,
2012, for a trial period duration of two years and ending on January 28, 2014.
The trial period may be extended if necessary until the USPTO and the JPO
receive the sufficient number of PCT-PPH requests to adequately assess the
feasibility of the PCT-PPH pilot program.

The Offices may also terminate the PCT-PPH pilot program early if the volume of
participation exceeds manageable level, or for any other reason. Notice will be
published if the PCT-PPH pilot program is terminated before January 28, 2014.

1. Requirements
The application which is filed with the JPO and on which the applicant files a

request under the PCT-PPH must satisfy the following requirements:

(1) The latest work product in the international phase of an international PCT
application corresponding to the application (“international work product”),
namely the Written Opinion of International Search Authority (WO/ISA), the
Written  Opinion of International Preliminary Examination Authority
(WO/IPEA) or the International Preliminary Examination Report (IPER),
indicates at least one claim as allowable/patentable (from the aspect of
novelty, inventive steps and industrial applicability).

5 http://www.jpo.go.jp/torikumi/t_torikumi/souki/pdf/v3souki/guideline.pdf
“The Explanation of Circumstances Concerning Accelerated Examination” is described on
pages 31-33.
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Part II PPH using the PCT international work products from the USPTO

Note that the ISA and the IPEA which produced the WO/ISA, WO/IPEA and
the IPER must be the USPTO, but, if priority is claimed, the priority claim can
be to an application in any Office, see example A* in Annex Il (application
ZZ can be any national application).

The applicant cannot file a request under PCT-PPH on the basis of an
International Search Report (ISR) only.

In case any observation is described in Box VIII of WO/ISA, WO/IPEA or
IPER which forms the basis of a PCT-PPH request, the applicant must
identify and explain which claim(s) is/are patentable/allowable whether or not
an amendment is submitted to correct the observation noted in Box VIII. The
application will not be eligible for participating in PCT-PPH pilot program if the
applicant does not identify and explain which claim(s) is/are
patentable/allowable. In this regard, however, it does not affect the decision
on the eligibility of the application whether the explanation is adequate and/or
whether the amendment submitted overcomes the observation noted in Box
VIILI.

(2) The relationship between the application and the corresponding international
application satisfies one of the following requirements:
(A) The application is a national phase application of the corresponding
international application. (See Diagrams A, A’and A” in Annex Il)
(B) The application is a national application as a basis of the priority claim of
the corresponding international application. (See Diagram B in Annex II)
(C) The application is a national phase application of an international
application claiming priority from the corresponding international application.
(See Diagram C in Annex Il)
(D)The application is a national application claiming priority from the
corresponding international application. (See Diagram D in Annex Il)
(E)The application is the derivative application (divisional application,
application claiming domestic priority, etc.) of the application which satisfies
one of the above requirements (A) — (D). (See Diagrams E1 and E2 in Annex

I
(3) All claims on file, as originally filed or as amended, for examination under the

PCT-PPH must sufficiently correspond to one or more of those claims
indicated as allowable in the USPTO as ISA/IPEA.

11
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Claims are considered to "sufficiently correspond" where, accounting for
differences due to translations and claim format, the claims in the JPO are
of the same or similar scope as the claims in the USPTO, or the claims in
the JPO are narrower in scope than the claims in the USPTO.

In this regard, a claim that is narrower in scope occurs when an USPTO
claim is amended to be further limited by an additional feature that is
supported in the specification (description and/or claims).

A claim in the JPO which introduces a new/different category of claims to
those claims indicated as allowable in the USPTO is not considered to
sufficiently correspond. For example, the USPTO claims only contain
claims to a process of manufacturing a product, then the claims in the JPO
are not considered to sufficiently correspond if the JPO claims introduce
product claims that are dependent on the corresponding process claims.

(4) The JPO has not begun examination of the application.

2. Documents to be submitted
The applicant must submit the following documents attached to the request
form in filing a request under PCT-PPH.
Some of the documents may not be required to submit in certain cases. Please
note that the name of the documents omitted to submit still have to be listed in
“The Explanation of Circumstances Concerning Accelerated Examination”
(Please refer to the Example form for the detail).

(1) A copy of the latest international work product which indicated the claims as
allowable/patentable.

In case the application satisfies the relationship 1.(2)(A), the applicant need not
submit a copy of the International Preliminary Report on Patentability (IPRP)
because a copy of this document is already contained in the file-wrapper of the
application. In addition, if the copy of the latest international work product is
available via “PATENTSCOPE (registered trademark)’®, an applicant need not
submit these documents, unless otherwise requested by the JPO.
(WO/ISA and IPER are usually available as “IPRP Chapter I’ and “IPRP
Chapter II” respectively in 30 months after the priority date.)

(2) A copy of a set of claims which the latest international work product of the

6 http://www.wipo.int/pctdb/en/index.jsp
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corresponding international application indicated as allowable/patentable.
If the copy of the set of claims which are indicated as allowable/patentable is
available via “PATENTSCOPE (registered trademark)” (e.g. the international
Patent Gazette has been published), an applicant need not submit this
document, unless otherwise requested by the JPO.

(3) A copy of references cited in the latest international work product of the
international application corresponding to the application.
If the reference is a patent document, the applicant is not required to submit it .
In case the JPO has difficulty in obtaining the document, however, the
applicant may be asked to submit it.. Non-patent literature must always be
submitted. Translations of cited documents are unnecessary.

(4) A claims correspondence table which indicates how all claims in the
application sufficiently correspond to the claims indicated to be
allowable/patentable.

When claims are just literal translation, the applicant can just write down that
“they are the same” in the table. When claims are not just literal translation, it is
necessary to explain the sufficient correspondence of each claim based on the
criteria 1. (3) (Please refer to the Example form below).

When an applicant has already submitted the above mentioned documents (1) -
(4) to the JPO through simultaneous or past procedures, the applicant may
incorporate the documents by reference and is thus not required to attach the
documents.

3. Example of “The Explanation of Circumstances Concerning Accelerated

Examination” for filing request accelerated examination under the
PCT-PPH pilot program

(1) Circumstances

The applicant must indicate that the relationship between the application and
the corresponding international application satisfies one of the requirements
(A) - (E) of the sub-section 1 (2), and the accelerated examination is
requested under the PPH program. The application number(s) of the
corresponding international application(s) also must be written.

13
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In case any observation is described in Box VIII of WO/ISA, WO/IPEA or IPER
which forms the basis of a PCT-PPH request, the applicant must identify and
explain which claim(s) is/are patentable/allowable.

(2) Documents to be submitted
The applicant must list all required documents mentioned in the section 2 in an
identifiable way, even when applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated
Examination” are different between on-line procedure and paper procedure.
Please refer to the examples of forms when filling in (“Form 1 for Accelerated
Examination” for on-line procedures, and “Form 2 for Accelerated Examination”
for paper procedures.).

14
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Example form of on-line procedures

(B8] FASECHILERESUAE
. The name of this paper |
(BBl FROOFO0H00H
 Date of filing |
(bl WRPTRER
 Destination |
ETINELD!

[Eﬁﬁﬁ%] P8 0000—000000

[?mtlj%]
(HAIFS] 000000000
(ERXIEERR] ocoBooioTH
[E%X(i%%] 00000

[ﬁiﬂ)\]
[FEAES] 000000000
[FFAXIEERR)] ocolBoomhioTH
[E%X(i%ﬁ‘] OO0 0O

Bibliographical items

1. $'I*‘

AHEFEITEEHEE (HEEE PCT/USO000/000000) DEINBITHEETHY . HFEEE /N

A A EIKRHABEDRFELEITILDTH D,
LREMRHBEICOVWTERFAEHELL TORERHFERTMERL-REE
R RDEFE I LIFEFRIREL DI BITRSh TS,

1. Circumstances

is requested under the PPH program.

patentable.

(RHEZEEY 20K

This application is a national phase application of a PCT international application
(the application number is PCT/US0000/000000), and the accelerated examination

The WO/ISA issued by the USPTO as an ISA indicates at least one claim as

(ra)~E Bt oRGEELREICx TS WO/ISA DEL

(M%) S EREEOER AR A HR THLSERR 2B 0000/0000005
(ER) S ERHBEIC L TEI RSN = KkEFFFE 0000005 24 1
(ER) S EERHBEIC LTSI RS- B AE 000000514k
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from the USPTO

omitted to submit

List up the documents which can be

: (Documents to be omitted to submit)
(The name of the document) Copy of WO/ISA on (date)

(The name of the document) International publication of the corresponding PCT

international application: WO 0000/000000

international application: United States Publication of application 0000000
(The name of the document) Cited reference of the corresponding PCT

international application: Japan Patent publication of application

E(The name of the document) Cited reference of the corresponding PCTE

0000000

UTIZEWNT, ISR XE &, THREF—F. [QVE2—3 AT AKRZHEE (F

1M B)IAVEA—2T7—FTUFvI. % 2 . kX Ea KR FE. 1985
1271 TH S,

E 11 Hsp- 123 =

' Science (vol.11) computer architecture, 2nd edition, Scientist com, Nov. 1985, |

p.123-127.

_______________________________________________________________

The table to explain how the claims indicated as patentable in
phase sufficiently correspond to the claims in the JPO application

List up the documents to be

_________________

submitted

write it down directly to the column “[#1¥4]” Please

properly. Then write the name in the column “[#444]).”

If the name of the document is long (over than 50 letters), it is impossible to
write down the full
name of the document in the column “{ REAEEICEI T 5F1FERAA)” and name it
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‘R BEER]”

Use the same name as “[##44])” under

{%H%{L‘F] &

Attach the document here as image file or

text.

The table to explain how the claims indicated as patentable in the international
phase sufficiently correspond to the claims in the JPO application

[(RE])
AHFED | EFRERFS CTHEEFRlEE MBERICET a4 b
FEKIB EEIntf=EKRE
' The i ' The patentable i
i ?lalm | i glalm mn the !  Comments about the correspondence |
i 1n the | i International ! @ e -
i JPO__ i | i phase |
1 1 MY L—LEE-THd.
| Both claims are the same. E
2 2 "
WY L—Ll, EEBPAEREFA-THD.
| Both claims are the same except the claim format.
2 "
5 ERIES L. EREEOEREB1ICAEWNSERZAMAML
3DTHD,
i The claim 5 in the JPO has additional composition i
| Aon the Claim 1 in the international phase. | 5

K__ Use the same name as “[¥#44 )" under

[%14‘-%] 5| FASEHFEF AR 1

“‘GREMHEDBEE]”

Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than on-line procedure.
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(A) The application is a national phase application
of the corresponding international application.
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(A”) The application is a national phase application of
the corresponding international application.

(The corresponding international application claims priority
from an international application.)
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(C) The application is a national phase application of an
international application claiming priority from the
corresponding international application.
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(E1) The application is a divisional application of
an application which satisfies the requirement (A).
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