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1. Title
These regulations are the Trade Marks Regulations 2003.

2. Commencement
These regulations come into force on 20 August 2003.

3. Interpretation

In these regulations, unless the context otherwise requires,—-

Act means the Trade Marks Act 2002

address for service means--

(a) a business or residential address in New Zealand; or

(b) a post office box in New Zealand; or

(c) a document exchange box in New Zealand

agent has the meaning set out in regulation 19

business or residential address means a physical street address, whether
in or outside New Zealand; and does not include--

(a) an electronic address:

(b) a post office box:

(c) a document exchange box.
classmeansaclassofgoodsorservicesaccordingtotheNiceClassification
Commissioner means the Commissioner of Trade Marks; and includes an
Assistant Commissioner of Trade Marks

communication address means any address in or outside New Zealand; and
includes an electronic address

filing date means the date when a document is received at the Patent Office
or an office approved by the Commissioner, as the case may be
hearing has the meaning set out in regulation 122

Nice ClassifTication means the ninth edition of the Nice Classification
published on 1 January 2007 under the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of
Registration of Marks

Nice Classification: this definition was amended, as from 1 January 2007, by regulation 4 Trade
Marks Amendment Regulations 2006 (SR 2006/360) by substituting the words “ninth edition of the
NiceClassificationpublishedon1January2007” for thewords “eightheditionoftheNiceClassification
published on 1 January 2002”. See regulation 5 of those Regulations as to the transitional provision
for applications filed before 1 January 2007.

proceeding includes an application, request, or hearing In accordance
with these regulations

register means the register of trade marks kept under section 181 of the
Act.
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Part 1 Applications, notices, and requests to Commissioner

Documents

4. Documents must be in English or Maori
(1) Subject to subclause (3), all documents filed with the Commissioner
must be in English or Maori.

(2) The Commissioner may require a person who Files a document in Maori
toprovide the Commissionerwithaverified translation intoEnglishwithin
the time that the Commissioner specifies.

(3) A person may, if it Is necessary to do so, File a document that is
not in English or Maori (for example, a convention document), but the
document must be accompanied by a verified translation.

5. Form of documents filed in proceeding

A document, including written evidence, or bundle of documents filed with
the Commissioner in a proceeding under the Act or these regulations must
contain the following information:

(a) the name and address for service of the person filing the document:
(b) i1f that person has an agent, the agent’s name:

(c) the number of the trade mark application or registration that is the
subject of the proceeding.

6. Signatures

(1) In the following cases, a document must be signed for the purposes
of these regulations as follows:

(a) 1In the case of a partnership, the document must--

(i) contain the full names of all partners, unless a list of the current
members of the partnership has been filed with the Commissioner; and
(ii1) be signed by a qualified partner or any other person who has, to
the Commissioner’s satisfaction, authority to sign:

(b) in the case of a body corporate, the document must be signed by a
director or other principal officer, or any other person who has, to the
satistaction of the Commissioner, authority to sign:

(c) in the case of an unincorporated association, the document may be
signed by any person who appears to the Commissioner to be duly qualified.

(2) A document may be signed in accordance with section 22 of the Electronic
Transactions Act 2002 as if that Act were in force.
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(3) An application made in accordance with these regulations by 2 or more
joint applicants, and any document required to be signed that is part
of the application, must be signed by each applicant.

7. Electronic documents

(1) Any requirement in these regulations that a document must be inwriting
is satisfied if the document complies with section 18 of the Electronic
Transactions Act 2002 as if that Act were in force.

(2) Any requirement in these regulations that a document must be filed,
served, or sent is satisfied if the document is given in accordance with
section 20 of the Electronic Transactions Act 2002 as if that Act were
in force.

Filing documents

8. Place where documents may be filed

A document that must be filed with the Commissioner may be filed at--
(a) the Patent Office; or

(b) other offices approved by the Commissioner.

9. Document filed when received in proper form
(1) Adocument is filed with the Commissioner when it is received In proper
form.

(2) A document is in proper form only if--

(a) i1t is legible; and

(b) 1t complies with the requirements of these regulations; and
(c) 1t is accompanied by the prescribed fee.

(3) A document that is Filed electronically is received according to the
rules contained in sections 11 and 13 of the Electronic Transactions Act
2002 as i1f that Act were in force.

10. Filing date

IT a document is received on a day that is not a working day, or on the
day that is the anniversary day for Wellington, the Ffiling date of the
document iIs the next working day.
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Amendment of documents

11. Request to amend documents

(1) Arequest under section 194 of the Act to amend an application, notice,
or document must--

(a) be in writing; and

(b) contain the information specified in subclause (2); and

(c) be signed by the person making it.

(2) The request must contain the following information:

(a) the name and address for service of the person requesting the amendment:
(b) if that person has an agent, the agent’s name:

(c) details of the application, notice, or document to be amended:
(d) details of the amendment.

Notice of application to Court

12. Notice to Commissioner of application to Court

(1) A person who applies to the Court under the following sections of
the Act must, as soon as practicable, serve the application on the
Commissioner:

(a) section 62:

(b) section 65:

(c) section 73:

(d) section 76.

(2) As soon as practicable after the Court has decided the application,
the party who made the application must notify the Commissioner of the
result, and, 1T an order has been sealed, provide the Commissioner with
a copy of the order.

(3) The Commissioner may, if the Commissioner thinks it appropriate,

publish any order made by the Court on an application or an appeal under
the Act.
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Part 2 Addresses

13. Notification of address for service

The following persons must file a notice of address for service with the
Commissioner:

(a) an applicant in an application made in accordance with these
regulations:

(b) the owner of a trade mark registered under the Act:

(c) the licensee of a trade mark registered under the Act:

(d) any party to a proceeding under these regulations.

14. Notification of business or residential address

The following persons must file a notice of a business or residential
address with the Commissioner:

(a) an applicant in an application made in accordance with these
regulations:

(b) the owner of a trade mark registered under the Act:

(c) the licensee of a trade mark registered under the Act:

(d) an agent.

15. Notification of communication address
A person may file anotice of a communication address with the Commissioner
for the purpose of receiving general correspondence.

16. Change of address

A person who has filed a notice of an address for service, business or
residential address, or communication address must, if the address has
changed, as soon as practicable, file a notice of change of address.

17. Notice of address or change of address

A notice of address or a notice of change of address must--

(a) be in writing; and

(b) contain the name and the new address of the person giving the notice;
and

(c) if a trade mark will be affected by a change of address, the number
of that trade mark.

18. Sufficiency of address
An address that is notified to the Commissioner under these regulations
must be sufficiently detailed to enable the Commissioner to contact the
addressee at that address.
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Part 3 Agents

19. Definition of agent

In these regulations, unless the context otherwise requires, agent means
a person--

(a) who i1s authorized by the agent’s principal (X) to act for X in any
proceeding in accordance with these regulations or to take any step on
X?s behalf under these regulations; and

(b) for whom recognition has not been refused by the Commissioner under
regulation 23.

20. Agent may act on behalf of principal for purposes of regulations
(1) Subject to the scope of the agent’s authority, an agent may act for
the agent’s principal (X) in any proceeding in accordance with these
regulations or take any step (including signature of documents) on X’s
behalf under these regulations.

(2) However, the Commissioner may in any case require that a document
that must be signed for the purposes of these regulations be signed by
the principal and not by the agent.

21. Commissioner may serve and give notices to agent

(1) The Commissioner satisfies any requirement under these regulations
of service on, notice to, or correspondence with a person by serving on,
giving notice to, or corresponding with that person’s agent.

(2) Subclause (1) does not apply to the extent that any written authority
filed with the Commissioner by the agent’s principal expressly excludes
the authority of the agent for any of the matters specified in subclause

).

22. Principal of agent must file authority with Commissioner in certain
cases

(1) The principal (X) of an agent (A) must file with the Commissioner--
(a) awritten authority in respect of A If the Commissioner requires it,
within the time specified by Commissioner:

(b) i X appoints a new agent in place of A, awritten authority in respect
of the new agent, as soon as practicable after the new agent is appointed.

(2) The authority must--
(a) be signed by X, and not by any agent; and
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(b) contain the information set out in subclause (3).

(3) The authority must contain the following information:

(a) X’s name and address for service:

(b) A”s name:

(c) if A is authorized to act in respect of a particular trade mark, the
number of the trade mark:

(d) a statement of any limitation on the authority of the agent to act
for X.

23. Commissioner may refuse to recognize person as agent

The Commissioner may refuse to recognize a person as an agent--

(a) who is suspended from practice before the Patent Office; or

(b) whose name has been removed from the register of patent attorneys
under section 102 of the Patents Act 1953, and has not been restored to
the register; or

(c) whose name has been removed from or struck off the roll of barristers
and solicitors under the provisions of the Law Practitioners Act 1982,
and has not been restored to the roll; or

(d) who is suspended from practice as a barrister or solicitor; or
(e) who has been convicted of an offence specified in Part 10 (except
sections 293 to 305) of the Crimes Act 1961 or who has been convicted
of an equivalent offence in another country.

24_. Commissioner must notify refusal to recognize

IT the Commissioner refuses to recognize a person as an agent, the
Commissioner must, as soon as practicable, notify that person and that
person’s principal in writing.

25. Notice to Commissioner of revocation or alteration of authority
(1) A principal (X) must, as soon as practicable, give written notice
to the Commissioner of the revocation or alteration of the authority of
X”s agent (A).

(2) The notice must--
(a) be signed by X, and not by an agent; and
(b) contain the information set out in subclause (3).

(3) The notice must contain the following information:

(a) X’s name and address for service:
(b) A’s name:
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(c) if A is authorized to act in respect of a particular trade mark, the
number of that trade mark:

(d) if A’s authority is revoked, a statement to that effect:

(e) if A’s authority is altered, a statement setting out--

(i) the alteration in authority; and

(i1) the matters for which A continues to have authority.

(4) Notice to the Commissioner of the revocation or alteration of the
authority of an agent is effective--

(a) if it complies with this regulation; and

(b) when it is received by the Commissioner.
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Part 4 Commissioner’s control of proceedings

Case management

26. Commissioner may require parties to attend case management conference
(1) At any stage in a proceeding the Commissioner may require the parties
to attend a conference to review the proceeding and the steps that have
been or must still be taken.

(2) The Commissioner must give each party notice of the conference at
least 10 working days before the conference.

(3) The parties may attend in person or by a telecommunication link that
is acceptable to the Commissioner.

27. Commissioner may give directions

In the course of a case management conference, the Commissioner may give
directions for the future conduct of the proceeding that are consistent
with the Act and these regulations.

Halt in proceedings

28. Commissioner may halt proceeding

(1) The Commissioner may halt a proceeding, iIf the Commissioner thinks
it appropriate, on the application of a party or on the Commissioner’s
own initiative.

(2) The Commissioner may halt the proceeding for the period and on the
terms and conditions that the Commissioner thinks appropriate, but must

not halt the proceeding for more than 6 months.

(3) The Commissioner may halt the proceeding for further periods, but
on each occasion for no more than 6 months.

(4) The Commissioner may at any stage, whille the proceeding is halted,
recommence the proceeding.

Parties

29. Substitution of parties
(1) A notice to the Commissioner by a person (S) claiming to be substituted
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as an applicant under section 192 of the Act or an opponent under section
193, as the case may be, must include the following information:

(a) S’s name and address for service:

(b) if S has an agent, the agent’s name:

(c) the nature of the application or notice of opposition to which the
claim for substitution relates:

(d) a description or representation (including the number or numbers)
of the trade mark or marks to which the application or opposition relates:
(e) a statement describing how the right or interest on which S relies
for substitution is vested in S.

(2) The notice must be signed by S.

30. Intervention by third party

(1) The Commissioner may allow a third party (T) who is not the owner
of the trade mark in question, and who satisfies the Commissioner that
T has a sufficient interest, to intervene in a proceeding for--

(a) rectification; or

(b) revocation; or

(c) a declaration of invalidity; or

(d) cancellation.

(2) T must apply to intervene by filing with the Commissioner a notice
that contains the following information:

(a) T’s name and address for service:

(b) 1f T has an agent, the agent’s name:

(c) the nature of the application to which T’s claim for intervention
relates:

(d) a description or representation (including the number or numbers)
of the trade mark or marks to which the claim for intervention relates:
(e) a statement describing T’s interest in the proceeding.

(3) The notice must be signed by T.
(4) The Commissioner may allow T to intervene on the terms and conditions

(including an undertaking as to costs) that the Commissioner thinks
appropriate.
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Production of documents

31. Commissioner may require production of documents

(1) At any stage in a proceeding under the Act or these regulations, the
Commissioner may require a party by notice in writing or by direction
made at a case management conference to--

(a) file copies of documents with the Commissioner:

(b) provide other parties to the proceeding with copies of documents.

(2) The Commissioner may give a notice or make a direction under subclause
(1) on the Commissioner’s own initiative or on the application of any
party to the proceeding.

Extension of time

32. Commissioner may extend time

(1) The Commissioner may, if satisfied in a particular case that there
are genuine and exceptional circumstances that justify an extension of
time, extend the time specified by these regulations for a step to be
taken, except where these regulations stipulate that time must not be
extended.

(2) In extending the time for a step to be taken, the Commissioner may
stipulate the terms and conditions on which the extension iIs granted.

Evidence

33. Party Tiling evidence must copy evidence to opposite party

A party who files evidence with the Commissioner under the Act or these
regulations must, as soon as practicable, send a copy of the evidence
to the opposite party and any party intervening.

34. Evidence out of time

(1) This regulation and regulation 35 apply to the following proceedings:
(a) an opposition to registration of a trade mark:

(b) an application for rectification of the register:

(c) an application for revocation of the registration of a trade mark:
(d) an application for a declaration of the invalidity of the registration
of a trade mark.

(2) A party to a proceeding may not file evidence after the evidence iIn
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reply has been filed, unless that party has applied to the Commissioner
for permission to file it and the Commissioner allows it.

(3) The Commissioner must allow the evidence to be filed only if--
(a) the Commissioner considers that there are genuine and exceptional
circumstances that justify filing the evidence; or

(b) the evidence could not have been filed earlier.

35. Application for permission to file evidence out of time

(1) The application for permission to file evidence out of time must--
(a) be in writing; and

(b) be signed by the party applying for permission (P); and

(c) contain the information in subclause (2).

(2) The application must contain the following iInformation:

(a) P’s name and address for service:

(b) if P has an agent, the agent’s name:

(c) the nature of the evidence:

(d) an explanation why the evidence could not have been filed earlier:
(e) any other ground or grounds for making the application.

(3) The Commissioner must notify the opposite party of the application,
and the opposite party may make submissions to the Commissioner within
the time specified by the Commissioner.

(4) The Commissioner must notify the parties of the decision that the
Commissioner intends to make on the application.

(5) The notification must--

(a) specify the ground or grounds on which the Commissioner intends to
reject or accept the application; and

(b) advise the parties that either party may require a hearing; and
(c) specify aperiod of not less than 1 month after the date of notification
for a party to require a hearing; and

(d) advise the parties that the Commissioner will decide the application
at the end of that period if a party has not required a hearing.

(6) The Commissioner must, as soon as practicable, hold a hearing if a

party requires it, and in that case must decide the application only after
holding a hearing.
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Vexatious applications

36. Vexatious applications

(1) This regulation applies to the following applications:

(a) an application for revocation of the registration of a trade mark:
(b) an application for a declaration of the invalidity of the registration
of a trade mark.

(2) IT the Commissioner considers that the application is vexatious, the
Commissioner must, as soon as practicable, notify the applicant that the
Commissioner intends to refuse the application as vexatious.

(3) The notification must--

(a) specify the grounds on which the Commissioner considers that the
application is vexatious; and

(b) advise the applicant that the applicant may require a hearing; and
(c) specify a period of not less than 10 working days after the applicant
has received the notification for the applicant to require a hearing;
and

(d) advise the applicant that the Commissioner will refuse the application
at the end of that period if the applicant has not required a hearing.

(4) The Commissioner must, as soon as practicable, hold a hearing if the
applicant requires it.
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Part 5 Application for preliminary advice or for search of register

37. Application for preliminary advice or for search of register

An application for preliminary advice under section 16 of the Act or for
search of the register must--

(a) be in writing; and

(b) be accompanied by the prescribed fee; and

(c) contain the information specified in regulation 38.

38. Information required for application for preliminary advice or search
of register

An application for preliminary advice or a search of the register must
contain the following information:

(a) the applicant’s name and communication address:

(b) a clear representation of the trade mark:

(c) astatement of the goods or services forwhich it is proposed to register
the trade mark:

(d) a transliteration of any foreign characters in the trade mark:
(e) a translation of any foreign words in the trade mark.

39. Application for preliminary advice or search of register for goods
and services iIn more than 1 class

An applicant may apply in the same application for preliminary advice
or a search of the register for a trade mark for goods and services in
more than 1 class, but in that case a separate fee iIs payable for each
class.

40. Refund of fee iT identical or similar trade mark subsequently identified
An applicant for registration of a trade mark is entitled to a refund
of the application fee paid 1f--

(a) the applicant, relying on the result of a search, applied for
registration ofatrade markwithin 3 months of receiving the search result;
and

(b) a subsequent notification of non-compliance discloses an identical
or similar mark on the register that should have been identified in the
search result; and

(c) the applicant withdraws the application for registration.
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Part 6 Application for registration of trade mark

Requirements for application

41. Mandatory requirements for application for registration

(1) An application for registration of a trade mark that is submitted
for filing must--

(a) be accompanied by the prescribed fee (or in the case of a multi-class
application, the prescribed fee for each class); and

(b) contain the information specified in regulation 42.

(2) An application that does not comply with subclause (1) is invalid
and must not be given a filing date.

(3) An application that complies with subclause (1) must be given a filing
date and may be examined.

42 . Information required in application for registration on filing
The application must contain the following information when it is filed:
(a) the applicant’s name and address for service or, In the case of joint
applicants, the name of each applicant and an address for service:
(b) a clear representation of the trade mark:

(c) if the application is for registration of a series of trade marks,
a clear representation of each trade mark in the series:

(d) the goods and services for which registration is required.

43. Additional classes may be added after filing

(1) An applicant for registration of a trade mark may apply to the
Commissioner for a class or classes to be added after the application
has been filed.

(2) The Commissioner may allow the addition of a class if--

(a) theapplicationforadditionismadewithinlmonthafter theapplication
for registration is fTiled; and

(b) the application is accompanied by the fee prescribed for an application
to register in 1 class; and

(c) the goods or services to which the additional class or classes relate
are within the original specification.

(3) The Commissioner must not allow an application for addition if the
applicant has previously deleted the goods or services to which the
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additional class relates from the application for registration.

(4) The Commissioner must not extend the deadline in subclause (2)(a).

44 . Information that must be supplied before acceptance of application
An applicant must supply the following information before the application
can be accepted, and may supply it after filing the application:

(a) the applicant’s business or residential address, if this is different
from the address for service; and

(b) whether the application is for a certification or a collective trade
mark; and

(c) the class or classes of the Nice Classification in which registration
is sought; and

(d) in the case of a certification trade mark, the regulations governing
the use of the trade mark approved by the Commissioner; and

(e) a transliteration of any foreign characters in the trade mark; and
() a translation of any foreign words in the trade mark; and

(g) if the trade mark is a colour or colours, a description acceptable
to the Commissioner of the colour or colours; and

(h) if the trade mark is limited as to colour, a description acceptable
to the Commissioner of the colour or colours in the trade mark; and
(i) 1t the applicant has made a claim for convention priority, the
information specified in regulation 47; and

(J) a statement by the applicant that the trade mark is being used or
is proposed to be used.

45_. Commissioner may request further information

The Commissioner may request further information from an applicant that
will assist iIn the examination of the application.

Claim for convention priority

46. Claim for convention priority must be made when application filed
(1) A claim for convention priority on the basis of an application for
registration in a convention country must be made within 2 working days

after the application for registration in New Zealand is filed.

(2) The Commissioner must not extend the time for making a claim for
convention priority.

(3) A claim for convention priority made more than 2 working days after
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the application is filed must not be accepted.

47 . Information required for claim for convention priority

(1) Aclaimfor conventionprioritymust include the following information:
(a) the date of the application from which priority is claimed:

(b) the country in which the application was made:

(c) the goods and services to which the claim relates:

(d) if the application in New Zealand is an application for registration
of a series of trade marks, a statement specifying to which of the marks
in the series the claim for convention priority relates.

(2) The Commissioner may require an applicant to file, within the time
specified by the Commissioner, acertified copy of the convention document.

(3) The Commissioner may refuse an applicant convention priority if the
applicantdoes not complywitharequesthby the Commissioner under subclause

).

Registration of trade mark including name or description that may vary
in use

48. Registration of trade mark including name or description that may
vary iIn use

(1) The Commissioner may register a trade mark that includes the name
or description of goods and services for those and other goods and services,
iT the name or description may vary in use.

(2) The Commissioner must require the applicant to undertake that the
name or description will be varied 1T used for goods and services covered
by the specification that are not the named or described goods and services.
(3) The undertaking must be entered on the register.

(4) If the applicant does not give an undertaking as required, the
Commissioner may refuse to register the trade mark for goods and services
that are not the named or described goods and services.

Division

49_ Division of trade mark application
An applicant for registration of a trade mark may apply for division from
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the application of--

(a) part of a series of trade marks, in the case of a series application;
or

(b) classes within an application; or

(c) specific goods or services within an application.

50. Application for division

An application for division must--

(a) be in writing; and

(b) contain the information set out in regulation 51.

51. Information required for application for division

An application for division must contain the following information:
(a) the applicant’s name and address:

(b) if the applicant has an agent, the agent’s name:

(c) the initial application number of the application for registration:
(d) in the case of division of a series of marks, the part of the series
to be divided out;

(e) iIn the case of division of classes, a list of the classes to be divided
out:

() in the case of division of goods or services, a list of the goods
or services to be divided out:

(g) 1Tt a notice of opposition to the application for registration has
been filed with the Commissioner, a statement that the opponent has
consented to the application for division.

52_. Effect of division

IT the Commissioner allows an application for division, the part that
is divided out--

(a) is independent of the original application for registration:

(b) retains the Filing date of the original application for registration.

53. Division instead of striking out

An applicant for registration of a trade mark may, instead of striking
out items from the specification, apply for division in respect of those
items, provided that there is no outstanding application fee for the class
or classes in which the items divided out are to be included.
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Merger

54. When merger is allowed

(1) An applicant for registration of a trade mark, or an owner of a trade
mark, as the case may be, may apply for the merger of--

(a) 2 or more applications; or

(b) 2 or more registrations.

(2) The Commissioner may merge the applications or registrations if they--
(a) are for the same trade mark; and

(b) have the same filing dates and, ifapplicable, same conventionpriority
dates; and

(c) have the same status, for example, accepted for registration, or
registered; and

(d) are in the name of the same applicant or owner; and

(e) are classified according to--

(i) the same schedule of the Trade Marks Regulations 1954; or

(i1) the Nice Classification; or

(iii) the same previous edition of the Nice Classification, as the case
may be.

55. Application for merger

An application for merger must--

(a) be in writing; and

(b) contain the information specified in regulation 56.

56. Information required for application for merger

An application for merger must contain the following information:
(a) the applicant’s name and address for service:

(b) if the applicant has an agent, the agent’s name:

(c) the number of each application or registration sought to be merged.

Application for registration of certification trade mark

57. Requirements for certification trade mark application

(1) An application for registration of a certification trade mark must
comply with the requirements of regulations 41, 42, and 44.

(2) Within 6 months after the application is filed, the applicant must

file, inaformacceptable to the Commissioner, draftregulationsgoverning
the use of the trade mark.
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58. Applicant may modify documents

After the documents referred to in regulation 57(2) have been filed, and
within 12 months after the application for registration was filed, the
applicant may modify the documents in response to any advice the
Commissioner may give as to their suitability.

Application for registration of collective trade mark

59. Requirements for collective trade mark application

An application for registration of a collective trade mark must--
(a) comply with the requirements of regulations 41, 42, and 44; and
(b) contain a declaration that the applicant is a collective association
as defined in section 5(1) of the Act.

Application for registration when owner or applicant dies

60. Application for registration without production of letters of
administration or probate

(1) An application under section 52(1) (which in this regulation is called
the section 52 application) of the Act must--

(a) be in writing: and

(b) contain the information specified in subclause (2); and

(c) be signed by the applicant.

(2) The section 52 application must contain the following information:
(a) the name and communication address of the applicant:

(b) it the applicant has an agent, the agent”s name and address for service:
(c) the name of the deceased owner or deceased applicant for registration:
(d) 1T that person had an agent, the agent’s name and address for service:
(e) arepresentation or description of each trade mark to which the section
52 application relates:

() iIn the case of a registered trade mark, the registration number of
each trade mark to which the section 52 application relates:

(g9) in the case of an application for registration of a trade mark by
a deceased applicant, the number of the application:

(h) a statutory declaration by the applicant that--

(i) the owner or applicant for registration is dead; and

(ii) the applicant is a qualified person.

(3) Before registering the applicant as the owner of the trade mark, the
Commissioner may require the applicant to provide further evidence that
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the Commissioner considers necessary.
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Part 7 Procedure after application for registration filed

Non-compliance

61. Deadline for response to notice of non-compliance

(1) In a notice of non-compliance issued under section 41 of the Act,
the Commissioner may specify a deadline of not less than 12 months after
the application for registration was filed for--

(a) responding to the notice; or

(b) amending the application.

(2) After each response or amendment by the applicant, the Commissioner
may issue a further notice if the application still does not comply with
the requirements of the Act, and on each occasion may extend the deadline
specified under subclause (1).

62. Applicant may request extension of time to comply

(1) Before the deadline for a response to a notice of non-compliance has
expired, the applicant for registration may apply to the Commissioner
for an extension.

(2) The Commissioner may allow an extension, iIn the Commissioner’s
discretion, and may allow subsequent extensions.

(3) The Commissioner must not allow an extension if the application for
extension is made after the deadline has expired.

(4) A request by an applicant for a hearing if the Commissioner refuses
an extension must be made within 10 working days after the Commissioner
notifies the applicant of the refusal.

63. Applicant must notify Commissioner of related proceeding

(1) An applicant for registration of a trade mark who has been issued
with a notice of non-compliance must notify the Commissioner if the
application is awaiting the outcome of--

(a) an opposition proceeding in respect of a prior application; or
(b) cancellation, revocation, or invalidity proceedings in respect of
a prior registration.

(2) The applicant must notify the Commissioner before the expiry of the
date specified in the notice of non-compliance.
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64. Applicant must notify Commissioner of outcome of related proceeding
(1) An applicant for registration of a trade mark who has notified the
Commissioner under regulation 63 must, as soon as practicable, notify
the Commissioner of the outcome of the proceeding.

(2) On notice of the outcome of the proceeding, the Commissioner must
extend the deadline for compliance by a period that the Commissioner
considers reasonable.

Withdrawal of application for registration

65. Notification of withdrawal of application for registration
(1) An applicant for registration of a trade mark may withdraw the
application by notifying the Commissioner in writing.

(2) The notificationofwithdrawal must contain the following information:
(a) the applicant’s name:

(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark:

(d) the application number.

(3) The notification must be signed by the applicant.

Alteration of application for registration

66. Request for alteration of application

(1) Arequestunder section 37 of the Act by anapplicant for the registration
of a trade mark for the alteration of the application must--

(a) be In writing; and

(b) contain the information set out in subclause (2); and

(c) be signed by the applicant.

(2) The request for alteration must contain the following information:
(a) the applicant’s name:

(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark:

(d) the application number:

(e) the correction to be made to the application.

67. Commissioner must notify applicant of intention to reject alteration
(1) The Commissioner must notify the applicant if the Commissioner intends
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to reject the request for alteration on the ground that, in the
Commissioner’s opinion, the alteration materially alters the meaning or
scope of the application.

(2) The notification must--

(a) specify the ground or grounds for the Commissioner’s opinion; and
(b) advise the applicant that the applicant may require a hearing; and
(c) specify a period of not less than 1 month after the date of the
notification for the applicant to require a hearing; and

(d) advise the applicant that the Commissioner will reject the request
at the end of that period if the applicant has not required a hearing.

68. Commissioner must hold hearing if required

The Commissioner must, as soon as practicable, hold a hearing if the
applicant requires it, and In that case must decide whether to reject
the request for alteration only after hearing the applicant.

Rejection of application for registration

69. Commissioner must notify applicant of intention to reject application
(1) The Commissioner must notify the applicant for registration of a trade
mark 1T the Commissioner proposes to reject the application under section
43 of the Act.

(2) The notification must--

(a) specifty the ground or grounds for rejection; and

(b) advise the applicant that the applicant may require a hearing; and
(c) specify a period of not less than 1 month after the applicant has
received the notification for the applicant to require a hearing; and
(d) advise the applicant that the Commissioner will reject the application
at the end of that period if the applicant has not required a hearing.

70. Commissioner must hold hearing if required

The Commissioner must, as soon as practicable, hold a hearing if the
applicant requires it, and In that case must decide whether to reject
the application for registration only after hearing the applicant.

Revocation of acceptance

71. Commissioner must notify applicant of intention to revoke acceptance
(1) The Commissioner must notify the applicant for registration of a trade
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mark 1 the Commissioner proposes to revoke acceptance of the application
under section 42 of the Act.

(2) The notification must--

(a) specify the ground or grounds for revocation; and

(b) advise the applicant that the applicant may require a hearing; and
(c) specify a period of not less than 1 month after the applicant has
received the notification for the applicant to require a hearing; and
(d) advise the applicant that the Commissioner will revoke acceptance
at the end of that period if the applicant has not required a hearing.

72. Commissioner must hold hearing if required

The Commissioner must, as soon as practicable, hold a hearing if the
applicant requires it, and in that case must decide whether to revoke
acceptance of the application only after hearing the applicant.
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Part 8 Opposition to application for registration

Notice of opposition

73. Requirements for notice of opposition

A notice of opposition to an application for registration of a trade mark
under section 47 of the Act must--

(a) be in writing; and

(b) be accompanied by the prescribed fee; and

(c) contain the information specified in regulation 74; and

(d) be signed by the opponent.

74. Information required in notice of opposition

A notice of opposition to an application for registration of a trade mark
must contain the following information:

(a) the name and address for service of the opponent:

(b) if the opponent has an agent, the agent’s name:

(c) a description or representation of the trade mark:

(d) the number of the application:

(e) the class or classes, or the goods or services, to which the opposition
relates:

() the ground or grounds of opposition.

75. Time for filing notice of opposition

(1) A party who opposes an application for registration of a trade mark
must file a notice of opposition with the Commissioner within 3 months
after the date when acceptance of registration was Tirst advertised.

(2) The Commissioner may, 1T requested, extend the deadline for filing
a notice of opposition--

(a) by up to 1 month, without the applicant’s consent; and

(b) by up to 2 months, with the applicant’s consent.

(3) The Commissioner must not extend the deadline after the deadline has
expired.

76. Notice of opposition sent in time if all parties agree

A notice of opposition that has been sent to the Commissioner within 6
months after the application for registration in question was filed is
deemed to have been sent within the time for sending the notice if the
applicant and the opponent each consent.
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77. Commissioner must send copy of notice to applicant for registration
The Commissioner must, as soon as practicable after a notice of opposition
is filed, send a copy of the notice to the applicant for registration.

78. Commissioner must notify each opponent that notice of opposition filed
IT an application for registration is opposed by more than 1 opponent,
the Commissioner must, as soon as practicable after each notice of
opposition is filed, notify each opponent that the notice has been Filed.

Counter-statement

79. Time for sending counter-statement

An applicant for registration to whom a notice of opposition has been
sent must Ffile a counter-statement to the notice with the Commissioner
within 2 months after the applicant received the notice.

80. Information required in counter-statement

(1) A counter-statement must contain the following information:

(a) the applicant’s name and address for service:

(b) if the applicant has an agent, the agent’s name:

(c) a response to the opponent’s grounds of opposition, by admitting,
denying, or claiming lack of knowledge of, each assertion made in the
grounds of opposition:

(d) a brief statement of the grounds on which the applicant relies in
support of the application for registration.

(2) The counter-statement must be signed by the applicant.

81. Commissioner must send copy of counter-statement to opponent
The Commissioner must, as soon as practicable after a counter-statement
is filed, send a copy of the counter-statement to the opponent.

Evidence

82. Opponent must file evidence

(1) Within 2 months after the opponent (0) has received a copy of the
counter-statement, O must--

(a) file evidence in support of the opposition; or

(b) notify the Commissioner that O does not intend to file evidence; or
(c) notify the Commissioner that O withdraws the application.
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(2) The Commissioner must notify the applicant as soon as practicable
after O has taken 1 of the steps under subclause (1)(b) or (¢).

83. Discontinuance of opposition

An opponent (0) discontinues opposition 1f--

(a) O does not within the applicable deadline file evidence or notify
the Commissioner that O does not intend to file evidence; or

(b) O notifies the Commissioner that O withdraws the opposition.

84. Applicant may file evidence

The applicant may file evidence in support of the application within 2
months after receiving a copy of--

(a) the evidence of the opponent (0); or

(b) 0”s notice to the Commissioner that 0 does not intend to file evidence
in support of 0’s opposition.

85. Evidence in reply

An opponent to an application for registration may, if the applicant has
filed evidence, File evidence strictly in reply within 1 month after the
opponent has received a copy of the applicant’s evidence.

37



Part 9 Rectification

86. Application for rectification by Commissioner

(1) An application to the Commissioner for rectification of the register
under section 76 of the Act must--

(a) be in writing; and

(b) contain the information specified in regulation 87; and

(c) be signed by the applicant.

(2) The Commissioner must, as soon as practicable, send a copy to the
owner of the registered trade mark of an application by another person
for rectification.

87. Information required for application for rectification

An application for rectification must contain the following information:
(a) the applicant’s name and address for service:

(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark to which the
application relates:

(d) the number of the registration of the trade mark towhich the application
for rectification relates:

(e) the class or classes to which the application relates:

(f) the extent to which rectification is sought:

(g) the grounds for rectification:

(h) in the case of an application by a person who is not the owner of
the trade mark, a statement of the basis on which the applicant claims
to be a person who has an interest for the purposes of section 76(1) of
the Act.

Opposition to rectification

88. Owner may oppose rectification

(1) The owner of a trade mark in respect of which another person has applied
for rectification may oppose the applicationby filingacounter-statement
with the Commissioner within 2 months after receiving a copy of the
application.

(2) IT the owner does not file a counter-statement within 2 months, the

Commissioner must determine the application on the documents filed by
the applicant.
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89. Requirements for counter-statement to application for rectification
(1) A counter-statement to an application for rectification must include
the following information:

(a) the owner’s name and address for service:

(b) if the owner has an agent, the agent’s name:

(c) aresponse to the applicant’s grounds for rectification, by admitting,
denyingor claiming lack of knowledge of, each assertionmade in the grounds
for rectification:

(d) a brief statement of the facts on which the owner relies in support
of the registration.

(2) The counter-statement must be signed by the owner.

(3) The Commissioner must, as soon as practicable, send a copy of the
counter-statement to the applicant.

Evidence

90. Applicant for rectification must file evidence

(1) Within 2 months after receiving a copy of the counter-statement, the
applicant (A) must--

(a) file evidence in support of the application; or

(b) notify the Commissioner that A does not intend to file evidence; or
(c) notify the Commissioner that A withdraws the application.

(2) The Commissioner must notify the owner as soon as practicable after
A has taken one of the steps under subclause (1)(b) or (c)-

91. Discontinuance of application

The applicant (A) discontinues the application if--

(a) A does not within the applicable deadline file evidence or notify
the Commissioner that A does not intend to file evidence; or

(b) A notifies the Commissioner that A withdraws the application.

92. Owner may fTile evidence

The owner may file evidence within 2 months after receiving a copy of--
(a) the applicant’s evidence; or

(b) the applicant’s notice to the Commissioner that the applicant does
not intend to file evidence in support of the application.
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93. Applicant’s evidence in reply

An applicant for rectification may, if the owner has filed evidence, file
evidence strictly in reply within 1 month after the applicant has received
a copy of the owner’s evidence.
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Part 10 Revocation

Application to Commissioner for revocation

94_ Application to Commissioner for revocation

(1) An application to the Commissioner for revocation of the registration
of a trade mark must--

(a) be in writing; and

(b) contain the information specified in regulation 95; and

(c) be signed by the applicant.

(2) The Commissioner must, as soon as practicable, send a copy of the
application to the owner of the trade mark.

95. Information required for application for revocation

An application for revocation must contain the following information:
(a) the applicant’s name and address for service:

(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark to which the
application relates:

(d) the number of the registration of the trade mark towhich the application
for revocation relates:

(e) the class or classes or goods or services to which the application
relates:

() the grounds for revocation:

(g9) a statement of the basis on which the applicant claims to be a person
aggrieved for the purposes of section 65(1) of the Act.

Opposition to application for revocation for non-use

96. Owner or licensee may oppose revocation by Filing counter-statement
and evidence of use

(1) Theowneror licensee ofatrademark that isthesubjectofanapplication
for revocation for non-use may oppose the application by filing the
following documents within 2 months after the owner or licensee received
the application:

(a) a counter-statement that complies with regulation 97; and

(b) evidence of--

(1) the use of the mark; or

(i1) special circumstances of the kind referred to In section 66(2) of
the Act.
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(2) IT the owner or licensee does not, within the period specified, file
the counter-statement and, if applicable, evidence of use of the mark,
the Commissioner must determine the application on the documents filed
by the applicant.

(3) The Commissioner must, as soon as practicable, send a copy of the
counter-statement and any supporting documents to the applicant.

97. Requirements for counter-statement to application for revocation for
non-use

(1) A counter-statement to an application for revocation of a trade mark
on grounds of non-use must contain the following information:

(a) the name and address for service of the owner or licensee opposing
the application:

(b) if the owner or licensee has an agent, the agent’s name:

(c) a response to the applicant’s grounds for revocation, by admitting,
denying, or claiming lack of knowledge of, each assertion made in the
grounds for revocation:

(d) a brief statement of the facts on which the owner or licensee relies
in support of continued registration:

(e) 1T non-use is due to special circumstances of the kind referred to
in section 66(2) of the Act, a statement of those special circumstances.

(2) The notice must be signed by the owner or licensee opposing the
application.

Evidence

98. Applicant for revocation for non-use must file evidence

(1) Within 2 months after receiving a copy of the counter-statement and
the evidence, if any, of use of the trade mark or special circumstances
of the kind referred to in section 66(2) of the Act, the applicant (A)
must--

(a) file evidence in support of the application; or

(b) notify the Commissioner that A does not intend to file evidence; or
(c) notify the Commissioner that A withdraws the application.

(2) The Commissioner must notify the owner or licensee opposing the

application as soon as practicable after A has taken one of the steps
under subclause (1)(b) or (c).-
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(3) A discontinues the application if--

(a) A does not within the applicable deadline file evidence or notify
the Commissioner that A does not intend to file evidence; or

(b) A notifies the Commissioner that A withdraws the application.

99. Owner or licensee may file evidence

The owner or licensee opposing an application for revocation for non-use
may, if the applicant has filed evidence in support of the application,
Tile evidence in support of the registration within 2 months after the
owner or licensee has received a copy of the applicant’s evidence.

100. Applicant may file evidence in reply

The applicant for revocation for non-use may, If the owner or licensee
has Filed evidence in support of the registration, file evidence strictly
in reply within 1 month after the applicant has received a copy of the
evidence in support of the owner or licensee.

Opposition to application for revocation on grounds other than non-use

101. Owner or licensee may oppose revocation by Filing counter-statement
(1) Theowneror licensee ofatrademark that isthesubjectofanapplication
for revocation on grounds other than non-use may oppose the application
by filing, within 2 months after the owner or licensee received the
application, a counter-statement that complies with regulation 102.

(2) The Commissioner must, as soon as practicable, send a copy of the
counter-statement to the applicant.

(3) IT the owner or licensee does not, within 2 months after the owner
or licensee received the application, file the counter-statement the
Commissioner must determine the application on the documents filed by
the applicant.

102. Requirements for counter-statement to application for revocation
on grounds other than non-use

(1) A counter-statement to an application for revocation of a trade mark
on grounds other than non-use must contain the following information:
(a) the name and address for service of the owner or licensee opposing
the application:

(b) if the owner or licensee has an agent, the agent’s name:

(c) a response to the applicant’s grounds for revocation, by admitting,
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denying, or claiming lack of knowledge of, each assertion made in the
grounds for revocation:

(d) a brief statement of the facts on which the owner or licensee relies
in support of continued registration.

(2) The notice must be signed by the owner or licensee opposing the
application.

Evidence

103. Applicant for revocation on grounds other than non-use must file
evidence

(1) Within 2 months after receiving a copy of the counter-statement, the
applicant (A) must--

(a) file evidence in support of the application; or

(b) notify the Commissioner that A does not intend to file evidence; or
(c) notify the Commissioner that A withdraws the application.

(2) The Commissioner must notify the owner or licensee opposing the
application as soon as practicable after A has taken 1 of the steps under
subclause (1)(b) or (©).

(3) A discontinues the application 1f--

(a) A does not within the applicable deadline file evidence or notify
the Commissioner that A does not intend to file evidence; or

(b) A notifies the Commissioner that A withdraws the application.

104. Person opposing may File evidence in support of registration
The owner or licensee opposing an application for revocation on grounds
other than non-use may, If the applicant has filed evidence in support
of the application, file evidence in support of registration within 2
months after the owner or licensee has received a copy of the applicant’s
evidence.

105. Applicant may file evidence in reply

The applicant for revocation on grounds other than non-use may, if the
owner or licensee opposing has filed evidence in reply, file evidence
strictly in reply within 1 month after the applicant has received a copy
of the evidence iIn support of the owner or licensee.
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Part 11 Invalidity

Application to Commissioner for declaration for invalidity

106. Application to Commissioner for declaration of invalidity

(1) An application to the Commissioner for a declaration that the
registration of a trade mark is invalid must--

(a) be in writing; and

(b) be accompanied by the prescribed fee; and

(c) contain the information specified in regulation 107; and

(d) be signed by the applicant.

(2) The Commissioner must, as soon as practicable, send a copy of the
application to the owner of the trade mark.

107. Information required for application for declaration of invalidity
An application for a declaration of invalidity must contain the following
information:

(a) the applicant’s name and address for service:

(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark to which the
application relates:

(d) the number of the registration of the trade mark towhich the application
for a declaration of invalidity relates:

(e) the class or classes or goods or services to which the application
relates:

() the grounds for a declaration of invalidity:

(g) a statement of the basis on which the applicant claims to be a person
aggrieved fTor the purposes of section 73(1) of the Act.

Opposition to application for declaration of invalidity

108. Owner may oppose application for declaration of invalidity by filing
counter-statement

(1) The owner of a trade mark that is the subject of an application to
the Commissioner for adeclarationof invalidity may oppose the application
by filing, within 2 months after the owner received the application, a
counter-statement that complies with regulation 109.

(2) If the owner does not, within the period specified, file the
counter-statement, the Commissioner must determine the application on
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the documents filed by the applicant.

(3) The Commissioner must, as soon as practicable, send a copy of the
counter-statement to the applicant.

109. Requirements for counter-statement to application for declaration
of invalidity

(1) A counter-statement to an application to the Commissioner for a
declaration of invalidity must contain the following information:

(a) the name and address for service of the owner of the trade mark:
(b) if the owner opposing has an agent, the agent’s name:

(c) a response to the applicant’s grounds for a declaration of invalidity,
by admitting, denying, or claiming lack of knowledge of, each assertion
made In the grounds for a declaration of invalidity:

(d) a brief statement of the facts on which the owner relies in support
of continued registration.

(2) The counter-statement must be signed by the owner.

Evidence

110. Applicant for declaration of invalidity must file evidence

(1) within 2 months after receiving a copy of the counter-statement, the
applicant (A) must--

(a) file evidence in support of the application; or

(b) notify the Commissioner that A does not intend to file evidence; or
(c) notify the Commissioner that A withdraws the application.

(2) The Commissioner must notify the owner opposing the application as
soon as practicable after A has taken 1 of the steps under subclause (1) (b)

or (c).

(3) A discontinues the application if--

(a) A does not within the applicable deadline file evidence or notify
the Commissioner that A does not intend to file evidence; or

(b) A notifies the Commissioner that A withdraws the application.

111. Owner may file evidence

The owner opposing an application for a declaration of invalidity may
fileevidence insupportoftheregistrationwithin2monthsafter receiving
a copy of--

46



(a) the evidence of the applicant (A); or
(b) A”s notice to the Commissioner that A does not intend to file evidence

in support of A’s application.

112. Applicant may file evidence in reply

An applicant for a declaration of invalidity may, if the owner has filed
evidence in support of the registration, file evidence strictly in reply
within 1 month after the applicant has received a copy of the owner’s

evidence.

47



Part 12 Cancellation or alteration
Voluntary cancellation

113. Voluntary cancellation

(1) The owner of a trade mark who voluntarily cancels registration under
section 61 of the Act must give notice of the cancellation to the
Commissioner.

(2) The notice must--

(a) be in writing; and

(b) be signed by the owner; and

(c) contain the following information:

) the trade mark’s registration number:
i) a representation or description of the trade mark:
i

- \J/

) the owner’s name:

v) if the owner has an agent, the agent’s name:

(v) ifregistrationiscancelled inpartonly, alistof the goods, services,
or classes for which registration is to be cancelled:

(vi) if registration is cancelled in part, a copy of the amended
specification.

Application by aggrieved person for cancellation or alteration of
registration

114_. Application by aggrieved person for cancellation or alteration
(1) An application to the Commissioner for cancellation or alteration
of registration under section 62, section 63, or section 64 of the Act
must--

(a) be in writing; and

(b) contain the information specified in regulation 115; and

(c) be signed by the applicant.

(2) The Commissioner must, as soon as practicable, send a copy of the
application to the owner.

115. Information required for application for cancellation or alteration
Anapplicationforcancellationoralterationofregistrationundersection
62, section 63, or section 64 of the Act must contain the following
information:

(a) the applicant’s name and address for service:
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(b) if the applicant has an agent, the agent’s name:

(c) a description or representation of the trade mark to which the
application relates:

(d) the number of the registration of the trade mark towhich the application
relates:

(e) the class or classes or goods or services to which the application
relates:

(f) the extent to which cancellation or alteration is sought:

(g9) the grounds for cancellation or alteration:

(h) astatement of the basis onwhich the applicant claims to be an aggrieved
person.

Opposition to cancellation or alteration

116. Owner may oppose cancellation or alteration

(1) The owner of a trade mark in respect of which another person has applied
for cancellation or alteration of registration under section 62, section
63, or section 64 of the Act may oppose the application by Ffiling a
counter-statement with the Commissioner within 2 months after receiving
a copy of the application.

(2) If the owner does not file a counter-statement within 2 months, the
Commissioner must determine the application on the documents filed by
the applicant.

117. Requirements for counter-statement to application for cancellation
or alteration

(1) A counter-statement to an application for cancellation or alteration
of registration must include the following information:

(a) the owner’s name and address for service:

(b) if the owner has an agent, the agent’s name:

(c) aresponse to the applicant’s grounds for cancellation or alteration,
by admitting, denying, or claiming lack of knowledge of, each assertion
made @n the grounds for cancellation or alteration:

(d) a brief statement of the facts on which the owner relies in support
of registration.

(2) The counter-statement must be signed by the owner.

(3) The Commissioner must, as soon as practicable, send a copy of the
counter-statement to the applicant.
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Evidence

118. Applicant for cancellation or alteration must file evidence

(1) Within 2 months after receiving a copy of the counter-statement, the
applicant (A) must--

(a) file evidence in support of the application; or

(b) notify the Commissioner that A does not intend to file evidence; or
(c) notify the Commissioner that A withdraws the application.

(2) The Commissioner must notify the owner opposing the application as
soon as practicable after A has taken one of the steps under subclause

(1) or (©).-

119. Discontinuance of application

The applicant (A) discontinues the application if--

(a) A does not within the applicable deadline file evidence or notify
the Commissioner that A does not intend to file evidence; or

(b) A notifies the Commissioner that A withdraws the application.

120. Owner may Ffile evidence

The owner may File evidence within 2 months after receiving a copy of--
(a) the applicant’s evidence; or

(b) the applicant’s notice to the Commissioner that the applicant does
not intend filing evidence iIn support of the application.

121. Applicant’s evidence in reply

An applicant for cancellation or alteration may, if the owner has filed
evidence, fileevidencestrictly inreplywithinlmonthafter theapplicant
has received a copy of the owner’s evidence.
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Part 13 Hearings

122. Form of hearing

(1) A hearing may be--

(a) a hearing by appearance, that is, the appearance of a party before
the Commissioner, whether inpersonor by telecommunication linkacceptable
to the Commissioner; or

(b) ahearingby submissions, that is, the consideration by the Commissioner
of written submissions made by a party without an appearance.

(2) A party may elect whether to be heard by appearance or submissions.

123. Hearing before exercise of Commissioner’s discretion

(1) A person (Y) who claims that the proposed exercise by the Commissioner
of a power under the Act or the regulations will adversely affect Y must,
if Y requires an opportunity to be heard before the power iIs exercised,
file with the Commissioner a notice of a requirement to be heard.

(2) The notice must--

(a) contain Y’s name and address for service, and, If Y has an agent,
the agent’s name:

(b) state the matter in respect of which a hearing iIs required:

(c) be signed by Y.

(3) Y must file the notice within 10 working days of the receipt by Y
of notification by the Commissioner of the decision that the Commissioner
proposes to make.

(4) This regulation does not apply to--

(a) a proceeding to which regulation 124 applies:

(b) a proceeding if these regulations make provision for a hearing iIn
that proceeding.

124 . Hearing in certain proceedings

(1) This regulation applies to the following proceedings:

(a) an application for the registration of a trade mark to which a notice
of opposition has been filed:

(b) an application for the rectification of the register:

(c) an application for the revocation of the registration of a trade mark:
(d) an application for a declaration that the registration of a trade
mark s invalid:
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(e) an application for cancellation or alteration of registration.

(2) After all the evidence has been filed, the Commissioner may, by
correspondence or by holding a pre-hearing conference of the parties,
determine--

(a) whether a hearing is required:

(b) the form of the hearing:

(c) the time for Filing submissions:

(d) the venue of the hearing:

(e) any other matter necessary for arranging a hearing.

125. Notice of hearing by appearance

(1) The Commissioner must give each party to a hearing by appearance notice
of the date and venue of the hearing not less than 1 month before the
date of the hearing.

(2) Subclause (1) does not apply if--

(a) the date and venue have been determined at a prehearing conference;
or

(b) the parties waive compliance with subclause (1); or

(c) in the Commissioner’s opinion, notice of 1 month is not practicable
for reasons of urgency.

126. Hearing fee
(1) Each party who wishes to be heard at a hearing must pay a hearing
fee.

(2) The fee must be paid,--

(a) i1n the case of a hearing by appearance, not less than 10 working days
before the date set for the hearing:

(b) in the case of a hearing by submissions, when the party files the
submissions with the Commissioner.

(3) The Commissioner must refund a hearing fee paid by a party who withdraws
from the hearing if the Commissioner receives notice of withdrawal not
less than 5 working days before the date set for the hearing.

127. Venue for hearing by appearance

(1) ITf 1 party i1s in Wellington, the hearing must be held in Wellington
or the place agreed by all the parties as the venue for the hearing.
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(2) If no party is in Wellington, the Commissioner must determine where
the hearing will be held.

(3) The Commissioner may require the party or parties concerned to pay
the Commissioner’s costs in holding the hearing at a venue outside
Wellington.

128. Conduct of hearing by appearance
(1) The Commissioner must determine how a hearing by appearance must be

conducted.

(2) Members of the public may attend a hearing by appearance, unless the
Commissioner decides that it is not appropriate.
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Part 14 Registration

General

129. Additional contents of the register

The following matters, additional to the matters specified In section
182(a) to (f) of the Act, must be entered on the register for each trade
mark:

(a) the number that the Commissioner has assigned to the trade mark:
(b) the specification of goods or services in each class for which the
trade mark is registered:

(c) the edition of the Nice Classification or a previous edition of the
Nice Classification or the schedule under the Trade Marks Regulations
1954 that has been used for classification of the specifications:
(d) if the registration is made with the consent of the owner of another
registered trade mark or an applicant for registration,--

(i) an entry of “By consent”; and

(ii1) the registration number of the other trade mark or the application
for registration, as the case may be:

(e) where applicable, a statement that the trade mark was registered on
the basis of evidence of use or distinctiveness:

(f) the date when the registration iIs due to expire:

(g) any undertaking that must be entered on the register under these
regulations:

(h) the date of conversion of a specification, 1T applicable.

130. Certificate of registration

(1) The certificate of registration of a trade mark issued by the
Commissioner must contain the following information:

(a) the number that the Commissioner has assigned to the trade mark:
(b) a representation of the trade mark:

(c) the actual and deemed date of registration:

(d) the class or classes in which the trade mark is registered:

(e) the goods and services for which the trade mark is registered.

(2) The certificate of registration may contain any other information
that the Commissioner thinks appropriate.

131. Certified copy of entry in register

(1) The Commissioner must, on the request of any person, provide that
person with any of the following documents:
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(a) a certified copy of any entry iIn the register of trade marks:
(b) acertified copy of, or an extract from, any register, public document,
or record that must be kept under the Act or these regulations.

(2) A request for a document referred to in subclause (1) must--

(a) be in writing; and

(b) contain the name and communication address of the person making the
request; and

(c) be accompanied by the prescribed fee.

Renewal of registration

132. Notice of expiry
(1) In this regulation, notice means the notice that the Commissioner
must send to the owner of a trade mark under section 59(2) of the Act.

(2) The Commissioner must send the notice--
(a) to the owner’s address for service:
(b) not later than 2 months before the expiry of registration.

(3) In addition to the matters specified in section 59(2) of the Act,
the notice must state the following:

(a) registration will expire if It is not renewed:

(b) the last day when it can be renewed:

(c) the amount of the renewal fee, and how and where It may be paid.

133. Application for renewal

(1) An application for the renewal of the registration of a trade mark
must be--

(d) in writing; and

(b) filed with the Commissioner before the date of expiry, but not earlier
than 1 year before that date; and

(c) accompanied by the prescribed fee.

(2) The application must contain the following information:

(a) the trade mark’s registration number:

(b) a representation or description of the trade mark:

(c) the owner’s name and address for service:

(d) if the owner has an agent, the agent’s name:

(e) the name and communication address of the person paying the renewal
fee:
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(F) if the trade mark is registered in more than 1 class, details of the
class or classes for which registration is to be renewed.

Restoration to register

134. Commissioner may specify conditions for restoration to register
(1) For restoration of a trade mark to the register, the owner of the
trademarkmust, withinl2monthsafter ithasbeenremoved fromthe register,
comply with any conditions specified by the Commissioner under section
59(2)(c) of the Act.

(2) The Commissioner must not extend the period of 12 months referred
to in subclause (1).

Alteration of register

135. Request for alteration of owner’s or licensee’s name or address
A request under section 78(a) of the Act for the alteration of the name
or address of the owner or licensee of a trade mark must--

(a) be in writing; and

(b) be signed by the owner or the licensee, as the case may be; and
(c) contain the following information:

(1) the trade mark’s registration number:

(i1) a representation or description of the trade mark:

(i1i) the owner’s or licensee’s name:

(iv) if the owner or the licensee has an agent, the agent’s name:
(v) the new name or address to be entered on the register.

136. Request to strike out goods or services, or classes of goods or services
A request under section 78(b) of the Act that the Commissioner strike
out goods or services, or classes of goods or services, must--

(a) be in writing; and

(b) be signed by the owner; and

(c) contain the following information:

) the trade mark’s registration number:

i) a representation or description of the trade mark:

ii) the owner’s name:

- \o/
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(
(iv) 1T the owner has an agent, the agent’s name:

(v) a list of the goods, services, or classes to be struck out:

(vi) if part of a class is to be struck out, a copy of the amended
specification.
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137. Request for entry of memorandum on register

A request under section 78(c) of the Act for the entry of a memorandum
on the register must--

(a) be in writing; and

(b) be signed by the owner; and

(c) contain the following information:

(i) the trade mark’s registration number:

(i1) a representation or description of the trade mark:
(ii1) the owner’s name:

(iv) if the owner has an agent, the agent’s name:

(v) the memorandum to be entered on the register.

Voluntary disclaimer

138. Notice of voluntary disclaimer of trade mark by owner

(1) The owner of a trade mark who voluntarily disclaims a right under
section 69 of the Act must notify the Commissioner of the disclaimer in
writing.

(2) The notice of disclaimer must contain the following information:
(a) the owner’s name:

(b) it the owner has an agent, the agent’s name:

(c) adescriptionor representationof the trademark towhich thedisclaimer
relates:

(d) the application number or registration number of the trade mark to
which the disclaimer relates:

(e) 1T the owner disclaims, a description of that part of the trade mark
that is disclaimed.

(3) The notice must be signed by the owner.
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Part 15 Application for conversion of specification

139. Application for conversion of specification

The owner of a trade mark registered with a specification classified under
the Schedule 3 or Schedule 4 of the Trade Marks Regulations 1954 or any
previous edition of the Nice Classification may apply for conversion of
the specification to a classification under the Nice Classification.

140. Information required for application for conversion

An application for conversion must contain the following information:
(a) the owner’s name and address for service:

(b) if the owner has an agent, the agent’s name:

(c) the registration number of the trade mark.

141. Applicant may nominate registration in additional classes
Anapplicant for conversionmaynominate registration inadditional classes
if goods or services classified in a single class under the Schedule 3
or Schedule 4 of the Trade Marks Regulations 1954 or any previous edition
of the Nice Classification fall into additional classes under the Nice
Classification.

142_. Proposed form of conversion
(1) The Commissioner mustnotifyanapplicant for conversionof the proposed
form of the conversion.

(2) The applicant may apply for a hearing in relation to the Commissioner’s
decision as to the proposed form within 1 month after notification.

(3) If the applicant does not apply for a hearing within 1 month of
notification, the Commissioner must--

(a) convert the specification In the proposed form; and

(b) enter the date of the conversion in the register.
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Part 16 Assignment or transmission

Commissioner’s certificate

143. Request for Commissioner’s certificate

A request for the issue of a certificate by the Commissioner under section
81 of the Act must--

(a) be in writing; and

(b) contain the information specified in regulation 144; and

(c) be signed by the person making the request.

144._. Information that must be contained in request for certificate
(1) A request for the issue of a certificate by the Commissioner under
section 81 of the Act must contain the following information:

(a) the name and communication address of the person making the request:
(b) the name and communication address of the person (Z) to whom it is
proposed to assign or transmit the application or trade mark:

(c) if Z has an agent, the agent’s name:

(d) adescription or representation of the trade mark to which the proposed
assignment or transmission relates:

(e) whether the proposed assignment or transmission is full or partial:
() the class or classes that are proposed to be assigned or transmitted:
(g) the application or registration number of the trade mark:

(h) whether i1t i1s proposed that the registration of any licensees be
cancelled or amended:

(1) a statement (which must be verified by statutory declaration, if the
Commissioner requires it) setting out the circumstances of the proposed
assignment or transmission:

(J) i1n the case of the proposed assignment or transmission of some only
of the goods or services within a classification, a statement of the goods
or services assigned or transmitted.

(2) The Commissioner may require the person requesting a certificate to
provide any additional information and documents that the Commissioner
considers necessary.

145. Application to register title to trade mark

(1) This regulation applies to an application under section 82(2) of the
Act for registration of title to a trade mark or to change the name of
the applicant on an application for registration, as the case may be.
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(2) The application must--
(a) be in writing; and
(b) contain the information specified in regulation 146.

146. Information required for application to register title to trade mark
(1) Anapplicationunder section 82(2) of the Act must contain the following
information:

(a) the name of the person (C) who assignhed or transmitted the trade mark:
(b) if C has an agent, the agent’s name:

(c) the name, address for service, and business or residential address
of the person (D) to whom C assigned or transmitted the trade mark:
(d) if D has an agent, the agent’s name:

(e) adescriptionor representation of the trade mark that has been assigned
or transmitted:

() whether the assignment or transmission was full or partial:

(g) the date on which the assignment or transmission became effective:
(h) the class or classes that were assigned or transmitted:

(i) in the case of the assignment or transmission of some only of the
goods or services within a classification, a statement of the goods or
services assigned or transmitted:

(J) the application or registration number of the trade mark:

(k) a copy of the document of assignment or transmission or other documents
acceptable to the Commissioner that are proof of D’s title to the trade
mark:

(1) if the assignment or transmission has resulted in the cancellation
or amendmentof the registrationofalicensee, astatement that the licensee
has been notified of the assignment or transmission.

(2) The Commissioner may require an applicant under section 82(2) of the

Act to provide any additional information and documents that the
Commissioner considers necessary.
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Part 17 Licensees

Registration of licensees

147. Application for registration of licensee

An application for the registration of a licensee of a trade mark under
section 83 of the Act must--

(a) be in writing; and

(b) contain the information specified in regulation 148; and

(c) be accompanied by the statutory declaration referred to in section
83(2)(b) of the Act; and

(d) be signed by the owner of the trade mark and the proposed licensee.

148. Information required for application for registration of licensee
An application for the registration of a licensee of a trade mark must
contain the following information:

(a) the licensee’s name, address for service, and business or residential
address:

(b) if the licensee has an agent, the agent’s name:

(c) the trade mark for which the licensee is to be registered:

(d) the registration number of the trade mark:

(e) the goods and services to which the license relates:

(f) any conditions relating to the license.

Alteration of registration of licensee

149. Application for alteration of registration of licensee

An application for the alteration of the registration of a licensee
of a trade mark under section 86 of the Act must--

(a) be in writing; and

(b) contain the information specified in regulation 150; and

(c) be signed by the owner of the trade mark.

150. Information required for application for alteration of registration
of licensee

An application for the alteration of the registration of a licensee of
a trade mark must contain the following information:

(a) the licensee’s name:

(b) if the licensee has an agent, the agent’s name:

(c) the trade mark for which the licensee is registered:

(d) the registration number of the trade mark:
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(e) the goods and services for which the license is to be cancelled:
() the goods and services for which the license is to continue:

(g9) any proposed alteration of the license:

(h) a statement that the owner has notified the licensee of the application.

Cancellation of registration of licensee

151. Application for cancellation of registration of licensee

(1) An application for the cancellation of the registration of a licensee
of a trade mark under section 87 of the Act must--

(a) be in writing; and

(b) contain the information specified in regulation 152; and

(c) be signed by the applicant.

(2) In the case of an application by a person who is not the owner or
the licensee of the trademark, the Commissioner must, assoonaspracticable,
notify the owner that the application has been filed.

152. Information required for application for cancellationofregistration
of licensee

An application for the cancellation of the registration of a licensee
of a trade mark must contain the following information:

(a) the licensee’s name:

(b) it the licensee has an agent, the agent’s name:

(c) the trade mark for which the licensee is registered:

(d) the registration number of the trade mark:

(e) 1T the applicant is not the owner or the licensee, the grounds for
cancellation.

153. Owner must send licensee copy of application to cancel

(1) In the case of an application by the owner (0) of the trade mark to
cancel the registration of a licensee, 0 must as soon as practicable send
a copy of the application to that licensee.

(2) In the case of an application by a person who is not the owner, O
must notify the licensee of the application as soon as practicable after
0 has been notified by the Commissioner.

154_. Intervention by owner or licensee

(1) If an application has been made for cancellation or alteration of
the registration of the licensee of a trade mark, the owner and the licensee
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may intervene in the proceeding.

(2) The owner or licensee must give written notice of intervention to
the Commissioner,—-

(a) in the case of the owner, within 1 month after the owner has been
notified by the Commissioner of the application:

(b) in the case of the licensee, within 1 month after the licensee has
been notified by the applicant.

(3) The notice of intervention must include a statement of the grounds
for intervening.

(4) The Commissioner must, as soon as practicable, send a copy of the
notice of intervention to every other party to the proceeding.

155. Commissioner’s powers on application for cancellation or alteration
of registration of licensee

(1) Onanapplication for the cancellationor alterationof the registration
of a licensee, the Commissioner must--

(a) allow each party to present evidence in support of that party’s case;
and

(b) if required by a party, hold a hearing on the application.

(2) The Commissioner may refuse the application, or may cancel the

registration subject to any conditions, amendments, modifications, or
limitations that the Commissioner thinks appropriate.
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Part 18 Border protection measures

156. Form of section 137 notice
A notice under section 137 of the Act must be in the form set out in Schedule
2.

157. Evidence in support of claim

(1) A person who gives a notice under section 137 must provide evidence
to the chief executive in support of the claim that an infringing sign
is used on, or in physical relation to, the goods that are specified in
the notice.

(2) The chief executive may direct that the evidence must be provided
when the notice is given or at any later time.

158. Notice of assignment, transmission, and other matters

A person who has given a notice under section 137 of the Act must give
the chief executive written notice of--

(a) any assignment or transmission of the trade mark:

(b) any change in the particulars contained in the notice or in any evidence
or other information given to the chief executive in support of the request
made In the notice.

159. Security and indemnity
(1) A person who gives notice under section 137 of the Act must, if required
by the chief executive, give security or an indemnity or both security
and an indemnity for the amount and on the terms and conditions that the
chief executive may decide.

(2) The chief executive may direct that the security or indemnity or both
must be given when the notice is given or at any later time.

(3) A person to whom goods are to be, or have been, released under section
150 of the Act must, if required by the chief executive, give security
or an indemnity or both security and an indemnity for the amount and on
the terms and conditions that the chief executive may decide.

160. Disposal of forfeited goods

(1) Goods forfeited to the Crown under section 151 or section 152 of the
Act must be sold, destroyed, or otherwise disposed of in the manner that
the chief executive directs.
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(2) However, the chief executive must not direct a step to be taken under
subclause (1) without First having regard to the need to ensure that the
step to be taken does not adversely affect the owner or the licensee of

the trade mark.
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Part 19 Miscellaneous

161. Advertisement by Commissioner

The Commissioner must advertise information that is required by the Act
to be advertised in the format, manner, and frequency that the Commissioner
thinks appropriate.

162. Commissioner must notify decision

(1) The Commissioner must,--

(a) iIn the case of a decision by the Commissioner at the conclusion of
a proceeding, notify all the parties to the proceeding in writing:
(b) in the case of the Commissioner’s exercise of any other discretionary
power under the Act or the regulations, notify the party or parties affected
in writing.

(2) For the purpose of an appeal under section 170 of the Act, a decision
is given--

(a) when the notice of the decision iIs sent by the Commissioner; or
(b) 1T a person to whom the notice has been sent requires the Commissioner
to notify the reasons for the decision, when the reasons for the decision
are sent by the Commissioner.

163. Commissioner must give reasons for decision if required

(1) A person to whom a notice iIs sent under regulation 162 may require
the Commissioner to notify that person of the reasons for the decision,
iT the Commissioner has not already done so.

(2) Notice that a person requires the reasons for a decision must be sent
to the Commissioner within the time for appealing against the decision.

164. Commissioner may waive requirement for information

The Commissioner may waive a requirement in these regulations for
information tobe provided inany proceeding or document i f the Commissioner
iIs satisfied that the information IS unnecessary.
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Part 20 Revocation of regulations

165. Trade Marks Regulations 1954 revoked
(1) The Trade Marks Regulations 1954 are revoked.

(2) Despite revocation, the Trade Marks Regulations 1954 continue in force
and apply in respect of the matters to which the Trade Marks Act 1953
continues to apply under section 203 of the Act.

166. Trade Marks (Border Protection and Transitional Applications)
Regulations 1994 revoked

The Trade Marks (Border Protection and Transitional Applications)
Regulations 1994 are revoked.
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Part 21 Fees

167. Amount of fees
(1) The amount of each fee that must be paid under these regulations is
set out in Schedule 1.

(2) The fees prescribed by these regulations are exclusive of goods and
services tax.

168. Commissioner may refuse to take step before fee paid
(1) The Commissioner may refuse to take any step under the Actor regulations
in respect of which a fee is payable unless the fee is First paid.

(2) The Commissioner may refuse to accept any application, notice, or
request under the Act or these regulations in respect of which a fee is
payable unless the fee is first paid.

169. Requirement that prescribed fee accompany document to be filed
Subject to the provisions of the Act, a requirement in these regulations
that the prescribed fee must accompany a document to be filed with the
Commissioner is satisfied 1T the party filing the document has, before
filing the document, made an arrangement acceptable to the Commissioner
for payment of the fee.

170. Form of payment
(1) A fee payable under the Act or these regulations must be paid in a

form that is acceptable to the Commissioner.

(2) The Commissioner must, from time to time, publish a statement of
acceptable forms of payment.

171. Currency
All fees must be paid in New Zealand currency.
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Schedule 1 (r 167) Fees

Activity Fee (%)
Request for search advice per class 20
Request for preliminary advice per class 20
Application to register a trade mark in 1 class 100
Renewal of registration of a trade mark in 1 class 250
Notice of opposition to registration of a trade mark 300
Hearing by Commissioner for each party 750
Certificates, certified copies, or extracts from register 30
Photocopying - per page (by office) 0.89
Photocopying - per page (self service) 0.18
Application for declaration of invalidity of registration 300
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Schedule 2 (r 156) Form of notice under section 137 of Trade Marks Act
2002 (omitted)

70



Explanatory note (omitted)
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