Note: When any ambiguity of interpretation is found in this provisional translation, the
Japanese text shall prevail.

Section | New Matter

1. Relevant Provision

Patent Act Article 17bis(3) reads:

“...any amendment of the description, scope of claims or drawings... shall be made
within the scope of the matters described in the description, scope of claims or drawings
originally attached to the application...”

If an amendment fails to meet the requirement, it falls under a reason for refusal
(Article 49(1)), as well as a ground for invalidation (Article 123(1)(i)). And an amendment in
response to the final notice of reasons for refusal or an amendment made at the time of
demanding an appeal against examiner’s decision of refusal is subject to the dismissal of
amendment, if such amendment does not satisfy the requirement (Article 53, Article 159(1)
and Article 163(1) respectively).

(Explanation)

Article 17bis(3) was stipulated with respect to amendment of a description, claims or
drawings (hereinafter referred to as "description, etc.") based on Article 11 of the Act
Concerning the International Application of the Patent Cooperation Treaty and Related
Matters (hereinafter referred to as “International Application Act”). Article 11 of the
International Application Act is applied in line with the PCT Guidelines aiming to prohibit
adding of new matter like practices in the United States or Europe.

2. Purport of Conditions for Amendment

Patent Act Article 17bis(3) prescribes that any amendment of the description, scope
of claims or drawings shall be made within the scope of the matters described in the
description, scope of claims or drawings originally attached to the application (hereinafter
referred to as "matters described in the original description, etc.”). This prescription, through
encouraging sufficient disclosure of the invention as of the filing, guarantees speedy grant of
the right, ensures fair handling between the application with sufficient disclosure as of the
filing and the application with insufficient disclosure as of the filing. Additionally it prevents
third party who acts based on the scope of the invention disclosed as of the filing from being
put under unforeseen disadvantage, substantially seeking to ensure the principle of first-to-file
system.

3. Basic Principles

An amendment which introduces matters extending beyond the “matters described in
the original description, etc.” (i.e., an amendment containing new matter) is not acceptable.
The "matters described in the original description, etc.” are disclosed to third parties by the
applicant as a prerequisite for gaining a monopoly based on a patent right for an invention, the
highly advanced creation of technical ideas, and therefore such “matters” must be technical
matters concerning the invention disclosed in the description, etc.. And the “matters described
in the original description, etc.” mean technical matters that a person skilled in the art can
understand, taking into account all statements in the original description, etc.. Where an
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amendment does not introduce any new technical matter to the technical matters that can be
understood in this manner, the amendment can be deemed to be made within the scope of the
“matters described in the description, etc.”

(Reference: Intellectual Property High Court Grand Panel Decision dated on May 30, 2006
(Heisei 18 (Gyo-Ke), N0.10563, “Solder resist”))

3.1 Concrete methods of determining whether an amendment contains new matter

(1) The amendments to add not only “matters expressly presented in the original description,
etc.” but also “matters inherently presented in the original description, etc.” are acceptable
because they do not introduce any new technical matter.

(a) In order to conclude that an amendment is done within the scope of “matters inherently
presented in the original description, etc.,” the meaning of the particulars of the amendment
shall be evident to a person skilled in the art in light of common general technical knowledge
as of the filing date, as if it were written in the original description, etc. , even though it is not
expressly presented there. (see, Notes 1 to 3)

(b) Well-known art or commonly used art itself does not mean “matters inherently presented in
the original description, etc..”

(c) In some cases, a matter is inherently presented to a person skilled in the art in light of
several parts in the original description, etc. (e.g., problems to be solved and embodiments of
an invention, a description and drawings).

Example: A specific elastic support is not disclosed in the description, but a device equipped
with an elastic support is described therein. If a person skilled in the art would regard
the elastic support as a helical spring, in light of matters described in the drawings
and common general technical knowledge, an amendment changing the term
“elastic support” to a “helical spring” is acceptable.

(2) In determining whether the amendment contains new matter, the cases described in 4.2
and 5.2, in which the amendments are acceptable because they do not introduce any new
technical matter, shall be considered.

(Note 1) Tokyo High Court Decision dated on Jul. 1, 2003 (Heisei 14 (Gyo Ke), No.3),
Apparatus of a Network Transfer System for a Game or Pachinko or the like”
[© Matters described in the description and drawings originally attached to the
request” should be limited to either matters actually described in the description or
drawings originally attached to the request or matters which are not actually
described but are inherently presented in light of the actual description. Here, in order
to conclude that the matters are inherently present based on an actual description,
any person skilled in the art must recognize that they are all but described therein. It
should not be regarded as matters inherently presented, if the matter does not
become readily understandable until it is explained to a person.”]
This court decision is helpful to interpret the meaning of “matters inherently
presented in the original description, etc..”

(Note 2) PCT Guidelines 20.12



An amendment should be regarded as introducing subject matter which extends
beyond the content of the application as filed, and therefore unacceptable, if the
overall change in the content of the application (whether by way of addition, alteration
or excision) results in the skilled person being presented with information, which was
not expressly or inherently presented in the application as filed even when taking into
account matter which is implicit to a person skilled in the art in what has been
expressly mentioned. The term “inherently” requires that the missing descriptive
matter is necessarily present in the disclosure, and that it would be recognized by
persons of ordinary skill. Inherency may not be established by probabilities or
possibilities. The mere fact that a certain thing may result from a given set of
circumstances is not sufficient.

(Note 3) The Relationship with Rule 33 of the PCT

The term “Jimei” is used in a Japanese translation of Rule 33 of the PCT. This term is
coined with reference to the word “obviousness” in the U.S. Patent Act which
corresponds to the words “easily arrived” in Japanese Patent Act. (This is evident
since the Rule 33 (1) is reciting the phrase “it does or does not involve an inventive
step (to be non-obvious)”)

On the other hand, the term “Jimei” used in this examination guideline is used as a
regular meaning of Japanese and stands for that “it is evident as it is without any
supporting evidence (see, Koujien [5th edition] etc.),” which is similar to the
interpretation of the term by courts etc.

3.2 Remarks

(1) A priority certificate (i.e., a priority certificate in the case of priority under the Paris
Convention or the like stipulated in Article 43(2) and 43bis, and a set of filing documents of an
earlier application in the case of internal priority stipulated in Article 41) cannot be used as a
basis for determining whether or not new matter is added in a description etc. because the
priority certificate is not included in the description, etc.

(2) This guideline is applicable on determining whether or not a description, etc. of a divisional
or a converted application is within the scope of the matters described in the description, etc.
of the parent application as filed.

4. Amendment of Claims
4.1 General Principle

After an amendment is done, if the matters specifying the claimed invention extend
beyond the scope of matters described in the original description, etc., the amendment is not
acceptable.

4.2 Detailed Discussion

(1) Making a generic concept or a specific concept

(a) If a matter, which is not described in the original description, etc., is added, in amending a
matter specifying the claimed invention to be conceptually generic (for example, a matter
specifying the invention is deleted) or if a matter, which is not described in the original
description, etc., is singled out, in amending it to be conceptually specific (for example, a



matter specifying the invention is added), the amendment is not acceptable because it is not
made within the scope of the matters described in the original description, etc..

(b) Incidentally, if an amendment that changes a matter specifying the claimed invention leads
to addition of a matter which extends beyond the scope of the matters described in the original
description, etc., the amendment is not acceptable because it is not made within the scope of
the matters described in the original description, etc..

(c) In a case where it is amended to be conceptually generic by deleting a part of the matters
specifying the claimed invention or a case where it is amended to limit a part of matters
specifying the claimed invention and the limited matter corresponds to be the conceptually
generic over the matters described in the original description, if it is evident that new technical
significance is not added by the amendment, regardless of whether the amended matter is
“matters expressly presented in the original description, etc.” or “matters inherently presented
in the original description, etc.”, the amendment is acceptable because it does not introduce
any new technical matter in this case.

[Example of an Unacceptable Amendment]
Example 1: Amendment altering a matter specifying the invention

The amendment changes the language “when the control means is not put into
normal operation” to “based on the negation signal in a case where the control means is not
put into normal operation.”

(Explanation)

In this example, the original description, etc. merely states that when a control means
fails to put into normal operation, absence of a positive signal lasts for a certain period of time
and then a resetting signal starts. This amendment adds a situation where the resetting signal
starts on the basis of a “negation signal” different from the absence of a positive signal, but
this situation is not mentioned in the original description, etc..

(Reference: Tokyo High Court Decision dated on Nov. 16, 2001 (Heisei 12 (Gyo-Ke), No0.221,
“Apparatus for controlling a Pachinko Machine”)

[Example of an Acceptable Amendment]
Example 2: Amendment deleting a part of matters specifying the invention

The amendment changes the language “an impurity dispersion area constitutes a
source and a drain” to “an impurity area constitutes a source and a drain” in the claim(s) on the
invention concerning a semiconductor device consisting of a double-hetero compound.
(Explanation)

In this example, the heart of the invention is that a semiconductor layer of an active
area consists of a specific structure and materials. Claims as filed happens to recite that the
source and drain is limited to one having an “impurity dispersion area”, but it is not limited to
the one using diffusion, because the language of the description inherently indicates that any
impurity dispersion area is sufficient for the purpose of the invention. Therefore, the
amendment does not affect technical significance of the invention.

Example 3: Amendment limiting a part of matters specifying the invention
The amendment changes the language “a recorder or player device” in the claim to “a
disk recorder or player device”.



(Explanation)

In this example, a CD-ROM player is described in the original description, etc. as an
embodiment. In light of the rest of the description (for example, this invention reduces battery
power consumption by adjusting the power supply when the recorder and/or player device
receives no operation command), it is evident that the invention is applicable not only to a
CD-ROM player but also to any other disk recorder and/or player.

(Reference: Tokyo High Court Decision dated on Dec. 19, 2002 (Heisei 10 (Gyo-Ke), N0.298,
“A Power Supply Circuit using Battery™))

Example 4: Amendment limiting a part of matters specifying the invention

The amendment changes the word “work piece” in the claims to “rectangular work
piece”
(Explanation)

In this example, the original description, etc. states that a glass base, wafer and other
work pieces is coated with the coating device. Almost all of the examples present in the
description are virtually related to a square shape, but it is evident that the typical shape of a
glass base is a rectangular shape. An amendment changing “work piece” to “rectangular work
piece” is therefore considered to be within the scope of the matters described in the original
description, etc..

(Reference: Tokyo High Court Decision dated on May 23, 2001 (Heisei 11 Gyo-Ke), N0.246,
“A Device of Coating”)

(2) Claims in Markush-Type

(a) When a claim is described in an alternative form such as the Markush-Type, an
amendment deleting a part of the alternatives is acceptable if the rest of matters specifying the
invention is within the scope of the matters described in the original description, etc..

(b) Where chemical substances are described in the form of a combination of many
alternatives in the original description, etc., if another specific combination of alternatives
within the scope of the multiple alternatives in the original description, etc. is added to the
claims, or if the specific combination of alternatives remains in the claims as a result of
deletion of other alternatives, sometimes the specific combination may not be disclosed in the
original description, etc..

Especially in cases where only one of the multiple alternatives for a substitution

group as of the filing is left as a result of an amendment, namely the other alternatives no
longer exist, unless the original description, etc. discloses the specific combination of
alternative (refer to the example (c) below), such an amendment is not acceptable because
the disclosure in the original description shows no intention of selecting that specific
alternative.
(c) On the other hand, as a result of an amendment which deletes alternatives so as to leave
the alternatives that are supported by the embodiments, there may be cases where such
alternatives are deemed to be described as of the filing, considering from the whole original
description, etc. including the embodiments.

For example, where a group of chemical substances is described in the original
description, etc., in the form of a combination of substitutions with multiple alternatives, an
amendment of a claim is acceptable only if the group, which is formed by a combination of
specific alternatives corresponding to a “single chemical substance” described in the
embodiments, etc. in the original description, etc., is left in the claim.



(3) Limitation of Numerical Range

An amendment adding a limitation of numerical range is acceptable, provided that the
numerical range is within the scope of the matters described in the original description, etc..

For example, if there is a clear description such as “preferably between 24 — 25°C” in
a detailed description of the invention, such numerical range may be introduced in claims. The
embodiment at the points of “24°C” and “25°C” does not necessarily support the amendment
adding numerical range “24 — 25°C”, but if the specified scope of “24 — 25°C” is deemed to be
referred to by considering the whole description, etc. as filed (for instance, “24°C” and “25°C”
are respectively deemed to be described as the boundary value of the upper and lower limits
with a certain continuous numerical range, considering the entire description of the problems
to be solved by the invention and the effect of the invention), the amendment adding such
numerical range is acceptable because the numerical range is deemed to be described as of
the filing. This case is distinguishable from one where no embodiment with numerical range is
provided in a description because the numerical range is evaluated to be described as of the
filing and thereby the amendment does not introduce any new technical matter.
(In the case where numerical values regarding an amendment are derived from plural parts of
a description: Tokyo High Court Decision dated on Dec. 11, 2001 (Heisei 13 (Gyo Ke), No.89,
“A Deep Ultraviolet Ray Lithography™)).

For instance, an amendment setting a new numerical range with a lower limit
different from the range specified in former claims is acceptable, if the lower limit is specified
in the original description, etc. and the new numerical range is within the numerical range
specified in the original description, etc..

(4) Disclaimer

The word “disclaimer” stands for a claim expressly stating that a part of subject
matter included in a claimed invention is excluded from the claim, while retaining an original
expression described in a claim before the amendment.

The “disclaimer” which excludes some matters described in the original description,
etc. through an amendment while retaining original expressions in a claim before the
amendment is acceptable, provided that the “disclaimer” after the exclusion remains within the
scope of the matters described in the original description, etc..

The amendments described in (i) and (ii) below, which are both based on a
“disclaimer”, are acceptable because they do not introduce any new technical matter.

(i) An amendment excluding only overlaps between a claimed invention and the prior art, while
retaining an original expression described in a claim before the amendment, in case that the
claimed invention may result in loss of novelty or the like (Article 29(1)(iii), Article 29bis or
Article 39) because of the overlaps.

(Explanation)

The “disclaimer” in the case of (i) above means a claim excluding subject matter
described in distributed publications, etc. or in the description, etc. of an earlier filed
application (including subject matter virtually equivalent to the written matter) as the prior art
under Article 29(1)(iii), Article 29bis or Article 39, while retaining original expressions of matter
in claims before the amendment.



The amendment making “disclaimer” in the case of (i) above, which excludes the
specific matters included in the cited invention, does not introduce any alteration to the
technical matters understood from the before-the-amendment description, etc.. Hence, such
an amendment is clear that it does not introduce any new technical matter.

An invention in an application containing a “disclaimer” may be patented, in a case
where it has an inventive step because it is remarkably different in technical ideas over the
prior art but it accidentally lacks novelty by overlapping with the art. In a case where an
invention is not remarkably different in technical ideas over the prior art, a “disclaimer” hardly
overcomes a rejection on the grounds of lack of an inventive step. And if a large part or many
parts of an invention in claims are excluded in a “disclaimer”, attention should be paid,
because sometimes a single invention cannot definitely be conceived from a single claim.

(i) An amendment excluding the term “human being,” while retaining an original expression
described in a claim before the amendment, in case the application fails to meet the
requirement in the first paragraph of Article 29 (1) of the Patent Act or is refused under Article
32 of the Patent Act because the invention in the claim originally encompasses “human being.”

(Explanation)

The “disclaimer” in the case of (ii) means a claim stating that the term “human being”
is excluded from subject matter in claims, while an original expression of matters described in
claims before the amendment remains.

The amendment making “disclaimer” in the case of (ii) above, which excludes the
“human” from the subject matters of invention, does not introduce any alteration to the
technical matters understood from the before-the-amendment description, etc.. Hence, such
an amendment is clear that it does not introduce any new technical matter.

(Concrete examples)

Example for (i): Suppose that a “washing agent for an iron plate whose main ingredient is
inorganic salts containing sodium ion as a cation” is specified in claims
before making an amendment and that an invention of “a washing agent for
an iron plate whose main ingredient is inorganic salts containing carbon
trioxide ion as an anion” is mentioned in a prior art and the sodium ion used
as a cation is disclosed as a concrete example. It is acceptable in this case
to make an amendment specifying “inorganic salt containing sodium ion
(except when carbon trioxide is used as an anion)” to exclude the matter
concerning a prior art from claims.

Example for (ii): Suppose that “a mammal characterized in that a certain polynucleotide with
DNA Sequence No.1 is introduced into the chromosomes of the somatic
cells of mammals and that the same polynucleotide was regenerated in
those cells” is specified in the claims of an application before an amendment
is made. “Mammals” essentially include “human beings” unless the detailed
description of the invention clearly states that human beings are excluded.
An invention directed to an object including human beings might be harmful
to public order and immorality, and therefore violates Article 32 of the Patent
Act. An amendment to change the language in claims to “mammals
excluding human beings” in order to exclude human beings from the claims



is acceptable even if human beings are not supposed to be excluded in the
original description, etc..

5. Amendment of a Detailed Description of the Invention
5.1 General Principle

After making an amendment, if matters described in the detailed description of the
invention extend beyond the scope of the matters disclosed in the original description, etc.,
such amendment is not acceptable.

5.2 Detailed Discussion
(1) Addition of the content of prior art documents

<<The Guideline applied to the application whose filing date is on or after January 1, 2009 (In
case of divisional applications and converted applications, the filing date is actual filing
date.)>>

To provide description of the information on prior art documents (titles of publications
concerning a related invention and any other information about location relating to an
invention disclosed in prior publications) is required by the provision of Article 36(4)(ii) of the
Patent Act. An amendment adding the information on prior art documents to the detailed
description of the invention and an amendment adding the content of documents to the column
of [Background Art] in the detailed description of the invention are acceptable because they do
not introduce any new technical matter. However, an amendment adding information on an
evaluation of an invention such as a comparison with the invention of the application, an
amendment adding information to carry out the invention or an amendment adding the content
of prior art documents for the purpose of eliminating flaws to meet the requirement of Article
36(4)(i) of the Patent Act is not acceptable because it introduces new technical matter.

<<The Guideline applied to the application whose filing date is on or before December 31,
2008 (In case of divisional applications and converted applications, the filing date is actual
filing date.)>>

To provide description of the information on prior art documents (titles of publications
concerning a related invention and any other information about location relating to an
invention disclosed in prior publications) is required by the provision of Article 36(4)(ii) of the
Patent Act. An amendment adding the information on prior art documents as well as the
content of documents to the column of [Background Art] in a detailed description of the
invention is acceptable because it does not introduce any new technical matter. But an
amendment adding information on an evaluation of an invention such as a comparison with
the invention of the application, an amendment adding information to carry out the invention or
an amendment adding the content of prior art documents for the purpose of eliminating flaws
to meet the requirement of Article 36(4)(i) of the Patent Act is not acceptable because it
introduces new technical matter.



(2) Addition of concrete examples

Generally, an amendment adding concrete examples of an invention or materials extends
beyond the scope of the matters described in the original description, etc.. For instance, it is
not acceptable to amend a patent application concerning a rubber composition consisting of
plural ingredients by adding information that “a particular ingredient may be added.” Similarly,
if a device equipped with an elastic support is described in the original description, etc. without
disclosing a specific elastic support, an amendment adding information that “a helical spring
may be used as the elastic support” is not acceptable because it introduces new technical
matter.

(3) Addition of effect of inventions

Generally, an amendment adding another effect of an invention extends beyond the
scope of the matters described in the original description, etc.. However, if the additional effect
is evident from the structure, operation and function of the invention explicitly described in the
original description, etc., such an amendment is acceptable.

(4) Addition of unrelated or inconsistent matter

Needless to say, it is not acceptable to make an amendment adding matter unrelated
or inconsistent with the content of the original description, etc..
(Reference: Tokyo High Court Decision dated on Dec. 17, 2001 (Heisei 12 (Gyo Ke), N0.396,
" A Mid-passing Fishing Rod "))

(5) Resolution of inconsistent description/correction of ambiguous description

If two or more inconsistent parts are present in a description, etc. and the correct
matter is evident to a person skilled in the art from the content of the original description, etc.,
an amendment leaving the correct one and eliminating the rest of them is acceptable.
If matter is ambiguous in itself but its inherent meaning is evident to a person skilled in the art
from the content of the original description, etc., an amendment clarifying the ambiguous
matter is acceptable.

6. Amendment of Drawings

An amendment of drawings is acceptable if it is done within the scope of the matters
described in the original description, etc.. But it should be noted that drawings after an
amendment often contain matters extends beyond the scope of the matters described in the
original description, etc.. It is to be noted especially when photographs attached to the request
instead of drawings as filed are replaced after filing. Furthermore, it is deemed that drawings
do not necessarily reflect actual measurements.

7. Explanation by an Applicant

(1) Anapplicant who made an amendment is encouraged to underline the words, passages,
etc. to expressly indicate amended parts, and to explain that the amendment is done within the
scope of the matters described in the original description, etc.. Such explanation is required in
his or her written statement if the amendment is made before examination or in his or her
written opinion if the amendment is made in response to a notice of reasons for refusal.

(Explanation)



Because an applicant knows the matters described in the original description, etc.
and the content of the amendment thoroughly, they are required to fully explain that the
amendment is done within the scope of the matters described in the original description, etc. in
a written statement or a written opinion when they make an amendment. Unless doubt as to
whether it is done within the scope of the matters described in the original description, etc. is
cleared, the amendment is not considered within the scope.

In the case of the “elastic support” in 3.1(1)(c), for instance, the amendment is
acceptable, provided the applicant successfully convinces that the “elastic support” is readily
construed to mean a “helical spring” by a person skilled in the art when taking into
consideration the drawings, etc. and the doubt as to whether the amendment is done within
the scope of matters disclosed in the original description, etc. is cleared. Otherwise, the
amendment is not deemed to be within the scope.

(2) Even if a patent is granted for an application including matters extends beyond the
scope of the matters described in the original description, etc., the applicant must bear in mind
that the patent contains a potential ground for invalidation.

3) If no explanation is given by an applicant and the relationship between the content of
the amendment and the matters described in the original description, etc. is not
understandable, an examiner can notice a reason for refusal or the like on the grounds that the
amendment is deemed to extend beyond the scope of the matters described in the original
description, etc.. Additionally, if the amendment is neither (a) acceptable as “matters
expressly presented in the original description, etc.”, “matters inherently presented in the
original description, etc.” in the case of 3.1(1), nor (b) acceptable according to the Detailed
Discussion in 4.2/5.2, an examiner can notice a reason for refusal or the like on the grounds
that the amendment is deemed to extend beyond the scope of the matters described in the
original description, etc..
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Section I Amendment that Changes a Special Technical Feature
of an Invention

1. Relevant Provisions

Patent Act Article 17bis(4) reads:

In addition to the case provided in the preceding paragraph, where any amendment
of the scope of claims is made in the cases listed in the items of paragraph (1), the invention
for which determination on its patentability is stated in the notice of reasons for refusal
received prior to making the amendment and the invention constituted by the matters
described in the amended scope of claims shall be of a group of inventions recognized as
fulfilling the requirements of unity of invention set forth in Article 37.

Patent Act Article 37 reads:

Two or more inventions may be the subject of a single patent application in the same
application provided that, these inventions are of a group of inventions recognized as fulfilling
the requirements of unity of invention based on their technical relationship designated in
Ordinance of the Ministry of Economy, Trade and Industry.

Patent Act Enforcement Order Article 250cties

(@) The technical relationship defined by an ordinance of the Ministry of Economy, Trade
and Industry under Patent Act Article 37 means a technical relationship in which two or more
inventions must be linked so as to form a single general inventive concept by having the same
or corresponding special technical features among them.

(2) The special technical feature provided in the former Paragraph stands for a technical
feature defining a contribution made by an invention over the prior art.
3) The technical relationship provided in the first Paragraph shall be examined,

irrespective of whether two or more inventions are described in separate claims or in a single
claim written in an alternative form.

If an amendment does not meet the requirements under Article 17bis(4), it shall
constitute a reason for refusal (Article 49(1)). In addition, an amendment may be subject of a
dismissal of amendment if the amendment is made in response to a notice of reasons for
refusal given along with a notice under Article 50bis, made in response to the final notice of
reasons for refusal, or made at the time that an appeal is demanded against the examiner’'s
decision of refusal and does not meet the above-mentioned requirements (Article 53, Article
159(1), Article 163(1)).

2. Purport of Article 17bis(4)

Inventions that may be the subject of a single patent application in the same
application are limited to those that fulfill the requirements of unity of invention (Article 37).
However, if claims can be amended freely beyond such limitation after reasons for refusal are
notified, there may be amendments that require prior art search and examination to be
conducted again since the result of prior art search and examination conducted until then
cannot be effectively used in the examination after the notice of reasons for refusal is given. If
such an amendment is made, it will not only obstruct the prompt and precise granting of rights
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but also prevent ensuring of sufficient fairness in the handling of applications. Therefore,
regarding amendments to claims after a notice of reasons for refusal has been given, the
same limitation was set as the limitation on the scope of inventions that may be the subject of
a patent application by single request.

3. Basic Concept

Article 17bis(4) is a provision to prohibit making an amendment whereby inventions,
of which patentability has been determined in a notice of reasons for refusal, in the claims
before the amendment, and inventions amended after the notice of reasons for refusal is given
do not meet the requirements of unity of invention because they do not have any same or
corresponding special technical features (hereinafter referred to as the “amendment that
changes special technical features of the inventions”). This provision makes the requirements
of unity of invention extend to claimed inventions after amendment.

For this reason, whether or not an amendment that changes special technical
features of the inventions is determined based on whether or not all of the inventions that were
examined in terms of the requirements for patentability, such as novelty and inventive step, in
the claims before the amendment and all of the inventions in the claims after the amendment
meet the requirements of unity of invention as a whole.

In addition, where two or more notices of reasons for refusal have been given before
an amendment, the above determination is made based on whether all of the inventions that
were examined in terms of the requirements for patentability, such as novelty and inventive
step, in the first notice of reasons for refusal and all other notices of reasons for refusal given
before the amendment and all of the inventions in the claims after the amendment meet the
requirements of unity of invention as a whole.

4. Procedure of Examination
4.1 Basic Procedure of Examination

(1) Whether or not an amendment that changes special technical features of the inventions
is determined based on whether or not all of the inventions that were examined in terms of the
requirements for patentability, such as novelty and inventive step, in the claims before the
amendment and all of the inventions in the claims after the amendment have the same or
corresponding special technical feature. Whether or not such inventions have the same or
corresponding special technical feature is determined by following Part I, Chapter 2
“Requirements of unity of Invention.” However, if the invention first mentioned in the claims
before the amendment does not have any special technical feature, examination will proceed
by following 4.3 below.

If all of the inventions that were examined in terms of the requirements for
patentability, such as novelty and inventive step, in the claims before the amendment and all
of the inventions in the claims after the amendment have the same or corresponding special
technical feature, all inventions after the amendment will be the subject of the examination on
requirements other than the requirements under Article 17bis(4). (Hereinafter “subject of the
examination on the requirements other than the requirements under Article 17bis(4)” is merely
referred to as “subject of the examination” in this Article.)

On the other hand, if the same or corresponding special technical feature cannot be
found between all of the inventions that were examined in terms of the requirements for



patentability, such as novelty and inventive step, in the claims before the amendment and all
of the inventions in the claims after the amendment, inventions that do not have any special
technical feature that is the same as or corresponding to the technical feature of all of the
inventions that were examined (only if the inventions have the same or corresponding
technical feature between the invention first mentioned in the claims before the amendment) in
terms of the requirements for patentability, such as novelty and inventive step, in the claims
before the amendment (hereinafter referred to as the “inventions whose special technical
features were changed”) are not the subject of the examination, and other inventions will be
the subject of the examination. In this case, a reason for refusal on the grounds of violation of
the requirements under Article 17bis(4) shall be notified along with the result of examination
on inventions that become the subject of the examination.

(2) In making a determination as mentioned in (1) above, a special technical feature shall
be understood based on description, claims and drawings (hereinafter referred to as
“description, etc.”), common general technical knowledge as of the filing, and the prior art
cited in the notice of reasons for refusal before the amendment.

(Explanation)

If whether or not all of the inventions that were examined in terms of the requirements
for patentability, such as novelty and inventive step, in the claims before the amendment and
all of the inventions in the claims after the amendment have the same or corresponding
special technical feature could be determined based on the prior art which have not been
presented to the applicant before the amendment, in addition to description, etc., common
general technical knowledge as of the filing and the prior art cited in a notice of reasons for
refusal before the amendment, the applicant who has received the notice of reasons for
refusal would not be able to sufficiently predict the scope of acceptable amendment which
does not change any special technical features of the inventions when he/she considers an
amendment to make. If an amendment is made under such circumstances, the final notice of
reasons for refusal to the effect that the amendment that changes special technical features of
the inventions will be given by following “Part IX: Procedure of Examination.” This may result
in closing the door to amendment to the invention which should have been patented otherwise.
Therefore, the guidelines mentioned above shall be adopted.

4.2 Example of Basic Procedure of Examination

Example 1: [Claims before the amendment]
Claim 1: A cell-phone handset comprising; means for receiving TV broadcasts and
a means for recording that can compress and record received TV
broadcast data

[Claims after the amendment]

Claim @: A cell-phone handset comprising; means for receiving TV broadcasts
and a means for recording that can record received TV broadcast data
at a different compression rate depending on the content of the
broadcast

Claim @: A cell-phone handset that can receive broadcasts of emergency
warnings comprising; means for receiving TV broadcasts, and a power



supply control means that intermittently supplies power to said means
for receiving TV broadcasts during standby

Cited document 1 describes a cell-phone handset comprising; means for receiving
TV broadcasts, and cited document 2 describes a portable information device with a means for
recording that can compress and record image data. Therefore, in the first notice of reasons
for refusal, the examiner notified the applicant of a reason for refusal on the grounds of lack of
inventive step based on cited documents 1 and 2. Through an amendment made after the
above-mentioned notice of reasons for refusal was given, claimed inventions were changed to
the invention claimed in claim @, in which “a means for recording that can compress and
record received TV broadcast data” in claim 1 before the amendment was restricted to “means
for recording that can record received TV broadcast data at a different compression rate
depending on the content of the broadcast,” and the invention claimed in claim @ that can
receive broadcasts of emergency warnings.

(Explanation)

Out of the technical features common to the invention claimed in claim 1 before the
amendment and the invention claimed in claim Q) after the amendment, “cell-phone handset
comprising means for receiving TV broadcasts” does not make any contribution to the prior art
in light of cited document 1. However, “cell-phone handset comprising means for receiving TV
broadcasts and a means for recording that can compress and record received TV broadcast
data” makes a contribution to the prior art in light of common general technical knowledge as
of the filing and cited documents 1 and 2. Therefore, it is a special technical feature.
Consequently, the invention claimed in claim 1 before the amendment and the invention
claimed in claim (D after the amendment meet the requirements of unity of invention.

On the other hand, the invention claimed in claim @) after the amendment does not
meet the requirements of unity of invention in relation to the invention claimed in claim 1
before the amendment since claim @ does not have said special technical feature which the
invention claimed in claim 1 before the amendment and the invention claimed in claim @ after
the amendment have in common.

Therefore, only the invention claimed in claim @ after the amendment is the subject
of the examination, and in the second (final) notice of reasons for refusal, a reason for refusal
on the grounds of violation of the requirements under Article 17bis(4) is notified along with the
result of examination on the invention claimed in claim .

Example 2: [Claims before the amendment]
Claim 1: Quick-drying ink for an ink-jet printer containing specific component X
Claim 2: An ink-jet printer characterized by having a nozzle of a special shape that
enables the user to adjust the amount of ink being dropped

[Claims after the amendment]
Claim @: An ink-jet printer characterized by having a nozzle of a special shape that
enables the user to adjust the amount of ink being dropped

Although the invention claimed in claim 1 before the amendment has a special
technical feature, that is, “specific component X,” the inventions claimed in claims 1 and 2
before the amendment do not meet the requirements of unity of invention since the invention
claimed in claim 2 before the amendment does not have said special technical feature.



Therefore, in this case, the invention claimed in claim 1 before the amendment was the subject
of the examination, and a reason for refusal on the grounds of violation of the requirements of
unity of invention was notified in the first notice of reasons for refusal along with a reason for
refusal on the grounds of lack of inventive step. Through an amendment after the
above-mentioned notice of reasons for refusal, claim 1 before the amendment was deleted,
and claim 2 before the amendment was moved to claim @ after the amendment.

(Explanation)

The invention claimed in claim @ after the amendment does not meet the
requirements of unity of invention in relation to the invention claimed in claim 1, which was
examined in terms of the requirements for patentability, such as novelty and inventive step,
before the amendment, as already indicated in the first notice of reasons for refusal. Therefore,
the invention claimed in claim @ after the amendment is not the subject of the examination,
and in the second (final) reasons for refusal, only a reason for refusal on the grounds of
violation of the requirements under Article 17bis(4) is notified.

4.3 Procedure of Examination in Case where the Invention First mentioned in the
Claims before an Amendment Does Not Have Any Special Technical Feature

If the invention first mentioned in the claims before an amendment does not have any
special technical feature, no same or corresponding special technical feature can be found
between said invention and an invention after the amendment. Therefore, it cannot be said
that the requirements of unity of invention are met in the relationships between all of the
inventions that were examined in terms of the requirements for patentability, such as novelty
and inventive step, in the claims before the amendment and all of the inventions in the claims
after the amendment.

However, since Article 17bis(4) stipulates that the scope of possible amendment of
claims shall be the same as the scope prescribed in Article 37, even in such a case, claimed
inventions after the amendment will exceptionally be the subject of the examination without
guestioning the requirements under Article 17bis(4) if they are inventions within the certain
scope mentioned in 4.3.1 or 4.3.2 below. This idea is same as that of “Part I: Chapter 2.
Requirements of Unity of Invention,” in which the scope of inventions that exceptionally
become the subject of the examination is determined without questioning the requirements
under Article 37 in consideration of the convenience of applicants, etc..

4.3.1 Where an Invention with a Special Technical Feature Was Found among
Inventions in the Claims before the Amendment that Were the Subject of the
Examination

Where an invention with a special technical feature was found among inventions in
the claims before the amendment that were examined in terms of the requirements for
patentability, such as novelty and inventive step, by following @ to @ of the [Procedure for
deciding the subject of the examination] in 4.2 in Part I, Chapter 2 “Requirements of unity of
Invention,” inventions in the claims after the amendment, in the same category, which include
all matters specifying the invention with a special technical feature before the amendment
(see, Note), will be the subject of the examination without questioning the requirements under
Article 17bis(4). On the other hand, inventions in the claims after the amendment which do not
include all of the matters specifying the invention with a special technical feature before the



amendment will not be the subject of the examination, and a notice of reasons for refusal on
the grounds of violation of the requirements under Article 17bis(4) shall be given.

In addition, other inventions of which examination has been substantially completed
as a result of examination on the above-mentioned subject of the examination and inventions
of which examination has been substantially completed through examination conducted
before the amendment are also added to the subject of the examination without questioning
the requirements under Article 17bis(4).

(Note) The cases where an invention “includes all matters specifying the invention” includes
cases of making some or all matters specifying the invention into a subordinate concept
and cases of further limiting numerical ranges when some of the matters specifying the
invention are numerical ranges, in addition to the cases of adding another matter
specifying an invention to the invention.

Example:

The inventions claimed in claims 2 and 3 before the amendment are those in the
same category that include all matters specifying the invention claimed in 1 or 2 respectively.
The inventions claimed in claims 1 and 2 before the amendment do not have any special
technical feature, and a special technical feature was found in the invention claimed in claim 3
before the amendment. Regarding this application, the first notice of reasons for refusal was
given for the inventions claimed in claims 1 and 2 based on lack of novelty and for the
invention claimed in claim 3 based on lack of inventive step. Through amendment after said
notice of reasons for refusal was given, claimed inventions were changed to inventions
claimed in claims @ to @, which include all matters specifying the invention claimed in claim 3
before the amendment, and invention claimed in claim ®), which does not include some of the
matters specifying the invention claimed in claim 3.

(Claims after the amendment)
Inventions in the same category that
include all matters specifying the

invention claimed in claim 3 before

(Claims before the amendment)

Claim 1 Claim 2 Claim 3 : Claim @ Claim @ |
\| Claim @ Claim@ |
Claim ®

Claims in shaded boxes include all matters
specifying the invention claimed in claim 3
with a special technical feature.



(Explanation)

In this example, the inventions claimed in claims @) to @ after the amendment, which
include all matters specifying the invention claimed in claim 3 before the amendment, will be
the subject of the examination without questioning the requirements under Article 17bis(4)
since the invention claimed in said claim 3 has a special technical feature. In addition, the
invention claimed in claim ® after the amendment will not be the subject of the examination
since it does not include some of the matters specifying the invention claimed in claim 3 before
the amendment.

Regarding this application, the examiner shall notify the applicant of reasons for
refusal on the grounds of violation of Article 17bis(4) for the invention claimed in claim ® after
the amendment and the result of examination on inventions claimed in claims @ to @ after the
amendment in the second notice of reasons for refusal.

4.3.2 Where All Claimed Inventions before an Amendment that Were the Subject of the
Examination Do Not Have Special Technical Features

Where all of the inventions in the claims before the amendment that were the subject
of the examination by following [Procedure for deciding the subject of the examination] in 4.2
in Part I, Chapter 2 “Requirements of unity of Invention” do not have any special technical
feature, the existence of a special technical feature will be determined with respect to
inventions in the claims after the amendment through [Procedure for deciding the subject of
the examination after the amendment] below. Thereby the subject of the examination shall be
decided.

[Procedure for deciding the subject of the examination after the amendment]

O Following the procedure for deciding the subject of the examination in 4.2 in Part I,
Chapter 2 “Requirements of unity of Invention,” the existence of a special technical feature is
assessed with respect to the invention to which the smallest claim number is attached out of
the inventions claimed after the amendment in the same category, which include all matters
specifying the invention before the amendment for which the existence of a special technical
feature has been assessed in the last place.

® Where there is no special technical feature in the inventions in the claims for which the
existence of a special technical character have already been assessed, the existence of a
special technical feature will be assessed by selecting an invention to which the smallest claim
number is attached out of inventions in the claims in the same category, which include all
matters specifying the invention in the claim for which the existence of a specific technical
feature was just assessed.

® The procedure mentioned in @ is repeated until an invention with a special technical
feature is found. If an invention with a special technical feature is found, inventions in the
claims after the amendment for which the existence of a special technical feature has been
assessed until then and inventions in the same category that include all matters specifying
said invention with a special technical feature will be the subject of the examination.

@ In the procedure mentioned in D and @), if the claimed invention for which the existence
of a special technical feature is to be assessed next is an invention that has made by adding a
technical feature that has little technical relevance to the invention for which the existence of a
special technical feature has been just assessed (including the invention for which the
existence of a special technical feature has been assessed in the last place in the inventions
in the claims before the amendment), and the specific problem to be solved by the invention,



which is understood from said technical feature, also has little relevance, the inventions for
which the existence of a special technical feature has been assessed until then will be the
subject of the examination without further assessining the existence of a special technical
future.

® Other inventions of which examination has been substantially completed as a result of
examination on inventions that were the subject of the examination in @ or @ (for example,
inventions that differ only in terms of category expression) will also be added to the subject of
the examination.

® Furthermore, inventions of which examination has been substantially completed through
examination before the amendment will also be added to the subject of the examination.

In the above procedure, where a matter specifying the invention is expressed by
alternatives in a claim (including multiple dependent claims), such a claim is treated as if each
invention understood by choosing each alternative is described as a separate claim in the
order of said alternatives. In determining if the claim includes all matters specifying an
invention, it doesn’'t mater whether a claim is formally an independent claim or a dependent
claim.

Inventions in the claims after the amendment that become the subject of the
examination through the above procedure will be the subject of the examination without
guestioning the requirements under Article 17bis(4). If any invention that does not become the
subject of the examination is included in the claims, a reason for refusal shall be notified on the
grounds of violation of Article 17bis(4).

Example:

Inventions claimed in claims 2 and 3 before the amendment are inventions in the
same category, which include all matters specifying the invention claimed in claims 1 and 2
respectively. The inventions claimed in claims 1 to 3 before the amendment do not have any
special technical feature. For this application, the first notice of reasons for refusal was given
for the inventions claimed in claims 1 to 3 based on the lack of novelty. Through amendment
after said notice of reasons for refusal was given, the claims were amended to claims @ to @,
which include all matters specifying the invention of claim 3 before the amendment. Claims @
and Q@ after the amendment include all matters specifying the invention claimed in claim @
after the amendment. A technical feature added to the invention claimed in claim @ after the
amendment has close technical relevance to the invention claimed in claim 3 before the
amendment.



(Claims after the amendment)

Inventions in the same category that
include all matters specifying the
invention claimed in claim (i) after
the amendment

(Claims before the amendment)

Claim 1 Claim 2 Claim 3

o)
5
3

S)
O
)
3

®

Claim @

__________________ a

Claims in shaded boxes include all matters
specifying the invention claimed in claim @O
with a special technical feature.

(Explanation)

In this example, firstly, the existence of a special technical feature is assessed for
claim @ after the amendment. The claim includes all matters specifying the invention claimed
in claim 3 before the amendment and the smallest claim number is attached thereto. Since a
special technical feature is found in said claim ), the inventions claimed in claims @ and @,
which include all matters specifying the invention claimed in said claim @, are the subject of
the examination without questioning the requirements under Article 17bis(4). Claim @ after
the amendment is not the subject of the examination since it is not a claim to which the
smallest claim number is attached in the claims that include all matters specifying the
invention claimed in claim 3 before the amendment without any special technical feature and
it also does not include some of the matters specifying the invention claimed in claim Q) after
the amendment with a special technical feature.

Regarding this application, the examiner shall notify the applicant of the reasons for
refusal on the grounds of violation of Article 17bis(4) for the invention claimed in claim @ after
the amendment and the result of examination on the inventions claimed in claims @ to @ after
the amendment in the second notice of reasons for refusal.

5. Remarks

(@) The requirements under Article 17bis(4) make the requirements of unity of invention
extend to the inventions claimed after amendment. The determination on whether or not the
requirements under Article 17bis(4) are met includes the determination on whether or not the
requirements of unity of invention are met among the claims after amendment. Therefore, the
determination on the requirements under Article 37 can be omitted after the first notice of
reasons for refusal.

(2) In light of what is indicated in 4.1 or 4.3 above, if there is a claimed invention that
does not become the subject of the examination, the invention shall be clearly indicated in a
notice of reasons for refusal along with reasons thereof.



3) If it is clear that a reason for refusal notified before the amendment has not been
dissolved yet in the inventions described in the claims after the amendment, the examiner may
render a decision of refusal notwithstanding “4. Procedure of Examination.”

4) An amendment that changes technical features of the inventions (Article 17bis(4))
constitutes a reason for refusal (Article 49) but does not constitute a ground for invalidation
(Article 123). This is because there is no substantial defect in the invention but only a formal
defect (two or more patent applications should have been filed to receive examination on the
inventions after the amendment) and the third parties’ benefits will thus not be directly harmed
to a significant extent even if the invention is patented as it is. Considering such circumstances,
the requirements under Article 17bis(4) shall not be applied in an unnecessarily strict manner
to other inventions of which examination has been substantially completed as a result of
examination on inventions that become the subject of the examination in light of what is
indicated in 4.1, inventions of which examination has been substantially completed through
examination before the amendment, and inventions for which it is not easy to determine
whether a special technical feature thereof has been changed.
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Section Il Amendment of Claims after Final Notice of Reasons for
Refusal

1. Basic Concept

Patent Act Article 17bis (5) was introduced with the purport that the amendment to
the claims to the final notice of reasons for refusal shall be made within the degree that the
examination results already obtained are effectively usable for the purpose of establishing
such examination procedures that enable the prompt and precise grant of patent rights, taking
into consideration the fundamental objective of the patent system to fully protect inventions.
Amendments against this provision, different from those adding new matter, do not cause
substantial defects to the content of the invention, thus the amendment shall not retroactively
be dismissed after the decision of refusal or the decision to grant a patent even if amendments
against this provision were overlooked. Consequently, the nature of Article 17bis (5) differs
from that of Article 17bis (3). Taking full consideration of the purport of this provision, Article
17bis (5) should not be strictly applied to such inventions as are deemed to be protected in
cases where the examination results already obtained are effectively usable for the
examination to be made after notifying the final notice of the reasons for refusal.

2. Practical Application
2.1 Prohibition of Addition of New Matter (Patent Act Article 17bis (3))

“...any amendment of the description, scope of claims or drawings... shall be made
within the scope of the matters described in the description, scope of claims or drawings
originally attached to the application...”

The judgment on whether or not the amendment meets the requirements of Article
17bis (3) shall be made by following "Secion 1. New Matter."

2.2 Amendment that Changes a Special Technical Feature of an Invention (Patent Act
Article 17bis (4))

“...where any amendment of the scope of claims is made in the cases listed in the
items of paragraph (1), the invention for which determination on its patentability is stated in the
notice of reasons for refusal received prior to making the amendment and the invention
constituted by the matters described in the amended scope of claims shall be of a group of
inventions recognized as fulfilling the requirements of unity of invention set forth in Article 37.”

The judgment on whether or not the amendment meets the requirements of Article
17bis (4) shall be made by following "Secion 2. Amendment that Changes a Special Technical
Feature of an Invention.”

3. Cancellation of Claim(s) (Patent Act Article 17bis (5)(i))
3.1 Purport

The cancellation of a part of the plural number of claims is allowable, since it does not
cause the necessity of making a second examination or trial examination.

(March 2007) 1



3.2 Practical Application

Not only the cancellation of a part of claims but also an formal amendment of other
claims accompanying the former shall be deemed as an amendment for the cancellation of
claims.

For example:

Changes that inevitably occur together with the cancellation of claims such as:
(D changes in the cited number of other claims that have cited the cancelled claim; or
@ changes from a dependent form to an independent form.

4. Restriction of Claim(s) (Patent Act Article 17bis (5)(ii) and (6))
4.1 Purport

Among the amendments corresponding to restriction of the claim(s), since the
amendment for restricting a matter specifying the invention without changing the field of
industrial applicability and the problem to be solved by the invention does not drastically alter
the subject of the examination as well as the trial examination, and the examination results
already obtained are generally utilized, such amendment is treated as allowable.

However, even when this type of amendments are made, there may be cases where
a second reasons for refusal shall be notified if the invention in the amended claim is not to be
granted a patent. In such cases there may arise a need for another examination or trial
examination if an amendment is made in response to the second notice of reasons for refusal.
Consequently, from the viewpoint of securing the promptness of the examination and the
fairness among patent applications, the amendment is limited in such cases where patents are
to be granted.

4.2 Requirements for Restriction of Claim(s)

For the amendment of the claim(s) to fall under Article 17bis(5)(ii), the following
requirements shall be satisfied:

D) restriction of the claim(s);

(2) restriction of matters specifying the invention claimed in the claim(s) before the
amendment (hereinafter referred to as “invention before the amendment”); and

3) the industrial applicability and problems to be solved by the inventions after

amendment are the same as those before the amendment).

(Explanation)

The requirements mentioned in the parenthesized part of 17bis(4)(ii) provides that
the amendment for the restriction of all or some of the matters specifying the invention before
the amendment shall be made so that the field of the industrial applicability and the problem to
be solved by the invention is the same as those before the amendment. In another word, the
inventions before and after the amendment must have the same industrial applicability and
problems to be solved.



4.3 Practical Application
4.3.1 Restriction of Claim(s)

Regardless of whether or not the requirements mentioned in the parenthesized part
are satisfied, the amendment which enlarges the claim(s) does not fall under Article
17bis(5)(ii), because the amendment does not correspond to the restriction of the claims.

Since “the claims” are a collection of claims specifying the invention, the judgment on
"whether the amendment restricts the claim(s)" shall be made for each claim in general.

(@) Concrete examples deemed as not correspond to restriction of the claim(s):
D deletion of a part of matters specifying an invention described in series;
@ addition of an element described in alternative form;
(@ amendment to increase the number of claims (excluding the cases mentioned in (2)®
below).

(2) Concrete examples deemed as corresponding to restriction of claim(s):

@ deletion of an element described in alternative form:;

@ serial addition of matters specifying the invention;

@ change from a generic concept to a more specific concept;

@ reduction of the number of claims cited in the multiple dependent form claims;

Example: Amendment of the claim from "air conditioners comprising a mechanism A

claimed in one of the claims from 1 to 3" to "air conditioners comprising a
mechanism A claimed in claim 1 or claim 2."

(® change of the multiple dependent form claims citing n claims into claims the number of

which is (n-1) or below (n-1).

Example: Amendment of the claim from "air conditioners comprising a mechanism A
claimed in one of the claims from 1 to 3" to two separate claims, "air
conditioners comprising a mechanism A claimed in claim 1," and "air
conditioners comprising a mechanism A claimed in claim 2."

4.3.2 Restriction of Matters Necessary to Specify the Invention

(1) Interpretation of "matters necessary to specify the invention"

Since "matters necessary to specify the invention” as laid down in 17bis(5)(ii) are
matters described in the claim(s) before the amendment, the finding thereof shall be based on
the description of the claim(s) before the amendment.

In the practical application of Article 36(4)(i), if deemed necessary to carry out the
claimed invention, the operation (function/role) of matters necessary to specify the invention
shall be described in the detailed description of the invention.

Therefore, "matters necessary to specify the invention" as stated in Article
17bis(5)(ii) must be found based on the claims before the amendment in correspondence with
the function described in the description and drawings.

(2) Interpretation of "restriction”
The amendment to “restrict
interpreted as follows.

matters necessary to specify the invention" is



@O To amend one or more "matters necessary to specify the invention" in the claim before
the amendment to "matters necessary to specify the invention" of a more specific concept.

“Matters specifying the invention” having the operation different from the operation
below is usually not to be deemed as a more specific conception of “matters specifying the
invention” which specify a product in operative terms (“function-realization means” etc.).
@ To delete a part of alternatives in cases where “matters necessary to specify the
invention” is expressed alternatively in such as Markush-Type.

(3) Method of judgment

The judgment of whether nor not the amendment is restricting “matters necessary to
specify the invention” shall be made by comparing “the matters specifying the invention”
before the amendment with those after the amendment.

4.3.3 Same Industrial Applicability and Problems to be Solved

(1) Finding of "problems to be solved" and "industrial applicability"

In finding “problems to be solved” and “industrial applicability,” the problems to be
solved and the field of industrial applicability shall be concretely specified based on “the
matters necessary to specify the invention” as are understood from the description in the
claim(s) taking into account the description on the problems to be solved and the technical
field to which the invention pertains in the detailed description of the invention. In this case, the
problems to be solved are not necessarily those having not been unsolved.

(2) Same problems to be solved

Besides cases where the problems to be solved by the inventions before and after
amendment are the same, the cases where the problems to be solved by the invention after
amendment are closely related to those before the amendment (in judging the sameness of
the problems to be solved, "...be closely related to..." means the cases where the problems to
be solved after the amendment are more specific concepts than those before the amendment,
or the cases where the problems to be solved by the inventions before and after the
amendment are of the same kind, etc.) are also to be regarded as the cases where the
problems to be solved is the same. (For example, "increase in strength” and "increase in
strength for pulling," or "making compact" and "making light.")

If the amendment makes the problems to be solved by the invention after the
amendment not to be the same as those of the invention before the amendment, such
amendment shall be deemed as not complying with these requirements.

When applying the Ministerial Ordinance in accordance with Article 36(4)(i), in cases
where the problems to be solved had not originally been conceived, such as inventions
developed under novel ideas utterly different from the prior art and inventions based on
discoveries as the result of trial and error, the description of the problems to be solved is not
mandatory. In such cases, since it is considered that the examination had been carried out
regardless of the problems to be solved, it is deemed that these requirements are satisfied.

(3) Same industrial applicability



“The industrial applicability of the invention after the amendment is the same as that
of the invention before the amendment” means the cases where the fields of industrial
application of the inventions before or after the amendment are the same, or the cases where
the field of the technology the invention after the amendment is technologically closely related
to that of the invention before the amendment.

(Explanation)

The reason why the problems to be solved and the industrial applicability before the
amendment shall be the same as those after the amendment as required in (2) and (3) above
is because the examination procedures for the invention after the amendment having such
relationships as mentioned above are considered to be proceeded without further substantial
burden to the examination by effectively utilizing the examination results already obtained
before the final notice of reasons for refusal.

4.3.4 Independently Patentable

Notwithstanding the amendment being deemed as falling under Article 17bis(5)(ii),
the invention specify by the matters stated in the amended claim shall be patentable.

This requirement is applied only to claim(s) which was amended to be restricted. The
claim(s) which was amended solely in terms of "the correction of errors in the description” or
"the clarification of an ambiguous description" as well as claim(s) that has not been amended
must not be refused by the reason that they cannot independently be granted patents.

Patent Act Articles 29, 29bis, 32, 36(4)(i) or (6) (except (iv)), and 39 (1) to (4) are
applied with respect to the requirements of independently patentable. The other handling shall
follow "Part IX: Procedure of Examination Section 2" 6.2.3.

4.4 Notes in Cases where Plural Amendments are Made after Final Notice of Reasons
for Refusal

In cases where the plural number of amendments of the description, claims or
drawings are made within the time limit designated in the last notice of reasons for refusal, the
description, claims or drawings to be the basis for judging whether the second or following
amendment complies with the requirements under Article 17bis(5) and (6) shall be those that
were legally amended immediately before the second or following amendment concerned.
However, the description, claims or drawings to be based under Article 17bis(3) are those
originally attached to the request.

5. Clarification of Ambiguous Description (Patent Act Article 17bis(5)(iv))

5.1 Purport

Where deficiency in the description is indicated in the final notice of reasons for
refusal, since an minor amendment for correcting the said deficiency does not alter the subject
for the examination or the trial examination, and the applicant for a patent, if such amendment
is not allowable, will have difficulty in responding to the reasons for refusal, therefore it cannot
be said to be appropriate not to admit such kind of the amendment from the viewpoint of
protecting inventions. Thus the amendment "to clarify an ambiguous description” "with respect



to the matters mentioned in the reasons for refusal concerned" in the notice of the reasons for
refusal shall be allowable.

5.2 Meaning of "Clarification of Ambiguous Description"

"An ambiguous description” means a description causing deficiency in the
description such as a description whose meaning is not clear.

"An ambiguous description” with respect to the claim(s) corresponds to such cases
where the description of the claim itself is ambiguous in meaning, or where the description of
the claim itself is not consistent with the other descriptions of the claim, or where the claimed
invention, although the description of the claim itself is clear, cannot be said to be
technologically accurately specified. “Clarification” is meant to clear “the intended meaning of
the description” by correcting the ambiguity.

Consequently, where the description of the claim itself is clear, and the invention is
technologically accurately specified, the amendment to clear that the claimed invention is
involving the novelty, inventive step, etc. in response to the notice of the reasons for refusal
with respect to novelty, inventive step, etc. does not fall under "the clarification of ambiguous
description."

For example, where the amendment is deemed to resolve the reasons for refusal with
respect to novelty, inventive step, etc., and is deemed as restricting the matters specifying the
invention without altering the problems to be solved, or the amendment is deemed as adding
new technological matters to solve new problems, the amendment concerned does not fall
under "the clarification of ambiguous description."

Such amendment is to be subjected by the further examination as to whether it falls
under the requirement such as "the restriction of the claim(s)" in each Paragraph under Article
17bis(5).

5.3 Relation to Matters Mentioned in Reasons for Refusal

In order to prevent the arising of new reasons for refusal as the result of the
amendment of matters for which the examination or trial examination has already been carried
out, the amendment for clarification of an ambiguous description is limited only to the cases
where the amendment is made for the matters mentioned in the reasons for refusal in the
notice of the reasons for refusal.

The amendment to resolve the reason for refusal with respect to the deficiency of the
description mentioned in the last notice of the reasons for refusal under Article 36 falls under
the parenthesized part in Article 17bis(4)(iv) stating "with respect to the matters mentioned in
the reasons for refusal.”

In contrast, the amendment restricting the matters specifying the invention, or the
amendment adding new technological matters for solving new problems to the claim, made
irrelevant to the deficiency in the description mentioned in the last notice of the reasons for
refusal, do not fall under "the matters mentioned in the reasons for refusal."



6. Correction of Errors in Description (Patent Act Article 17bis(5)(iii))

6.1 Purport

Since a minor amendment for correction of errors in the description in response to the
final notice of reasons for refusal does not alter the subject for the examination or trial
examination, and the applicant for a patent, if such amendment is not allowable, will have
difficulty in responding to the reasons for refusal, therefore it cannot be said to be appropriate
not to admit such kind of the amendment from the viewpoint of protecting inventions.
Consequently, the amendment for "correction of errors in the description" is treated to be
allowable.

6.2 Meaning of "Correction of Errors in Description”

"The correction of errors in the description" means to "correct the errors of the
wording or phrasing to the original meaning thereof" in cases where "the original meaning of
the said wording and phrasing is apparent from the description, claims or drawings."

7. Procedure of Judgment
The procedures for the examination with respect to the requirements prescribed in

each of the Paragraphs under Article 17bis shall be made by following 6.2 in Section 2 of "Part
IX: Procedure of Examination.”



SectionlV Examples Concerning Amendments

of Specifications or Drawings

1. Examples Concerning Judgment of New Matter

To be prepared

2. Examples Concerning Judgment of Restriction under Patent Act 17-2(4)(ii)

Example 1 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Prediction type electronic clinical thermometer

[Claims]

An electronic clinical thermometer comprising
a sensor to convert body temperature to
electric signals and an operation circuit to
predict stabilized body temperature based on
characteristics of change in output from the
sensor.

[Excerpt from Detailed Description of the
Invention]
The purpose of the invention is to provide
aclinical thermometer for permitting
quickmeasurement.
Examples of the sensor for converting body
temperature to an electric signal include a
magnetic temperature-sensing element, a
temperature measuring resistor, a
thermocouple, and the like. The sensor output
is lead to the body temperature prediction
operation circuit, and is converted to a
predicted stabilized temperature value. In
order to minimize the measuring time, a
sensor having high sensitivity is necessary to
be used. The experimental result showed that
the thermocouple is optimal.
[Drawings]

1 \ ?

1 sensor part

Specification after amendment

[Title of the Invention]

[Excerpt from Detailed Description of the

Invention]

The purpose of the invention is to provide
aclinical thermometer for permitting
quickmeasurement.

The sensor output is led to the body

temperature prediction operation circuit, and
is converted to a predicted stabilized
temperature value.

In order to minimize the measuring time, a
sensor having high sensitivity is necessary to
be used.



2 operation circuit
3 display

[Conclusion]
Falls under restriction.

[Explanation]

In the amendment, matters defining the invention described in claims before amendment, that
is, “An electronic clinical thermometer comprising a sensor to convert body temperature to
electric signals” which is one of means for solving the problems is limited to a more specific
concept. Further, in the amendment, problems to be solved by the invention and industrial
applicability are not changed.



Example 2 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Developing device

[Claims]

A developing device which makes an
electrostatic latent image visible by forming a
thin film of developer on a developer
sustaining body 2 by contacting a layer
thickness regulating member 20 to the
developer sustaining body which feeds
developer to an electrostatic latent image
keeping body, to adhere the thin film
developer onto the electrostatic latent image
keeping body, comprising roughing the
surface of said layer thickness regulating
member (20).

[Excerpt from Detailed Description of the
Invention]

by the roughing, the problem of the invention
that a thin film of uniform thickness should
be made can be solved. The roughness is
desirable to be in the rage from 0.5D to 1.5D
when the average particle diameter of the
developer is D.

[Drawings]

[Conclusion]
Falls under restriction.

[Explanation]

Specification after amendment

[Title of the Invention]

,comprising roughing the surface of said
layer thickness regulating member (20) , and
the roughness is set to be in the range from
0.5D to 1.5D (D: average particle diameter of

the developer).

[Excerpt from Detailed Description of the
Invention]

In the amendment, matters defining the invention described in claims before amendment, that

-3-



is one of means to solve the problems, “comprising roughing the surface of said layer
thickness regulating member (20)” is limited to a more specific concept. Further, in the
amendment, problems to be solved by the invention and industrial applicability are not
changed.



Example 3 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Transmission gearbox

[Claims]

A transmission gearbox wherein a reinforcing
ring is cast into a circumferential wall part of a
light-alloy gearbox in which a bearing for
rotatably supporting an output axis is fitted.

[Excerpt from Detailed Description of the
Invention]

the gearbox is made of aluminum
the ring is made of

4: output axis
7: bearing

8: ring

9: gearbox

[Conclusion]
Falls under restriction.

[Explanation]

Specification after amendment

[Title of the Invention]

[Claims]
A transmission gearbox wherein reinforcing
steel ring is cast into a circumferential wall
part of an aluminum-alloy gearbox in which a
bearing for rotatably supporting an output axis
is fitted.

[Excerpt from Detailed Description of the
Invention]

The amendment specifies the material of the gearbox and the material of the reinforcing ring,
respectively. In this, matters defining the invention before amendment, that is, means to solve

the problems “a light-alloy gearbox in a trans

mission gearbox” and “reinforcing rings in a

transmission gearbox” are limited to a more specific concept.

Further they are the same in problems to be
the gearbox and improvement in the strength o

solved by the invention that the lightweight of
f the bearing points of the gearbox should be

achieved, and industrial applicability (transmission gearbox).

-5-



Example 4 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Output circuit

[Claims]

An output circuit comprising a first transistor
wherein a collector is connected through
connecting means to a power source line, and
a base is connected to an input terminal, a
second transistor in which a base is
connected to an emitter of said first transistor,
a collector is connected to an output terminal,
and an emitter is connected to a reference
potential source, and a diode inserted
between the collectors of said first transistor
and said second transistor so that an electric
current flows when said first and second
transistors are conductive, and an electric
current is stopped when said first and said
second transistors are not conductive.

[Excerpt from Detailed Description of the
Invention]

.............................. As the diode, it is possible
to use in addition to a typical p-n diode shown
in Fig.1, an equivalent diode for
short-circuiting the base and collector of the
transistor as shown in Fig.2.

[Drawings]
Fig.1

Fig.2

j— Y

Specification after amendment

[Title of the Invention]

[Excerpt from Detailed Description of the
Invention]

.............................. As the diode, an equivalent
diode for inserted transistors, which shorted
between the base and collector shown in Fif.2
is recommended for use.

[Drawings]



[Conclusion]
Falls under restriction.

[Explanation]

By the amendment, “diode” before amendment is amended to “an equivalent diode shorted

between transistor base and collector”. Herein, “diode” specifically includes both the p-n
junction diodes shown in Fig.1 and the equivalent diode shown in Fig.2.
Thus, in the amendment, “diode” before amendment is limited to a more specific concept
“equivalent diode”, which is admitted to be limitation of a part of matters defining the invention.
Further problems to be solved by the invention and industrial applicability are not changed
before and after the amendment. Thus, the amendment is judged to be restriction of the claim.



Example 5 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Knob

[Claims]

A knot mounted on a closing body having a
grip part gripped when the closing body is
opened or closed, wherein copper fine
particles are exposed from at least a part of
the surface of the grip part, and a large
number of the exposed fine particles are
scattered with a space interval to prevent
bacteria on the surface from being grown.

[Excerpt from Detailed Description of the
Invention]

............... The space interval between

these copper fine particles exposed is set to
be a value which is sufficiently smaller than
the diameter of a region required for bacteria
adhered onto the surface of the grip part to
form a colony and to grow, and preferably is
set to below 100um in general.

[Drawings]

Specification after amendment

[Title of the Invention]

...................................... being grown, and
the interval between the fine particles is set to
be below 100um.

[Excerpt from Detailed Description of the
Invention]

1 door consisting of one portion of an opened/closed body

2 knob
6 grip portion
8 copper fine particle

[Conclusion]
Falls under restriction.



[Explanation]

Claims after amendment limit the interval between the fine particles. However, the limitation
limits a part of matters defining the invention described in claims before amendment, “a space
interval to prevent bacteria on the surface from being grown”. Further, industrial applicability
and problems to be solved by the invention before and after the amendment are the same.



Example 6 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Serial type thermal printer

[Claims]

A serial type thermal printer wherein a thermal
print head equipped with a head substrate
and a heat evolution resistor group provided
with a large number of heat evolution resistors
in parallel with one side thereof is pressed into
contact with platen rubber by interposing there
between a thermal transfer ribbon and a
transferred sheet or a thermal sheet for
printing, comprising setting the thermal print
head as it is slanted to the sliding direction of
the platen rubber.

[Excerpt from Detailed Description of the
Invention]

The thermal print head of the printer of the
present invention is slanted to the platen
rubber, and an_appropriate_angle to the slide
direction of the surface of the head of the
head substrate is in the range from 1° to 15°.
When the angle is less than 1°, the side of the
head substrate is pressed into contact with
the platen rubber, so as not to achieve the
object of the invention. Further, when the
angle exceeds 15°, the heat evolution resistor
adhered onto the surface of the head
substrate is not in contact with the thermal
transfer ribbon or the thermal sheet, so that
sharp printed letters and images cannot be
expected.

[Drawings]

Specification after amendment

[Title of the Invention]

........ comprising setting the thermal print
head as it is slanted to the sliding direction of
the platen rubber at an angle in the range
from 1° to 15°.

[Excerpt from Detailed Description of the
Invention)]

-10-



[Conclusion]
Falls under restriction.

[Explanation]

Claims after amendment specify the contact angle of the head with the platen rubber. In the
amendment, a part of matters defining the invention described in the claims before amendment,
“setting the thermal print head as it is slanted to the sliding direction of the platen rubber” is
limited to a more specific concept by specifying the angle. Further, industrial applicability and
problems to be solved by the invention before and after the amendment are the same.

-11 -



Example 7 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Bucket conveyor

[Claims]

A bucket conveyor comprising setting a drive
pulley and a following pulley in the upper and
lower sides of a tube-shaped case having a
supply port in its lower part and a discharge
part in its upper part, setting an endless belt
equipped with a plurality of buckets at a
predetermined interval around said drive
pulley and following pulley for rotation, and
setting a fan having an ejection nozzle
protruding in the tangent direction of the
following pulley in the upper part of said
follower pulley.

[Drawings]

1 endless belt

2 supply port

3 ejection nozzle

4 tube-shaped case
5 drive pulley

6 discharge port

7 fan

8 bucket

9 following pulley

[Conclusion]
Falls under restriction.

Specification after amendment

[Title of the Invention]

setting a fan having an ejection nozzle in
which its opening is reduced in diameter and
protruding in_the tangent direction of the
following pulley in the upper part of said
following pulley.

[Drawings]

-12 -



[Explanation]

In the invention before the amendment and that after the amendment, industrial applicability
and problems to be solved (particles dropped between the following pulley and the endless belt
are discharged and removed) are the same.

Further, the point that the ejection nozzle is amended to reduce the diameter of its opening
specifies the shape of the ejection nozzle, and matters defining the invention before the
amendment (one of means to solve the problems, “ejection nozzle”) is limited to a more
specific concept.

-13-



Example 8 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Two-way transmission method of optical
signals

[Claims]
A method wherein a signal is emitted each
time from an optical transmitter set in a station
and received by an optical receiver formed
integrally with the transmitter at the
termination of a transmission section formed
of the optical wave guide, to make the
two-way transmission of optical signals
between the two stations connected through
the optical wave guide, comprising:

a) interconnecting the transmitter and the
receiver as an integrated member;

b) Transmitting the signal of one way of the
transmission through the optical wave
guide during transmission stop in the other
way of transmission............

[Excerpt from Detailed Description of the
Invention]

...Advantageous is the construction such that
the optical transmission portion constructed
as an LED is inserted in the optical reception
hole constructed as a photodiode. As the
LED, it is possible to use GaAs LED, or
GaAlAs LED of Barus type. On the other
hand, as the photodiode, a pin............

[Conclusion]
Falls under restriction.

[Explanation]

Specification after amendment

[Title of the Invention]

a) using an LED as the transmitter, and a

photodiode as the receiver, and
interconnecting both as an integrated
member;

b) Transmitting the signal of one way of the
transmission through the optical wave
guide during transmission stop in the
other way of transmission............

[Excerpt from Detailed Description of the
Invention)]

The amendment specifies that “transmitter” is “LED”, and “receiver” is “photodiode”, and a
part of matters defining the invention before amendment is limited to a more specific concept.
Industrial applicability and problems to be solved before and after the amendment is the same.

-14 -



Example 9 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Production method of compound C

[Claims]

A production method of compounds C
comprising reacting compound A to compound
B.

[Excerpt from Detailed Description of the
Invention]

......... The reaction temperature is preferably
above 800.

[Conclusion]
Does not fall under restriction

[Explanation]

Specification after amendment

[Title of the Invention]

[Claims]

A production method of compound C
comprising reacting compound A to compound
B at the temperature above 800.

[Excerpt from Detailed Description of the
Invention)]

The amendment does not limit matters defining the invention described in claims before the

amendment, that is any of the matters of means

to solve the problems.

Specification of the temperature can not be said to make the means to solve the problems

wherein the temperature conditions are not
compound B” is merely described, more specific

mentioned and “reacting compound A to

-15-



Example 10 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Abnormal operation prevention device

[Claims]
An abnormal operation prevention device
comprising setting a vapor-liquid state

detecting means in a refrigeration medium
inlet and a refrigeration medium output of a
vapor-liquid separator respectively, and
setting a control means for determining the
exceeded or insufficient refrigeration medium
in a refrigerator according to the detected
values of the detection means and for
intermittently operating a compressor for a
predetermined period of time.

[Excerpt from Detailed Description of the
Invention]

............ The compressor is intermittently
operated for a predetermined period of time,
so that a user can easily recognize the
exceeded or insufficient refrigeration medium
showing the abnormal state of the refrigerator.
Further, a means notifying the abnormal state
when the exceeded or insufficient refrigeration
medium is determined by using alarm devices
such as a lamp and a buzzer will be effective.

[Drawings]

1 compressor
3 vapor-liquid separator
3ainlet

-16 -

Specification after amendment

[Title of the Invention]

........................................ for intermittently
operating a compressor for a predetermined
period of time, and for operating an alarm
device.

[Excerpt from Detailed Description of the
Invention)]

............... As the compressor is intermittently
operated for a predetermined period of time,
and an alarm device such as a lamp and a
buzzer is also operated, a user can easily
recognize the exceeded or insufficient
refrigeration medium as the abnormal state of
a refrigerator.

[Drawings]



3b outlet

10 detecting means

11 detecting means

17 determining means
18 alarm display means

[Conclusion]
Does not fall under restriction.

[Explanation]

Problems to be solved by the invention to make a user easily recognize the exceeded or
insufficient refrigeration medium as the abnormal state of a refrigerator is not changed after the
amendment. “Alarm device” added to claims after the amendment, however, is not admitted as
any of limitations of matters defining the invention (the means to solve the problems) before
the amendment. (It can not be said that “control means for determining the exceeded or
insufficient refrigeration medium in a refrigerator according to the detected values of the
detection means and for intermittently operating a compressor for a predetermined period of
time” is led to a more specific concept.)

-17 -



Example 11 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before amendment

[Title of the Invention]
Locking device for door

[Claims]
A locking device for door comprising a lock
position detecting means for preventing

burglars for detecting the fixed position of a
lock by using a pair of a light emitting element
and a light receiving element, an approach
detecting means for detecting the approach of
a hand of a person holding a key for said lock
by using a pair of a light emitting element and
a light receiving element, and a lighting
means for lighting the lock when the hand of
the person holding the lock approaches the
lock.

[Excerpt from Detailed Description of the
Invention]

............ As a pair of a light receiving element
and a light emitting element is used to detect
the position of the lock and the approach of a
hand of a person, it is unnecessary to find the
doorknob, and the key cylinder can be easily
opened or closed in a dark place. Further, a
timer for turning ON the timer contact for a
predetermined period of time by operation of
the detecting means is set so as to light for a
fixed period of time. Consequently, the power
source consumption can be reduced.

(Brief Description of the Drawing)
1 door

3 key cylinder (lock)

9 key (lock)

12 light emitting element

13 light receiving element

15 lighting means

17 timer

18 light receiving element

20 lock position detecting means
21 approach detecting means

-18-

Specification after amendment

[Title of the Invention]

[Claims]

A locking device for door comprising a lock
position detecting means for preventing
burglars for detecting the fixed position of a
lock by using a pair of a light emitting element
and a light receiving element, an approach
detecting means for detecting the approach of
a hand of a person holding a key for said lock
by using a pair of a light emitting element and
a light receiving element, and a lighting
means for lighting the lock when the hand of
the person holding the lock approaches the
lock, and a timer for turning on the timer
contact for a predetermined period of time by
operation of the detecting means so as to light
for a fixed period of time.

[Excerpt from Detailed Description of the
Invention]



[Drawings] [Drawings]
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[Conclusion]
Does not fall under restriction.

[Explanation]

As an added “timer” by the amendment cannot be considered to make any of the means to
solve the problems of the invention before the amendment, that is, matters defining the
invention (for example, “a lock position detecting means “ and “a lighting means”) more specific,
is can not be recognized as the limitation of matters defining the invention.

Further, to the problem to be solved by the invention before the amendment, “the key cylinder
can be easily opened or closed in a dark place”, that “the power source consumption can be
reduced” is added to the problem to be solved by the invention after the amendment. As the
problem to be solved by the invention after the amendment does not limit the problem to be
solved by the invention before the amendment to a more specific concept, nor is the same kind,
they can not be deemed to be closely related technically, and the problems to be solved by the
invention before and after the amendment are not the same.

-19-



Example 12 concerning judgment of restriction

Type: Limitation of matters defining the invention

Specification before Amendment

[Title of the Invention]
Input device with guidance system

[Claims]

An input device to input requiring data by
touching a part of display that correspond to
the display position, wherein the input device
is equipped with guidance system that
indicates the next item of input by flashing the
space into which the datum is to be inserted.

[Excerpt from Detailed Description of the
Invention]

An input device to input
requiring data by touching a part of display
that correspond to the display position,
wherein the input device is equipped with
guidance system that indicates the next item
of input by flashing the space into which the
datum is to be inserted. That indicates the
exact item of input to the operator. An addition
of a device to issue instruction by voice, more
effective results are obtained.

[Conclusion]
Does not fall under restriction.

[Explanation]

Specifications after Amendment

[Title of the Invention]

[Claims]

An input device to input requiring data by
touching a part of display that correspond to
the display position, wherein the input device
is equipped with guidance system that
indicates the next item of input by flashing the
space into which the datum is to be
inserted,and has a speaker to instruct the next
item to be input by voice

[Excerpt from Detailed Description of the
Invention)]

................. An input device to input
requiring data by touching a part of display
that correspond to the display position,
wherein the input device is equipped with
guidance system that indicates the next item
of input by flashing the space into which the
datum is to be inserted.That indicates the
exact item of input to the operator, and the
guidance system is more effective because
the device is equipped with a device to issue
instruction by voice.

This amendment limits the claims by adding voice instructions as a part of the guidance
system; As an added “speaker” by the amendment cannot be considered to make any of the
means to solve the problems of the invention before the amendment more specific, it can not
be recognized as the limitation of matters defining the invention. ( “speaker” does not fall under
more specific concept of “guidance system that indicates the next item of input by flashing the

space into which the datum is to be inserted”)

-20-



Example 13 concerning judgment of restriction
Type: Limitation of matters defining the invention / Same problems to be solved

Specification before Amendment Specifications after Amendment

[Title of the Invention] [Title of the Invention]
Squid cracker e,

[Claims] [Claims]

Squid cracker using as ingredients powdered | Squid cracker, shaped into a form of squid,
soybean protein spices, condiments, and | using as ingredients powdered soybean
wheat flour added to pulped squid meat. protein, spices, condiments, and wheat flour
added to pulped squid meat.

[Excerpt from Detailed Description of the | [Excerpt from Detailed Description of the
Invention] Invention)]

............. Adding an ingredients and KNEAING | .....vevieiiiiiiieniiieiae e e e e e e e e e
to shape INto @ form Of SQUIA. ... .ccvviiiiiiiiiiiis | i e e e e e

[Conclusion]
Does not fall under restriction.

[Explanation]

Limiting the shape of the squid cracker cannot be considered to make any of matters defining
the invention in claims before the amendment , that is, means to solve the problems(any of the
pulped squid meat, powdered soybean protein, spice, condiments, wheat flour, or the like used
as the ingredient for the squid cracker) more specific.

Thus,the amendment does not considered to amend the entire part of means to solve the
problem, " Squid cracker ...... added to pulped squid meat" to more specific concept. ("Squid
cracker" in itself will not fall under means to solve the problem. Thus, it cannot qualify as
limitation, nor is it deemed as a more specific concept with respect to the "squid cracker.")

In addition, problem to be solved by the invention before amendment is to provide the squid
cracker whetting a good appetite. Meanwhile, the invention after amendment adds the
statement in that its shape clearly tells that the major ingredient use is the squid. The problems
to be solved after amendment does not make the problems before amendment more specific,
nor is it a similar concept. It is not considered to have a close technical relation in terms. This
amendment is meant to change problems to be solved by the invention.

-21-



Example 14 concerning judgment of restriction

Type: Limitation of matters defining the invention / Same problems to be solved

Specifications before Amendment

[Title of the Invention]
Electric power tool

[Claims]

A power tool comprising two handles (3, 4) in
its housing (2) and battery packs (7,8)
deployed in free ends (5,6) of the said
handles (3,4).

[Excerpt from Detailed Description of the
Invention]

............ able to balance its weight..................a

switching circuit.................

[Drawings]

[Conclusion]
Does not fall under restriction.

[Explanation]

Specifications after Amendment

[Title of the Invention]

.......... in free ends (5,6) of the said handles
(3,4), and having a selector switch to select
the higher-charged batteries from the said
battery packs (7,8).

[Excerpt from Detailed Description of the
Invention]

............ able to balance its weight..................a
switching circuit..................

[Drawings]

The switching circuit is not considered as a more specific concept of means to solve the
problems, namely, the matters defining the invention (for example " battery packs deployed in
free ends of the said handles” or ” two handles in its housing”) before amendment. Thus,
limitation of matters defining the invention is not applicable.

In addition, in the invention before amendment, the problem to be solved by the invention,
the application states that weight balance is attained because the battery packs were
appropriately placed. Furthermore, deriving power from the well-charged battery after
amendment has a problem in that batteries may efficiently uses the invention. The problem
provides the problem before amendment with no more specific concept, nor the same kind of

-22 -



concept. It is not considered that a close relationship exists in terms of a technical point of view.
This amendment is to change problems to be solved by the invention.

-23-



Example 15 concerning judgment of restriction

Type : Limitation of matters defining the invention / Same problems to be solved

Specifications before amendment

[Title of the Invention]
Electronic wristwatch with pressure altimeter

[Claims]

An electronic wristwatch comprising a
semiconductor diaphragm forming a distortion
sensor for measuring fluid pressure, an
arithmetic circuit for converting output from
said distortion sensor to an altitude signals,
and a timer circuit in the movement
mechanism.

[Excerpt from Detailed Description of the
Invention]

This invention is to provide a wristwatch
which indicates time and altitude information
convenient for diving, mountain climbing,
hang glider riding.

The distortion sensor deployed in the
semiconductor diaphragm tells the depth of
water by detecting hydraulic pressure in water
and altitude by detecting air pressure on land.
The thinner and lightweight movement is
made possible by the use of thin film circuits
of semiconductors to form the arithmetic
circuit for converting the output signal from the
distortion sensor into the altitude signal and
the clock circuit on film

[Drawings]
wiri st watch
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[Conclusion]
Does not fall under restriction.
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Specifications after amendment

[Title of the Invention]

[Claims]

An electronic wrist watch comprising a
semiconductor diaphragm forming a distortion
sensor for measuring fluid pressure, an
arithmetic circuit for converting output from
said distortion sensor to altitude signals, and a
timer circuit, which are formed of a
semiconductor thin film circuits on said
diaphragm, in the movement mechanism.

[Excerpt from Detailed Description of the

Invention)]

This invention is to achieve thinness and a
lightweight in the movement of a wristwatch,
which indicates time and altitude information
convenient for diving, mountain climbing and
hang glider riding.




[Explanation]

The problem to be solved by the invention before the amendment states “to provide the wrist
watch indicating the time and the altitude information”. The problem to be solved by the
invention after amendment, on the other hand, states "thinness and lightweight". Thus, the
problem to be solved by the invention after the amendment provides the problem to be solved
by the invention before amendment with no more specific concept, nor the same kind of
concept. It is not considered that a close technical relationship exists between the problem
before the amendment and the problem after the amendment. There exists a difference in
problem to be solved by the invention between the invention before the amendment and the
invention after the amendment.

In addition, "in the electronic wristwatch, an arithmetic circuit and a timer circuit, which are
formed of a semiconductor thin film circuits on said diaphragm” is not deemed as more specific
concept of matters defining the invention before the amendment. It is not, therefore,
considered that the matters defining the invention have been limited.
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Example 16 concerning judgment of restriction

Type: Same problems to be solved

Specifications before Amendment

[Title of the Invention]
Cover sheet

[Claims]
A cover sheet made of a translucent material,

Specifications after Amendment

[Title of the Invention]

[Claims]
A cover sheet made of a translucent material,

with which a boat equipped with solar battery
cells connected to a battery charger on its
upper face is covered.

[Drawings]

1 solar battery
2 boat

[Conclusion]
Does not fall under restriction.

[Explanation]

which excluding parts positioned on the upper

faces of solar batteries is made of a
light-shielding material,
[Drawings]

The problem to be solved by the invention before the amendment states that the use of this
cover sheet "prevents the battery from losing its charge, while protecting a solar battery against
wind and rain." The problem to be solved by the invention after the amendment adds a new
problem stating "protects a boat only against the effects of ultraviolet rays." Therefore, as the
problem is not the more specific concept of the problem before neither the amendment nor the
same kind, it is not considered to be technically closely related, and the amendment is deemed

to change the problem to be solved.
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Example 17 concerning j
Type: Same problems to be solved

Specifications before Amendment

[Title of the Invention]
Flat light emitter

[Claims]

A flat light emitter formed of a transparent
electrode, light emitting layers, a dielectric
layer and a back electrode which are laid in
order on a glass substrate, comprising being
covered with a moisture-proof film.

[Brief Description of the Drawing]

1... glass substrate 2... transparent
electrode
3a, 3b, 3c... light emitting layer 4...

dielectric layer

5... back electrode  6... moisture-proof film

[Drawings]

oo

[Conclusion]
Does not fall under restriction.

[Explanation]

udgment of restriction

Specifications after Amendment

[Title of the Invention]

..................................... , comprising being
covered with a moisture-proof film and having
said light emitting layers formed of plurality of
light emitting layers showing different colors

respectively.

[Drawings]

The problem to be solved by the invention states moisture proofing in the invention before the
amendment. The invention after amendment adds a statement concerning multicolor light
emission. The problems to be solved after amendment does not make the problems before
amendment more specific, nor the concept of the same kind. It is not considered that a close
technical relation exists. This amendment is to change the problem to be solved by the

invention.
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Example 18 concerning judgment of restriction

Type: Same problems to be solved

Specifications before Amendment

[Title of the Invention]
Filtering device

[Claims]

A filtering device for an engine having a
large number of cells facing the exhaust gas
passage and a burner installed in the
up-stream in the gas passage, comprising
forming the filter as being smaller in its cell
passing area in the center part, and becoming
larger towards the outer circumference.

[Drawings]
Fig.1

1 exhaust gas

2 burner

3 recess

4 cells

5 flame blow-off opening

[Conclusion]
Does not fall under restriction.

[Explanation]

Specifications after Amendment

[Title of the Invention]

, and becomin
larger towards the outer circumference , and

forming an open recessed part on the end
face at the upper stream of the filter.

[Drawings]
Fig. 1

(Fig. 2 deleted)

The problem to be solved by the invention before the amendment is to evenly distribute the
heat of the exhaust gas in the filter. The problem to be solved by the invention after the
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amendment adds a statement that the filter is prevented from local heating at the flame exit
hole of the burner. The problems to be solved by the invention after amendment does not
make the problems to be solved by the invention before amendment more specific, nor is it the
same type of concept. A close technical relation does not exist. This amendment is to change
the problem to be solved by the invention.
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Example 19 concerning judgment of restriction

Type: Same problems to be solved

Specifications before Amendment Specifications after Amendment
[Claims] [Claims]
A tap with a constriction in its shank A tap with a constriction in its shank wherein

the squared portion of the shank is extended
over the both sides of the constriction.

[Excerpt from Detailed Description of the | [Excerpt from Detailed Description of the
Invention] Invention]

When the tap is overloaded, the fOrce | ..o e,
breaks the shank at the cONStriCtion dUE 1O | ..ocoiiiiiiiiiiiiiiiii e e
concentration of stress thereby preventing the | ... e
broken piece to damage the work. |

Turning a tap handle after it breaks at the | ...
constriction can pull out the tap. | o

[Drawings] [Drawings]

1 blade portion

2 shank

3 squared pillar portion
4 constriction

[Conclusion]
Does not fall under restriction.

[Explanation]

The problem to be solved by the invention states in invention before the amendment that the
tap is broken at the shank portion by stress concentration on the constricted portion of the
shank, preventing only the blade portion to be broken and left in the work. That is, causing to
break the tap on a point outside of the work allows an easy identification of the broken portion
of the tap. In invention after the amendment, however, the constriction is placed in the central
portion of the squared pillar portion of the shank, thereby allowing to grip the remaining piece
of the tap by its squared shank, rendering removal of the broken tap an easy task by rotating
the tap handle. Invention after the amendment adds a problem, that of easy hold on the broken
tap to facilitate the tap removal. The problem to be solved by the invention after the
amendment, therefore, does not fall under the category of the problem to be solved by the
invention before the amendment under more specific concept, nor is it the conceptually the
same. Hence a close technical relation cannot be said to exist. This amendment is to change
the problem to be solved by the invention.
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Example 20 concerning judgment of restriction

Type: Same problems to be solved

Specifications before Amendment

[Title of the Invention]
Combination playing card game machine

[Claims]

Combination playing card game machine,
comprising momentarily spinning a plural
number of display drums with playing cards
attached on the surface by operating a control
circuit by means of a starting signal
generating means, drive connecting the
display drums and a drive shaft through a
one-way clutch, freely rotating them even after
the stop of the motor by the inertia of the
display drums, and randomly changing the
display cards on the display drums.

[Excerpt from Detailed Description of the
Invention]

In a playing card combination game using

multiple display drums, by altering the point at
which each drum stops its spin, the card
display was randomized even though the
same motor was used to start the spin,
achieving a greater randomness of the
combination of cards displayed.
As for means to cause the start signal, it is
possible to equip the machine with a light
sensor. The light sensor signal can be used
as a machine start signal or it can be used to
detect the light emitted by a light ray gun for
starting games.

[Conclusion]
Does not fall under restriction.

[Explanation]

Specifications after Amendment

[Title of the Invention]

circuit by means of a starting signal
generating means which cause the starting
signal by detecting the light emitted by the

light ray gun,

[Excerpt from Detailed Description of the
Invention]

The uniqueness of the present invention is,
by the use of light emitted by the light ray gun
to start the spin of the drums, it rendered
possible a new game in which cards can be
used as the gun's target.

Claims after the amendment restates " a starting signal generating means”to "a starting signal
generating means which cause the starting signal by detecting the light emitted by the light ray
gun”. The limitation restates "a starting signal generating means in the combination playing
card game machine”, part of matters defining the invention described in the claim before
amendment.

In the amendment, however, a the problem to be solved by the invention modifies "to obtain
the playing card combination game machine having a high chance" in the specification before
amendment to "obtain the playing card combination game machine capable of using the light
ray gun." The problems to be solved after amendment can not be considered to make the
problems before amendment more specific, or the concept of the same kind. It is not
considered that a close technical relation exists in matters. This amendment is to change
problems to be solved by the invention.
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Example 21 concerning judgment of restriction

Type: Same industrial applicability

Specifications before Amendment Specifications after Amendment
[Title of the Invention] [Title of the Invention]
Clutch Clutch for automatic transmission
[Claims] [Claims]
A clutch comprising a rotary shatft.................. A clutch for automatic _transmission

comprising a rotary shaft..................

[Drawings] [Drawings]
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[Conclusion]
Does not fall under restriction.

[Explanation]

Automatic transmission is one of the most representative devices incorporating a clutch. Thus,
a clutch and a clutch for automatic transmission are technically closely related and fall under
the relevant fields of industrial application of the inventions

This amendment can be considered to make the entire means to solve the problem before
the amendment, "A clutch comprising a rotary shaft...." more specific. Therefore this
amendment can be considered to restrict the matters defining the invention before the
amendment. In addition, the same problem to be solved by the invention exists in statements
before and after the amendment.
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Example 22 concerning judgment of restriction

Type: Same industrial applicability

Specifications before amendment

[Title of the Invention]

Chord for electrical stringed musical
instrument
[Claims]
A chord for electrical stringed musical

instrument comprising a bronze plating on a
steel wire, cast iron and a film made of an
anticorrosive alloy, and a nickel-plated layer
formed on said plated layer.

[Excerpt from Detailed Description of the
Invention]

....... chord for the electrical stringed
musical instrument of the present invention
has a high anticorrosion property. Thus, said

Specifications after amendment

[Title of the Invention]
Chord for electrical guitar

[Claims]
A chord for an electrical quitar.....................

[Excerpt from Detailed Description of the
Invention]

...... chord for electrical guitar of the
present invention has a high anticorrosion
property. Thus, it is suitable for use in the

chord is suitable as chord for an electrical | electrical guitar, which has problems of

stringed  musical  instrument, including | corrosion caused by hand perspiration.
electrical guitar, violin, and other stringed
instruments because of problems from

corrosion caused by hand perspiration. Said
chord for the electrical stringed musical
instrument has less room environment related
corrosion and is also suitable as a chord for
electrical piano.

[Conclusion]
Falls under restriction.

[Explanation]

In the amendment, the fields of industrial application of the inventions modifies the chord for
the electrical stringed musical instrument to the chord for the electrical guitar. However, since
the most typical of various stringed musical instruments is the guitar. It is, therefore, considered
that a close technical relationship exists between the fields of industrial application of the
inventions before modification and that of the invention after amendment. Thus, it is considered
that industrial applicability for the invention before amendment and the invention after
amendment are the same. In addition, the amendment can be considered to make " A chord
for the electrical stringed musical instrument...... on said plated layer" the entire means for
solving the problem of the invention before amendment, more specific. Therefore this
amendment can be considered to restrict matters defining the invention before amendment. In
addition, problems to be solved by the invention is not amended in the invention before
amendment and the invention after amendment.
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Example 23 concerning judgment of restriction

Type: Same industrial applicability

Specifications before amendment

[Title of the Invention]
Flat display panel

[Claims]
A flat display panel having terminal for
control and............

[Excerpt from Detailed Description of the
Invention]

............ Where the foregoing example is a
case applying the present invention to a

Specifications after amendment

[Title of the Invention]
Plasma display panel

[Claims]
A plasma display panel having a terminal
for control............

[Excerpt from Detailed Description of the
Invention]

........ As described above, applying the
present invention to the plasma display panel

plasma display panel, yet it is clear that

produces a superior effect.

application of the present invention to other
flat panel displays would result in the same
effect.

[Conclusion]
Falls under restriction.

[Explanation]

The amendment modifies "A flat display panel" to "A plasma display panel." However, "A

plasma display panel" falls under a category of "A flat display panel." It is, therefore,
considered that a close technical relation exists between the fields of industrial application of
the inventions before amendment and that in the invention after amendment. Thus, it is
considered that industrial applicability in the invention before amendment is the same as that of
the invention after amendment.

In addition, this amendment can be considered to make the entire means to solve the
problem in the invention before amendment," A flat display panel having terminal for control
and............ " more specific. Therefore this amendment can be considered to restrict the
matters defining the invention. In addition, problems to be solved by the invention is not
amended in the invention before amendment and the invention after amendment.
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Example 24 concerning judgment of restriction

Type: Same industrial applicability

Specifications before amendment Specifications after amendment

[Title of the Invention] [Title of the Invention]

Toiletries Lotion
[Claims] [Claims]

Toiletries comprising: Lotion comprising:
(@) a poly-hydric alcohol (a) a poly-hydric alcohol
(b) urea (b) urea
(c) an anionic surfactant (c) an anionic surface active agent
(d)  Acationic surfactant blended. (d) A cationic surface-active agent blended.
[Excerpt from Detailed Description of the | [Excerpt from Detailed Description of the
Invention] Invention]

......... Toiletries include, for example, TateX | ... e e
lotion, cream, lotion, hair tONIiC, ClEANSING | .ieeeeiiiiiiiiiiiee e e e e e e
cream, shampoo, hair rinse and others. | ...

[Conclusion]
Falls under restriction.

[Explanation]

In the amendment, the fields of industrial application of the inventions is modified from
toiletries to lotion. However, the most typical of various toiletries falls under more specific
concept of lotion. It is,therefore, considered that a close relationship in terms of a technical
point of view exists between the fields of industrial application of the inventions before and
after amendment. Thus, it is considered that the same industrial applicability of the invention
exists between the invention before amendment and the invention after amendment. In
addition, the amendment can be considered to make "Toiletries comprising: (a) a poly-hydric
alcohol..... (d)A cationic surfactant blended " the entire specified item of the invention before
amendment, more specific. Therefore this amendment can be considered to restrict the
matters defining the invention before amendment. In addition, the same problem to be solved
by the invention exists before amendment and after amendment.
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Example 25 concerning j

Type: Same industrial applicability

Specifications before amendment

[Title of the Invention]
Surfactant A

[Claims]
A surfactant comprising substance A.

[Excerpt from Detailed Description of the
Invention]

This surfactant is used in detergents,
emulsifiers, dispersants, and others, and falls
under the category of ordinary application

udgment of restriction

Specification after amendment

[Title of the Invention]
Surfactant A for insecticide

[Claims]
A surfactant for an insecticide comprising
substance A.

[Excerpt from Detailed Description of the
Invention]

utilizing its surfactant activity. In
addition, this surfactant activity may be used
advantageously in an insecticide.

[Conclusion]
Does not fall under restriction

[Explanation]

Surfactant for insecticide falls under the specific application of surfactant, and is not a typical
application for a surfactant. In addition, no special relation exists between the fields of
industrial application of the "the surfactant” and the fields of industrial application of
"insecticide.” It is, therefore, not considered that a close technical relation exists between the
fields of industrial application of "the surface active agent" and the fields of industrial
application of "surfactant for an insecticide.” Thus, industrial applicability of the invention before
amendment is not the same as industrial applicability of the invention after amendment.
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