Proceduresto filearequest to the DKPTO for Patent Prosecution
Highway Pilot Program between the DKPTO and the JPO
April 27,2011

Request to the DKPTO

[0001] An applicant should file arequest for accel erated examination under the Patent
Prosecution Highway (PPH) to the DKPTO by submitting a letter requesting accel erated ex-
amination under the PPH accompanied by the relevant supporting documents. The require-
ments for an application to the DKPTO for accelerated examination under the PPH are given
in the following section. Relevant supporting documentation is discussed in alater section
(paragraphs [0003]-[0005]) asisthe general DKPTO application procedure envisaged at this
time (paragraph [0006]).

Requirementsfor requesting acceler ated examination under the PPH pilot
program at the DKPTO

[0002] Therearefour requirementsfor requesting accelerated examination under
the PPH pilot program at the DKPTO. These are:

a) The DKPTO application (including PCT national phase applications) is:

(i) anapplication which validly claims priority under the Paris Convention to
the JPO application(s) (examples are provided in Annex |, figure A, B, H
I,JandK), or

(i) aPCT national phase application without priority claim (direct PCT applica-
tions) (examples are provided in Annex I, figure L), or

(itf) an application which validly claims priority under the Paris Convention to
the PCT application(s) without priority claim (examples are provided in Annex
[, figure M, N and O).

A DKPTO application which validly claims priority to multiple JPO or PCT applications, or
which isadivisional application validly based on the originaly filed application that isin-
cluded in (i) to (iii) above, isaso digible.

b) At least one corresponding JPO application has one or more claimsthat have
been determined to be patentable by the JPO.

Claims clearly identified to be patentable by the JPO in the latest office action at examination
stage can form the basis of arequest for an accelerated examination under the PPH pilot pro-
gram. Thisisthe case even though the JPO has not yet granted a patent for those claimsif the
JPO examiner has added the following routine expression in the “notice of reason for refusal”:

“ At present for invention concerning Claim*, no reason for refusal isfound. Any
subsequently identified reasons for rejection will be notified accordingly.”



C) All claimsin the DKPTO application for accelerated examination under the
PPH must sufficiently correspond to one or more of those claimsindicated as patentablein
the JPO.

All claimson file as originally filed or as amended, for examination under the PPH must suf-
ficiently correspond to one or more of those claimsindicated as allowable in the JPO.

Claims are considered to "sufficiently correspond” where, accounting for differences due to
trandations and claim format, the claimsin the DKPTO are of the same or similar scope as
the claimsin the JPO, or the claimsin the DKPTO are narrower in scope than the claimsin
the JPO.

In thisregard, aclaim that is narrower in scope occurs when a JPO claim is amended to be
further limited by an additional feature that is supported in the specification (description
and/or claims).

A claim in the DKPTO which introduces a new/different category of claims to those claims
indicated as alowable in the JPO is not considered to sufficiently correspond. For example,
the JPO claims only contain claims to a process of manufacturing a product, then the claims
in the DKPTO are not considered to sufficiently correspond if the DKPTO claims introduce
product claims that are dependent on the corresponding process claims.

d) The DKPTO has not yet issued a communication stating an intention to grant.

The heading for such a communication will either be “Berigtigelse af bilag” or “ God-
kendelse’.

Required documentsfor accelerated examination under the PPH pilot pro-
gram at the DKPTO

[0003] The following documentation will be needed to support a request for accel-
erated examination under the PPH pilot program at the DKPTO:

a) a copy of the office action(s) relating to the corresponding JPO application(s)
and atrandation hereof.

No paper copy and corresponding translation of the office actions need be supplied if the of-
fice actions are available on AIPN?, as machine translation is available to the examiner via
AIPN.

The term “office actions’ is here used about the correspondence sent to the applicant or the
applicant’ s representative from the JPO examiner. Translations can be filed in either Danish
or English and machine translations are admissible. If the DKPTO examiner is not able to
understand the trandated office actions to a sufficient extent, the examiner can request the
applicant to submit (or resubmit) translations.

L AIPN isanetwork between patent offices which provides JPO’s file wrapper information.
Applicants do not have accessto AIPN, but if you want to know whether information about
your application is available on the AIPN, please ask the JPO (PA2260@)jpo.go.jp).
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b) a copy of the claims determined to be patentable by the JPO - including any
subsequent amended claims found to be patentable by the JPO - and translations of the
claims found to be patentable by the JPO.

Both Danish and English are acceptable trand ation languages. The terms described above in
section [0003]a regarding the occasions where the applicant will not have to submit copies
and trandations - and regarding machine trandations - also apply to this requirement b.

C) a completed claim correspondence table showing the relationship between the
claims of the DKPTO application for accelerated examination under the PPH and the
claims of the corresponding JPO application considered patentable by the JPO.

Sufficient correspondence of claims occurs where the claims are of the same or similar scope
as defined above in section [0002] c.

Where the claims applied for at the DKPTO are literal trandations of the claims which the
JPO has determined to be patentable, it will be sufficient to write “they are the same” in the
table of correspondence. When the claims applied for at the DKPTO are not literal tranda-
tions, it will be necessary to explain why there is a sufficient correspondence of each claim
based on the criteria set out in section [0002]c above.

d) a copy of the references cited by the JPO examiner.

If the references are patent documents, it will not be necessary to submit these documents, as
they will usually be available to the DKPTO. If the DKPTO does not have access to the rele-
vant patent documents, the applicant must submit these documents at the request of the
DKPTO. Non-patent literature must always be submitted.

Submission of trandations of the referencesis not required. However, applicants will be free
to filetrandations as part of the supporting documentation when initially requesting acceler-

ated examination under the PPH to allow prompt consideration of the citations if they so de-

sire.

[0004] The applicant is required to complete aform for requesting accelerated examina
tion under the PPH pilot program (as given in Annex 1) which will be available for download
from the DKPTO website. The form must be sent to the DKPTO along with aletter request-
ing acceleration under the PPH and the relevant supporting documentation.

[0005] The applicant need not provide further copies of documentation if they have
already submitted the documents noted above to the DKPTO through simultaneous or past
procedures.

Procedur e for accelerated examination under the PPH pilot pro-
gram at the DKPTO

[0006] The applicant files a letter requesting accel erated examination under the PPH
pilot program to the DKPTO, including the relevant supporting documents and a completed
request form. The PPH administrator will consider the request and if all requirements are met
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the PPH administrator will send an appropriate message to the relevant examining group. The
DKPTO'’s patent examiners will conduct the accelerated examinations.
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