Procedures to file a request to the Japan Patent Office (JPO)
for the Patent Prosecution Highway Pilot Program
between the JPO
and the Intellectual Property Office of Singapore (IPOS)

1. Request to the JPO

When an applicant files a request for an accelerated examination under the Patent Prosecution
Highway (hereinafter called “PPH”") Pilot Program to the JPO, an applicant must submit a request
form “The Explanation of Circumstances Concerning Accelerated Examination” based on the
procedure prescribed in “the Guidelines of the Accelerated Examination and Appeal.” ! Under
the PPH Pilot Program, an applicant is not required to fill in the section [2. the disclosure of prior
arts and comparison between the claimed invention and prior art] in “The Explanation of
Circumstances Concerning Accelerated Examination,” if the application, filed to the JPO, satisfies
all the conditions prescribed in the following item (1) and the applicant attaches, to “The
Explanation of Circumstances Concerning Accelerated Examination,” the documents specified in
the following item (2).

(1) Requirements for requesting an accelerated examination under the PPH Pilot
Program at the JPO

(& The JPO application (including PCT national phase application) is:

(i) an application which validly claims priority under the Paris Convention to the
corresponding IPOS application(s) (examples are provided in Annex, figures A, B, E, F, G
and H), or

(i) a PCT national phase application without priority claim (an example is provided in Annex,
figure 1), or

(iii) an application which validly claims priority under the Paris Convention to the PCT

application(s) without priority claim (examples are provided in Annex, figures J, K and L).

Only in the case where the corresponding IPOS application used the all-foreign approach, the
requirements of OFF and OSF are removed. In other words, if an IPOS application has
adopted examination results from the KIPO, the UK-IPO or the USPTO as a prescribed office,
the JPO application which validly claims priority under the Paris Convention to the IPOS

application is eligible for PPH request (examples are provided in Annex, figures C' and D’). or

! http://www.jpo.go.jp/torikumi/t_torikumi/souki/exe/v3souki/guideline.exe (Japanese only)
“The Explanation of Circumstances Concerning Accelerated Examination” is described on pages
27-29.


http://www.jpo.go.jp/torikumi/t_torikumi/souki/exe/v3souki/guideline.exe

the JPO application which validly claims priority under the Paris Convention to the prescribed

office application is eligible for PPH request based on the IPOS application which claims

priority to the prescribed office application (examples are provided in Annex, figures C” and
D").
The JPO application, which validly claims priority to multiple IPOS or PCT applications, or

which is the divisional application validly based on the originally filed application that falls into

any of the categories (i) to (iii) above, is also eligible.

(b)

(c)

At least one corresponding application exists in IPOS and has one or more claims
that has/have been determined by IPOS to be allowable/patentable in a substantive
examination carried out in the name of IPOS or based on examination results
adopted by IPOS from the KIPO, the UK-IPO or the USPTO as a prescribed patent
office referred to in the Singapore patent legislation.

Claims clearly identified to be allowable/patentable in the latest examination report can
form the basis for a request for an accelerated examination under the PPH Pilot Program,

even if the application which includes those claims is not granted a patent yet.

Each of the claims in the JPO application (for which an accelerated examination
under the PPH Pilot Program is requested) must or be amended to sufficiently
correspond to one or more claims that has/have been determined by IPOS to be
allowable/patentable in a substantive examination carried out in the name of IPOS or
based on examination results adopted by IPOS from the KIPO, the UK-IPO or the
USPTO as a prescribed patent office referred to in the Singapore patent legislation.
Claims are considered to “sufficiently correspond” where, accounting for differences due to
translations and claim format, the claims in the JPO are of the same or similar scope as
the claims in IPOS, or the claims in the JPO are narrower in scope than the claims in IPOS.
In this regard, a claim that is narrower in scope occurs when an IPOS claim is amended to
be further limited by an additional technical feature that is supported in the specification
(description and/or claims). Preferably, the claim should be presented in dependent form.
A claim in the JPO which introduces a new/different category of claims to those claims
indicated as allowable in IPOS is not considered to sufficiently correspond. For example,
the IPOS claims only contain claims to a process of manufacturing a product, then the
claims in the JPO are not considered to sufficiently correspond if the JPO claims introduce
product claims that are dependent on the corresponding process claims.

Where the application of IPOS used the all-local approach or the combination approach in
IPOS, the aforementioned phrase “one or more claims that has/have been determined by
IPOS to be allowable/patentable” should be interpreted to mean one or more claims

determined to be allowable/patentable in the examination report made in the name of
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IPOS. For the sake of clarity, the claims referred to in the aforementioned phrase do NOT
mean those that have been amended after the examination report was prepared and thus

were not subject to the assessment of allowability/patentability in the examination report.

(d) The JPO has not begun examination of the application.

(2) Documents to be submitted by applicant

Documents (a) to (d) below must be submitted by attaching them to “The Explanation of
Circumstances Concerning Accelerated Examination.”

“The Explanation of Circumstances Concerning Accelerated Examination” must be entered not in
English but in Japanese.

Note that even when it is not needed to submit documents below, the name of the documents
must be listed in “The Explanation of Circumstances Concerning Accelerated Examination.”
(Please refer to the Example form for the detail.)

(@) Copies of office actions

(i) Where the application of IPOS used the all-local approach or the combination
approach in IPOS, copies of all office actions® which have been sent for the
corresponding application in its examination in the name of IPOS.

(i) Where the application of IPOS used the all-foreign approach in IPOS, copies of all
office actions which have been issued by the prescribed patent office referred to in
the Singapore patent legislation for the corresponding application filed at the KIPO,
the UK-IPO or the USPTO as the prescribed patent office referred to in the
Singapore patent legislation.

In the case where the prescribed patent office is the KIPO or the USPTO, there is no need
to submit copies of office actions if they are available from the Dossier Access Systems
(PAIR and K-PION).

In the case where the prescribed patent office is the KIPO, translations of copies of office
actions are also required unless they are available from the K-PION. Both Japanese and

English are acceptable as translation languages.

(b) Copies of allowable/patentable claims
(i) Where the application of IPOS used the all-local approach or the combination
approach in IPOS, copies of all claims that have been determined by IPOS to be
allowable/patentable in a substantive examination carried out in the name of IPOS.
(i) Where the application of IPOS used the all foreign approach in IPOS, copies of all

2 Office actions are documents which relate to substantive examination.
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(c)

(d)

claims that have been granted a patent by IPOS on the basis of examination results
adopted by IPOS from at the KIPO, the UK-IPO or the USPTO as the prescribed
patent office referred to in the Singapore patent legislation, and copies of all
prescribed information relating to the corresponding application filed at the
aforementioned prescribed patent office referred to in the Singapore patent
legislation.

In the case where the prescribed patent office is the KIPO or the USPTO, there is no need
to submit copies of allowable/patentable claims if they are available from the Dossier
Access Systems (PAIR and K-PION).

In the case where the prescribed patent office is the KIPO, the translation of copies of
allowable/patentable claims are also required unless they are available from the K-PION,

Both Japanese and English are acceptable as translation languages.

Copies of references cited by the examiner

If the references are patent documents, the applicant does not have to submit them, as the
JPO usually possesses them. When the JPO does not possess any patent document
cited by the examiner, the applicant has to submit the patent document at the examiner’s
request. Non-patent literature must always be submitted.

The translations of the references are unnecessary.

Claim correspondence table

The applicant must submit a claim correspondence table, which indicates how all claims in
the JPO application sufficiently correspond to the allowable/patentable claims of the IPOS
application. If the IPOS application used the all-foreign approach, the applicant must also
submit a claim correspondence table which indicates how all claims in the JPO application
correspond to the allowable/patentable claims of the prescribed patent office application
referred to in the Singapore patent legislation.

When claims are just literal translation, the applicant can just write down that “they are
same” in the table. When claims are not just literal translation, it is necessary to explain
the sufficient correspondence of each claim based on the above criteria (1) (c). (Please
refer to the Example form.)

Both Japanese and English are acceptable as the language used in the claim

correspondence table.

When the applicant has already submitted the above documents (a) to (d) to the JPO through

simultaneous or past procedures, the applicant may incorporate the documents by reference by

stating so in the PPH request form and does not have to attach them.



When the application does not fulfill the above requirements (1) and (2), the PPH request, i.e.
the request for an accelerated examination, will be denied.

In that case, the JPO will notify that and the reason for it to the applicant (or the representative).



2. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing a request for an accelerated examination under the PPH
Pilot Program

(1) Circumstances

The applicant must indicate that the JPO application falls into any of the categories (i) to (iii) of
the aforementioned item (1) (a), and that accelerated examination is requested under the PPH
Pilot Program. Furthermore, the application number of the corresponding IPOS

application(s) also must be written.

Where the application of IPOS used the all-foreign approach in IPOS, the applicant must
indicate the application number of the corresponding application filed at the KIPO, the UK-IPO

or the USPTO as the prescribed patent office referred to in the Singapore patent legislation.

In the case where the application which has one or more claims that has/have been
determined to be allowable/patentable is different from the one falling into (i) to (iii) of (1) (a)
(for example, the divisional application of the basic application) the application number of the
application(s) which has claims determined to be allowable/patentable and the relationship

between those applications also must be written.

(2) Documents to be submitted
The applicant must list all the required documents mentioned in the above item 1 (2) in an

identifiable way, even when he/she omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are different
between the on-line procedure and the paper procedure. Please refer to the examples of forms
when filling in (“Form 1 for Accelerated Examination” for the on-line procedure is described on
page 27, and “Form 2 for Accelerated Examination” for the paper procedure is described on page
28-29 in “the Guidelines of the Accelerated Examination and Appeal”).

The Example forms of on-line procedures are shown below.
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Example form of on-line procedures (in the case of all-foreign approach)
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Annex

Note:

All SG (DO) applications in the following examples mean the applications which have one or more
claims determined by IPOS to be allowable/patentable in a substantive examination carried out in
the name of IPOS or based on examination results adopted by IPOS from the KIPO, the UK-IPO

or the USPTO as the prescribed patent office referred to in the Singapore patent legislation.

A case meeting requirement (a) (i)

- Paris route -
SG Indication of
application ' allowable claim(s)

i Priority
| claim
v
JP Request

application for PPH

A case meeting requirement (a) (i)

- PCT route -
SG Indication of
application ' allowable claim(s)

| Priority

, claim

JP DO Request
v application for PPH

PCT
application
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A case not meeting requirement (a) (i)

- Paris route, but the first application is from the third country -

-- application

Priority
claim
SG Indication of
application allowable claim(s)
i Priority
! claim
v
JP Request
application for PPH

-- : Office other than SG

A case meeting requirement (a) (i)

- SG application has adopted examination results from the KIPO,

the UK-IPO or the USPTO as a prescribed office. -

Indication of
°¢ P llowable clai
. . 1
application : | allowable claim(s)
Priority P Prescribed
claim | information
XX Final examination result
application (including allowable claims)
I
' Priority
! claim
v
JP Request
application for PPH

XX: KR, UK or US as a prescribed Office
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Annex

A case meeting requirement (a) (i)

- SG application has adopted examination results from the KIPO,
the UK-IPO or the USPTO as a prescribed office. -

Final examination result

XX T (including allowable claims)
application vt P ibed
— 1 rescripe
Prlo_rlty i | information
clam y 1
SG Indication of
application allowable claim(s)
' Priority
! claim
2
JP Request
application for PPH

XX : KR, UK or US as a prescribed Office

A case not meeting requirement (a) (i)

- PCT route, but the first application is from the third country -

-- application

Priority
claim

<_______

Indication of

SG
application

1

| Priority
, claim
1

A2

PCT
application

allowable claim(s)

JP DO Request

application for PPH

-- : Office other than SG
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A case meeting requirement (a) (i)

- SG application has adopted examination results from the KIPO,
the UK-IPO or the USPTO as a prescribed office. -

Indication of
ISG . I allowable claim(s)
app Icatlorl - i | Prescribed
Prlqr|ty | | [ information
claim v o
XX Final examination result
application (including allowable claims)
1
| Priority JP DO Request
i claim application for PPH
v -
PCT
application L

XX: KR, UK or US as a prescribed Office

A case meeting requirement (a) (i)

- SG application has adopted examination results from the KIPO,
the UK-IPO or the USPTO as a prescribed office. -

XX application

Priority
claim

G

Final examination result
(including allowable claims)

SG

application

Prescribed
information

Indication of

| Priority

, claim
1

A2

allowable claim(s)

JP DO Request

PCT

application

application for PPH

XX: KR, UK or US as a prescribed Office
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A case meeting requirement (a) (i)
- Paris route & Complex priority -

SG Indication of
application i allowable claim(s)
|
1
SG -
application ' !
1
1
Priority | i Priority
claim | ! claim
! 1
ro
vV
JP Request
application for PPH

A case meeting requirement (a) (i)
- Paris route & Internal priority -

SG
application ' '
1
Internal i '
priority ! !
claim 1
\y 1
SG ; Indication of
application ' allowable claim(s)
1
1 Priority
I claim

Ij'. . Request
JP application for PPH
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A case meeting requirement (a) (i)
- Paris route & divisional application -

SG Indication of
application ' allowable claim(s)
E Priority
1 claim
v
JP 0
application :
1
1 Divisional
|
\4
Request
\-JP i for PPH
application

A case meeting requirement (a) (i)

- PCT route -
SG
application
o I
Priority ¢ SG DO Indication of
clam - - .
i application allowable claim(s)
\I/ —
PCT .
application JP DO Request
application for PPH
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A case meeting requirement (a) (i)

PCT
application

- Direct PCT route -

Annex

Without priority claim

A case meeting requirement (a) (iii)
- Direct PCT & Paris route -

PCT
application

SG DO Indication of
application allowable claim(s)
JP DO Request

application for PPH

SG DO
application

Indication of
allowable claim(s)

Without priority claim

JP application

1 Priority
! claim

Request
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A case meeting requirement (a) (iii)
- Direct PCT & PCT route -

SG DO Indication of
application allowable claim(s)

PCT
application

Without priority claim

1
1
1
1
1
1
1
1
|
1
v application for PPH

Priority

claim JP DO | | Request
PCT

application

A case meeting requirement (a) (iii)
- Direct PCT & PCT route -

PCT
application

Without priority claim

Priority

Annex

. SG DO || Indication of
claim L. .
application allowable claim(s)
v I :
PCT L .
application JP DO | | Request
application for PPH
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A case not meeting requirement (b)

- Search report -

A case not meeting requirement (d)
- Examination has begun before a request for PPH -

SG .
application :
i Priority
! claim
v
JP
application

| Search report

Request

for PPH

Indication of
allowable claim(s)

SG

application i
|
1 Priority
1 claim
i
A4
JP

application

First office
action
(examination)
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