“The Industrial Property Rights System in Japan”

Chapter 1. The Role of the Industrial Property Rights System

The Role of The Intellectual Property Rights System

The relationship between economic activities and the creation of intellectual works

Resident Patent Applications Resident Trademark Applications

Patent Applications and GDP
Growth / S.D
Trademark Applications
Growth / S.D
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Source:WIPO,based on data from the WIPO Statistics Database and the World Bank, June 2010

Types of Industrial Property Rights

Types of Intellectual Property Rights
Enhancing the Creative Urge Maintenance of business reputation

Intellectual Creation Rights Commercial Symbol Rights

— Patent Rights (Patent Law) Trademark Rights (Trademark Law)

— Utility Model Rights (Utility Model Law) Trade Name (Commercial Code)

| : ‘Trade Descriptions, Configuration of Goods |
e Nights (Decign Law (Unfair Competition Prevention Law) ‘

— Copyright (Copyright Law)

| Right of layout desi?n of integrated circuits (Act Concerning
the Circuit Layout of Semiconductor Integrated Circuits)

| Plant Breeders’ Rights
(Plant Variety Protection and Seed Act)

(Technical or business information)

| Trade Secrets
| (Unfair Competition Prevention Law)




Industrial Property Rights

The mobile phone 4!__./'

Trademark.Right
Protection of marks (characters, figures, etc.)
used in connection with goods or services
e e.g. A mark differentiating the product from

Patent Rights
Protection for the invention of a product, T
process, or process of producing a product
e.g. Invention of a long-life, compact,

lightweight lithium-ion battery those of other phone manufacturers

=
X

Utility Model Rights E

Protection of devices relating to

the shape or structure of an article

e.g. An idea for an antenna structure that
won't suffer reduced reception sensitivity

when stored inside the body Design Righ tS

(I RAL Y
Protection of an article’s design
e.g. Shape design that has made the phone slimmer

Intellectual Creation Cycle

/ Inventions, Devices, Designs, Trademarks, etc. \

€ Creation > Prior searches/ Examination of

Securing a monopoly
— - development (creation) strategy, etc.

License revenue

€ Utilization @ _ Protection

Application for

Self-utilization
industrial property

License agreement with others

\ Examination at the Patent Office /

Registration of industrial property (establishment of rights)




Unfair Competition Prevention Law

Unfair Competition Prevention Law, Article 1

The purpose of this Law is to provide measures, etc.
for the prevention of unfair competition and for the
compensation of damage caused by unfair competition,
in order to ensure fair competition among business
operators and proper implementation of international
agreements related thereto, and thereby contribute

to the sound development of the national economy.

System of the Unfair Competition Prevention Law

Prohibited Activities Based On

Types o Tnon Compatemn International Agreement

Causing confusion with a famou;
indication of goods or business

Providing goods of practically
identical configuration to another
person’s goods

Providing devices to invalidate
technological restriction measures

Misleading representations
regarding goods/services
(country of origin, quality, etc.)

‘ Jnauthorized use of a famous

indication of goods or business

Infringement of trade secrets

Act of wrongfully acquiring

domain names

Acts injurious to another

person’s business reputation

| UnauthorizedT:sé of foreign
‘ national flags and marks

Unauthorized use of an inter-

national organization’s mark

‘ Bribery of foreibn public

officials

Unjustifiable use of
a trademark by an agent, etc.

Copyright Law
Copyright Law, Article 1
The purpose of this Law is to provide for, and to secure

protection of, the rights of authors, etc. and the rights
neighboring thereto with respect [copyrightable] works

as well as performances, phonograms, broadcasts and
wire-broadcasts, while giving due regard to the fair
exploitation of these cultural products, and by doing so,
to contribute to the development of culture.




Works that are protected under Copyright Law

cinematographic works, musical works, computer programs
animations,




Chapter 2. The Patent System and Utility Model System

Patent System

Patent Law, Article 1

The purpose of this Law is,
through promoting the protection

and the utilization of inventions,
to encourage inventions,

and thereby to contribute to

the development of industry.

g Inventors
* Protection of invention
by patent right

Contribution to
industrial
development

Other People
* Prevention of others from
conducting research and

development of

the same invention
l * Promotion of development
of improvement technology

e | e — e B — |

Creation

Highly advanced




* Already publicly known technology

* Invention which is not useful for

& industrial development

+ Similar invention :

First-to-File System

Merits of the “First-to-file system™
* Once a patent is registered, there is no need for concern
of its revocation by a new determination of existence of
prior invention

» It is easier to prove a date of filing than
a date of invention

Industrially Applicable

Outline of Patent System by Country ~Medical Field~

/Applicable X Not applicable A Subject to conditions
In some countries, a patent right may be granted by expressing a method as the invention of a product.




Novelty

The following invention lacks novelty.

* Publicly known in Japan or a foreign country prior
to the filing of the patent application

* Publicly worked in Japan or a foreign country prior to the
filing of the patent application

* Inventions that were described in a distributed publication,
or inventions that were made publicly available through an electric
telecommunication line in Japan or a foreign country,
prior to the filing of the patent application

Timing of Present;iqn and Application

Within 6 months Within 30 days

o - Application claiming applicablé Submission of a document
EVRneIAE PP 94pp proving that the invention

Applicant a thesis, etc. lity to Patent Law Article 30 » fulfills patentability requirements

Others Application by 0thers —————-

Application by applicant —= Refused if the same as prior applications by others

Application by others — Refused because contents of thesis, etc. are considered to be publicly known




Inventive Step

Not considered to represent an “Inventive step”

* Inventions that are simply an aggregation
of other publicly known inventions

* Inventions with just slight structural modifications

* Inventions that could easily be created by anyone

Case Study

Prior art 2
Prior art 1: Yacht Prior art 2: Motorboat

Case 1

The invention

Prior art 1 (Yacht) + Prior art 2 (Motorboat) = The invention (Motor yacht)



Case 2

Automatic switching by digital anemometer

Case 3

Manual switching by digital anemometer

Point of examination

The examination should be carried out

by comparing the scope of claims of

an invention with the existing technologies

Patent examiners must be able to:

* Fully comprehend the substance of
the invention under examination

+ Compare it with existing technologies




Patent Examination

Flow from Patent Application to Patent Acquisition

Within 3 years after filing
(applicant, third party)

s . N f fusal
Publication of unexamined patent PR B S —

applications (18 months after filing)

Written
Establishment of a patent right

Annual patent fee a——— l

\ payment i ——
Registration of establishment

l

Publication of Patent Gazette

Vi I
\/

Decision to grant a patent

...p Trial for invalidation

Decision of invalidation

Decision to maintain
the registration

Judgment to maintain registration é

Accelerated examination system

Applications eligible for the accelerated examination system:

* Working-related applications

* Internationally-filed applications
* Green-technology related applications

+ Earthquake Disaster Recovery Support-related applications

Isateni application

|
Formality examination

4

X
Request for examination

~ Written argument |~

Consideration within 1 yeér

Application with claim of priority

>

>~ Substantive examination

i Reasons for refusal

Notification of reasons for refusal

.

amendment
No response

lNot eliminated

¢y Decision of refusal

é
Appeal against examiner's decision of refusal

Patent appeal
trial decision/

judgment

¢ Trial decision of refusal
v

; Appeal to the Intellectual Property High Court

Judgment of invalidation : : Judgment of rejection
\ 4

Appeal to the Supreme Court

Prior art Searches

FI / F-term

File Index (FI) codes, a classification created to further subdivide
classes from the slow-moving pre-reform IPC system, are mainly
used for searching from a single viewpoint.

F-term is a system for classifying Japanese patent documents
according to the technical features of the inventions described therein,
so it can be used for searching from multi-dimensional viewpoints.




Relationship between IPC, Fl, and F-term

Fl F-term

(Single viewpoint) (Multi-dimensional viewpoints)

Viewpoint 1

Viewpoint 2
BB01,BB02- - -

Viewpoint 3
Ccco1,CcC02---

T T T TTTTT

IPDL: Industrial Property Digital Library

National Center for

Im_ Industrial Property m In

Digital Library w1y Infor

strial Property

mation and Training

») INPIT Home Page (»)JPO Home Page QLRITILEETR R

The Industrial Property Digital Library (IPDL) offers the public access 1o IP Gazettes of the JPO free of charge Access Total
through the Internet 7.055,692

-| i PatentaUtility Model - | i Trademark

2ette D

-> Design
Desian G
Design G;
Desian Clas

Please enable Cookie and JavaScript of the browser when you use the Industrial Property Digital Library
EDhelpdesk@ipdlinpit o i

Copyright (C), 1999-2013 JPO and INPIT
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i Patent&Utility Model

Patent & Utility Model Gazette DB
Patent & Utility Model Concordance

FI/F-term Search
PAJ
Patent Map Guidance

-] Trademark

Japanese Trademark Database
Japanese Figure Trademarks
Japanese Well-Known Trademark
List of Goods and Services

Searching PAJ

Searching PAJ
[isr |

Toxt Search

i Database Contents

Patent & Utility Model Gazette DB
Patent & Utility Model Concordance
FI/F-term Search

PAJ

Design Gazette DB

Design Classification Search
Japanese Trademark Database
Japanese Figure Trademarks

—|ii Design

Design Gazette DB
Design Classification Search

Patent Map Guidance

Fie Samhas Saneh samia theh 44 e gt Warten

Applicant, Title of Invention ADSITACt -« ¢ cemputer samesnaucter

Teate ot 8 SPAGE between 4600 MYWD'E whan pou SBE MOrE LR S0e bEWRIE
Qe Hetter weord or we ret yewchase

[Date of publication of application -+ ¢ 13880401 13380428

[IPC =4 ca1mr/as asrcirar

Flasie mout 5 SPAGE betwans 40h 5'C rpmbal ahen yiu ute mare 1has she 3G ambel

« Inquiry
Click “FI” or “F-term”. Or input F1 / F~term code to the query box and click Search button.
Query Search Object

Search
eg :ABIK AB1K6 COBL27/06 AB1K7/46@A AGB1K7/46315@A

Search ) @ F-term List () F-term Description

. Fl

o F-term

eg :28 2B39%6

Tndiaasl

type selection is effective in the lower hierarchies than the FI main group.
Indication Type® List () Target ) The same hierarchy

« IPC~FI Concordance Search
Input IPC code to the query box and click Search button.
Query
IPC code Search
eg :ABIK ABIKE AB1K6/02 AODIN25+B01B

12



Case study: An umbrella with LED lights installed at the end of the ribs to improve safety at night

[>] it Patent&Utility Model
Patent & Utility Model Gazette DB
Patent & Utility Model Concordance

Fl/F-term Search
PA |

Patent Map Guidance

o Inquiry
Click “FI” or “F-term”. Or input FI / F-term code to the query box and click Search button.
Search Object

o FI

(_Search )

C08L27/06 A61K7/46@A A61K7/46,315@A

e F-term

{ Search ) @ F-term List O) F-term Description

e.g. : 2B 2B396

Indication type selection is effective in the lower hierarchies than the FI main group.
Indication Type(® List () Target() The same hierarchy

« IPC-FI Concordance Search
Input IPC code to the query box and click Search button.

Query
IPC code (" Search )

e.g.: A61K A61K6 A61K6/02 AO1N25+B01B

Walking sticks; Sticks for umbrellas

« 1/00 Sticks with supporting, hanging or carrying means 7 Others
I « 3/00 Sticks comhbined with other ohjects

« 5700 Walking sticks or umbrellas corvertible in

* 1/00 Other sticks, ez of cranked shape B having a lighting device on the grip

+ 3/00 Details C having lighting devices on multiple positions

Umbrellas D having a lighting device on a stick

« 11700 Umnbrellas characterised by their shape or attachment Z Others

e 3/06 . with coat—hangers

o 3/08 . with measuring or weighing appliances
e 3/10. with purses

o
8
K

with illuminating devices
e 3/04. . electrical
A having a lighting device on the end

¢ 13/00 Umbrellas made of paper

¢ 15/00 Umbrellas with detachahble covers

« 17700 Tikable umbrellas

+ 15/00 Special folding or telescoping of umbrellas

o 21500 Umnbrellas corvertible into walking sticks
o 23700 Other umbrellas

e 25/00 Details of umbrellas (sticks for umbrellas A4GE 1/00-A45E 0,00, lluminating devices for umbrellas AJOE 37020 I
~

e 25/08. . Devices for fastening or locking
A Attachment with the grip shaft
B Lathe engaging device for opening the umbrella
Z Others

e 25/10. Umbrella crowns

e 25/12 . Devices for holding umbrellas closed, e.g. magnetic
devices

A Ball stopper (having no spring)
B Automatic umbrella opening ball stopper (spring
provided)

C Automatic umbrella opening lock device (safety
device)

13



FI/ F-term Search

[3] i PatentaUtility Model
Patent & Utility Model Gazette DB

del Concordance
Fl/F-term Search

FAJ
Patent Map Guidance

Publication Date —— e.g. 20010101-20031231

You can specify a range of Publication Date to narrow your search.
This choice can be omitted.

From: - To;

FI/F-term/facet —— e.g. AAO1+[A63F9/22-ZAA]

Enter the query into the box below, up to 500 letters (essential
requirement for searching)

Boolean operators : “+” means 'OR’, “*” means 'AND’, “=” means 'NOT".

' A45B3/04@C*A45B25/10

Display Type

Priority of search result display

Check the kind of document, which you want to indicate the Search
Result (Document Number).

@ unexamined applications () examined applications

gg%l:jMMEEN'IT NUM:!B/Eaﬂ ( JAPANESE ) [JP,05-095311,U] Drawing selection [ Representative drawing %]

Publication date order

CLAIMS DETAILED DESCRIPTION TECHNICAL FIELD PRIOR ART
EFFECT OF THE INVENTION TECHNICAL PROBLEM MEANS OPERATION
EXAMPLE DESCRIPTION OF DRAWINGS DRAWINGS

[Translation done.] v/

1.4P2006-255219 || * NOTICES *
2. JP,3058878,U .

3. JP,05-095311,U(1993) JPO and INPIT are not responsible for any / = =/ /
damages caused by the use of this translation. Los

1.This document has been translated by computer. So the translation may 3~

not reflect the original precisely. \Qd_}\' 2
2x*xx* shows the word which can not be translated.
3.In the drawings, any words are not translated.

[Translation done.)
CLAIMS

[Claims]

[Claim 1]A safe umbrella which is what attached the light emitting diode 1
at a tip of a bone of an umbrella, builds the switch 3, its power supply, and
the control device 4 into the grip section 2 of a handle, and could be made
to carry out lighting blink of the light emitting diode 1.

[Translation done.]

(8ack) (NEXT)

( MENU ) ( SEARCH )
(HELP)
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Advanced Industrial Property Network (AIPN)

n Japan Patent Office
wn A National Center for Industrial Property Information and Training
Advanced industrial Property Network

METUBNTOTOPPAGE|  HWELP || STOREDDATA |
Number Search

@ Search from JAPANESE Application/Priority/Publication/Patent Number

Type Patent Application/Priority Number v
Document Number
e.g. Application/Priority Number 2001-123456 or H13-123456
AUBY 2001-123456 or H13-123456
Al WO1998-123456 or WO98-123456
UBY 3234567
Display type File Wrapper Information ~ © Patent Family

Note:Please select "Patent Family” when you search by PCT mternational publication number as corresponding file
wrapper nformation is not directly accessible.

Search from OTHER Application/Priority Number

Application Number
Prionty Number

eg. : US-2003-668357, WO-1998-US012345

N -
. i ]

Two databases “IPDL” & “AIPN”

Foreign IP Offices

AIPN
Examiner-only Use

(1) JP documents JPO’s Examination Information
* Patent + Office Actions
+ Utility Model - Dossier Information
+ Design + Legal Status
* Trademark « Cited Document
(2) Patent Abstracts of * Patent Family
Japan (PAJ)

15



International System
The Paris Convention Route

Route of the Paris Convention for the Protection of Industrial Property

Domestic application (Priority date)

Priority period

Application for each country 12 months

Country A Country B Country C

Examination and registration by individual country

Priority date ~ It is necessary to decide the country for international application within 12 months

Priority date ~ Submitting applications and translation for each country within 12 months

The PCT Route

- Domestic Application in Japan

Claim of priority

No claim
for priority

Within 1 year

Japan Patent Office
[

1 PCT international application

Within 30 months

Within 30 months

Country A Country B Country C v

Submission of description Submission of description Submission of description
translation to Country A translation to Country B translation to Country ‘




Patent Prosecution Highway (PPH)

Application to the Office

of First Filing Determined to be patentable

Priority claim, etc.

Application to the Office ‘ PPH Request

of Second Filing

| Accelerated Examination

EAPO P USPTO
PPO (Eurasia) (JAPAN

E USA) KIPO
1PO-CZ (Poland) . . (Korea) UKIPO
da®
(Czech) = ' ._J (UK) "
R - o
SiC H e % Canada)
(Colombu)
DPMA
IPOPHL (g)

(Philip lm
LR Australia
n

"{ (Aul!ulh)
PO 29 offices participate in the PPH.
tcotan) B LI As of March, 2013 -.|._ Lot B
. The accumulated total number of requests for
vt PPH filed worldwide is about 30,000. B
= EPO
As of December 2012 (Europe)
(Nrt:ll:::y% L ' 1P0Ss

1Singapore)

ity E
PRH

(Taiwan)
l \@ i ‘ (Finland)

NP‘ ~N
(Nordic) = = ROSPATENT
20 ——— . : (Russia)
= R
INPI

PRV HIPO (Ausmn)
(Sweden) 1MPI (Hungary)
(Portugal i

gal) (Mexico) (Spain)
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Utility Model System
Utility Model Law, Article 1

The purpose of this Law is to encourage
devices by promoting the protection and

the utilization of devices relating to the shape
or structure of an article or combination of
articles, and thereby to contribute to the
development of industry.

FMFIAR 12 SOMT XS CRMTELHIN SR

1. SRS 3012345
2 HEes R2006-092345
3. B w1845/ 18
4 SAE/RuNe
BAMARRLCEA

xm A
180 f 18
8 WEORT EHFOMNR  AB3H 3702
(RS0 AB3H 300
AB3H 3./04
A47J 908
9 HFRL-ERE & TR (9136 3
10 HELL-FRMES-ITES

11, AFENTREE S/ o s
L e ton AFENNANERUSRNEAE
ber ] o )]
AB3H 300-3/04
AATG 97009708
BYRE RN ~FRiseo M1 A
L 23ol-uhe ) OO0 TETR (UMM | (TRINSA
& BRI OO’
-HNEG2 — 1234569
“HE3—2467345
~FIMHI63 - 134587 HRMTO1-023
4848 DRAICT4 NI
()
IEFENF AR USRS, BN RODANNLE. ARNNAE. B
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Chapter 3. The Trademark System in Japan

Trademark System

Trademark Law Article 1

The purpose of the Trademark Law is,

through the protection of trademarks, to ensure

the maintenance of business confidence of persons
who use trademarks, and thereby to contribute to
the development of the industry

and to protect the interests of consumers.

Definition of trademark

Any character(s), figure(s),

sign(s) three-dimensional shape(s),

any combination thereof,

or any combination thereof with colors.

* Used in connection with the goods of a person
who produces, certifies or assigns the goods
as a business

* Used in connection with the services of a person
who provides or certifies the services as a business

Types of trademarks:

*Character trademarks
*Figure trademarks
= Symbol trademarks
* Three-dimensional trademarks

=Composite trademarks

There are also plans to protect new types of trademarks:

* Holograms
* Colors

* Position

* Sound

19



Marks Goods or services
Trademark (Characters, that the

rights figures, etc.) H'Sagde]'%?rk s

Use of Registered Tradémarks(Article 2, Paragraph 3)

( To affix a mark to goods or packages of goods

To distribute (sell, etc.) goods or packages of goods to which
a mark is affixed

To affix a mark to articles to be used by a person who receives
the said services

To provide said services by using articles to which a mark is affixed

| Types of Use

Services To display articles to be used for the provision of services

To affix a mark to articles pertaining to the provision of said services
belonging to a person who receives the services

To provide said services by displaying a mark on an image viewer
by using an electromagnetic device

Goods or To display or distribute advertisement materials or transaction
Services documents relating to goods or services to which a mark is affixed

From Filing to Registration of Trademark

Flow of Trademark Registration Application

Trademark application
1

1
l Formality examination

Publication of unexamined trademark l’
applications Substantive examination

l l

Reasons for inability to register ‘

— Absence ‘L Presence
|
' Annual regustratlon% Notification of reasons for refusal

Registration of establishment PWitten amendment

— L _ Written argument No response

Publication of
Trademark Gazette

H Decision to grant Decision of refusal

Opposition (to the grant of « — H
a trademark registration) Within 2 months

I
10 years
Eliminated l l Not eliminated

1ybu jo
.. Juswysinbunxs <«

Appeal against examiner's decision of refusal

10 [emaudy

Trial decision of refusal
Written argument v v
e - Rescission decision » Appeal to the Intellectual Property High Court

2 Judgment to maintain :
v registration

Judgment of rejection
. v v
10 years Decision to maintain the registration Appeal to the Supreme Court

v




Trademark Applications That Do Not Satisfy Requirements

Trademarks likely to cause confusion in connection with the goods or services pertaining to a business of another person

(No capability to distinguish one’s goods or services from those of others)

A common name of goods or services

*Naming a brand of sake “Masamune”
Note: In Japan, sake names traditionally use “Masamune” as a suffix.

*Naming a car model “Deluxe”




Indication of quality or place of origin

Regional collective trademark *Kobe beef

Trademarks containing a common surname or name,
or a very simple and common mark

+ Common names in Japan
e.g. Sato

* 1 character or 2 alphabet letters

Trademarks by which consumers are not able to
recognize the goods or services as those
pertaining to a business:of a particular person

e.0.
* Slogan (catchphrase)
* The name of the current era, etc.

*Cases of a trademark determined to have

distinctiveness acquired through
use: e.g. HONDA

22



A trademark that works against the public benefit,
such as an indication that could be confused
with the trademark of a public organization

A trademark confusingly similar to
another person’s régistered trademark,
or well-known/famous trademarks

A trademark confusingly similar to
another person’s registered trademark,
or well-known/famous trademarks

s 2 | .lsﬂ"_x
*“Satay”, meat grilled on a skewer, is well-known in SeutheasHASIaS

B
sl

23



Reason for Refusal / Rejection

Examination of Examination of
Absolute Grounds Relative Grounds
for Refusal for Refusal

Stable Trademark
Right

Here are two examples of cases that will not be registered because they are similar to prior registered trademarks:

Similarity in appearance
e.g. HONDA and HCNDA

Similarity in sound
e.g. BUFFALO and BAHHALO

Similarity in concept
e.g. TORA and TIGER

International Classification of Goods and Services

Nice Agreement Concerning the International Classification
of Goods and Services for the Purpose of the Registration of Marks

The Nice Agreement was concluded in Nice in 1957

as an internationally standard classification of goods
and services for the purpose of registering trademarks

and service marks.

24



Class c°"::::“'" goods
09 | AO001 |Abacuses
10 | A0002 |Abdominal belts
10 | A0003 |Abdominal corsets
10 [ A0004 |Abdominal pads
08 | A0005 |Abrading instruments [hard instruments]
03 AQ006 |Abrasive cloth
21 A0007 |Abrasive pads for kitchen purposes
03 A0008 |Abrasive paper
21 | A0009 |Abrasive sponges for scrubbing the skin
03 | AO010 |Abrasives * B
01 | AD011 |Abrasives (Auxiliary fluids for use with =)
=X Ao O Aot = =) I
Class | Corasoutive Services
40 | AO001 |Abrasion
41 | A0002 |Academies [education]
38 | A0003 |Access time to global computer networks (Rental of —)
36 | AO0004 |Accident insurance underwriting
36 | A00D05 |Accommodation bureaux [apartments]
43 | A0006 |Accommodation bureaux [hotels, boarding houses]
43 | A0007 |Accommodation (Rental of temporary =)
43 | AD008 |Accommodation reservations (Temporary -)
35 | AO009 |Accounting
35 | A0010 |Accounts (Drawing up of statements of =)
36 | A0011 |Actuarial services
e . == .- |Administratinn (Cammereaial =) of the licensine

Madrid Protocol

Applications for Each Country

~ Applicant |

Domestic representative

Application format
for each country
Language in each
country

Representative in Representative in

Country A
! Application for
Country A /-~

Representative in
Country B Country C

[ —————————————
Application for Application for |
CountryB /| CountryC /=~

IntellectI:éI%perty ‘ h\telleciliarlir:‘ropeftyi Intellectual i’roperty
Office in Country C |

Office in Country A | Office in Country B |
| Examination Examination Registration
| Registration)7* Registration ‘{ "

25

FA period of the
Designated Office i

Limited to 1 year or
18 months

"ppliication under the Madrid Protocol

Applicant '

| Basic registration and application r_,‘

Domestic representative

7 -

~ Japan Patent Office |

Wﬁ?lnternéﬁ&r]al Ereau \

International Register

Adding designated
states after
application using
MM4

Intellectual Property  Intellectual Property | Intellectual Property |
‘ Oﬂiqe in Country A | | Office in Country B | | Office in Country C

N ——
.. Examination Examination
Registration; —

Registration . o—" i




Central attack

| yv— . i 2 —

Applicant

e —— —

Biﬂc ng!su»:i'- ~ag applicatlon .
I ——— In cases where the basic
“Domestic. representative application or registration
i ceases to have effect
- within a five-year period
Japan Patent Office from the date of

l international registration

WIPO International Bureau

Internaun e :‘.-mstratlon

Intellectual Property  Inteliectual Property  Intellectual Property
Office in Country A Office in Country B Office in Country C

Examination
Registration,~ ~ "corstration,

-

Office of Origin

Outline of procedures to be made to Japan Patent Office as the Office of Origin

Applicant

) a0 g et 2
International - a\O' %2 | ot g 2 PAY ““
application arc? kel a0

‘5 oty e
‘egﬂ‘\ca\

“
ific? k\e5
WOt ot
wed™ o ‘Jm

» 2!
Office of Origin International T
(Japan) Formality - i i l

application
examination pp

A
v »

Confirmation of conformity
to the basic application

of soion®
o “ p
PP ey e O sa\®
“ogggd\e‘\c‘e re ‘N“"t (0p°

WIPO International [« within 2 months ———» inlenkaaal
Bureau (The date of receipt by the Office of registration

Origin is the date of the international Formality
registration.) ¥ examination - -
- D

Over 2 months

(The date of receipt by the Confirmation
nternational Bureau is the date of of goods Notification to

the international registration.) L_ Within 3 months _J the designated state




Designated Office

Outline of procedures to be made to the Japan Patent Office as the Designated Office

Holder of
international
registration

Domestic
representative

Notification of Decision
provisional refusal 6. to grant

Notification
re. acceptance of
power of attorney

Written argument

Written amendment ,

WIPO International

Bureau

International “
reglstratlon

The Designated
Office (Japan)

“
“ox\‘\‘; “a\‘

e
J7 o\l\s\o“
o« ‘“53\

Substantive
examination

Decision
to grant

Statement of grant of o a\‘°
protection/ Notification \le‘%\ o

of payment /‘ﬁ

w
9% 4
G“a“e(‘b“\p e«a\
O\N“ Re“
t

Payment of fees

International Register

| Registration
| certificate

Statement re. grant of Re g ister
protection/ Notification

of payment

Note: MM6 (Request for the recording of a limitation of the list of goods and services)
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Chapter 4. The Design System in Japan

Design System

The Design Law, Article 1

The purpose of this Law is,

through promoting the protection and the utilization
of designs, to encourage creation of designs,
and thereby to contribute to the development of industry.

Subject of Protection of the Design Right

under the Design Law

* Shapes
+ Pattern
+ Color

ltems regarded as “articles”

Disregarded cases

Shop window: displays Fountain

A design consisting solely of a shape
that is inseparable from an article

Disieganced

Flowers made from folded napkins
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: : Articles that create a visually
i ble articiy aesthetic impression

Disregarded cases

e / -

Y “ YA

One grain ofipowder, Articlesiwhose major:purpose'is functional
or a'particleithatis (doinoticreatelatvisually aesthetic:impression)
invisiblelunlessienlarged General'screws and bolts

Requirements for Registrability

Industrially applicable
(Design Law: Article 3, Paragraph 1, Main paragraph)

Natural objects suc as a foliage plant
(even if the same kind of plant is used,
it’s impossible to produce an identical shape.)

Novelty
(Design Law: Article 3, Paragraph 1)

- A design that is identical with or similar
to part of a design described in the statement
in another application, nor publicly known
in Japan or a foreign country.

- Publications containing the design
have not been published.

- Electronic information about the design
has not been published on the Internet.




Creativity
(Design Law: Article 3, Paragraph 2)

Disiegandedfcases)

S,

5SS

e >
NSRRI S 2 T | (2K —
PPN e el
NNARNRNSR LU

S
(Ll

D
)
A

e.g. Ornamental motif on Tokyo Skytree, or The Arc de Triomphe

Does not contravene public order or morality
(Design Law: Article 5)

Disregarded cases

Prior application
(Design Law: Article 9)

Design A Design B Design A
Application Date Application Date Registration Da|

Design A

Design B (identical or
similar design of A) B —
Different dates

One application per design
(Design Law: Article 7)
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Flow of Design Registration Application

Design Registration Application

I

Formality examination

{

Substantive examination

No reasons for refusal Reasons for refusal

Annual fee payment

for registration Notification of reasons for refusal

e
Written argument
Written amendment}—f‘ No response

Registration of establishment

Eliminated l l Not eliminated

Decision to grant Decision of refusal

v

Publication of Design A | of iner's raliedl docini
Gazette ppeal of examiner's refusa ecision

2= g -y ¢ Trial decision of refusal
Decision of invalidation { L

Decision to maintain the registration 2

» Appeal to the Intellectual Property High Court

Judgment of invalidation :
Judgment to maintain registration ¢

Appeal to the Supreme Court

¢ Judgment of rejection
v

Special Design Registration

Partial design

Sport shoe Registration No.1303974




It is possible to protect a right with a partial
design not against the goods in their entirety,
but against the partially imitated article

that has been infringed.

Partial design
Registration No.

1307215

1286492

1325221

Graphic image on a screen

Walkie-talkie Registration No.1207282
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Related design

Principal design Related design
Registration No.1075393 Registration No.1075674

Secret design

The Hague Agreement

Current Procedures | Procedures under the Hague Agreement

Applicant ‘ Applicant '

A single application

) ~ Single
WIPO International Bureau | original
register

Japan Country A Country B Country A Country B Country C

Language in each country The right in more than

Procedure for each country one contracting country
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