“Anti-Counterfeiting Measures”
Chapter 2. Anti-Counterfeiting Measures in Japan

Introduction of Chapter 2

Main measures available
in Japan

- Civil litigation

- Applying criminal penalties

- Requesting suspension of
imports from customs

Civil action

If they intend to negotiate a settlement,
the right holder first sends a warning letter




If the right holder intends to take the case to court,
they can institute a civil action to request
an injunction or claim damages.

Japanese Laws Related to Counterfeiting

Japanese Laws Related to Counterfeiting

- Patent Law - Unfair Competition Prevention Law
- Utility Model Law - Civil Code

-Design Law - Code of Civil Procedure
-Trademark Law -Penal Code
- Copyright Law - Customs Law
- Provider Liability Limitation Law,
etc.




Settlement negotiated between concerned parties (warning letter sent)

Someone is selling a product
closely resembling yours

and bearing a similar trademark

exer

=

«nl n'“‘\“%

- Rights that you possess
« Acts that the other party is engaging in

- Whether or not such acts infringe
upon your rights



Reasons for first sending
a warning letter

The infringing party is not
always deliberately committing
an infringement

Cases where an infringing party is not
deliberately committing an infringement

« Selling counterfeits under the belief
that they are parallel imports

- Being unaware that another person has rights
(infringement by omission)

Send warning letter i
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Being made aware, some infringers will stop




Start with a warning letter
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If the offending party stops
the infringing act,
there is no need to waste money
and time on legal or other measures

Possible responses to
a warning letter
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- Admit fault and stop infringing
- Deny fault and continue sales
- Agree to negotiate
- lgnore the warning




Recipient of warning letter agrees to stop
Damages are paid

Right holder

fii Infringer
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Ignores warning letter
Denies infringement

Move to litigation or other measures
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Main reasons for denying infringing act

- Right holder does not have the right asserted
- Possesses license agreement
- Product is parallel import

Using the Courts
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Litigation for counterfeit product
and infringement measures

« Criminal prosecution
» Civil action




Bringing Civil Action

Court having jurisdiction
Tokyo District Court
Osaka District Court

In addition to the original court having jurisdiction, the court
of first instance for an IP infringement action may also be
the Tokyo District Court or the Osaka District Court.

Right holders who can bring
an infringement suit

- IP right holder
(patent holder, trademark holder, etc.)

- Exclusive license holder
- Exclusive use holder




Using the Unfair Competition
Prevention Law

A person who has suffered or is in danger of

suffering damages to business profits through
unfair competition has the right to bring
an action under this law.

Provisional Injunction
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... - | N Counterfeit produc'_c

Provisional injunction

A provisional injunction may be obtained to prevent
infringing acts until the main case is settled.




Course of Civil Action

After a petition has been
submitted to the court

Several rounds of oral argument
: s where both parties present
Files petition assertions and proof

Defendant

Examines petition Written reply
Forwards petition

'~ Plaintiff’s claims
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Grounds for claims

Plaintiff specifies trademark right,

gives details of infringing acts
and amount of losses
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Defendant
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In a trademark infringement action,
points of contention include the following:

- Whether or not the plaintiff owns the right

- Whether or not the defendant’s act
constitutes trademark use

- Determination of similarity between
the trademark(s) and product(s)

Amount of damages is estimated using
the provisions of Article 38 of the Trademark Law,
Article 102 of the Patent Law, etc.
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Pursue Criminal Liability

Pursue criminal liability
for IP infringement

Penalties are stipulated
in IP laws such as
f the Patent and Trademark Laws
.0
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Conditions for determining
infringement offenses

An infringement offense may result
in imprisonment or fine.

13



Request to Customs

' Imported cargo infringes
on your rights.

Customs suspension system

IP right holder applies to the Chief Customs
Inspector to authorize the suspension
of imports of the infringing products

Imported cargo infringes
on your rights.

In addition to trademarks, this application can be
made in Japan on the basis of patents, utility models,
designs, copyrights and plant breeder rights.
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Course of Application
for Customs Suspension

Application for
suspension accepted

Applicant

Submits application
for suspension

Customs
Specialist committee advises

Details of application
for suspension made public

Customs

Application for
suspension rejected

If a customs investigation
finds suspected goods

Customs notifies both the importer and
the right holder that identification procedures
have been initiated, and that they should

submit their opinions and evidence.

Customs decides whether suspected
goods infringe upon IP rights or not.
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- In the case of difficult decisions,
expert advisors are consulted.

- Expert advisors are selected for each case from
a registry of lawyers, patent attorneys and academics.
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Infringement recognized

- If no objection is filed
- Objection If there is
no voluntary disposal

Customs confiscates

Objection filed and destroys
the Iinfringing goods




Dual liability of Import companies
Penalty for importing counterfeit goods

b

.

Import companies
Employee

Import companies can be fined up to
¥10 million = US$ 100,000
(1 dollar = 100 yen)

Number of Import Seizures of IPR Infringing Goods

Number B Number of cases Number of items
of cases B Number of items (in tens of thousands)
30,0001} - - = - 28135 | 120
104.4 26,607 118

20,000 80
15,000 60
10,000 40
5,000 20
0 0

2009 2010 2011 2012 2013

Sourc_Customs IPR Border Enforcement (Ministry of Finance)

Over 85% of cases involve trademarks
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Number of Import Seizures by Source Country

- 2012 2013  Shanee om % of total
China 25,007 25,844 103.3% 91.9%
Hong Kong 720 1,053 146.3% 3.7 %
Singapore 21 346 1647.6% 1.2%
South Korea 274 328 119.7 % 1.2%
Philippines 326 214 65.6% 0.8%
USA 68 119 175.0% 0.4%
Thailand 85 84 98.8% 0.3%
Taiwan 21 62 295.2% 0.2%
Vietnam 11 16 145.5% 0.1%
Indonesia 11 56 118.2% 0.0%
Other countries @~ 63 63 88.9% 0.2%
Total 26,607 28,135 105.7 % 100%

Customs IPR Border Enforcement (Ministry of Finance)

Filing a Claim against an Internet Site

When counterfeits are spotted
being sold by Internet auction

Provider

Exempt from

Has liability excessive liability

-
Liability

Provider Liability Limitation Law i_i_
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The Provider Liability
Limitation Law

This Law specifies the limits of liability
for damages of providers and others,
and the right to request disclosure
of identification information
of senders (vendors).

o Exempt from
Has llabllity excessive liability

- Damages are incurred when the provider is
aware that goods are counterfeit.

- In the case of an obvious infringement,
the vendor’ s identity must be disclosed to
the right holder to allow a claim for damages
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Applicationiforddeletion[of Displayslcounterfeit{goods
information{onlinfringingjproducts] G |
Right holder Provider

Action by provider, etc.

-Discloses vendor's identity
Does not remove 3
infringing materials Deletes information

on infringing goods

No liability if there is g

no way of knowing or No liability
recognizing existence of if infringement is obvious

the infringing goods

Displayslcounterfeitigoods

Provider avoids being

caught between vendor
and right holder

No liability if there is y

no way of knowing or No liability
recognizing existence of if infringement is obvious

the infringing goods
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Past Internet Cases and the Present Situation

When a vendor is deemed to be infringing a trademark,
the web site operator will also be liable for damages unless
they remove the infringing materials from the web site
within a reasonable time

Right holder

)

When a vendor is deemed to be infringing a trademark,
the web site operator will also be liable for damages unless
they remove the infringing materials from the web site
within a reasonable time
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Right holder Provider

Council for Intellectual
rty Protecti Provider Liability Limitation
: '°°°'t' lntemet Act Guidelines Review Council

Activities to prevent the distribution of
IPR infringing goods over the Internet

-

Measures Taken Against Damages Caused

by Counterfeiting on the Internet
0% 10% 20% 30% 40% 50% 60% 70%

M Gave notice or warning to retailers or vendors 50.5% 63.3%
' Consulted with Internet service provider 18.5%
k Contacted desk of industry e
or consumer 4 &
designated for Internet A=
copyright agency, etc.)

Requested enforcement by police

Requested enforcement by customs
Requested enforcement by other
government organizations

444«

Consulted with patent attorneys or lawyers 43.5%
mdeomlderodk:alacﬂon 46.9%

Asked investigation agencies 0.4 %
to identify the sales route 34.5% -
Strengthened monitoring sales of counterfeit goods 25.3% Measures taken
- on the Internet 33.6% {;;,gggl L LA
Announced existence of counterfeits and alerted 11.9% B Especially effective measures
consumers through corporate website and other means 271 % {multiple responses)

m 2-7*
No measures taken / under consideration

56.3%
15.5%

(Note) Figures for responses about especially effective measures are calculated
as a percentage of the total number of companies responding for that measure

inquiry covered 8,081 companies with the highest total number of patent,
utility model, design, and trademarks applicationsiFotal number of responses: 4323
. Source: FY2013 Report on Survey of Counterfeit Damages (Japan Patent Office)
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Government and Public Organization Initiatives

Intellectual Property Strategy Headquarters

Implements various measures based on the Strategic
Program for the Creation, Protection and Utilization
of Intellectual Property

M
A (i€
Ministry of Economy, Trade and Industry

» Established Office of Intellectual Property Protection
* Provides financial assistance to small and medium enterprises

for rights registration and counterfeit-related investigations
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JPO pamphlet on financial support for
anti-counterfeiting measures aimed at small
and medium-sized enterprises
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Initiatives by Government Ministries and Agencies

rs Agoncy 10 control the sproad of rights damy
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Ministry of Agriculture, Forestry and Fisheries | =

Monitors trademark applications as a measure to prevent -
counterfeits abroad masquerading as Japanese origin food
products or agricultural, forestry or fishery products

Deal with Internet copyright violations
Set up consulting service in Consumer Affairs Agency to control the spread of rights damage .
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wal with Internet copyright violations
N up consuiting service in Consumer Aflairs Ag

Supports Japanese enterprises expanding abroad
Conveys requests to countries of destination
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