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〔Part I〕  Outline and Present Status of the PCT 

 

1. Traditional Patent System for Filing Patent Applications in Foreign Countries 

 

(1) Outline of Traditional Patent System 

   The traditional patent system under the Paris Convention requires the filing of 

individual patent applications for each country for which patent protection is sought.       

Under the traditional Paris Convention route, the applicant can file patent 

applications in foreign countries claiming the priority based on an earlier 

application, but such later applications must be filed within 12 months from the 

filing date of the earlier application.  

 

(2) Traditional Patent System for Filing Patent Applications in Foreign Countries 

   Fig. 1 shows the flow of the traditional patent system for filing patent 

applications in foreign countries. 

 

[Fig. 1] 

 

National Application                       Foreign County 

                                                 (Translation) 

                                                         

                                                        A 

                         (month)                        B 

           0                                   12       C 

<priority date>                                   D 

                                                        E 

                                                           

 

   Fig. 1 shows a typical case for filing patent applications in foreign countries via 

the traditional Paris Convention route. According to the Convention route, an 

applicant usually files a national patent application in their own country, and 

subsequently files applications in other countries within 12 months from the filing 

date of the earlier national patent application (the priority date), claiming a priority 

based on that patent application. 

 

(3) Work Load and Overlapping Work for Applicant and Patent Office 

 

❍ Workload on an Applicant 

①  An applicant has to file a separate patent application in each of the foreign 

countries for which patent protection is sought within 12 months (the 

priority period) from the filing date of the earlier filed national patent 
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application (the priory date). In this case, the applicant has to prepare 

documents for filing patent applications in foreign countries. 

   ・in accordance with different formalities in different countries 

   ・in different languages in different countries 

   ② At the time of filing the patent application in foreign countries, the applicant 

does not have enough information as to the possibility of obtaining a patent for the 

subject of the invention. However, the applicant must 

   ・pay a fee for preparing a translation of the application for each country 

・appoint an attorney in each country and pay the necessary fees to each 

attorney 

   ・pay official fees to the Patent Office of each foreign country 

 

❍ Overlapping work in each Patent Office 

   The Patent Office of each foreign country must 

    ① conduct a formality examination 

    ② publish patent applications after a predetermined period 

    ③ search the prior arts of the inventions disclosed in patent applications, and 

examine patent applications based on the above search 

 

2. PCT System for Filing Patent Application in Foreign Countries 

 

(1) Outline of the PCT  

   The PCT is an international treaty administrated by the World Intellectual 

Property Organization (WIPO). The PCT makes it possible to simultaneously seek 

patent protection for an invention in the PCT Contracting States by filing a single 

international application instead of filing national patent applications separately.  

   The Patent Cooperation Treaty (PCT) entered into force on January 24, 1978, 

and became operational on June 1, 1978. 

 

(2) Advantages to the Applicant and the National Office 

 

❍ Advantages to the Applicant 

①  When an applicant wishes to file patent applications for a certain invention 

in a plurality of foreign countries, a single patent application may be filed 

under the PCT (the International Application) in one language with a single 
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patent Office (RO: Receiving Office). The international application has the 

effect of a national patent application in all PCT Contraction States (Note), 

provided that it complies with the minimum requirements for obtaining an 

international filing date. The international filing date is regarded as the 

actual filing date in each Contracting State (142 States: December 1, 2010). 

[Note] In the international application, the applicant must designate at least one 

Contracting State for which patent protection for an invention is sought (the 

Designated State). Under the current PCT system, all PCT Contraction States are 

considered to be designated in the international application (Rule 4.9(a)). 

 

Applicant            (International Application)             Receiving Office 

 

② Procedures for Entry into the National Phase: 

- preparation of a translation for the international application in the 

language of each of the designated states 

- appointment of an attorney in each of the states (and payment of 

necessary fees to each attorney) 

- payment of official fees to the Patent Office of each state 

 

     The PCT allows the applicant to carry out all of the above procedures within 

30 months (not 12 months) from the priority date. 

 

Applicant    ・Preparation of Translation          Designated/Elected Office (A) 

             ・Payment of Fees                   Designated/Elected Office (B) 

             ・Appointment of an Attorney       Designated/Elected Office(C) 

 

 ❍ Advantages to the National Office 

  ① A single patent office conducts a formality examination of the international 

application and accords the international filing date effective in all of the 

designated states. 

  ② The International Searching Authority (ISA) searches the prior arts of the 

invention disclosed in the international application, and prepares an International 

Search Report (ISR). Further, a Written Opinion of the ISA (WO/ISA) is prepared 

with regard to novelty, inventive step, and industrial applicability. 

  ③ An international application is published together with the ISR (International 

Publication) and is sent to the Patent Offices of the designated (elected) states 

(Designated/Elected Offices) requesting the same. 

  ④On the demand for international preliminary examination of the applicant, the 

International Preliminary Examination Authority (IPEA) carries out the 
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international preliminary examination (IPE) as to whether the claimed invention 

appears to be novel, involve an inventive step, and be industrially applicable.   

During the IPE, the applicant has an opportunity to respond to the opinion of the 

Examiner and may file an amendment, if necessary. Based on the result of the 

communication between the Examiner and the applicant, the International 

Preliminary Examination Report (IPER) is established. 

 

 (3) Flow of the PCT System Procedure  

--- In a case where priority is claimed --- 

 

< Flow of Procedure of PCT System > 

Following the flow shows a case where an international application is filed under 

the PCT claiming a priority based on the national patent application within 12 

months from the filing date of that patent application. 

 

Entry into National Phase 

                                                                 [Chapter I] 

Filing   Article 19 Amendment    Article 34       [Chapter II] 

National        International        Demand     Amendment    (Translation) 

 Application     Application              for IPE                     State A     

                                                                     State B  

   0                12    16     18         22 28      30   State C 

<priority date>                        (month)                        State D 

                                                                   State E 

               Preparation of ISR           Establishment of IPER 

                and WO/ISA   International  

                                Publication 

 

<Features of the PCT System> 

(a) The filing of the International Application shall constitute the designation of 

all Contracting States at the time of filing the international application. 

(b) The International Searching Authority (ISA) prepares a Written Opinion 

(WO/ISA) in addition to the International Search Report (ISA). 

(c) A Demand for International Preliminary Examination may be made at any 

time prior to the expiration of whichever of the following periods expires later: 

・three months from the date of transmittal to the applicant of the ISR and 

WO/ISA; or  

・22 months from the priority date. 
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(d) The filing of a demand shall constitute the election of all Contracting States 

which are designated and are bound by Chapter II of the Treaty. 

(e) The time limit for entering the national phase is 30 months from the priority 

date, regardless of whether or not the applicant demands the International 

Preliminary Examination. 

 

3.  Present Status of the PCT 

 

 (1) PCT Contracting States (see APPENDIX (1)) 

At the Present Time (December 1, 2010) : 142 states 

 

 (2) Number of International Applications Filed 

a) Number of international applications filed worldwide (see APPENDIX (2)) 

      ・2009 ----------155,900 international applications 

b) Number of international applications filed in Japan (see APPENDIX (3)) 

      ・2009 ----------29,807 international applications 

c) Number of international applications filed by the top 20 countries of origin  

in 2009 (see APPENDIX (4)) 

    d) Number of international applications filed by a selection of developing 

countries (see APPENDIX (5)) 

 

4.  General Remarks on the PCT System 

 

(a) The PCT system is a “patent filing system”, not a “patent granting system” 

(there is no “PCT patent” and “international patent”). 

(b) The PCT system provides an “International Phase” and “National Phase 

(Regional Phase).”   

(c) The International Phase comprises: 

     - filing of the international application 

     - international search 

     - international publication and 

     - international preliminary examination  

 (d) The decision on granting patents is made exclusively by national or regional 

Offices in the national phase. 

 (e) Only inventions may be protected via the PCT by applying for patents, utility 

models and similar titles. 

[Note] Design and trademark protection cannot be obtained via the PCT. There 

are separate international conventions dealing with these types of industrial 
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property protection (The Hague Agreement and the Madrid Agreement, 

respectively). 

 (f) Adaptation of Arrival Policy: The procedures of the PCT in the international 

phase shall become effective at the time the Offices or the Authorities receive 

documents (for example, the PCT Article 11(1) prescribes that “The receiving 

office shall accord as the international filing date the date of receipt of the 

international application”). 

 (g) The PCT is administrated by the World Intellectual Property Organization 

(WIPO), as are other international conventions in the field of industrial property 

such as the Paris Convention. 

 

5. Organizations under the PCT 

 

 (a) Administration of the overall PCT ---------------WIPO International Bureau (IB) 

 (b) Receipt of International Applications ---------------------------Receiving Office (RO) 

 (c) International Search ----------------------- International Searching Authority (ISA) 

 (d) International Preliminary Examination --------International Preliminary  

Examining Authority (IPEA) 

 (e) National Phase ------------------------------- Designated Office (DO) (PCT Chapter I) 

                                     Elected Office (EO) (PCT Chapter II) 

  

    <Abbreviations> 

       RO/JP -------Japan Patent Office as a Receiving Office 

       ISA/EP ----- European Patent Office as an ISA 

       IPEA/JP ----Japan Patent Office as an IPEA 

       DO/US ------United State Patent and Trademark Office as a Designated 

Office 

       EO/JP ------ Japan Patent Office as an Elected Office 
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〔Part II〕The International Application 

 

1.  Filing of International Applications 

 

 (1) Documents constituting the international application 

   ① Documents that the international application must contain: 

・Request (Form PCT/R0/101 or prepared by PCT SAFE) 

・Description 

・Claims 

・Abstract* 

・Drawings (where applicable)** 

   ② Documents that should be filed with the application (where applicable): 

・Separate Power of Attorney or Copy of General Power of Attorney* 

・Priority Document(s)* 

・Indications Concerning Deposited Microorganisms 

・Nucleotide and/or Amino Acid sequence Listing in the Prescribed Format*  

and in Machine Readable Form* 

   <Notes> 

＊ may be filed later without affecting the international filing date 

   ＊＊ subject to certain conditions, later submission of drawings results in  

a correction of the international filing date 

 

 (2) Physical Requirements of the International Application (Rule 11) 

① A4-sized paper for all of the sheets 

② Minimum and maximum margins for the sheets of text and drawings (see 

Rule 11.6) 

③ Adequate quality for making copies 

④ Numbering of pages (Rule 11.7, Administrative Instructions 207, 311) 

3 numbering series: (a) request 

                   (b) description, claims, abstract 

                   (c) drawings 

 

 (3) Where to file the International Application 

(a) Competent Receiving Office (RO)  

・the national office of the Contracting State of which the applicant is a 

resident or national, or  

・the International Bureau of the WIPO (Rule 19.1) 

➲Language of filing --- in the prescribed language accepted by the RO (Rule 12.1) 
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(b) Competent Receiving Office and Language of International Application 

   <National Office>                                     <Language> 

  ❍ JAPAN PATENT OFFICE ----------------------------------------Japanese or English  

    (For nationals and residents of Japan)  

❍ PATENT OFFICE (INDIA) -------------------------------------------English or Hindi  

  (For nationals and residents of India) 

❍ DIRECTORATE GENERAL OF IP (INDONESIA) ----------------------- English 

  (For nationals and residents of Indonesia) 

❍ IP CORPORATION OF MALAYSIA --------------------------------------------English  

  (For nationals and residents of Malaysia) 

❍ IP OFFICE (PHILIPPINES) --------------------------------------English or Filipino  

(For nationals and residents of Philippines) 

❍ DEPARTMENT OF IP (DIP) ------------------------------------------ English or Thai 

(For nationals and residents of Thailand) 

❍ NATIONAL OFFICE OF IP (VIET NAM) -------------------- English or Russian 

(For nationals and residents of Viet Nam) 

     

<International Bureau of the WIPO as the RO (RO/IB)> 

  For a national or resident in all of the contracting states of the PCT 

➲ Language of filing --- any language 

(If the language in which the international application is filed is not accepted 

by the International Searching Authority, the applicant has to furnish a 

translation thereof (Rule 12.3)  

 

2. Basic Issues of an International Application 

 

(1) Minimum Requirements for Obtaining an International Filing Date  

(PCT Article 11(1)) 

    The receiving Office shall accord as the international filing date the date of 

receipt of the international application when the application fulfills the following 

minimum requirements:      

(a) Applicant --- The applicant has the right to file with a national office of the 

Contracting State (the Receiving Office) of which the applicant is a national or 

resident (Rule 18, 19). 

(b) Language -- The application is in a language accepted by the RO (Rule 12.1) 

(c) The application contains: 

➀ an indication of the intention to file a PCT application (Rule 4.2) 

➁ the designation of at least one contracting state (Rule 4.9 (a)) 
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[Note] As from January 1, 2004, it is unnecessary for the applicant to 

designate the contracting state(s), since all of the contracting states are 

automatically designated when the international application is filed. 

➂ a prescribed indication of the name of the applicant (Rule 4.5) 

➃ a description (Rule 5) 

➄ a claim (Rule 6) 

    If the receiving Office finds that the international application did not, at the 

time of receipt, fulfill the minimum requirements, it shall invite the applicant to 

file the required correction.    

    If the applicant complies with the invitation, the Receiving Office shall accord 

as the international filing date the date of receipt of the required correction. On the 

other hand, if the applicant does not fulfill the requirements, the application is not 

treated as an international application.   

 

 (2) Requirements not necessary for obtaining an International Filing Date (PCT 

Article 14) 

    The receiving Office checks whether the international application contains any 

of the following defects:  

  (a) Certain Defects (A) in the International Application 

(a) it is not signed as provided in the Regulations; 

(b) it does not contain the prescribed indications concerning the applicant 

(name, the address, nationality and residence) ; 

(c) it does not contain a title of the invention; 

(d) it does not contain an abstract; 

(e) it does not comply with the prescribed physical requirements; 

(f) the fees have not been paid within the prescribed time limit. 

  ➲ If the receiving Office finds any of the said defects (a)-(f), it invites the 

applicant to correct the international application within the prescribed time limit, 

failing which the application shall be considered withdrawn. 

      On the other hand, the applicant can correct the said defects (a)-(f) without 

affecting the international filing date. 

 (b) Certain Defects (B) in the International Application 

(g) a part of the description is missing;  

(h) a part of the claims is missing;  

(i) a part or all of the drawings is missing.  

  ➲ If the receiving Office finds any of the said defects (g)-(i), it invites the 

applicant to complete the international application by furnishing the missing part. 

Where the applicant furnishes to the receiving Office the missing part, after 
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the date on which all of the requirements for obtaining the international filing date 

were fulfilled, the part is included in the application, provided that the receiving 

Office corrects the international filing date to the date on which the receiving Office 

received that part. On the other hand, even if the applicant does not furnish the 

missing parts, the international application is not withdrawn and the international 

filing date is not corrected.  

 

 (3) The applicant of the international application 

➀The applicant must be any natural person or legal entity (e.g., the assignee 

or the inventor) 

➁ The request may, for different designated states, indicate different 

applicants (Rule 4.5(d)). 

➂At least one of the applicants must be a national or resident of the 

Contracting State (Rule 18.3) 

➃If the U.S.A. is designated, an applicant for the U.S.A must be the inventor 

of the application (PCT Article 27(3), Rule 18.4) 

 

3.  Incorporation by Reference 

 

   Regarding the requirements provided with PCT Articles 11(1) and Article 14, 

where an element of the international application (description or claims) or a part of 

the description, claims or drawings (including all drawings) is not contained in the 

international application, but the element or part is completely contained in an 

earlier application whose priority is claimed, the missing element or part is 

incorporated by reference in the international application without affecting the 

international filing date. 

<Elements and parts which can be incorporated by reference> 

  ❍ Missing Elements: Description and claims  

❍ Missing Parts: Part of description, claims or drawings (including all drawings) 

 

4.  The Request 

 

(1) The request shall contain (Rule 4.1(a)): 

・a petition (requesting the application to be processed according to the PCT) 

・the title of the invention 

・an indication concerning the applicant (and the agent) 

・the designation of the States (from January 1, 2004, it is considered that all 

of the Contracting States shall be designated) 
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・an indication concerning the inventor 

 

(2) The request shall or, where applicable, may contain (Rule 4.1(b), (c)) 

・a priority claim 

・declaration relating to national requirements (e.g. a declaration as to the 

identity of the inventor, non-prejudicial disclosures or exception to lack of 

novelty, etc.) 

・a reference to any earlier international, international-type or other search 

・choice of certain kinds of protection (from January 1, 2004, it is considered 

that all kinds of protection shall be elected) 

・an indication that the applicant wishes to obtain a regional patent (from 

January 1, 2004, it is considered that the applicant wishes to obtain all 

regional patents) 

・an indication of a parent application or parent patent (from January 1, 2004, 

the applicant may indicate the same at the time of entry into the National 

Phase. Note that the applicant must indicate a relevant parent application 

or parent patent in a request, if the applicant specifies any application for 

which any earlier search has been carried out.) 

 

(3) The Request (Form PCT/R0/101)  

  (see APPENDIX (6)) 

 

5. The Designation of the Contracting State or States and a Regional Patent 

 

(1) The Designation of the Contracting State or States 

    An applicant shall designate at least one PCT Contracting State in the request 

for which the applicant wishes to obtain a patent for an invention (Article 

11(1)(iii)(b)).  

    Under the current PCT system, the filing a request shall constitute the 

designation of all PCT Contracting States on the international filing date (Rule 

4.9(a)(i)). 

 

(2) The Designation of a Regional Patent 

An applicant may designate PCT Contracting States for the following Regional 

Patents in the international application under the PCT.   

However, according to the current PCT Regulations, all of the member States of 

the Regional Patent Conventions are considered to be designated for the Regional 

Patents (Rule 4.9(a)(iii)). 
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   <PCT Contracting States which can be designated for the Regional Patent> 

   ・European Patent Convention (EPC) 

European Patent --- Member States: 38 states 

・Eurasian Patent Convention (EAPC) 

Eurasian Patent ---- Member States: 9 states 

・African Intellectual Property Organization (OAPI) System 

OAPI patent-----------Member States: 16 

・Harare Protocol System in the framework of the African Regional Intellectual 

Property Organization (ARIPO) 

ARIPO patent ------- Member States: 16 states 

    

  (3) PCT Contracting States for which a Regional Patent can be obtained via the 

PCT (see APPENDIX (7)) 

 

6.  Types of Protection Available via the PCT 

 

The applicant can ask for protection of a utility model instead of a national 

patent, patent of addition, or inventor’s certificate by filing the International 

Application (see APPENDIX (8)) 

 

7.  Electronic Application 

 

❍ Electronic Application with the International Bureau of the WIPO (RO/IB) 

  For international applications written in English, by filing the application using 

software for on-line applications (PCT-SAFE) prepared by the International Bureau 

of the WIPO, the applicant can obtain the following reduction of fees. 

(a) When the Request is prepared using PCT-SAFE and the Description, Claim, 

Drawing and Abstract are prepared in PDF or TIFF, a reduction of 200 Swiss 

Francs may be obtained. 

    (b) When all of the documents (Request, Description, Claim, Drawing and 

Abstract) are prepared as XML data and only a linked image is prepared in TIFF, a 

reduction by 300 Swiss Francs may be obtained. 

[Note 1] PCT-SAFE (PCT Secure Application Filed Electrically) 

[Note 2] Only English is accepted as the language for on-line applications with 

RO/IB 
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8.  Description (Rule 5) 

 

 (1) Manner of the Description (Rule 5(a), (b)) 

    The description shall first state the title of the invention as appearing in the 

request, and shall: 

    (i) specify the technical field to which the invention relates (Technical Field); 

   (ii) indicate the background art which can be regarded as useful for the 

understanding, searching and examination of the invention, preferably  cite the 

documents reflecting such art (Background Art); 

  (iii) disclose the invention, as claimed, in such terms that the technical problem 

and its solution can be understood, and state the advantageous effects, if any, of the 

invention with reference to the background art (Disclosure of Invention);    

  (iv) briefly describe the figures in the drawings, if any (Brief Description of 

Drawings); 

   (v) set forth at least the best mode contemplated by the applicant for carrying 

out the invention claimed (Best Mode for Carrying out the Invention);  

  (vi) indicate explicitly, when it is not obvious from the description or nature of the 

invention, the way in which the invention is capable of exploitation in industry and 

the way in which it can be made and used (Industrial Applicability). 

 

 (2) Nucleotide and/or Amino Acid Sequence Disclosure 

・ Where the international application contains disclosure of one or more 

nucleotide and/or amino acid sequences, the descriptions shall contain a sequence 

listing complying with the standard provided for in the Administrative Instructions 

and presented as a separate part of the description in accordance with that 

standard. (Rule 5.2(a)) 

・The Competent International Searching Authority may invite the applicant to 

furnish a sequence listing in computer readable form complying with the standard 

provided for in the Administrative Instructions, in addition to a sequence listing 

contained in the application. (Rule 13ter.1 (a)) 

 

9. Claims  

 

 (1) Manner of Claiming 

   (a) The definition of the matter for which protection is sought shall be in terms of 

the technical features of the invention. 

   (b) Whenever appropriate, claims shall contain: 

     (i) a statement indicating those technical features of the invention which are 
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necessary for the definition of the claimed subject matter but which, in combination, 

are part of the prior art,  

    (ii) a characterizing portion-preceded by the words "characterized in that," 

"characterized by," or any other words to the same effect (stating concisely the 

technical features which, in combination with the features stated under (i), it is 

desired to protect). 

 

 (2) Kind of Claims 

  ・Independent Claim: Claim which does not refer to other claim or claims  

  ・Dependent Claim: Claim which refers to one or more other claims,  and 

therefore includes all features of one or more other claims 

 ・Multiple Dependent Claim: Dependent claim which refers to more than one 

other claim 

[Note 1] Multiple dependent claims shall refer to more than one other claim in the 

alternative only. 

[Note 2] Multiple dependent claims shall not serve as a basis for any other multiple 

dependent claims. 

 

 (3) Unity of Invention 

    The international application shall relate to one invention only, or to a group of 

inventions so linked as to form a single general inventive concept. (Rule 13.1) 

    Specifically, the international application shall fulfill the following 

requirements for unity of invention: 

  (a) Where a group of inventions is claimed in one and the same international 

application, there must be a technical relationship among those inventions 

involving one or more of the same or corresponding special technical features. 

  (b) The expression “special technical features” shall mean those technical features 

that define a contribution which each of the claimed inventions, considered as a 

whole, makes up the prior art. (Rule 13.2) 

 

<Examples Concerning Unity of Invention> 

Example 1 

Claim 1: A method of manufacturing chemical substance X. 

Claim 2: Substance X. 

Claim 3: The (method of) use of substance X as an insecticide. 

   Unity exists between claims 1, 2 and 3. The special technical feature common to all 

the claims is substance X. However, if substance X is known in the art, unity would be 

lacking because there would not be a special technical feature common to all the claims. 
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Example 2 

Claim 1: A process of manufacture comprising steps A and B. 

Claim 2: Apparatus specifically designed for carrying out step A. 

Claim 3: Apparatus specifically designed for carrying out step B. 

   Unity exists between claims 1 and 2 or between claims 1 and 3. There is no unity 

between claims 2 and 3, since there exists no common special technical feature between 

the two claims. 

Example 3 

Claim 1: Plug characterized by feature A 

Claim 2: Socket characterized by corresponding feature A 

   Feature A is a special technical feature that is included in both claims 1 and 2, and 

therefore unity is present. 

Example 4 

Claim 1: Conveyor belt with feature A 

Claim 2: Conveyor belt with feature B 

Claim 3: Conveyor belt with features A + B 

   Feature A is a special technical feature and feature B is another unrelated special 

technical feature. Unity exists between claims 1 and 3 or between claims 2 and 3, but 

not between claims 1 and 2. 

 

10.  The PCT and Claiming Priority 

 

  (1) Claiming Priority under the Paris Convention 

patent application in the first country ➩patent application in the second country 

 

   National  <claiming priority>  Foreign Application 

   Application (in Japanese)     (Submission of Translation) 

 

                  (month) 

        0                            12 

 <priority date>                  ID,IN,MY, PH, VN 

 

An applicant  

  -files a national patent application in Japanese at the Japan Patent Office;  

  -files a patent application in foreign countries within 12 months from the filing 

date of the national patent application, claiming priority based on the earlier filed 

national patent application.  
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 (2) The PCT and Claiming Priority under the Paris Convention (PCT Article 8) 

     patent application in the first country ➩ international application 

 

   National  <claiming priority>  International      Entry into    

   Application                    Application       National Phase 

   (in Japanese)                  (in Japanese)  (Submission of Translation) 

 

                (month) 

        0                             12                30 

   <priority date>                DO/ID,IN, MY,PH, VN--- 

                                 (all contracting states) 

 

 An applicant  

  -files a national patent application in Japanese at the Japan Patent Office; 

  -files an international application in Japanese at the Japan Patent Office 

within 12 months from the date of filing of the earlier filed national patent 

application, claiming priority based on the national patent application; 

  -proceeds with entry procedures into the national phase within 30 months from 

the priority date at the Patent Offices of the designated states for which a patent is 

desired to be obtained. 

   

 (3) Furnishing of the Priority Documents by the Applicant 

   ➀The applicant shall submit one priority document to the Receiving Office 

(RO) or the International Bureau (IB) of WIPO before the expiration of 16 months 

from the (earliest) priority date (Rule 17.1 (a)). 

   ➁Where the priority document is issued by the RO, the applicant may request 

the RO to prepare and transmit the priority document to the IB (Rule 17.1(b)) 

   ➂The applicant may correct or add a priority claim to the request by a notice 

to the RO or IB within a time limit of 16 months from the priority date. The notice 

may be submitted until the expiration of 4 months from the international filing 

date (Rule 26bis.1). 

 

< Furnishing of the Priority Documents> 

 Applicant              Receiving Office (RO)         IB of WIPO 

                or 

                                                     IB of WIPO 
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11. Restoration of Right of Priority (Rule 26bis.3) 

 

   Where the application has an international filing date which is later than the 

date on which the priority period expired but within the period of two months from 

that date, the receiving shall, on the request of the applicant, restore the right of 

priority if the Office finds that a criterion applied by it is satisfied.   

 

   National                             International  

   Application                           Application   

  

    0                                   12         14 

     

 

12. Correction or Addition of Priority Claim   

 

  (1) Correction or Addition of Priority Claim (Rule 26bis.1) 

     The applicant may correct a priority claim or add a priority claim to the 

request by a notice submitted to the receiving Office or the International bureau. 

   < Time limit for correcting or adding a priority claim> 

     ・within 16 months from the priority date or, where the correction or addition 

would cause a change in the priority date, 

     ・16 months from the priority date as so changed, whichever 16-month period 

expired first, provided that such a notice may be submitted until the expiration of 

four months from the international filing date. 

   <Note> Where the correction or addition of a priority claim causes a change in 

the priority date, any time limit which is computed from the previously applicable 

priority date and which has not already expired shall be computed from the priority 

date as so changed. 

 

  (2) Defects in Priority Claims (Rule 26bis.2) 

     Where the receiving Office or the International Bureau finds the following 

defects in relation to a priority claim, they shall invite the applicant to correct the 

priority claim: 

   (i) The international application has an international filing date which is later 

than the date on which the priority period expired, and a request for restoration of 

the right of priority has not been submitted; 

   (ii) The priority claim does not comply with the requirements of Rule 4.10 (the 

date on which the earlier application was filed, the number thereof, etc.); 
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   (iii) Any indication in the priority claim is inconsistent with the corresponding 

indication appearing in the priority document; 

   

  (3) Priority Date as a Basis to Calculating Time Limit (Rule 26bis.2(c)(iii))   

   Even if a receiving Office has notified the IB of the incompatibility of PCT Rule 

26bis.3 (Restoration of Priority) with its national law, PCT Rule 26bis.2(c)(iii), which is 

applicable in respect of all receiving Offices, provides that a priority claim shall not be 

considered void if the international filing date is within two months from the date on 

which the priority period expired. Also, the date of the earlier application (priority date) 

will serve as a basis to calculate time limits during the international phase. 

 

13.  Fees 

 

<Kind of Fee>                     <Time Limit for Payment> 

・Transmittal Fee ------------------------ Shall be paid within one month from the date of 

receipt of the international application 

・International Search Fee------------ Shall be paid within one month from the date of 

receipt of the international application 

・International Filing Fee ------------- Shall be paid within one month from the date of 

receipt of the international application 

 

14.  Function and Service of the Receiving Office (RO) 

 

(a) Accord or refuse the international filing date (PCT Article 11) 

     (the RO checks the requirements for according the international filing date) 

  (b) Check formal and physical requirements of the international application (PCT 

Article 14) 

(c) Collect fees for the RO, the International Searching Authority (ISA), and the 

International Bureau of WIPO (IB) 

  (d) Check whether or not necessary fees have been paid within the time limit 

(e) Forward a record copy to the IB and a search copy to the ISA 

  (f) Transmit the priority documents to the IB 

 

<Request for Transmitting the Priority Documents: PCT Rule 17.1(b)> 

   When the priority document is issued by the RO (e.g., Japan Patent Office), the 

applicant may, instead of submitting the priority document, request the RO to 

prepare and transmit the priority document to the IB. 

   Such a request shall be made not later than 16 months after the priory date, and 
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may be subjected to the payment of a fee. 

 

<Transmittal of International Application> (PCT Article 12(1)) 

 

Receiving Office         Record Copy          International Bureau of the WIPO 

(RO/JP)                                      (IB) 

 

                        Search Copy          International Searching  

                                              Authority (ISA) 
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〔Part III〕 International Search and International Publication 

 

1. International Search 

 

   The International Search is carried out by the International Searching 

Authority (ISA). The ISA establishes: 

   ・International Search Report (ISR) and 

  ・Written Opinion of the International Searching Authority (WO/ISA)   

 

  (1)  What Is the International Search? (PCT Article 15) 

   (a) Positioning 

     The international search is one of the most significant elements, and each 

international application shall be the subject of an international search. 

   (b) Object and Content 

     ① The objective of the international search is to discover “relevant prior art”. 

        (Regarding relevant prior art, see Rule 33.1(a)) 

 ② The international search shall be made on the basis of the claims, with due 

regard to the description and the drawings. 

   ③ The international Searching Authority (ISA) shall, in any case, consult the 

documentation specified in the Regulations (PCT Minimum Documentation: Rule 

34). 

 ④  Further, ISA examines whether the application complies with the 

requirements of: 

・ Title of invention (Rule 37) 

・ Abstract of invention (Rule 38) 

・ Unity of invention (Rule 40) 

 

  (2) Case not Establishing International Search Report (ISR) (PCT Article 

17(2)(a)) 

   In the following cases, no ISR will be established. 

① If international application relates to a subject matter for which the ISA is 

not required, under the Regulations, to search (Rule 39) 

② If the description, the claims, or the drawings of the international 

application, fail to comply with the prescribed requirements to such an 

extent that a meaningful search could not be carried out 

③ If the dependent claims fail to comply with the requirements prescribed 

under the Regulations (Rule 6.4) 

     [Example of Rule 6.4 third sentence] 
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     < Rule 6.4 third sentence> 

      Multiple dependent claims shall not serve as a basis for any other multiple 

dependent claim. 

      ・Claim 1: An electric motor comprising a constituent A (Independent Claim) 

      ・Claim 2: An electric motor as set forth in claim 1, wherein a structure of a 

coil is “a” (Dependent Claim) 

      ・Claim 3: An electric motor as set forth in claim 1 or 2, wherein a structure of 

a rotor is “b” (Multiple Dependent Claim) 

      ・Claim 4: An electric motor as set forth in claim 1 or 2, wherein a structure of 

a stator is “c” (Multiple Dependent Claim) 

    ×・Claim 5: An electric motor as set forth in claim 3 or 4, wherein a structure of 

a frame is “d” (Multiple Dependent Claim on the basis of Multiple Dependent 

Claims) 

 

  (3)  Subject matter for which the ISA is not required to search (Rule 39) 

     No International Searching Authority shall be required to search an 

international application if, and to the extent to which, its subject matter is any of 

the following:  

    (i) scientific and mathematical theories, 

    (ii) plant or animal varieties or essentially biological process for the production 

of plants and animals, other than microbiological processes and the products of such 

processes, 

    (iii) schemes, rules or methods of doing business, performing purely mental of 

such processes, 

    (iv) methods for treatment of the human or animal body by surgery or therapy, 

as well as diagnostic methods, 

    (v) mere presentations of information, 

    (vi) computer programs to the extent that the International Searching 

Authorities is not equipped to search prior art concerning such programs.   

 

  (4)  Written Opinion of the International Searching Authority (WO/ISA) 

 The International Searching Authority shall, at the same time as it establishes 

the international search report (ISR), establish a written opinion (WO/ISA) as: 

  (i) whether the claimed invention appears to be novel, to involve inventive step, 

and be industrially applicable; 

  (ii) whether the international application complies with the requirements 

of  the Treaty and these Regulations in so far as checked by the ISA. to  

(Rule 43bis.1) 
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<Character of WO/ISA> 

   The written opinion (WO/ISA) is established in any case, and if an applicant 

demands for the international preliminary examination, the WO/ISA is considered 

to be the first written opinion of the International Preliminary Examining 

Authority (WO/IPEA), in which case the applicant is invited to submit to the 

International Preliminary Examining Authority a written reply together, where 

appropriate, with amendments. 

   On the other hand, if the applicant does not demand for the international 

preliminary examination, the written opinion (WO/ISA) is given the title 

“International Preliminary Report on Patentability (Chapter I of the Patent 

Cooperation Treaty).”  

 

2. International Searching Authority (ISA) 

 

 (1) International Searching Authority (PCT Article 16) 

    The international search is carried out by an International Searching Authority, 

which may be either a national Office or an intergovernmental organization. 

    The end aim is to establish a single International Searching Authority (Article 

16(2)) 

 

 < International Searching Authority (ISA)> 

   There are 17 international searching authorities (2010.11.1). 

   <Name of Authority>           <Language Accepted for International Search> 

 ・The Japan Patent Office (JP) ---------------- Japanese, English 

 ・The United States Patent and            

           Trademark Office (US) ---------- English 

 ・The European Patent Office (EP) -----------English, German, French 

 ・The Swedish Patent and Registration  

                      Office (SE) --------------English, French, Danish, Norwegian, 

                                          Swedish, Finnish 

 ・The Australian Patent Office (AU) --------- English 

 ・The Austrian Patent Office (AT) ------------ English, German, French 

 ・The Federal Service  

    for Intellectual Property, Patents  

    and Trademarks (ROSPATENT)(RU)----- Russian, English, French, German,  

Spanish 

 ・The State Intellectual Property 

                     Office (CN) -------- Chinese, English 
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 ・The Spanish Patent and 

                Trademark Office (ES) ------- Spanish 

 ・The Korean Intellectual Property 

                           Office (KR) ------ Korean, English 

 ・The Canadian Patent Office (CA) ---------- --English, French 

 ・The National Board of Patents 

         and Registration of Finland (FI) -----English, Finnish, Swedish 

 ・The Nordic Patent Institute (XN) ------------ Danish, English, Icelandic,    

                                           Norwegian, Swedish 

 ・The National Institute of  

            Industrial Property (BR) -------- --English, Portuguese, Spanish 

 ・The Patent Office (India) (IN) -----------------(Not yet determined) 

 ・The Egyptian Patent Office (EG) -------------(Not yet determined) 

 ・The Israel Patent Office (IL) ------------------ (Not yet determined) 

  

 (2) Distribution of ISRs by ISAs (2009) (see APPENDIX (9))  

APPENDIX (9) shows the distribution of international search reports (ISRs) 

issued by all ISAs in 2009. 

 

(3) Receiving Office (RO) and Competent International Searching Authority (ISA) 

(Rule 35) 

  (a) The Competent International Searching Authority 

    Each receiving Office informs the International Bureau which International 

Searching Authority competent for the searching of the international applications 

filed with it. 

  (b) When an international application is filed with the Japan Patent Office as the 

RO, the competent International Searching Authorities are: 

   ・Japan Patent Office (ISA/JP), if the application is filed in Japanese         

   ・European Patent Office (ISA/EP) or Japan Patent Office (ISA/JP),  

                                          if the application is filed in English 

 

(c) Receiving Office and Competent International Searching Authority (ISA) 

   <Receiving Office>                                      <Competent ISA> 

  ❍ JAPAN PATENT OFFICE --------------------------------------------------------JPO, EPO 

    (For nationals and residents of Japan)  

❍ PATENT OFFICE (INDIA) -------AU-PO, AT-PO, EPO, SIPO,SE-PRO, USPTO 

  (For nationals and residents of India) 

❍ DIRECTORATE GENERAL OF IP (INDONESIA) -------AU-PO, EPO, RU-PO, 
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(For nationals and residents of Indonesia)              KIPO 

❍ IP CORPORATION OF MALAYSIA ------------------------------AU-PO, EPO, KIPO  

  (For nationals and residents of Malaysia) 

❍ IP OFFICE (PHILIPPINES) --------------------AU-PO, EPO, JPO, KIPO, USPOT 

(For nationals and residents of Philippines) 

❍ DEPARTMENT OF IP (DIP) -----------------------EPO, JPO, KIPO, SIPO, USPTO 

(For nationals and residents of Thailand) 

❍ NATIONAL OFFICE OF IP (VIET NAM) ----------AU-PO, AT-PO, EPO, RU-PO, 

(For nationals and residents of Viet Nam)        KIPO, SE-PRO 

 

(4) Search Fees (from January 1, 2011) 

    <ISA>                            <Search Fee> 

    ISA/JP ------------------------------------------ USD 1,163 

    ISA/US ----------------------------------------- USD 2,080 

    ISA/EP ----------------------------------------- USD 2,443 

    ISA/KR ---------------------------------------- USD 1,157 (carried out in English) 

                                       USD  401 (carried out in Korean) 

    ISA/AU -----------------------------------------USD 1,837 

    ISA/AT ----------------------------------------- USD 2,326 

    ISA/CN ----------------------------------------- USD  314 

    ISA/SE ----------------------------------------- USD 2,443 

    ISA/RU -----------------------------------------USD  443   

 

(5) Minimum Requirements for International Searching Authorities (Rule 36) 

   The minimum requirements shall be the following: 

① The national Office or intergovernmental organization must have at least 

100 full-time employees with sufficient technical qualifications to carry out 

searches; 

② That Office or organization must have in its possession, or have access to, at 

least the minimum documentation referred to in Rule 34, properly arranged 

for search purposes; 

③ That Office or organization must have a staff which is capable of searching 

the required technical fields and which has the language facilities to 

understand at least those languages in which the minimum documentation is 

written or is translated. 
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3.  International Search Report (ISR) 

 

  (1) Time Limit for Establishing the International Search Report (Rule 42)  

・Three months from the receipt of the search copy or 

・Nine months from the priority date, 

     whichever time limit expires later. 

 

  (2) International Search Report (ISR) (Rule 43) 

      (See APPENDIX (10)) 

 

  (3) Transmittal of International Search Report (ISR) (Rule 44) 

 

  International Searching           (ISR)        International Bureau of  

   Authority (ISA)                               the WIPO 

    

                                   (ISR)        Applicant 

                                             

  (4) Publication of the ISR 

     The international search report (ISR) and its English translation prepared by 

the International Bureau are published together with the international 

application. 

The meaning of "Kind Code" indicated on the front page of the international 

publication is as follows. 

・A1 --- International application published with ISR 

・A2 --- International application published without ISR 

・A2 --- International application published with declaration under Article    

        17(2)(a) 

・A3 --- Later publication of ISR with revised front page 

 

4.  Written Opinion of the ISA (WO/ISA) 

 

  (1)  Written Opinion of the ISA (WO/ISA) 

        (See APPENDIX (11)) 

 

   (a) Time Limit for Establishing the Written Opinion of the ISA (WO/ISA) 

      Same as the time limit for establishing the International Search Report 
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   (b) Transmittal of Written Opinion of the ISA (WO/ISA) (Rule 44.1) 

 

      International Searching          (WO/ISA)        International Bureau of           

         Authority (ISA)                                the WIPO 

    

                                      (WO/ISA)        Applicant 

 

  (2) International Preliminary Report on Patentability  

        (Chapter I of the Patent Cooperation Treaty) (See APPENDIX (12))    

 

     If a demand for international preliminary examination of the international 

application is not made, the International Bureau of the WIPO issues a report on 

behalf of the ISA. The report shall have the same content as the written opinion 

established by the ISA (WO/ISA). The report bears the title: 

       “International Preliminary Report on Patentability  

         (Chapter I of the Patent Cooperation Treaty” (abbr.: IPRP (Chapter I)). 

The International Bureau transmits one copy of the report to the applicant. 

The International Bureau of the WIPO transmits a copy of the report to the 

designated Offices which made a request, but not before the expiration of 30 months 

from the priority date. 

 

   International Bureau      IPRP (Chapter I)          Applicant 

    of the WIPO (IB) 

 

                             IPRP (Chapter I)          Designated Office 

 

5. Response to the ISR and WO/ISA 

 

  (1) Filing of Article 19 Amendment 

     After having received the ISR and WO/ISA, an applicant may once amend the 

claims of the international application under Article 19, by filing amendments with 

the International Bureau within the prescribed time limit, in order to avoid prior 

arts and overcome negative opinions raised by the International Searching 

Authority.  

 

  (2) Submission of Informal Comments 

     The written opinion of the ISR (WO/ISA) is established based on the 

international application as filed without providing the applicant with any 
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opportunity to express an opinion. Accordingly, if the applicant wishes to argue 

against the written opinion (WO/ISA), the applicant may informally submit 

comments to the International Bureau. If the comments are submitted, the 

International Bureau transmits the comments together with a copy of IPRP 

(Chapter I) to the designated Office. 

    <Note> Since the written opinion of the ISA (WO/ISA) is an opinion established 

without providing any opportunity for the applicant to express an opinion, an 

international publication of the written opinion of the ISA (WO/ISA) is not made. 

 

6. PCT Article 19 Amendment 

 

  (1) Amendment of the claims under Article 19 (PCT Article 19) 

  ・The applicant shall, after having received the ISR, be entitled to one 

opportunity to amend the claims of the international application by filing 

amendments. 

  ・The amendment shall be effective toward all of the designated states. 

  ・The amendment shall not go beyond the disclosure in the international 

application as filed. 

    <Note> Usually, Article 19 amendment is not necessary when a demand for 

international preliminary examination is filed. 

 

  (2) Filing of PCT Article 19 Amendment (Rule 46) 

  a) Time limit for filing: two months from the date of transmittal of ISR, or 16 

months from the priority date, whichever time limit expires later. 

    If an amendment made under Article 19 reaches the International Bureau 

before the technical preparation for international publication has been completed, it 

is considered to have been received by that Bureau on the last day of that time limit. 

    b) Where to file: directly with the International Bureau of WIPO 

    c) Language of amendment: language of the international publication. 

 

  (3) Brief Statement of Article 19 Amendments  

    (a) Filing of Statement 

     The applicant may, at the time of filing the amendment, file a brief statement 

explaining the amendment and indicating any impact that such amendment might 

have on the description and the drawings. 

    (b) Content of Statement (Rule 46.4) 

     Reference to citations, relevant to a given claim, contained in the international 

search report may be made only in connection with an amendment of that claim. 
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     <Note> The Article 19 amendment and its brief statement are published 

together with the international application. 

 

7. Supplementary International Search (Rule 45bis) 

 

  (1) Objectives of Supplementary International Search (SIS) 

    Supplementary International Search is introduced for the following objectives;  

    (a) to reply to PCT applicant's concerns about new prior art which is found in 

the national phase after they have already incurred significant costs,  

    (b) to reduce this risk by introducing optional supplementary searches in the 

PCT international phase, 

    (c) to expand the scope of search in the international phase taking into account 

the growing linguistic diversity in prior art.  

 

  (2) Supplementary International Searching Authority (SISA) 

     The international search is carried out for each international application by a 

competent international searching authority (main ISA). 

     The applicant may, at any time prior to the expiration of 19 months from the 

date, request that a supplementary international search be carried out in respect of 

the international application by an International Searching Authority which offers 

to carry out the supplementary international search. Such requests may be made in 

respect of more than one Authority.   

 

❍ SISA: ISAs which offered to carry out the SIS 

     <SISA>                              <Required Language> 

     ISA/RU ----------------------------------------------Russian or English 

     ISA/SE -----------------------------------------------Swedish, English, Danish,  

or Norwegian  

     ISA/XN ----------------------------------------------Danish, English, Norwegian  

                                            Icelandic or Swedish  

     ISA/ EP ----------------------------------------------English, French or German 

     ISA/AU -----------------------------------------------English 

 

  (3) Supplementary International search Report 

     The supplementary international search shall be carried out on the basis of 

the international application as filed, taking due account of the international search 

report and the written opinion of the International Searching Authority (WO/ISA), 

and therefore Article 19 and 34 amendments are not taken into consideration (Rule 
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45bis.5 (b). 

    Supplementary International Searching Authority (SISA) shall establish the 

supplementary search report within 28 months from the priority date (Rule 45bis.7 

(a) 

      

8. International Publication 

 

(1) Outline of the International Publication (PCT Article 21) 

     The international application is published by the International Bureau 

promptly after the expiration of 18 months from the priority date of that 

application. 

    <Languages of Publication: 10 languages>  

    Arabic, Chinese, English, French, German, Japanese, Korean, Portuguese, 

Russian or Spanish 

    If the international application is filed in a language of publication, that 

application is published in the language in which it was filed. 

    When the international application is not filed in a language of publication, the 

applicant prepares a translation into the language of publication and that 

translation is published. 

 

  (2) Contents of International Publication 

     The publication of the international application contains following items. 

(i) Front page (bibliographic data, abstract, representative drawing)  

(see APPENDIX (13):A2, APPENDIX (14):A3) 

      (ii) Description  

      (iii) Claims 

      (iv) Drawings, if any  

(v) ISR (English translation thereof is also attached) 

      (vi) Article 19 amendments and any statement 

     If the international application is published in a language other than English, 

the international search report or the declaration referred to in Article 17(2)(a), the 

title of the invention, the abstract and any text matter pertaining to the figure(s) 

accompanying the abstract are published both in that language and in English.  

 

  (3) Gazette 

    The International Bureau shall publish a Gazette. The Gazette contains, for 

each published international application, the data specified by the Administrative 

Instructions taken from the front page of the publication of the international 
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application, the drawing (if any) appearing on the front page, and the abstract. 

(Rule 86.1) (see APPENDIX (15))      

 

9. Effect of International Publication (PCT Article 29) 

  

   The effects of the international publication of an international application is the 

same as those which the national law of the designated State provides for the 

compulsory national publication of unexamined national application as such. 

<Provisional Protection in Japan> 

(1) In the case of International Application in Japanese 

(Japanese Patent Law Article 184 decies) 

 

National          International             International            Grant 

Application       Application               Publication              of Patent 

 

 

       12 months                                    Provisional 

                                                     Protection 

                  18 months 

<priority date> 

 

  (2) In the case of International Application in foreign language  

(Japanese Patent Law Article 184 decies) 

 

 National   International  International   Entry into    National     Grant of 

 Application  Application  Publication   National phase  Publication    Patent 

                                           In Japan     of Translated  

                                                        International 

<priority date>                                          Application 

 

       12 months 

              18 months 

                    30 months                               provisional 

                                                             protection 
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10. Withdrawal of International Application and Priority Claims 

 

(1) Withdrawal of International Application (Rule 90bis.1) 

     The applicant may withdraw the international application at any time prior to 

the expiration of 30 months from the priority date. 

     Withdrawal is effective on the receipt of a notice addressed by the applicant to 

the International Bureau, the receiving Office or the International Preliminary 

Examining Authority.  

 

(2) Withdrawal of Designations (Rule 90bis.2) 

     The applicant may withdraw the designation of any designated State at any 

time prior to the expiration of 30 months from the priority date. 

     Withdrawal is effective on the receipt of a notice addressed by the applicant to 

the International Bureau, the receiving Office or the International Preliminary 

Examining Authority.  

 

(3) Withdrawal of Priority Claims (Rule 90bis.3) 

     The applicant may withdraw a priority claim at any time prior to the 

expiration of 30 months from the priority date. 

     Withdrawal is effective on the receipt of a notice addressed by the applicant to 

the International Bureau, the receiving Office or the International Preliminary 

Examining Authority.  

     Where the withdrawal of a priority claim causes a change in the priority date, 

any time limit which is computed from the original priority date and which has not 

already expired shall be computed from the priority date resulting from that 

change. 

 

(4) Withdrawal of the Demand, or Elections (Rule 90bis.4) 

     The applicant may withdraw the demand or any or all elections at any time 

prior to the expiration of 30 months from the priority date. 

     Withdrawal shall be effective on the receipt of a notice addressed by the 

applicant to the International Bureau.  

 

11. Functions of the WIPO International Bureau 

 

   Principal services by the International Bureau are (IB) as follows: 

① Receipt of the Record Copies 

The IB inputs the bibliographic data and notifies the receipt of the record 
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copy to the applicant and designated Office (DO) (Form PCT/IB/301). 

② Receipt of the Priority Document and Transmittal of the Copy to the 

designated Office (Form PCT/IB/304) 

③ Receipt of amendments to the claims (Article 19 Amendment) 

The IB receives Article 19 Amendment and publishes the same. 

④ International Publication 

The IB publishes the international application, international search 

report (ISR) and Article 19 Amendment. 

⑤ Transmittal of copies of the international application and international 

search report (ISR) to the designated state 

⑥ Transmittal of the international preliminary examination report (IPER) 

to the elected state 

⑦ Translation of titles and abstracts into English and French 

⑧ Translation of the international search report into English 

⑨ Translation of the written opinion of the international searching authority 

(WO/ISA) into English 

⑩ Translation of the international preliminary examination report (IPER) 

into English 

 

<Notification of Receipt of the Record Copy> (Rule 24.2(b)) 

Receiving      (Record Copy)    International    (PCT/IB/301)    Applicant 

 Office (RO)                     Bureau (IB) 

                                                (PCT/IB/301)    Designated 

                                                                     Office 

<Transmittal of the Priority Documents> (Rule 17.2(a)) 

Applicant                                             Designated Office (A) 

                  (priority documents)     IB          Designated Office (B) 

Receiving                                             Designated Office (C) 

Office (RO) 

 

<Transmittal of the International Application> (PCT Article 20) 

                                                         Designated Office (A) 

International       (PCT/IB/308)                          Designated Office (B) 

 Bureau (IB)      ・International Publication              Designated Office (C) 

・ISR 

・Article 19 Amendment 

                    (Notice indicating                 Applicant (Rule 47.1(c)) 

                    that transmittal was made) 



 - 33 - 

〔Part IV〕 International Preliminary Examination (IPE) 

 

1. Outline of International Preliminary Examination (IPE) 

 

  (1) What is the International Preliminary Examination? 

   (a) Positioning 

      The international preliminary examination is one of the most significant 

elements and is an optional feature, which is made on the demand of the applicant 

desiring to obtain information for making a decision on the possibility of obtaining a 

patent for the application based on the result of the international search of the 

application (PCT Article 31). 

   (b) Object (PCT Article 33(1)) 

      The objective of the international preliminary examination is to formulate a 

preliminary and non-binding opinion on 

   ・Novelty 

   ・Inventive step 

   ・Industrial applicability 

 

  (2) Filing a Demand for the International Preliminary Examination 

 (a) For what kinds of cases it is better to file a demand for the international 

preliminary examination? 

  ➀ The applicant wishes to obtain a positive international preliminary 

examination report (IPER) by submitting a written reply to the International 

Preliminary Examining Authority (IPEA) or filing amendments, when all or parts of 

the opinions in the written opinion of the International Searching Authority 

(WO/ISA) is negative. 

  ➁ The applicant wishes to amend the international application (not only 

claims, but also description and drawing). 

(b) Time Limit for Filing a Demand for the International Preliminary 

Examination 

   A demand may be made at any time prior to the expiration of whichever of the 

following period expires later: 

    (i) three months from the date of transmittal to the applicant of the 

international search report (ISR) or the declaration referred to in Article 17(2)(a), 

and of the written opinion (WO/ISA); or 

    (ii) 22 months from the priority date. 

(c) Election of States 

 －The demand shall indicate the Contracting State or States in which the 
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applicant intends to use the results of the international preliminary examination (: 

PCT Article 31 (4)(a)). 

 That States are elected from the designated States (Elected States). 

  － States which shall be elected 

・Any Contracting State already designated may be elected except the state(s) 

not bound by Chapter II (PCT Article 31(4)(b), PCT Article 61(1)(a)) 

・At the present, among 142 Contracting States, there is no State not bound by 

Chapter II. Accordingly, all of the designated States may be elected. 

－  The filing of a demand for the international preliminary examination 

constitutes the election of all Contracting States which are designated and are 

bound by Chapter II (Rule 53.7). 

(d) Who may file a demand for the International Preliminary Examination? (Rule 

54) 

  －Any applicant 

     ・who is a national or resident of a Contracting State bound by Chapter II, and 

     ・whose international application was filed with the patent Office of the 

Contracting State bound by Chapter II as the receiving Office, 

    is entitled to file a demand for the international preliminary examination. 

 (e) Number of Demands for the International Preliminary Examination Filed 

       (see APPENDIX(16)) 

 

2. International Preliminary Examining Authority (IPEA) 

 

(1) Competent Preliminary Examining Authority (PCT Article 32) 

  －International preliminary examination (IPE) is carried out by an International 

Preliminary Examining Authority (IPEA) (PCT Article 32). 

  －The Requirements for the IPEA are the same as that of the International 

Searching Authority (ISA) (Rule 63). 

  －The demand shall be submitted to the competent International Preliminary 

Examining Authority. The receiving Office specifies the IPEA competent for the 

preliminary examination. 

   The International Preliminary Examination Authorities are the same as the 

International Searching Authority. 

   

 (2) Distribution of IPERs by IPEAs (2009) (see APPENDIX (17))  

   APPENDIX (17) shows the distribution of international preliminary 

examination reports (IPERs) issued by all IPEAs in 2009. 
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3. Procedure for Filing a Demand for International Preliminary Examination (IPE) 

 

  (1) Demand for IPE (PCT/IPEA/401) 

   (a) The applicant must indicate one or more than one Contracting State or 

States (Elected States) in which the applicant intends to use the results of the 

international preliminary examination (IPE). 

  － The elected State or States shall be elected among the designated State(s).     

     (However, from January 1, 2004, the filing of a demand for the international 

preliminary examination constitutes the election of all Contracting States which are 

designated and are bound by Chapter II.) 

   (b) The demand for IPE shall be filed with a competent International 

Preliminary Examining Authority (IPEA). 

   <Competent International Preliminary Examining Authority> 

・Filing International Application in Japanese: Japan Patent Office (IPEA/JP) 

・ Filing International Application in English: European Patent Office 

(IPEA/EP) or Japan Patent Office (IPEA/JP) 

   (c) Payment of Fees 

      The applicant shall pay two kinds of fees: 

・Handling Fee 

・Preliminary Examination Fee 

 

  (2) Procedure at the International Preliminary Examining Authority (IPEA) 

(a) When the demand is filed, the IPEA checks whether it complies with the 

formal requirements (Rule 60). 

    － If the demand does not comply with the requirements, the IPEA invites the 

applicant to correct the defects within a time limit. 

    － If the applicant complies with the invitation within the time limit, the 

demand is considered as if it had been received on the actual filing date, provided 

that the demand as submitted identifies the international application. 

－ Otherwise, the demand is considered as if it had been received on the date 

on which the International Preliminary Examining Authority received the 

correction. 

   － If the applicant does not comply with the invitation within the time limit, the 

demand is considered as if it had not been submitted. 
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(b) Notification of the Demand and Elections (Rule 61) 

Applicant   Demand       IPEA           IB    (Notification     Elected 

         (PCT/IPEA/401)                          of Election)     Office (EO) 

                           (Notification of Receipt) 

                                                                  Applicant 

                                         Applicant 

 

(c) Demand for the IPE (Form PCT/IPEA/401) 

       (see APPENDIX (18)) 

 

4. PCT Article 34 Amendment 

 

  (1) What is the PCT Article 34 Amendment? (PCT Article 34(2)(b)) 

     － The applicant shall have the right to amend the claims, the description and 

the drawings, when the applicant files a demand for the international preliminary 

examination. 

     － The Article 34 Amendments is effected only in the Elected State(s). 

 

  (2) Requirements for the PCT Article 34 Amendments 

  ① Subject to be Amended: Claims, Description and Drawings (PCT Article 

34(2)(b)) 

     －  However, the amendment shall not go beyond the disclosure in the 

international application as filed. 

② Opportunity of Amendment: There is no limit of the number of times an 

Article 34 Amendment can be filed. 

③ Time Limit for Filing the Amendment: From the time of filing the demand 

until the international preliminary examination report is established (Rule 66.1(b)). 

     － However, the applicant is recommended to submit the amendment at the 

following timing: 

・At the same time as filing a demand for the international preliminary 

examination (IPE) 

・During the time period for filing a written reply to the written opinion by the 

Examiner of the IPEA 

・When the Examiner of the IPEA gives an opportunity for amendment in 

response to a request from the applicant 

④ Where to file the Amendment: At a competent International Preliminary 

Examining Authority (IPEA) 

・Filing international application in Japanese: Japan Patent Office (IPEA/JP) 



 - 37 - 

・ Filing international application in English: European Patent Office 

(IPEA/EP) or Japan Patent Office (IPEA/JP) 

<Note> The Article 19 Amendment shall be filed with the International Bureau of 

the WIPO. 

 

5. International Preliminary Examination (IPE)  

 

 (1) Contents of the International Preliminary Examination 

－ There is little difference between the preliminary examination and the 

normal examination. 

    － Criteria of international preliminary examination 

       ・Novelty (PCT Article 33(2), Rule 64) 

       ・Inventive step (PCT Article 33(3), Rule 65) 

       ・Industrial applicability (PCT Article 33(4)) 

－ The IPE also reveals other defects, such as 

   ・An amendment that goes beyond the disclosure in the international 

application as filed (Rule 66.2(a)(iv)) 

   ・Insufficient disclosure of the invention (Rule 66.2(a)(v)) 

   ・Lack of unity of invention (PCT Article 34(3)(a))) 

 

 (2) Written Opinion of the International Preliminary Examining Authority  

    (WO/IPEA) (see APPENDIX (19)) 

 

   (a) The International Preliminary Examination Authority must notify the 

applicant at least one time in writing (WO/IPEA) in the following conditions (PCT 

Article 34(2)(c), Rule 66.2): 

   ・If the invention does not satisfy the criteria of novelty, inventive step and 

industrial applicability 

   ・If the international application does not comply with the requirements of 

the PCT Treaty and Regulations in so far as checked by that Authority 

   (b) In response to the WO/IPEA, the applicant may: 

   ・Amend the international application (Article 34 Amendment) 

   ・Submit a written reply to the written opinion if the applicant disagrees with 

the opinion 

   ・Submit a written reply together with the Amendment 

   (c) Number of times the WO/IPEA can be issued 

   ・If the International Preliminary Examining Authority wishes to issue one or 

more additional written opinions, it may do so at any time during the period of the 
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international preliminary examination. 

－ The International Preliminary Examining Authority may, if it wishes, 

or on the request of the applicant, give him one or more additional 

opportunities to submit amendments or arguments (Rule 66.4). 

   (d) Informal Communications with the Applicant (Rule 66.6) 

      The IPEA may, at any time, communicate informally, over the telephone, in 

writing, or through personal interviews, with the applicant.     

   The IPEA shall, at its discretion, decide whether it wishes to grant more than 

one personal interview if so requested by the applicant, or whether it wishes to 

reply to any informal written communication from the applicant.  

   <Note> Amendments and arguments need not be taken into account by the 

IPEA, if they are received after it has begun to draw up the WO/IPEA or IPER (Rule 

66.4bis). 

 

(3) Relationship between the written opinion of the IPEA (WO/IPEA) and the 

written opinion of the ISA (WO/ISA) 

     When the applicant files a demand for the international preliminary 

examination, the written opinion established by the International Searching 

Authority (WO/ISA) is considered to be a first written opinion of the International 

Preliminary Examining Authority (WO/IPEA) (Rule 66.1bis(a)). 

     Therefore, the applicant may submit a written reply and file an amendment in 

response to the WO/ISA, at the time of filing the demand.  

    <Note> If the applicant does not file a response to the WO/ISA, and the WO/ISA 

contains negative opinion, the IPEA will establish an international preliminary 

examination report which contains negative opinion same as the WO/ISA, since 

WO/ISA is considered to be a first written opinion of the International Preliminary 

Examining Authority (WO/IPEA).    

 

6. International Preliminary Examination Report (IPER) 

 

(1) International Preliminary Examination Report (IPER) 

   (a) Time Limit: The IPER must be drawn up before the expiration of 28 months 

from the priority date, or the expiration of 6 months from a beginning of the 

international preliminary examination, whichever time limit expires later. 

   (b) Contents and Character of the IPER 

     ・The IPER shall contain a statement, in relation to each claim, on whether the 

claimed invention satisfies three criteria, that is, ① Novelty, ② Inventive step, 

and ③ Industrial applicability. 
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  ・No statement shall be made on the question whether the invention shall be 

patentable under the national law of any elected State. 

  ・A statement of the IPER is non-binding in the national phase. 

   (c) Annexes to the IPER (Rule 70.16) 

  ・If the report is based on the international application in an amended form, all 

of the replacement sheets including the amendments shall be annexed to the IPER. 

  ・The sheets which had been replaced are not be annexed to the IPER. 

 

  (2) Transmittal of International Preliminary Examination Report (IPER) (PCT 

Article 36, Rule 72.2) 

     The international preliminary examination report established by the IPEA 

shall be titled:  

  International Preliminary Report on Patentability 

   (Chapter II of the Patent Cooperation Treaty)” (Abbr.: “IPRP (Chapter II)”) 

and is transmitted to the applicant and to the International Bureau(IB). 

    The International Bureau (IB) transmits the “IPRP (Chapter II)” to each 

elected Office which had made a request, after the expiration of 30 months from the 

priority date. 

 

IPEA     (IPER)       International Bureau      (IPER)         Elected Office 

                       (Preparing             (English            (EO) 

                  English Translation)       Translation) 

                                         (English Translation)     Applicant 

 

                                               (IPER) 

 

(3) Differences between the International Preliminary Examination Report 

(IPER) and the Written opinion of the International Searching Authority (WO/ISA) 

      Regarding the IPER, the International Preliminary Examination Authority 

(IPEA) gives the applicant opportunities to amend the claims, the description, and 

drawings, and to argue against the opinion of the IPEA during the international 

preliminary examination; and it establishes the IPER in consideration of the above 

amendments and arguments.  

    On the other hand, the International Searching Authority establishes the 

written opinion (WO/ISA) based on the claims, the description and the drawings of 

the international application as filed without giving any opportunity for the 

applicant to make amendments and arguments. 
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(4) International Preliminary Report on Patentability (Chapter II of the Patent 

Cooperation Treaty) 

     (see APPENDIX (20)) 
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〔Part V〕 Entry into the National Phase 

 

1. Entry into the National Phase 

 

   Where an applicant wishes to obtain a patent with the international application 

in the designated States the applicant concerns, the applicant must make necessary 

procedures at the designated Office of that States in order to fulfill the 

requirements for the entry into the national phase. 

    

“(A) Entry into National Phase at Designated Office” in the following page 

indicates procedures at the designated Offices. Documents indicated at the upper 

half are transmitted from the International Bureau (IB) to the designated Offices, 

and procedure indicated at the lower half should be carried out by the applicant. 

    

“(B) Entry into National Phase at Elected Office” in the following page indicates 

procedures at the elected Offices. Documents indicated at the upper half are 

transmitted from the International Bureau (IB) to the elected Offices, and 

procedure indicated at the lower half should be carried out by the applicant    

 

2. Time Limits for Entering National Phase (see APPENDIX (21)) 

 

   The time limits for entering a national/regional phase at a designated Office and 

elected Office of each state are shown in APPENDIX (21). The time limit for 

entering a national/regional phase shall be at the expiration of 30 months from the 

priority date or later, regardless of the filing a demand for the international 

preliminary examination. 

   Note that, in some Contracting States (Luxembourg, Tanzania, Uganda), the 

time limits for entering a national phase shall be at the expiration of 20 months or 

21 months from the priority date, if the applicant does not file a demand for the 

international preliminary examination before the expiration of 19 months from the 

priority date. 
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 (A) Entry into National Phase at Designated Office (PCT Article 22(1)) 

 

 (In principle, the time limit for entering the national phase shall be before the 

expiration of 30 months from the priority date.) 
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 (B) Entry into National Phase at Elected Office (PCT Article 39(1)) 

 

 (In principle, the time limit for entering the national phase shall be before the 

expiration of 30 months from the priority date.) 
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3. Substantive Examination at the Designated (Elected) Sates 

 

   After the entry into the international phase, the national or regional patent 

Offices concerned begin the substantive examination. 

The Examiner at the designated Office carries out the substantive examination 

referring to the “International Search Report” (ISR) and the “International 

Preliminary Report on Patentability (Chapter I of the Patent Cooperation Treaty)”, 

and “Article 19 Amendment” and “Informal Comments”, if any.   

The Examiner at the elected Office carries out the substantive examination 

referring to the “International Search Report” (ISR) and the “International 

Preliminary Report on Patentability (Chapter Ⅱ of the Patent Cooperation Treaty)”  

(IPER), and “Amendments” attached to the IPER, if any.   

 

<Amendment at the Designated Office> 

   The applicant has the opportunity to amend the claims, the description, and the 

drawings, at the designated (elected) Office within prescribed time limit. No 

designated (elected) Office shall grant or refuse the grant of a patent, before such 

time limit has expired except with the express consent of the applicant (Article 28 

(1), Rule 52.1, Article 41(1), Rule 78.1).  
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