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Greetings

I am pleased to announce that the Japan Patent
Office (JPO) will host the “Symposium on Patent
Litigation in Europe and Japan.” The symposium is
the part of a series of patent law symposia that
have been organized by the German-Japanese
Association of Jurists (DJJV) in Germany and
Japan by turns once every two years. This time the
symposium will cover not only issues in Germany
and Japan, but also Europe wide issues in the field

of patent litigation.

Since globalization of corporate activities has been
rapidly progressed not only in Japan but also in
Europe and the United States, the importance of
improving an environment that can quickly protect
technologies, designs, and brands as intellectual
property has been increased in countries and
regions all over the world. In this context, aiming
for establishing the world’s best intellectual
the JPO has

initiatives to support acquisition and utilization of

property system, been taking

intellectual property rights on a global scale such as
the “Patent (PPH),”

publication and promotion of utilization regarding

Prosecution  Highway
patent examination results, and cooperation for
harmonization of intellectual property systems and

operations worldwide.

In accordance with such international trend, it has
become all the more important to address issues on
dispute settlement regarding intellectual property
from global perspectives. From the patent
administration point of view, the JPO has been
making efforts to deepen mutual understanding of
respective legal systems in foreign countries
through exchange of administrative judges, etc.
This symposium is aimed to deepen international
discussions on dispute settlement regarding
intellectual property, by inviting the DJJV, legal
professionals and experienced patent practitioners

from Europe and Japan.

Program of the symposium will cover a wide range
of topics such as keynote speeches by courts and
patent offices of Japan and Europe, mock trials
concerning the Unified Patent Court performed by
experienced patent practitioners from Europe, and
panel discussions among experienced patent
practitioners from Europe and Japan about patent
infringement lawsuits and validity of patents. I am
confident that this symposium will be a very

interesting and exciting opportunity for all of you.

We look forward to welcoming a lot of participants

to the symposium.

Yoshinori Komiya

Commissioner, Japan Patent Office



I am honored by the opportunity to give some
remarks for the introduction of our symposium on
behalf of the German dJapanese Association of
Jurists (DJJV).

The globalized economy and the narrow ties
between Japan and Germany make it as well
usefull as fruitfull to exchange informations and
opinions about all fields of law and economy. And
everybody knows that one of the most important
fields is the Intellectual Property Law. This is why
the DJJV already in 2009 organized our first Patent
Law Symposium in Munich, the capital not only of
Bavaria but of Patent Law in Germany too. In 2012
we had the honor to be one of the supporting
organizations at the IP Symposium in Tokyo and in
2014 again in Munich we organized the third
Symposium. So I may say that with this fourth
symposium on Patent Litigation in Europe and
Japan on Nov. 18th we now founded a wonderful

and hopefully long lasting tradition.

Just in these days Patent Law is in the focus of
German politics when discussing in the Cabinet as
well as in the Parliament (on June 23rd) the
Convention on a Unified Patent Court from
February 19th, 2013 to establish a Unified Patent
Court system for in principle all EU Member States,
which has chambers of first instance in the Member
States and a Court of Appeal in Luxembourg. The
court shall adjudicate on existing European patents
and the new Unitary Patent. In Germany, as a
major patent country, will be provided four local
chambers - Dusseldorf, Hamburg, Mannheim,
Munich - and a branch of the Central Division -
Munich. Unfortunately, the British People on the
same day of June 23rd decided to leave the EU so
that the realization of this Unified Patent Court

may need some more time to start.

Please allow me some words regarding the German

Japanese Association of Jurists.

The Association was founded in 1988 in Hamburg
and has now around 700 members, mostly from
Germany and Japan, but also from various other
countries as well. Prominent examples are the USA

and Australia but even Brasilia is present.

The Association is committed to strengthen the
cooperation between German and Japanese jurists
of all occupations and to deepen the mutual
understanding of their respective legal systems. We
are hoping to change the former one-way-street in
comparison of law from Germany to Japan to a wide
“Autobahn” that is also supplying information
about Japanese Law to interested German and
So this

conference, with its focus on Patent Litigation in

other European and Western jurists.

Japan and Europe, fulfills in the best possible way

the aim that the German-Japanese Jurist

Association wants to achieve.

Dr. Jan Grotheer

President of German-Japanese Jurist-Association
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Program

10:00

10:05-10:20
10:05-10:15
10:15-10:20

10:20-12:30

10:20-10:45

Opening

Greetings

Mr. Yoshinori Komiya, Commissioner, Japan Patent Office

Dr. Jan Grotheer, President, German-Japanese Jurist-Association

PartI Keynote Speech

Speech 1: Infringement and Validity in Japan - Looking into Future

Mr. Ryuichi Shitara, Chief Judge,

10:45-11:10

11:10-11:30

11:30-11:50

11:50-12:10

12:10-12:30

12:30-14:00

Intellectual Property High Court

Speech 2: Bifurcation System and its Future
Prof. Dr. Peter Meier-Beck, Presiding Judge,

German Federal Court of Justice

Speech 3: Trials for Patent Invalidation in Japan
Mr. Kunihiko Shimano, Director-General of Trial and Appeal Department,
Japan Patent Office

Speech 4: Nullity Proceedings in Germany
Ms. Beate Schmidt, President,
German Federal Patent Court

Speech 5: European Patent with Unitary Effect
Mr. Hubert Fuchs, Director, European Patent Office

Q&A
Moderator: Ms. Shimako Kato, Patent Attorney,

Abe, Ikubo & Katayama

Lunch Break



14:00-15:30 PartII UPC Mock Trial

Topic: UPC and Patent Invalidity Defense
Moderator: Mr. Ryoichi Mimura, Attorney-at-law,
Nagashima Ohno & Tsunematsu
(Former Judge of the IP High Court)
Commentator: Mr. Tamotsu Shoji, Presiding Judge, Tokyo District Court
Panel: Dr. Klaus Grabinski, Judge,
German Federal Court of Justice
Dr. Thorsten Bausch, Patent Attorney, Hoffmann Eitle
Dr. Clemens Tobias Steins (guest appearance),
Attorney-at-law, Hoffmann Eitle
Mr. Michele Baccelli (guest appearance),
Patent Attorney, Hoffmann Eitle
Parties: Dr. Christof Karl, Attorney-at-law, Bardehle Pagenberg
Dr. Christian Lederer, Attorney-at-law, Taylor Wessing
Dr. Dirk SchiiBBler-Langeheine, Attorney-at-law,
Hoffmann Eitle
Dr. Andreas Stefferl, Patent Attorney, Hoffmann Eitle

15:30-16:00 Coffee Break
16:00-18:00 PartIII Panel Discussion

16:00-17:00 Topic 1: Patent Infringement Litigation
—Latest Grand Panel Case of IP High Court
on Doctrine of Equivalents —
Moderator: Mr. Eiji Katayama, Attorney-at-law,
Abe, Ikubo & Katayama
Presenter: Mr. Ryuichi Shitara, Chief Judge, IP High Court
Panelist: Dr. Klaus Grabinski, Judge,
German Federal Court of Justice
Mr. Yasuhito Okinaka,
Presiding Judge at Tokyo District Court
Prof. Dr. Ryu Takabayashi, Waseda University
Dr. Dirk Schiissler-Langeheine, Attorney-at-law,
Hoffmann Eitle

10



17:00-18:00 Topic 2:

18:00

Moderator:

Presenter:

Panelist:

Case Study on Validity Issues
-From “Case Study by Trial and Appeal Experts”-
Dr. Shoichi Okuyama, Patent Attorney,
Okuyama & Sasajima
Mr. Akio Senju, Chief Administrative Judge,
Japan Patent Office
Mr. Misao Shimizu, Presiding Judge, IP High Court
Mr. Akira Tanji, Executive Chief Administrative Judge,
Japan Patent Office
Mr. Kenichi Nagasawa, Group Executive, Canon Inc.
Dr. Thorsten Bausch, Patent Attorney, Hoffmann Eitle

Closing Remarks
Mr. Akira Tanji, Executive Chief Administrative Judge,

Japan Patent Office

s¢Simultaneous translation between Japanese and English is provided

11
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1984 -

1989 -

1990 -

1991 -

1993 -

1996 -

1997 -
1998 -
2001 -
2001 -
2004 -

2005 -
2006 -

2008 -

2010 -

2011 -

2012 -

2014 -

2016 -

2016 -

Graduated Faculty of Economics, University of Tokyo

and joined Ministry of International Trade and

Industry: MITI (present Ministry of Economy, Trade

and Industry: METI).

North East Asia-U.S. Forum, Stanford University

Assistant Director, GATT Office, International

Economic Affairs Division, International Economic

Affairs Department, Trade Policy Bureau

on loan to Nagasaki prefecture, Corporate Development
Director of Economic Department

Deputy Director, Textile and Apparel Products

Division, Consumer Goods Industries Bureau, MITI

Deputy Director, Industrial Location Policy Division,

Environmental Protection and Industrial Location

Policy Bureau

Deputy Director, General Administration Division,

Basic Industries Bureau

First Secretary, Embassy of Japan in Korea

Councilor, Embassy of Japan in Korea

Director, Intellectual Property Policy Office, Economic

and Industrial Policy Bureau, METI

Director, Industrial Machinery Division,
Manufacturing Industries Bureau

Executive Secretary to the Minister

Director, Industrial Finance Division, Economic and

Industrial Policy Bureau

Counsellor, Cabinet Secretariat (Office for Assistant

Chief Cabinet Secretary)

Director, General Policy Division, Agency for Natural

Resources and Energy

Deputy Director-General, Economic and Industrial
Policy Bureau

Co-COO Corporate Planning, Innovation Network

Corporation of Japan

Director General, Office of National Space Policy,

Cabinet Office

Director General, National Space Policy Secretariat,

Cabinet Office

Commissioner, Japan Patent Office

Jan Grotheer

President of German-Japanese Jurist-Association

07.11.1945 Born in Hannover

1965 - 1969  Academic studies (Law and Economics)
Hamburg

1970 - 1974  Academic research assistent professor (civil
and labour law)

1974 - 1975 Attorney-at-law, Scherzberg & Undritz,
presently, White & Case, Feddersen law firm

1975 Judge at Local Court in Hamburg

1978 - 1980 Press Secretary to Minister of Justice in
Hamburg

1980 - 1982  Assistant to the President of Amtsgericht
Hamburg, administrative duties

1982 Judge at Tax High Court Hamburg

1997 - 2010  President Tax High Court Hamburg

1992 - 2005 Member of the Board of German Judges
Association

1992 - 2005 German delegate to IAJ (International
Association of Judges)

1995 - President of German-Japanese
Jurist-Association

1997 - President of German-Taiwanese Jurist

Association
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Peter Meier-Beck
Judge at the German Federal Supreme Court
(Bundesgerichtshof)
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He is a German national, born in 1955, who received his law
education at the Universities of Bonn and Freiburg, taking
law degrees in 1980, and in 1984 a doctorate in law from the
University of Freiburg. He practised as an attorney-at-law in
1984. After stages as a judge at the Dusseldorf Landgericht
(Regional Court) and Oberlandesgericht (Higher Regional
Court) from 1985 to 1993 he assumed the position of the
Presiding Judge of Dusseldorf Regional Court's 4th Civil
Chamber which acted as North-Rhine Westphalia Patent
Litigation State Court. In 2000 he was appointed Federal
Judge and member of the Bundesgerichtshof where, again,
he deals with patent and competition (anti-trust) cases.
While remaining a member of the competition law division
he serves as the Presiding Judge of the 10th Civil Senate
(Patent Division) since November 2010.

Dr Meier-Beck has been teaching intellectual property law
and especially patent law for many years. Since February
2005 he holds an Honorary Professorship at the University
of Dusseldorf.

Klaus Grabinski
Judge of the Federal Court of Justice (Bundesgerichtshof)

Dr Klaus Grabinski was appointed as judge in the Federal
Court of Justice (Bundesgerichtshof) in 2009. At the Federal
Court of Justice he is allocated to the 10th Civil Division (X.
Zivilsenat), which has inter alia jurisdiction in patent
dispute matters. Before, he was Presiding Judge at the
District Court in Dusseldorf in one of the two Patent
Litigation Divisions (2001-2009), Judge at the Court of
Appeal in Dusseldorf (2000-2001), Legal Researcher at the
Federal Court of Justice (1997-2000) and Judge at the
District Court in Dusseldorf (1992-1997).

Dr Grabinski studied law at the Universities of Trier,
Geneva and Cologne. He is co-author of a commentary on the
European Patent Convention (Benkard, Europaisches
Patentubereinkommen, 2nd edition) and a commentary on
the German Patent Act (Benkard, Patentgesetz, 11th
edition) and author of numerous articles concerning Patent
Law, Civil Procedure and International Private Law.

Dr Grabinski is member of the Expert Panel advising the
UPC Preparatory Committee. He was member of the
Drafting Committee on UPC Rules of Procedure. He is a
frequent speaker on patent law at national and international
conferences.
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Beate Schmidt
Chief Judge of the Federal Patent Court
(Bundespatentgericht)

1979 Graduated from the Wurzburg Maximilian
University, Faculty of Law

Passed final (2nd) State Examination

Took office as Judge first at Aschaffenburg District
Court (criminal law), later civil law, followed by a
term as prosecutor

Seconded to the Federal Ministry of Justice, holding
several posts including desk officer Copyright Law
and Assistant to the Secretary of State from 1991 to
1994

Appointed as Judge at the Federal Patent Court
(member of a trade mark board)

Appointed as Head of Human Resource Department,
German Patent and Trademark Office

Appointed Director of Trademark Department of
German Patent and Trademark Office

Took office at the OHIM, Alicante, Spain, now
EUIPO, first as director of Trademark Department,
later as director of Cancellation and Litigation
Department

Appointed as Chief Judge of the Federal Patent
Court, Presiding Judge of 1. Nullity Board

1982
1982

1986
1994
1997

2001

2006

2011

Ryuichi Shitara
Chief Judge of the Intellectual Property High Court
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1975 Graduated from the University of Tokyo Faculty of
Law
Took office as Associate Judge at the Tokyo District
Court (Intellectual Property Division). After
consecutively holding various posts such as Judge at
the Tokyo District Court (Intellectual ~Property
Division), Judge at the Osaka District Court, Judge
at the Tokyo District Court (Intellectual Property
Division), and Judge at the Saitama District Court,
Took office as Judge at the Tokyo High Court
(Intellectual Property Division)
as Chief Judge of the Tokyo District Court
(Intellectual Property Division)
as Judge of the Tokyo High Court 2009: as Chief
Justice of the Niigata District Court
as Presiding Judge of the Tokyo High Court
as Presiding Judge of the Intellectual Property High
Court
From June 2014 to the present: as Chief Judge of the

Intellectual

Property High Court
Wrote many books on lawsuits of intellectual property.

1979:

2001:
2005:
2008:

2011:
2013:

Misao Shimizu
Judge of the Intellectual Property High Court

Mr. Shimizu is a graduate of Faculty of Law at the
University of Tokyo (class of 1977). He was appointed as
Assistant Judge of the Yokohama District Court in 1979.
Subsequently he became Judge of the Tokyo Family Court
and Administrative Judge of the National Tax Tribunal in
Tokyo before he assumed the position of Judge of the Tokyo
High Court (Intellectual Property Department) in 1996.
Then he took the positions of Presiding Judge of the Naha
District Court and dJudge of the Tokyo High Court
(Intellectual Property Department) before he was appointed
as the Presiding dJudge of the Tokyo District Court
(Intellectual Property Department) in 2004. Following that,
he became Judge of the Intellectual Property High Court
and Chief of the Tokushima District Family Court. He has
been Presiding Judge of the Intellectual Property High
Court since 2013.

He has numerous publications on intellectual property
litigations in Japan besides speaking about the subject at
conferences at home and abroad.
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Tamotsu Shoji
Judge of Tokyo District Court

Mr. Shoji graduated from the School of Law at Meiji
University in 1983. He was appointed Assistant Judge of the
Tokyo District Court in 1989. He was subsequently
appointed Assistant Judge of the Gifu District Court in 1991,
Assistant Judge of the Kitami Branch of the Kushiro District
Court in 1994, Assistant Judge of the Tokyo Family Court in
1996, Judge of the Okinawa Branch of the Naha District
Court in 1999, dJudge of the Tokyo District Court
(Intellectual Property Division) in 2002, Presiding Judge of
the Hakodate District Court in 2006, Judge of the
Intellectual Property High Court in 2009, and Presiding
Judge of the Tokyo District Court (Intellectual Property
Division) in 2012, before taking up his present post.

Yasuhito Okinaka
Presiding Judge of Tokyo District Court

January 2015- Present A Presiding Judge of Tokyo District
Court, Civil Division
(Hearing intellectual property cases)
April 2012- December 2014 Yokohama District Court, Civil
Division
Ministry of Justice
Nagoya High Court, Civil Division
Intellectual Property High Court
(Hearing intellectual property
cases)
Naha District Court, Civil
Division
Tokyo District Court, Civil
Division
(April 1997- March 2001 Hearing intellectual property cases)
April 1994- March 1996 Kushiro District Court, Civil
Division
Tokyo District Court, Civil
Division
April 1992 Finished the Judicial Research and Training
Institute and appointed to be a Judge
March 1990 Graduated from the faculty of law at the
University of Tokyo

April 2009- March 2012
April 2006- March 2009
April 2003- March 2006

April 2001- March 2003

April 1996- March 2001

April 1992- March 1994
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Hubert Fuchs

Director, European Patent Office

Following completion of his Master degree of Engineering in
Mechanics and Electro-technology in France, Hubert Fuchs
started at the European Patent Office in Berlin where he
worked 17 years as Patent Examiner before being appointed
in 2002 to a line management function.

His current directorate covers technical areas in Medical
Technology, Applied Chemistry, Biotechnology and Physics
and the Patent Examiners in his directorate are dealing with
all aspects of the Patent Procedure (search, substantive
examination, limitation, revocation and oppositions).
Besides his operational line management activities, he was
over the last years also in charge of different horizontal
functions like Human Resources, Quality and Patent
Procedures and he is since 2012 Deputy Site Manager of the
Berlin Sub-Office.

Hubert Fuchs took also part as trainer and lecturer in
different training activities in the framework of the so-called
Regional Industrial Property Programme (RIPP) and of
some international cooperation programmes organised by
the European Patent Office with other national patent
offices.

Kunihiko Shimano
Director-General of the Trial and Appeal Department, Japan
Patent Office

KUNIHIKO SHIMANO was appointed Director General of
the Trial and Appeal Department in July 2015. Prior to
assuming this current position, he served as Patent
Examiner in the Power-generation Control Division, in
charge of automatic controls; as Administrative Judge at the
Trial and Appeal Department, in charge of business
machinery; as Counselor of the Intellectual Property
Strategy Promotion Headquarters in the Cabinet
Secretariat; as Director of the Policy Planning and Research
Division of the Policy Planning and Coordination
Department; as Director of the Administrative Affairs
Division of the Patent Examination Department; and as
Director-General of the Patent Examination Department, in
change of electronic technology. He joined the Japan Patent
Office (JPO) in April 1985, after graduating with a master’s
degree from the Faculty of Science and Engineering of
Waseda University, Tokyo.
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Akira Tanji
Executive Chief Administrative Judge, Japan Patent Office

Education
-1983.03. Master of Engineering, Tohoku University

Career
W 1983.04. Japan Patent Office
= 1987.04. Examiner, Data Processing Division, JPO
1983.04. FEFFT AT 1994.02. Embassy of Japan in India, New Delhi
. st . 1997.04. Administrative Patent Judge, JPO
3 = 3 S g R g s
1987.04. AT ?'—& GERBIE R ‘ 2004.07. Director, Storage and File Management
1994.02. —%ERLE (EA v FRAEKRMEH, =2—F VU —) Sub-Division, JPO
1997.04. FHIE (GEHLE 1 2 M) 2007.08. Director, Information Storage Division, JPO
e e i 2008.07. Senior Director, Transmission Systems Division,
2004.07. LJEAERAE (FIFFEAHME  SoiEm JPO
2007.08. WAEIIE (GIFRAFHINE  HHiosE) 2010.10. Deputy Director(-General, Patent Exanr)lination
- i p st o — Department (Electronic Technology) , JPO
3 e B - 5
2008.07. LR#ER (FEFREHNE (Riko 27 5) 2011.10. Judicial Research Official, Supreme Court and
2010.10. EFEFAR (RrargAss ) Intellectual Property High Court
2011.10. HHIFFHEATE (e BT R OV i A E 1 55 S ) 2014.10. Director of thfs Board of Trial and Appeal (The 32nd
B o Board of Trial and Appeal) , JPO
2014.10. #ME GEEHEERE 3 2 #6) 2015.04. Executive Chief Administrative Judge, JPO
2015.04. HFHFHE
T= B Akio Senju
B Rl Chief Administrative Judge, Japan Patent Office
Fii
19884 ORI A AT 1988 Grafiuated from thfz University of Tokyo (Faculty of
. o ” . Agriculture), and joined the Japan Patent Office
19944 MWEAEAWITE R A P E CHEE R Afits 1994 Deputy Director, APEC Promotion Office,
200 14 SR A E e (BB AR E) International Trade Policy Bureau, Ministry of
. SN . X International Trade and Industry
- sk A — ] .
20064 RFRFHR A5 — M BT B AT 2001 Deputy Director, Technology Research Division, Policy
F) ~A4 7V v NHBBEFA Planning and Coordination Department (Deputy
o s N Director, Technology Trend Research Section)
D o 1] — — ’
? = /:AEAy b J d 2006 Associate Managing Examiner, Patent Examination
200 84 R A I LR AR Department (Mechanical Technology) / Leader, Hybrid
201 14 LA R f e B TR S Electric Vehicle Examination Project
. N R 2008 Managing Examiner, Patent Examination Department
0F) PEEREEHEEA M E R AR B RER (Mechanical Technology)
201 34 HEPSRA S TR R 2011 Professor, Graduate School of Law at Tohoku
20144~ THEEHE University / Committee Member, Intellectual
A
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Property Review Committee, Head Office for
Promotion of Enterprise partnerships

2013 Director, Patent Examination Department (Mechanical
Technology)

2014 Chief Administrative Judge,
Trial and Appeal Department Chief member in the
Field of Machinery, Case Study by Trial and
Appeal Experts FY2015,
Member, Patent Attorney Examination Committee
FY2016
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Ryu Takabayashi

Professor, Waseda University

Prof. Takabayashi graduated from the Waseda University
School of Law in 1976. He then became Assistant Judge of
the Tokyo District Court in 1978. Until his retirement and
return to the Waseda University School of Law as Associate
Professor in 1995, he held such responsibilities as Assistant
Judge of the Naha District Court, Assistant Judge of the
Tokyo District Court (Department of Intellectual Property),
Judge of the Matsuyama District Court, and dJudicial
Research Official in charge of matters related to intellectual
property at the Supreme Court of Japan in 1990. In 1996, he
was promoted to Professor. He has been engaged in the
education and study of intellectual property law ever since.
He is currently President of the Japan Association of
Industrial Property Law, Director of the Copyright Law
Association of Japan, and the Chairperson of the Patent
System Subcommittee under the Intellectual Property
Subcommittee, Industrial Structure Council. He is the
author of Patent Law from the Ground Up- 5th Edition
(Yuhikaku), Copyright Law from the Ground Up- 2nd
Edition (Yuhikaku), and Standard Civil Procedure for Those
Who Work with Intellectual Property (Japan Institute for
Promoting Invention and Innovation). He has also written a
number of research papers on intellectual property law.

Kenichi Nagasawa
Managing Executive Officer, Group Executive Corporate
Intellectual Property and Legal Headquarters Canon Inc.

Kenichi Nagasawa was appointed to the Head of the
Intellectual Property and Legal Headquarters, Canon Inc. in
April 2010.

After graduating from the Department of Engineering of
Doshisya University, Mr. Nagasawa joined Canon Inc. in
1981 and he has been engaged in Intellectual Property
Division since then.

After many experience in patent prosecution, Mr. Nagasawa
was loan to Canon Europe Ltd. from 2001 to 2006 as a Head
of Intellectual Property Group. During his stay in Europe, he
established TP management system for Canon’s affiliates in
Europe, Russia, Africa and the Middle East. Having served
as Senior General Manager of Intellectual Property
Technology Center for 2 years from 2006, Mr. Nagasawa was
transferred to Canon U.S.A. Inc. as a Head of Intellectual
Property Division from 2008 to February 2010. After
returning, Mr. Nagasawa served as the Director, Member of
the Board, and in March 2016, Mr. Nagasawa became a
Managing Executive Officer of Canon Inc.
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Christof Karl

Partner, Bardehle Pagenberg

Dr. Christof Karl specializes in litigation and prosecution of
patents, in particular in the technical fields of computer
hardware, software and telecommunications. He also
advises on issues of licensing, employee invention law, and
copyright law.

Mr. Karl represents clients in patent infringement
proceedings before the German District Courts and the
Courts of Appeal, and in patent invalidity proceedings before
the European Patent Office, the German Patent and Trade
Mark Office, the German Federal Patent Court, and the
German Federal Court of Justice. In his patent prosecution
practice, one of his focus areas is the patentability of
software and other computer-implemented inventions. His
clients include leading U.S. companies in the areas of
computers, computer networks, telecommunications and
financial services, a major Japanese computer game
manufacturer, as well as smaller and medium-sized German
and international companies.

His qualifications as Attorney-at-Law admitted to practice
in Germany and in New York, computer scientist, and
German and European Patent Attorney enable him to
handle both the legal and technical aspects of a case. He
teaches patent law at the Munich Intellectual Property Law
Center (MIPLC) and at the Universite de Liege (Belgium).

Christian Lederer
Partner, Taylor Wessing

Christian Lederer is head of Taylor Wessing’s German
Patents group and located in the Munich office of Taylor
Wessing.

He advises and represents national and international clients
in issues relating to patent law. He specializes notably in
patent litigation (patent infringement and patent invalidity
litigation), including the management and coordination of
international, multi-jurisdictional litigation.

Christian Lederer represents his clients in all relevant
German patent courts (district courts, courts of appeal,
Federal Patent Court, Federal Supreme Court). He is
specifically well familiar with Japanese clients and has a
good understanding of Japanese patent law. In 1996 he
started in a Munich law firm and became their IP practice
group coordinator. He joined Taylor Wessing as a partner in
August 2003.

Christian Lederer passed his first and second legal state
exams in Munich in 1992 and 1996. He was awarded his
doctor of laws in 1994.

He is a member of the German Association on Industrial
Property and Copyright (GRUR) and the Association
Internationale pour la Protection de la Propriete Industrielle
(AIPPI). He is furthermore member of the German-Japanese
Association of Jurists (DJJV) where he holds the position of
spokesman for the state of Bavaria as well as member of the
German-Japanese Society (DJG).
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Dirk SchiiBler-Langeheine

Partner, Hoffmann Eitle

Dirk SchiiBler-Langeheine is a German Rechtsanwalt
(attorney-at-law) and heads the patent litigation and
licensing department of the European IP law firm Hoffmann
Eitle. He studied law, politics and Japanese language and
culture at Bonn University (Germany) and has a Ph.D. in
law. He wrote his doctoral thesis on actions for damages in
Japan. He studied in Japan for two years, one year thereof
as research student at the law faculty of Kobe University as
scholar of the Japan Foundation. After having worked his
first years as an attorney-at-law at the Japan Desk of a
general law firm in Dusseldorf, he joined Hoffmann Eitle in
2004.

Dr. SchufBller-Langeheine’s main fields of expertise are
patent litigation and licensing law. He is a patent litigator in
Germany, and he  organizes and  co-ordinates
multi-jurisdictional patent disputes in Europe. He has
special expertise in counseling Japanese enterprises on
German and European law (in the Japanese language) and
European enterprises on Japanese law. He is Co-editor of
the compendium "Patent Practice in Japan and
Europe. Liber amicorum for Guntram Rahn" and author of
several publications on German, European and Japanese
patent and licensing law.

Ryoichi Mimura

Partner, Nagashima Ohno & Tsunematsu

1977: The University of Tokyo (I.L.B)

1979-2009: Judge (Judicial Research Official of the Supreme
Court (IP & Civil Matters), Presiding Judge of the Tokyo
District Court (IP Division), Judge of the Intellectual
Property High Court, etc)

2009-present: Partner, Nagashima Ohno & Tsunematsu

Mr. Mimura has a strong expertise, particularly in handling
patent, copyright and trademark infringement litigation and
employee-invention compensation cases, based upon the
extensive knowledge and experience he acquired during his
30-year judgeship prior to joining the firm. He principally
advises clients regarding a wide variety of intellectual
property matters (patent, utility model, design right,
copyright, unfair competition prevention and trade secret
protection) including IP infringement litigation, invalidation
procedures, IP dispute counseling and license negotiations.
He has published numerous articles and frequently lectures
nationally and internationally on IP issues. Also, Mr.
Mimura is fluent in German and is knowledgeable about
German law related matters, as he engaged in two years of
judicial research at the University of Cologne, Germany,
during his judgeship.

Eiji Katayama
Managing Partner, Abe, Tkubo & Katayama

Eiji Katayama is an experienced counsel of patent litigation
in Japan. He received a Bachelor of Engineering from Kyoto
University in 1973 and a Bachelor of Law from Kobe
University in 1982. He joined Abe, Ikubo & Katayama in
Tokyo in 1984 and since 1991, he has been a partner. He was
admitted to practice in Japan in 1984 and in New York in
1989. He is a former chairman of IP Center of Japan Bar
Association and a former president of AIPPI Japan. He is a
professor of Munich IP Law Center. He is a co-author of
“Japanese Patent Litigation" West 2012.
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Thorsten Bausch

German and European Patent Attorney, Hoffmann Eitle

Dr. Thorsten Bausch is a German and European Patent
Attorney. He focuses on chemical and biotech patents, with a
particular emphasis on litigation (both cross-border and
national), oppositions, appeals and legal opinions. His main
technical expertise is in the areas of pharmaceuticals,
polymers and immunology.

Dr: Bausch has a Ph.D. degree in chemistry from the
Technical University of Munich. He has been with
Hoffmann Eitle since 1992, became a German Patent
Attorney in 1995 and a European Patent Attorney the
following year.

Dr. Bausch has been involved with many high-profile cases
before the EPO Boards of Appeal, including the Enlarged
Board of Appeal, the German Federal Patent Court, the
German Federal Court of dJustice, and the German
infringement courts. He has also represented a client before
the European Court of Justice in an SPC matter.

Dr Bausch is the editor of "Nichtigkeitsrechtsprechung in
Patentsachen", a collection of decisions in patent nullity
matters from the German Federal Patent Court and the
Federal Court of Justice. He has published many articles on
German and European patent law in renowned journals,
including the Japanese journal "Patents & Licensing". In
addition Dr Bausch is a frequent speaker at national and
international conferences.

Andreas Stefferl

German and European Patent Attorney, Hoffmann Eitle

Dr. Andreas Stefferl is a registered European representative
and German Patent Attorney, and is one of the partners in
the biotechnology practice group of the Munich based IP law
firm Hoffmann Eitle. He completed his basic technical
training in the field of biology at the Universities of Vienna,
Austria, and Manchester, UK. He has a PhD based on
experimental work in the field of neuroimmunology
performed at the Max Planck Institutes of Neurobiology and
Psychiatry in Munich, Germany. After further scientific
work as a postdoctoral fellow of the University of Vienna, he
gained industry experience as an analyst in a rating agency,
as well as an investment manager in a venture capital firm
focused on start up financing in the field of biotechnology,
before joining Hoffmann Eitle in the year 2003, to train as a
patent attorney. Dr. Andreas Stefferl’s main practice areas
cover all aspects of patent prosecution and contentious
patent work in the field of biotechnology. Dr. Stefferl also
provides respective general advice and opinion work,
including FTO and infringement opinions. He represents
clients in proceedings before the EPO, as well as in
infringement and validity proceedings before the national
German courts. Dr. Stefferl is a regular speaker at seminars
on patent law related issues.
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Shoichi Okuyama

Principal, Okuyama & Sasajima

Dr. Shoichi Okuyama has been Principal of Okuyama &
Sasajima since 2009. Prior to that, he had been Principal
Partner at Okuyama & Co. from 2001 to 2009. He graduated
from Waseda University, Tokyo, Japan, with a bachelor's
degree in electrical engineering with emphasis on
electronics, from Iowa State University with another
bachelor's degree in chemistry, and also from the University
of Chicago with a Ph. D. in physical chemistry. Registered as
Japanese patent attorney in 1990. Dr. Okuyama has
received a number of awards including an Award of Merit
from AIPPI in 2011, and a Distinguished Service Medal from
The Linn Inn Alliance of the American Inns of Court in 2013.
He was President of the Japan Patent Attorneys Association
from 2011 to 2013. He also serves as an expert member of
the Intellectual Property Strategy Headquarters organized
by the Prime Minister of Japan.

Shimako Kato
Partner, Abe, Tkubo and Katayama
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Ms. Kato is a partner of Abe, Ikubo and Katayama (Patent
attorney). She received a Bachelor of Engineering Degree
from Waseda University in 1988. She had a working
experience in the Japan Patent Office as a patent examiner
and a member of board of Appeal in the field of metal
processing and polymer processing (1988-2006). She won a
scholarship by the National Personnel Authority to
European Patent Office and German Patent Office (1998).
She seconded to the Tokyo District Court as a Judicial
Research Official (2002-2005). In the IP division at the
Tokyo District Court, she provided expert advices on
technicality of patent properties to judges when they make
judicial decisions of patent infringement cases in the
chemical field and of other intellectual property cases. In
2006, she registered as patent attorney and joined Abe
Ikubo, and Katayama. She has been mainly involved in
patent infringement cases and invalidation trials. She
learned German patent litigation practice under Judge
Thomas Kuhnen in the Higher Regional Court of Dusseldorf
(2013). She is a member of AIPPI, APAA, DJJV (German
Japanese Association of Jurists), VPP (Vereinigung von
Fachleuten des Gewerblichen Rechtsschutzes)
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Explanation of Proceedings before the Unified Patent Court

Overview over the Patent Infringement
Proceedings before the Unified Patent Court (UPC)

in 1st instance

I. General structure of the Patent

Infringement Proceedings before the UPC

The patent infringement proceedings before the
Court of First Instance are structured according to
the UPC Agreement and the Rules of Procedure

(ROP) into three stages:

e Written Procedure (12 et seq. ROP)

e Interim procedure (101 et seq. ROP)

e Oral procedure (111 et seq. ROP).

Recital 7 of the preamble of the ROP sets out that
the oral hearing of the patent infringement

proceedings in non-complex infringement cases

shall take place within one year.

1. Written Procedure

Under 12.1 ROP the Written procedure is divided
into four stages: (i) Statement of claim, (i)

Statement of defence, (iii) Reply to the Statement of

defence and (iv) Rejoinder to the reply.
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Please refer to the following graphics for an
overview of the patent infringement proceedings
before the UPC, in particular regarding the

timelines of the briefs to be lodged with the UPC in

the written procedure in 1st instance:

Interim and Oral Procedure

The Interim procedure intends to prepare the case
for the oral hearing. It is directed by the so-called
judge-rapporteur (101.1 and 101.2 ROP). The
Interim procedure shall be completed within three
months of the closure of the Written procedure

(101.3 ROP).

The Oral procedure follows the Interim procedure
and is directed by the presiding judge of the panel
of the UPC (112 ROP). If possible, the oral hearing
shall be completed within one day. Please refer to
information

the following overview for more

regarding the Interim and the Oral procedure.

In particular: Counterclaim for Revocation

to be included in the Statement of Defence

The defendant can challenge the validity of the
patent in suit in the infringement proceedings only
by way of a Counterclaim for revocation. The

Counterclaim for revocation is to be included in the



Statement of defence according to 25.1 ROP. If a
counterclaim for revocation has been lodged, the
panel of the Court has to render a decision after the
Written procedure according to 37.1 ROP and
Art. 33 para. 3 UPC Agreement, whether it wants
to decide the case also under the aspect of validity
of the patent in suit (so-called “principle of unity”)
or whether it wants to transfer the aspect of

validity of the patent in suit for decision to the

central division (so-called “bifurcation”) and
suspends or proceeds with the action for
infringement.

II. Competence of the UPC

The UPC has exclusive competence to hear all cases
related to the actual or threatened infringement of
Unitary  Patents and  European  Patents
(Art. 32 para 1 (a) UPC Agreement). Infringement
actions shall be brought either before (a) the local
division hosted by the Contracting Member State
where the actual or threatened infringement has
occurred or may occur, or the regional division in
which that Contracting Member State participates;
or (b) the local division hosted by the Contracting
Member State where the defendant has its

residence, or (principal) place of business (Art. 33

para 1 UPC Agreement).
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1. Territorial Effect of Decisions

Decisions of the UPC shall cover, in the case of a
European patent, the territory of those Contracting
Member States for which the European patent has

effect (Art. 34 UPC Agreement).

Iv. Transitional Period and Lis pendens issues

Actions for infringement or for revocation of a
European Patent that were filed before the
enactment of the UPC Agreement remain pending
at the respective national courts. Moreover, during
the Transitional Period according to Art. 83 para. 1
UPC, an action for infringement or for revocation of
a European patent! may still be brought before
national courts. Therefore, the claimant can chose
during the Transitional Period whether he wants to
bring the case before the UPC or before a national
court. The Transitional Period lasts for seven years
after the entry into force of the UPC Agreement and
may be extended for another seven years (Art. 83

para. 5 UPC Agreement).

Where an action before the UPC collides with an
earlier filed action before a national court, the UPC
must first determine whether it has international

jurisdiction. According to Art. 31 UPC Agreement,

' Please note: The Transitional Period does not apply

to Unitary Patents.



the international jurisdiction of the UPC shall be
established in accordance with Regulation (EU) No
1215/2012 (the “Brussel I Regulation” or, where
applicable, the Lugano Convention. Art. 29 of this
Regulation states that where proceedings involving
the same cause of action and between the same
parties are brought in the courts of different
Member States, any court other than the court first
seised shall of its own motion stay its proceedings
until such time as the jurisdiction of the court first
seised is established. When the jurisdiction of the
court first seised has been established, any court
other than the court first seised shall decline

jurisdiction in favour of that court.
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Explanation of Cases

UPC Mock Trial

“The PET Bottle Case”
Swisscom vs. M&B

* Modified and simplified case scenario,
based on aclual case

Background of the Case (l)

Swisscom‘s Position

« Swiss company Swisscom AG owns Europe patent

in force in all major EPC countries.

« Swisscom observes high sales of PET
Italian competitor M&B, particularly in Italy.

activities.

2]
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Background of the Case (ll)

M&B's Reaction

+ M&B feels threatened by Swisscom's letter.

* M&B believes that EP'630 is neither infringed nor valid
and that it would have good chances to prevail before
court.

« M&B informs Swisscom about its position accordingly.

+ M&B does not want to proactively litigate in multiple
countries, but decidesto start nullity action in Germany
against German part of EP'630to avoid disadvantages
under the German two-frack system.

=]

Procedure before the UPC (1)

Swisscom's Action beforethe UPC

« Swisscom wants to stop M&B's activities as effectively as
possible

« Asthe UPC Agreement has just come into force,
Swisscom considers starting an action before the UPC.

* Mo opt-out has been declared regarding EP'G30.

« Swisscom starts infringement action before the UPC's
Local Division (LD) in Dusseldorf to bring M&B under
pressure, requesting an injunction, rendering of
information and accounts and damages regarding M&B's
activities in the whole UPC territory.

-
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Procedure before the UPC (Il)

M&B‘s Counter-Action and Parties’ Claims

« M&B argues non-infringement in its statement of defense
and files a counterclaim for revocation against Swisscom.

* M&B claims lack of jurisdiction of the LD in Duesseldorf
because there are no sales in Germany so far; in addition,
sales in ltaly only do not justify UPC-wide remedies.

+ Swisscom defends against the counterclaim for revocation
and insists on infringement, at least on the basis of the
doctrine of equivalents.

« Swisscom claims lack of jurisdiction of the UPC for the
counterclaim for revocation due to the pending national
nullity action in Germany.

2|

Procedure before the UPC (lll)

Further Procedure before the UPC

* Local Division decides to hear infringement action and
revocation counter-action together, without referral to
the Central Division

« Technical Judge is appointed

+ Decision on procedural objections is deferred to the oral
proceedings and the final decision on the case

A
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The Patent In Suit (1)

Backgroundofthe EP‘630

+ PET bottles were known as good replacement for glass
due to lighter weight, decreased breakage, lower cost

« However, major deficiency of PET is high gas permeability

« Multilayer PET bottles having a low gas-permeable inner
layer were not successful due to haze formed by the
domains in the two-phase system

* PET bottles using a partially aromatic polyamide as low

gas permeable inner layer were lower in haze, but tended
to yellow

* Problem was to provide PET boftle with low gas
permeability, low haze and low yellowness

ol

The Claim & The Attacked Embodiment

Claim 1 of EP'630: M&B's PET bottles:

A composition for containers A composition for containers,

comprising: consisting of

1. Apolyester 1. Apolyester that also acts

2. Apartally aromatic as an ionic compatibilizer
polyamide 2. Apartally aromatic

3. Anionic compatibilizer polyamide, and

4. Acobalt salt 3. Acobalt salt

[0044] It has surpnisingly been found that the ionic
compatibilizer, in addition to improving gas barrier properties
and improving haze, in combination with a cobalt salt
significantly reduces the yellowness of the resin, preform and
container.

i
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M&B's Position (1)

Mo infringement of EP‘630, because...

EP'630 protects a composition containing at least four components
In contrast, M&B's composition consists only of three components

Surprisingly, it has been found that a separate compatibilizer can
be omitted If a specific type of polyester is used

Such specific polyester has not been disclosed in EP'630 and was
not known at the priority date

A separate compatibilizer was therefore a necessary requirement
at the priority date to avoid haze

M&B's technology therefore enables a simpler and cheaper
alternative solution

M&B's composition realizes only a sub-combination of the
elements of claim 1 of EFP'630

=

M&B's Position (Il)

EP‘630 is invalid because it lacks an inventive step
vis a vis a combination of D3 with D1

D3 (EP‘719) discloses bottles comprising:
* A polyester
« A partially aromatic polyamide
« and a Cobalt salt
— Shows that the cobalt salt significantly reduces yellowness

D1 (JP63-288993) discloses a hollow article, i.e. container,
comprising:

« A polyester

« A partially aromatic polyamide

« and a compatibilizer

— Shows that the addition of the compatibilizer significantly
reduces haze

10 |
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Swisscom's Position

Infringement of EP‘630, because...

« M&B's composition contains 3 components having exactly the
same 4 functionalities as the claimed composition

« Claim 1 of EP'630 does not require that the polyester and the ionic
compatibilizer must be two different components (literal
infringement)

* A skilled person would have expected that certain polyesters may

also act as an ionic compatibilizer; thus it was obvious that such
polyesters would achieve the same effect (equivalent infringement)

EP‘630 is valid, because...

« EP630is clearly novel and also not obvious, since there was no
motivation for the skilled person to combine D1 and D3, since the
two references do not address the same problem.

1 |
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Part I Theme 1 Doctrine of Equivalents Related Material

Symposium on Patent Litigation in Europe and Japan 2016

Basic Understanding of
the Doctrine of Equivalents in Germany

Provisions concerning the scope of protection (1)

German Patent Act (PatG), Section 14 (Literal Translation)

"The scope of the protection conferred by a patent or the patent application
shall be determined by the patent claims. Nevertheless, the description and
drawings shall have to be consulted when interpreting the claims.”

European Patent Convention (EPC), Article 89 (English Version)

“Article 89 Extent of protection

(1) The extent of the protection conferred by a European patent or a
European patent application shall be determined by the claims.
Nevertheless, description and drawings shall be used to interpret the
claims."

2|
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Provisions concerning the scope of protection (2)

Protocol on the Interpretation of Article 69 EPC
(Final revision as of January 29, 2000)

“Article 2 Eguivalents

For the purpose of determining the extent of protection conferred by a
European patent, due account shall be taken of any requirement which is
equivalent to a requirement specified in the claims.”

3|

Patent infringement by equivalent means

Basic principle

The scope of protection of the patent extends to the equivalents of the
invention protected by the claim.

When the person having ordinary skill in the art could come up with a
means of solving the problem of the patented invention with his professional
knowledge based on considerations oriented on the invention described in
the claim as something that is equally effective (as the means of the same
invention), the means of that solution generally falls within the scope of
protection of the patent.

(Federal Court of Justice (FCI), April 29, 1986 — Formstein
(Mawlded Curbstong))

4]
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Requirements for infringement under the Doctrine of Equivalents (DoE)

3 Requirements for Dok as established in the Cutting Blade Case
(“3 Schneidmesser-Fragen™)

1. Equal Effect The alternative means having an objectively similar effect.

2. Obviousness The person with ordinary skill in the art could easily come
up with the alternative means having a similar effect
(the alternative means was obvious).

3. Claim The alternative means and suspected infringing goods as
Orientation a whole derive from considerations based on the
technical teaching of the invention protected by the claim,
and the person with ordinary skill in the art considers
them as an equivalent solution.

(FCJ, March 2, 2002 = Schrneidmesszer [, Il (Cutting Blode |, i)

5|

1% Requirement: Equal Effect

Mo distinction between essential and non-essential effects

The examination of equivalent effect reguires a review of the patent claim to
determine which of the effects that can be achieved with its features must
combine in order to solve the underlying problem according to the invention.
The totality of these effects represents the solution according to the patent;
it would be a mistake to further subdivide them into “effects of essence to
the invention” and “additional effects”.

(FCJ, January 13, 2015 = Kochgefdf (Cooking Pan))

Minimum requirements for equal effect

A solution differing from the literal sense of the patent claim is only
equivalent if it ... achieves precisely that effect that is meant to be achieved
by the feature not implemented literally. If the construction of the patent
claim discloses minimum requirements of a specific effect in terms of
guantity or quality, modified means that do not satisfy these requirements
cannot be regarded as equivalent...

(FCI, July 17, 2012 — Palettenbehditer Il {Pallet Container i)

g
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ond F{E‘ql-l irement: Obviousness

Relevant reference time for the assessmentof obviousness

Principle  Professional knowledge of the person with an ordinary skill
in the art at the time of the priority date.

Exception When the alternative means was not known at the time of
the priority date but then developed with the subsequent
advancement of technology and became commonly used
in lieu of the means stated in the claim, it is assumed that
the person having ordinary skill in the art already knew of
the alternative means at the time of the priority date.

(Higher Regional Court (HRC) Disseldorf, January 14, 2009 —
Zeitversetztes Fernsehen (Time-shifted TV))

Tl

3" Requirement: Equivalent Solution

Equivalent Solution requirement not fulfilled in case of
dedication to the public through selection decision

If the description discloses a number of ways in which a specific technical
effect can be achieved, but only one of these ways is included in the patent
claim, the use of one of the other ways does not, as a rule, constitute an
infringement of the patent with equivalent means.

(FCJ, May 10, 2011 = Okklusionsvorrichtung (Ccoclusion Device) et al.)
However:

For the application of this prinicple it is not sufficient that an embodiment
claimed in the patent, based on statements made in the description or based
on other reasons, appears as a special application of a general prinipcle to
solve a problem, and the person of skill in the art was able to find further
embodiments that comply with the same principle.

(FCJ, June 14, 2016 — Pemetrexed)
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File Wrapper Estoppel

No file wrapper estoppel, but ...

In general, prosecution history is not considered for claim interpretation or
when deciding on infringement under the DoE

(FCJ, March 12, 2002 = Kunststoffrohrteil (Plastic Fipe Part])

However: FC) left it expressly open in recent decisions whether differences
between the patent in the form as asserted and previously published
documents (such as the original application or the patent as originally
granted before the claims were amended in opposition or nullity
proceedings) can be considered for claim interpretation.

(For example: FCJ, May 10, 2011 — Okklusionsverrichtung (Ocelusion Device))

9|

Defence against DoE

Formstein Defence

No DoE if attacked embodiment could be obtained without inventive
step based on knowledge of the person of skill in the art on the
priority date

The alleged infringer must assert and demonstrate the obviousness of
individual elements of suspected infringing goods in light of public
knowledge or publicly known technology.

In actual lawsuits, it is rare that the Formstein defence would prove
successful. There is also the risk that the defendant’s demonstration of
the obviousness of individual elements of suspected infringing goods
might be used by the plaintiff, the patent holder, to prove infringement
under the doctrine of equivalents.

10 |
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Chapter 1 Introduction
The “Case Study by
Experts”

Trial and Appeal

The “Case Study by Trial and Appeal Experts” is a
study group, hosted by the Trial and Appeal Department of
the Japan Patent Office, which studies trial/appeal
decisions on individual cases, with the cooperation of the
Japan Intellectual Property Association, the Japan Patent
Attorneys Association, the Japan Federation of Bar
Associations and the Japanese Courts. The study group has
been holding study meetings on an ongoing basis since
FY2006.

In FY2015, the study group is divided into seven
sub-groups: ‘“Patent (General)” (for discussions on legal
interpretations and  procedural  aspects), “Patent
(Machinery),” “Patent (Chemistry),” ‘“Patent (Medicine
and Food),” “Patent (Electronics),” “Design” and
“Trademark.” Each sub-group, consisting of five to seven
members taking two to four cases, totaling approximately
50 IP experts, studied a total of 20 cases in 2015.

The study group consists of experts on intellectual
property, such as industry players, patent attorneys and
lawyers as well as administrative judges of the Japan
Patent Office. The group members hold unfettered
discussions from their respective perspectives, and the
outcome of their studies is compiled in a report. From 2016,
judges of the Intellectual Property High Court and the
Tokyo District
Court also participate as observers.

The report is prepared as a full report and a

summarized edition, and published via the Japan Patent

Office website', etc. Beginning in FY2015, a summarized
edition in English is prepared and published for foreign

readers.

Chapter 2
1. Outline of the Case
(1) Covered Patent and Case Number
* Patent No. 3229297

Case Example

Title of the invention: “Movable body operation
tendency analysis method, Operation management
system, Component of same, and Recording medium”
JPO Docket Number: Invalidation No. 2011-800136,
2012 (Gyo-ke) 10129

(2) Outline

The case covers the invention related to the control
system for drive data showing behaviors of mobile objects
such as vehicles and rail cars. The trial decision approved
the corrected invention in view of the purpose of the
corrected invention described in the description, and
dismissed the request for trial for invalidation of the case
by stating that the corrected invention could not be easily
made by a person skilled in the art on the grounds that the
disclosure of the different feature does not exist in
publications. In response, the plaintiff (demandant) filed a
lawsuit rescinding trial decision, and the court ruling
rescinded the trial decision by finding that the corrected
invention could have been easily made by focusing on the
functional aspects of the device, based on the invention

disclosed in publications and well-known art.

2. History of the Case
The history of the case of trial for invalidation is as
follows:
+ October 12, 1999
Application filed (Priority date: October 12, 1998)
* September 7, 2001
Patent registration (20 claims)
+ January 21, 2003
Decision on issued

opposition [Opposition  No.

1http://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei

_kentoukai.htm



2002-71235]
(Correction of claims 1 to 16 and cancellation of claims 17
to 20 approved, and patent on claims 1 to 16 maintained)
* July 11, 2011
Trial decision [Invalidation No. 2011-800013]
(Demand for invalidation rejected)
* August 4, 2011
Trial for invalidation of the case demanded
[Invalidation No0.2011-800136]
* September 16, 2011

Written correction request filed (Correction of claims 9,

lland 15)
* February 27, 2012

First trial decision (Correction approved, demand

rejected)
*+ April 5,2012

Lawsuit rescinding trial decision
[2012 (Gyo-ke) 10129]
+ October 17,2012

Court decision (Trial decision rescinded, final)

- April 15, 2013

Written correction request filed (Correction of claims

9.11 and 15)
* October 28, 2013

Second trial decision

(Correction partially approved, Patent on claims 9 and 15

invalidated)

3. The Corrected Invention (The Invention
Related to Claim 9 Following the Correction
Requested on September 16, 2011)

(1) Objects to Be Solved by the Corrected Invention

Regarding the problems to be solved by the corrected
invention, the corrected description states as follows:

“ [0004]

[objects to be solved by the invention] A single unit of the
conventional data recorder is fixed to a vehicle, and
furthermore, measured data is recorded without regard to who
the driver is. This is because the conventional data recorder,
when a traffic accident occurred, was designed to locate the

cause of the occurrence of the accident, etc. by making an

ex-post facto analysis of behaviors of the vehicle involved.
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For this reason, the scope of use of the data recorder is
significantly limited, making it difficult to have the device
widely used by ordinary drivers.

[0005] In addition, since the conventional data recorder
records all of the measured data generated in association with
the behaviors of a vehicle, it must secure an enormous
recording area for the recording for a predetermined period of
time, even though the recording is repeatedly done. Another
problem was that this also imposes a heavy workload on the
analysis equipment that distinguishes the measured data
recorded.

[ 0006 ]

management system, there is no viewpoint in which the

Moreover, in the conventional operation
driver’s tendency in the operation is grasped to generate
information for preventing the occurrence of accidents. For
example, in the case of automobiles, about 70 percent of
the traffic accidents occur at locations such as an
intersection and like where the complex operations are
required to the drivers. At such a location, as a driving
operation, the operation of the steering wheel is required in
addition to the operations of accelerator and brake. In
conventional, there have not been sufficient schemes made
to increase the recognition of danger with respect to the
driving operation at the locations where the incidence of
traffic accidents is high.

[0007] The main task of the present invention is to
provide a mobile object operation tendency analyzing
technique that is capable of grasping the operation

tendency of the mobile object such as a vehicle.”

(2) The Corrected Invention (Description of Claim 9
after the Correction Filed on September 16, 2011)
“The data recorder comprising a sensor section for
detecting behavior of a mobile object and a
recording means for determining the presence or

absence of occurrence of a specific behavior in the

behavior of the mobile object detected by said
sensor section in accordance with a collecting
condition for collecting information relating to
behavior before and after the occurrence of the

specific behavior for a predetermined period of time

by determining said behavior as the specific



Occurrence of the specific

behavior, and recording, on a predetermined
recording medium, information relating to the
behavior compatible with said collecting condition
in accordance with occurrence of said specific
behavior, thereby enabling analysis of an operation
tendency of said mobile object, wherein the
recording medium is a card-like recording medium
that is classified in accordance with at least one of
identification information of said mobile object,
identification information of an operator that
operates said mobile object, and behavioral
environment of said mobile object, and that is
prepared on a classification-by-classification basis,
the card-like recording medium having at least said

collecting condition set thereon.”

Figure 1 below illustrates the substantial part of the

corrected invention.

N~ -

Collecting
condition
10°/Second

V

< >

Kyroopoa renSuy

Record data for a predetermined
period of time before and after
occurrence of the specific behavior
(T};e collecting condition is also
set

Collecting time
30 seconds

Figure 1 Illustration of the Substantial Part of the Corrected

Invention

In addition, [0050] of the corrected description cites the
following examples as the timing for determining the
occurrence of the “specific behavior’:

“(a) When the vehicle pulls away the stop position;

(b) When curve driving occurs at the intersection;

(c) When the vehicle passes through a specific point; and

(d) When angular velocity, acceleration and velocity

60

which are more than a predetermined threshold value,

etc. occur.”
4. Invention A-3 (Invention Described in
Evidence A No. 3)

(1) Invention A-3
Evidence A No. 3 (Japanese Unexamined Patent

Application Publication No. S62-144295) presented by the
demandant in the trial for invalidation describes the
following invention (Invention A-3):

“A drive management system of a vehicle for managing
the driving status of a driver using a vehicle by determining
excessive speed and sudden acceleration/deceleration, the
system comprising: a drive data recording device 2
mounted on the vehicle; an IC card 1 having a drive data
storing unit la and an identification data storing unit 1b to
which an identification code of the driver is written,
wherein the IC card 1 has the drive data written thereto by
the drive data recording device 2; a magnetic-tape-readout
data processing device 4 provided at facilities such as a gas
station; and a management data processing device 3
provided at a management office, wherein the drive data
recording device 2 has a detecting unit 5 for detecting a
vehicle speed connected thereto, an operation unit 20 of the
drive data recording device 2 comprises safe speed
determining means 13, speed change rate calculation
means 11, reckless driving determining means 12, etc., the
operation unit 20 is configured to determine whether a
vehicle speed data exceeds a reference speed and to
determine sudden acceleration/deceleration by comparing a
speed change rate obtained from vehicle speed data with a
preset reference change rate, these drive data are thus
written to the IC card 1 and can be read at a management
data processing device 3, an operation unit 30 of the
management data processing device 3 comprises a safe
speed driving evaluation means 33, a reckless driving
evaluation means 32, etc., wherein the number of times the
speed has exceeded the reference speed determined by the
safe speed determining means 13 is counted to calculate a
point and the number of times of sudden acceleration and
deceleration the reckless

determined by driving

determining means 12 is counted to calculate a point, when



the driver refuels the vehicle at a gas station, an
identification code is allowed to be read from the IC card 1
by a magnetic-tape-readout data processing device 4 at the
gas station, and the read identification code is then
integrated with data such as fuel amount to be recorded, the
data processed in the magnetic-tape-readout data
processing device 4 is then integrally data-processed by the
management data processing device 3 in accordance with

the driver's identification code.”

(2) Problems to Be Solved by Invention A-3

Regarding the objects the aforementioned Invention
A-3 seeks to solve, Evidence A No. 3 presents the
following descriptions:

“ [Problems to be solved by the Invention]

The present invention is made in view of the above.
The first object of the invention is to provide a system
configured to automatically determine presence or absence
of excessive speed and sudden acceleration/deceleration,
and the number of times of these events based on a
predetermined reference value, and obtain the driver’s
drive management data by grasping a travel distance by
classifying into the usage of the vehicle (e.g., for private
use, public use, or commuting).”

Figure 2 illustrates the substantial part of Invention A-3,

while Figure 3 shows the drawings described in

Evidence A No. 3.

- Determination of whether the
vehicle speed exceeded the reference
speed

- Determination of sudden
acceleration/deceleration by
comparison of the rate of change of
speed and the reference rate of
change of speed

Driver identification code

Figure 2 Illustration of the Substantial Part of Invention A-3
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Figure 3 Drawings Described in Evidence A No.3

5. Comparison of the Corrected Invention and
Invention A-3
The comparison of the aforementioned corrected
invention and the aforementioned Invention A-3
shows the difference in the following points:
<Different features >
¢ The corrected invention is directed to record, on a
card-like recording medium, information on the
behavior compatible with the collecting condition
for collecting information relating to behavior
before and after the occurrence of the specific
behavior for a predetermined period of time and
set the collecting condition on the card-like
recording medium.

¢ Invention A-3 does not disclose such a feature.

6. Evidence regarding the Different Features

Of evidence presented by the demandant in the trial for
invalidation, evidence relating to the aforementioned
different features are as follows:

(1) Evidence A No. 1

Evidence A No. 1 (Microfilm of Japanese Utility Model
Application No. HO03-026831
Utility Model Application Publication No. H04-123472))

(Japanese Unexamined

discloses the device that is designed to collect the vehicle

drive data, including historical information on
acceleration/deceleration of a vehicle, in order to manage
fuel consumption and safe driving, and has the following

configurations:



* Rank acceleration/deceleration detected during the
one cycle of acceleration/deceleration to determine
the largest acceleration/deceleration rank, and
increment a counter corresponding to the said rank
in the IC card.

* The IC card has the acceleration rank data and the

rank data wused for

deceleration ranking

acceleration/deceleration.

(2) Well-Known Art (Evidences A No. 4 to A No. 6-5)
Evidence A No. 4 (Japanese Unexamined Patent
Application Publication No. H10-024784), Evidence A No.
5 (Japanese Unexamined Patent Application Publication
No. HI10-177663), Evidence A No. 6-1 (Japanese
Unexamined Patent No.
HO05-150314), Evidence A No. 6-2 (Japanese Unexamined

Patent Application Publication No. H05-258144), Evidence

Application  Publication

A No. 6-3 (Japanese Unexamined Patent Application
Publication No. H06-004733), Evidence A No. 6-4
(Japanese Unexamined Patent Application Publication No.
HO06-300773) A No.

and Evidence 6-5 (Japanese

Unexamined Patent  Application Publication No.
H10-063905) describe the following well-known art:

* Collect and record information relating to the

behavior of a vehicle for a predetermined period of

time before and after a certain trigger as the

reference time.

However, the trigger for Evidence A No. 4 is the
occurrence of trouble with the device mounted on a vehicle,
while the trigger for Evidences A No. 5 to A No. 6-5 is the
occurrence of a traffic accident and a collision. Either
trigger is determined by whether information obtained

from the sensor has exceeded the threshold value.

7. “Specific Behavior”

The first trial decision and the court decision
respectively interpreted the “specific behavior” in the
corrected invention as follows:
(1) First Trial Decision

Regarding the “specific behavior” in the corrected

invention, the corrected description states as follows :
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-« [0006]

management system, there is no viewpoint in which the

Moreover, in the conventional operation

driver's tendency in the operation is grasped to generate
information for preventing the occurrence of accidents. For
example, in the case of automobiles, about 70 percent of
the traffic accidents occur at locations such as an
intersection and like where the complex operations are
required to the drivers. At such a location, as a driving
operation, the operation of the steering wheel is required in
addition to the operations of accelerator and brake. In
conventional, there have not been sufficient schemes made
to increase recognition of danger with respect to the
driving operation at the locations where the incidence of
traffic accidents is high.

[0007]

provide a mobile object operation tendency analyzing

A first object of the present invention is to

technique that is capable of grasping the operation
tendency of the mobile object such as a vehicle.”

-« [0030] The reading unit 133 recognizes the condition
pattern recorded on the memory card 20, that is, vehicle

characteristic behavior and transmits it to the event

extracting unit 132.  Particularly, the data reading unit 133
recognizes one threshold value or combinations of a
plurality of threshold values, or behavior patterns such as
curving at the intersection in order to recognize the fact of
dangerous behavior (hereinafter referred to as “event”).”

-« [0034]

by the event extracting unit 132 is shown in Figure 2 and

A condition pattern for each event recognized

Figure 3, for example. Figure 2 shows the condition pattern
of the sudden acceleration, Figure 3 shows the condition
pattern at the intersection, ‘return ON” denotes event
OFF”
It

recognition, and  ‘return denotes  event

non-recognition, respectively. is noted that these
condition patterns are only examples and that they can be
corrected ex post facto and additionally set.”

-“[0049] For example, as a data collecting condition, there
can be named a case in which the angular velocity that
changes during one second exceeds 10° , as illustrated in
Figure 8 (b). When such a condition is satisfied, it is

determined that the specific behavior occurred, and

measured data for a given period of time before and after

the occurrence (for example, 30 seconds before and after)



is recorded on the memory card 20. For example, a
collecting condition is set onto the memory card 20 in
order to collect measured data of a pattern of making a turn

at a curve (specific behavior). More specifically, when a

case in which a turn is made with curve driving at more
than 20° /second is set as a collecting condition, measured
data with respect to the behavior that satisfies this
condition (behavior exceeding a set value) is collected
using a high-frequency signal (for example, 10 MHz).
Regarding measured data collected, the driver’s operation
tendency of the mobile object is analyzed using an
analytical method to be described later.

[0050] As timing for determining the occurrence of the

specific behavior as an analytical target, the following can

be named:

(a) When the vehicle pulls away the stop position;
(b) When curve driving occurs at the intersection;
(c) When the vehicle passes through a specific point; and
(d) When angular velocity, acceleration and velocity,
which are more than a predetermined threshold value, etc.,
occur.

The condition is set to collect measured data only
during a predetermined time period before and after the

above timing.”

As can be seen from the above descriptions, the

"specific behavior" in the corrected invention can be

recognized as a behavior of a vehicle due to a reckless
operation which may lead to an accident, the behavior
being determined at a time: when the vehicle pulls away
the stop position, when curve driving occurs at the
intersection; and when angular velocity, acceleration and
velocity, which are more than a predetermined threshold

value, etc., occur.

(2) Court Decision
* According to the reasoning of the trial decision, the

“specific behavior” in the scope of claims for the

corrected invention means “a behavior of a vehicle due to a
reckless operation which may lead to an accident” at the
time of sudden acceleration, and according to paragraphs

[0030], [0034] and [0050] as well as Figure 2 and
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Figure 3 of the corrected description, it is recognized that
the determination on whether or not “a reckless operation
which may lead to an accident” was conducted is made, for
example, by whether or not the data on angular velocity,
sensor section exceeds the
the

“collecting condition” in the scope of claims for the

obtained from the

threshold

etc.

predetermined value.  Furthermore,
corrected invention means the condition for the collection
of information for a predetermined period of time on the
moving object (vehicle) relating to behavior before and
after the occurrence of the “specific behavior,” and
according to paragraphs [0011] or [0021], [0030] or

[0035], [0043], [0048] [0070]

drawings 2, 3 and 5 of the corrected description, it is

or as well as the

recognized that more specifically, for example, the
threshold value of acceleration, etc. or the combinations of
the threshold values, or those with the addition of the
limitations of GSP data, etc., correspond to the
aforementioned “collecting condition.”

* Whereas the defendant asserts that its own technical
significance of the corrected invention to collect
information relating to behavior before and after the

occurrence of the “specific behavior” is the grasping of

the driving operation of a vehicle that becomes clear only
with the time-oriented acquisition of information, the
paragraph  [0050] of the corrected description cites *“(d)
When angular velocity, acceleration and velocity, which are
more than the predetermined threshold value, etc., occur”
as one of the timing for determining the occurrence of the

“specific behavior.” Thus, the corrected invention does not

necessarily omit the configuration where, for example, the

occurrence of the “specific behavior” is determined when

the single physical amount exceeds the predetermined
threshold value.

+ Furthermore, the “specific behavior” in the corrected

invention, as mentioned above, is “a behavior of a vehicle
due to a reckless operation which may lead to an accident,”
and does not assume the occurrence of an accident (it
includes cases where a traffic accident does not occur).
According to the descriptions of [0030], [0034], [0050],
Figure 2 and Figure 3 of the corrected description, even in

the case of the corrected invention, the presence or absence



of the “specific behavior” is determined, for example,
based on whether or not the data on the angular speed, etc.,
which is obtained from the sensor section, has exceeded the
predetermined threshold. Thus, focusing on the functions
of the device, it can be argued that the configuration to
collect and record information for a predetermined period
of time before and after the occurrence of the “specific
behavior” in the corrected invention is not substantially
different from the configuration to collect and record
information for a predetermined period of time before and
after the occurrence of a “traffic accident” in well-known

art.

8. Conclusions of the Trial Decision and the
Court Decision
(1) First Trial Decision
The first trial decision concluded that the corrected
invention has inventive step on the following grounds:

* The “specific behavior” in the corrected invention can be

recognized as “a behavior of a vehicle due to a reckless
operation which may lead to an accident”, the behavior
being determined at a time: when the vehicle pulls away
the stop position, when curve driving occurs at the
intersection; and when angular velocity, acceleration and
velocity above a predetermined threshold value occur.

* Both Evidences A No. 1 and A No. 2 fail to disclose:
collecting information relating to behavior before and after

occurrence of the “specific behavior” for a predetermined

period of time to record on a card-like recording medium,;
and setting the said collecting condition on the said
card-like recording medium.

+ Evidence A No. 4 is directed to obtain necessary
information for servicing a vehicle (maintenance) and
Evidences A No. 6-1 to A No. 6-5 are directed to record
data for ex-post facto analysis upon an accident or
application of strong external impact. Thus, none of these
inventions is directed to collect information relating to
behavior before and after occurrence of the specific
behavior, thereby enabling an analysis of an operation

tendency of the mobile object.

64

(2) Court Decision
On the other hand, the court decision reasoned that the
corrected invention does not have any greater inventive
step than Invention A-3, Invention A-1 or well-known art
on the following grounds:

+ The “specific behavior” in the corrected invention, as

mentioned above, is “a behavior of a vehicle due to a
reckless operation which may lead to an accident,” and
does not assume the occurrence of an accident (it includes
cases where a traffic accident does not occur). Even in the
case of the corrected invention, the presence or absence of

the “specific behavior” is determined, for example, based

on whether or not the data on the angular speed, etc., which
is obtained from the sensor section, has exceeded the
predetermined threshold. Thus, focusing on the functions
of the device, it can be argued that the configuration to
collect and record information for a predetermined period

13

of time before and after the occurrence of the “specific
behavior” in the corrected invention is not substantially
different from the configuration to collect and record
information for a predetermined period of time before and
after the occurrence of a “traffic accident” in well-known
art.

+ It should be noted that a person ordinarily skilled in the
art could have easily conceived of the configuration related
to the difference by applying Invention A-1, which records
and sets the condition for collecting information relating to
behavior of a vehicle before and after the occurrence of the
“specific behavior” on the recording medium, and
well-known art that collects information relating to
behavior of a vehicle for a predetermined period of time
before and after the occurrence of a certain trigger (traffic
accidents, etc.) that corresponds to the “specific behavior,”
described in Evidences A No. 4 to A No. 6-5, to Invention

A-3.



9. Major Issues Discussed by the Study Group of
“Case Study by Trial and Appeal Experts”
(1) Recognition of the “Specific Behavior” in the
Corrected Invention
Whereas the first trial decision interpreted the “specific
behavior” in a limited manner by taking into consideration
the objects, etc. described in the description, the court
decision interpreted it more broadly than the trial decision

by focusing on the functional aspects of the device.

(2) Application of Well-Known Art Having Different
Objects and Purposes but the Same Functions

Whereas the first trial decision determined that the
configuration of the corrected invention is different from
that in the well-known art by focusing on the “objects and
purposes,” the court decision recognized that the
configuration of the corrected invention is substantially the
same as that in the well-known art by focusing on the

“functions.”

(3) Reasoning for Denial of Inventive Step (Presence
or Absence of Objects and Presence or Absence of
Motivation Based on Commonality)

Whereas the defendant (patentee) asserted that there is
no motivation to conceive of the corrected invention based
on Evidences A having the objects different from that of
the corrected invention, the court decision concluded that
there is the motivation of the application by recognizing
the commonality in the objects of Invention A-3 and
Invention A-1.

[END TEXT]
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