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Chapter 1 Examination/Trials and Appeals

1 $5EF ‘ Patents

1 BENEEE Performance of Examination

2013FEERIC, BEBRN S—RBEEI F TOHE The JPO achieved a long-term goal (FA11), at the end of FY2013, to
(FARRRS) =11 AMAICT 2 WS REABE (FATT) shorten the period from filing a request for examination to issuing a first
HEER U, ZULT. ROI0CEDRIAEZE LT, 2023  action (FA pendency) to 11 months or less. Now, the JPO is steadily
FEFTIC, BFD HEAMLETOHB, & T—REE®E  moving toward the next decade goal, which is further shortening “total
METOHB 2Zn2h. FHE40AUA, FHH10H  pendency” and “FA pendency” to 14 months or less on average and 10

BUAETZZEZBIEL. BERICWMDBATWS, months or less on average, respectively.

T, 2015FFRREZEBICHEL DD BEEDED In 2015, while speeding up the examination process, the JPO also
mECFEDL. —REEHEH (FAGE) 13235,809%4. focused on improving examination quality. As a result, the number of first
FFEFEEHHIL173,0158TH - 1 actions issued was 235,809, and the number of patent grants was

173,015.

EXR1 : FHFEEOIFAHBOHR
Chart 1 : Changes in the Average FA Pendency

B /Months
Q

2011 2012 2013 2014 2015 £ / Year

BR2 : FEFEEOFAHAR UYSEFEE G DHRS
Chart 2 : Changes in the Number of FAs and Patent Grants

FALEES /
NUTbEr of EAS 363,876 369,679 356,179 255,001 235,809

RETEEME /

Niuiilosr @& Paiai Graris 220,495 254,502 260,046 205,711 173,015
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(i) BEEOHER
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(i) FSITERMXEBMAZONE

BEBEE DTS EATHRMXEAE S HRAEEEICHE
U.EBEEHOFIAICL 2BERREDHEEZR > TW5,
FATERM AT Z 175> B RATHEOKIE. 201655
B1HIRETIOHE TH %, 201 5FEEDFKFEHEUL15.6
FHTHD, ZDSEDH=ZSD=D10.28F#ICD W
TIE. NEBOEBHFEICE THEERZILEREL TWS,
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Toward the World’s Fastest and Utmost Quality in Patent Exam-
ination

Since FY2014, the following year after FA11 was achieved, the JPO has
been moving toward realization of the “World’s Fastest and Utmost
Quality in Patent Examination,” taking into account changing
circumstances surrounding the patent system and newly raised issues.
To this end, the JPO has been implementing various measures with the
three pillars, which are “maintaining speed,” “granting high-quality rights”

and “cooperation and collaboration with foreign IP offices.”

Initiatives for Timely Examination

(i) Securing the Necessary Number of Examiners

In FY2015, continuing from FY2014, the JPO made efforts to maintain
and enhance its capabilities of examination, for example, by rehiring
some of the examiners whose fixed-term employment contracts expired.
For the FY2016 budget, the seats of 16 permanent examiners and 100
fixed-term examiners were requested. The JPO will continue to make
efforts including securing the necessary number of patent examiners in
order to ensure further improving and strengthening the patent
examination system.

(i) Outsourcing Preliminary Prior Art Search

The JPO has been promoting the speeding up of examination through
utilizing private sector vitality by outsourcing prior art searches, which
examiners are primarily responsible for, to registered search
organizations. There are ten registered search organizations as of May 1,
2016. In FY2015, 156 thousand applications™®' were outsourced, out of
which, for 102.8 thousand applications, nearly two thirds of the total, the

coverage of search was expanded even to foreign patent documents.

X1 MEZBEDHIC L DTS MREOHENI3M. EEL T TEHEL
BEBCEHEAHKL CREZTO CETEABICK 2ARREHKB LT
BT ER D NEIRE DAL = B W EE A 15.57 51,

*1 The number of documentary-based reports was 339, while the number of communication-
based reports, where searchers have face-to-face meeting with examiners aiming for
efficient understanding of the claimed invention in the application and prior arts, was
155.7 thousand.

JPO STATUS REPORT 2016 045



(iii) RHIERE
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T CEBDEFHREEEICUNTEDZRPETFE.
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WRE Uz,

201EFEDRIEEDRBIF175114ETHD. REHREE
FIEEFIBULEBEO2015FE0—REBTBEME COHME
&, RHBEORBHISTIHN23INB EHR>TWVWD,

HR3 : FHEEEOHFEHHROME

(iii) Accelerated Examination System

The JPO implements the accelerated examination system, in which an
examination can be initiated more quickly than in the regular examination
upon the request from the applicant under certain requirements. The
accelerated examination system is applicable to (D applications whose
claimed invention has already been put into practice, ) applications that
were also filed with foreign IP offices, and @ applications filed by SMEs
and venture businesses. In addition, the system is applicable to @
applications involving green technologies, which is currently at a pilot
stage. Moreover, the accelerated examination system has been
applicable to & patent applications filed by all or some of applicants who
were affected by the Great East Japan Earthquake since August 2011.

In 2015, the number of requests for accelerated examination was
17,511, and the average FA pendency under the accelerated examination
system was approximately 2.3 months.

Chart 3 : Changes in the Number of Requests for Accelerated Examination
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Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In April 2014, the JPO announced the “Quality Policy on Patent
Examination” as fundamental principles of quality management (See
Appendixes). In August 2014, the JPO released the “Quality Management
Manual for Patent Examination” (Quality Manual) that documents and
outlines the quality management system including quality management
and its implementation system. Under the Quality Policy and Quality
Manual, the JPO has been implementing the following measures toward
realization of the world’s utmost quality in patent examination.

a. Consultations with Peer Examiners or Senior Examiners

In order to eliminate or at least to minimize any discrepancies among
examiners in prior art searches and judgements on patentability,
examiners consult with each other to seek other opinions. In addition to
voluntary-based consultations, when they conduct examination on PCT
international applications that have been filed in English to foreign offices
as receiving office, examiners must conduct consultations.

b. Quality Audit

Quality audit aims to identify the overall quality of examinations by
analyzing and evaluating randomly selected cases through consideration
on the appropriateness of examiners’ judgements including dispositions
and official notices drafted as a result of such judgments. Since July
2015, official written notices have been audited before being issued. This
made it possible to issue official written notices after the errors found in
the drafts were corrected in the auditing process.

c. Identification of Users’ Needs

In order to identify users’ evaluations and needs concerning the quality
of patent examination, the JPO has conducted an annual survey since
FY2012, on the overall quality of examinations targeting domestic
companies, foreign companies and representatives of applicants. Also,
the JPO continuously holds meetings for exchanging opinions with
companies and accepts information on individual cases provided.

JPO STATUS REPORT 2016 047
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Chart 4 : Results of FY2015 User Satisfaction Survey
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(ii) Subcommittee on Examination Quality Management

In August 2014, the JPO established the Subcommittee on
Examination Quality Management that consists of external experts under
the Intellectual Property Committee of the Industrial Structure Council, the
Ministry of Economy, Trade and Industry, for the purpose of receiving
objective validation and evaluation regarding the implementation system
of examination quality management at the JPO and its implementation
status, and then reflecting the results on the examination quality
management system. In FY2015, the JPO received the results of official
evaluations by the Subcommittee on the implementation system and
implementation status of its quality management based on the evaluation
items and criteria that were established in FY2014, as well as suggestions
for improvement.

(iii) Infrastructure for Prior Art Search

Prior art search is one of the important pillars for maintaining and
improving examination quality, and therefore, it is crucial to constantly
keep infrastructure in good condition.

In order to allow users to efficiently search national and foreign patent
documents, the JPO revises and reclassifies search indexes on a regular
basis in order to make the JPO’s File Index (FI) updated and complied
In FY2015, FI
classification with 250 main groups and F-terms with 19 themes were

with the latest International Patent Classification (IPC).

revised.

The JPO has also been working on improving infrastructure for
searching standard-related documents, and as a result of such efforts,
the JPO has stored standard-related documents owned by ISO
(International Organization for Standardization) within the JPO’s internal
database in FY2015.
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(iv) Comprehensive Revision of the Examination Guidelines for
Patent and Utility Model

The JPO comprehensively reviewed and revised the “Examination
Guidelines for Patent and Utility Model” and the “Examination Handbook
for Patent and Utility Model” according to the fundamental principle
approved in Working Group on the Patent Examination Standards
supervised by the Patent System Subcommittee under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, aiming to (D explain examination practices
clearly and logically so that domestic and oversea users easily
understand the basic ideas, @ provide enough case examples in the
Examination Handbook so as to improve predictability of obtaining patent
rights, ensuring a proper balance between patentable and unpatentable
cases, and (@ make the Examination Guidelines internationally
acceptable so as to encourage foreign IP offices to adopt practices in
line with the JPO’s Guidelines. In September 2015, the revised versions
of the Examination Guidelines and the Examination Handbook were
published, and became effective in October. The English versions are
also available™?.

(v) Publication of Handbook for PCT International Search and
Preliminary Examination
The JPO created the “Handbook for PCT International Search and
Preliminary Examination in the Japan Patent Office” as guidelines, which
is unique in the world, consolidating and organizing all the procedures
and judgement criteria concerning PCT international applications in a
comprehensive and detailed manner. Both Japanese and English
versions were published *® simultaneously in October 2015. This
Handbook started applying to all international searches and preliminary
examinations conducted on and after October 1, 2015. Features of this
Handbook are (D illustrating the overall pictures of the PCT system and
the procedures that examiners follow in conducting searches and
examinations by using charts and tables, (@ explaining the details of the
information written in the documents received by the applicant, and @
explaining judgement criteria applied to international searches and
preliminary examinations while showing the differences from that applied
to national applications, which is provided in the “Examination Guidelines
for Patent and Utility Model.”

X2 VREEF - RFEIREE A | http://www.jpo.go.jp/shiryou/kijun/kijun2/
tukujitu_kijun.htm
(FEEIR (RER) : http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/1312-
002_e.htm)
TR - EAFMIERER/\Y R T v U ¢ http//www,jpo.go.jp/shiryou/
kijun/kijun2/handbook_shinsa.ntm
(FEEBIR (RER) © http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/hand
book_sinsa_e.htm)
¥ 3 http://www,jpo.go.jp/shiryou/kijun/kijun2/pct_handbook.htm
(B (IxER) - http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/pct_
handbook_e.htm)

*2 Examination Guidelines for Patent and Utility Model: http://www.jpo.go.jp/shiryou/kijun/
kijun2/tukuijitu_kijun.ntm (English version (provisional translation): http://www.jpo.go.jp/
tetuzuki_e/t_tokkyo_e/1312-002_e.htm)

Examination Handbook for Patent and Utility Model: http://www.jpo.go.jp/shiryou/kijun/
kijun2/handbook_shinsa.htm (English version (provisional translation): http://www.jpo.
go.jp/tetuzuki_e/t_tokkyo_e/handbook_sinsa_e.htm).

%3 http://www.jpo.go.jp/shiryou/kijun/kijun2/pct_handbook.htm (English version (provisional
translation): http:/Awww.jpo.go.jp/tetuzuki_e/t tokkyo e/pct_handbook e.htm).
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Measures for Examination in Response to Variety of Users’ Needs

(i) Interview Examination

The JPO carries out interview examination for the purpose of
establishing good communication between examiners and agents, etc.
(8,813 cases in 2015). In October 2014, the JPO revised the “Interview
Examination Guidelines,” stipulating that, in principle, at least one
interview examination per the case shall be conducted upon the request
from agents, etc.

(i) Circuit Japan Patent Office

In order to raise awareness of local SMEs toward patent, design and
trademark rights, and to promote IP activities in local regions, the JPO
has extended its functions to reach users in the local regions, such as
conducting interview examinations for patent applications or trial/appeal
proceedings, and strengthened publicity of the IP system and available
support measures for local users through the Circuit Japan Patent Office.
In the “Circuit Japan Patent Office in KANSAI” held from July 2 to 10,
2015, the JPO conducted 150 interview examinations for 34 companies.

(iii) Collective Examination for IP Portfolio Supporting Business
Strategy

With the recent globalization of business activities and diversification of
business models, the company’s strategy for intellectual property is
shifting to business-based strategy. Responding to this, the JPO
considered on the examination system that could handle applications
filed according to company’s strategy for intellectual property. In April
2013, in order to support comprehensive acquisition of intellectual
property rights which are to be utilized in the business, the JPO started
“Collective Examination for IP Portfolio Supporting Business Strategy,”
which enables cross-sectionally conducting examination of multiple IP
applications (patent, design, trademark), which will be developed into
businesses inside and outside Japan, to grant rights at the best timing
for the business development. In October, 2014, the JPO revised
the*Guidelines for Collective Examination for IP Portfolio Supporting
Business Strategy.”™ By this revision, requirements for request for
collective examination has been relaxed. For example, it has become
possible to request the collective examination, even if a group of
applications that concerns the same business project contains an
application whose applicant is not a requester for collective examination,
the request shall be accepted.

In 2015, 40 requests for Collective Examination for IP Portfolio
Supporting Business Strategy were filed, which contained 414 patent
applications, 41 design applications, and 5 trademark applications.
Comparing with the request numbers in 2014 (26 requests with 267
patent applications), the number of 2015 increased significantly.

¥ 4 https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/
matome.pdf
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Chart 5 : Collective Examination for IP Portfolio Supporting Business Strategy
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examiners will collaboratively conduct examinations.

(iv) Increased Competency over International Search/International
Preliminary Examination

The JPO has expanded its competency as the International Searching
Authority (ISA) and the International Preliminary Examining Authority
(IPEA) under the PCT so that it can establish International Search Reports
and International Preliminary Examination Reports for PCT international
applications filed with other IP offices, mainly of ASEAN countries. As of
the end of 2015, the JPO accepts such international applications from
nine countries.

The JPO started receiving some of the PCT international applications
filed with the USPTO since July 2015, and those filed with Brunei
Darussalam since October 2015 to conduct international search and
preliminary examination for them. Furthermore, in September 2015, the
JPO agreed to be specified as a competent ISA/IPEA for PCT
international applications that Laotian nationals or residents filed with the
WIPO IB to be filed after January 2016.
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Association and Cooperation with Overseas Offices

(i) Patent Prosecution Highway

The Patent Prosecution Highway (PPH) is a framework in which an
application judged to be patentable by the Office of First Filing (an office
with which the first patent application was filed) will be subject to
accelerated examination with simple procedures, upon the request of the
applicant, in the Office of Second Filing that is in cooperation with the
Office of First Filing for this program.

The PPH was advocated by the JPO in 2006, and was launched
between Japan and the US for the first time in the world. Since then, the
number of PPH participating countries and regions has expanded to 36
(as of December 2015), and the accumulative number of requests for
PPH in the world reached approximately 88 thousand (as of the end of
June 2015). Last year, the JPO started the PPH with Czech Republic in
April, with Egypt in June, with Romania and Estonia in July, and currently
implements the PPH with 34 countries and regions.

The “Global Patent Prosecution Highway” is the multilateral framework
and was launched by 17 countries and regions in January 2014. Among
the IP offices participating in this framework, all types of PPHs™ are
available without any distinction in availability of PPH among countries.
Germany and Estonia participated in this framework in July 2015. As a
result, the number of countries and regions currently participating in the
global PPH has expanded to 21. The PPH is expected to become a more
useful system by future expansion in the future.

The advantages of utilizing the PPH is shortening the periods of first
action and final disposition, reducing the number of office actions, and
raising the rate of patent grants. Along with these, the cost reduction
effect concerning handling intermediate documents has been observed.
In order to make such merits of PPH easily understood, the JPO runs the
PPH Portal Site*®, which contains various information on PPH, including
PPH statistics.

¥5 PPHIC &, @& OPPHICINZ . PPH MOTTAINAIR O'PCT-PPHAY# %,
PPH MOTTAINAI(EY #0 F) &ld. EDEICKICHFLHEZ L
e b 59, SIMEICK BEHFTREE OHRTICEDE, PPHOD
HEZOfEE T 50 EATHD, PCT-PPHE (. PCTEREME ICH
WCRBEXFERFHEERS CRATR S NIcRRICED
= PHEEZHRFI DI LN TE2RMEHTH 2,

¥6 http://www.jpo.go.jp/ppph-portal/index.htm
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*5 Other than ordinary PPH, there are PPH MOTTAINAI and PCT-PPH. The PPH MOTTAINAI
enables an applicant to request for PPH based on the patentability judgment made by
any of the participating countries regardless of which is the OFF. The PCT-PPH enables an
applicant to request for PPH based on the patentability judgement in the written opinion
or opinion of international preliminary examination report at the PCT international phase.

*6 http://www.jpo.go.jp/ppph-portal/index.htm



BR6 : HEFEBE/\1Y T4 (PPH) DOHIE

20I5F DERER
Result of Measures in 2015
$15E HE/EY /Chapter 1 Examination/Trials and Appeals

SE25B

Part 2

Chart 6 : Outline of Patent Prosecution Highway (PPH)
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(i) International Examiner Exchange Program

For the purpose of promoting work-sharing of patent examinations
among the IP offices based on appropriate mutual understanding of prior
art search and examination practice, disseminating the JPO’s
examination practice and examination results to foreign IP offices,
harmonizing patent examinations at a higher level of quality and patent
classifications, promoting the JPO’s initiatives, etc., the JPO has been
implementing the International Examiner Exchange Program where
examiners communicate directly and to build up a good work relationship
with each other. The JPO has implemented a short term or a mid-to-long
term Examiner Exchange Program with 25 IP offices and organizations in
total during the period from April 2000 to the end of December 2015.

In 2015, the JPO dispatched 53 examiners mainly to emerging
countries including the ASEAN countries, India and Brazil in addition to
the five major IP offices, as well as received 22 examiners from other IP
offices.

HK7 : EIFBEERREDORE (2000F48~2015F12AKER)

Chart 7 : Actual Records of Examiner Exchange Programs (accumulative total from April 2000 to the end of December 2015)
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(iii) US-JP Collaborative Search Pilot Program

As a new form of patent examination cooperation, the JPO and the
USPTO commenced US-JP Collaborative Search Pilot Program
(hereinafter, referred to as “US-JP Collaborative Search”), starting from
August 1, 2015.

US-JP Collaborative Search Pilot Program is an initiative concerning
inventions applied for patents in both Japan and the U.S. for which
examiners in both the JPO and the USPTO conduct their own searches
and share search results along with their opinions before sending a first
office action to the applicant. Based on the search results and opinions
provided from both Offices, the examiners in each Office independently
but contemporaneously notify the first examination results at an earlier
stage.

The following effect would be expected through this initiative: “Users
could predict the timing, more accurately, when they can acquire patent
rights on their inventions for which they file patent applications in both
Japan and the US since both the JPO and the USPTO examiners issue a
first action contemporaneously at an earlier stage.” Also, “it would be
possible to grant stronger and more stable patent rights to applicants
since both the JPO and the USPTO examiners conduct prior art search
for the a group of identical applications in a collaborative manner.

Chart 8 : Outline of the US-JP Collaborative Search Pilot Program
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(iv) Examination Cooperation with Singapore

In August 2015, the JPO and the Intellectual Property Office of
Singapore (IPOS), which started acting as an ISA/IPEA in September
2015, reached an agreement to start a set of joint activities in the field of
PCT in collaboration with the private sectors. The agreements include (D
the JPO and the IPOS will jointly conduct dialogue on international
search/international preliminary examination with PCT users above all
Japanese companies, @ the JPO will send its patent examiners to the
IPOS for the purpose of supporting its operations as an ISA/IPEA as well
as harmonizing the systems and practices, and 3 the IPOS will become
an competent ISA/IPEA for PCT international applications filed with the
JPO.
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Performance of Examination

The average period from filing an application to issuing the first action
(FA pendency) was 6.1 months in 2015, showing that it has been steadily
shortened. The number of issuing first actions (FAs) in design
examination in 2015 was 29,752, remaining almost unchanged from the
previous year as with the number of filing design applications. The
number of decisions of registration has remained a little less than 30
thousand since 2006.

HR10 : EEBEOFAHHNUSREEHHOME

Chart 10 : Changes in the Number of FAs and Decisions of Registration
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Accelerated Examination

Under the accelerated examination system for design applications, (D
working-related applications that need to be urgently registered and @
applications that have been filed with both the JPO and at least one
foreign IP Office can be subject to accelerated examination upon the
request. Since August, 2011, the accelerated examination has been also
available to applications filed by companies, etc. damaged by the Great
In 2015, 171
examination were made, and the average period from filing a request to

East Japan Earthquake. requests for accelerated
issuing the first action was 1.8 months.

As a part of working-related applications (mentioned in () above) that
need to be urgently registered, an operation of accelerated examination
started in April 2005. This operation is designed for users to take
immediate measures, by registering design rights, against the situation
where counterfeits of the products filed for registration have been already
in the market. This operation aims to issue first action within one month
from the time of request for accelerated examination unless formality
problems are found in the application procedure. In 2015, 22 requests for
accelerated examination related to counterfeits were filed, and the
average period from filing a request to issuing the first action was 0.7
months.
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Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In order to maintain and improve the quality of examination, the JPO
has taken various initiatives such as introducing the double-check system
(senior-level approval) where the contents of examination are checked
and confirmed by the managerial personnel of the design examination
divisions, revising design examination guidelines, and enhancing the
development of search system. Since it is anticipated that the quantity of
examination material to be searched will continue to be increasing, in
order to provide examination results at a stable and constant level, the
JPO established the Design Examination Quality Management Committee
within the Office, along with which it has been implementing initiatives on
quality management and working on their improvements.

a. Announcement of Quality Policy and Quality Manual

In August 2014, the JPO announced the “Quality Policy on Design
Examination” (See Appendixes), as the fundamental principles of quality
management aiming to grant high-quality design rights. In June, 2015,
the JPO announced the partially revised “Quality Management Manual for
Design Examination” in which the quality management system consisting
of quality management and its implementation system is documented.

b. Consultations with Peer or Senior Examiners

In order to eliminate or at least to minimize discrepancies among
examiners in terms of disposition policy for examination of applications,
etc., design examiners consult with peer examiners or with senior
examiners, and the results of consultations may be shared within the
divisions, where necessary.

c. Quality Assurance

The managerial personnel of the design examination divisions check
and confirm (give approvals to) the content of examination (examination
judgement, description in official notices, etc.) conducted by examiners
for all cases without exception.

d. Quality Audit
Quality audit is conducted using a sample chosen from the
applications which were approved by the managerial personnel based on
the following criteria:
- Whether the examination was conducted in a unified manner
according to the applicable statutes, the examination guidelines, etc.
- Whether the examination was conducted efficiently through a good
communication with the applicant and/or the representative.

e. ldentification of Users’ Needs

The JPO conducted user satisfaction survey for the improvement of
design examination quality. Also, the JPO held meetings for exchanging
opinions with companies and accepted information on individual cases
provided.
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(ii) Subcommittee on Examination Quality Management

As with last fiscal year, the JPO received evaluations from the
Subcommittee on Examination Quality Management under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, which consists of external experts,
regarding the implementation system of quality management and its
implementation status, as well as suggestions about the points of
improvement (See Part Il, Chapter 1, Section 1, 4.(ii)

Initiatives toward Accession to the Geneva Act of the Hague
Agreement

On February 13, 2015, the government of Japan deposited its
instrument of accession to the Geneva Act of the Hague Agreement
Concerning the International Registration of Industrial Designs, which
enables applicants to obtain design rights in multiple countries with
simple procedures, with the Director General of the International Bureau
of the World Intellectual Property Organization (WIPO).

The Geneva Act came into effect in Japan on May 13, 2015, three
months after the deposit of the instrument (Japan became the 49th
contracting party). On the same day, Amendment to the Design Act
became effective to handle international applications filed under the
Geneva Act.

From that day on, the JPO has been acting as an office of the
contracting party of Geneva Act of the Hague Agreement.

Consideration of Expansion of Protection of Design Including
Graphic Images

(i) Amendment to the Examination Guidelines for Design

In response to the report titled “Support for Japanese Companies to
Expand Their Businesses Overseas by Rights on Creative Designs”
consolidated in January 2014 at the 3rd Design System Subcommittee
under the Intellectual Property Committee of the Industrial Structure
Council, the Ministry of Economy, Trade and Industry, amendment to the
Design Examination Guidelines was deliberated five times in total at the
Working Group on the Design Examination Standards of the Design
System Subcommittee. The deliberation focused specifically on the
requirements for registration of designs including graphic images on the
screen as the measure to be taken under the current Design Act. Based
on the results of the deliberation, the draft amendment to the Design
Examination Guidelines was created with a view to cover designs
including graphic images, in particular, those recorded in the article
“afterward” as the subject of design registration. The Amendment to the
Design Examination Guidelines became effective on April 1, 2016 after
receiving approval

hearing public comments and from the

Subcommittee.
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Trademarks

Association and Cooperation among Industrial Design 5

The inaugural Industrial Design 5 Forum (ID5) was held in Alexandria
VA, the US in December, 2015, attended by representatives from the five
major IP offices. At this Forum, these five offices agreed to share the
information such as on statistics, quality management, procedures for
examination and registration. The five offices also agree to conduct
research study on the design classification system of each country, which
is important for users to efficiently conduct prior design search with less
burden, aiming to sort out and organize the information on how each
office operates the design classification system (See Part I, Chapter 2,
Section 1, 7). In addition, they also discussed on priority document
exchange through the Digital Access Service (DAS), and the protection of
emerging designs, such as animated designs, 3D images, graphical user
interfaces (GUIs), etc.
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Chart11 : Changes in the Average FA Pendency
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Performance of Examination

The average period from filing an application to issuing the first action,
(FA pendency) was 4.0 months in 2015. The numbers of issuing first
actions (FAs) and decisions of registration in 2015 remained almost
unchanged compared with those in 2014.

BR12 : BESEOFAFMNUSREEHHDHRE

Chart12 : Changes in the Number of FAs and Decisions of Registration
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Accelerated Examination

The accelerated examination system for trademarks is applicable to (D
applications that have been already used in designated goods and/or
services, and therefore, need to be urgently registered; @ applications
designating only goods and/or services that have been already used with
the filed trademark; and others. Moreover, since August 2011, the
accelerated examination has been also applicable to applications filed by
companies, etc. damaged by the Great East Japan Earthquake. In 2015,
2,024 requests for accelerated examination were made, and the average
period from filing a request to issuing the first action was 1.9 months.

Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In order to maintain and improve the quality of trademark examination,
the JPO has continued to implement various measures, such as revising
the “Quality Management Manual for Trademark Examination” (Quality
Manual). While individual trademark examiners strive for improving
examination quality, the Trademark Examination Section, as a whole, will
continue to make efforts to improve the system so that the Section can
systematically implement quality management measures as well as to
further advance quality management initiatives.

a. Quality Assurance

The managerial personnel check and confirm (give approvals to) the
content of examination (examination judgement, description in official
notices, etc.) conducted by examiners for all cases without exception.
Furthermore, trademark examiners consult with peer or senior examiners
in order to exchange opinions with each other for the purpose of sharing
knowledge and information that examiners have accumulated to make
prompt and accurate decisions.

b. Quality Verification

Quality audit is conducted, by the Quality Management Officer, for the
samples chosen from the applications, examinations of which were
checked and approved by managerial personnel. In addition, a user
satisfaction survey is conducted regarding the quality of overall trademark
examination as well as the examination content of specific cases, and a
factor analysis is also conducted for the cases where the trial/appeal
decision is different from examination decision.

(ii) Subcommittee on Examination Quality Management

As with last fiscal year, the JPO received evaluations from the
Subcommittee on Examination Quality Management under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, which consists of external experts,
regarding the implementation system of quality management and its
implementation status, as well as suggestions about the points of
improvement (See Part I, Chapter 1, Section 1, 4.(ii)).
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Protection of Non-Traditional Trademarks

In 2014,
supporting the company with diversified brand strategies, which has

the Trademark Act was amended for the purpose of

enabled the registration of non-traditional trademarks, such as sound,
color, motion, hologram and position, in addition to the letters, figures,
etc.

On April 1, 2015, the JPO started receiving applications for non-
traditional trademarks. As of the end of December 2015, 1,150
applications for registration of non-traditional trademarks had been filed,
out of which 40 trademarks were registered. Most of such applications
were filed in April (624 applications), right after the commencement of
receiving the application, which shows companies’ high interest in non-
traditional trademarks.

It would be highly expected that non-traditional trademarks would play
a great role in brand strategies as an eloquent communication medium
for brand which could be more effective than words.

BR13 : HLLY « TORIRHEEE (201551 2AKIRE)
Chart 13 : Number of Applications for Non-Traditional Trademarks (as of the

end of Dec. 2015)
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Excluding international applications for trademark registration
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Initiatives for Regional Collective Trademarks

(i) Outline of Regional Collective Trademark System

The Regional Collective Trademark System was introduced in April
2006 in order to provide proper protection for regional brands, to
enhance industrial competitiveness, and to revitalize local economies.
Prior to this, the trademarks composed of “regional name + goods
(services) name” could not be registered without gaining nationwide
public recognition. After the introduction of the Regional Collective
Trademark System, however, it became possible to register trademarks
even before being widely recognized throughout the nation as long as
they are recognized by users within a certain range of area.

As of the end of December 2015, 1,116 applications had been filed for
registration of regional collective trademarks, out of which 587
trademarks™” were registered.

The subject to the registration used to be limited to business
cooperative associations, etc. However, it has been expanded to include
commercial and industry associations, chambers of commerce and
industry, and specified nonprofit organizations (NPO) due to the 2014
Amendment to the Trademark Act.

(ii) Publicity Activities for Regional Collective Trademarks

The JPO created a booklet to introduce the Regional Collective
Trademark system and has been distributing them to users such as
participants of seminars. In June 2014, the JPO created an English
edition to introduce registered Regional Collective Trademarks of Japan
in order to support the international business expansion for their regional
brands, widely disseminating them inside and outside the country.

In accordance with amendment to the Trademark Act in 2014, a new
pamphlet was created and now under the distribution.

X7 BB RElIc RS & BT, Rib43tF, B - RiEE
861, JLBEL2M. FBTIME. E142¢4F, PE3MM. WE274. N
W76 HIBISHICINZ T AED S DHESIHEHREINTWS (|
BEEFMERICE DD bDIEFZNZNATY M),

*7 The breakdown of registrations by region is as follows: 27 in Hokkaido, 43 in Tohoku, 86
in Kanto and Koshin-etsu, 52 in Hokuriku, 79 in Tokai, 142 in Kinki, 39 in Chugoku, 27 in
Shikoku, 76 in Kyushu, and 15 in Okinawa. In addition, 3 trademarks from abroad have
been registered (trademarks across more than on region are counted for each).

JPO STATUS REPORT 2016 063



6 BIRAT (TM5) EODE#E - #H7h

HKBRAPEEDEIERT < & 2 EBRNREH I DREA T H
5TMETIE, £ OREDHERYPEVWOEEEREDIE
WRBET>TVWBIEN. EBFELRILTOHBAICDODVWTT
OY 7 MELU CHUEZED TWD,

(i) EFEELEONEEm E7OY V7 b
EREELBEFRICET 2TMEZTOBERE 11— —
KR 2 &ick > T, EHEBELREHEOFIEER L
M3 EZBNELLETOYII N TH B, INETIC,
TMEE T DERFHEICET 2GR (1K) ZED F & 6.
201652 IEAK LTI, St IE. —BOBERILFT DI,
BAHA ROBMRERAEICDOWT, HRANNWFTEELESE
(WIPO) &AL, & ZIT> TWFETH S,

(i) BEOBIELE MK 7OY I~

HRNLBEE B> TVWSZEEOBEEEICDOWT,
TMEEFTOHIE - ERICET 2BHRMBE. 11— —~
DEFREHZENE LAY I N TH D, INETIC,
HBENBEOBEEECI F—Z2HELLIEL). BED
BEIELEICET 2HEEE LD FEH, 2015F4A8 1A
F U™, SIE. 20165FEFIc. TMEEFDESI% 18
U "BROBELESFIE) 2AKI D FETH .

(i) RFEEDA X—IH—F7O0Y 7~
TMSEFDA A —IH—F Y RFT LAOESEICET 215
BOHBERD, BYRATLOBRKBEZENE Lc7O
VLU hTHB, INETIC, MEBEZA X—VBRT
Z2IBEDORERVEFORRE, BV ATLEEAT B4
OFBAEREICET 2 HAMEAOREERESIC]D £
Lo, 2016E58ICAK L™, 5113, BY AT AI
B9 2TMERTORAMEBRZINEL. HBELTWIFE
TH 5,

Association and Cooperation between TM5

The TM5, a framework for international cooperation composed of the
KIPO, the EUIPO, the SAIC, the USPTO and the JPO, exchanges
information on the latest initiatives or examination operations of each
office, etc. as well as sets the working-level projects to promote
collaborative initiatives.

(i) Project to Improve Convenience of the Madrid Protocol by

Enriching Information

This project aims to improve convenience of the Madrid Protocol
system by providing users with information concerning the procedures
for filing international trademark applications under the Madrid Protocol
at each of the TM5 offices. As of the present, information on the domestic
procedures at each of the TM5 offices (a useful guide) has been
consolidated and published in February 2016™°. As the next step, in order
to further disseminate information, the JPO will consider on how to utilize
the guide in cooperation with the World Intellectual Property Organization
(WIPO).

(i) Continuation/Expansion of Bad Faith™° project

This project aims to exchange information on “Bad-faith trademark
filings” that has been the issue worldwide, specifically information on
laws and regulations that can be applicable to bad-faith trademark filings,
and operational practices conducted at each office. It also aims to
provide information for users. As of the present, seminars on bad-faith
trademark filings have been held three times in total. The project report
on bad-faith trademark filings was consolidated and published in April
2015™%. As the next step, it is planned to publish, within FY2016, the
“Case Examples of Bad-Faith Trademark Filings” from actual cases dealt
at each TM5 Office.

(iii) Image Search Project

This project aims to promote sharing information on initiatives for
image search system at each TM5 Office, and to drive further
development of such system. As of the present, the project report has
been consolidated, which outlines the results of joint research on, for
example, what are the issues and solutions when searching images of
figurative trademarks, and how the image search system can be used
when it is introduced to the IP office. The report was published in May
2015™. As the next step, the Project will gather the latest information
regarding the development of the image search system at each TM5
Office, and share such information among them.

%8 TMEY = 7+ bk (http://tmfiveorg/) RUOBEHFTFV = 71 b
(https://www.jpo.go.jp/torikumi/kokusai/kokusai2 /tmfive.htm)
KO MADEENYZETERINTVWRWI EZ2FEE LT, FERE
WTE=ENUIBEELRT 5 &
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*8 Available on the TM5 website (http://tmfive.org/) and the JPO website (https://www.jpo.
go.jp/torikumi/kokusai/kokusai2/tmfive.htm).

*9 This means that taking advantage of non-registration of other’s trademark, the third party
files an application for such trademark for an unlawful purpose.
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Chart 14 : Status of Proceedings in 2015

Performance of Trial/Appeal

The JPO has been working on smooth and appropriate proceedings
for trial and appeal cases. In 2015, the average processing period™*™ for
an appeal against an examiner’s decision of refusal was 12.5 months for
patents, 7.3 months for designs, and 7.1 months for trademarks. In
addition, as for the needs for early decision, the JPO implements the
accelerated appeal examination system where the case of an appeal
against an examiner’s decision of refusal may be prioritized in
proceedings upon the request, if the case satisfies the specific
requirements. In 2015, the number of requests for accelerated trial and
appeal examination was 180 for patents, 2 for designs, and 8 for
trademarks, and the average processing period™'" was 3.6 months for
patents, 3.0 months for designs, and 2.4 months for trademarks. In
addition, trial cases, such as trials for invalidation, where the validity of
the granted rights is disputed, will be, in principle, prioritized over ex-
parte appeal cases to solve the disputes earlier.

HREE H o . - oyt GrEm
EREETHSH/ Appeals B/ Trial for TEBY 'ES1/ EGHEH/
against an examiner’s A n n oy : .
" Invalidation Trial for correction Opposition Trial for rescission
decision of refusal
S0 HARS S0 = S5 3H 5] Tt5 E Z15 HHIE]
wipes /| TR | g | FTEER | gy | FORERR | gy | FIREER | gy, | TOREER
Number of roces?in Number of rocesgn Number of rocess%in Number of rocesgn Number of rocesgn
dispositions*' proc *Zg dispositions™’ proce *Zg dispositions*’ proc *Zg dispositions™’ processi ;g dispositions™’ proc *Zg
period period period period period
H5er - EA/
12.5n A/ 10.5n A/ 220 A/ *3 24nA/

Pqtgnts e 172 12.5 months 2 10.5 months e 2.2 months 2 2.4 months*?

Utility Models

= . 7308/ 16.6mA/

BT / Designs 451 7.3 months 12 16.6 months

iR / 7AnR/ 8.9n A/ 790 R/ 6.4n A/
Trademarks 2l 7.1 months = 8.9 months SEe 7.9 months 116055 6.4 months
(f&Z) (Notes)
* 1 RFZES0, %1 @ Including withdrawal
* 2 EREDSBIIS) (ER ORE) FTOHPBOFT (22U, F5F *2 : An average period from the request to the final decision

DFFNEHCOVT BROFEZ(T S HDIF BRD T 5T TOHE) .
* 3 R REBUAEN TSI NIZ2015648 180 SDfE.

(For the trial for patent invalidation cases to which an advance notice of a trial decision is notified, the
average period is from the request to the advance notice.)

%3 : The value is based on a period from April 1, 2015, when opposition to grant of patent started.

X110 FHEBHHEIG, FHERAOSTRFXH, BT - KEOHER.
HTOFREBXTOTPHOHB, /LU, FFOHE, FIBEFERIC
REEMHE. BEAE LS HNS DB,

X1 AIERERSNCEHEZEHD . RRFBOREARIEE. KN
260MF, BEA2M. FENSHTH B,

10 The average processing period is calculated from the day of a request for appeal/ trial to
the day when the appeal/trial decision is sent, the day of withdrawal or abandonment is
finalized, or the day when the notice of dismissal is sent. However, in the case of patents,
the average period of the cases that involve reconsiderations by examiners before
appeal proceedings is calculated from the day when the proceedings can be initiated.

*11 The number of requests for accelerated appeal examination was 260 for patents, 2 for
designs, and 8 for trademarks, including cases that involve reconsiderations by
examiners before appeal proceedings.
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Initiatives for Enhancing Contents of Proceedings

(i) Active Communication with Party Concerned

In inter-partes trial cases, such as trials for invalidation™' and trials for
rescission™'®, oral proceedings are actively utilized in order to grasp and
sort out the points of dispute accurately, and to settle the dispute with
both parties feeling well convinced and satisfied with the results. Oral
proceedings, where the parties concerned orally communicate with the
panel, are helpful for the panel to draw out the assertion from both parties
that cannot be fully explained in writing as well as to grasp and sort out
the points of dispute. As for patents, utility models and designs, trials for
invalidation, in principle, oral proceedings are held except for the case
where all parties concerned request documentary proceedings. As for
trademarks, trials for rescission of trademark registration for which a
written reply or a written refutation has been submitted, in principle, oral
proceedings are held except for the case where all parties concerned
request documentary proceedings.

In order to carry out oral proceedings smoothly, the appeal court was
equipped with IT apparatuses so that the panel and the parties appearing
in court can grasp, in a prompt and accurate manner, material and
evidence for the technical explanation, etc. brought by the parties
concerned, as well as the content of draft trial record prepared by the trial
clerk, etc., which would lead to good and full arguments by both parties.

Furthermore, when companies, universities, etc. in the local region are
the party concemned, the panel may visit their region to conduct oral
proceedings for trials for invalidation, which is called circuit trial
examination, aiming for smoother proceedings. For appeals against an
examiner’s decision of refusal, the panel may have interview by visiting
the party in the local region in order to facilitate smoother communication.

In addition, television interviews are also promoted, where the party
concerned, such as the demandant, communicates with the panel

through the television conference systems on his/her own PC.

(ii) Understanding and Analyzing the Trends of Court Decision

To conduct accurate and appropriate proceedings, the JPO analyzes
and shares judicial opinions regarding the validity of rights in judgments
of suits against appeal/trial decisions made by the JPO or infringement
litigations. the evidence for defending
against the claim for invalidity, which was presented in the infringement

In trials for invalidation, etc.,

suit, is obtained through exchange of information with the court and
confirmation to the parties concerned, and is utilized in the proceeding.

K12 BEICERS N WS KT, ERME.
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*12 Trials for invalidation are trials against the JPO for demanding invalidation of patent,
utility model, design, or trademark which has already been registered.

*13 Trials for rescission are trials for demanding rescission of trademark registration when
the registered trademark is not used or misused by the owner of the trademark right.
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(iii) Contribution for Maintaining and
Examination
The Trial and Appeal Department exchanges information with the
Examination Departments by giving feedback on the examination results
to examiners based on the proceedings results as well as having a
meeting between an examiner and administrative judges. Thereby, the

Improving Quality of

Boards of Trial and Appeal contribute to maintaining and improving
examination quality as an upper instance of examination.

Aiming Better Practices Utilizing External Knowledge

(i) Trial and Appeal Practitioner Study Group

The meeting called “Case Study on the Inventive Step” had been held
every year since FY2006 attended by patent practitioners as members,
such as, employees of IP Department of companies, patent attorneys,
lawyers, as well as administrative judges. In the meeting, members
studied cases where novelty and/or inventive step was disputed,
specifically deliberating on how to make decisions or holdings on
individual cases. The deliberation results were consolidated into a report,
which has been published on the JPO’s web site to be shared with the
public in general.

In order to further enhance this initiative, the “Case Study on the
Inventive Step” was renamed to the “Trial and Appeal Practitioner Study
Group” in FY2011, and the subject of the study was expanded to include
designs and trademarks as well as patents. In FY2015, the Study Group
deliberated on 20 cases (composed of 14 patent and utility model cases,
2 design cases and 4 trademark cases).

(ii) Executive Legal Advisers on Trials and Appeals

Since the end of FY2007, the JPO has invited former judges and
academic experts who have sufficient experiences in the IP field as
Executive Legal Advisers on trials and appeals. The JPO receives advices
on advanced legal issues from them as well as assigns them to teaching
at training sessions, etc.

(iii) Consultants on Trial/Appeal Decisions and Judgments

In order to contribute to further improvement of conduct of the
proceedings, the JPO has appointed those who have judicial
qualification, etc. as consultants on trial/appeal decisions and judgments.
They provide the panel with feedback on the content of oral proceedings
as well as written notice of trial matters and record of oral proceedings
along with their professional advice from an external perspective. In
addition, they also actively provide advice when the panel needs to
consider points of dispute from the perspective of civil law, etc. during the
trial/appeal proceedings.
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Initiatives toward Strengthening of International Association

(i) Trial and Appeal Expert Meeting

The Trial and Appeal Expert Meeting is designed mainly to exchange
information concerning matters in the trial/appeal field with other IP
offices, and to activate arguments among practitioners of the Trial and
Appeal Department of each IP office. The first JPO-SIPO Trial and Appeal
Expert Meeting was held in Japan in June 2015. Subsequently, the 6th
JPO-KIPO Trial and Appeal Expert Meeting was held in Japan in July
2015, and the 3rd JPO-KIPO-SIPO Trial and Appeal Expert Meeting was
held in China in September 2015.

(i) Administrative Judge Exchange Program

In order that administrative judges may exchange information on trial
and appeal practices through observing oral proceedings in court or
exchanging opinions about real trial/appeal cases, the JPO has been
holding the Administrative Judge Exchange Program with the KIPO, the
SIPO and the TIPO. The first JPO-KIPO-SIPO Administrative Judge
Exchange Program was held in Korea in September 2015, and the
second JPO-TIPO Administrative Judge Exchange Program was held in
Taiwan in October 2015.

(iii) International Symposium on IP Judicial System

In April 2015, the International symposium on the judicial system of
intellectual property was held in Japan. Prominent IP judges and leading
lawyers from the US, the UK, France, Germany and Japan were invited,
where mock trials on the enforcement of standard-essential patents were
conducted.

(iv) Provision of English Translation of Trial/Appeal Decisions

In order to disseminate more information on trials and appeals of the
JPO to users in the world, the JPO has been providing manually-
translated English edition of trial/appeal decisions, including Hantei
(advisory opinions on the scope of industrial property rights), along with
Japanese edition, on the JPO’s website since January 2016. The cases
are selected based on the assumption that they would help users with

the understanding of the law interpretation and its practices in Japan.
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Globalization of corporate activities is advancing while the export
destinations expand due to the growth of emerging markets and
overseas advancement of production plants, R&D centers, etc. In order
for companies to operate globally, it is important for intellectual property
to be protected and utilized even outside Japan. Therefore the JPO, while
listening to opinions of users, is making efforts toward further
harmonization of the IP systems among countries and regions, and the

development of IP environment in emerging countries, etc.

1 HNEAERIEDFFMOMEE | Promoting Harmonization of IP Environment

EERFOLBAD. A—HEZEHE C1TSHEDFE
Memtd s, HENMWAEEEEE (WIPO) v
HMRMET EHH U THNMEREDOHREMICEH TN D,

1 E22M%5EF i A 5K (PCT) EREER
& (2015%2H4H~68 : B - ®R)
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ERHESIECED Al DWW TERZY — R Ui,

FEIBE=BIFFTRERE
(20155%3R4H8 : B% - #k)

BHAERRTT & KERFEET. BUNFRFTIE. 1983
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TR —ICHRBITIRERBOITZERLICH
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I—H-MEZRFL. ZBETFT - 1—Y—26%FE
L. HIERAMICOWTERZHL 2,

The JPO strives to harmonize IP environment in cooperation with the
WIPO and other IP Offices in order to improve convenience when
applicants including companies file the same applications in multiple
countries.

The 22nd Meeting of International Authorities under the PCT
(February 4 to 6, 2015: Tokyo, Japan)

This is a meeting where International Authorities, which conduct
international search and preliminary examination under the PCT, gather
together annually. In 2015, 20 International Authorities and the WIPO
attended the Meeting. The JPO chaired the Meeting for the first time and
led discussions on a desirable PCT system that will promote prompt
acquisition of rights in every country.

The 33rd Meeting of the Trilateral Heads of Offices (March 4,
2015: Yokohama, Japan)

The JPO, the USPTO and the EPO have continued to hold Meetings of
the Trilateral Heads of Offices since 1983, in order to cooperate in
addressing common issues surrounding patents. At the Meeting in 2015,
they reached a common recognition of the importance of advancing
trilateral cooperation aiming for the achievement of goals, including
developing an environment under which the public users, as well as
examiners, are able to utilize one-stop access to examination information
of multiple IP Offices, and developing new IT services of Global Dossier.
In addition, they also agreed to continue to cooperatively work toward
harmonization of patent systems and practices while taking user requests
into account. Prior to the Heads Meeting, on March 3, 2015, the Trilateral
Offices invited groups of users from their respective countries to hold the
user meeting with them to exchange opinions on the harmonization of
patent systems and practices.
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The 8th Meeting of the IP5 Heads of Office
(May 22, 2015: Suzhou, China)

The number of patent applications filed with the IP5 Offices, namely the
JPO, the USPTO, the EPO, the SIPO and the KIPO, reached 2.2 million in
2014, accounting for approximately 80% of the total patent applications
filed worldwide (2.68 million in 2014). In response to this situation, the IP5
Offices have been working together since 2007 in handling various
issues, such as mutually accessing examination results, simplifying
application procedures, and enhancing the quality of patent
examinations.

At the Meeting, the IP5 Offices reported the status of their examination
practices regarding unity of invention, mandatory disclosure of prior art
by applicants,
harmonization of patent examination practices. They agreed to continue

and description requirements, aiming toward
to further deepen the discussions among themselves. Furthermore, they
announced the detailed schedules for launching the new service to
provide users with information on patent applications and examination
results of IP5 Offices altogether. They also agreed on the plan for
developing new IT services among the IP5 Offices that will be provided
through the Global Dossier. Moreover, they compiled a document
summarizing the outcomes that had been achieved through IP5
cooperation, the future goals of IP5 cooperation, and initiatives to achieve
these future goals. Taking advantage of this opportunity, a user meeting
was held, and the attendees actively exchanged views regarding
harmonization of patent examination practices.

The 2015 WIPO Assemblies
(October 5 to 14, 2015: Geneva, Switzerland)

WIPO Assemblies, held in autumn every year, are the series of
meetings to decide matters related to the entire organization, such as the
formulation of budgets, appointment of the Director General, and
approval of amendments of Regulations under the PCT and the Madrid
Protocol. During the Assemblies held from October 5 to 14, 2015, various
important issues were discussed, such as the approval of the proposed
Program and Budget for the 2016/17 biennium, the renewal of the
mandate of the Intergovernmental Committee on Intellectual Property and
Genetic Resources, Traditional Knowledge and Folklore (IGC), the
convening of a diplomatic conference regarding a Design Law Treaty
(DLT), and the establishment of external offices.
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Meeting on Substantive Patent Law Harmonization (B+ Meeting)
(October 6, 2015: Geneva, Switzerland)

The B+ Meeting is held every year with the aim of deciding the
direction of discussions to move toward the harmonization of patent
substantive examination. The Meeting saw progress in 2015, such as
“‘grace period,”

approving to consider themes like “conflicting

applications” and “prior user rights.”

The 4th TM5 Annual Meeting (December 1 to 2, 2015: Alexandria,
us)

The TM5 is a framework to support the global business expansion of
companies by creating an environment in which trademarks can be
adequately protected and utilized in every country in the world, through
the international cooperation by the five IP Offices, namely, the KIPO, the
EUIPO, the SAIC, the USPTO, and the JPO.

At the Meeting, the JPO took the initiative in compiling the useful guide
concerning procedures for filing international trademark applications
under the international application system for trademark registration
(Madrid Protocol) with other TM5 Offices, and received their approvals.
Moreover, the TM5 Offices adopted a joint statement that listed the
outcomes of the 13 projects, including the plan to compile a collection of
case examples on so-called “bad faith trademark filings” from each
office.

The Inaugural Industrial Design 5 Forum (ID5) (December 3 to 4,
2015: Alexandria, US)

The ID5 is a framework to promote international cooperation in the field
of industrial design among the ID5, namely the JPO, the USPTO, the
EUIPO, the SIPO, and the KIPO, with which approximately 90% of the
total design applications worldwide are filed. At this inaugural meeting,
the ID5 partners shared challenges that they should address, as well as
information on industrial designs, and adopted 13 projects. The JPO will
play a leading role in compiling statistical information from each office, as
well as conducting

investigations and researches on design

classifications.

2 TP IT7EEEDHIDFE | Deepening of Cooperation with Asian Nations

VIR
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p Policy toward China and Korea

The total number of patent applications filed with the JPO, the SIPO,
and the KIPO in 2014 reached 1.46 million, accounting for over half of the
total patent applications worldwide (2.68 million). Taking this into account,
it is vital to enhance cooperation among Japan, China, and Korea, in
order for the advancement of global IP systems to develop.

JPO STATUS REPORT 2016 071



F27OARGFTRERS
(2015%10R228 : &E - VL)

2T, FHFEE/N1 Uz~ (PPH) [CBET 245
R, BREPBZEOMT I LDELDSMFH S

BEHINZ2LSATTHAL TV 2, MEORESIE

I—H—DFEMER EROFARED D, BIEDEFREE

FHE (\—JHIE) ORRICHAFILERZMRITIT S L
IZI/% (Y=

=AD

F22MAPEFTRESS
(2015F11A16H : HE - [EMH)

256 7Tlk. BREBHFEE/NCM Yz~ (PPH) #1777
A7 ZL%ZERL, SBBMEL TEBL TV ZEILE
Bl o, MADEEDNSIT> TV B RREDIGHIE
FOTF—FZBICDOWT, RIRT BT —F DIREFED
FFEEOBEEREPEREREICIET T 5 EEFICAER
Uze Thic& D, FEICE T Z2HFEOBRRIEEZR
SICIBETESL5ICED, FETOMNMEZICHRS
BEZEET S NPT NS,

SB15MBTRETTRESS
(2015F11A178 : HE - [EH)

2B TIF. ENEECERBONBNTHINLEED
LEARZZEF T IBROENH (MEEH) ICBEI2E+F®E
SNEDOEFIFRDERZNKT 2 & TER b?‘:o n
50ERIF. BREIDEANFHEZTS>1I—F—ICE> T,
BFDBEREZEMRT 2 LTERTH D, JDEFH.
FRUBEASFOEE. B, BBV 7 IBEE, 24
HIChZDBAICDOWTHREETo o

2015 11A1

1
MNovember 17, 21 _- !

072 JPO STATUS REPORT 2016

The 27th Bilateral Heads Meeting between the JPO and the KIPO
(October 22, 2015: Seoul, Korea)

At the Meeting, both Offices agreed to cooperate in encouraging more
IP Offices to provide statistical data, including the patent granting rate
and the examination periods for applications requesting the Patent
Prosecution Highway (PPH). Both Offices also agreed to continue holding
discussions toward further development of the international design
registration system (Hague System), for the purpose of improving
usability of the design systems for users in both countries, and promoting

their utilization.

The 22nd Heads Meeting between the JPO and the SIPO
(November 16, 2015: Guangzhou, China)

At the Meeting, the JPO and the SIPO agreed to extend and continue
the Patent Prosecution Highway (PPH) pilot program. Both Offices also
agreed, for example, to expand the scope of data to be exchanged
regarding patent information, such as gazette that had been exchanged
between the two Offices, to include information on the examination status
of patent applications filed with the SIPO, and patent registrations. This
will enable users to easily obtain the registration status of patent rights in
China. This is also expected to reduce users’ burden involving intellectual
property activities in China.

The 15th Trilateral Policy Dialogue Meeting among the JPO, the
SIPO and the KIPO (November 17, 2015: Guangzhou, China)

At this Meeting, the three Offices agreed to publish the results of a
case study conducted by the three Offices regarding the requirements to
be followed in making any changes (requirements for amendments) to
the content of documents that contains the scope of patent rights and
the details of their inventions. Such information would be useful for users
who intend to file applications with the three Offices since it helps them to
understand examination practices of each IP Office. Moreover, the three
Offices discussed possible cooperation in a wide variety of fields,
including patent and design examinations, appeals and trials, and
improving information infrastructure.
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B @ EEMNBMES YRy D L Japan - China - Korea International Symposium on Intellectual
(2015%F12B4H~5H : BA - E®\) Property (December 4 to 5, 2015: Tokyo, Japan)

HAMMZER, FENHEEN TR, BENBVEZS This Symposium was hosted by the Intellectual Property Association of
D3RLICIA. BERERSHFTFEOTE T, HRBEKTO  Japan (IPAJ), the China Intellectual Property Society (CIPS), the Korean
BRAOEMEZ BN T 2EFHEEZEDITH. HMEELE. BIE  Intellectual Property Society (KIPS), the JPO and other organizations. At
RO EEWBZERmRETD/IRILT Ay a>%{T>  this symposium, keynote speeches on the latest initiatives were delivered
fco by the JPO, the KIPO and the SIPO, and panel discussions on IP

judiciary, trademarks and trade secrets were presented.

VXASEAN., 1V R » Policy toward the ASEAN and India
ASEANEEEY 1~ RZEDHEEFHAREDSERDE The ASEAN countries and emerging countries, such as India, are
(ERSEE U TEERINTED, INSHEEDIKEER  deemed to be a promising place for Japanese companies to develop
BOREEOBRANS., MPBMEFEORE - mbn2F & their businesses, and therefore, the improvement and enhancement of
o> TWa, the IP system must be urgent issues from a viewpoint of improving the
investment environment.

FOMA7 7 VEFTRESS The 5th JAPAN-ASEAN Heads of Intellectual Property Offices
(2015458250 : B4 - &B) Meeting (May 25, 2015: Nara, Japan)

HAEREFT (E. ASEANZ A D FIRY B 2 fl B B = H#E The JPO established a cooperative framework of the Japan-ASEAN
IR, 20128528 ICASEANEEEOHMBIFET & D/ Heads of IP Offices Meeting in February 2012, in order to facilitate its
ALNIBREOREE U TH7Z 27 VETFTRERS cooperation for improving IP systems in the ASEAN countries. The
BIEZR L, - —=——XEBEEZILHNS. AMBER - 511 Meeting is designed to be an opportunity for high-level officials from the
BMEA Y7 SBESEDOTIEEIT>TWS, A2ATIE. 7 JPO and the IP Offices (IPOs) in the ASEAN countries to exchange
T 7 VAN EETEIEIE2011—2015IC& W 20155  opinions. The JPO, based on user needs, has implemented a wide range
FOMBNBEEZEE SN IEEOEBRHESE (YRYUw R of assistance activities such as support for human resource development
HEBEE) HEOEKE. ROEEODELICHIFEA  and building IP infrastructure. At the 5th Meeting, the JPO and the ASEAN
EER - EEEEESBICEIIMEORIELEZED20154F  IPOs formulated an action plan for IP-related cooperation in FY2015,
EOMNMESBOHRANTAT ZLZEET DL EBIC, including sharing information on its operating procedures for handling
2016EE LS MM ER D OF{ %8 U TASEANSE  applications under the international trademark application system (Madrid
BHEEOERICEM TS &R L. TH7 275 Protocol), to which ASEAN IPOs were aiming to accede by 2015
WMHRER), ZFIRL ., according to the ASEAN Intellectual Property Rights Action Plan 2011-
2015, and sharing JPO's practices for developing new recruits and
managing examiners in order to speed up examinations. The JPO and
the ASEAN IPOs also affirmed their commitment to deep their
cooperation in the field of intellectual property beyond FY2016 so as to
contribute to the realization of the ASEAN Economic Community (AEC)
and thus, adopted the ‘Joint Statement on Cooperation on Industrial
Property Rights for Sustainable Economic Development in ASEAN and
Japan.”
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Strengthening the Bilateral Cooperative Relationship with the
ASEAN Countries

The JPO held bilateral meetings with the heads of the IP Offices of the
ten ASEAN countries on the occasion of the 5th Japan-ASEAN Heads of
Intellectual Property Offices Meeting. In these bilateral meetings, the JPO
signed Memorandums of Cooperation with the IP Offices of Brunei, Laos,
and Thailand. Upon signing these three MOCs, the JPO has concluded
Memorandums of Cooperation with all IP Offices of the ten ASEAN
countries. Based on these Memorandums of Cooperation, the JPO will
further advance bilateral cooperation with each of these countries. The
major achievements of FY2015 were as follows;

(i) Exchanging Data such as Patent Gazettes

The JPO agreed to exchange data such as patent gazettes with the
Intellectual Property Office of Singapore (IPOS), the Intellectual Property
Office of the Philippines (IPOPHL), the National Office of Intellectual
Property of Vietham (NOIP) and the Department of Intellectual Property of
Thailand. The JPO is preparing to provide data received from these IP
Offices via the Internet (Foreign Patent Information Service (FOPISER))*™
(See Part Il, Chapter 3, Section 1,3).

(ii) Patent Prosecution Highway (PPH)

The JPO agreed to start the PPH program with the NOIP from April
2016. As a result, from that day on, the JPO will operate the PPH program
with six major ASEAN countries (the Philippines, Indonesia, Malaysia,
Singapore, Thailand and Vietnam), which means that the PPH is available
for almost all applications filed with IP Offices in the ASEAN countries by
Japanese applicants. As a part of the promotion of the PPH, the JPO co-
hosted the PPH Seminar in Kuala Lumpur with the Intellectual Property
Cooperation of Malaysia (MylPO), with which the JPO started the PPH
program in 2014,

(iii) Competency of PCT International Searches and International
Preliminary Examinations

The JPO reached an agreement with the Intellectual Property Office of
Brunei Darussalam (BrulPO) and the Department of Intellectual Property
of Laos that the JPO would start conducting international searches and
international preliminary examinations, as a competent International
Searching Authority (ISA) and International Preliminary Examining
Authority, on international applications filed with either of these IP Offices
or the WIPO International Bureau. Moreover, the JPO and the IPOS
agreed to start an Examination Capability Enhancement Program in
Collaboration with the Private Sector (See Part I, Chapter 1, Section 1,

6.(iv)).

%14 https://www.foreignsearch.jpo.go.jp/
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(iv) Support for Formulating and Revising the Patent Examination

Guidelines

In order to support the MylPO with formulating the patent examination
guidelines in the field of computer software, the JPO introduced its
“Examination Guidelines for Patents and Utility Models” and “Examination
Handbook for Patents and Utility Models,” and explained how they have
been revised, while making useful suggestions. The JPO is also
advancing its cooperation with the Department of Intellectual Property of
Laos to support it with formulating the patent examination guidelines.

(v) Support for Establishing an Intellectual Property Office

The JPO has been strengthening its cooperation for Myanmar that has
been making preparations to establish its own IP Office. Specifically, the
JPO has been supporting the formulation of the internal work flows, the
building up of the promotional methods, and the establishment of the IP
attorney system.

(vi) Support for Acceding to the Madrid Protocol

Based on the ASEAN Intellectual Property Right Action Plan 2011-2015,
many of the IP Offices in the ASEAN countries had been working toward
accession to the Madrid Protocol by 2015. In line with such movement,
the JPO, in cooperation with the Ministry of Commerce of Cambodia,
held a workshop for agents on the Madrid Protocol in Phnom Penh.
Moreover, the JPO sent trademark examiners to the MyIPO to support its
Madrid Protocol operations. In this way, the JPO has been strengthening
the sharing of knowledge and experiences concerning Madrid Protocol
operations.

(vii) Other Types of Cooperation

The JPO co-hosted, with the Directorate General of Intellectual Property
(DGIP) of Indonesia, the 1st Indonesia- Japan IP Forum in Jogjakarta
from October 27 to 28, 2015 to raise awareness on intellectual property.
Moreover, the JPO is considering the possibility of cooperation in the
patent field with the Ministry of Industry and Handicraft of Cambodia.

Strengthening IP Cooperation with India

In June 2015, the JPO and the Department of Industrial Policy and
Promotion (DIPP) of the Ministry of Commerce and Industry of India
signed a Memorandum of Cooperation stipulating the sharing of
information on the legal systems and operational practices, human
resource development for the improvement of examination capacity,
including the utilization of Examiner Exchange Programs, and others. This
Memorandum of Cooperation aims to support Japanese industries, from
the aspect of intellectual property, with investing and expanding their
businesses in India that has been an attractive emerging market. The
JPO will, based on this Memorandum of Cooperation, advance its
cooperation with the DIPP of India in order to improve the IP environment
in India, where intellectual property is adequately protected.
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Sending and Accepting Experts and Holding Seminars

The JPO holds workshops, accepts foreign trainees, and sends experts
overseas. One of the major activities conducted in FY2015 was sending
of long-term experts to the technical cooperative projects in Vietham and
Indonesia implemented by the Japan International Cooperation Agency
(JICA). The JPO also has a JICA long-term expert assigned in Myanmar
for the purpose of providing support for establishing its IP Office.
Moreover, the Heads of Intellectual Property Office Conference (HIPOC)
for Countries in South Asia and Southeast Asia was held at the JPO in
June 2015, and a seminar for the dissemination and utilization of patent
information was held at the JPO in November 2015. In January 2016, a
workshop on applications for international registration was held in
Cambodia.

Expansion of Cooperation with Countries in Latin America, Middle
East and Africa
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In recent years, in addition to Asia which has been a principal target of
Japanese industries for investments, the potential of the markets in Latin
America, Middle East and Africa is drawing their attention. Taking this
trend into account, the JPO is strengthening its relationship with such
emerging markets.

Expansion of IP Cooperation with Argentina

The JPO has been deepening its cooperative relationship with the
National Institute of Industrial Property of Argentina (INPI) by, for example,
inviting Argentine trainees. In line with this, in October 2015, the two
Offices signed a Memorandum of Cooperation stipulating the promotion
of mutual understanding of their respective intellectual property systems,
the sharing of experiences on improvements of examination efficiency
and workload capacity, and the enhancement of interactions between the
IP Offices and the IP system users by, for example, providing information
through holding seminars, to further deepen their bilateral cooperative
relationship.

Expansion of IP Cooperation with Egypt

Egypt attracts comparatively much attention from Japanese industries
among African countries. Egypt is one of the few African countries that
conduct substantive examinations at their IP Offices. Taking this into
account, the JPO started a PPH pilot program with the Egyptian Patent
Office, the first one of its kind in Africa, in June 2015, and signed a
Memorandum of Cooperation in October 2015 to deepen their
cooperative relationship in area of patent examination.
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Expansion of IP Cooperation with Other Areas in Africa

In November 2015, the JPO held an African Ministerial Conference in
Dakar, Senegal, inviting Ministers in charge of intellectual property
administration from African countries, to highlight the importance of
intellectual property for economic development, and to encourage them
to undertake initiatives for developing the IP system in their respective
countries.
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In order to support companies including SMEs, universities and users
in the local regions with their IP activities, the JPO implements various
supporting measures, such as providing information, consultation
services, and fee reductions/ exemptions. In this chapter, a part of such
measures will be outlined.

Support by Information Provision
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Global Dossier

“Global Dossier” is an ongoing project aiming for building up a virtual
common system by mutually linking the information technology (IT)
systems of IP Offices so that information concerning applications and
examinations (Dossier information) held by IP Offices can be shared and
[T-based new services can be provided.

(i) Dossier Information Reference System

As one of the Global Dossier concepts, the JPO has built a system
called “One Portal Dossier (OPD)” allowing examiners of IP5 Offices (the
JPO, the USPTO, the EPQO, the SIPO, and the KIPO) to retrieve Dossier
information. The JPO has played a leading role in its development among
the IP5 Offices, and the IP5 Offices started a service for their examiners
all together in July 2013. The OPD service has contributed to dissolving
the redundancy issue among the IP5 Offices, which is that the identical
invention is examined at more than one Office, and therefore, to
enhancing efficiency of their examination practices. Furthermore, it has
contributed to increasing high quality of patent examination and to
issuing much more high-quality patent than ever.

The JPO established the linkage between the OPD system of Japan
and the WIPO-CASE*"® in cooperation with the World Intellectual Property
Organization (WIPO). The JPO agreed the new terms and conditions for
the use of WIPO-CASE in July 2015, which has enabled all the countries
participating in the WIPO-CASE to refer to the JPO’s Dossier information
through the WIPO-CASE. Furthermore, both the USPTO and the KIPO
linked their OPD systems with the WIPO-CASE at the end of 2015.

The IP5 Offices have been working together to make the OPD service
available to the general public. Since March 2015, the JPO’s Dossier
information has become available for public users through the website
services of the IP5 Offices together with patent-family Dossier information
in the other IP5 Offices. The JPO launched the service in July 2016.

X 15 WIPO- Centralized Access to Search and Examination (WI-
PO-CASE) : WIPON'HF L Tc R Y TIERSRI A7 A
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* 15 WIPO- Centralized Access to Search and Examination (WIPO-CASE): Dossier
information reference system developed by the WIPO.
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(i) Five Short-Term Priorities

The request was made by the IP5 industries to work on five short-term
priorities™® first, while moving toward the realization of “cross-filing”*"" as
the ultimate goal of the Global Dossier. At the 8th Meeting of IP5 Heads
of Offices held in May 2015, the vision statement of five short-term
priorities was endorsed. The IP5 Offices have been considering how to
implement such services and solve the issues, aiming for the realization
of five short-term priorities.

The IP5 Offices have been considering how to provide such services

and solve the issues, aiming for the realization of five short-term priorities.

J-PlatPat

The JPO has completely reformed the “Industrial Property Digital
Library (IPDL)” in response to more advanced and diversified user needs,
and as a result, launched the new patent information provision service,

"*18 in March

named ‘Japan Platform for Patent Information (J-PlatPat)
2015.

The J-PlatPat is equipped with user-friendly interface and has the
functions of gazette retrieval for patents, utility models, designs, and
trademarks and of reference to foreign gazettes for patents, published
appeal and trial decisions, information of examination documents (patent
and utility model), legal status, etc.

In order to provide wider and more enhanced services in the future, the
JPO advances further consideration taking into account the possibility of
speeding up of information provision, making reference to patent family

information available, linking with services of foreign IP offices, etc.

16 AFEFAEBPFRNEHICTASZA Y S/ —ER

17 EHNEERIER : V—HAIRTF—F R, 75— MMk, HEEE
PFEHELZEDXMLIE, Proof of Concept. HEEARMRDHE—DR
HH,

%18 https://www j-platpat.inpit.go.jp/
(F—ERREHEE - RAL £ - HEDE®. 24KEEE)

* 16 Five short-term priorities: Five priorities consist of legal status, alert service, XML based
documents, proof of concept and standardizing applicant name.

*17 An on-line service allowing users to file applications or take procedures with any of the
IP5 Offices.

*18 https://www.j-platpat.inpit.go.jp/ (Service hours: 24 hours 7days, in principle, including
Saturdays and Sundays).
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Chart 16 : Services of Patent Information Provision

Provision of Information on Patents Owned by Other Countries

In order to respond to the increase in the ratio of Chinese and Korean
patent documents to the total number of patent documents worldwide,
the JPO launched the “Chinese and Korean Gazette Translation and

Search System”*™

in January 2015. It enables full text search in
Japanese of Chinese and Korean patent and utility model documents
which are machine-translated into Japanese. The full text of
approximately 14.3 million Chinese and Korean patent and utility model
documents, which have been published since 2003 (as of February
2016), are machine-translated into Japanese and stored in the system.
Furthermore, the JPO launched another reference service named
“Foreign Patent Information Service (FOPISER)”** in August 2015. The
FOPISER makes it possible to instantaneously provide users with patent
information which the JPO exchanged with other IP offices. Users can
query patent information from foreign countries other than the countries
whose patent information have been already provided on the J-PlatPat
through an interface in Japanese as well as perform a simple search in
English. The JPO intends to expand the range of foreign patent

information capable of being queried.
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Information to be Queried Source Countries/Organizations

Patent and Utility Model

Japan Platform for Patent Informa-
tion (J-PlatPat)

Japan, US, EPO, China, Korea, WIPO,
UK, Germany, France, Switzerland,
Canada

Design Japan, US, Korea
Trademark Japan
Clhilese 2id Roicen  Ceseiie Patent and Utility Model China, Korea

Translation and Search System

Patent and Utility Model
Trademark

Foreign Patent Information Service
(FOPISER)

Design

Australia, Russia, Taiwan, Singapore, Vietnam
EUIPO, Russia, Taiwan

Russia, Taiwan

#%19 http://www.ckgs.jpo.go.jp/

(P—EXRHERE  BFEO8KH 522K T)
%20 https://www.foreignsearch.jpo.go.jp/
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080 JPO STATUS REPORT 2016

*19 http://www.ckgs.jpo.go.jp/ (Service hours: From 8:00 a.m. to 10:00 p.m. on working days
of the JPO).

*20 https://www.foreignsearch.jpo.go.jp/ (Service hours: From 9:00 a.m. to 8:00 p.m. on
working days of the JPO).
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Graphic Image Park

On October 1, 2015, the Graphic Image Park (GrlP)**', which is a
service to sort images using the image matching technology, started
being provided in order to reduce the burden of search on design rights.

The Graphic Image Park is a tool that enables users to sort images of
registered designs in Japan simply by drag-and-drop, and have the
following features.

(D The GrIP is available online at any time for free of charge.

(2 The GrlP enables simple search by drag-and-drop of the image, not
by using technical terms, such as Japanese Design Classification, or
articles concerning design.

(@ Thumbnails of images from on the Design Bulletins are displayed, and
thus, it is possible to refer to appropriate images while effectively
comparing with numerous image designs.

@ The GrlP also makes it possible to narrow down the search by
Japanese Design Classification and articles to design.
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#21 https://www.graphic-image.inpit.go.jp/
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* 21 https://www.graphic-image.inpit.go.jo/ (Service hours: 24 hours 7 days, in principle,
including Saturdays and Sundays).
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Global IP Data Bank

Global IP Data Bank™* is a website to provide persons in charge of
legal affairs and Intellectual Property at companies with a wide variety of
information on Intellectual Property in emerging countries and regions.

Global IP Data Bank contains articles written based on various types of
published information and surveys on domestic and global companies
and law firms and collected information in collaboration with overseas
patent firms, after being analyzed and reviewed. (1,419 articles published
as of the end of December 2015).

Support for Strategic IP Management and Practical Use
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IP Comprehensive Support Counters (One-Stop Solution Counter
for Consultation on Intellectual Property)

"*23in each

The JPO established “IP Comprehensive Support Counters
prefecture in April 2011 to give consultation to SMEs on issues related to
intellectual property.

The IP Comprehensive Support Counters provides a solution to various
issues from the time they create ideas up to when they establish their
business operations outside Japan without charge and with
confidentiality (D by practically utilizing specialists including patent
attorneys, lawyers, etc. and @ in collaboration with related support
organizations.

In cooperation with the National Center for Industrial Property
Information and Training (INPIT), the JPO has continued its efforts to
enhance the functions at the Counter. In FY2015, in order to further
enhance the function of support system by experts, the number of
experts (patent attorneys and lawyers) that have been assigned to each
Counter since FY2014 has been doubled in principle. In addition,
responding to the 2015 Amendment to the Patent Act, experts who can
provide support service regarding internal rules for concerning employee
inventions have been assigned.

Furthermore, aiming to raise awareness so that intellectual property
may be more recognized in various fields of society, the JPO has been
dispatching experts to SMEs which have not utilized services at the
Counter, not just sitting and waiting for them to come.

%22 https://www.globalipdb.jpo.go.jp/

%23 £EHEF S 1)L0570-082100
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*22 https://www.globalipdb.jpo.go.jp/

*23 Nationwide navigation dial: 0570-082100 (you are directed to the nearest counter
established in 47 prefectures). Consultation hours: 8:30 a.m. to 5:15 p.m. on weekdays
*Consultations hours may vary depending on the Counters.
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Consultation Counters for Trade Secrets and IP Strategies

The JPO established “Consultation Counter for Trade Secrets and
Intellectual Property Strategies”***
for Industrial Property Information and Training (INPIT) in February 2015.

In addition to specific IP strategies, such as open & close strategy that

in cooperation with the National Center

includes obtaining patent rights and concealing trade secrets, the
Consultation Counter for Trade Secrets and IP Strategies also provides
consultation service regarding how to manage trade secrets, or how to
deal with trade secret leak and outflow. To deal with these issues, the
JPO has been working with the National Police Agency for damages
caused by trade secret leak and outflow, and with the Information-
technology Promotion Agency (IPA) for information security measures
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such as defense from cyber-attacks.

For the purpose of dissemination and raising public awareness, the
INPIT launched the "Trade Secrets and Intellectual Property Strategies
Portal Site"** in October 2014 and has held more than 70 seminars on
trade secrets and IP strategies at more than 20 locations nationwide.

ES—Z>7Y—EXDREZHBL . Furthermore, in March 2016, IP-e learning service was launched, where
how to manage and utilize trade secrets and IP strategies can be learned.
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EEEEEEN BB T % SENBOSEFE - YT ACET B8 . Trade_Sef:rst Co‘nfsultat;(_)nsz Cons_xtiyltat;ons on the management method and the system of trade
R - ) e V== t, including information security, etc.
HBROM, BRICHUT, BROB, AEL. FRLEOBHIRNTS 'Sgcer;?engicng ongthe nature of the case, different type of experts, such as former business people,
attorneys, or patent attorneys, provide consultations.
K24 HHHIE - FH  FRIOR~F#5K45% k24 Consultation hours: 9:00 a.m. to 5:45 p.m. on weekdays.
EEEE 03-3581-1101 (N#53844) Phone number: +81-3-3581-1101 (ext. 3844)
E X —JL : trade-secret@inpit,jpo.go.jp E-mail address: trade-secret@inpit.jpo.go.jp

%25 http://www.inpit.go.jp/katsuyo/tradesecret/index.html 25 htp:/fwww.inpit.go jp/katsuyo/tradesecret/index.himl
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Dispatch of Experts (Support of IP Management Strategy)

In order to achieve the sustainable development of industries while
maintaining their international competitiveness, it is necessary to promote
innovation in an efficient manner. To this end, IP strategies are very
important in terms of strategically protecting and utilizing intellectual
property that will be created.

Because of this, the JPO and the National Center for Industrial Property
(INPIT)
universities with their IP management by assigning experts who have
property field at private
companies to the right places as Intellectual Property Producers™?,

Information and Training have supported companies and

practical experiences in the intellectual

Global Intellectual Property Producers™*’, University Network Intellectual
Property Advisers**®, Intellectual Property Advisers for Public Research
Organizations, etc. Furthermore, in FY2016, in order to promote creating
new businesses using intellectual property, the JPO will dispatch experts
who can support business creation activities in local regions and local
networks.

Support for Analyzing and Utilizing Patent Information (Utilization
of Patent Information for Business)

Actively utilizing patent information in planning business strategy is
important for the growth of companies. However, SMEs have not fully
recognized how effectively patent information can work for their
businesses. They also have limitations in terms of expert knowledge and
finances. Due to these circumstances, utilization of patent information
has not been advanced more than anticipated.

In order to address these issues, the JPO has been providing the
support program since June 2015, where support is provided for
comprehensive analysis on patent information according to the needs at
each stage of IP activities of SMEs, from research and development, to
filing applications, to requesting for examinations, in order to promote
effective utilization of patent information at SMEs.

Fee Reductions or Exemptions Concerning Obtaining and
Maintaining IP Rights

Based on the Patent Act, the Industrial Technology Enhancement Act,
the Act on Enhancement of Small and Medium-sized Enterprises’ Core
Manufacturing Technology, etc., individuals, companies, R&D-oriented
SMEs, universities etc. are eligible for receiving fee reductions or
exemptions, such as patent fee reduction by 50%, on the condition that a
certain requirements shall be satisfied.

¥ 26 http://www.inpit.go.jp/katsuyo/ippd/index.ntml
¥27 http://www.inpit.go.jp/katsuyo/gippd/gippd/index.ntml
%28 http://www.inpit.go.jp/katsuyo/unvipad/index.html
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In April 2014, the JPO introduced the fee reduction program for small-
and-medium sized venture companies, small companies, etc. based on
the Industrial Competitiveness Enhancement Act. Compared with the
conventional measures for fee reductions/exemptions based on the
Patent Act, etc., this new program is characterized in that (D the target
has been expanded to include even small businesses that pay taxes as
corporations; (@ not only national application fees but also international
application fees (limited only to the PCT international application filed in
Japanese) have become eligible for fee reductions/exemptions; and @
the reduction rate has been changed from 50% to one third (will be
expired in March 2018).

Subsidy for Filling Foreign Applications and Subsidy against IP
Infringements Overseas (Financial Support for IP Activities
Overseas)

With the recent globalization of markets, SMEs are also having more
and more opportunities to perform their businesses overseas, and as a
result, there are high demands of acquisition, utilization, and protection of
intellectual property in the foreign countries where the SMEs has
advanced their businesses. However, obtaining IP rights in foreign
countries costs too much in preparing documents along with translations,
etc., which is the big financial burden for SMEs.

Therefore, the JPO operates the subsidy program for SMEs, which
pays the half of the cost for filing applications with foreign IP offices.

In order to support SMEs with taking anti-counterfeiting measures in
foreign countries, the JPO also operates the subsidy program to pay two
thirds of the cost for preparing and sending warning documents to the
infringer, and for filing a request for government seizure. Furthermore, the
JPO started another subsidy program to cover two thirds of the cost for
legal consultations and litigations needed when SMEs are sued for
infringement of IP rights. In these ways, the JPO has a solid backup
system to support Japanese companies with their IP activities overseas
in a comprehensive manner.

IP Finance (Promoting IP-based Financing)

The realization of IP-based financing would help with raising awareness
of how valuable intellectual property activities among SMEs, which will
lead to intellectual property being more recognized among SMEs in the
various business fields. Some SMEs have expectations that their
intellectual property rights can be used for obtaining financing from
financial institutions based on their value evaluation. On the other hand,
financial institutions have few “connoisseurs” who can properly evaluate
techniques, etc. as valuable assets. Due to this with other reasons, IP-
based financing is difficult to be implemented.
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Responding to these situations, the JPO conducted a pilot program in
FY2014, where experts from a third party evaluated marketability and
other elements of businesses utilizing intellectual property based on
which financial institutions made decisions of financing funds to SMEs. In
FY2015, the JPO has implemented this measure in a full-fledged manner.
While making efforts for dissemination and raising awareness to financial
institutions by holding symposiums, seminars, etc., the JPO provided the
“Support for Evaluation Reports of IP-based Businesses (evaluations
conducted by evaluation agencies)” (the support was provided for 150
cases in FY2015).

Other Measures
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IP Human Resources Development

In order to foster global IP human resources which can be active in the
world stage and IP management human resources which includes the
management layer of companies, it is necessary to provide educational
opportunities where users can gain knowledge, in a comprehensive
manner, about foreign IP systems as well as information and knowledge
concerning IP strategies working with their business strategies. Since
FY2014, targeting for company’s executives and managements, the JPO
has been developing both curriculums and text books comprising of IP
case files, and has been conducting verification training programs by
using those materials. In addition to these efforts, the JPO started
development of the IP educational program and curriculums in English in
FY2015 for the purpose of fostering global human resources who can
negotiate with foreign counterparts according to the IP management
scheme based on the management strategy of their companies.

Efforts through Opinion Exchange Session between Companies
and the JPO

The JPO holds opinion exchange sessions with companies in and
outside the country and those with industry organizations every year for
the purpose of grasping specific needs and expectations from users
regarding IP-right systems and examination policies, etc., and of
explaining the JPO’s current state and the responses to the needs from
users specifically.

In FY2015, the number of times of the opinion exchange sessions,
Deputy Commissioner,
Examination Department, the Trial and Appeal Department, or the
Trademark and Customer Relations Department attended, was around
430 times in total.

where JPO Commissioner, each of the
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System Development for Improvement of Convenience for Users

The JPO has been working on system development according to the
“Plan for Optimization of Operations and Systems of the JPO” (Plan for
FY2013 through FY2022) formulated in March 2013. This plan stipulates
that the system development that needs to be preferentially conducted
responding to policies with higher priorities shall be carried out in parallel
with the review of the existing system structure.

As for the project of reviewing the existing system structure, the JPO
migrated the two host computers into open system, and built an open
system database to be shared by various information systems at the JPO
in January 2015.

As for the projects of developing new systems, the following three
systems were launched responding to policies with higher priorities; in
April 2015, (D the system for the 2014 Amendment to the Trademark Act
that stipulates protection of non-traditional trademarks such as colors
and sounds and @ the system for a new “Patent Opposition System”;
and in May 2015, @ the system for the “Geneva Act of the Hague
Agreement Concerning the International Registration of Industrial
Designs.”

Furthermore, the following systems are scheduled to be developed or
modified: @ a common search system for patents and utility models to
be developed to provide general users with almost the same level of
reference and search environment as that used by examiners, ® a
system to be modified to expand the scope of PCT international
applications that can be filed online, and ® a system for patent and utility
model applications to be modified to enable a part of business performed
in real time. Through working on these projects, the JPO will continue to
improve user-friendliness of the systems as well as efficiency and quality
of administrative operations.
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System responding to policies with higher priorities

Redundancy of receiving system

Building a machine translation and
search system for Chinese and Korean
patent and util_ity model documents
(DResponding to the new trademark
system following the Amendment to
the Trademark Act

Working on the details

@Responding to the newly introduced
for the phase Il Plan

Improving user-friendliness for
Patent Opposition System applicants in terms of fee payments
(@Responding to the new design system Responding to the new design system
following accession to the Geneva Act ‘ (Enhancing functions)

@Building a common search system for
patents and utility models

©Expanding electronic processing of
international patent applications

Review of system structure
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In order to promote innovation in Japan by adequately protecting and
utilizing intellectual property and to realize international harmonization of
intellectual property rights, etc., the “Act for Partial Amendment to the
Patent Act and Other Acts” was decided in the Cabinet on March 13,
2015, with the following main issues, submitted to the 189th ordinary Diet
sessions, where it was approved and established on July 3, and
announced as Act No. 55 on July 10, 2015. The Act was enforced on
April 1, 2016.

Revising the Employee Invention System

The JPO revised the employee invention system as follows in order to
realize both giving sufficient incentives for R&D activities to researchers
and enhancing domestic industry’s competitiveness.

(DThe revised act is to stipulate the provision that an invention by an
employee belongs to the inventor's employer when the right becomes
effective and when any provision in any agreement, employment
regulation or any other contract stipulates in advance that the right to
obtain a patent for any invention made by the employee will be vested
in the employer, aiming to eliminate the instability in the ownership of a
patent right.

(@An employee has the right to receive reasonable remuneration or other
economic benefits, if the employee causes the employer to acquire the
right to obtain a patent.

(@The minister of Economy, Trade and Industry will define guidelines for
procedures to determine the details of reasonable remuneration or
other economic benefits, through the examination procedures of the
Industrial Structure Council, aiming to encourage inventions.

Based on @ above, the Patent System Subcommittee under the
Intellectual Property Committee of the Industrial Structure Council has
deliberated the draft guidelines for procedures to determine the details of
reasonable remuneration or other economic benefits since September
2015, and the Intellectual Property Committee under Industrial Structure
Council approved them in February 2016. The guidelines were
announced as notification of the Ministry of Economy, Trade and Industry
on April 22, 2016.
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Revisions of Fee Schedule

In order to reduce financial burden on companies to obtain and
maintain IP rights, as well as to enhance companies’ competitiveness
and revitalize economy through expanding the use of IP rights, the JPO
revised fee schedule as follows:

(DReducing annual fees and application fees for patent by around 10%.

(2Reducing registration fees and renewal fees for trademark by around
25% and 20%, respectively.

(3Regarding search fees for international applications filed under the
Patent Cooperation Treaty, those filed in Japanese and those filed in
other languages are separated with different amount of fees set for
each.

Please see the appended schedule of fees for the revised fees.

New Rules Following Accession to PLT and STLT

The Patent Law Treaty (PLT) and the Singapore Treaty on the Law of
Trademarks (STLT) are international treaties designed to harmonize and
simplify formal application procedures that currently differ from country to
country. In order to accede to both Treaties, Japan amended to national
laws as follows:

(DFor the Patent Act to comply with the PLT, when an applicant could not
submit translation of the application in a foreign language within the
designated time limit, JPO Commissioner notifies the applicant of the
absence of submission, and then, the translation shall be accepted
only if it is submitted within the designated extension time.

(@For the Trademark Act to comply with the STLT, even when an applicant
could not submit a proving document for receiving special treatment in
filing an application within the designated time limit, the document shall
be accepted only if it is submitted within the designated extension time.
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IP System for Implementing TPP Agreement in Japan

The Trans-Pacific Partnership (TPP) was signed in February, 2016. This
Agreement aims at realizing a high level of free trade in the Asia-Pacific
region, and formulates common rules among the contracting parties not
only for goods market access or service trade but also for non-tariff fields
such as the IP field. Responding to the signing of the agreement, Japan
has been considering measures necessary for implementing the TPP
Agreement.

Specifically, Japan has been considering the possibilities of (D
extending the 6-month period of exception to lack of novelty of invention
to 1 year, for an invention that lost novelty by publication at an applicant’s
@ introducing a system
allowing the extension of the term of patent right in cases where the

will prior to filing an application (Patent Act);

establishment of the patent right is registered after 5 years from the filing
date of an application, or 3 years from the filing date of a request for
examination, whichever is later (Patent Act); and @) introducing a pre-
respect to
counterfeiting(Trademark Act). In February 2016, the Intellectual Property

established damages system with trademark
Committee of the Industrial Structure Council made deliberations in order
to take necessary measures for each of the above-mentioned matters
considering the consistency with national laws.
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