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Chapter 1 Examination/Trials and Appeals

1 $5EF ‘ Patents

1 BENEEE Performance of Examination

2013FEERIC, BEBRN S—RBEEI F TOHE The JPO achieved a long-term goal (FA11), at the end of FY2013, to
(FARRRS) =11 AMAICT 2 WS REABE (FATT) shorten the period from filing a request for examination to issuing a first
HEER U, ZULT. ROI0CEDRIAEZE LT, 2023  action (FA pendency) to 11 months or less. Now, the JPO is steadily
FEFTIC, BFD HEAMLETOHB, & T—REE®E  moving toward the next decade goal, which is further shortening “total
METOHB 2Zn2h. FHE40AUA, FHH10H  pendency” and “FA pendency” to 14 months or less on average and 10

BUAETZZEZBIEL. BERICWMDBATWS, months or less on average, respectively.

T, 2015FFRREZEBICHEL DD BEEDED In 2015, while speeding up the examination process, the JPO also
mECFEDL. —REEHEH (FAGE) 13235,809%4. focused on improving examination quality. As a result, the number of first
FFEFEEHHIL173,0158TH - 1 actions issued was 235,809, and the number of patent grants was

173,015.

EXR1 : FHFEEOIFAHBOHR
Chart 1 : Changes in the Average FA Pendency
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BR2 : FEFEEOFAHAR UYSEFEE G DHRS
Chart 2 : Changes in the Number of FAs and Patent Grants

FALEES /
NUTbEr of EAS 363,876 369,679 356,179 255,001 235,809

RETEEME /

Niuiilosr @& Paiai Graris 220,495 254,502 260,046 205,711 173,015

044 JPO STATUS REPORT 2016



HARE - REMEORKFEEORRICH
13T

FATTZZR U LBED2014FEN S, TNETOE

FHEZO < BEBR(PHcAREZRETZ. TERE
= RERBEORTEE OFRRZEEL WS, 2L T,
MRER - REmBONTFER) 2RI 2o, 1
HEORR,. THEOmWET DS, UENMFTT & D&
-%h #EETIEAOBMEEREREL TW5,

3 THE{LICEE I S ENHE

(i) BEEOHER

2014FE(IC5I EmE2015FEICE VW TH, EHBT
WA EMNEEEDO -2 BRAIT L. BEELE
BEENDME - MLz o7, 2016FEFEICE VTR
16RDEBEEEERCI00ZDEMNEEEZERL T
B, SRE-BORFEERH O - BIEDH. &
EREEBDHERIBREICEH 2,

(i) FSITERMXEBMAZONE

BEBEE DTS EATHRMXEAE S HRAEEEICHE
U.EBEEHOFIAICL 2BERREDHEEZR > TW5,
FATERM AT Z 175> B RATHEOKIE. 201655
B1HIRETIOHE TH %, 201 5FEEDFKFEHEUL15.6
FHTHD, ZDSEDH=ZSD=D10.28F#ICD W
TIE. NEBOEBHFEICE THEERZILEREL TWS,

SB28R

20I5F DERER
Result of Measures in 2015
$15E HE/EY /Chapter 1 Examination/Trials and Appeals

Part 2

Toward the World’s Fastest and Utmost Quality in Patent Exam-
ination

Since FY2014, the following year after FA11 was achieved, the JPO has
been moving toward realization of the “World’s Fastest and Utmost
Quality in Patent Examination,” taking into account changing
circumstances surrounding the patent system and newly raised issues.
To this end, the JPO has been implementing various measures with the
three pillars, which are “maintaining speed,” “granting high-quality rights”

and “cooperation and collaboration with foreign IP offices.”

Initiatives for Timely Examination

(i) Securing the Necessary Number of Examiners

In FY2015, continuing from FY2014, the JPO made efforts to maintain
and enhance its capabilities of examination, for example, by rehiring
some of the examiners whose fixed-term employment contracts expired.
For the FY2016 budget, the seats of 16 permanent examiners and 100
fixed-term examiners were requested. The JPO will continue to make
efforts including securing the necessary number of patent examiners in
order to ensure further improving and strengthening the patent
examination system.

(i) Outsourcing Preliminary Prior Art Search

The JPO has been promoting the speeding up of examination through
utilizing private sector vitality by outsourcing prior art searches, which
examiners are primarily responsible for, to registered search
organizations. There are ten registered search organizations as of May 1,
2016. In FY2015, 156 thousand applications™®' were outsourced, out of
which, for 102.8 thousand applications, nearly two thirds of the total, the

coverage of search was expanded even to foreign patent documents.

X1 MEZBEDHIC L DTS MREOHENI3M. EEL T TEHEL
BEBCEHEAHKL CREZTO CETEABICK 2ARREHKB LT
BT ER D NEIRE DAL = B W EE A 15.57 51,

*1 The number of documentary-based reports was 339, while the number of communication-
based reports, where searchers have face-to-face meeting with examiners aiming for
efficient understanding of the claimed invention in the application and prior arts, was
155.7 thousand.
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HR3 : FHEEEOHFEHHROME

(iii) Accelerated Examination System

The JPO implements the accelerated examination system, in which an
examination can be initiated more quickly than in the regular examination
upon the request from the applicant under certain requirements. The
accelerated examination system is applicable to (D applications whose
claimed invention has already been put into practice, ) applications that
were also filed with foreign IP offices, and @ applications filed by SMEs
and venture businesses. In addition, the system is applicable to @
applications involving green technologies, which is currently at a pilot
stage. Moreover, the accelerated examination system has been
applicable to & patent applications filed by all or some of applicants who
were affected by the Great East Japan Earthquake since August 2011.

In 2015, the number of requests for accelerated examination was
17,511, and the average FA pendency under the accelerated examination
system was approximately 2.3 months.

Chart 3 : Changes in the Number of Requests for Accelerated Examination
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Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In April 2014, the JPO announced the “Quality Policy on Patent
Examination” as fundamental principles of quality management (See
Appendixes). In August 2014, the JPO released the “Quality Management
Manual for Patent Examination” (Quality Manual) that documents and
outlines the quality management system including quality management
and its implementation system. Under the Quality Policy and Quality
Manual, the JPO has been implementing the following measures toward
realization of the world’s utmost quality in patent examination.

a. Consultations with Peer Examiners or Senior Examiners

In order to eliminate or at least to minimize any discrepancies among
examiners in prior art searches and judgements on patentability,
examiners consult with each other to seek other opinions. In addition to
voluntary-based consultations, when they conduct examination on PCT
international applications that have been filed in English to foreign offices
as receiving office, examiners must conduct consultations.

b. Quality Audit

Quality audit aims to identify the overall quality of examinations by
analyzing and evaluating randomly selected cases through consideration
on the appropriateness of examiners’ judgements including dispositions
and official notices drafted as a result of such judgments. Since July
2015, official written notices have been audited before being issued. This
made it possible to issue official written notices after the errors found in
the drafts were corrected in the auditing process.

c. Identification of Users’ Needs

In order to identify users’ evaluations and needs concerning the quality
of patent examination, the JPO has conducted an annual survey since
FY2012, on the overall quality of examinations targeting domestic
companies, foreign companies and representatives of applicants. Also,
the JPO continuously holds meetings for exchanging opinions with
companies and accepts information on individual cases provided.
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Chart 4 : Results of FY2015 User Satisfaction Survey
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(ii) Subcommittee on Examination Quality Management

In August 2014, the JPO established the Subcommittee on
Examination Quality Management that consists of external experts under
the Intellectual Property Committee of the Industrial Structure Council, the
Ministry of Economy, Trade and Industry, for the purpose of receiving
objective validation and evaluation regarding the implementation system
of examination quality management at the JPO and its implementation
status, and then reflecting the results on the examination quality
management system. In FY2015, the JPO received the results of official
evaluations by the Subcommittee on the implementation system and
implementation status of its quality management based on the evaluation
items and criteria that were established in FY2014, as well as suggestions
for improvement.

(iii) Infrastructure for Prior Art Search

Prior art search is one of the important pillars for maintaining and
improving examination quality, and therefore, it is crucial to constantly
keep infrastructure in good condition.

In order to allow users to efficiently search national and foreign patent
documents, the JPO revises and reclassifies search indexes on a regular
basis in order to make the JPO’s File Index (FI) updated and complied
In FY2015, FI
classification with 250 main groups and F-terms with 19 themes were

with the latest International Patent Classification (IPC).

revised.

The JPO has also been working on improving infrastructure for
searching standard-related documents, and as a result of such efforts,
the JPO has stored standard-related documents owned by ISO
(International Organization for Standardization) within the JPO’s internal
database in FY2015.
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(iv) Comprehensive Revision of the Examination Guidelines for
Patent and Utility Model

The JPO comprehensively reviewed and revised the “Examination
Guidelines for Patent and Utility Model” and the “Examination Handbook
for Patent and Utility Model” according to the fundamental principle
approved in Working Group on the Patent Examination Standards
supervised by the Patent System Subcommittee under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, aiming to (D explain examination practices
clearly and logically so that domestic and oversea users easily
understand the basic ideas, @ provide enough case examples in the
Examination Handbook so as to improve predictability of obtaining patent
rights, ensuring a proper balance between patentable and unpatentable
cases, and (@ make the Examination Guidelines internationally
acceptable so as to encourage foreign IP offices to adopt practices in
line with the JPO’s Guidelines. In September 2015, the revised versions
of the Examination Guidelines and the Examination Handbook were
published, and became effective in October. The English versions are
also available™?.

(v) Publication of Handbook for PCT International Search and
Preliminary Examination
The JPO created the “Handbook for PCT International Search and
Preliminary Examination in the Japan Patent Office” as guidelines, which
is unique in the world, consolidating and organizing all the procedures
and judgement criteria concerning PCT international applications in a
comprehensive and detailed manner. Both Japanese and English
versions were published *® simultaneously in October 2015. This
Handbook started applying to all international searches and preliminary
examinations conducted on and after October 1, 2015. Features of this
Handbook are (D illustrating the overall pictures of the PCT system and
the procedures that examiners follow in conducting searches and
examinations by using charts and tables, (@ explaining the details of the
information written in the documents received by the applicant, and @
explaining judgement criteria applied to international searches and
preliminary examinations while showing the differences from that applied
to national applications, which is provided in the “Examination Guidelines
for Patent and Utility Model.”

X2 VREEF - RFEIREE A | http://www.jpo.go.jp/shiryou/kijun/kijun2/
tukujitu_kijun.htm
(FEEIR (RER) : http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/1312-
002_e.htm)
TR - EAFMIERER/\Y R T v U ¢ http//www,jpo.go.jp/shiryou/
kijun/kijun2/handbook_shinsa.ntm
(FEEBIR (RER) © http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/hand
book_sinsa_e.htm)
¥ 3 http://www,jpo.go.jp/shiryou/kijun/kijun2/pct_handbook.htm
(B (IxER) - http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/pct_
handbook_e.htm)

*2 Examination Guidelines for Patent and Utility Model: http://www.jpo.go.jp/shiryou/kijun/
kijun2/tukuijitu_kijun.ntm (English version (provisional translation): http://www.jpo.go.jp/
tetuzuki_e/t_tokkyo_e/1312-002_e.htm)

Examination Handbook for Patent and Utility Model: http://www.jpo.go.jp/shiryou/kijun/
kijun2/handbook_shinsa.htm (English version (provisional translation): http://www.jpo.
go.jp/tetuzuki_e/t_tokkyo_e/handbook_sinsa_e.htm).

%3 http://www.jpo.go.jp/shiryou/kijun/kijun2/pct_handbook.htm (English version (provisional
translation): http:/Awww.jpo.go.jp/tetuzuki_e/t tokkyo e/pct_handbook e.htm).
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Measures for Examination in Response to Variety of Users’ Needs

(i) Interview Examination

The JPO carries out interview examination for the purpose of
establishing good communication between examiners and agents, etc.
(8,813 cases in 2015). In October 2014, the JPO revised the “Interview
Examination Guidelines,” stipulating that, in principle, at least one
interview examination per the case shall be conducted upon the request
from agents, etc.

(i) Circuit Japan Patent Office

In order to raise awareness of local SMEs toward patent, design and
trademark rights, and to promote IP activities in local regions, the JPO
has extended its functions to reach users in the local regions, such as
conducting interview examinations for patent applications or trial/appeal
proceedings, and strengthened publicity of the IP system and available
support measures for local users through the Circuit Japan Patent Office.
In the “Circuit Japan Patent Office in KANSAI” held from July 2 to 10,
2015, the JPO conducted 150 interview examinations for 34 companies.

(iii) Collective Examination for IP Portfolio Supporting Business
Strategy

With the recent globalization of business activities and diversification of
business models, the company’s strategy for intellectual property is
shifting to business-based strategy. Responding to this, the JPO
considered on the examination system that could handle applications
filed according to company’s strategy for intellectual property. In April
2013, in order to support comprehensive acquisition of intellectual
property rights which are to be utilized in the business, the JPO started
“Collective Examination for IP Portfolio Supporting Business Strategy,”
which enables cross-sectionally conducting examination of multiple IP
applications (patent, design, trademark), which will be developed into
businesses inside and outside Japan, to grant rights at the best timing
for the business development. In October, 2014, the JPO revised
the*Guidelines for Collective Examination for IP Portfolio Supporting
Business Strategy.”™ By this revision, requirements for request for
collective examination has been relaxed. For example, it has become
possible to request the collective examination, even if a group of
applications that concerns the same business project contains an
application whose applicant is not a requester for collective examination,
the request shall be accepted.

In 2015, 40 requests for Collective Examination for IP Portfolio
Supporting Business Strategy were filed, which contained 414 patent
applications, 41 design applications, and 5 trademark applications.
Comparing with the request numbers in 2014 (26 requests with 267
patent applications), the number of 2015 increased significantly.

¥ 4 https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/
matome.pdf
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Chart 5 : Collective Examination for IP Portfolio Supporting Business Strategy
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examiners will collaboratively conduct examinations.

(iv) Increased Competency over International Search/International
Preliminary Examination

The JPO has expanded its competency as the International Searching
Authority (ISA) and the International Preliminary Examining Authority
(IPEA) under the PCT so that it can establish International Search Reports
and International Preliminary Examination Reports for PCT international
applications filed with other IP offices, mainly of ASEAN countries. As of
the end of 2015, the JPO accepts such international applications from
nine countries.

The JPO started receiving some of the PCT international applications
filed with the USPTO since July 2015, and those filed with Brunei
Darussalam since October 2015 to conduct international search and
preliminary examination for them. Furthermore, in September 2015, the
JPO agreed to be specified as a competent ISA/IPEA for PCT
international applications that Laotian nationals or residents filed with the
WIPO IB to be filed after January 2016.
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Association and Cooperation with Overseas Offices

(i) Patent Prosecution Highway

The Patent Prosecution Highway (PPH) is a framework in which an
application judged to be patentable by the Office of First Filing (an office
with which the first patent application was filed) will be subject to
accelerated examination with simple procedures, upon the request of the
applicant, in the Office of Second Filing that is in cooperation with the
Office of First Filing for this program.

The PPH was advocated by the JPO in 2006, and was launched
between Japan and the US for the first time in the world. Since then, the
number of PPH participating countries and regions has expanded to 36
(as of December 2015), and the accumulative number of requests for
PPH in the world reached approximately 88 thousand (as of the end of
June 2015). Last year, the JPO started the PPH with Czech Republic in
April, with Egypt in June, with Romania and Estonia in July, and currently
implements the PPH with 34 countries and regions.

The “Global Patent Prosecution Highway” is the multilateral framework
and was launched by 17 countries and regions in January 2014. Among
the IP offices participating in this framework, all types of PPHs™ are
available without any distinction in availability of PPH among countries.
Germany and Estonia participated in this framework in July 2015. As a
result, the number of countries and regions currently participating in the
global PPH has expanded to 21. The PPH is expected to become a more
useful system by future expansion in the future.

The advantages of utilizing the PPH is shortening the periods of first
action and final disposition, reducing the number of office actions, and
raising the rate of patent grants. Along with these, the cost reduction
effect concerning handling intermediate documents has been observed.
In order to make such merits of PPH easily understood, the JPO runs the
PPH Portal Site*®, which contains various information on PPH, including
PPH statistics.

¥5 PPHIC &, @& OPPHICINZ . PPH MOTTAINAIR O'PCT-PPHAY# %,
PPH MOTTAINAI(EY #0 F) &ld. EDEICKICHFLHEZ L
e b 59, SIMEICK BEHFTREE OHRTICEDE, PPHOD
HEZOfEE T 50 EATHD, PCT-PPHE (. PCTEREME ICH
WCRBEXFERFHEERS CRATR S NIcRRICED
= PHEEZHRFI DI LN TE2RMEHTH 2,

¥6 http://www.jpo.go.jp/ppph-portal/index.htm

052 JPO STATUS REPORT 2016

*5 Other than ordinary PPH, there are PPH MOTTAINAI and PCT-PPH. The PPH MOTTAINAI
enables an applicant to request for PPH based on the patentability judgment made by
any of the participating countries regardless of which is the OFF. The PCT-PPH enables an
applicant to request for PPH based on the patentability judgement in the written opinion
or opinion of international preliminary examination report at the PCT international phase.

*6 http://www.jpo.go.jp/ppph-portal/index.htm
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Chart 6 : Outline of Patent Prosecution Highway (PPH)
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(i) International Examiner Exchange Program

For the purpose of promoting work-sharing of patent examinations
among the IP offices based on appropriate mutual understanding of prior
art search and examination practice, disseminating the JPO’s
examination practice and examination results to foreign IP offices,
harmonizing patent examinations at a higher level of quality and patent
classifications, promoting the JPO’s initiatives, etc., the JPO has been
implementing the International Examiner Exchange Program where
examiners communicate directly and to build up a good work relationship
with each other. The JPO has implemented a short term or a mid-to-long
term Examiner Exchange Program with 25 IP offices and organizations in
total during the period from April 2000 to the end of December 2015.

In 2015, the JPO dispatched 53 examiners mainly to emerging
countries including the ASEAN countries, India and Brazil in addition to
the five major IP offices, as well as received 22 examiners from other IP
offices.

HK7 : EIFBEERREDORE (2000F48~2015F12AKER)

Chart 7 : Actual Records of Examiner Exchange Programs (accumulative total from April 2000 to the end of December 2015)
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(iii) US-JP Collaborative Search Pilot Program

As a new form of patent examination cooperation, the JPO and the
USPTO commenced US-JP Collaborative Search Pilot Program
(hereinafter, referred to as “US-JP Collaborative Search”), starting from
August 1, 2015.

US-JP Collaborative Search Pilot Program is an initiative concerning
inventions applied for patents in both Japan and the U.S. for which
examiners in both the JPO and the USPTO conduct their own searches
and share search results along with their opinions before sending a first
office action to the applicant. Based on the search results and opinions
provided from both Offices, the examiners in each Office independently
but contemporaneously notify the first examination results at an earlier
stage.

The following effect would be expected through this initiative: “Users
could predict the timing, more accurately, when they can acquire patent
rights on their inventions for which they file patent applications in both
Japan and the US since both the JPO and the USPTO examiners issue a
first action contemporaneously at an earlier stage.” Also, “it would be
possible to grant stronger and more stable patent rights to applicants
since both the JPO and the USPTO examiners conduct prior art search
for the a group of identical applications in a collaborative manner.

Chart 8 : Outline of the US-JP Collaborative Search Pilot Program
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(iv) Examination Cooperation with Singapore

In August 2015, the JPO and the Intellectual Property Office of
Singapore (IPOS), which started acting as an ISA/IPEA in September
2015, reached an agreement to start a set of joint activities in the field of
PCT in collaboration with the private sectors. The agreements include (D
the JPO and the IPOS will jointly conduct dialogue on international
search/international preliminary examination with PCT users above all
Japanese companies, @ the JPO will send its patent examiners to the
IPOS for the purpose of supporting its operations as an ISA/IPEA as well
as harmonizing the systems and practices, and 3 the IPOS will become
an competent ISA/IPEA for PCT international applications filed with the
JPO.
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Performance of Examination

The average period from filing an application to issuing the first action
(FA pendency) was 6.1 months in 2015, showing that it has been steadily
shortened. The number of issuing first actions (FAs) in design
examination in 2015 was 29,752, remaining almost unchanged from the
previous year as with the number of filing design applications. The
number of decisions of registration has remained a little less than 30
thousand since 2006.
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Chart 10 : Changes in the Number of FAs and Decisions of Registration
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Accelerated Examination

Under the accelerated examination system for design applications, (D
working-related applications that need to be urgently registered and @
applications that have been filed with both the JPO and at least one
foreign IP Office can be subject to accelerated examination upon the
request. Since August, 2011, the accelerated examination has been also
available to applications filed by companies, etc. damaged by the Great
In 2015, 171
examination were made, and the average period from filing a request to

East Japan Earthquake. requests for accelerated
issuing the first action was 1.8 months.

As a part of working-related applications (mentioned in () above) that
need to be urgently registered, an operation of accelerated examination
started in April 2005. This operation is designed for users to take
immediate measures, by registering design rights, against the situation
where counterfeits of the products filed for registration have been already
in the market. This operation aims to issue first action within one month
from the time of request for accelerated examination unless formality
problems are found in the application procedure. In 2015, 22 requests for
accelerated examination related to counterfeits were filed, and the
average period from filing a request to issuing the first action was 0.7
months.
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Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In order to maintain and improve the quality of examination, the JPO
has taken various initiatives such as introducing the double-check system
(senior-level approval) where the contents of examination are checked
and confirmed by the managerial personnel of the design examination
divisions, revising design examination guidelines, and enhancing the
development of search system. Since it is anticipated that the quantity of
examination material to be searched will continue to be increasing, in
order to provide examination results at a stable and constant level, the
JPO established the Design Examination Quality Management Committee
within the Office, along with which it has been implementing initiatives on
quality management and working on their improvements.

a. Announcement of Quality Policy and Quality Manual

In August 2014, the JPO announced the “Quality Policy on Design
Examination” (See Appendixes), as the fundamental principles of quality
management aiming to grant high-quality design rights. In June, 2015,
the JPO announced the partially revised “Quality Management Manual for
Design Examination” in which the quality management system consisting
of quality management and its implementation system is documented.

b. Consultations with Peer or Senior Examiners

In order to eliminate or at least to minimize discrepancies among
examiners in terms of disposition policy for examination of applications,
etc., design examiners consult with peer examiners or with senior
examiners, and the results of consultations may be shared within the
divisions, where necessary.

c. Quality Assurance

The managerial personnel of the design examination divisions check
and confirm (give approvals to) the content of examination (examination
judgement, description in official notices, etc.) conducted by examiners
for all cases without exception.

d. Quality Audit
Quality audit is conducted using a sample chosen from the
applications which were approved by the managerial personnel based on
the following criteria:
- Whether the examination was conducted in a unified manner
according to the applicable statutes, the examination guidelines, etc.
- Whether the examination was conducted efficiently through a good
communication with the applicant and/or the representative.

e. ldentification of Users’ Needs

The JPO conducted user satisfaction survey for the improvement of
design examination quality. Also, the JPO held meetings for exchanging
opinions with companies and accepted information on individual cases
provided.
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(ii) Subcommittee on Examination Quality Management

As with last fiscal year, the JPO received evaluations from the
Subcommittee on Examination Quality Management under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, which consists of external experts,
regarding the implementation system of quality management and its
implementation status, as well as suggestions about the points of
improvement (See Part Il, Chapter 1, Section 1, 4.(ii)

Initiatives toward Accession to the Geneva Act of the Hague
Agreement

On February 13, 2015, the government of Japan deposited its
instrument of accession to the Geneva Act of the Hague Agreement
Concerning the International Registration of Industrial Designs, which
enables applicants to obtain design rights in multiple countries with
simple procedures, with the Director General of the International Bureau
of the World Intellectual Property Organization (WIPO).

The Geneva Act came into effect in Japan on May 13, 2015, three
months after the deposit of the instrument (Japan became the 49th
contracting party). On the same day, Amendment to the Design Act
became effective to handle international applications filed under the
Geneva Act.

From that day on, the JPO has been acting as an office of the
contracting party of Geneva Act of the Hague Agreement.

Consideration of Expansion of Protection of Design Including
Graphic Images

(i) Amendment to the Examination Guidelines for Design

In response to the report titled “Support for Japanese Companies to
Expand Their Businesses Overseas by Rights on Creative Designs”
consolidated in January 2014 at the 3rd Design System Subcommittee
under the Intellectual Property Committee of the Industrial Structure
Council, the Ministry of Economy, Trade and Industry, amendment to the
Design Examination Guidelines was deliberated five times in total at the
Working Group on the Design Examination Standards of the Design
System Subcommittee. The deliberation focused specifically on the
requirements for registration of designs including graphic images on the
screen as the measure to be taken under the current Design Act. Based
on the results of the deliberation, the draft amendment to the Design
Examination Guidelines was created with a view to cover designs
including graphic images, in particular, those recorded in the article
“afterward” as the subject of design registration. The Amendment to the
Design Examination Guidelines became effective on April 1, 2016 after
receiving approval

hearing public comments and from the

Subcommittee.
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Association and Cooperation among Industrial Design 5

The inaugural Industrial Design 5 Forum (ID5) was held in Alexandria
VA, the US in December, 2015, attended by representatives from the five
major IP offices. At this Forum, these five offices agreed to share the
information such as on statistics, quality management, procedures for
examination and registration. The five offices also agree to conduct
research study on the design classification system of each country, which
is important for users to efficiently conduct prior design search with less
burden, aiming to sort out and organize the information on how each
office operates the design classification system (See Part I, Chapter 2,
Section 1, 7). In addition, they also discussed on priority document
exchange through the Digital Access Service (DAS), and the protection of
emerging designs, such as animated designs, 3D images, graphical user
interfaces (GUIs), etc.
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Performance of Examination

The average period from filing an application to issuing the first action,
(FA pendency) was 4.0 months in 2015. The numbers of issuing first
actions (FAs) and decisions of registration in 2015 remained almost
unchanged compared with those in 2014.

BR12 : BESEOFAFMNUSREEHHDHRE

Chart12 : Changes in the Number of FAs and Decisions of Registration

f£/Number il FA%# / Number of FAs
140,000 | =838 EMHH / Number of Decisions of Registration
101,115 117,135 121,254 122,048 111,831

120,000 91,249 100,002 106,885 105,637 100,244
100,000

80,000

60,000

40,000

20,000

0
2011 2012 2013 2014 2015 £ / Year



2 =ww=

EEORIEEHEE. OHEmEzIEEmSR - BE®
BICEICERLTWSET, hDo. EFICDOWTEANK
AEYSHE. QHEEEEBRICERL TWER - 1'%
DHZIBEULICHBESEZTRE L TWS, oo 201145
8AN S, HAAKEBKICLPWELEZ T LLEZDEIE
EFRHEBICOWTHRPEEEDONRE Uz, 2015FDE
HAEEIF2, 024 DBEENH D, HEN S —REBEHRED
B ZFHIXT D COHBIFFHTIONETH >

3 BEEOmEM LICHE T fEE

(i) REEECHY 2
BIEREOBEOHME - mEzR5/cH, MEY=a27)
DYFI 2T E, SISHmEBHEEEZRBEL TWVWB, 5
®BH., BEEE-A—ADEFEDEDRALZNS & &b,
AREAEM2r e U THEBNICREEREOIEE £k
LTWL e DRBERHFHIOBFERUEERBEERDNEE
ZEH TN,

a. mEREE

BEHENMTI-LBEOAR (BEYIMTCBENXEDLH
%) oW, BEBMIr2HF vy GRER) ZiToTW
3iEFN BAEEOMEZHEL. TR - WHESHRZTS
e, BEE - EEBECRERRBMETSHEEEML T
W,

b. MERIE

REDET VIR SsY > 7Lzt L. EEORA
KOWTREEREIREEEZT > TW5EN HIESR
BEEROEPRHERHDOEEDOARICDOVWT, I—H—FF
MREZEBL TWD, Xfc. BERMEEERE THED
EU BB DERDHTZ1T> T2,

(i) BEREERNEER

MEEEICS| e, MBEEROERGS - RERRAFIC
DWTHBEBEN SR LEEREEE/NEERN S
ZRTBHEEDIC, WERDREZRIT (B2HE1E
184, (I ER).

SB28R

20I5F DERER
Result of Measures in 2015
$15E HE/EY /Chapter 1 Examination/Trials and Appeals

Part 2

Accelerated Examination

The accelerated examination system for trademarks is applicable to (D
applications that have been already used in designated goods and/or
services, and therefore, need to be urgently registered; @ applications
designating only goods and/or services that have been already used with
the filed trademark; and others. Moreover, since August 2011, the
accelerated examination has been also applicable to applications filed by
companies, etc. damaged by the Great East Japan Earthquake. In 2015,
2,024 requests for accelerated examination were made, and the average
period from filing a request to issuing the first action was 1.9 months.

Measures toward Enhancement in Examination Quality

(i) Measures for Quality Management

In order to maintain and improve the quality of trademark examination,
the JPO has continued to implement various measures, such as revising
the “Quality Management Manual for Trademark Examination” (Quality
Manual). While individual trademark examiners strive for improving
examination quality, the Trademark Examination Section, as a whole, will
continue to make efforts to improve the system so that the Section can
systematically implement quality management measures as well as to
further advance quality management initiatives.

a. Quality Assurance

The managerial personnel check and confirm (give approvals to) the
content of examination (examination judgement, description in official
notices, etc.) conducted by examiners for all cases without exception.
Furthermore, trademark examiners consult with peer or senior examiners
in order to exchange opinions with each other for the purpose of sharing
knowledge and information that examiners have accumulated to make
prompt and accurate decisions.

b. Quality Verification

Quality audit is conducted, by the Quality Management Officer, for the
samples chosen from the applications, examinations of which were
checked and approved by managerial personnel. In addition, a user
satisfaction survey is conducted regarding the quality of overall trademark
examination as well as the examination content of specific cases, and a
factor analysis is also conducted for the cases where the trial/appeal
decision is different from examination decision.

(ii) Subcommittee on Examination Quality Management

As with last fiscal year, the JPO received evaluations from the
Subcommittee on Examination Quality Management under the Intellectual
Property Committee of the Industrial Structure Council, the Ministry of
Economy, Trade and Industry, which consists of external experts,
regarding the implementation system of quality management and its
implementation status, as well as suggestions about the points of
improvement (See Part I, Chapter 1, Section 1, 4.(ii)).
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Protection of Non-Traditional Trademarks

In 2014,
supporting the company with diversified brand strategies, which has

the Trademark Act was amended for the purpose of

enabled the registration of non-traditional trademarks, such as sound,
color, motion, hologram and position, in addition to the letters, figures,
etc.

On April 1, 2015, the JPO started receiving applications for non-
traditional trademarks. As of the end of December 2015, 1,150
applications for registration of non-traditional trademarks had been filed,
out of which 40 trademarks were registered. Most of such applications
were filed in April (624 applications), right after the commencement of
receiving the application, which shows companies’ high interest in non-
traditional trademarks.

It would be highly expected that non-traditional trademarks would play
a great role in brand strategies as an eloquent communication medium
for brand which could be more effective than words.

BR13 : HLLY « TORIRHEEE (201551 2AKIRE)
Chart 13 : Number of Applications for Non-Traditional Trademarks (as of the

end of Dec. 2015)
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Initiatives for Regional Collective Trademarks

(i) Outline of Regional Collective Trademark System

The Regional Collective Trademark System was introduced in April
2006 in order to provide proper protection for regional brands, to
enhance industrial competitiveness, and to revitalize local economies.
Prior to this, the trademarks composed of “regional name + goods
(services) name” could not be registered without gaining nationwide
public recognition. After the introduction of the Regional Collective
Trademark System, however, it became possible to register trademarks
even before being widely recognized throughout the nation as long as
they are recognized by users within a certain range of area.

As of the end of December 2015, 1,116 applications had been filed for
registration of regional collective trademarks, out of which 587
trademarks™” were registered.

The subject to the registration used to be limited to business
cooperative associations, etc. However, it has been expanded to include
commercial and industry associations, chambers of commerce and
industry, and specified nonprofit organizations (NPO) due to the 2014
Amendment to the Trademark Act.

(ii) Publicity Activities for Regional Collective Trademarks

The JPO created a booklet to introduce the Regional Collective
Trademark system and has been distributing them to users such as
participants of seminars. In June 2014, the JPO created an English
edition to introduce registered Regional Collective Trademarks of Japan
in order to support the international business expansion for their regional
brands, widely disseminating them inside and outside the country.

In accordance with amendment to the Trademark Act in 2014, a new
pamphlet was created and now under the distribution.

X7 BB RElIc RS & BT, Rib43tF, B - RiEE
861, JLBEL2M. FBTIME. E142¢4F, PE3MM. WE274. N
W76 HIBISHICINZ T AED S DHESIHEHREINTWS (|
BEEFMERICE DD bDIEFZNZNATY M),

*7 The breakdown of registrations by region is as follows: 27 in Hokkaido, 43 in Tohoku, 86
in Kanto and Koshin-etsu, 52 in Hokuriku, 79 in Tokai, 142 in Kinki, 39 in Chugoku, 27 in
Shikoku, 76 in Kyushu, and 15 in Okinawa. In addition, 3 trademarks from abroad have
been registered (trademarks across more than on region are counted for each).
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Association and Cooperation between TM5

The TM5, a framework for international cooperation composed of the
KIPO, the EUIPO, the SAIC, the USPTO and the JPO, exchanges
information on the latest initiatives or examination operations of each
office, etc. as well as sets the working-level projects to promote
collaborative initiatives.

(i) Project to Improve Convenience of the Madrid Protocol by

Enriching Information

This project aims to improve convenience of the Madrid Protocol
system by providing users with information concerning the procedures
for filing international trademark applications under the Madrid Protocol
at each of the TM5 offices. As of the present, information on the domestic
procedures at each of the TM5 offices (a useful guide) has been
consolidated and published in February 2016™°. As the next step, in order
to further disseminate information, the JPO will consider on how to utilize
the guide in cooperation with the World Intellectual Property Organization
(WIPO).

(i) Continuation/Expansion of Bad Faith™° project

This project aims to exchange information on “Bad-faith trademark
filings” that has been the issue worldwide, specifically information on
laws and regulations that can be applicable to bad-faith trademark filings,
and operational practices conducted at each office. It also aims to
provide information for users. As of the present, seminars on bad-faith
trademark filings have been held three times in total. The project report
on bad-faith trademark filings was consolidated and published in April
2015™%. As the next step, it is planned to publish, within FY2016, the
“Case Examples of Bad-Faith Trademark Filings” from actual cases dealt
at each TM5 Office.

(iii) Image Search Project

This project aims to promote sharing information on initiatives for
image search system at each TM5 Office, and to drive further
development of such system. As of the present, the project report has
been consolidated, which outlines the results of joint research on, for
example, what are the issues and solutions when searching images of
figurative trademarks, and how the image search system can be used
when it is introduced to the IP office. The report was published in May
2015™. As the next step, the Project will gather the latest information
regarding the development of the image search system at each TM5
Office, and share such information among them.

%8 TMEY = 7+ bk (http://tmfiveorg/) RUOBEHFTFV = 71 b
(https://www.jpo.go.jp/torikumi/kokusai/kokusai2 /tmfive.htm)
KO MADEENYZETERINTVWRWI EZ2FEE LT, FERE
WTE=ENUIBEELRT 5 &
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*8 Available on the TM5 website (http://tmfive.org/) and the JPO website (https://www.jpo.
go.jp/torikumi/kokusai/kokusai2/tmfive.htm).

*9 This means that taking advantage of non-registration of other’s trademark, the third party
files an application for such trademark for an unlawful purpose.
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BE&14 : 20156 FTEDIKR
Chart 14 : Status of Proceedings in 2015

Performance of Trial/Appeal

The JPO has been working on smooth and appropriate proceedings
for trial and appeal cases. In 2015, the average processing period™*™ for
an appeal against an examiner’s decision of refusal was 12.5 months for
patents, 7.3 months for designs, and 7.1 months for trademarks. In
addition, as for the needs for early decision, the JPO implements the
accelerated appeal examination system where the case of an appeal
against an examiner’s decision of refusal may be prioritized in
proceedings upon the request, if the case satisfies the specific
requirements. In 2015, the number of requests for accelerated trial and
appeal examination was 180 for patents, 2 for designs, and 8 for
trademarks, and the average processing period™'" was 3.6 months for
patents, 3.0 months for designs, and 2.4 months for trademarks. In
addition, trial cases, such as trials for invalidation, where the validity of
the granted rights is disputed, will be, in principle, prioritized over ex-
parte appeal cases to solve the disputes earlier.

HREE H o . - oyt GrEm
EREETHSH/ Appeals B/ Trial for TEBY 'ES1/ EGHEH/
against an examiner’s A n n oy : .
" Invalidation Trial for correction Opposition Trial for rescission
decision of refusal
S0 HARS S0 = S5 3H 5] Tt5 E Z15 HHIE]
wipes /| TR | g | FTEER | gy | FORERR | gy | FIREER | gy, | TOREER
Number of roces?in Number of rocesgn Number of rocess%in Number of rocesgn Number of rocesgn
dispositions*' proc *Zg dispositions™’ proce *Zg dispositions*’ proc *Zg dispositions™’ processi ;g dispositions™’ proc *Zg
period period period period period
H5er - EA/
12.5n A/ 10.5n A/ 220 A/ *3 24nA/

Pqtgnts e 172 12.5 months 2 10.5 months e 2.2 months 2 2.4 months*?

Utility Models

= . 7308/ 16.6mA/

BT / Designs 451 7.3 months 12 16.6 months

iR / 7AnR/ 8.9n A/ 790 R/ 6.4n A/
Trademarks 2l 7.1 months = 8.9 months SEe 7.9 months 116055 6.4 months
(f&Z) (Notes)
* 1 RFZES0, %1 @ Including withdrawal
* 2 EREDSBIIS) (ER ORE) FTOHPBOFT (22U, F5F *2 : An average period from the request to the final decision

DFFNEHCOVT BROFEZ(T S HDIF BRD T 5T TOHE) .
* 3 R REBUAEN TSI NIZ2015648 180 SDfE.

(For the trial for patent invalidation cases to which an advance notice of a trial decision is notified, the
average period is from the request to the advance notice.)

%3 : The value is based on a period from April 1, 2015, when opposition to grant of patent started.

X110 FHEBHHEIG, FHERAOSTRFXH, BT - KEOHER.
HTOFREBXTOTPHOHB, /LU, FFOHE, FIBEFERIC
REEMHE. BEAE LS HNS DB,

X1 AIERERSNCEHEZEHD . RRFBOREARIEE. KN
260MF, BEA2M. FENSHTH B,

10 The average processing period is calculated from the day of a request for appeal/ trial to
the day when the appeal/trial decision is sent, the day of withdrawal or abandonment is
finalized, or the day when the notice of dismissal is sent. However, in the case of patents,
the average period of the cases that involve reconsiderations by examiners before
appeal proceedings is calculated from the day when the proceedings can be initiated.

*11 The number of requests for accelerated appeal examination was 260 for patents, 2 for
designs, and 8 for trademarks, including cases that involve reconsiderations by
examiners before appeal proceedings.
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Initiatives for Enhancing Contents of Proceedings

(i) Active Communication with Party Concerned

In inter-partes trial cases, such as trials for invalidation™' and trials for
rescission™'®, oral proceedings are actively utilized in order to grasp and
sort out the points of dispute accurately, and to settle the dispute with
both parties feeling well convinced and satisfied with the results. Oral
proceedings, where the parties concerned orally communicate with the
panel, are helpful for the panel to draw out the assertion from both parties
that cannot be fully explained in writing as well as to grasp and sort out
the points of dispute. As for patents, utility models and designs, trials for
invalidation, in principle, oral proceedings are held except for the case
where all parties concerned request documentary proceedings. As for
trademarks, trials for rescission of trademark registration for which a
written reply or a written refutation has been submitted, in principle, oral
proceedings are held except for the case where all parties concerned
request documentary proceedings.

In order to carry out oral proceedings smoothly, the appeal court was
equipped with IT apparatuses so that the panel and the parties appearing
in court can grasp, in a prompt and accurate manner, material and
evidence for the technical explanation, etc. brought by the parties
concerned, as well as the content of draft trial record prepared by the trial
clerk, etc., which would lead to good and full arguments by both parties.

Furthermore, when companies, universities, etc. in the local region are
the party concemned, the panel may visit their region to conduct oral
proceedings for trials for invalidation, which is called circuit trial
examination, aiming for smoother proceedings. For appeals against an
examiner’s decision of refusal, the panel may have interview by visiting
the party in the local region in order to facilitate smoother communication.

In addition, television interviews are also promoted, where the party
concerned, such as the demandant, communicates with the panel

through the television conference systems on his/her own PC.

(ii) Understanding and Analyzing the Trends of Court Decision

To conduct accurate and appropriate proceedings, the JPO analyzes
and shares judicial opinions regarding the validity of rights in judgments
of suits against appeal/trial decisions made by the JPO or infringement
litigations. the evidence for defending
against the claim for invalidity, which was presented in the infringement

In trials for invalidation, etc.,

suit, is obtained through exchange of information with the court and
confirmation to the parties concerned, and is utilized in the proceeding.

K12 BEICERS N WS KT, ERME.
WERDTHFTICHERT 25
X13 BRARONMERPHREEZ C LS TEEANROSNIHEI.

LFBHROEBHEZFERT 25

BE. BRICHLT. Z0E
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*12 Trials for invalidation are trials against the JPO for demanding invalidation of patent,
utility model, design, or trademark which has already been registered.

*13 Trials for rescission are trials for demanding rescission of trademark registration when
the registered trademark is not used or misused by the owner of the trademark right.
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(iii) Contribution for Maintaining and
Examination
The Trial and Appeal Department exchanges information with the
Examination Departments by giving feedback on the examination results
to examiners based on the proceedings results as well as having a
meeting between an examiner and administrative judges. Thereby, the

Improving Quality of

Boards of Trial and Appeal contribute to maintaining and improving
examination quality as an upper instance of examination.

Aiming Better Practices Utilizing External Knowledge

(i) Trial and Appeal Practitioner Study Group

The meeting called “Case Study on the Inventive Step” had been held
every year since FY2006 attended by patent practitioners as members,
such as, employees of IP Department of companies, patent attorneys,
lawyers, as well as administrative judges. In the meeting, members
studied cases where novelty and/or inventive step was disputed,
specifically deliberating on how to make decisions or holdings on
individual cases. The deliberation results were consolidated into a report,
which has been published on the JPO’s web site to be shared with the
public in general.

In order to further enhance this initiative, the “Case Study on the
Inventive Step” was renamed to the “Trial and Appeal Practitioner Study
Group” in FY2011, and the subject of the study was expanded to include
designs and trademarks as well as patents. In FY2015, the Study Group
deliberated on 20 cases (composed of 14 patent and utility model cases,
2 design cases and 4 trademark cases).

(ii) Executive Legal Advisers on Trials and Appeals

Since the end of FY2007, the JPO has invited former judges and
academic experts who have sufficient experiences in the IP field as
Executive Legal Advisers on trials and appeals. The JPO receives advices
on advanced legal issues from them as well as assigns them to teaching
at training sessions, etc.

(iii) Consultants on Trial/Appeal Decisions and Judgments

In order to contribute to further improvement of conduct of the
proceedings, the JPO has appointed those who have judicial
qualification, etc. as consultants on trial/appeal decisions and judgments.
They provide the panel with feedback on the content of oral proceedings
as well as written notice of trial matters and record of oral proceedings
along with their professional advice from an external perspective. In
addition, they also actively provide advice when the panel needs to
consider points of dispute from the perspective of civil law, etc. during the
trial/appeal proceedings.
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Initiatives toward Strengthening of International Association

(i) Trial and Appeal Expert Meeting

The Trial and Appeal Expert Meeting is designed mainly to exchange
information concerning matters in the trial/appeal field with other IP
offices, and to activate arguments among practitioners of the Trial and
Appeal Department of each IP office. The first JPO-SIPO Trial and Appeal
Expert Meeting was held in Japan in June 2015. Subsequently, the 6th
JPO-KIPO Trial and Appeal Expert Meeting was held in Japan in July
2015, and the 3rd JPO-KIPO-SIPO Trial and Appeal Expert Meeting was
held in China in September 2015.

(i) Administrative Judge Exchange Program

In order that administrative judges may exchange information on trial
and appeal practices through observing oral proceedings in court or
exchanging opinions about real trial/appeal cases, the JPO has been
holding the Administrative Judge Exchange Program with the KIPO, the
SIPO and the TIPO. The first JPO-KIPO-SIPO Administrative Judge
Exchange Program was held in Korea in September 2015, and the
second JPO-TIPO Administrative Judge Exchange Program was held in
Taiwan in October 2015.

(iii) International Symposium on IP Judicial System

In April 2015, the International symposium on the judicial system of
intellectual property was held in Japan. Prominent IP judges and leading
lawyers from the US, the UK, France, Germany and Japan were invited,
where mock trials on the enforcement of standard-essential patents were
conducted.

(iv) Provision of English Translation of Trial/Appeal Decisions

In order to disseminate more information on trials and appeals of the
JPO to users in the world, the JPO has been providing manually-
translated English edition of trial/appeal decisions, including Hantei
(advisory opinions on the scope of industrial property rights), along with
Japanese edition, on the JPO’s website since January 2016. The cases
are selected based on the assumption that they would help users with

the understanding of the law interpretation and its practices in Japan.



