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The JPO has been aiming to realize the “world’s fastest and utmost
quality patent examination” so that once applicants obtain patents in
Japan, they may also be able to obtain patents abroad, even smoothly,
on the ground that the JPO’s examination results are used as trustworthy
judgements when foreign IP Offices conduct examinations. To this end,
the JPO has been implementing various measures with three pillars,
which are “maintaining speed,” “granting high-quality rights” and
“cooperation and collaboration with foreign IP offices.”

In response to the increasing needs for shortening the total pendency
period in accelerating the Intellectual Creation Cycle, consisting of
intellectual creation, establishment of rights and utilization of rights, the
JPO set the next decade goal in March 2014, which is further shortening
the “total pendency period” (standard examination pendency™") and the
“period to issuing the first action” (FA pendency) to 14 months or less on
average and 10 months or less on average, respectively, by FY2023.
Now, the JPO is steadily moving toward this goal. In FY2015, the JPO
achieved the goal for the fiscal year, which was to shorten the “total
pendency period” and the “period to issuing the first action” to 16 months
or less on average and 11 months or less on average, respectively.

In 2016, the number of first actions issued (FAs) was 246,879, the
number of patent grants was 191,032, and the number of international
search reports prepared and issued by the JPO as the International
Searching Authority under the Patent Cooperation Treaty (PCT) was
44,321,
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*1 Excluding some cases where the JPO requests an applicant to respond to the second
notification of reasons for refusal and where the applicant performs procedures they are
allowed to use, such as requests for extension of the period of response and for an
accelerated examination
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Chart 2-1-1 : Changes in the FA Pendency (CY annual average) of Patent Examination

B/ Months
25
20.1
20 -
15 14.1
10 9.6 9.5 9.5
0= -O O
5
0
2012 2013 2014 2015 2016 £ / Year
(#Z) (Notes)
BHBAOFASR (BFETY) . FAFEKDLS. B The FA Pendency (CY annual average) of patent exam-
BEICLPEEBRORIDEA (EICRFEENFE ination is a calendar year annual average of the period
EIERENE) PERAFAFEXINDF TOHEOE from filing a request for examination to issuing the first
FFPTH D, notice of an examination result (which is mainly a notice

of patent grant or reasons for refusal for a patent appli-
cation) by an examiner to the applicant.

2-1-2F : FEFEEOFAGE. HEIEEHERURRRERSEREBOHE
Chart 2-1-2 : Changes in the Number of FAs Patent Grants, and International Search Reports Prepared
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1 BSHEEOFAHHIE. BEBICKDEERBROSEIID 1 The number of FAs in patent examination is the number of first notices of examina-
B (EICHHEEFEREMENE) HHEAS tion results (which are mainly notices of patent grants or reasons for refusal) issued
NFEERSNIHHTH D, by examiners to applicants.

2 BEHEEANICE. BREEIREYFERUE FIE 2 The number of patent grants excludes the number of patents granted after a re-
FBEZZO) [CRHFSNcHBIEZ IR, quest for appeal against an examiner’s decision of refusal was filed (including those

3 ERAERSERGHRE. PCTOERAGKES LT granted in “reconsideration by examiners before appeal proceeding”).

BAERZTOMER - FEXUIC IERSDFEEF 3 The number of international search reports prepared is the number by year of issu-
B TH D, [BRAERS] CF [EERERAERS ance of international search reports prepared and issued by the JPO as the Inter-

AR UIRVRE] H'E&EN 2. national Search Authority under the PCT. The number of “international search re-
ports” includes that of “decisions of not preparing an international search report.”
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(i) Securing the Necessary Number of Examiners

In FY2016, continuing from FY2015, the JPO made efforts to maintain
and enhance its capabilities of examination, for example, by rehiring
some of the examiners whose fixed-term employment contracts expired.
For the FY2017 budget, the seats of 13 permanent examiners and 101
fixed-term examiners were requested. The JPO will continue to make
efforts to ensure further improving and strengthening the patent
examination system by way of securing the necessary number of patent
examiners.

(ii) Outsourcing Preliminary Prior Art Search

The JPO has been promoting the speeding up of examination through
utilizing private sector ability by outsourcing prior art searches, which
examiners are primarily responsible for, to registered search
organizations. As of December 2016, there are ten registered search
organizations that conduct prior art searches. In FY2016, prior art
searches for 161 thousand applications were outsourced. For nearly two
thirds of them, that is, 112 thousand applications, the coverage of prior
art search was expanded to foreign patent documents in addition to
Japanese patent documents.
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FEFT Cld. —EOEHDOT T, HEANSDHREEES The JPO implements the accelerated examination system, in which an
P TEBOEFHREBEEICLNTESSZEMEARFIEAR  examination can be initiated more quickly than in a regular examination
EMEL TWS, FFFEFEICET 2RHEESIETIE. (i) system upon a request from the applicant under certain requirements.
BLICSRMEL TWBFEBICHRDHEE. (i) AEICHEEL  The accelerated examination system is applicable to (i) an application
TWB B, (i) fIEZEDOEEE. (v) EXIck2%  whose claimed invention has already been put into practice, (i) an
ExRITtEZEOHEZNRELTWSIEN, (v) IR application that was also filed with foreign IP offices, (iii) an application
BEEERMICEYT 2HBEZATHICRRE LTV, filed by SMEs, and (iv) an application filed by all or some of applicants

2016FICRITZEHBEOHBHHIZ10492#4:T%H  who were affected by the earthquakes. In addition, the accelerated
h, RPHEBFEZFABULLEBEOREEI S —REZTEHN  examination system is applicable to (v) an application involving green
FTOHEIEFE2ENATH o 1o, technologies and this system is currently at the pilot stage.

In 2016, the number of requests for accelerated examination was
19,492, and the average period from requesting the accelerated
examination by an applicant to issuing the first action by an examiner to
the applicant was approximately 2.5 months.

2-1-3 : FFFFRBFEOHREHOHR

Chart 2-1-3 : Changes in the Number of Requests for Accelerated Examination
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PHEBOBHAHE. [FHEEICEHI 2RIEHRAS] The number of requests for accelerated examination is the
PRESNHETH S, number of request cases where the “Written Explanation

of Circumstances Concerning Accelerated Examination”
was submitted.
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(i) Measures for Quality Management

In April 2014, the JPO announced the “Quality Policy on Patent
Examination” as fundamental principles of quality management. In
August 2014, the JPO released the “Quality Management Manual for
(Quality Manual) outlining JPO’s quality
management and its implementation system in documents. Under the

Patent Examination”
Quality Policy and Quality Manual, the JPO has been implementing the
following measures toward realization of the world’s utmost quality patent
examination. For further details, please see the JPO website™.

a. Quality Assurance

For the purpose of quality assurance of patent examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases before issuing the documents to applicants/
agents.

Additionally, in order to share search know-how and knowledge and
minimize discrepancies among examiners in searches and judgements,
examiners consult with each other to seek other opinions. In FY2016, a
measure has been implemented that an examiner must conduct a
consultation in cases of a PCT international application that has been
filed in English with foreign IP Offices as a receiving office, and in cases
of issuing a third or later notice of reasons for refusal for a patent
application.

b. Quality Verification

Quality verification aims to identify the quality of patent examination by
auditing documents concerning dispositions by examiners, which are
randomly selected by quality management officers, through evaluation on
the appropriateness of examiners’ judgements including dispositions and
official notices drafted as a result of such judgments. Since July 2015,
official written notices have been audited before being issued. Therefore,
official written notices can be sent to applicants/agents after errors found
in the drafts through auditing have been corrected.

Additionally, in order to identify users’ needs concerning the quality of
patent examination, the JPO has continued to conduct User Satisfaction
Survey since FY2012, on the quality of patent examination targeting
domestic companies, foreign ones and agents. Furthermore, the JPO
holds meetings for exchanging opinions with companies and accepts
information provided on individual cases.

%2 BAER <ﬁ§§>

Japanese

http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm

JEERR
http://www.jpo.go.jp/seido_e/quality mgt/quality_mgt.htm

054 JPO STATUS REPORT 2017

*2 Japanese version ( WEE )
http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm E”g“h

O A

English version
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.htm



R

2016FEDHEFERE | Results of Measures in 2016 Part 2
%15 E& - E¥ | Chapter 1 Examinations/Trials and Appeals

2-1-48 : 1—5'—SHEAEDRER
Chart 2-1-4 : Results of User Satisfaction Survey
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c. BEEREEEINES c. Subcommittee on Examination Quality Management
FFETITIC S‘DH%uu’Eﬁﬁﬂ)%ﬁE%%‘J C ERIRRICDOWT In August 2014, the JPO established the Subcommittee on
DEBHLRI - SMEEF S, TNEBEDREEE Y X Examination Quality Management, which consists of external experts
TAICRMTZZEZEMNE LT, 20144F8ICEZEME  under the Intellectual Property Committee of the Industrial Structure
EEZSTNFEIRESDTIC, AME#RENSHRDEE  Council, the Ministry of Economy, Trade and Industry, for the purpose of
REEHENEESERBE U, BFT Cld. EEMEEIE  receiving objective validation and evaluation regarding the
INEESDREXRFZ T EEOREEEICKSWVWTED  implementation system of examination quality management at the JPO
HONSER, 2ESH. HF - BF - BEOBEDREE  and its implementation status, and reflecting them on the quality
lCBITZHBEZERL TW3, management system of examination. Based on the report from the
Subcommittee on Examination Quality Management, the JPO identified
the “matters to be addressed in the examination quality management”
and has been implementing measures in the examination quality
management for patent, design and trademark.
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(ii) Revision of the Examination Guidelines for Patent and Utility
Model

The JPO revised the “Examination Guidelines for Patent and Utility
Model™®” base on the results of deliberations in the Working Group on
the Patent Examination Standards, which includes the revision concerning
the use invention of foods, the revision associated with legislative
amendments to the Patent Act, etc., for the purpose of accession to the
Patent Law Treaty, and the revision concerning the extension of patent
term. The JPO published the revised version of the Examination
Guidelines in both Japanese and English in March 2016, and became
effective on April 1, 2016.

The JPO also revised the “Examination Handbook for Patent and Utility
Model **" along with the Examination Guidelines. In March and
September 2016, it was revised by reviewing and organizing the concepts
of clarity requirements for the product-by-process claim and adding more
case examples. In September 2016, 12 case examples were added
regarding “technologies that utilize information obtained by connecting
“Things” to a network, thereby finding new values/services” (loT related
technology).

X3 HAEEMR
http://www.jpo.go.jp/shiryou/kijun/kijun2/tukujitu_kijun.htm
FEFERR
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/1312-002_e.htm

X4 BAGEMR
http://www.jpo.go.jp/shiryou/kijun/kijun2/handbook_shinsa.htm
FFEhR
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/handbook sinsa_e.htm
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* 3 Japanese version
http://www.jpo.go.jp/shiryou/kijun/kijun2/tukuijitu_kijun.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/1312-002 e.htm

*4 Japanese version
http://www.jpo.go.jp/shiryou/kijun/kijun2/handbook_shinsa.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/handbook_sinsa_e.htm
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Measures for Examination in Response to Variety of Users’
Needs

(i) Interview Examination

The JPO carries out interview examinations (3,893 cases in 2016) for
the purpose of establishing good communication between examiners
and agents, etc. In response to users’ needs for improvement of
convenience of on-site interview examinations, the JPO started to use a
video conference system for on-site interview examinations in November
2016 so that inventors and patent attorneys in remote areas can
participate in interviews.

(ii) Patent Promotion Program for Regional-Bases

For the purpose of acquisition of patent rights and support for
utilization of patents in enterprises and universities that play a central role
in regional R&D, the JPO commenced the “Patent Promotion Program for
Regional-Bases” in November 2016 to carry out on-site interview
examinations and hold patent seminars simultaneously targeting in the
area of agglomerations of enterprises (regional bases)™®.

(iii) Collective Examination for IP Porifolio Supporting Business
Strategy

With the recent globalization of business activities and diversification of
business models, the company’s strategy for intellectual property is
shifting to business-based strategy.

The Collective Examination for IP Portfolio Supporting Business
Strategy is a measure for supporting acquisition of intellectual property
rights at the best timing for the development of a business project, in
which, regarding multiple applications (patent applications, design
applications and trademark applications) related to the business project,
examiners specialized in respective fields collaboratively conduct
examinations. The JPO implemented this measure in April 2013. In
October 2014, the JPO revised the “Guidelines for Collective Examination
By this revision,
requirements for a request for the Collective Examination have been

for IP Portfolio Supporting Business Strategy™*®.”

relaxed. For example, it has become possible to request the collective
examination, even if a group of applications that concerns the same
business project contains an application whose applicant is not a
requester for collective examination, the request shall be accepted.

In 2016, 36 requests for the Collective Examination were filed, which
contained 360 patent applications, 2 design applications, and 8
trademark applications.

X5 IR D HNDEPARY F ¢ —RE ARERIEXSE U T —F /(=7
REE

X6 HAREhR
https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/matome. pdf

*5 Research parks and universities, etc. where local SMEs, venture companies or research
facilities have been gathered.

* 6 Japanese version
https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/matome.pdf
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Prior art search is one of the important pillars for maintaining and
improving examination quality, and therefore, it is crucial to constantly
keep on improving the environment.

In order to allow users to efficiently search national and foreign patent
documents, the JPO revises and reclassifies search indexes on a regular
basis by making the File Index (F)*’, which is the Japanese patent
classification system, updated and compliant with the latest International
Patent Classification (IPC), etc. In FY2016, the JPO revised the Fl scheme
with 172 main groups and conducted F-term*® maintenance with 36
themes. Additionally, the JPO has newly created ZIT, a national patent
classification called “broad facet™®”. The applicable area of the ZIT is set
as the all technical fields to enable search patent documents relating to
loT (Internet of Things)-based technologies comprehensively. The JPO
further conducted CS-term™'°
technical trends to allow users to efficiently search non-patent literatures

maintenance according to the latest

relating to computer software technologies.

In addition, in order to allow users to efficiently and accurately search
foreign patent documents, the JPO has improved the examination
environment to enable high-precision machine translation of foreign
languages.

%7 Fl (File Index) &3, IPCEMER L c BAERTTIRE 0548

%8 F%— L (File forming Term) &id, 9% (F—<) S &ICEAL
OEAMNE R (BR. A& @E. Mel &5 LIBREAE. §IHE
FEBE) ZEMUICBEAERSTIRE 0548

KO LRE T 7ty NSRS L. E0TICE D EMNRE S S EIY
KRR ZTEET2HDOTHD, BEHRIM(ZAA), RERERN
(ZAB). EFMEG| (ZEC) 2EN B 2,

%10 CS% — LA (Computer Software Term) &k, IvEa—4Y 7~
U PNRERAICERE LB, VI N PN a Tl R
i EE 201 Y2 —9 VY7 D 2 PEERNOXMEERE L
7=CSDB (Computer Software Database) IC&8WT, CS¥—AIC
& BREN AL,
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%7 Fl (File Index) is the JPO’s unique classification subdividing the International Patent
Classification (IPC).

*8 F-term (File Forming Term) is the JPO’s unique classification dividing each technical field
(theme) into various technical viewpoints (purpose, use, construction, materials,
manufacturing method, processing operation method, control means, etc.)

*9 The broad facet enables document collection (search) across the fields from the cross-
sectional viewpoint, and includes superconductive technology (ZAA), environmental
maintenance technology (ZAB), E-commerce technology (ZEC), or the like.

*10 CS term (Computer Software Term) is a classification developed for searching non-

patent literatures relating to computer software technologies JPO examiners can use the
CS term for searching the non-patent literatures in the CSDB (Computer Software
Database) in which literatures relating to computer software technologies including
software manuals and non-technical magazines have been stored.



B

2016FEDHEFERE | Results of Measures in 2016 Part 2
%15 E& - E¥ | Chapter 1 Examinations/Trials and Appeals

BE Design

KT Tl BYREBREORE®C I—F —OFEER £ For appropriate protection of designs and improvement of convenience
Dy, BHIEE, REEE. BRTY 1V OBFHRD  for users, the JPO has been implementing various measures including
ILFE, BADOEMEZERL TW5, accelerated examination, quality management and expansion of the

scope of registerable design including graphic images.

BEEE Performance of Examination

2016FICH T2 HENI S—REEBME COHA (FA In 2016, the average period from filing an application by an applicant
M) EFHe2hB. —REBEEHH FABES) (& toissuing the first action (FA pendency) by an examiner to the applicant
30,4484, EFEEHEL26,156M4FTH >, was 6.2 months, the number of first actions issued (FAs) was 30,448, and

the number of decisions of registration was 26,156.

2-1-5H : BEEZEEDFARIRDOHR
Chart 2-1-5 : Changes in the FA Pendency of Design Examination
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RESTEDOFARBIE. HENS. BAEICLDIEAER The FA Pendency of design examination is a CY annual
ROBYDBA (E(CEFEENFIEREHBOSE) H average of the period from filing an application by an
HEAZARESN D F TCOHREDBEHICTHD. applicant to issuing the first notice of an examination

result (which is mainly a decision of registration or a no-
tice of reasons for refusal for a design application) by
an examiner to the applicant.

2-1-68 BEZFEOFAHHRUSEREEMHHOME

Chart 2-1-6 : Changes in the Number of FAs and Decisions of Registration in Design Examination

e s 1 01s | zora | a0i | a0t |

FAHE
NI @f FAG 31,848 31,268 30,581 29,752 30,448

e ==
SRETEMH

Number of Decisions of Registration 28eeN 28208 | 27,358 | 26,286 | 26,156
(%) (Notes)

BEFEDOFATHIF. FEBICKLKZFTEBRORIDRE The number of FAs in design examination is the number of
A (EICEREENSBEERHENE) NHEAZSA RS first notices of examination results (which are mainly deci-
SNIHETH B, sions of registration or notices of reasons for refusal) issued

by examiners to applicants.

JPO STATUS REPORT 2017 059
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EHIcbHEL W BRREERHE. (i) BEXICL2ES
ERTICPEZORESFEFZNREL TWVWS, 2016
FILB T2 RHABEOREHEHIIN13MMFTH D, RIREE
FEZMBULHEOBREN S —REEFHEROBHMETD
BARIEFEET1 9N B TH > T

BIEE (i) EFMEICDOWTRERAKZET 2EMEEDE
FEEIREEDO S5 RICEMBDIREELLHDICDNTIE,
RREECLINREZBICRHPICNZ I ENTED LS,
PHEEFEOERZT> TWd, ZOERTIE. HEF
MCABORWEHETHNIL, FHEEOHENSINA
DN —REBEBBENETDIEEBEELTWS, 2016
FEILH T 2 BMEBIRICHIG U - RHEEDRHGHRG T
HD. UZPHEEZFMBULHEOREN S —REETE
METOBMBIE. HEFHICRE0RWEEDISRE., i3
0.7ThBTHoi,

Under the accelerated examination system for design applications,
(i) a working-related application that needs to be urgently registered,
(i) an application that has also been also filed with foreign IP offices, and
(i) an application filed by a company, etc., damaged by an earthquake
can be subject to accelerated examination upon the request. In 2016
113 requests for accelerated examination were made, and the average
period from filing an application for design registration by an applicant
under the accelerated examination system to issuing the first action by an
examiner to the applicant was 1.9 months.

Among the above (i) working-related applications that need to be
urgently registered, applications for registration of the design, based on
which the products have been already commercialized and its
counterfeited products have also been in the market, shall be subject to
further accelerated examination so that applicants can take immediate
measures by registering design rights. This special operation aims to
issue the first action within one month from the time of request for
accelerated examination unless formality problems are found in the
application procedure. In 2016, 22 requests for accelerated examination
concerning counterfeit-related applications were filed, and the average
period from requesting the accelerated examination by an applicant to
issuing the first action by an examiner to the applicant was 0.7 months.

2-1-78 : EEFHRBEDHLAHOHER

Chart 2-1-7 : Changes in the Number of Requests for Accelerated Examination for Design

# / Number
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The number of requests for accelerated examination is
the number of request cases where the “Written Expla-
nation of Circumstances Concerning Accelerated Exam-
ination” was submitted.
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(i) Measures for Quality Management

In August 2014, the JPO announced the “Quality Policy on Design
Examination,”
December 2014, the JPO announced the “Quality Management Manual
for Design Examination” (Quality Manual) in which quality management

as the fundamental principles of quality management. In

and its implementation system are documented. Under the Quality Policy
and the Quality Manual, the JPO has been implementing the following
measures toward realization of the world’s utmost quality in design

examination. For further details, please see the JPO website™"".

a. Quality Assurance

For the purpose of quality assurance of design examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases.

Additionally, in order to minimize any discrepancies among examiners
in searches and judgments, design examiners consult with senior
examiners for cases falling under certain conditions.

b. Quality Verification

Quality verification aims to identify the quality of design examinations
by auditing documents concerning dispositions by examiners, which
were randomly selected by quality management officers, from the
viewpoint of whether examiners’ dispositions, etc., were made in
accordance with principles such as laws, regulations and examination
guidelines.

Additionally, in order to identify users’ needs concerning the quality of
design examinations, the JPO has continued to conduct a user
satisfaction survey since FY2015, on the quality of design examinations
targeting domestic companies, agents representing foreign companies.
Furthermore, the JPO holds hearings in meetings for exchanging
opinions with companies and accepts information provided on individual

cases.

c. Subcommittee on Examination Quality Management

Based on the report from the Subcommittee on Examination Quality
Management, the JPO defined the “matters to be addressed in the
examination quality management” and has been implementing measures

(FE28FE1E1.4) (i) c. B8, in the examination quality management for patent, design and trademark
(See Part Il, Chapter 1, 1.4) (i)c).
X171, %11 X171, %11
%11 BARGE ( BAZE ) *11 Japanese version ( = )
Japanese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm E”91“5h

http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm

B
http://www.jpo.go.jp/seido_e/quality mgt/quality_mgt.htm

English version
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm

JPO STATUS REPORT 2017 061

Part 2



Expansion of the scope of Registerable Design including
Graphic Images

(i) EEBEEE 20w (i) Revision of the Examination Guidelines for Design™ 2
2014F1BOEIDEBEFIENEERTRDREHEN In response to the report consolidated at the third Design System

feREEXE 2015F ICTbNcBESEE%ET—F>%  Subcommittee™" held in January 2014, and based on the results of the
TI—T DR O#REREFEZ. "RICEEBMICETIFZS  deliberations at the Working Group on the Design Examination Standards
nicBER #EEEFONREMEMNITEIE%#EET  of the Design System Subcommittee in 2015, the JPO revised the Design
3. BEGBERCERICET ZEEEEREEDNRE]%®1T>7.  Examination Guidelines concerning designs including graphic images
COUETEREEEEEICDOWNTIH, 2016481, SHE  with a view to covering design including “graphic images recorded in the

BLTW3, article afterward” as the subject of design registration. The revised
version of the Design Examination Guidelines became effective on April 1,
2016.
%12 HARE *12 Japanese version
https://www.jpo.go.jp/shiryou/kijun/kijun2/isyou-shinsa_kijun.htm https://www.jpo.go.jp/shiryou/kijun/kijun2/isyou-shinsa_kijun.htm
BEELR English version

http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/design_es.htm
*13 “Support for Japanese Companies to Expand Their Businesses Overseas by Rights on
Creative Designs”

http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/design_es.htm
X13 TRSERRTY 1 ¥ OEFFREIC L 2ERIBELEOEBRERXZEICD
W<,
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[ Trademark

FFEFT Cld. BYSRIEDRE Y 1 —F—OF@E kR L For appropriate protection of trademarks and improvement of
D, REAET. REBTE. ILLWY 1 TOBIZEDHFE#E.  convenience for users, the JPO has been implementing various measures
ISR REIEDORESE. BRAOEEZEMRL TW2, including accelerated examination, quality management, protection of

non-traditional trademarks and protection of regional collective

trademarks.
EEFEE Performance of Examination
2016FIC KT 2 HENI S —REEBME COHA (FA In 2016, the average period from filing an application by an applicant
M) EFH48h B, —REBEHH FABHEX) (& toissuing the first action (FA pendency) by an examiner to the applicant
131,624, BHRETHEUF113,0256TH >, was 4.8 months, the number of first actions issued (FAs) was 131,624,

and the number of decisions of registration was 113,025.

2-1-8H : BIFEEDFAHR DR
Chart 2-1-8 : Changes in the FA Pendency of Trademark Examination

A / Months
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(BE) (Notes)
EIREEDOFABEIR. LENS. BABICLDEER The FA Pendency of trademark examination is a CY an-
FERORADBH (E(CERET X FEHEELEISE) nual average of the period from filing an application by
HHEBAZANFEX SN D F TOYPBDBEFITH . an applicant to issuing the first notice of an examination

result (which is mainly a decision of registration or a no-
tice of reasons for refusal for a trademark application) by
an examiner to the applicant.

2-1-9H : [BAFREEOFAHHRUSREEHHRDHR

Chart 2-1-9 : Changes in the Number of FAs and Decisions of Registration in Trademark Examination

FA%H
Number of FAs 117,135 121,254 122,048 111,831 131,624
SRETEHY
Number of Decisions of Regis- 100,002 106,885 105,637 100,244 113,025
tration

() (Notes)

AIFREEOFAGHHIE. BEEICL2TERBRORIIOBA (E(CE The number of FAs in trademark examination is the number of first

REENFEEEHBNE) NHERAFAFEESNHETH D, notices of examination results (which are mainly decisions of regis-

tration or notices of reasons for refusal) issued by examiners to ap-
plicants.
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PEEREFEICE I 2 RHEEHEE. (1) HE/mE The accelerated examination system for trademark applications is
EIRTEEG - BERBICEICERL TWBXIEERDO®EE  applicable to (i) applications for trademarks that have been already used
HEHEYUEEES TWNT, hD, EIMLICDOWTREMEZE  in designated goods and/or services, or have been prepared for use to a
IZHEE. (i) LEEEERICHERLTWSES - %% considerable extent, and therefore, need to be urgently registered, (ii)
RIFERAOEFHERYRELED TWIEM - BREDH%ZT]E  applications designating only goods and/or services for which registered
FEUHRE, (i) BRICLD2BEEEXZ T EESFDOHERE  trademarks have been already used, or have been prepared for use to a
EXRRELTWD, 2016FICH T2 RHEBEDHEBHE  considerable extent and (i) applications filed by companies, etc.,
22100 cHh,. REHBEHEZFIBLUCEBEORED  damaged by an earthquake. In 2016, 2,210 requests for accelerated
5—REBEEROBANE TCOHBIEFYI 8NATH >z,  examination were filed, and the average period from requesting the

accelerated examination by an applicant to issuing the first action by an
examiner to the applicant was 1.8 months.

2-1-10H : EiRFHEEOHHAHROHE

Chart 2-1-10 : Changes in the Number of Requests for Accelerated Examination for Trade-

mark
% / Number
2,500
2,210
2,000 2,024
1,781
1,500 1,504 15D
1,000
500
0
2012 2013 2014 2015 2016 £ / Year
(=) (Notes)
PHEEOBHHHG. [RPEEICEAT 2 BIEHAE] The number of requests for accelerated examination is
PMRESNIHH TS S, the number of request cases where the “Written Explana-

tion of Circumstances Concerning Accelerated Examina-
tion” was submitted.
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(i) Measures for Quality Management

In August 2014, the JPO announced the “Quality Policy on Trademark
Examination,” as the fundamental principles of quality management. In
December 2014, the JPO announced the “Quality Management Manual
(Quality Manual)

management and its implementation system are documented. Under the

for Trademark Examination” in which quality
Quality Policy and Quality Manual, the JPO has been implementing the
following measures to maintain and improve the quality of trademark

examination. For further details, please see the JPO website ™.

a. Quality Assurance

For the purpose of quality assurance of trademark examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases before issuing the documents to applicants/
agents.

Additionally, trademark examiners consult with peer examiners for the
purpose of sharing knowledge and information that examiners have
accumulated through experiences to make prompt and accurate
decisions.

b. Quality Verification

Quality verification aims to identify the quality of trademark
examinations by auditing documents concerning dispositions by
examiners, which were randomly selected by quality management
officers, from the viewpoint of whether examiners’ dispositions, etc., were
made in accordance with principles such as laws, regulations and
examination guidelines.

Additionally, in order to identify users’ needs concerning the quality of
trademark examinations, the JPO has continued to conduct a user
satisfaction survey since FY2014, on the quality of trademark
examinations targeting domestic companies, agents representing foreign
companies. Furthermore, the JPO holds hearings in meetings for
exchanging opinions with companies and accepts information provided

on individual cases.

c. Subcommittee on Examination Quality Management

Based on the report from the Subcommittee on Examination Quality
Management, the JPO defined the “matters to be addressed in the
examination quality management” and has been implementing measures

(B28E1EL. 4) (i)c. &R), in the examination quality management for patent, design and trademark
(See Part Il, Chapter 1, 1.4 (i)c).
B %14, %14 14, %14
%14 HAGE ( AAZE ) *14 Japanese version ( S )
http://Awww.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.ntm Jlgpa”ese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm Eng“sh

HEERR
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm

English version
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm
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EIROHEA N (EICERAEIR) CBHTIEEEEDYK
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(iii) ——AEEIMELELER - SEEEELEORS

BT I, BESFREEOEEERXIFEEN. tHAD
FTEIEDIEERARXIIRBE BT I2NENDEEICH
T5H—EEE LT, BIEEETRIAINECRICEWTE
HBARICEBHOERBROEE W6T4EH) ICEDETE
LEm - REEEEE) 28FERL. IhZzARLTWL
%, FFEFT Tld, ABEEEDERICH D, FBLERIC
BHBEWET IERXIEBREETIL—EV T L. KT IL—
TICRROIHOEBEDI—R (ELEI1—R) =250
W3,

Sk, FFEFTIE. T —XEEZ A OERROEE (19
1) 22ZBRELTBELL EBUER - REER
H¥E [ERSEEI1-2017THREE], Z/EK L. 20164
12RleAFELIEHS,

KNIRBICARZIETE U ABEEEG, 21— —DOFEE
ZALESE, FATICBIT2EEDOTREEE—BHDFER
BB EICET BT ENBHFEENS,

(i) Revision of the Examination Guidelines for Trademark™'®

The Working Group on the Trademark Examination Standards has
been deliberating under the two-year plan for FY2015 and FY2016 toward
comprehensive review of the Trademark Examination Guidelines. This
review is being made from the viewpoint of contents based on changes
in the environment surrounding the commercial transactions or user
needs, and the trends of recent court precedents, as well as from the
viewpoint of constituent of overall the guideline and unifying terms, etc. In
FY2015, the JPO
concerning distinctiveness of trademark (mainly related to Article 3 of the

revised the Trademark Examination Guidelines

Trademark Act). The revised version of the Trademark Examination
Guidelines became effective on April 1, 2016. In FY2016, the JPO revised
the Trademark Examination Guidelines mainly concerning the grounds of
unregistability (mainly related to Article 4 of the Trademark Act). The
revised version of the Trademark Examination Guidelines will become
effective on April 1, 2017.

(iii) Integration of the Nice International Classification and the
Examination Guidelines for Similar Goods and Services

As unified criteria in the examination to determine whether or not goods
or services designated in a trademark application are similar to those in
another’s prior trademark, the JPO prepares and publishes the
“Examination Guidelines for Similar Goods and Services” every year
based on goods and services listed in the Appended Table stipulated in
Article 6 of the Ordinance for Enforcement of the Trademark Act
(approximately 6.4 thousand items). In preparations for this Examination
Guidelines, the JPO divides goods or services that are assumed to be
similar to each other into groups and provides a specific code (similar
group code) for each group.

Lately, the JPO prepared the “Examination Guidelines for Similar
Goods and Services [corresponding to the 11-2017 version of the Nice
International Classification]” listing, as reference information, goods and
services of the “Nice International Classification” (approximately 10,000
items) and published it in December 2016™.

This Examination Guidelines provided with significantly expanded
contents are expected to improve convenience for uses and further
improve predictability and consistency of trademark examinations in the
JPO.

¥15 BARE
https://www.jpo.go.jp/shiryou/kijun/kijun2/syouhyou_kijun.htm
EES
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/tt1302-002.htm

%16 BARE
https://www.jpo.go.jp/shiryou/kijun/kijun2/ruiji_kijun10.htm
TEEERR
http://www.jpo.go.jp/english/ip-rights/trademarks/classification/
index.ntml
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*15 Japanese version
https://www.jpo.go.jp/shiryou/kijun/kijun2/syouhyou_kijun.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/tt1302-002.htm

* 16 Japanese version
English version
http://www.jpo.go.jp/english/ip-rights/trademarks/classification/index.htmi
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The Act for Partial Amendment to the Patent Act and Other Acts (Act
No. 36 of 2014), which included expansion of subjects to be protected by
trademarks and was enforced on April 1, 2015, has newly enabled
registration of non-traditional trademarks, such as motion trademarks,
hologram trademarks, color trademarks, sound trademarks, and position
trademarks. As of the end of December 2016, 1,446 applications for
registration of non-traditional trademarks had been filed, out of which 183
trademarks were registered. It would be highly expected that non-
traditional trademarks would play a great role in brand strategies as an
eloquent communication medium for brand which could be more
effective than words.

(i) Outline of Regional Collective Trademark System

The Regional Collective Trademark System was introduced in April
2006 in order to provide proper protection of trademark rights for regional
brands composed of a combination of regional name and goods
(services) name. Prior to this, the trademarks composed of “regional
name + goods (services) name” could not be registered without gaining
nationwide public recognition. After the introduction of the Regional
Collective Trademark System, however, it became possible to register
trademarks at an earlier phase, even before being widely recognized
throughout the nation as long as they are recognized by users within a
certain range of area. In 2014, the JPO revised the Trademark Act to relax
requirements for the subject who can file for an application for trademark
registration, which used to be limited to business cooperative
associations, etc., under the former Regional Collective Trademark
System, expanding to include commercial and industry associations,
chambers of commerce and industry, and specified non-profit
organizations (NPO), who would play a major role in disseminating the
regional brands.

As of the end of December 2016, 1,156 applications had been filed for
*17

registration of regional collective trademarks, out of which 598
trademarks were registered.

(i) Publicity Activities for Regional Collective Trademarks

To promote further dissemination and utilization of regional collective
trademarks, the JPO creates “Case Examples of Regional Collective
Trademarks” every year and distributes it to participants of seminars on
the regional collective trademark system.

In 2016, in addition to the “Case Examples of Regional Collective

X7 BEABEEICR S & duEE28t, w444, BR - BER
89, JLEEL3M. FBSOM. #1434 FE4TMH. ME274.
FUNTT7HE HEBIBHCINZ T, AED 5 DHEES3FERS N TL
5 (BHHEFNRICIDDDDIEREBENZNATY ),

*17 The breakdown of registrations by region is as follows: 28 in Hokkaido, 44 in Tohoku, 89
in Kanto and Koshinetsu, 53 in Hokuriku, 80 in Tokai, 143 in Kinki, 41 in Chugoku, 27 in
Shikoku, 77 in Kyushu, and 15 in Okinawa. In addition, 3 trademarks from abroad have
been registered (trademarks across more than one region are counted for each).
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Trademarks,” the JPO also created a brochure (in Japanese and English
version) that explains the outline of the regional collective trademark
system in an easily understandable manner. The English version of the
brochure has been distributed through relevant foreign organizations
such as JETRO in order to promote dissemination of the Regional
Collective Trademark System overseas.

Additionally in 2016, in the “Circuit Japan Patent Office” that has been
conducted to reach users in the local regions for the purpose of
expanding the range of enterprises utilizing IP rights, and promoting
measures regarding IP rights, the JPO held lectures and displayed
panels to commemorate the 10th anniversary of the start of the regional
collective trademark system. Particularly in the “Circuit Japan Patent
Office in KANSAI” held in Kansai region in November 2016, the JPO held
the “Regional Collective Trademark 10th Anniversary Seminar” in which
explanation on the system and panel discussions were presented.
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Trials and Appeals
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As an upper instance of examination, Trials and Appeals play roles in
reviewing examiners’ decisions of refusal, and in contributing to early
resolution of disputes over the validity of IP rights. To fulfill these roles,
various measures have been taken toward expeditious examination and
enhancement of the contents of examination.

The JPO has been working on expeditious and precise examination for
trial and appeal cases. In 2016, the average pendency period for an
appeal against an examiner’s decision of refusal was 13.1 months for
patents, 6.8 months for designs, and 7.2 months for trademarks. Please
see Chart 2-1-11 for the status of other types of proceedings.

In addition, in response to the needs for early decision, the JPO
implements the accelerated appeal examination system under which the
case of appeal against an examiner’s decision of refusal is prioritized in
proceedings upon the request, if the case satisfies the specific
requirements. In 2016, the number of requests for accelerated appeal
examination™'® was 176 for patents, 3 for designs, and 5 for trademarks,
and the average pendency period™"® was 4.3 months for patents, 2.4
months for designs, and 2.5 months for trademarks. In addition, trial
cases, including trials for invalidation, where the validity of granted rights
is disputed, will be, in principle, prioritized over ex-parte appeal cases to

solve the disputes earlier.

X18 TRMAFIBICHY 2FBHAZ, NMEHSEPIBES NI, 28
FBESnGh > Ich FIBERSNILERE) 2805 L,
2016F e B\ 2 RHFIBORHARIE, FFN2466, BEH 3,
BIENSHTH 5 Tco

K19 REABEONREB S LBHICDOVWT, BENB S NEEAREE B>
THEERNFE S ND T TOHBEOBEFT,

*18 The number of cases where the “Written Explanation of Circumstances Concerning
Accelerated Appeal Examination” was submitted and the cases were transferred to the
board in charge. When the cases that were not transferred to the board in charge
(including cases that involve decision to grant a patent upon reconsideration by
examiner before appeal proceeding) are included, the number of requests for
accelerated appeal examination made in 2016 was 246 for patents, 3 for designs, and 5
for trademarks.

*19 In the cases that are subject to accelerated appeal examination, the average pendency
period is an average CY period from the day when the proceedings can be initiated after
a request for appeal to the day when a appeal decision is dispatched.
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2-1-11H : 20165 BEOKR
Chart 2-1-11 : Status of Proceedings in 2016

EHEEETIREH
Appeals against an HEEH ETIEEH ST EGHEH
examiner’s decision of Trial for Invalidation Trial for correction Opposition Trial for rescission
refusal
snER s EIPHIRS  ERMEE SR IR HIRER  NERGE EIPHIR R EIRHR’
Number of Number of Number of Number of Number of
Disposi- ~ Fendency  pjspogi.  Pendency - pigposi  Pendency  pigpogi. Pendency pjgpog. Pendency
tions' Period tions' Period tions' Period tions' Period tions' Period
5T - RAAFE
Patents & Utility 11,562 13.1 238 10.5 165 2.7 707 5.8 — —
Models
BE
Designs 462 6.8 29 15.5
e 741 7.2 103 1.3 — — 480 8.3 969 6.4
Trademarks : : : :
(HZ) (Notes)
1 BRWIL (WD) FRARIL (SHTF). RUWT - RROHHOESt, RHEDPILIIHE 1 The total number of requests granted (including requests partly granted). requests not
FEBAIDHE granted (including dismissals), and withdrawals/abandonments. The number of oppositions
2 BHIFEKE (x1) 15, BROFED (%2). T - BEOEEH. XEATOREEFE is counted by opposed patent.
TOHBOBFETY, BIFER. 2 Average processing period in a calendar year from the date a request is filed (*1), to the
(%1) RFPIUICOVTIFRFPIH. HIHEEEEARBNICBV THIBSEICHRDBH date a trial/appeal decision is dispatched (*2), to the date a withdrawal or abandonment is
[COVWCRBETREEB>cE (ErPBED) . finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.
(3% 2) BHFEFPIICHBVTCECHERELN CREDTFE) £T5HDEFZ0DHRXH. 1R (*1) The date for opposition is the date an opposition is requested. The date for cases con-
DEHCBNTERDFEZT O DD ZDFEH, cerning “reconsiderations by examiners before appeal proceedings” in “appeal against ex-
3 EHFHOMSHCEIERAFENSEND. aminer's decision of refusal” is the date it becomes ready to conduct proceedings (the date

the case has been transferred to the board in charge).
(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice
of a trial decision) is to be made, it is the date the notice is dispatched. In trial for patent
invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the
notice is dispatched.

3 Trial for invalidation statistics include invalidation trials for utility models.
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(i) Trial and Appeal Practitioner Study Group

The Trial and Appeal Department convenes a study group every year,
called the “Trial and Appeal Practitioner Study Group” comprised of the
practitioners including administrative judges, employees of IP
departments of companies, patent attorneys and lawyers. Each Study
Group deliberates on the method of judgements in making trial/appeal
decisions or rulings in actual cases.

In 2016, the Study Group studied 20 cases in total composed of 14
patent cases, 2 design cases and 4 trademark cases, and deliberated on
judgements of inventive step and description requirements, etc. The
results of the case studies were consolidated into a report which has

been published and made available to the public at the JPO’s website .

(ii) Executive Legal Advisers on Trials and Appeals

The JPO has invited former judges and academic experts who have
sufficient experience in the IP field as Executive Legal Advisers on trials
and appeals. Executive Legal Advisers play a role in giving advice on
advanced legal issues as well as teaching at training sessions, etc.

(iii) Consultants on Trial/Appeal Decisions and Court Judgements

In order to contribute to further improvement of conduct of the
examination, the JPO has appointed those who have judicial qualification,
etc.,, as consultants on trial/appeal decisions and court rulings.
Consultants on trial/appeal decisions and court judgements provide
advice on the aspect of civil law, and prepare and provide feedback on
the contents of oral proceedings as well as written notice of proceeding
matters and record of oral proceedings.

%20 BARGE
https://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei_
kentoukai.htm
https://www.jpo.go.jp/english/reference_room/reports/
Jitsumusya_kenkyukai_e.htm

* 20 Japanese version
https://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei_kentoukai.htm
English version
https://www.jpo.go.jp/english/reference_room/reports/jitsumusya_kenkyukai_e.htm
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(i) Enhancing Oral Proceedings

In inter-partes trial cases, including trials for invalidation and trials for
rescission, oral proceedings are actively utilized. Oral proceedings, where
the panel orally communicates with both parties concerned, are helpful to
grasp and sort out the points of dispute accurately, and to settle the
dispute with both parties feeling well convinced and satisfied with the
results. As for trials for invalidation for patents, utility models and designs,
in principle, oral proceedings are held for all cases except for those
where all parties concerned request documentary proceedings. As for
trials for rescission of trademark registration for which a written reply and
a written refutation has been submitted, in principle, oral proceedings are
held for all cases except for those where all parties concerned request
documentary proceedings.

Additionally, the trial/appeal court is equipped with IT apparatuses
including monitors so that all the participants can grasp, in a prompt and
accurate manner, materials and evidences brought by the parties
concerned, as well as the contents of draft trial records prepared by the
trial clerks, etc. This would allow both parties to argue to the full extent,
enabling oral proceedings to be carried out smoothly.

In 2016, 241 oral proceedings were conducted.

Interviews and

(i) Circuit Trial On-site

Video-conferencing Interviews

Examinations,

When companies, universities, etc. in the local regions are the parties
concerned, the panel may visit their regions at their request to conduct
circuit trial examinations (oral proceedings conducted in the local regions
for trials for invalidation) and on-site interviews (interviews conducted in
local regions, aiming for facilitating smoother communication on trials/
appeals). In addition, video-conferencing interviews are also conducted
to facilitate smoother communication between the panel and the parties
concerned through the video conference systems.

In 2016, 22 circuit trial examinations, 8 on-site interviews and 3 video-
conferencing interviews were conducted.

(iii) Understanding and Analyzing the Trends of Court Judgements

To conduct accurate and appropriate examination, the JPO analyzes
and shares judicial judgements regarding the validity of rights in suits
against appeal/trial decisions made by the JPO or infringement litigations.
As for trials for invalidation, etc., the JPO obtains evidences submitted for
invalidity defense in patent infringement suits, through exchange of
information with the court and confirmation to the parties concerned, and
utilizes them for examination.

(iv) Contributing to Maintenance and Improvement of Quality of
Examination
In order to contribute to maintaining and improving examination quality,
the Trial and Appeal Department provides feedback on the examination
results to the examination divisions and exchanges opinions with the
examination divisions on a regular basis.
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Demonstration at the “Circuit Japan Patent Office in HIROSHIMA”
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Disseminating and Raising Awareness of Trial and Appeal Sys-
tem

(i) English Translation of Trial/Appeal Decisions

In order to enhance international dissemination of information on trials
and appeals of the JPO, the JPO has been providing manually-translated
English edition of trial/appeal decisions, decisions on opposition, and
Hantei (advisory opinions on the scope of industrial property rights) that
would help users with the understanding of the law interpretation and its
practices in Japan at the JPO’s website ™'
2016.

In 2016, 143 translated English editions of trial/appeal decisions were

provided.

sequentially since January

(i) Demonstrating Mock Oral Proceedings through Mock Trial Courts

The JPO has been disseminating measures including enhanced oral
proceedings and circuit trial examinations to IP system users in order to
further promote utilization of these measures, and has been
demonstrating mock oral proceedings through mock trial courts in order
to disseminate and raise awareness of the trial/appeal system.

In 2016, the JPO demonstrated oral proceedings through mock trial
courts at the “Circuit Japan Patent Office” series and user seminars
outlining the patent trial and appeal systems. The JPO also published the
video footage of demonstration of oral proceedings through mock trial

courts as one of educational materials for IP-e learning™*.

WOHFEFFT in UM ICSBIFBEE
Demonstration at the “Circuit Japan Patent Office in
KYUSHU”

%21 BARE
http://www.jpo.go.jp/seido/shinpan/shinketsu-eiyaku.html

FREERR

- =
%22 HARERR https://ipe.inpit.go.jp/inaviipe/service

REBRR https://ipe.inpit.go.jp/inaviipe/service/?lang=en

X22, %22

https://www.jpo.go.jp/torikumi_e/t_torikumi_e/decisions.htm (J BAE
apanese

*21 Japanese version
http://www.jpo.go.jp/seido/shinpan/shinketsu-eiyaku.html

English version %22, %22
https://www.jpo.go.jp/torikumi_e/t_torikumi_e/decisions.htm ( Er?;?ih)

k22 Japanese version https://ipe.inpit.go.jp/inaviipe/service
English version https://ipe.inpit.go.jp/inaviipe/service/?lang=en
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