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Examinations/

Trials and Appeals

#8 &Y

@ Patents

The JPO has been aiming to achieve the “world’s fastest and
utmost quality patent examinations”, so that once applicants
obtain patents in Japan, the associated examination results
will be upheld overseas to facilitate the smooth acquisition of
rights abroad. To this end, the JPO has been implementing
various measures focused on “maintaining speed”, “granting
high quality rights”, and “cooperating and collaborating with
foreign IP offices™.

1) Examination Performance

With the acceleration of the intellectual property creation

cycle, comprised of intellectual property creation, the

establishment of rights, and utilization of rights, there is a

growing need to shorten total pendency, and the JPO has

been engaging in initiatives to speed up examinations.

« In FY2017 (April 2017-March 2018), the JPO achieved the
periods shown in Figure 2-1-1. [Figure 2-1-1] [Figure 2-1-2]
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Figure 2-1-1 | 2-1-1
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9.3 months on average/ ¥199.3 18

2) Initiatives to Speed up Examinations

(i) Securing the Necessary Number of Examiners

In order to maintain and strengthen the patent examination

system, the JPO is working to secure the necessary number

of patent examiners and to rehire some of the fixed-term

examiners whose terms of employment had expired.

« For FY2018, the JPO secured a capacity of 1690 examiners
(including fixed-term examiners).

(ii) Outsourcing Prior Art Searches

The JPO is working to promote the speeding up of

examinations by outsourcing prior art searches to registered

search organizations.

« As of December 2018, there were 10 registered search
organizations.

« In FY2018, the number of outsourced searches was approx.
152,000 (of which approx. 116,000 involved searches for
foreign patent documents.).

Establishment

First Action of Right
—REEEH HEFHE
® ®

14.1 months on average / ¥#914.10H

Note: e The total pendency (also called the “standard pendency”) is the period from the request for examination to
withdrawal or abandonment or until a final disposition (excluding cases where the JPO requests an applicant to
respond to the second notice of reasons for refusal and where the applicant performs procedures they are allowed
to use, such as requests for extension of the period of response and for an accelerated examination.

« The FA pendency is the period from the request for examination to issuing the first notice of examination (which are
mainly notices of patent grants or reasons for refusal for a patent application) by an examiner to the applicant.

HE: o FA BB HEISEERICSIBE/RORNOBM (EICEBREEXISECBRBAE) NMHBAZSAFEZNDETOHH,

o HEFMERTORRM G HEN SRELD X TOHHE (EREEHEER Fic, HBEADSIE LROSN TV HHERVWEESFETSZ
EIRESTHHTHOBEDINEZRDENDIHEEFER ).
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_ Year / & 2014 2015 2016 2017 2018
Figure 2-1-2 | 2-1-2

Number of Patent Mo of Fas! 255001 235809 246879 239236 232,701
Examination FAs, Number
of Patents Granted, and pumber of Patents Granted 205,711 173015 191032 183,919 177,852
Number of International ¥
Search Reports Established Number of International Search

Reports Established 3 40,079 43,571 44321 45,948 47934
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Note: 1. The number of first actions in patent examinations is the number of first notices of examination results (which are
mainly notices of patent granted or reasons for refusal) issued by examiners to applicants.
2. The number of patents granted excludes the number of patents granted after a request for appeals against an
examiner’s decision of refusal was filed (including patents granted through reconsideration by examiners before

appeal proceedings).

3. The number of international search reports prepared is the number by year of issuance of international search
reports prepared and issued by the JPO as the International Searching Authority (ISA) under the PCT (the number
of international search reports includes that of “decisions of not preparing an international search report™.
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3) Accelerated Examination System/
Super-accelerated Examination System
Under certain conditions, the JPO offers an accelerated
examination system/super-accelerated examination system
that, upon the request of an applicant, expedites the
commencement of an examination. [Figure 2-1-3]

(i) Accelerated Examination System

 The accelerated examination system for patent applications
may be applied for applications that are also filed in one or
more other countries and applications by small and
medium-sized enterprises, etc. For more details, please visit
the JPO website. *'

« In 2018, first action pendency from request for accelerated
examination was 2.3 months on average.

(ii) Super-accelerated Examination System

e The JPO is running pilot programs for a super-accelerated
examination system for highly important applications, such
as applications for inventions that have already been put
into practice and that are also filed in one or more other
countries.

« In July 2018, in relation to applicable startups, conditions
were eased to allow super-accelerated examinations for
applications for inventions that have already been put into
practice.

« In principle, this system aims for the period from request to
first action to be within one month (within two months for
DO *? applications). For more details, please visit the JPO
website.

« In 2018, there were 685 requests, and first action pendency
from request for super-accelerated examination was 0.7

months on average (11 months for DO applications).

*1 English *#3 i English
« https//wwwjpogojp/e/system/patent/shi 'P jE
&:  nsa/jp-soki/index.html 2

* 2 Applications that have entered the national
phase after international application.
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4) Further Improvement of Examination
Quality

(i) Quality Management Initiatives

Under the “Quality Policy on Patent Examination”, which

constitutes the JPO’s fundamental principles of quality

management, and the “Quality Management Manual for

Patent Examination” (Quality Management Manual), the JPO

has been engaging in the following initiatives in order to

realize the utmost quality of patent examinations in the

world. For more details, please visit the JPO website *°.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
in the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with other examiners in order to share
search know-how and knowledge, etc, in order to curb
search and decision discrepancies among examiners.

http://www.jpo.go.jp/e/introduction/hinshi
tu/shinsa/index.html
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Note: The number of requests for accelerated examinations is the number of “Explanation of
Circumstances Concerning Accelerated Examination” that were submitted.

#E: FHEZORHARE. 'RPRECHI Z2FEFPERI/RES NI

3) RHHEEFIE - A—/\—RHEEHE
—EDEHDOT T HEANSDEEAZIF CTEEDEFH
HEBEICHERNTED ZRHPAEEHE - A —/\—RHEEH
EEEELTWS, [2-1-3E]

(i) RHAEEHIE

cFFHFHFEICHET 2 RHREEHEONRII.AEICHEHEL
TW2 HFE PN EEDHES, BEARDFMICDOVWTIE.
BET O YA N EBRINEW,

e 2018 F i BHHEEOHEI S —RETEHNE COHRIE
FH23h B

(ii) R—/X—FRHIEEFIE

o BEICEME L TWSHBITHD BB DAEICHHEL TWL
ZHETHZ. LNEEEODSVWVHEEEZTRELTA—
N—BRRBEEHIEZHT.

e 2018FETBELDARYF ¥ —DRFEICDWTIEBEICEMRL TV
ZHERBIRBIEEBTHNIEA—/IN—ERPEBEOTRELR S
LS EHEEN,

s HENS—RETBEME TEFRAUTIMAURNDO*2 HEEIC
DWTEHRR2NBUR) TITSHE. BERBFMICDNT
I FFTY 70 M zsRaInk,

¢ 2018 FEF BB HDEENH D A—/N—BHETOHREHN
S5—REFTBME TCOHBIFFHOTIHB(DOEREICDW

TE1IDA).
*1 [EIREEAE BAE BAGE
2 i https://wwwipogojp/system/patent/shins
: %'l a/soki/v3soukihtml
(O 2l sa.pdf
* 2 EREER ERRREICBTU . BAE

4) BEEREDELSMEE

(i) REERICEI3E
BEEEOEARARA L BT ETICEITIRERY
V- B EEOREEEICEITEY-a 7 I (REY
ZaZ) 0T HREEREOHHEEORBFICA T TUUT
DOEEZIT> TWR.BRZIFHMBICOVWTIE RFTY7 7
A4 ~emBsBBINL,

a. mER:E

cBEBILL BN BEEZICHRBEMMCDOVWT HEAK
BACEXINZRIC.BEEEOEERIEAE -FXEIC
brbetFzv Y,

cH—F/UNY HFHEEHEH L. EEFOBEOY —F P
HETOBEEZMH T 2. BEEBEMOBEEE LHEE
ESiR

https://www.jpo.go.jp/fag/yokuaru/patent/
document/super_souki_ga/supersoukisin

:. http://www.jpo.go.jp/introduction/hinshit
h  U/shinsa/indexhtml
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b. Quality Verification

« Decisions and notices, etc. prepared by examiners are
audited by quality management officers to check
compliance and validity in terms of content and format
before sending official documents to applicants and agents.

« In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
expands user satisfaction surveys covering overseas users
and small-scale users. [Figure 2-1-4]

* In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by the
subcommittee.

(ii) Revision of Examination Guidelines for patent and
utility model and Examination Handbook for patent
and utility model

a. Revision of patent examination guidelines/handbook

for CS-related inventions

Regarding patent examination guidelines/handbook for

software-related inventions, revisions intended to clarify

issues concerning the patent eligibility and inventiveness of
inventions without making any changes to the basic

principles were published in March 2018.

60

b. Revision of patent examination guidelines/handbook

for expansion of exception period for loss of novelty
With greater activities in joint research and university-
industry collaboration through open innovation, there is
increasing risk of losing novelty of invention due to disclosure
by persons other than the principal parties. In view of these
circumstances, Article 30 of the Patent Act was amended in
2018, and the exception period for loss of novelty was
expanded from six months to one year. In line with this
amendment, the patent examination guidelines/handbook
was revised and published in June of the same year.

5) Examination Measures for Addressing
Various User Needs

(i) Interview Examinations

The JPO conducts interviews examinations to facilitate

communication between examiners and agents, etc.

« In 2018, there were 4,128 interview examinations (of these,
1158 were conducted on-site, and 155 were conducted by
video conference).

» To meet user needs, the video conferencing interview
system is installed. It allows inventors and patent attorneys,
etc. in remote areas to participate the interview
examination.



Figure 2-1-4 | 2-1-4
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Results of User Satisfaction Survey on Patent Examination Quality
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[2-1-4E]
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(ii) Collective Examinations for IP Portfolio Supporting
Business Strategy
The Collective Examinations for IP Portfolio Supporting
Business Strategy is a measure that supports the acquisition
of rights in time with operations of businesses by having
examiners for multiple applications related to the business
(patent, design, and trademark applications) coordinate with
each other to conduct their respective examinations.
[Figure 2-1-5]
« In 2018, there were 41 applications for Collective
Examinations for IP Portfolio Supporting Business Strategy.
« Of these, there were 461 patent applications, 2 applications
for design registration, and 1 applications for trademark
registration.

(iii) New Patent Examination-related Support Measures
for Startups
In order to support early registration for startups, the JPO
initiated accelerated examinations using interviews for
start-ups from July 2018, as a patent examination-related
support measure for startups, that will lead to the strategic
acquisition of patent rights through interviews conducted
prior to first action. At the same time, the JPO eased
conditions for super-accelerated examinations for startups.
« In 2018, there were 9 requests for accelerated examinations
using interviews for startups.
« In 2018, there were 42 requests for super-accelerated
examinations for startups.

6) Improvement of Foundation for Prior
Art Searches

Prior art searches are one of the important pillars for

maintaining and improving examination quality, and a

constant improvement of the foundation for prior art

searches for both patent documents and non-patent

literature is therefore crucial.

(i) Initiatives Related to Machine Translation Texts

« In order to expand prior art searches, the JPO is currently
accumulating full text Japanese machine translations of
US, EP and WIPO patent documents in English that have
been created to date, and patent documents from China
and South Korea, on a retrieval system for patents and
utility models.

(ii) Initiatives Related to Improvement of Patent
Classifications
« As part of improving the foundation for prior art searches,
the JPO actively proposes to revise International Patent
Classifications (IPC) so as to make the superior
classification entries of FI*® and F-Term*7, JPO’s original
classifications, the IPCs, and is currently engaged in
discussions to this end (In 2018, discussions covered 20
JPO proposals in broad technical fields in mechanical,
chemical, and electrical areas.).
The JPO is in the process of further improving search
index, under the principle that FI must be compliant with
the latest International Patent Classifications (IPC), in order
to search efficiently for domestic and foreign patent
documents. In FY2018, the JPO amended the Fl scheme for
the 431 main groups, and conducted F-Term maintenance
for 8 themes.
Regarding the newly established and allocated broad facet
classification code *® ZIT for cross-sectional extraction of

patent documents that concern loT-related technologies,
the JPO has proposed incorporation of ZIT into
International Patent Classifications (IPC) to foreign IP
offices, for enabling extraction of foreign language
documents from the same perspective, as well as Japanese
documents, and is currently engaged in discussions to this
end.

6 An FI (File Index) means an original classification ~ *7 An F-Term (File forming Term) means an original ~ * 8 A broad facet classification code means a

by the JPO that is a further development of the

classification by the JPO expanded to various
IPC. technical aspects (e.g, purpose, use, structure,

classification that is assigned from a cross-
sectional perspective spanning multiple fields.

material, manufacturing method, processing and
operational method, and means of control) by

technical area (theme).
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© Designs

The JPO has been implementing a variety of initiatives including
accelerated examinations, quality management, and the
compilation of the “Design-Driven Management”, in order to
appropriately protect designs, improve convenience for users, and
strengthen the competitiveness of Japan’s companies.

1) Examination Performance

The JPO is working to make examinations more efficient for
user convenience. In FY2017 (April 2017-March 2018), the
JPO achieved the “first action pendency” (FA pendency) and
“total pendency” periods shown in Figure 2-1-6.

[Figure 2-1-6] [Figure 2-1-7]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated

examination system that, upon the request of an applicant,

expedites the commencement of an examination.

[Figure 2-1-8]

» The accelerated examination system may be applied under
the following conditions: (i) applications for design
registration related to implementations with an urgent need
for registration *7; (ii) applications for design registration
that are concurrently filed in one or more other countries;
or (iii) applications for design registration by businesses,
etc. that have suffered earthquake damage.

« In 2018, first action pendency from request for accelerated
examination was 2.0 months on average.

Figure 2-1-6 | 2-1-6H Application
Filling
A Pendency and Total HER
Pendency for Design .
Examinations in FY2017 FA Pendency
2017 FEICBITZRESZED FAHARS
FARRRE R OMEFI{E X TOHAR

Total Pendency
EFLETOM

3) Further Improvement of Examination
Quality
(i) Quality Management Initiatives
Under the “Quality Policy on Design Examination”, which
constitutes the JPO’s fundamental principles of quality
management, and the “Quality Management Manual for
Design Examination” (Quality Management Manual), which
documents quality management and its implementation
system, the JPO has been engaging in the following
initiatives in order to realize the utmost quality of design
examinations in the world *2. Moreover, in March 2018, the
JPO established quantitative goals for the quality of design
examinations to be achieved in FY2018.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
of the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with managers about cases that meet
certain conditions in order to curb search and decision
discrepancies among examiners.

Establishment
First Action of Right
—REEEH 1EFL
ﬂ. H

5.9 months on average/ ¥#55.9 A

6.7 months on average / ¥#16.7 h'A

Note: « The FA pendency is the period from the application filing until the JPO sends the first notice of examination results
to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal).
 The total pendency is the period from the application filing to a final disposition (excluding international applications
filed to register designs under the Hague Agreement, as well as cases in which applicants are required to respond to
the second notices from the JPO for amendments submitted by the applicants within a certain period of time).

HE: o FAHREG HEASBRERICLZEFEHROKRPOBA (EICBFEE N IFEBERBEMNE) MHBASAFKE SN ZTOHM,

o EFLETOHEE BRI SHAELDETOHRE (EREEREER Xlc HEADGE LROSN TV PEZEVWEIESETST
EIRESTHFTHSBEDINEERDENDHBEFER ).

*71  Among the applications under (i) above, the JPO is implementing an initiative to commence
examinations even earlier for applications where there are counterfeits already in existence and there
are no problems in the application procedure. In 2018, the above period was 0.5 months on average.
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. Year / & 2014 2015 2016 2017 2018
Figure 2-1-7 | 2-1-7&
Number of FAs
30,581 29,752 30,448 31,600 31,266

Number of FAs and FARE
Decisions of Registration Number of Decisions of Registration
for Design Examinations BREEA 27,358 26,286 26,156 27976 27,301
BESEOFAHRRUSRE Note: Th ber of first acti isth ber of first noti f inati It t b i t licants, et
U DA ote: The number of first actions is the number of first notices of examination results sent by examiners to applicants, etc.

(for the most part, either a decision of registration or notices of reasons for refusal).
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a. mER

cEBEICLIBA - BEEFICHRIEMMOVWT. HEA-K
BACEEINZHIC.EEEOEER)EFAE - FREIC
blebetFz v,

cEBFFEOBMOY—FPHEOBEEEINH T ZH. —FED
EUICHYTRZEMICOVWTIR. BEEEREERE HE%
ES;iH

241
21
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2016 2017 2018
Year / &

Note: The number of requests for accelerated examinations is the number of “Explanation of
Circumstances Concerning Accelerated Examination” that were submitted.

#%:. FHEZTOHHARE. 'RPRECHI ZFERPEIMRES AR

. Number / #
Figure 2-1-8 | 2-1-8X
250
Number of Requests for
Accelerated Examinations 200
. m
for Design
150
BRERHETORHEFROHE 19
100
50
0
2014 2015
*1  CRREESEOBEZRLEOS 5. REICHHRN AL

EUREDTH > THEBEFHRICAEDORWHEEICD
W LD —BRBICEFIDRMEERBL THD.
2018 F DRI FH 051 Ao

' http://www,jpo.go.jp/introduction/hinshitu
! /shinsa/index html

http://www.metigojp/policy/policy_mana
gement/jissityou-hyouka/30fy-mokuhyo
W u/30fy-jissityou-mokuhyou.pdf
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b. Quality Verification

» The JPO randomly selects notices and decisions, etc.
prepared by examiners, which are subsequently audited by
quality management officers to verify compliance with laws
and regulations, examination guidelines and other
guidelines before sending official documents to applicants
and agents.

In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
overseas users and small-scale users. [Figure 2-1-9]

In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by this
subcommittee.

4) “Design-Driven Management”

In July 2017 the JPO jointly formed the “Study Group on
Competitiveness and Design” with the Ministry of Economy,
Trade and Industry, compiled and published the “Design-
Driven Management” report *° on May 23, 2018. This report
organizes the methods and effects of utilizing “Design-
Driven Management”, which utilizes design as an important

Figure 2-1-9 | 2-1-9K

management resource for the improvement of corporate
value, and policy recommendations for the promotion of
“Design-Driven Management.” Taking the policy
recommendations of this report on board, the JPO has
implemented reviews of the design registration system to
protect designs responding to social innovation caused by
emerging technologies and designs contributing to brand
building and has discussed revision of examination
guidelines for design pertaining to appropriate disclosure
requirement for a design, along with the following initiatives.
[Figure 2-1-10] [Picture 1]
« Launch of the Design-Driven Management Project Team
(Part 2, Chapter 3 - 4.2).
« Establishment of a new “Companies Adopting Design-
Driven Management” award category for the Intellectual
Property Achievement Awards.

(i) Japan-China-South Korea Design Forum

The JPO hosted the 9" Japan-China-South Korea Design
Forum in Tokyo in May 2018, under the theme, “Future of
Design Management and Design Protection System”.
Following the opening address by Commissioner Munakata
of the JPO, speakers of the forum, consisting of management
executives from design sensible global companies and the IP
offices of the three countries, gave profound lectures and
engaged in lively discussions concerning Design-Driven
Management practices in companies and effective use of
design protection systems. [Picture 2] [Picture 3]

Results of User Satisfaction Y 20 60 80 100 %
Survey on Quality of Design
BEEBBEDEICETZ1—H— BR h N
= Somewhat Satisfie
Neutral
=58
BT TR PR ——
BT
Unsatisfied
FY /&5

English
http://www.jpo.go.jp/e/resources/report/
document/design_driven_e/O1.pdf
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http://www.meti.go.jp/press/2018/05/20180
bl 523002/20180523002-1.pdf
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Figure 2-1-10 | 2-1-10

Effect of “Design-Driven Management”
IFH4 U REIOMR

3

Design for Innovation
A/R—23VIERTS
FHI1Y

Design for Branding
TIVREBRICETS
FH1Y

Picture 1 BEH1

Design-Driven Management
REE YA UREIES

Picture 2 BE?

Commissioner Munakata (JPO)

RERE

7 L0 F A R MR

e e e ot 1 Y Mg SRR TS e

Picture 3 BEES3

From left to right: Director General Lin (CNIPA),
Commissioner Munakata (JPO), Director-
General Sawai (UPO), and Director General Lee
(KIPO).

Ehs,. UYCNIPAABRRSIBEIR. FERRE.
EHEEE—IR. UKIPOBETY1 VEBERR
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© Trademarks

The JPO has been implementing various initiatives including
accelerated examinations, fast track examinations, quality
management, and protection of regional collective
trademarks in order to appropriately protect trademarks, and
to improve convenience for users.

1) Examination Performance

In order to promptly and appropriately protect users’
trademarks and contribute to smooth business activities, the
JPO is working to make examinations more efficient and
reinforce the examination system. In FY2017 (April 2017-
March 2018), the JPO achieved the “first action pendency”
(FA pendency) and “total pendency” periods shown in Figure

2-1-11. [Figure 2-1-11] [Figure 2-1-12]

Figure 2-1-11 2-1-1 Application
Filling
FA Pendency and Total B
Pendency in FY2017 .
20174 Ic# 3 B AR A Pendenc ’
RUIER{LETOLAR 4

FA AR

Total Pendency
EFEETOHARK

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated

examination system that, upon the request of the applicant,

expedites the commencement of an examination (for further
details, please see “Outline of Accelerated Examinations and

Accelerated Appeal Proceedings for Trademarks”*" at the

JPO website). [Figure 2-1-13]

» The number of requests for accelerated examinations in
2018 was 5,278 an increase of approx. 53% over the
previous year.

« In 2018, first action pendency from request for accelerated
examination was 1.7 months on average.

Establishment
First Action of Right

—REEEH -2l (4
j .

6.3 months on average / ¥196.3h°A

7.7 months on average /¥ 7.7 8

Note:  The FA pendency is the period from the application filing until the JPO sends the first notice of examination results
to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal) (excluding
applications related to non-traditional trademarks and regional collective trademarks).

« The total pendency is the period from the application filing to the registration (excluding applications related to
non-traditional trademarks and regional collective trademarks, as well as cases in which applicants are required to
respond to the second notices from the JPO for amendments submitted by the applicants within a certain period).

#E: o FABRBR EENSEBBICLZEER/RRORNOBA (E(CEFEEXIIIEBBEHENE) NEBEASARKEINDETOHBE GFEHLL
517 OERERCHIBFRBRICRDHEZER) .
o HEFLETOHM . HED S RIS E TOHE FTL WY 1 7 ORIER U HIRFARIRIC R D MR Z IR<o E/o AL HIE LR S
NTWBHRZER > THIESE T2 LIC L > TRRFT D SBEDREFEHBAICKRD DL SBIHAFER).

*71  *Outline of Accelerated Examinations and
Accelerated Appeal Examinations for Trademarks”
=

I A

English
https://www,jpo.gojp/e/system/trademark/shi
nsa/outline_accelerated_trademark.html|
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Figure 2-112 | 2-1-12

Number of FAs and
Decisions of Registration
for Trademark
Examinations

BREEOFAGERUERE
EHBOHE

Figure 2-1-13 | 2-1-13K

Number of Requests for
Accelerated Examinations
for Trademark

EIRFHEEORHEROHD

O wi=

Examinations/Trials and Appeals | &FZ&-&¥

Year / & 2014 2015 2016 2017 2018
Number of FAs
A 122,048 111,831 131,624 126,407 137,463

Number of Decisions of Registration

BREEY 105,637 100,244 13,025 115,754 119,610

Note:  The number of first actions is the number of first notices of examination results sent by examiners to applicants, etc.
(for the most part, either a decision of registration or notices of reasons for refusal).

#E:  FAHRRBEBICLIBE/RRORNOEN (ZICBREEX FEEEHENE) BERASAFES N,

Number / #
5,278
6,000
5000
4000 3,447
3,000
2,024 2,210

1,781
2,000
’I'OOO I

0
2014 2015 2016 2017 2018
Year / &

Note: The number of requests for accelerated examinations is the number of applications for
which “Explanation of Circumstances Concerning Accelerated Examination” were
submitted.

#E: FREEOHBERE. (REEEICETIFERPERI SRES NICHBEOHR.

BT TRBEYGBERORErI—Y—DfEER LD
. REEE. 77 A~ T v I BE REEE WEAGEE
DREEELZ DBEZREL T\ 2,

1) BEXR
A—Y—DOEFEERE B ICREL . HBLEXREHCET
ERLBEOHR-BEFHOR(LZEDHTH D, 2017
FEQO17TE4LA~2018F3R)IE 2-1-1MRADEEH DT—
REEBEME TOHRE (FAERE) RO THEFEZ TOHME, %
ER U, [2-1-1E] [2-1-12E]

*1 "HERHEE FHREOHRE

E  BAE
& https://www.jpo.go,jp/system/trademark/s
3 hinsa/soki/shkouhou.html

2) RHAEE

—EDEHDT T HERANSOREHZRITEEZBE(ICL

NELITSRPEEFEZRREL TWVWS GHIFSEFTHP

HRPHEE FHEEOBE, Z22R L), [2-1-13E]

¢ 2018 FIc & 1T 5 RHAEE DB HAEHUT. BIF LI 53% BN
&35 527814,

¢ 2018 F 3. RFHBEDHREHN S —REEBERDOBHXTO
HEIE¥FHE17 0B,
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3) Fast Track Examination
As a policy for the reinforcement and organization of the
trademark examination system, the JPO has initiated “Fast
Track Examination”*? pilot programs (for further details,
please see “Fast Track Examination” at the JPO website).
This is a new initiative aimed at conducting examinations
about two months earlier than usual for applications that
meet certain conditions.By offering beneficial services in the
form of earlier than usual examination in relation to
applications in which there are clearly no problems
concerning designated goods or designated services, an
increase in the number of such applications, which will in
turn lead to a reduction in examination burden, can be
expected. As well as allowing early registration for
applications for which fast track examination applies, the
promotion of overall examination processing can also be
expected. [Figure 2-1-14]
 Applications that meet all the following conditions are
eligible for fast track examination.
[Condition 1] Applications submitted after October 1, 2018.
[Condition 2] Applications that only designated goods or
services listed in any of the following at the time of filling.
@ Examination guidelines for similar goods and services
@ Enforcement Regulation of the Trademark Act
@ International Classification of Goods and Services(the
Nice Classification)

*?2  “Fast Track Examination”

*3 FF"

; English

English
http://www.,jpo.gojp/e/system/trademark/
shinsa/shohyo_fast_e.html

70

[Condition 3] Applications that do not contain voluntary
amendments related to designated goods or designated
services prior to the initiation of examination.

« As the relevant conditions are checked automatically at the
JPO, additional application procedures and handling fees
are not required.

4) Further Improvement of Examination
Quality
(i) Quality Management Initiatives
Under the “Quality Policy on Trademark Examination”, which
constitutes the JPO’s fundamental principles of quality
management, and the “Quality Management Manual for
Trademark Examination” (Quality Management Manual), the
JPO has been engaging in the following initiatives in order to
maintain and improve the quality of trademark examinations.
Moreover, in March 2018, the JPO established quantitative
goals for the quality of trademark examinations to be
achieved in FY2018. For more details, please visit the JPO
website *°.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
of the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with other examiners in order to share
knowledge and to make prompt and appropriate decisions.

http://www.jpo.gojp/e/introduction/hinshi
tu/shinsa/index.html
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Figure 2-1-14 | 2-1-14% 2018 2019

Envisaged Pendency for
Fast Track Examination
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on average*!
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FehBEE

W Case eligible for fast track examination
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Acceleriated examination/ RHIEE
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*1 Expected as of December 2018 /20181288 = BiAd
*2 May fluctuate depending on the status of ordinary examinations /BHEBEEDRIRICEDEEDRIEEIESRD
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https://www,jpo.go.jp/system/trademark/s
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BAE
http://www.meti.go.jp/policy/policy_
management/jissityou-hyouka/30fy-
mokuhyou/30fy-jissityou-mokuhyou.pdf
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b. Quality Verification

« Decisions and notices, etc, prepared by examiners are
audited by quality management officers to check
compliance in terms of content and format before sending
relevant official documents to applicants and agents.

« In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
domestic users, agents of overseas users, and small-scale
users. [Figure 2-1-15]

« In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by this
subcommittee..

5) Non-Traditional Trademarks

Non-traditional trademarks also became registrable from

April 1, 2015. These types of trademarks are expected to play

an important role in branding strategies, as a means of brand

delivery that extends beyond words.

« “Non-traditional trademark™ means (i) motion mark, (i)
hologram mark, (iii) color per se mark, (iv) sound mark, or
(v) position mark.

Figure 2-1-15 | 2-1-15K

« Overall, there have been 1,746 applications filed, and 433
trademarks have been registered (as of the end of
December 2018).

6) Regional Collective Trademarks

The regional collective trademark system was introduced in

April 2006 in order to more appropriately protect, as

trademarks, regional brands that combine the name of a

region and the name of the goods (or services) (for further

details about this system, please see the “Regional Collective

Trademark System” at the JPO website *°).

Prior to the introduction of this system, trademarks

comprised of “region name + goods (services) name” were

not approved for registration unless they already possessed
nationwide recognition. However, with this system, such
trademarks can be now registered as long as there is
recognition by consumers within a certain range.

[Figure 2-1-16]

* As of the end of December 2018, there were 1,224
applications filed, and of those 645 were registered
(2 applications from overseas were registered).

« Each year, the JPO creates a “Regional Collective
Trademark System Guidebook”, which is used in seminars,
etc. to explain the system.

« In 2018, the JPO held “Contest for Regional Brands”, in Oita
(Kyushu) in March, and in Aichi (covering 7 Tokai/Hokuriku
prefectures) in December, with the objective of publicizing
this system.

Results of User Satisfaction Y 20 60 80 100 %
Survey on Quality of
Trademark Examinations 2015 _ 38.3 - 23 Satisfied
BEREOEICET 21— — fﬂ —
=T B mew ISTI
Neutral
5E
2017 _ 445 . 0.8 I Somewhat Unsatisfied
BT
Unsatisfied

FY /%K

*5 “Regional Collective Trademark System”

O] English
http://www.jpo.gojp/e/system/trademark/
gaiyo/chidan/index.html

72

* 6 Registration numbers by region are 31 for Hokkaido,53 for the Tohoku region, 123for the Kanto-
Koshinetsu region, 60for the Hokuriku region, 86for the Tokai region, 162for the Kinki region,
44for the Chugoku region, 28for the Shikoku region, 81 for the Kyushu region,and 18 for Okinawa
(registrations spanning multiple regions are counted as one in each region).
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© Trials and Appeals

Trials and Appeals play a role in reviewing examiner’s
decision of refusal as the upper instance of examination, and
in contributing to early resolution of disputes over the
validity of IP rights. To fulfill these roles, various initiatives to
expedite and improve proceedings have been taken.

1) Performance of Trials and Appeals

The JPO has been working on expeditious and precise

proceedings for trial and appeal cases. The status of the

proceedings in 2018 is as shown in Figure 2-1-17.

[Figure 2-1-17]1

« In response to the needs for early determination, the JPO
conducts accelerated appeal proceedings under which the
appeal against an examiner’s decision of refusal case is
prioritized in proceedings upon request if the case satisfies
the specific requirements.

« In 2018, the number of requests for accelerated appeal
proceedings ' was 188 for patents, 2 for designs, and 11 for
trademarks. The average pendency period *? was 3.8
months for patents, 1.8 months for designs, and 3.5 months
for trademarks.

« Inter-partes trial cases, including a trial for invalidation,
where the validity of granted rights is disputed, are
prioritized over ex-parte appeal cases in principle for early
dispute resolution.

2) Revision of the Manual for Trial and
Appeal Proceedings

Revised version of “Manual for Trial and Appeal Proceedings”

aimed at reviewing operation of the System of Opposition to

Grant of Patent, clarifying explanation of correction

procedures in general, etc. has been used from October 1,

2018. Details of the revision regarding the System of

Opposition to Grant of Patent are as follows.

» Enhance the contents of a notice of reasons for revocation

« Shorten pendency period by making the second notice of
reasons for revocation as an advance notice of reasons for
revocation in principle

» Make an inquiry with the opponent and hear opinions of
the opponent as necessary even if no request for correction
is filed

» Adopt any publication submitted by a third party after the
expiration of time limit for opposition to grant of patent
(opposition period) where it is at a glance obvious that the
reasons constitute appropriate reasons for revocation
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Figure 2-1-17 | 2-1-177

Status of Proceedings in 2018

2018 HFE DRI
Appeals against an Invalidation trial Trial for correction Opposition Trial for rescission
examiner’s decision mohEY ETIEEY FEBAI BUHEH
of refusal
BB EERIREL

Number of d , Number of d Number of d Number of d Number of d
dispositions’ Pendency?  gispositions  PeNdeNCY  gigpositions  FPeNAENCY  digpositions  FeNdeNcy  dispositions  Fendency

IBAEH EIDHAM B FIRHARS B HIEHAR B HIEHAR IR HIEHAR

Patents &

Utility Models® 8,418 124 129 m 202 28 1160 72 — —
LRSI ES

Designs
BE 367 6.7 n 9.8 — — — — — —

Tradég’rks 658 77 76 95 — — 329 66 1,026 61

Note: 1. The total number of requests granted (including requests partly granted), requests not granted (including dismissals), and withdrawals/abandonments. The
number of oppositions is counted by opposed patent.
2. Average processing period in CY from the date a request is filed (*1), to the date a trial/appeal decision is dispatched (*2), to the date a withdrawal or abandon-
ment is finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.

(*1) The date a request is filed for opposition is the date an opposition is requested. The date for cases concerning “reconsiderations by examiners as one of
appeal proceedings” in “appeal against examiner’s decision of refusal” is the date it becomes ready to conduct proceedings (the date the case has been
transferred to the board in charge).

(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice of a decision) is to be made, it is the date the notice is dispatched. In
trial for patent invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the notice is dispatched.

3. Trial for invalidation statistics include invalidation trials for utility models.
&% 1 BRI (BB FRFEIL (BHT) RO T - WEOHHD AT, BFEHILISHEF BUOHH.
2 BHFERB (%) H'5, FROFXR (%2), T - MEOHRER. XEHTOREAETOHBOEFTY, BuFEAR,
(1) BERITICOVWTIIRBRTH, SHFEEEERNRELICEVTHIBERICRIBHICOVWTIIBBI L A>H ERIBER).
(x2) HHARBHLICEWTECHEREN CREDFE) ZT56DRFZOREH, HHFEPEFICEVTEBRDFEZTSHDIEZOHERH,
3 EHEHOHEHEERFRESTHE.

*71  The number of cases where the “the Written Explanation of Circumstances *1 TREBEICEI ZEERAFTINMRESNTIIBES NGB BPIBESLTLRW

Concerning Accelerated Appeal Proceedings” was submitted and the cases HHEIBEFRINCBHF) 2EHD L. 2018FICH T2 PHERORHERIS T
were transferred to the board in charge. When the cases that were not M262 4 EEM2 4. BIEH 11 1.

transferred to the board in charge (including cases that involve decision to

grant a patent upon reconsideration by examiner before appeal proceeding) *2 BHBEONREBS>LBHELCOVWT HENRSI BRI L > THSBRHFRE
are included, the number of requests for accelerated appeal proceedings T2 FTOHBEDOBETFA,

made in 2018 was 262 for patents, 2 for designs, and 11 for trademarks.

*2 Inthe cases that are subject to accelerated appeal proceedings, the average
pendency is an average Calendar Year (CY) period from the date it becomes
ready to conduct proceedings, after a request for appeal, to the date an
appeal decision is dispatched.
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3) Improvement of Proceedings
The JPO is implementing the following initiatives in order to
further improve proceedings:

(i) Oral Proceedings

« In inter-partes trial cases (including trials for invalidation
and trials for rescission), oral proceedings, where the panel
and the parties orally communicate with each other, are
proactively utilized in order to accurately grasp and sort
out the points of dispute and to increase the parties’
acceptance of the results. In 2018, 202 oral proceedings
were conducted.

(i) Circuit Trials and On-Site Interviews

* When companies, universities, etc. in the local regions are
the parties concerned, the panel may visit their regions at
their request to conduct circuit trials (oral proceedings
conducted for trials for invalidation) or on-site interviews
(interviews aimed at facilitating communication on trial and
appeal proceedings). In 2018, 34 circuit trials and 41
on-site interviews were conducted.

(iii) Trial and Appeal Practitioner Study Group

 “The Trial and Appeal Practitioner Study Group,” which is
comprised of; practitioners such as corporate IP personnel,
patent attorneys, lawyers, etc,; and the judges as observers;
in addition to JPO administrative judges, is convened every
year. The Study Group deliberates on the method of
determination in making trial/appeal decisions or court
decisions in actual cases, and publishes a report *° that
summarizes the results of its studies. In 2018, the Study
Group studied a total of 12 cases: 8 patent cases, 1 design
cases, and 3 trademark cases.

https://www.jpo.go.jp/e/resources/shingik
ai/kenkyukai/sinposei_kentoukai.html
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[ English
3 https://www.jpo.gojp/e/system/trial_appe
al/info-general-shinketsu-eiyaku.html

4) Dissemination and Awareness Raising
of the Trial and Appeal System

The JPO is implementing the following initiatives in order to

further improve proceedings:

(i) English Translations of Trial/Appeal Decisions

« In order to improve international dissemination of
information on trials and appeals of the JPO, the JPO has
been providing manually-translated English edition of trial/
appeal decisions, decisions on opposition, and Hantei
(advisory opinions on the scope of industrial property
rights), at the JPO’s website **, that would help users with
the understanding of the law interpretation and its
practices in Japan. In 2018, the JPO provided English
translations for 105 trial/appeal decisions.

(ii) Demonstration of Mock Oral Proceedings

e The JPO holds mock oral proceedings in order to improve
oral proceedings, to further promote the use of circuit trials
and to disseminate and raise awareness of the trial/appeal
system. In 2018, the JPO demonstrated mock oral
proceedings in seven locations at the Circuit JPO sessions,
etc. [Picture 4]

Picture 4 BE4

Demonstration of mock oral proceedings at the
Circuit JPO session
KERFFTICH T B REOEEEORE



3) FEDFER
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(i) AsREE

o EMBEHCIUHBHFOLEERBHEHFICEVTIEH
EREFROBE EEPUEEONEROA LDD. GE
HREHEEWANOABE TP D & H I BOBRFEZHEHIC
JEH. 2018 FICHEWTIF. 202D OEEEIE = E1Eo

(i) XEEEH - HIRE

o W DEE - REPFENBHEGHDOLUEETHLIBHICIE H
EEORLIISU TABRANE2ESICE = KEIEH (E
PEHOOREE) P HREZE(FECEL TERREZ
X% fc s DIEEE) Z X, 2018 FICHEWVWTIE, 34HDKE
BH. 41O HIREEZ R,

(iii) BHIRBEHARS

c BHEICMA T . CEOMNHERE. AEL. FELED
EBERCA T -—N—E LTORHELSEBREND
FEHRBEMAR ) Z FIF R RO Z B I, BR-FIR
ICH T BHMFRICOVWTRFZITW ZOERZED X
EDICRER 2 AR, 2018 F (& KT 8 AL BIE 1561,
R 3B DE 12 F6 2 RETo

*3

BAE [ *E HAE
@ https//www.jpo.go.jp/resources/shingikai/ F
kenkyukai/sinposei_kentoukaihtml
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4) EHHEOEREH
BHHEOERBEHDHICUTOIREZEREL TW5,

(i) FRZER

 BHICHY 2RBMOEBRRFEZRRS B IERIRY
BERDOEBDESE L RZPBR EFEREHEDEREAF
BRICEDER U BTV 2 781~ 4 IcigdE. 20184F
I&. 105 DB RERZ =M,

(ii) 1RO REE

e IABEDOARE KEFH D—EDFARE. RO FHH
EOERk BRZRZH RFOREEZ R 20184F
3. 7O THRERFTE TOREZ R, [EEA4]

http://www.jpo.go.jp/system/trial_appeal/
% info-shinketsu-eiyakuhtml
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