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Support Measures,
Law Amendments, etc.

ZIRHESR EUIES

€ Support Measures

The JPO has adopted a variety of measures from diverse
perspectives, such as providing information, consultation
services, and fee reduction/exemption, in order to support IP
activities by users such as businesses, universities, and local
regions, etc. In particular, in July 2018, a new startup Support
team was established to strengthen specialized support for
startups. For startups aiming for rapid growth through
innovative technologies and ideas, IP strategies are an
essential requirement for competing on the global stage, and
the JPO will be adopting the necessary support measures.

1) Startup Support
In order to promote the IP activities of startups, the JPO is
implementing support from multiple perspectives.

(i) IP Acceleration Program for Startups (IPAS)

 Aimed at startups in their initial phases, the JPO dispatches
teams of experts to provide support for the development of
|P strategies.

 The teams of experts are comprised of IP experts and
business experts such as venture capitalists, etc.

[Figure 2-3-1]
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(ii) Super-Accelerated Examination/Accelerated
Examination Using Interviews

» While the existing super-accelerated examination system
was aimed at “working-related applications” and “foreign-
related applications”, conditions were eased in July 2018 to
include patent applications for startups if they are
“working-related applications”.

« For the patent applications of startups utilizing the
accelerated examination system, the JPO initiated
accelerated examinations using interviews for startups, that
will lead to the strategic acquisition of patent rights through
interviews conducted prior to first action notification.

(iii) JETRO Innovation Program: JIP

 Aimed at startups and small and medium-sized enterprises
utilizing IP to expand overseas, this program provides
support for participation in major overseas trade shows,
etc. and business matching overseas.

« In 2018, the program was implemented in Silicon Valley,
Shenzhen, Berlin and ASEAN.
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(iv) Dissemination of Information

» The JPO creates and publishes case examples of startup IP
strategies and standard operating procedures for IP due
diligence.

» The JPO holds regular IP seminars for startups.

» Commissioner Munakata took the stage as a panelist at the
“Infinity Ventures Summit (IVS)”, the largest startups
conference in Japan. [Picture 18] [Picture 19]

(v) Fee Reduction

« In relation to startups, examination fees, patent fees (for
years one through ten), and international application fees,
are reduced to one third.

2) Information on Support Measures for
Small and Medium-Sized Enterprises
The JPO provides small and medium-sized enterprises with

easy-to-understand information on the overall support
measures implemented by the JPO and INPIT, such as the
Intellectual Property Comprehensive Help Desk, the seminar
on IP rights systems, reduction and exemption of patent fees,
etc, the dispatch of global intellectual property producers,
and support measures for overseas expansion, such as fee
reduction systems for charges related to PCT international
applications, etc. In addition, the JPO has opened an IP
Finance Portal Site that evaluates the business potential of
small and medium-sized enterprises utilizing IP, and
introduces initiatives that will lead to financing and
management support from financial institutions (IP finance).

Picture 18 B5H18

Commissioner Munakata
RERRE
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3) Information on Support Measures for

Universities and Research Institutions
The JPO and INPIT (National Center for Industrial Property
Information and Training) are developing comprehensive
support measures, from the creation of inventions to
utilization of rights and commercialization, in order to
promote IP activities at universities, etc. For more details,
please visit the JPO website.

(i) Utilization of Advisors

e The JPO sends experts well-versed in IP to universities, etc.
through projects to dispatch IP producers and projects to
dispatch IP advisors for university-industry collaboration.

(ii) Support for Patent Applications and Examinations

» The JPO comprehensively supports patent applications by
universities, etc. through patent fee and examination fee
reduction and exemption, partial refund of international
search fees, and the implementation of accelerated
examination systems for applications (see Part 2, Chapter 1,
1.3) and interview examinations (see Part 2, Chapter 1,1.5 (D).

(iii) Research, Development, and Human Resource
Development for IP Rights

» The JPO investigates the status and issues related to IP
management by universities, etc. and university-industry
collaboration activities through project to investigate on
Issues in the Industrial Property Rights System, etc.

» The JPO provides instruction on IP systems to students
through the creation of IP-related learning materials, etc.
and patent contests/design patent contests.

IHFIHITY

Picture 19 EE19

Infinity Ventures Summit
IVSO#RF
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4) Japan Platform for Patent Information
(J-PlatPat)
J-PlatPat is an internet based patent information providing
service with the user-friendly search functions for official
gazette search of Patent, Utility Model, Design, Trademark and
for status checking of Legal Status of applications and the
like *1. As shown below, Patent and Utility Model related search
functions have been improved in March 2018, and further
improvements to benefit users are scheduled for FY2019.

(i) Improvements to Patent and Utility Model related
search functions (March 2018)
« Addition of English text search function for foreign official

gazettes (the US, European and international applications).

« Addition of search function that combines Classifications
and keywords.

« Expansion of range of years for the text searches of
Japanese Publication of Unexamined Applications, etc.

« Increased maximum number of search results displayed.

(ii) Function improvements scheduled for FY2019
« Shortening of the period required for the provision of the
information on Examination and Trial and Appeal, and Legal
Status of applications, from about three weeks to one day.
« Addition of large amount of Design and Trademark related
Examination/Trial and Appeal documents and Patent and
Utility Model related Trial and Appeal documents for
reference (e.g. notices of reasons for refusal, written
opinions, written amendments of procedures, interview
records, response records).
*Notes for Design and Trademark related documents from
January 2019 onwards will be available for reference.
As for Design, only “registered” documents will be
available.

1 EIEGENE English
o 4 https://www.j-platpat.inpit.go,jp/web/all/to
p/BTmTopEnglishPage
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 Addition of Chinese and Korean Gazette data provided by
the “Chinese/Korean Gazette Translation and Search
System” to searchable documents.

« Addition of Dead Trademark (e.g. trademarks for which
rights have expired) to searchable data. Also, the status of
remaining/dead rights will be displayed on the search
results screen.

» The machine translation will be renewed adopting the
latest neural machine translation (NMT) to improve the
quality of English translations of Japanese documents
including JPO’s examination documents and Japanese
gazettes.

5) System Development for Improvement

of Convenience for Users

The JPO has undertaken system development in line with

the “Plan for Optimization of Operations and Systems of the

JPO” formulated in March 2013. In June 2018, actions to be

implemented by FY2022 in the plan were incorporated into

the “METI Digital Transformation Plan”. And at present, in
line with the new plan, the JPO is advancing system
development to improve convenience for users along with
sweeping reviews of system structures.

The major achievements in 2018 were as shown below, and

function improvements of J-PlatPat (see also the above “4)

Japan Platform for Patent Information™), etc.

» Renovation of the database on the search system for
patents and utility models to allow public users and
examiners to search in the unified database in February
2018.

« Realizing fee payment through credit card settlements in
April 2019.
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© Amendments

< Patent Act >

While Japan has implemented successive initiatives to
improve IP litigation systems in order to facilitate sufficient
exercise of IP rights, in comparison to standards in Europe
and the United States, the effectiveness of Japan’s evidence
collection procedures is insufficient, and the litigation hurdle
remains high for SMEs, venture companies, etc. In recent
years, other countries have strengthened their litigation
systems to further improve effective rights protection, and
Japan must engage in persistent reviews of IP litigation
systems while keeping an eye on overseas trends.For this,
the JPO has engaged in discussions in meetings of the
Patent System Subcommittee under the Intellectual Property
Committee of the Industrial Structure Council, Minister of
Economy, Trade and Industry since October 2018. In
February 2019, the JPO presented a report entitled, “An
Intellectual Property Dispute Settlement System for Effective
Rights Protection”, which includes the following content.

(i) Strengthening of evidence collection procedures
« Establishing an examination and verification system that
enables on-site examination by neutral technical experts

(ii) Review of damages calculation methods

» Determining damages in relation to aspects that exceed
the patentee’s production/sales capabilities, etc.

» Approval for increases in amounts corresponding to
licensing fees
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< Design Act >

With the permeation of Al and IoT in recent years, strategies
focused on design are becoming ever more important to the
survival of Japanese companies. In view of such
circumstances, the government drafted the “Intellectual
Property Strategic Program 2018” in June 2018, approved
the “Future Investment Strategy 2018 — Changes toward
‘Society 50" and the ‘Data-Driven Society”” by Cabinet
Decision, and announced the intent to conduct reviews of
the design system from the perspective of protecting
innovations that utilize new technologies and designs that
contribute to brand development, etc.For the steady
implementation of such reviews, the JPO has engaged in
discussions in meetings of the Design System Subcommittee
under the Intellectual Property Committee of the Industrial
Structure Council since August 2018. In February 2019, the
JPO presented a report entitled, “Reviews of Design Systems
that Contribute to the Strengthening of Industrial
Competitiveness”, which includes the following content.

(i) Protection of Graphic image designs

« Inclusion of operation and display images within the scope
of protection, regardless of whether such images are
recorded or displayed on goods

(ii) Protection of spatial designs

« Including buildings (real property) within the scope of
design protection, in addition to goods (movables)

« Allowing registration as one design in cases where an
interior produces an overall uniform aesthetic impression

(iii) Expansion of related design systems

« Extending the application period for related designs

« Allowing registration of designs that are similar only to
related designs
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© Initiatives on Standard Essential Patents

The spread of the loT (Internet of Things) is causing major
changes in licensing negotiations for Standard Essential
Patents (SEP), which are the patents essential in
implementing standards in the field of wireless
telecommunications and the like. SEP licensing negotiations
in the Information and Communication Technology C‘ICT™)
field, which traditionally took place chiefly among ICT
companies, now often take place between ICT companies
and companies in other industries, and it is becoming harder
to resolve disputes through cross-licensing. In addition,
divergent perspectives on essentiality and licensing rates are
fostering unease over SEP-related negotiations and disputes.
In these circumstances, the JPO is advancing initiatives to
enhance transparency and predictability of SEP licensing
negotiations, and to facilitate negotiations between rights
holders and implementers.

1) Guide to Licensing Negotiations

Involving Standard Essential Patents™
SEP disputes occur globally, and there are a wide range of
associated legal and practical issues. In addition, with
companies from a broad spectrum of industries now involved
in SEP licensing negotiations, it would be beneficial to
provided appropriate information that would help parties
without experience in this field to engage in licensing
negotiations more effectively and efficiently, forestall
disputes, and achieve early dispute resolution. Therefore, the
JPO analyzed international situations and created the “Guide
to Licensing Negotiations Involving Standard Essential
Patents” (published June 2018), to present factors to be
considered when engaging in negotiations.

Picture 20 BE20

International Symposium towards the
Resolution of Disputes Concerning SEPs
BERRRRTEK MR RICHITTERS VR Y A

English *2  [w]ph
: https://www.jpo.go.jp/e/system/laws/rule/ =
* guideline/patent/document/seps-tebiki/
guide-seps-en.pdf
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» The guide is intended to summarize issues concerning
licensing negotiations as objectively as possible based on
the current state of court rulings, the judgment of
competition authorities, and licensing practices, etc.

» The guide describes what actions parties can take to be
recognized as “negotiating in good faith”, how to engage in
negotiations efficiently, and factors to be considered in
determining a reasonable royalty, etc.

 The guide will be updated continuously as a “living” guide.

2) Implementation of the New Operation of
Advisory Opinion System to Determine
Standard Essentiality

From April 1, 2018, the JPO commenced operation of the

Hantei (advisory opinion) system, which utilizes JPO’s

technical expertise to determine whether a specific patented

invention qualifies as a standard essential patent (SEP), with
the aim of facilitating licensing negotiations involving SEPs
and speeding up dispute resolution.

3) International Symposium towards
Solving Disputes over SEPs (March
2018, Japan)

The JPO and the Research Institute of Economy, Trade and

Industry (RIETD) jointly hosted an international symposium to

discuss issues concerning SEP licensing negotiations.

Debates of the major issues by experts from a variety of

backgrounds stimulated global discussion. [Picture 20]

« Prominent IP experts, legal professionals, and corporate IP
practitioners from various nations were on stage.

« Panel discussions were conducted as to how to approach
SEP licensing negotiations, royalty calculation methods and
utilization of international arbitration etc.

« Discussions were broadcast via online video *? (more than
27000 views).

E https:/live.nicovideojp/gate/Iv311499997
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4) "Mock International Arbitration -
Toward Early Dispute Resolution of
Standard Essential Patents (SEPs) in
the 5G Era -" (June 2018, Japan)

In Alternative Dispute Resolution (ADR), disputes over

multiple rights in multiple countries can be settled as a

package, and especially arbitration can be enforced

internationally under the New York Convention. For the
purpose of demonstrating the possibilities for resolving
disputes over Standard Essential Patents (SEPs) through
international arbitration in Tokyo, Japan, mock arbitration

exercise was held by the Japan Patent Office. [Picture 21]

« Arbitration experts from various nations, including former

Chief Judge at the United States Court of Appeals for the
Federal Circuit (CAFC), Randall R. Rader, were invited to
the mock arbitration exercise as arbitrators.

*#3 [m]y24[=] English
https://www.iactokyo.com/
[=154-a

n2

» Opening statement, oral hearing regarding infringement
theory and damage theory, summation, and arbitral award
were demonstrated based on a hypothetical case premised
on the coming 5G (the fifth-generation mobile
communications system) era.

» Around 650 attendees working in the field of intellectual
property (IP), such as lawyers, patent attorneys, the
industry, etc. were present. The mock trial was shown live
online.

« Subsequently, former Chief Judge Rader, who acted as a
mock arbitrator, and other experts established the
International Arbitration Center in Tokyo (JACT)*?in
September as an alternative dispute resolution institution.
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@ Initiatives for Operational Improvements at JPO

1) Utilization of Al Technologies at the JPO
The JPO published the “Action Plan towards Utilization of
Artificial Intelligence (AD at the JPO” in April 2017, and
verified the feasibility of utilizing Al technologies in JPO
operations. In FY2018, based upon the results of verifications
conducted in FY2017, the action plan was revised, and
initiatives were implemented in line with the revised version.
The specific contents of these initiatives are as shown below.
» Two operations (Patent classifications, Prior art searches)
were moved on to the implementation phase ahead of
schedule.

» Proofs of concept for three operations (Response to
inquiries, Trademark image searches, Classification of
goods and services) were continued for preparation.

» New proofs of concept have commenced for two
operations: Patent image searches (patent drawings);
Design image searches (planer designs).

N4

2) JPO Design-Driven Management
Practice

The “Design-Driven Management” summarized in the “Study

Group on Competitiveness and Design”, hosted by the METI

and the JPO in FY2017, proposes that there is also a need for

design-driven management to be put into practice in
government. Consequently, in August 2018, the JPO put
design-driven management into practice by establishing the

position of “Chief Design Officer (CDO)”, under whom a

“Design-Driven Management Project Team” was formed, in

order to improve the quality of administrative services.

» The JPO established the position of CDO as a role which
unifies JPO design-driven management activities such as the
formulation of policies that utilize design at the JPO,
improving the quality of administrative services, and putting
policies related to the strengthening of IP into practice, etc.
and the deputy commissioner (also serving as JPO Chief
Information Officer), assumed the position of CDO.

 The Design-Driven Management Project Team was
established as an implementation organization to undertake
reviews of policies that utilize design at the JPO. The
organization is comprised of four teams (PR, Domestic User
Support, Overseas User Support, and Ul Improvement),
which review specific measures for improvements to
administrative services from the users’ perspective.

« JPO personnel, from junior staff to executive officers, have
attended design-thinking training courses, and the JPO is
promoting the penetration of design-driven management
throughout the organization.
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