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The JPO has been aiming to achieve the “world’s fastest and
utmost quality patent examinations”, so that once applicants
obtain patents in Japan, the associated examination results
will be upheld overseas to facilitate the smooth acquisition of
rights abroad. To this end, the JPO has been implementing
various measures focused on “maintaining speed”, “granting
high quality rights”, and “cooperating and collaborating with
foreign IP offices”.

1) Examination Performance

With the acceleration of the intellectual property creation

cycle, comprised of intellectual property creation, the estab-

lishment of rights, and utilization of rights, there is a growing

need to shorten total pendency, and the JPO has been engag-

ing in initiatives to speed up examinations.

e In FY2018 (April 2018—March 2019), the JPO achieved the
periods shown in Figure 2-1-1. [Figure 2-1-1] [Figure 2-1-2]

2) Initiatives to Speed up Examinations

(i) Securing the Necessary Number of Examiners

In order to maintain and strengthen the patent examination

system, the JPO is working to secure the necessary number

of patent examiners, including fixed-term examiners.

e For FY2019, the JPO secured a capacity of 1,682 examiners
(including fixed-term examiners).

(ii) Outsourcing Prior Art Searches

By outsourcing prior art searches to registered search organi-

zations, the JPO promotes the speeding up of examinations

through utilization of the private sector.

o As of December 2019, there were 9 registered search
organizations.

e In FY2019, the number of outsourced searches was approx.
150,000, of which around three-fourths or approx. 113,000
involved searches for foreign patent documents in addition
to Japanese patent documents.
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Figure 2-1-1 | 2-1-1

FA Pendency and Total
Pendency for Patent
Examinations in FY2018
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Figure 2-1-2 | 2-1-2

Number of Patent
Examination FAs, Number
of Patents Granted, and
Number of International
Search Reports Established
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The first action pendency (FA pendency) is the period from the date of examination request until the JPO sends
the first notice of examination results to the applicant, etc. (for the most part, either a notice of patent grant or a
notice of reasons for refusal).

+ The total pendency (also called the “standard pendency”) is the period from the date of examination request to

withdrawal or abandonment or until a final disposition (excluding cases where the JPO requests an applicant to
respond to the second notice of reasons for refusal due to the amendments submitted by the applicant, and
where the applicant performs procedures they are allowed to use, such as requests to the JPO for extension of
the period of response and for an accelerated examination).
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Year / & 2015 2016 2017 2018 2019

Number of FAs! 235,809 246,879 239,236 232,701 227,293

Number of Patents Granted?
Number of Patents Grante 173,015 191,082 183,919 177,852 167,945

Number of International

Search Reports Established * 43,571 44,321 45,948 47,934 51,666
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1. The number of first actions in patent examinations is the number of first notices of examination results (for the
most part, either a notice of patent grant or a notice of reasons for refusal) issued by examiners to applicants,
etc.

2. The number of patents granted excludes the number of patents granted after a request for appeals against an
examiner’s decision of refusal was filed (including patents granted through reconsideration by examiners before
appeal proceedings).

3. The number of international search reports established is the number by year of issuance of international search
reports prepared and issued by the JPO as the International Searching Authority (ISA) under the PCT (the
number of international search reports includes that of “decisions of not preparing an international search
report”).
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3) Accelerated Examination System/
Super-accelerated Examination System

Under certain conditions, the JPO offers an accelerated exam-

ination system/super-accelerated examination system that,

upon the request of an applicant, expedites the commence-

ment of an examination. [Figure 2-1-3]

(i) Accelerated Examination System

¢ The accelerated examination system for patent applications
may be applied for applications that are also filed in one or
more other countries and applications by small and medi-
um-sized enterprises, etc. For more details, please visit the
JPO website™1.

e In 2019, first action pendency from request for accelerated
examination was 2.5 months on average.

(ii) Super-accelerated Examination System

e The JPO is running pilot programs for a super-accelerated
examination system for highly important applications, such
as applications for inventions that have already been put
into practice and that are also filed in one or more other
countries.

¢ In principle, this system aims for the period from request to
first action to be within one month (within two months for
DO*? applications). For more details, please visit the JPO
website.

¢ In 2019, there were 1125 requests, and first action penden-
cy from request for super-accelerated examination was 0.6
months on average (1.3 months for DO applications).
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- The number of requests for accelerated examinations is the number of “Explanation
of Circumstances Concerning Accelerated Examination” that were submitted.
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4) Quality Management Initiatives

Under the “Quality Policy on Patent Examination”, which
constitutes the JPO's fundamental principles of quality
management, and the “Quality Management Manual for
Patent Examination” (Quality Management Manual), the JPO
has been engaging in the following initiatives in order to

realize the utmost quality of patent examinations in the world.

For more details, please visit the JPO website™*.

(i) Quality Assurance

¢ Before sending applicants and agents documents by
examiners regarding notices and decisions, etc., managers
in the examination office check substantive and formal
aspects of such documents for all cases.

e Examiners consult with other examiners in order to share
search know-how and knowledge, etc., in order to curb
search and decision discrepancies among examiners.

(ii) Quality Verification

¢ Decisions and notices, etc. prepared by examiners are
audited by quality management officers to check compli-
ance and validity in terms of content and format before
sending official documents to applicants and agents.

e In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
expands the scope of user satisfaction surveys covering
overseas users and small-scale users. [Figure 2-1-4]

e In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of Econo-
my, Trade and Industry, and has been implementing initia-
tives in the quality management of patent, design, and
trademark examinations, based on reports by the subcom-
mittee.

*4 O & English
https://www.jpo.go.jp/e/introduction/

hinshitu/shinsa/index.html
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https://www.jpo.go.jp/introduction/
hinshitu/shinsa/index.html
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Results of User Satisfaction Survey on Patent Examination Quality
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applications)

11— Y —FHERAEORR
(PCTEIBHEREICHIF D
ERES OB LM O

FY / FE

20

Satisfied
B

20

Satisfied
TR

40

Examinations/Trials and Appeals | #& - &¥

60

Somewhat Satisfied Neutral

JEe:

40

=E

60

Somewhat Satisfied Neutral

JEea ]

=E

Somewhat Unsatisfied

BB

IS
H

LB

omewhat Unsatisfied

80 1700 %

Unsatisfied
BN

80 100

Unsatisfied
NG

JPO STATUS REPORT 2020

55

EIHFHOMo—on BoE | SUI00IN0 Adljod 6107 ZHed n



56

Chapter1 | $1&

5) Revision of Examination Guidelines
and Handbook
(i) Revision of “Examination Guidelines on Extension of
Patent Term”
Article 67, etc. of the Patent Act have been revised, pursuant
to the Act on the Development of Related Legislation Follow-
ing the Conclusion of the Trans-Pacific Partnership Agreement
and the Conclusion of the Comprehensive and Progressive
Agreement for Trans-Pacific Partnership. The revisions added
a system that extends the patent term as compensation for
the curtailment of the term, which compensates the patent
term in cases where at least a certain period is required until
the patent establishment is registered. Accordingly, the JPO
revised the Examination Guidelines*® in March 2019, which
has added a chapter on “Extension of a Patent Term as
Compensation for the Curtailment of the Term”.

(ii) Case Examples Pertinent to Al-related Technologies
Use of vast data and artificial intelligence (Al) is expected to
result in the fourth industrial revolution. Against this backdrop,
the JPO became a global pioneer by publishing Case Exam-
ples pertinent to Al-related technologies. The purpose was to
increase the transparency and predictability of patent exam-
inations for Al-related technology patent applications, and to
disseminate information to other countries regarding the
operation of such patent examinations. Specifically, the JPO
listed 10 cases, in Japanese and English, pertaining to inven-
tions that have applied Al to various technical fields. In Janu-
ary 2019, these cases were added to the “Examination Hand-
book for Patent and Utility Model in Japan™*®.

6) Examination Measures for Addressing
Various User Needs

(i) Interview Examinations

The JPO conducts interview examinations to facilitate com-

munication between examiners and agents, etc.

¢ In 2019, there were 3,748 interview examinations (of these,
773 were conducted on-site, and 190 were conducted by
video conference).

e To meet user needs, including enhanced convenience, the
video conferencing interview system is installed. It allows
inventors and patent attorneys, etc. in remote areas to
participate in the interview examination.

*5 #E  English *6 B
https://www.jpo.go.jp/e/system/laws/

https://www.jpo.go.jp/system/laws/
rule/guideline/patent/tukujitu_kijun/

e English
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https://www.jpo.go.jp/system/laws/rule/guideline/patent/handbook_shinsa/index.html

(ii) Collective Examinations for IP Portfolio Supporting
Business Strategy

The Collective Examinations for IP Portfolio Supporting

Business Strategy is a measure that supports the acquisition

of rights in time with operations of businesses by having

examiners for multiple applications related to the business

(patent, design, and trademark applications) coordinate with

each other to conduct their respective examinations.

[Figure 2-1-5]

¢ In 2019, there were 39 applications for Collective Examina-
tions for IP Portfolio Supporting Business Strategy.

¢ Of these, there were 354 patent applications, 7 applications
for design registration, and 3 applications for trademark
registration.

Figure 2-1-5 | 2-1-5
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7) Improvement of Foundation

for Prior Art Searches
Prior art searches are one of the important pillars for main-
taining and improving examination quality, and a constant
improvement of the foundation for prior art searches for both
patent documents and non-patent literature is therefore
crucial.

(i) Initiatives Related to Machine Translation Texts

¢ |n order to expand prior art searches, the JPO has been
preparing for years full text Japanese translations of US, EP,
and WIPO patent documents in English and patent docu-
ments from China and South Korea, and has been accumu-
lating those translations on the retrieval system for patents
and utility models.

(i) Initiatives Related to Improvement of
Patent Classifications

¢ As part of improving the foundation for prior art searches,
the JPO actively proposes to revise International Patent
Classifications (IPC) so as to make the superior classifica-
tion entries of FI*/ and F-Term™*® the IPCs, and is currently
engaged in discussions to this end (In 2019, discussions
covered 12 JPO proposals in broad technical fields in
mechanical, chemical, and electrical areas.).

e The JPO is in the process of further improving search index,

under the principle that Fl, the JPQO'’s original classification,
must be compliant with the latest IPC, in order to search
efficiently for domestic and foreign patent documents. In
FY2019, the JPO amended the Fl scheme for 195 main
groups, and conducted F-Term maintenance for 5 themes.
¢ The JPO assigns the newly established broad facet classifi-
cation code™® ZIT for cross-sectional extraction of patent
documents that concern loT-related technologies.

e The IPC subclass G16Y entered into force in January 2020,
following discussions by the IP5 Offices and WIPO regard-
ing a proposal to create an IPC classification for loT-related
technologies based on ZIT.
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*7 AnFI (File Index) means an original *8  An F-Term (File forming Term) means an *9  Abroad facet classification code means a
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8) Recent Trends in Al-related Inventions
Taking into account recent advances in Al technology center-
ing on deep learning, the JPO studied the status of patent
applications for Al-related inventions in Japan and overseas
and released a report and previous data®'% in July 2019*11,
This study defines “Al-related invention"*'? as (1) Al core
invention (FI: GO6N) and (2) inventions in which Al has been
applied to various technical fields, and examined such inven-
tions. An overview of the study findings is as follows.

¢ Domestic patent applications for Al-related inventions have
increased rapidly since 2014 due to the impact of the third
Al boom. [Figure 2-1-6]

¢ Applications for Al-related inventions referring to deep
learning have increased rapidly since 2014. In 2017, nearly
half of domestic patent applications for Al-related inven-
tions referred to deep learning.

e For Al-applied areas, applications stand out in the fields of
image processing, information retrieval and recommenda-
tion, business-related, and medical diagnosis. Between
2015 and 2017, applications for control and robotics fields
increased in particular.

» Applications related to Al core technology (IPC: GO6N) are
on the rise, both to the IP5 Offices and PCT. Among them,
the number of applications to the USPTO and the CNIPA is
particularly high.

10 Excel data related to the chart data in the
report, and a list of Al-related inventions for
which patent applications have been filed since
2014.
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html

English
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gaiyo/ai/ai_shutsugan_chosa.html
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*12 The above definition of “Al-related invention”
is used only in this research, and does not
represent an official definition by the JPO.
[AIBSEHB DEHBABENTOABENEHDTH
DT ELTARBERZRAT2HDTEEL,

VW.jp0.go.jp/system/patent/
gaiyo/sesaku/ai/ai_shutsugan_chosa


https://www.jpo.go.jp/e/system/patent/gaiyo/ai/ai_shutsugan_chosa.html
https://www.jpo.go.jp/system/patent/gaiyo/sesaku/ai/ai_shutsugan_chosa.html
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Figure 2-1-6 | 2-1-6

Number of Domestic Patent Applications for Al-related Inventions
Al BSEF B DO EPSETH B DS

mmm Al-related invention (left axis) Al-related inventions to which GO6N is assigned (left axis) =@ [Ref.] Total number of domestic applications (right axis)
AIBSEHER (Z#h) AIBBEHBAD S 5G06NMISSNT VNSO (ZH#) [2Z] ERSAOHREE (Gih)

Number of domestic applications for Al-related inventions Total number of domestic applications
AlBSEFIR D E AN AR ER2AED TR
450,000
400,000
350,000
300,000
250,000

QWE

Third Al Boom
=Y _
In 2012, a team at the University of Toronto in Canada ﬂH
3,000 Second Al Boom used deep learning and secured an overwhelming win in

the global image recognition contest “ILSVRC.”

ZRAIT— I
E=RAI 20126, HFFOROY FKZOF— L1, HRNEBERHO
OVF 2k TILSVRCI [EEWTRBEBZE> TE
2,000
1,000
0 0

19881989 1990 1991 1992 1993 1994 1995 1996 1997 1998 1999 2000 2001 2002 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2017
Application year/ tHEEE

1988 1989 1990 1991 1992 1993 1994 1995 1996 1997 1998 1999 2000

m Al-related

invention (left axis)
SR (i) 1,167 1,811 2,137 2,509 2,237 1,891 1,495 1,412 1,150 1,183 1,096 1,091 1,209

Al-related inventio?sfto whi)ch

GO6N is assigned (left axis

AEEHID S 5 GO6N A 467 912 881 1032 926 807 654 599 444 403 393 363 353
f5ancndsv0 ()

-® [Ref] Total number of
domestic applications
(right axis)
[2Z] EN2AOEREE (G8)

- - 367,590 369,396 371,894 366,486 353,301 369,215 376,615 391,572 401,932 405,655 436,865

2001 2002 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2017

1,242 988 975 1,047 1,126 1,080 1,096 1,167 1,700 1,052 1,031 952 963 1,084 1,304 1,858 3,065

297 229 249 266 254 235 233 208 203 174 174 151 150 221 343 595 924

439,175 421,044 413,092 423,081 427,078 408,674 396,291 391,002 348,596 344,598 342,610 342,796 328,436 325,989 318,721 318,381 318,479
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The JPO has been implementing a variety of initiatives includ-
ing accelerated examinations, quality management, and the
revision of the Examination Guidelines, in order to appropriate-
ly protect designs, improve convenience for users, and
strengthen the competitiveness of Japan's companies.

1) Examination Performance

The JPO is working to make examinations more efficient for
user convenience. In FY2018 (April 2018—March 2019), the
JPO achieved the “first action pendency” (FA pendency) and

“total pendency” periods shown in Figure 2-1-7. [Figure 2-1-7]
[Figure 2-1-8]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated exam-
ination system that, upon the request of an applicant, expe-
dites the commencement of an examination*'. [Figure 2-1-9]

e The accelerated examination system may be applied under
the following conditions: (i) applications for design registra-
tion related to implementations with an urgent need for
registration*?; (i) applications for design registration that
are concurrently filed in one or more other countries; or (ii)
applications for design registration by businesses, etc. that
have suffered earthquake damage.

e In 2019, first action pendency from request for accelerated
examination was 1.7 months on average.

*1 English
https://www.jpo.go.jp/e/system/design/

shinsa/soki-isyou_soukisinri.html

A4
https://www.jpo.go.jp/system/design/
shinsa/soki/isyou_soukisinri.html

2 BE

FHT TR B EREQRE LI -V —OMN@EEE L. X
EHONEREOHRFNBEDD., FHEE. REEE. &
BEEDHE]E. BLOBEZEERLTWVS,

1) EERE

I YP—-DNEUZRBFEICEEONRLLZTED TH D,
20185 E (2018%48201943A) & 2-1-7HD [—RE
EEMFE COHB] (Fasm) &U MERETOHIE] %3
B U7Tze [2-1-7E102-1-8[]

2) BlRER
—EDOBEHDOTT. HBANSOHHER I TEEDEFR

HZERICENTROSRHEEFREZRBL TS,
[2-1-9H]

o EMEEFEOWRE. (i) EFALICOWTEINZE
I ORMEEOBESSFHEM 2 (i) SEICOHEELT
WSEBEEHER. (i) BEXCLBREERIEES
DOREZHFHFE.

e 2019513, REFEEORELS—REEEME COHE
[F¥1391.7 0 Ho

*2  Among (i), the JPO is implementing an initiative
to commence examinations even earlier for
applications where there are counterfeits
already in existence and there are no problems
in the application procedure. In 2019, the
above period was 0.5 months on average.
(OS5 RBRICEMBARELIEHDOTH > T H
BFHICABOEVEREICDOWTE. LD —EBRBICE

FIBIMEZEBLTHO. 2019FDOFIZZHMIZF

#0.59' 8.


https://www.jpo.go.jp/e/system/design/shinsa/soki-isyou_soukisinri.html
https://www.jpo.go.jp/system/design/shinsa/soki/isyou_soukisinri.html

Figure 2-1-7 | 2-1-7

FA Pendency and Total
Pendency for Design
Examinations in FY2018
2018 FEEICHITZIREFED
FA IR UMEFIEE TOHRAE

Figure 2-1-8 | 2-1-8

Number of FAs and
Decisions of Registration
for Design Examinations

REHF&EOD FAHERU
ERBEEHHROHRS

Figure 2-1-9 | 2-1-9

Number of Requests for
Accelerated Examinations
for Design

RERHEEOHKHBDHER
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Establishment
Application Filing First Action  of Right
G —REEEM  #E

FA Pendency
—REERB
ETOHA |

® . ®
6.2 months on average /43 6.21»8 ;

Total Pendency

R E TR 7.0 months on average /F157.0 B

Note: » The FA pendency is the period from the application filing until the JPO sends the first notice of examination
results to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal).
The total pendency is the period from the application filing to a final disposition (excluding international applica-
tions filed to register designs under the Hague Agreement, as well as cases in which applicants are required to
respond to the second notices from the JPO for amendments submitted by the applicants within a certain
period of time).

#E: « FABRBR. BRI SEEEICLIEEBRORNOEN (EICEREEX SEMRERBHNE) NMHBASAREESNS L TOH™.

HERLETOMAIL. HENSREUDETORE (ABEEHRER<. &t HBASFELRO SN TV SHBZEEEE
FEIDILICLOT. BT H OBEDOREEZROONDIBEFEMR<.).

Year / & 2015 2016 2017 2018 2019
Number of FA:
F:":;’ orkas 29,752 30,448 31,600 31,266 31,749
Number of Decisions of
Registration 26,286 26,156 27,976 27,301 27,909
EREEMHH

Note: The number of first actions is the number of first notices of examination results sent by examiners to applicants,
etc. (for the most part, either a decision of registration or notices of reasons for refusal).

5. FAHHIZ. FEEICLIFERROBNOBMN (ZICEREEXJIEEEHBNE) NMEBEASATEESINZHY.

Number / #
250 241
200
171
150
113
100
50
0
2015 2016 2017 2018 2019
Year / &

Note: The number of requests for accelerated examinations is the number of “Explanation
of Circumstances Concerning Accelerated Examination” that were submitted.

#E: FHESORBAENL [RHEEICHY SEIEHMPE I MBHESNIZZEH.

JPO STATUS REPORT 2020

63

HEIRFS Mo—on EW | SSW00INO A910d 610C ZHed n



Chapter1 | $1&

3) Quality Management Initiatives

Under the “Quality Policy on Design Examination’, which
constitutes the JPO's fundamental principles of quality
management, and the “Quality Management Manual for
Design Examination” (Quality Management Manual), the JPO
has been engaging in the following initiatives in order to realize
the utmost quality of design examinations in the world*?.

(i) Quality Assurance

e Before sending applicants and agents documents by
examiners regarding notices and decisions, etc., managers
of the examination office check substantive and formal
aspects of such documents for all cases.

e Examiners consult with managers about cases that meet
certain conditions in order to curb search and decision
discrepancies among examiners.

(ii) Quality Verification

e The JPO randomly selects notices and decisions, etc.
prepared by examiners, which are subsequently audited by
quality management officers to verify compliance with laws
and regulations, examination guidelines and other guide-
lines before sending official documents to applicants and
agents.

e In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
overseas users and small-scale users. [Figure 2-1-10]

¢ |In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of Econo-
my, Trade and Industry, and has been implementing initia-
tives in the quality management of patent, design, and
trademark examinations, based on reports by this subcom-
mittee.

*3 O & English
https://www.jpo.go.jp/e/introduction/

hinshitu/shinsa/index.html

A#:E
https://www.jpo.go.jp/introduction/
hinshitu/shinsa/index.html
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3) mEEEICEI S
REEEOEARAE LS [RESEICEITIEERY

v

—|. [BEEBEEORBEEICEI3V.a7I)] (@Ev=a

7L) OF., HRRESREOEEEEOERRICEAIFTUTO
EfEZEIToTLSD 3,

(i) mERE

BEEICLDEMN ATHICHRESEEICDOVT, HEEA -
REACEKESINDHIC, BEZOSERSRMEE - X
ElChizDetFI v,

BEEBEOBOY —FrHKOMEEZIHT B0, —&
DREICHYTDIRECDOVTIZ. SEEFEER SIS
= R,

(i) mEREE

EEEICLDEM - EEFICHRIEMETRIC WRiEE
Alcmy), MEEEENZOBN - BAEENED. BEE
HEZQEHICO>ES>TITONTVBRHEVSTZEEAD
5. RREBXRRECETZ EM.

BRLBEI—YP-—Z—AZIBEBTI2H. EELODBRX
R, ERIRM4ICEET SIBHRIRHOZMN. BAI—F—P
IR - —Z 201V —SHERAEZ M. [2-1-10E]
2014 8B L D EXBEBEZSNNPESBSDTIC,
ARBERED O DEARBEERNEESZRELTH
D, YNEESOHRSZEREZ. 1355 - BF - BIZDE
BEORBEE(CHIT DEHEE =,


https://www.jpo.go.jp/e/introduction/hinshitu/shinsa/index.html
https://www.jpo.go.jp/introduction/hinshitu/shinsa/index.html

Figure 2-1-10 | 2-1-10 & ‘

Results of User Satisfac-

tion Survey (Assessment

of overall quality of design 2015
examinations)

A—Y—FHERAEOER 2016
(BREEEICEY SE LM O

2017

2018

2019

FY / FE

Satisfied
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4) Revision of Examination Guidelines for Design
The JPO overhauled the Examination Guidelines for Design, in
order to adapt the Guidelines to the revisions made to the
Design Act in 2019 and make the text simpler and easier to
understand. Following deliberations at the Working Group on
the Examination Guidelines for Design, which took place from
FY2018 to FY2019, mainly the following points were revised in
accordance with the results of the deliberations.

e Easing of requirements for drawings, removal of the “partial
design’ column, determination of similarity between a
whole design and a partial design of prior and later applica-
tions, and commencement of registration of related design
(the revised Guidelines applies to applications filed on or
after May 1, 2019).

¢ Development of examination guidelines that adapt to the
revised Design Act which enters into force on April 1, 2020
(expansion of the scope of design protection for buildings
and interior design, expansion for protection of designs for
graphical user interface, enhancement of the related design
system, raising of the level of creativity, enhancement of
design for a set of articles, etc.).

Examinations/Trials and Appeals | =& - &4

8‘0
42.7
36.0
38.8
37.0
35.9
Somewhat Satisfied Neutral Somewhat Unsatisfied Unsatisfied
BB R =iE PR BN
4) EEEEBEDNE

SHTEOBEEREICHICT DL EBIC, KDFRETHLY
DPILVREZEELC. EEEEEEY OXEMEKHNRE]
Z{7olc. BEJICHTzoTlE. 2018FEENS52019FE(C
MIT. BEBERED—F VI ITN—THICHEVTRE
Z70 ZORRICAILTEICUTORRZHET LTz,

s NEDEHEHDEN. [BHEE] OBOREL. 24F=
F & BAREDEDOFEROHIRT R OBEESEDERZR
%A (2019458 1 BB HEICEA) 0

e 2020F 4B 1 HEfTOREBREEICHN LIZEEEED
BE (G2g) - IEOBEORENSR(L. EROBENT. BEEE
SIEOIER. BUEESSMKEDS| = LT, BNOBEDIFS).

B4
https://www.jpo.go.jp/system/laws/
rule/quideline/design/shinsa_kijun/
2 indexhtml

B4
https://www.jpo.go.jp/resources/
shingikai/sangyo-kouzou/shousai/
FE  isho_wg/index.html

*6 B&E
https://www.jpo.go.jp/system/laws/
rule/quideline/design/shinsa_kijun/

R kaitei/190426_ishou_kaitei.html
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The JPO has been implementing various initiatives including
accelerated examinations, fast track examinations, quality
management, and protection of regional collective trademarks
in order to appropriately protect trademarks, and to improve
convenience for users.

1) Examination Performance

In order to promptly and appropriately protect users’ trade-
marks and contribute to smooth business activities, the JPO
is working to make examinations more efficient and reinforce
the examination system. In FY2018 (April 2018—March 2019),
the JPO achieved the "first action pendency” (FA pendency)
and “total pendency” periods shown in Figure 2-1-11. In
addition, as Figure 2-1-12 shows, the number of FA in 2019
was 134,834*2, [Figure 2-1-11][Figure 2-1-12]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated exam-
ination system that, upon the request of the applicant, expe-
dites the commencement of an examination (for further
details, please see “Outline of Accelerated Examinations and
Accelerated Appeal Examinations for Trademarks”** at the
JPO website).

e The number of requests for accelerated examinations in
2019 was 8,110, an increase of approx. 54% over the
previous year. [Figure 2-1-13]

¢ |n 2019, first action pendency from request for accelerated
examination was 1.7 months on average.

[ LW 1 T OBROREGIE]
BA:E Trademarks”.
https://www.jpo.go.jp/system/

. trademark/gaiyo/newtype/index.html

*2 See Part 2, Chapter 1, 3.6 “Regional Collective *3

F2HE 1 ERIMB O RNMIPREBHIRI SR

3 NS

BT T, BYAEZEOREYI—Y—DOF@EME LD
. BHEE. Jr7ANNSvOBEE, RESE. EEK
BIEORES. BLYOEHEEZEEL TLD*142,

1) EERE

I—H—OEEE R - BYICREL. BBLAEEEHICE
TIN, BEOME(L - BEERFIORCEEDHTED.,
2018EFE (2018%48-2019%38) & 2-1-1TRDLEED
O [—REEBHNE COHE] (FASE) RO [MEFMLETD
HIR] Z&ER L7z, &7z 2-1-12RDEHD. 2019&FED
FAGEIE 134,834 4 TdHoTz0 [2-1-11E1[2-1-12H]

2) RHIEE

—EDBEHDT T, EEAISORHESIFEEZBEICLE
NELITOSRHEEFNEZERL TS GHRIZEHTHP (5
ERHEE - SPEEOHE] £38%%),.

e 2019FICHIFDRPEEORHMEIIL. BIFELHN54%
BIMEAE38, 110, [2-1-13=]

e 2019 (3. RHEEZOHRHI S—RBERBROBNET
DHEIEF91.7 DB,

“Outline of Accelerated

1 Examinations and Accelerated
Appeal Examinations for
Trademarks”

English
https://www.jpo.go.jp/e/system/
trademark/shinsa/
outline_accelerated_trademark.html

[BIRRHEL - FHFEOHME]

; BAE

! https:/www.jpo.go.jp/system/
:trademark/shinsa/soki/shkouhou.html
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Figure 2-1-11 | 2-1-11

FA Pendency and Total
Pendency for Trademark
Examinations in FY2018
2018 FEEICHITIBHIEEED
FA IR UMEFIEE TOHRAE

Figure 2-1-12 | 2-1-12

Number of FAs and
Decisions of Registration
for Design Examinations

BIREED FAGBRY
EREEHHROHRS

Figure 2-1-13 | 2-1-13

Number of FAs and
Decisions of Registration

for Trademark Examinations
BIZRHREEOREAHO#R

FTOBM |

Examinations/Trials and Appeals | =& - &4

Establishment
Application Filing First Action  of Right
HEE —REEBEM  1ENL
. . 'y
FA Pendency ' '
—REEBIB 7.9 months on average / 57.9»8 ;

Total Pendency
R LETOHIE

Note: -

&5

Year / &

9.3months on average /¥59.3»8

The FA pendency is the period from the application filing until the JPO sends the first notice of examination
results to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal)
(excluding applications related to non-traditional trademarks and regional collective trademarks1).

+ The total pendency is the period from the application filing to the registration (excluding applications related to

non-traditional trademarks and regional collective trademarks, as well as cases in which applicants are required
to respond to the second notices from the JPO for amendments submitted by the applicants within a certain
period).

FAHARS I3, HEEN SEEEC L 2EERBROBNOBEH (L ICERETN FIBEZHRBME) MHBASAREIND ZTOHBH G
LW A TOBERUHISEEABIRIC (7S HEZMR<.).

« EFMEETORBIE. HEL SRS F TOME FLWLY 1 JOBERCEFRABRCHEIHBER. Tz, HEADE

ELERBOSNTVWSHBBZE > THIESFZY D LICE > THIFTH OBEDRNEFZHBACRO S L STIEEFZMH <),

2015 2016 2017 2018 2019

Number of FAs
FA#E

111,831 131,624 126,407 137,463 134,834

Number of Decisions of

Registration

100,244 113,025 115,754 119,610 117,186

SRERHH

Number / #

10,000

8,000

6,000

4,000

2,000

8,110

5,278

3,447
2,210

2,024

2019
Year / &

2015 2016 2017 2018

Note: The number of requests for accelerated examinations is the number of applications

for which “Explanation of Circumstances Concerning Accelerated Examination” was
submitted.

#E: FHESORHENE. [RHEEICHEY SHEHMAE] MRHS N HBEO S,
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3) Quality Management Initiatives

As a policy for the reinforcement and organization of the
trademark examination system, the JPO carries out “Fast
Track Examination” pilot programs (for further details, please
see “Fast Track Examination”*# at the JPO website). This is an
initiative aimed at conducting examinations (first action)
earlier than usual for applications that meet certain condi-
tions. [Figure 2-1-14]

By offering beneficial services in the form of earlier than usual
examination in relation to applications in which there are
clearly no problems concerning designated goods or desig-
nated services, an increase in the number of such applica-
tions, which will in turn lead to a reduction in examination
burden, can be expected. As well as allowing early registration
for applications for which fast track examination applies, the
promotion of overall examination processing can also be
expected.

Since October 1, 2018, the JPO has carried out pilot programs
for conducting examinations (first action) about two months
earlier than usual for eligible cases. For applications filed in
February 2020 and after, the JPO has changed to conducting
examinations (first action) in about six months from the filing
of an application. This will enable users to predict first action
pendency, irrespective of the progress of usual cases, and is
expected to facilitate business planning.

¢ Applications that meet all the following conditions are
eligible for fast track examination.
[Condition 1] Applications that only designated goods or
services listed in any of the following at the time of filling.
@ Examination guidelines for similar goods and services

@ Regulation for Enforcement of the Trademark Act
@ International Classification of Goods and Services (the

Nice Classification)
[Condition 2] Applications that do not contain voluntary
amendments related to designated goods or designated
services prior to the initiation of examination.
¢ As the relevant conditions are checked automatically at the
JPO, additional procedures and handling fees are not
required.

*4 “Fast Track Examination”

English
https://www.jpo.go.jp/e/system/

¥ trademark/shinsa/shohyo_fast_e.html

[77 2R3y OEE]

BAEE

https://www.jpo.go.jp/system/
trademark/shinsa/fast/shohyo_fast.html

3)77AMRSYVIERE
BIZEERGZHEt - BHEITDIZODHERDTDEL T,
(D7 2RSS Y OBE] " OFRITEITOTVND GHEES
FHP (77 2RSSy oBE] 28R .. NI, —EDEHZ
BWlzUIcERZ, BRELDELEE (—nrgzam DL
SHATHD, [2-1-14H]

IEEER - BEABOZHICHEIN LW ENBES M EHEE
[ZDVWT, BELDELEBZITOLVSHETEET DL
LD, ZOLSEHEMER. BESBOERFICDEND
ZEDHBTES, FNICLDT. TP ANNSYIEED
WREGDHEBICDOVWT RN ZEZIFL TS BRI TH
<, BEELHROMIBREICDOENBZEBHFTES,

2018F10B 1 BLKE. WREAICDVWTBEELDN2H
BERELEE (—xnzaim Z15ERZHITL TSI
2020F 2 BOEREH, 5 (&, HEISHN6 DB TERE (—nE
maEm) ZTDOERICEELz, cNIZ&>T, A—¥—EF
BERGOESICLST RETBNE COHBIFATE
D=8, BESEHIIUL TP I < EDIMENPFIND,

o UTETOEHZ®IZT HENTR,
(B1) HEERFIC. ROVWTNHICEEH INTVSBER -
RBOHZEEL TLBHRE.
OEMER - REEEESE
QB A TR DRIF
QM « —EXEBHKER
(BEH2) BEEEFRIC. EEBM - EERBICETSE
FREREDTHON TV,

o WREMHIFHT THEMMICTOSRO. BBFHOLFY
BEARE,
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Figure 2-1-14 | 2-1-14 &

Envisaged Pendency for
Fast Track Examination
I7ARNSYOBEDOEEHE
DARA—Y
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4) Quality Management Initiatives

Under the “Quality Policy on Trademark Examination”, which
constitutes the JPO’s fundamental principles of quality man-
agement, and the “Quality Management Manual for Trademark
Examination” (Quality Management Manual), which docu-
ments the JPO’s quality management and its implementation
system, the JPO has been engaging in the following initiatives
in order to maintain and improve the quality of trademark
examinations. Moreover, in March 2019, the JPO established
quantitative goals for the quality of trademark examinations to
be achieved in FY2019. For more details, please visit the JPO
website*.

(i) Quality Assurance

¢ Before sending applicants and agents documents by
examiners regarding notices and decisions, etc., managers
of the examination office check substantive and formal
aspects of such documents for all cases.

e Examiners consult with other examiners in order to share
knowledge and to make prompt and appropriate decisions.

(ii) Quality Verification

¢ Decisions and notices, etc., prepared by examiners are
audited by quality management officers to check compli-
ance in terms of content and format before sending rele-
vant official documents to applicants and agents.

¢ |n order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
domestic users, agents of overseas users, and small-scale
users. [Figure 2-1-15]

¢ |In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of Econo-
my, Trade and Industry, and has been implementing initia-
tives in the quality management of patent, design, and
trademark examinations, based on reports by this subcom-
mittee.
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Results of User Satisfac-
tion Survey on Quality of
Trademark Examinations
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5) Revision of Examination Guidelines

for Trademarks
The JPO revised the Examination Guidelines for Trademarks,
taking into consideration changes in the social circumstances
and the environment surrounding commercial transactions, as
well as the results in the User Satisfaction Survey Report
concerning quality of trademark examinations™’. The main
revisions were as follows.

(i) Further clarification of guidelines regarding distinctiveness
(Trademark Act, Article 3(1)(iii))

It was made clear that Article 3(1)(iii) of the Trademark Act

applies if a filed trademark is generally recognized among

traders or consumers as indicating the characteristics, etc. of

goods or services.

It was also made clear that, in order to be “generally recog-

nized”, a trademark is not required to be actually used to

indicate the characteristics, etc. of the goods or services.

(ii) Trademarks indicating Japanese era names

(Trademark Act, Article 3(1)(vi))
It was made clear that a filed trademark is a trademark lacking
distinctiveness under Article 3(1)(vi) of the Trademark Act, if it
is no more than recognized as indicating Japanese era names.

(iii) Bad Faith trademark filing to hinder registration of the
name of a variety (Trademark Act, Article 4(1)(vii))
Bad Faith trademark filing to hinder registration of the name
of a variety was added as an example of trademarks falling

under Article 4(1)(vii) of the Trademark Act.

6) Regional Collective Trademarks

The regional collective trademark system was introduced in
April 2006 in order to more appropriately protect, as trade-
marks, regional brands that combine the name of a region and
the name of the goods (or services) (for further details about
this system, please see the “Regional Collective Trademark
System” at the JPO website™®).

Prior to the introduction of this system, trademarks comprised
of “region name + goods (services) name” were not approved
for registration unless they already possessed nationwide
recognition. However, with this system, such trademarks can
be now registered as long as there is recognition by consum-
ers to a certain extent. [Figure 2-1-16]

“Examination Guidelines for Trademarks”
English
https://www.jpo.go.jp/e/system/laws/rule/
guideline/trademark/kijun/index.html

[BREEREE]

B
https://www.jpo.go.jp/system/laws/rule/
guideline/trademark/kijun/index.html
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https://www.jpo.go.jp/system/trademark/gaiyo/chidan/t_dantai_syouhyou.html
https://www.jpo.go.jp/e/system/trademark/gaiyo/chidan/index.html

¢ As of the end of December 2019, there were 1,258 applica-
tions filed, and of those 673*° were registered.

¢ Inorder to further increase awareness of this system, the
General Election for Outstanding Regional Brands was held
in March 2018 in the Kyushu region, in December 2018 in
the Tokai-Hokuriku region, and the Tohoku region in Decem-
ber 2019. In the General Election program, local university
students, regional collective trademark right holders, and
others form teams, and based on interviews with such right
holders, the students circulate information on the attractive-
ness of regional brands on Instagram® and present future
business plans (By creating opportunities for student-orga-
nization collaboration to promote the attractiveness of
regional brands, this program is expected to increase the
system'’s use among general consumers and organizations
considering acquisition of regional collective trademarks,
and also further promote the use of regional collective
trademarks. Furthermore, through the use of regional
collective trademarks, the program is expected to lead to
sustainable vitalization of regional economies.).

¢ The JPO published the booklet, “Regional Collective Trade-
mark Guide Book 2019", based on a concept to compile key
points of successful development of regional brands. The
Guide Book introduces the latest examples of organizations
taking advantage of regional collective trademarks, and also
presents an outline of the system, the JPO's measures for
supporting organizations, and 645 registered regional
collective trademarks (as of the end of 2018). The Guide
Book is distributed to various parties, including seminar
participants, prefectures, municipalities, societies of com-
merce and industry, chambers of commerce and industry,
tourist associations and existing right holders, for promot-
ing widespread use of the system.

Figure 2-1-16 | 2-1-16
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*9 Registration numbers by region are 34 for Hokkaido, 54 for the Tohoku region, 103 for the Kanto-Koshinetsu region, 62 for the Hokuriku region, 89 for the Tokai
region, 151 for the Kinki region, 49 for the Chugoku region, 28 for the Shikoku region, 84 for the Kyushu region, and 18 for the Okinawa region along with XX for
overseas countries (registrations spanning multiple regions are counted as one in each region).

EREREIGHCR S & ALBiE 34 5 RIE 54 4. BIER - SR 103 £, bR 62 £ SB 89 4 IE 48 157 4 FHE 49 £ TOE 28 £ UM 84 £ A8 18 RIS IR T AR D S DHRES 314
BEfsnT\a (EtFICEN s bDREENZNAD V).
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4 Trials and Appeals

Trials and Appeals play a role in reviewing examiner's deci-
sions as the upper instance of examination, and in achieving
early resolution of disputes over the validity of IP rights. To
fulfill these roles adequately, various initiatives to ensure a
highly reliable trial/appeal decisions and its timeliness have
been taken.

1) Performance of Trials and Appeals
The status of the proceedings in 2019 is as shown in Figure
2-1-17. [Figure 2-1-17]

¢ Inter-partes trial cases are prioritized over ex-parte appeal
cases in principle for early dispute resolution.

¢ Appeals against an examiner’s decision of refusal cases, if
a case satisfies the specific requirements, the JPO gives
priority to and conducts accelerated appeal proceedings for
the case upon request. In 2019, the number of requests for
accelerated appeal proceedings®! was 204 for patents, 1
for designs, and 22 for trademarks. The average pendency
period*? was 4.0 months for patents, 1.5 months for
designs, and 3.1 months for trademarks.

2) Revision of the Manual for Trial and Appeal
Proceedings (“Manual”)*?

In 2019, the operation of the trial and appeal system was

revised as follows.

¢ Revised the Manual for Trial and Appeal Proceedings for the
purpose of elaborating described matters including trial/
appeal decisions in trials for invalidation, etc., and began
utilizing it on July 1, 2019.

e Added a new item regarding Hantei (advisory opinion) for
an essentiality check, which commenced in April 2018
(Manual 58-04).

¢ Added a new description to the effect that, pursuant to the
revision of the Patent Act, prohibition of inspection of any
trade secret in documents pertaining to a Hantei (advisory
opinion) became possible if a party to the case or an interve-
nor has given notice that a proprietary trade secret of the party
or intervenor is included in those documents (Manual 01-01).

*71 The number of cases where the “Written Explanation of Circumstances

Concerning Accelerated Appeal Proceedings” was submitted and the cases
were transferred to the board in charge. When the cases that were not
transferred to the board in charge (including cases that involve decision to
grant a patent upon reconsideration by examiner before appeal proceeding)
are included, the number of requests for accelerated appeal proceedings
made in 2019 was 288 for patents, 1 for designs, and 24 for trademarks.
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*2 Inthe cases that are subject to accelerated appeal proceedings, the

average pendency is an average Calendar Year (CY) period from the date

it becomes ready to conduct proceedings, after a request for accelerated
appeal proceedings, to the date an appeal decision is dispatched.
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Figure 2-1-17 | 2-1-17

Status of Proceedings in 2019
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Note: 1. The total number of requests granted (including requests partly granted), requests not granted (including dismissals), and withdrawals/abandonments. The

w5

number of oppositions is counted by opposed patent.
2. Average processing period in CY from the date a request is filed (*1), to the date a trial/appeal decision is dispatched (*2), to the date a withdrawal or
abandonment is finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.

(*1) The date a request is filed for opposition is the date an opposition is requested. The date for cases concerning “reconsiderations by examiners as one
of appeal proceedings” in “appeal against examiner’s decision of refusal” is the date it becomes ready to conduct proceedings (the date the case has
been transferred to the board in charge).

(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice of a decision) is to be made, it is the date the notice is
dispatched. In trial for patent invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the notice is dispatched.

. Trial for invalidation statistics include invalidation trials for utility models.
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English
https://www.jpo.go.jp/e/system/
: trial_appeal/sinpan-binran_18.html

B4
https://www.jpo.go.jp/system/
trial_appeal/sinpan-binran_18.html
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3) Improvement of Proceedings
The JPO is implementing the following initiatives in order to
further improve proceedings:

(i) Encouragement of in-depth discussions

3) FERORE
Bz —BRESEDTZO. UTOEEZEREL TS,

(i) OETORERDOTRR

through oral Proceedings

In inter-partes trial cases (including trials for invalidation
and trials for rescission), oral proceedings, where the panel
and the parties orally assert against each other, are proac-
tively utilized in order to accurately grasp and sort out the
points of dispute and to increase the parties’ acceptance of
the results. In 2019, 135 oral proceedings were conducted.
Starting in April 2020, oral proceedings will take place
multiple times for each trial for invalidation case (patents)
before a panel to sort out the points of dispute, etc. with the
parties, pursuant to a plan for proceedings that shall be
agreed in advance between the panel and the parties.

(ii) Circuit Trials and On-Site Interviews

When companies, universities, etc. in the local regions are
the parties concerned in trial and appeal cases, the panel
may visit their regions at their request to conduct circuit
trials (oral proceedings conducted for trials for invalidation)
or on-site interviews (interviews aimed at facilitating com-
munication on trial and appeal proceedings). In 2019, 22
circuit trials and 44 on-site interviews were conducted.

(iii) Trial and Appeal Practitioner Study Group

The “Trial and Appeal Practitioner Study Group,” which
gathers together practitioners such as corporate IP person-
nel, patent attorneys and lawyers, in addition to JPO chief
administrative judges and administrative judges, and which
studies trial/appeal decisions and court decisions based on
actual cases, is convened every year. The Study Group
publishes a report** that summarizes the results of its
studies. Judges of the Intellectual Property High Court and
the Tokyo District Court also participate as observers. In
2019, the Study Group studied a total of 11 cases: 8 patent
cases, 1 design case, and 2 trademark cases.

https://www.jpo.go.jp/e/resources/
shingikai/kenkyukai/sinposei_kentoukai
html
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4) Dissemination and Awareness Raising of the
Trial and Appeal System

The JPO is implementing the following initiatives in order to

disseminate and raise awareness of the trial and appeal

system:

(i) English Translations of Trial/Appeal Decisions

¢ |n order to improve international dissemination of informa-
tion on trials and appeals of the JPO, the JPO has been
providing a manually-translated English edition of trial/
appeal decisions, decisions on opposition, and Hantei
(advisory opinions on the technical scope of industrial
property rights), at the JPO'’s website™®, that would help
users with the understanding of the law interpretation and
its practices in Japan. In 2019, the JPO provided English
translations for 87 trial/appeal decisions.

(ii) Demonstration of Mock Oral Proceedings

e The JPO holds mock oral proceedings in order to improve
oral proceedings, to further promote the use of circuit trials
and to disseminate and raise awareness of the trial and
appeal system. In 2019, the JPO demonstrated mock oral
proceedings at seminars for practitioners, etc.

English

https://www.jpo.go.jp/e/system/
trial_appeal/info-general-shinketsu-
ek, eiyaku.html

B4
https://www.jpo.go.jp/system/
trial_appeal/info-shinketsu-eiyaku.html
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Demonstration of mock oral proceedings at seminar for practitioners
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