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PART I GENERAL PROVISIONS

SECTION I DEFINITIONS

Article 1 Definitions

Within the meaning of this Agreement,

“Bangui Agreement” means the Agreement Relating to the Creation
of an African Intellectual Property Organization, done at Bangui,
together with all its annexes;

“Organization” means the African Intellectual Property
Organization;

“High Commission of Appeal” means the High Commission of Appeal
of the Organization;

“Chairman” means the Chairman of the Administrative Council of
the Organization;

“Director-General” means the Director-General of the
Organization;

“Member States” means the States members of the Organization;
“Third-party State” means a State not party to the Treaty;
“Paris Convention” means the Paris Convention for the Protection
of Industrial Property, concluded at Paris on March 20, 1883, as
subsequently amended;

“Patent Cooperation Treaty” means the Treaty done at Washington
on June 19, 1970, as subsequently amended;

“"Ministry” means the Ministry of each Member State that is
responsible for industrial property matters;

“Berne Convention” means the Berne Convention for the Protection
of Literary and Artistic Works, concluded at Berne on September
9, 1886, as subsequently amended;

“Rome Convention” means the Rome Convention for the Protection of
Performers, Producers of Phonograms and Broadcasting

Organizations, done at Rome on October 26, 1961.

SECTION II FUNDAMENTAL PRINCIPLES

Article 2 Duties and responsibilities
(1) The African Intellectual Property Organization shall be
responsible for the following:
(a) implementing and applying the common administrative
procedures deriving from a uniform system for the protection of

industrial property and the provisions of relevant
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international agreements to which the Member States of the
Organization have acceded, and providing services related to
industrial property;

(b) contributing to the promotion of protection for literary
and artistic property as an expression of cultural and social
values;

(c) stimulating the creation of collective management
organizations in Member States where such organizations do not
exist;

(d) centralizing, coordinating and disseminating information of
all kinds relating to the protection of literary and artistic
property and communicating such information to any State party
to this Agreement that requests it;

(e) promoting the economic development of Member States, in
particular through effective protection of intellectual
property and related rights;

(f) providing training on intellectual property;

(g) performing any other duties connected with its aims that
might be entrusted to it by Member States;

(h) promoting technological innovation and creativity;

(i) promoting the protection of geographical indications;

(J) promoting the protection of traditional cultural
expressions; and

(k) promoting the protection of traditional knowledge.

(2) The Organization shall also perform any duties concerning the
implementation of laws relating to intellectual property and the
implementation of international treaties on a unanimous decision
of its Administrative Council, in accordance with Article 7

below.

Article 3 OAPI as an industrial property office

(1) For each Member State, the Organization shall serve both as
the national industrial property service and as the central
office for patent documentation and information, within the

meaning of Article 12 of the Paris Convention.

(2) For each Member State also party to the Patent Cooperation
Treaty, the Organization shall serve as “national office”,
“designated office”, “elected office” or “receiving office”

within the meaning of the relevant articles of that Treaty.
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(3) For each Member State, the Organization shall serve as
“office of origin” and “designated office”, within the meaning of
the relevant articles of the Protocol Relating to the Madrid

Agreement Concerning the International Registration of Marks.

Article 4 Dispute resolution

(1) Unless otherwise specifically provided for in an agreement
signed by the Member States, disputes relating to the
recognition, scope or exploitation of the rights provided for in
this Agreement and its annexes shall fall within the jurisdiction
of courts in Member States. These courts shall have exclusive

jurisdiction over related criminal matters.

(2) Any dispute concerning the application of this Agreement and

its annexes may be settled by arbitration or mediation.

Article 5 Scope of the Agreement

(1) Rights relating to the fields of intellectual property, as
provided for in the annexes to this Agreement, shall be
independent national rights subject to the legislation of each

Member State in which they have effect.

(2) This Agreement and its annexes shall serve as laws governing
their intended subject matter in the Member States, where they
shall rescind or prevent the entry into force of all contrary
provisions. Annex VII relating to literary and artistic property

is a minimum statutory framework.

(3) Non-nationals shall enjoy the provisions of this Agreement

and its annexes under the same conditions as nationals.

(4) The provisions of paragraph (3) above shall apply to non-
nationals of a State party to an international agreement to which
the Organization or its Member States are parties or non-
nationals who do not have their principal establishment or

residence in such a State under conditions of reciprocity.

Article 6 Annexes
(1) The annexes to this Agreement contain, respectively, the
provisions to be applied in each Member State concerning the

following:
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- patents (Annex I);

- utility models (Annex II);

- trademarks and service marks (Annex III);

- industrial designs (Annex 1IV);

- trade names (Annex V);

- geographical indications (Annex VI);

- literary and artistic property (Annex VII);

- protection against unfair competition (Annex VIII);

- layout designs (topographies) of integrated circuits (Annex
IX); and

- plant variety protection (Annex X).

(2) The Agreement shall be applicable in its entirety to every

State that ratifies or accedes to the Agreement.

(3) Without prejudice to the provisions of Article 5 above,
Annexes I to X inclusive shall form an integral part of this

Agreement.

Article 7 Implementation of international treaties

By decision of the Administrative Council referred to in Article
26 et seq. of this Agreement, the Organization may take any
measures for the application of the administrative procedures
necessary for the implementation of the international treaties
concerning intellectual property to which the Member States have

acceded.

SECTION III RULES AND PROCEDURES

Article 8 Filing of applications

(1) Applications for patents, for the registration of utility
models, trademarks or service marks, industrial designs, trade
names, geographical indications or layout designs (topographies)
of integrated circuits and applications for plant variety

certificates shall be filed directly with the Organization.

(2) Notwithstanding the provisions of paragraph (1) above, an
application may be filed with the competent Ministry of a Member
State where the applicant is domiciled on its 11 territory; in
such case, the Ministry shall transmit the application to the

Organization within five working days of receiving it.
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(3) A report, of which a copy shall be provided to the applicant,
shall be prepared by the Organization or by the Ministry, as the
case may be, taking formal note of each filing and stating the

date and time of the submission of the documents.

(4) Applicants resident outside the territory of the Member
States shall file through an agent selected in one of those
Member States. The professional status of agent accredited to the
Organization shall be governed by special regulations adopted by

the Administrative Council.

(5) Applications filed with the Organization or the Ministry may
be conveyed by postal, electronic or any other legal means of

communication.

(6)

(a) The Organization shall act as receiving office within the
meaning of the Patent Cooperation Treaty with respect to
international applications filed by residents and nationals of
Member States, save where an agreement within the meaning of sub-
paragraph (b) below has been concluded.

(b) Under the relevant provision of the Regulations under the
Patent Cooperation Treaty, the Organization may agree with
another Contracting State of the Patent Cooperation Treaty or
with any other intergovernmental organization that the national
office of the latter State or the intergovernmental organization
shall act instead of the Organization as receiving office for

applicants who are residents or nationals of a Member State.

Article 9 Filing and registration of national and international
applications

(1) Subject to the provisions of paragraphs (2) to (4) below, any
filing with the Ministry of one of the Member States in
accordance with the provisions of this Agreement and its annexes,
or with the Organization, shall be equivalent to a national

filing in each Member State.

(2) Any filing of an international patent application that
includes the designation of at least one Member State shall be
equivalent to a national filing in each Member State that is also

party to the Patent Cooperation Treaty.
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(3) Any international registration of a mark effected in
accordance with the provisions of the Protocol Relating to the
Madrid Agreement Concerning the International Registration of
Marks and including the designation of at least one Member State
shall have the effect of a national deposit in each Member State

that is also party to the said Agreement.

(4) Any international deposit of an industrial design effected
under the provisions of the Hague Agreement Concerning the
International Deposit of Industrial Designs shall have 12 the
effect of a national deposit in each Member State that is also

party to that Agreement.

Article 10 Grant, publication and maintenance of patents,
registration of utility models, and their effects

(1) The Organization shall examine applications for patents and
utility models according to the common procedure provided for in

this Agreement and its Annexes I and II.

(2) It shall grant patents and register utility models and ensure

their publication.

(3) The procedure before the Organization with regard to
international applications filed in accordance with the rules of
the Patent Cooperation Treaty shall be subject to the provisions
of that Treaty, complemented by those of this Agreement and its

Annex T.

(4) In each Member State, utility models and, subject to the
provisions of paragraph (5) below, patents, shall produce the

effects provided for in this Agreement and its Annex II.

(5) Patents granted in response to international applications
filed in accordance with the provisions of the Patent Cooperation
Treaty shall produce their effects in those Member States that
are also party to that Treaty.

(6) By unanimous decision by the Administrative Council, the
Organization may enter into validation agreements with partner
offices, in particular on the recognition of deposits, results of

examinations and titles granted. The conditions for their
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implementation shall be fixed by an implementing regulation.

Article 11 Registration, validity and publication of trademarks
and service marks, and their effects

(1) The Organization shall examine, register and publish
trademarks and service marks according to the common procedure

provided for in this Agreement and its Annex IIT.

(2) Subject to the provisions of paragraph (3) below, registered
and published marks shall produce their effects in each Member
State in accordance with the provisions of this Agreement and its

Annex ITII.

(3) The international registration of a mark effected under the
provisions of the Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks and having
effect in at least one Member State shall produce the same
effects in each of the States party to this Agreement and to the
Madrid Protocol as if the trademark had been registered with the

Organization.

Article 12 Registration, Maintenance and Publication of
Industrial Designs, and their Effects

(1) The Organization shall examine, register, maintain and
publish industrial designs according to the common procedure

provided for in this Agreement and its Annex IV.

(2) Subject to the provisions of paragraph (3) below, registered
and published industrial designs shall produce their effects in
each Member State in accordance with the provisions of this

Agreement and its Annex IV.

(3) The international deposit of an industrial design effected
under the provisions of the Hague Agreement Concerning the
International Deposit of Industrial Designs and having effect in
at least one Member State shall produce the same effects in each
of the States party to this Agreement and to the Hague Agreement
as if the industrial design had been deposited with the

Organization.
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Article 13 Registration, maintenance and publication of trade
names, and their effects

(1) The Organization shall examine, register, maintain and
publish trade names according to the common procedure provided

for in this Agreement and its Annex V.

(2) Registered and published trade names shall produce their
effects in each Member State in accordance with this Agreement

and its Annex V.

Article 14 Registration and publication of geographical
indications and their effects

(1) The Organization shall examine, register and publish
geographical indications according to the common procedure

provided for in this Agreement and its Annex VI.

(2) Subject to the provisions of paragraph (3) below, registered
and published geographical indications shall produce their
effects in each Member State in accordance with the provisions of

this Agreement and its Annex VI.

(3) The international registration of a geographical indication
effected under the provisions of the Lisbon Agreement for the
Protection of Appellations of Origin and their International
Registration and having effect in at least one Member State shall
produce the same effects in each State party to this Agreement
and to the Lisbon Agreement as if the geographical indication had

been registered with the Organization.

Article 15 Registration, maintenance and publication of layout
designs (topographies) of integrated circuits, and their effects
(1) The Organization shall examine, register, maintain and
publish layout designs (topographies) of integrated circuits
according to the common procedure provided for in this Agreement

and its Annex IX.

(2) Registered and published layout designs (topographies) of
integrated circuits shall produce their effects in each Member
State in accordance with the provisions of this Agreement and its

Annex IX.
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Article 16 Issuance, maintenance and publication of plant variety
certificates

(1) The Organization shall examine applications for plant variety
certificates, issue, maintain and publish such certificates
according to the common procedure provided for in this Agreement

and its Annex X.

(2) Registered and published new plant varieties shall produce
their effects in each Member State in accordance with the

provisions of this Agreement and its Annex X.

Article 17 Publications of the Organization

(1) The Organization shall publish the following under the
conditions set forth in the implementing regulations:

a) titles of any kind;

b) all titles issued;

c) any subsequent procedural documents; and
d

)
)
)
) any document amending or assigning the rights in the
1t

(
(
(
(
titles.

(2) The titles issued by the Organization shall be published in
the Official Bulletin of Industrial Property.

(3) All publications of the Organization shall be transmitted to
the Ministry of each Member State responsible for industrial
property, literary and artistic property or plant varieties, as

the case may be.

Article 18 Special registers

(1) For all Member States, the Organization shall maintain a
special register of patents, a special register of utility
models, a special register of trademarks and service marks, a
special register of industrial designs, a special register of
trade names, a special register of geographical indications, a
special register of plant variety certificates and a special
register of layout designs (topographies) of integrated circuits,
in which the registrations specified by this Agreement shall be

entered.

(2) Any person may consult the registers and obtain extracts on

the terms specified in the implementing regulations.
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Article 19 Diverging provisions

Where the provisions of this Agreement or its annexes diverge
from those of the international agreements to which the Member
States or the Organization are party, the international

agreements shall prevail.

Article 20 Scope of judicial decisions

(1) Subject to the provisions of Article 4 above, final judicial
decisions rendered in respect of the validity of titles in a
Member State pursuant to the provisions of Annex I to Annex X of
this Agreement shall be binding on all other Member States, save

for decisions based on public policy and morality.

(2) Final judicial decisions rendered in a Member State in areas
other than the validity of titles shall be enforceable in all

other Member States pursuant to an exequatur decision rendered in
accordance with the legislation of the State concerned, save for

decisions based on public policy and morality.
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PART II MEMBER STATES

SECTION I MEMBERSHIP

Article 21 Membership
African States parties to the Bangui Agreement, Act of February

24, 1999 shall be members of the Organization.

Article 22 Accession

(1) Any African State that is not party to the Bangui Agreement
but is party to the Convention Establishing the World
Intellectual Property Organization, the Paris Convention for the
Protection of Industrial Property, the Berne Convention for the
Protection of Literary and Artistic Works and/or the Universal
Copyright Convention and the Patent Cooperation Treaty may accede

to this Agreement.

(2) To that end, an application for accession shall be submitted
to the Administrative Council, which shall rule by a majority
vote of its members. Notwithstanding Article 32 of this

Agreement, equally divided votes shall constitute rejection.

(3) Instruments of ratification of or accession to this Agreement

shall be deposited with the Director-General of the Organization.

(4) Accession shall take effect two months after the deposit
referred to in paragraph (3) above, save where a later date 1is

specified in the instrument of accession.

SECTION II RIGHTS AND OBLIGATIONS OF MEMBER STATES

Article 23 Rights of Member States

In addition to performing the duties and responsibilities
provided for in Article 2 above, the Organization shall offer
Member States all the required services connected with its aims,

in accordance with the guidance of the Administrative Council.

Article 24 Obligations
(1) An initial financial contribution shall be required of any
State that becomes a member of the Organization. The amount and

terms of payment of such initial contribution shall be determined
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by the Administrative Council of the Organization. Nevertheless,
States recognized as ex-officio members of the Organization under
Article 21 above shall be exempted from such initial

contribution.

(2) Member States shall make an exceptional contribution to the
Organization where required to balance the budget. Such
contribution shall be entered in the budget of the Organization

and distributed equally among the Member States.
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PART III ORGANS OF THE ORGANIZATION

Article 25 Organs of the Organization

Under this Agreement, the Organization shall have the following
organs at its disposal to perform its duties and
responsibilities:

(a) the Administrative Council;

(b) the High Commission of Appeal; and

(c) the Office of the Director-General.
SECTION I ADMINISTRATIVE COUNCIL

Article 26 Composition of the Administrative Council
(1) The Administrative Council of the Organization shall be

composed of representatives of the Member States on the basis of

one representative per State.

(2) Where necessary, a Member State may entrust its
representation on the Council to the representative of another

Member State. No member of the Council may represent more than
two States.

Article 27 Functions and powers of the Administrative Council
The Administrative Council is the highest authority of the
Organization. In addition to performing the functions conferred
on it by other provisions of this Agreement, it shall determine
the overall policy of the Organization and regulate and oversee
its activities. It shall, in particular:

(a) draft the regulations necessary for the implementation of

this Agreement and its Annexes;

(b) draft the financial rules and regulations, the regulations

relating to fees, the regulations relating to the High

Commission of Appeal, the general staff rules and regulations

and the regulations governing agents;

(c) oversee the application of the regulations referred to in

paragraphs (a) and (b) above;

(d) approve the program and annually vote the budget and, as

the case may be, any amended or additional budgets, and

oversee their implementation;

(e) audit and approve the Organization’s annual accounts and

inventory;
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(f) approve the annual report on the activities of the
Organization;

(g) appoint the most senior executives and designate the
auditor of the Organization;

(h) rule on applications for admission as members or as
associated States of the Organization;

(i) fix the amount of any contribution by Member States;
(7) decide, where necessary, on the creation of ad hoc
committees on specific issues; and

(k) determine the working language or languages of the

Organization.

Article 28 Special powers of the Administrative Council

In addition to the functions provided for in Article 27 of this
Agreement, the Administrative Council shall, where appropriate,
draft the regulations necessary for the implementation of the
treaties or international agreements to which Member States are
party, with a view to their implementation in their respective

national territories.

Article 29 Sessions of the Administrative Council
(1) The Administrative Council shall meet once a year in ordinary

session.

(2) Extraordinary sessions may be convened where necessary by the
Chairperson at the request of one third of the membership or at

the request of the Director-General.

Article 30 Decisions of the Administrative Council
(1) Decisions of the Administrative Council shall be taken as

resolutions.

(2) For any decision of the Administrative Council, the

representative of each Member State shall have one vote.

(3) Subject to the provisions of Article 2 (2) and Article 10 (6)
above, decisions of the Administrative Council shall be taken by

a simple majority of members present or represented.

(4) Subject to the provisions of paragraph (3) above, in the

event of equally divided votes, the Chairperson shall have a
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casting vote.

SECTION II HIGH COMMISSION OF APPEAL

Article 31 Name, functions and composition

(1) The High Commission of Appeal shall be composed of three
members selected by the drawing of lots from a list of
representatives designated by the Member States, with one

representative designated per State.

(2) It shall rule on appeals in the following cases:
(a) rejection of applications for titles of protection for
industrial property;
(b) rejection of requests for the maintenance or extension of
terms of protection;
(c) rejection of requests for restoration; and (d)decisions on

oppositions.

(3) The sessions of the High Commission of Appeal and the
appellate proceedings before it shall be governed by rules

adopted by the Administrative Council.

SECTION III OFFICE OF THE DIRECTOR-GENERAL

Article 32 Powers of the Office of the Director-General

Under the authority of a Director-General, the Office of the
Director-General shall be responsible for the executive tasks of
the Organization and shall ensure its day-to-day management and
continuity. It shall implement the instructions of the
Administrative Council and perform the tasks arising from the
provisions of this Agreement and its annexes, and shall report to

the Administrative Council.

Article 33 Director-General
(1) The Director-General shall be appointed for a five-year term

renewable once, as with the other most senior executives.

(2) The Director-General shall be the most senior official of the
Organization.
(a) He shall represent the Organization in all areas of civic
life.

29



(b) He shall be answerable for the management of the
Organization to the Administrative Council, to which he shall
report and with whose instructions 20 he shall comply in
matters concerning the internal and external affairs of the

Organization.

(3) The Director-General shall draft the budget, program and
financial report, together with regular activity reports, which

he shall transmit to Member States.

(4) The Director-General shall take part, without the right to
vote, in all sessions of the Administrative Council. He shall be

ex-officio secretary of those sessions.

(5) The Director-General shall recruit, appoint, and dismiss or
otherwise terminate the appointments of the staff of the
Organization, with the exception of the most senior executives,
in accordance with conditions laid down in the general staff

regulations.

(6) The Director-General shall decide whether to issue and
maintain the validity of titles; he shall impose the penalties
provided for in the Agreement and its annexes where he is so

empowered.

Article 34 Arbitration and Mediation Center

(1) An Arbitration and Mediation Center is hereby established
within the Organization. It shall be attached to the Office of
the Director-General and shall be responsible for promoting the

extra-judicial resolution of intellectual property disputes.

(2) The organization and functioning of the Arbitration and
Mediation Center and the provisions governing arbitration and
mediation shall be fixed by regulations adopted by the

Administrative Council.
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PART IV FINANCIAL RESOURCES OF THE ORGANIZATION

Article 35 Resources
(1) The resources of the Organization shall consist of the
following:
(a) the proceeds from the fees provided for in the regulations
of the Organization and in the laws of Member States;
(b) the proceeds from remuneration for services rendered;
(c) any other proceeds, in particular revenue from property
owned by the Organization; and
(d) donations and bequests approved by the Administrative

Council.

(2) The Administrative Council shall lay down the fees and the
income necessary for the running of the Organization and shall

fix their amounts and terms of payment.

(3) Where required to balance the budget, Member States shall
make an exceptional contribution to the Organization. Such
contribution shall be included in the budget of the Organization

and shared equally among the Member States.

Article 36 Budgetary Surpluses
(1) Budgetary surpluses shall be allocated to the funding of
intellectual property development projects and programs adopted

by the Administrative Council.
(2) Budgetary surpluses shall be calculated after provision has

been made for reserve funds and special funds established by the

financial regulations.
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PART V MISCELLANEOUS AND FINAL PROVISIONS

Article 37 Legal personality
The Organization shall have legal personality. In each Member
State, it shall enjoy the broadest legal capacity accorded to

legal persons by national legislation.

Article 38 Privileges and immunities

(1) The immunities and privileges generally accorded to
international organizations shall be accorded to the Organization
on the territories of Member States in order to facilitate the

performance of its duties and responsibilities.

(2) In particular, Member States shall grant the Organization the

benefit of the following privileges and immunities.
(a) Its officials, wherever they may be, shall enjoy immunity
from prosecution except in so far as the Organization expressly
waives it, either in specific proceedings or by contract.
Officials of the Organization means permanent staff members,
experts for the duration of their assignments and
representatives of Member States and their substitutes for the
duration of Administrative Council sessions.
(b) The property and assets of the Organization shall be exempt
from search, requisitioning, confiscation, expropriation,
sequestration or any other form of seizure ordered by the
executive, legislative or judicial authorities of Member
States.
(c) The Organization may hold funds in local currency and open
bank accounts in any currency, transfer its funds or currency
and convert all currencies it holds into any other currency in
accordance with the applicable rules.
(d) The Organization, its assets, property and income and also
its operations and transactions shall be exempt from all taxes,
charges and customs duties in accordance with the headquarters
agreement in the host State and the privileges accorded to
international organizations in other Member States.
(e) The premises of the Organization shall be inviolable and
its property and assets unattachable.
(f) The archives of the Organization shall be inviolable
subject to the rights of investigation and communication vested

in the judicial authorities.
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(g) No import or export restriction may be imposed on the
Organization with respect to materials intended for the
official and exclusive use of its services. Such materials may
only be disposed of for local consumption in accordance with

provisions in force.

Article 39 Headquarters of the Organization
(1) The headquarters of the Organization shall be at Yaounde

(Republic of Cameroon).

(2) The Organization shall be placed under the protection of the

Government of the Republic of Cameroon.

Article 40 Duration of the Organization

The Organization shall be of unlimited duration.

Article 41 Signature and ratification
Any State that is a signatory to this Act shall ratify the Act
and the instruments of ratification shall be deposited with the

Director-General of the Organization.

Article 42 Entry into force
(1) This Act shall enter into force two months after the deposit
of the instruments of ratification by at least two thirds of the

signatory States.

(2) The date of entry into force of the annexes to this Act of
the Agreement shall be fixed and notified to States by the
Director-General or by the Chairperson of the Administrative

Council.

SECTION I TRANSITIONAL PROVISIONS

Article 43 Transitional provisions
(1) This Act shall replace the Act of February 24, 1999 of the
Bangui Agreement in relations among its States parties, where

applicable.

(2) Applications for titles of protection filed prior to the
entry into force of this Act of the Agreement shall remain

subject to the provisions applicable on their filing date.
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However, the exercise of the rights deriving from the titles of
protection granted as a result of those applications shall be
subject to the provisions of the annexes to this Agreement as
from the date of entry into force of the Agreement, subject to

acquired rights, which shall remain reserved.

Article 44 Titles granted in a State prior to its accession

(1) Titles in force in a State prior to its accession to this
Agreement shall continue to have effect in that State in
accordance with the legislation in force when they were applied

for.

(2) Owners of those titles who wish to extend the protection
afforded by the titles to the whole of the territory of the
Organization prior to their expiry shall file a request for
extension with the Organization according to the procedure laid

down in the implementing regulations.

(3) The implementing regulations shall govern disputes between
owners of a title issued by the Organization who are also owners

of a title issued by a State prior to its accession.

Article 45 Titles in force within OAPI prior to the accession of
a State

Owners of titles in force within the Organization prior to the
accession of a State who wish to extend protection to that State
shall file an application for such extension with the
Organization according to the procedure laid down in the

implementing regulations.

SECTION II TRANSITIONAL AND FINAL PROVISIONS

Article 46 Transitional provisions relating to pharmaceutical
products

Until January 1, 2033 or on the date on which they cease to be
classified as Least Developed Countries, Member States that have
such status are no longer required to apply the provisions of
Annex I regarding patents consisting in or relating to a
pharmaceutical product and the provisions of Annex VIII relating

to confidential information.
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Article 47 Revision

(1) This Agreement may be revised from time to time.

(2) Revision of the Bangui Agreement shall be initiated by the

Administrative Council or the Office of the Director-General.

(3) The Administrative Council shall lay down the procedure for

revision.

Article 48 Denunciation
(1) Any State party to this Agreement may denounce it by written
notification addressed to the Director-General of the

Organization.

(2) The denunciation shall take effect on December 31 of the
second year following that in which the Director-General of the

Organization received the notification.

(3) Industrial property titles in force in the State concerned
shall be governed by national legislation after the denunciation.
Done at Bamako, on December 14, 2015, in a single copy in French,
which shall be deposited with the Director-General of the
Organization. The Director-General shall send a certified true
copy by diplomatic channels to the government of each signatory

or acceding State.
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ANNEX I PATENTS

PART I GENERAL PROVISIONS

Article 1 Definitions For the purposes of this Annex,
(1) “Invention” means an idea that permits a specific problem in
the field of technology to be solved in practice. “Patent” means

the title granted for the protection of an invention.

(2) The invention may consist in, or be related to, a product, a

process or the use thereof.

(3) The following shall not be considered inventions within the
meaning of paragraph (1):
(a) discoveries, scientific theories and mathematical methods;
(b) schemes, principles or methods for doing business,

performing purely mental activities or playing games;

(c) mere presentation of information;

(d) computer programs;

(e) purely ornamental creations; and

(f) literary, architectural and artistic works or any other

esthetic creation.

(4) Paragraph (3) above only excludes the patentability of the
enumerated items where the patent application contains one of

these items considered as such.

Article 2 Patentable invention
(1) An invention that is new, involves an inventive step and is

industrially applicable may be the subject of an invention patent

(hereinafter, “patent”).

(2) The following shall not be patentable:
(a) inventions whose exploitation is contrary to public policy
or morality, it being understood that the working of the
invention shall not be considered contrary to public policy or
morality merely because it is prohibited by law or regulation;
(b) methods for the treatment of the human or animal body by
surgery or therapy, including diagnostic methods; and
(c) inventions having as their subject matter plant varieties,

animal species and essentially biological processes for the

36



breeding of plants or animals other than microbiological

processes and the products of such processes.

(3) Subject to the provisions of paragraph (2) above, any
substance included in the prior art shall not be excluded from

patentability provided it is put to new use.

Article 3 Novelty
(1) An invention shall be new if it has not been anticipated by

prior art.

(2) Prior art shall consist of everything made available to the
public, anywhere and by any means or method, before the filing
date either of the patent application or of a patent application

filed abroad the priority of which has been validly claimed.

(3) The novelty of an invention shall not be denied if, during
the 12 months preceding the date specified in paragraph (2)
above, the invention has been the subject of a disclosure
resulting from:
(a) an obvious violation committed against the person filing
the application or its author; or
(b) the fact that the person filing the application or its
author has displayed it at an official or officially recognized

international exhibition;

(4) Any patent application whose filing date is earlier than a
subsequent application, but whose publication was made on that

date or on a later date shall be part of the prior art.

Article 4 Inventive step

An invention shall be regarded as resulting from an inventive
step i1f, having regard to the prior art, it would not have been
obvious to a person having ordinary knowledge and skill in the
art on the filing date of the patent application or, if priority
has been claimed, on the priority date validly claimed for the

application.

Article 5 Industrial applicability
An invention shall be considered industrially applicable if its

object can be made or used in any kind of industry. The term
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“industry” shall be understood in its broadest sense and shall in

particular cover handicrafts, agriculture, fishery and services.
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PART II RIGHTS CONFERRED BY THE PATENT

Article 6 Rights conferred by the patent
(1) Subject to the conditions and within the limits set by this
Annex, the patent shall confer on its owner the exclusive right

to work the patented invention.

(2) Subject to the conditions and within the limits set by this
Annex, the owner of the patent shall have the right to prohibit

any person from working the patented invention.

(3) For the purposes of this Annex, the “working” of a patented
invention means any of the following acts:
(2) where the patent has been granted for a product:
(1) manufacturing, importing, offering for sale, selling and
using the product; and
(ii) holding the product for the purposes of offering it for
sale, selling it or using it;
(b) where the patent has been granted for a process:
(i) using the process; and
(ii) engaging in the acts mentioned in sub-paragraph (a)
above in relation to a product resulting directly from the

use of the process.

(4) The owner of the patent may also:
(a) assign the patent or transfer it by succession;

(b) enter into other contracts.

(5) The scope of the protection conferred by the patent is
determined by the claims. However, the description and drawings

shall serve to interpret the claims.

(6) If the object of the patent is a process, the protection
conferred by the patent shall encompass the products obtained by

this process.

Article 7 Limitation of the rights conferred by the patent
(1) The rights conferred by the patent shall not extend to the
following:

(a) the offer, import, holding or use of the patented product

on the territory of a Member State, after the product is
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legally placed on the market in any country by the owner of the
patent or with his express consent;

(b) the use of objects on board foreign aircraft, land vehicles
or ships that temporarily or accidentally enter the airspace,
territory or waters of a Member State;

(c) acts in relation to a patented invention that are carried
out for experimental purposes in the course of scientific and
technical research or for educational purposes;

(d) studies and tests required for securing an authorization to
place a medicine on the market, as well as acts necessary for
conducting such and securing the authorization; and

(e) acts performed by any person who in good faith on the
filing date or, where priority is claimed, on the priority date
of the application on the basis of which the patent is granted
on the territory of a Member State, was in possession of the

invention.

(2) The right of the possessor referred to in sub-paragraph 1 (e)
above may only be assigned with the goodwill, the establishment

or the part thereof to which it is attached.

Article 8 Term of protection
The patent shall expire at the end of the twentieth calendar year
following the filing date of the application, subject to the

provisions of Articles 30 and 44.

Article 9 Right to the patent
(1) The right to the patent shall belong to the inventor or his
successor in title; the applicant shall be deemed to be the owner

of the right.

(2) If and where several persons have created the same invention
independently of one another, the right to the patent shall
belong to the person who filed the application whose filing date
or, 1in the event of a priority claim, whose validly claimed
priority date, is earliest, provided the application is not

withdrawn, abandoned or refused.

(3) Where several persons have made an invention jointly, the
right to the patent shall belong to them jointly; the title shall

be issued to them as Jjoint owners.
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Article 10 Joint ownership of patents

Unless otherwise provided for, joint ownership of a patent shall
be governed by the following provisions:

(a) Each of the joint owners may work the invention to his
benefit, provided he makes fair compensation to the other joint
owners who are not personally working the invention or who have
not granted exploitation licenses. Failing amicable agreement,
such compensation shall be fixed by the competent domestic court.
(b) Each of the joint owners may institute proceedings for
counterfeit to his exclusive benefit. The joint owner who
institutes such proceedings shall notify the other joint owners
of the action. Any ruling on the action shall be held in abeyance
until proof of such notification is provided.

(c) Each of the joint owners may grant to a third party a non-
exclusive exploitation license to his benefit, provided he makes
fair compensation to the other joint owners who have not granted
an exploitation license. Failing amicable agreement, such
compensation shall be fixed by the competent domestic court.
However, the draft license agreement shall be notified to the
other joint owners, together with an offer to assign the share at
a specific price. Within three months of such notification, any
of the joint owners may challenge the granting of the license,
provided he acquires the share of the person who wishes to grant
the license. Failing agreement within the prescribed time limit,
the price shall be fixed by the competent domestic court. The
parties shall have one month with effect from the notification of
the judgement either at first instance or on appeal to relingquish
the grant of the license or the purchase of the jointly owned
share without prejudice to any possible damages owed; costs shall
be borne by the relinquishing party.

(d) An exclusive exploitation license may only be granted with
the agreement of all the joint owners or by the leave of the
competent domestic court.

(e) Each joint owner may, at any time, assign his share. Joint
owners shall enjoy a right of first refusal within three months
of the notification of the intent to assign. Failing agreement as
to the price, such price shall be fixed by the competent domestic
court. Parties shall have three months with effect from the
notification of the judicial decision or, in the event of an
appeal, to waive the sale or purchase of the jointly owned share,

without prejudice to any possible damages owed; costs shall be
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borne by the waiving party.

(f) A joint owner of a patent may notify the other joint owners
that he is relinquishing his share to their benefit. With effect
from the entering of this relinguishment in the special register
of patents or, with effect from its notification to the
Organization, the Jjoint owner in question shall be relieved of
all obligations in respect of the other joint owners who, unless
otherwise agreed, shall distribute the relinquished share in

proportion to their rights in the joint ownership.

Article 11 Employees’ inventions and commissioned inventions

(1) Where the inventor is an employee, the right to the patent

shall be governed by the following provisions in the absence of

contractual provisions more favorable to the employee:
(a) Inventions made by employees in performance either of an
employment contract encompassing an inventive task consistent
with their actual functions, or of studies and research
expressly assigned to them, shall belong to the employer. In
such case, an employee who makes such an invention shall
receive supplementary remuneration which, failing agreement
through collective or individual negotiation, shall be fixed by
the competent domestic court.
(b) Where an employee is not required by his employment
contract to engage in inventive activity, but makes an
invention using the techniques and means specific to the
establishment, or information it has procured, the right to the
patent shall belong to the employee. However, the employer has
the right to be granted the ownership or enjoyment of all or
part of the rights attaching to the patent protecting the
invention of the employee. In the latter case, the employee
shall secure a fair price therefor which, failing agreement
between the parties, shall be fixed by the competent domestic
court. The court shall take into consideration any information
that may be brought before it, in particular by the employer
and the employee, to calculate a fair price, having regard both
to the initial contribution of each party and to the industrial
and commercial utility of the invention.

(c) All other inventions shall belong to the employee.

(2) In any event, an employee who makes an invention shall

immediately inform his employer, who shall acknowledge receipt of

42



the information.

(3) The employee and the employer shall share all useful
information concerning the invention. They shall refrain from any
disclosure that may partly or wholly Jjeopardize the exercise of

the rights conferred by this Annex.

(4) Any agreement between the employee and his employer
concerning an employee invention shall, on pain of invalidity, be

noted in writing.

(5) Where the situation referred to in sub-paragraph 1 (a) above
exists, if the employer expressly relinquishes the right to the

patent, the right shall belong to the employee.

(6) The provisions of this article shall also apply to employees
of the State, public bodies and any other public legal person.
However, the amount and terms of payment of the supplementary
remuneration referred to in sub-paragraph 1 (a) shall be fixed by

the domestic legislation of each Member State.

(7) Unless otherwise provided for in the contract, the right to
the patent for an invention made in fulfillment of an order shall

belong to the client.

Article 12 Conversion of a patent application into a utility
model application

Any patent application that fulfills the conditions stipulated in
Annex II as regards utility models may be converted into an
application for a utility model. In such case, the patent
application shall be deemed to have been withdrawn and the
Organization shall enter a “withdrawn” notice in the Register of

Patents.
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PART III GRANT FORMALITIES

SECTION I PATENT APPLICATIONS

Article 13 Filing of the application

(1) A patent application shall be filed with the Organization or
the Ministry responsible for industrial property, in accordance
with Article 8 of the Agreement, this Annex and the procedures

set forth in the implementing regulations.

(2) The application file shall contain the following:

(a) a patent application addressed to the Director-General of

the Organization, in a sufficient number of copies;

(b) proof of payment to the Organization of the filing and

publication fees;

(c) an unstamped, private power of attorney, i1f the applicant

is represented by an agent; and

(d) a sealed envelope containing the following:
(i) a specification of the invention for which the
application is made, set out clearly and completely so that a
person having ordinary knowledge and skill in the art could
carry it out;
(ii) any drawings that are necessary or useful for the
understanding of the invention;
(iii) any claim or claims defining the scope of the
protection sought, which shall not exceed the contents of the
specification referred to in sub-paragraph (i) above;
(iv) a descriptive abstract summarizing the contents of the
specification, the claim or claims referred to in sub-
paragraph (iii) above and any drawings in support of the
abstract; and
(v) sufficient indications regarding the best manner of
carrying out the invention known to the inventor on the
filing date and, where priority is claimed, on the priority

date of the application.

Article 14 International application

(1) International applications for the protection of inventions
filed by natural or legal persons with their residence or
headquarters in the territory of a Member State of the

Organization shall be filed with the Organization where the
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priority of a prior filing in the territory of a Member State of
the Organization is not claimed. The Organization shall 9 then
act as a receiving office within the meaning of Articles 2 (xv)

and 10 of the Patent Cooperation Treaty.

(2) Inventions that are the subject of international applications
filed with the Organization may not be disclosed and freely
worked unless an authorization to that effect is granted. During
that time, applications may not be made public and no certified
true copy of the application may be issued without authorization.
The authorizations provided for in paragraphs (1) and (2) above
shall be granted by the Director-General. The authorization

provided for in paragraph (1) may be granted at any time.

(3) The provisions of paragraph (2) above shall not apply where
the applicant does not have his residence or headquarters in the
territory of a Member State of the Organization, where the
Organization acts as receiving office on behalf of the national
office of another State party to the Washington Treaty, or where
such a State has been designated as the receiving office by the

assembly of the union instituted by that treaty.

(4) An implementing regulation shall set forth the procedure for
the implementation of paragraphs (1), (2) and (3) above, in
particular with respect to the conditions governing the filing
and receipt of an international application, the language in
which the application must be filed, the fixing of a fee for
services rendered (forwarding fee) received on behalf of the
Organization and the agent of applicants whose residence or

headquarters is abroad.

Article 15 Filing date
(1) The Organization shall grant as the filing date the date of
receipt of the application, provided that at the time of filing,
the application contains the following:
(a) an express or implicit indication that the grant of a
patent is requested;
(b) a part which, at first sight, appears to be the description
of an invention and one or more claims; and

(c) proof of payment of the prescribed fees.

45



(2) For any international application, the filing date shall be

that assigned by the receiving office.

Article 16 Inadmissibility for non-payment
No application shall be admissible if it is not submitted
together with a document noting the payment of the filing fee and

the publication fee.

Article 17 Unity of invention

The application shall be restricted to a single principal
subject, with the details that constitute it and the uses
specified. It shall contain no restrictions, conditions or
reservations. It shall have a title that describes precisely and

succinctly the purpose of the invention.

Article 18 Claim of priority
(1) Any person wishing to avail himself of the priority of an
earlier application shall be required to file his patent

application within 12 months of the earlier filing date.

(2) Within six months of filing the application, the applicant
shall attach to the application, or provide to the Organization,
the following documents:
(a) a written declaration stating the date and number of the
earlier application, the country in which it was filed and the
name of the filing party;
(b) a certified true copy of the earlier application; and
(c) if he is not the person who filed the earlier application,
a written authorization from the applicant or his successors in
title authorizing him to avail himself of the priority in

question.

(3) An applicant who, in respect of a single application, seeks
to avail himself of two or more rights of priority shall comply
with the provisions mentioned above for each of them; he shall
also pay a fee for each right of priority claimed and shall
produce proof of payment of the fee within the six-month period

mentioned in paragraph (2) above.

(4) Any priority claim or priority documents that reach the

Organization more than six months after the filing of the
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application shall entail loss of the right of priority.

(5) However, the right of priority referred to in paragraph (4)

above may be reinstated in accordance with Article 45 below.

(6) The decision rejecting the request for reinstatement may be

appealed against before the High Commission of Appeal.

SECTION II GRANT OF PATENTS

Article 19 Publication of the application
(1) The Organization shall publish the following information for
each application for a patent or a certificate of addition:
(a) the filing number of the patent application or certificate
of addition;
(b) the filing date of the application;
(c) the company or business name, the surname, first names and
address of the applicant;
(d) the name and address of the inventor, unless the inventor
has requested not to be mentioned in the patent application or
certificate of addition;
(e) the name and address of the agent, if applicable;
(f) an indication of the priority or priorities, if one or more
priorities have been validly claimed;
(g) the priority date, the name of the country in which, or
countries for which, the prior application was filed and the
number of the prior application;
(h) the title of the invention;
(1) the abstract of the invention;
(jJ) the date and number of the international application, if
applicable; and

(k) the international patent classification symbols.

(2) For each patent application, the Organization shall also

publish the specifications, the claim(s) and any drawings.

(3) The patent application shall be published within 18 months of
the filing date or the priority date, save for international
applications.

(4) Paragraph (2) above shall not apply to international
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applications.

Article 20 Opposition

(1) Within three months of publication of the application
referred to in Article 19 above, any person may oppose the grant
of a patent or a certificate of addition by submitting a written
statement to the Organization setting out the reasons for the
opposition. The reasons must be based on an infringement of the
provisions of Articles 2, 3, 4, 5, 9 or 17 of this Annex or on a

prior registered right belonging to the opposing party.

(2) The Organization shall send a copy of the statement of
opposition to the applicant or to his agent, who may submit a
reasoned reply within three months, renewable once on
application. The reply shall be transmitted to the opposing party

or his agent.

(3) Before ruling on the opposition, the Organization shall hear

the parties or their agents on request.

(4) Where the Organization considers the opposition to be well-
founded:
(a) for certain claims or for the reasons set forth in Articles
9 and 17, it shall reexamine the patent application; and
(b) for all claims or for the reasons set forth in Articles 2

to 5, it shall end the examination of the application.

(5) Where the Organization considers the opposition not to be
well-founded, it shall continue the examination of the

application for a patent or for a certificate of addition.

Article 21 Claim of ownership before the organization

(1) Where a person who has no right to the patent files an
application for a patent or for a certificate of addition, the
person who has a right to the patent may claim the ownership
thereof before the Organization within three months of the
publication of the application, submitting a written notice

setting forth the reasons for his claim.

(2) The Organization shall send a copy of the notice of claim of

ownership to the applicant or his agent, who may submit a
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reasoned response within three months renewable once on
application. Such response shall be transmitted to the claimant

or his agent.

(3) Before ruling on the claim of ownership, the Organization

shall hear the parties or their agents on request.

(4) The Organization’s ruling on the claim of ownership shall be
appealable before the High Commission of Appeal within 60 days of

the notification of the decision to the parties.

(5) The Organization shall only transmit the application if the

aforementioned claim is well founded.

(6) The final decision on the transfer of the application shall

be recorded in the special register of the Organization.

Article 22 Division of the application
(1) Any initial patent application concerning several objects may
be divided into several applications, called divisional
applications:
(a) at least until the decision on the grant of the patent;
(b) during any examination, opposition or claim of ownership
proceedings in respect of the patent application; and
(c) during any appellate proceedings concerning the decision on

the claim of ownership.

(2) Divisional applications shall retain the filing date of the
initial application and, where applicable, the benefit of the

right of priority.

(3) A fee shall be payable for all divisional applications.

Article 23 Examination of the application
(1) For all patent applications, an examination shall be
conducted to establish the following:
(a) the invention that is the subject of the patent application
is not excluded, pursuant to Article 2 of this Annex, from the
protection conferred by the patent;
(b) the claim or claims are consistent with Article

13(2) (d) (111) of this Annex; and
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(c) the requirements of Article 17 of this Annex have been met.

(2) A research report shall also be prepared to establish the
following:
(a) at the time of filing the application, a patent application
filed earlier or benefitting from a validly claimed earlier
priority for the same invention is not undergoing the grant
process; and
(b) the invention:
(1) is new;
(ii) results from an inventive step; and

(iii) 4is industrially applicable.

(3) Where the invention involves the use of a microorganism, the
Organization shall reserve the right to require the applicant to
submit a sample of the microorganism as issued by the depositary

institution or by the international depository authority.

(4) For international applications under the Patent Cooperation
Treaty, the Organization may rely on the provisions of Articles
20 and 30 of the Patent Cooperation Treaty respectively

concerning the international search report and the international

preliminary examination report.

(5) The provisions of paragraph (4) above shall apply mutatis
mutandis to cases provided for in the validation agreements

referred to in Article 10(6) of the Agreement.

Article 24 Amendment of the claims, the specification, the
drawings and the abstract
(1) Prior to the grant, the applicant may modify the claims, the

specification, the drawings and the abstract.

(2) Such modifications may not exceed the disclosure of the

invention appearing in the application as filed.

Article 25 Grant

(1) Where the Organization finds that all the conditions for the
grant of the patent have been met and that a search report under
Article 23(2), 1f applicable, has been prepared, it shall notify

the decision and grant the patent sought. Nonetheless, in any

50



event, patents shall be granted at the applicant’s own risk and
without any guarantee as to the actuality, novelty or merits of

the invention or as to the truth or accuracy of the description.

(2) The patent shall be granted on decision by the Director-
General of the Organization by a staff member of the Organization

duly authorized to that end by the Director General.

(3) Patents based on international applications under the Patent
Cooperation Treaty shall be granted in the same manner as
provided for in the foregoing paragraph, but shall also include a
reference to the international publication provided for in the

Treaty.

(4) Any application for a patent or for a certificate of addition
may be withdrawn prior to grant by the person who filed it. The

documents shall be returned to him only at his request.

Article 26 Deferment of grant

(1) Notwithstanding Article 25(1), the applicant may request that
the patent be granted one year after the filing date of the
application if the said application contains an express request
to that effect. A person who has requested the benefit of this

provision may renounce it at any time within the one-year period.

(2) The same shall apply to any application that is not
accompanied by a copy of the documents provided for in Article
13.

(3) The benefit of the foregoing provision may not be claimed by
persons who have already availed themselves of the periods of
priority afforded by international treaties, in particular by
Article 4 of the Paris Convention for the Protection of

Industrial Property.

Article 27 Conditions governing rejection

(1) Any application concerning an invention that is not
patentable under Article 2 or does not comply with the provisions
of Article 23 shall be rejected.

(2) The same shall apply to any application that is not
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accompanied by a copy of each of the documents enumerated in
Article 13(2) (d).

(3) An application that does not comply with the provisions of
Article 17 may be divided into a certain number of applications
benefitting from the date of the initial application, within six
months of the date of notification that the application cannot be

accepted as filed because it does not have one principal subject.

(4) Any application not meeting the other requirements of Article
13, save for the proof of payment of the fee, and the
requirements of Article 17 is defective. The defect shall be
notified to the applicant or his agent, according to the

provisions of the implementing regulations.

(5) Where the corrected documents are not provided within the

prescribed period, the patent application shall be refused.

(6) No application may be refused under paragraphs (1), (2), (3)
or (4) above before the applicant or his agent are afforded the
opportunity to correct the application to the extent and

according to the procedure prescribed.

(7) Notwithstanding the provisions in the preceding paragraphs,
the Organization may itself correct any obvious clerical errors

contained in the applications.

(8) Within 60 days of the notification of the rejection, the
applicant may file an appeal with the High Commission of Appeal.

Article 28 Registration of acts in the special register of
patents

Subject to the provision of Articles 36 and 38 below, the
implementing regulations shall fix the acts that must be
registered in the special register of patents and published in

the Official Bulletin of Industrial Property.

SECTION III CERTIFICATES OF ADDITION

Article 29 Right to certificates of addition

(1) The patent owner or his successors in title are entitled,
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throughout the duration of the patent, to make changes,
improvements or additions, complying when filing the application
with the formalities stipulated in Articles 13, 16, 17 and 18 of

this Annex.

(2) Such changes, improvements or additions shall be recorded in
certificates granted in the same form as the main certificate of
registration which, as from the dates of application and grant
respectively, shall have the same effects as the said main

certificate of registration.

(3) Certificates of addition obtained by one of the entitled
persons shall benefit all the others.

Article 30 Term of the certificate of addition

Certificates of addition shall terminate with the main patent.
However, invalidation of the main patent shall not ipso jure
invalidate the corresponding certificate or certificates of
addition and, even where absolute invalidity has been declared
under the provisions of Article 46 (3), the certificate or
certificates of addition may survive the main certificate of
registration until the normal term of the main certificate
expires, subject to continued payment of the annual fees that
would have been payable had the certificate of registration not

been invalidated.

Article 31 Conversion of an application for a certificate of
addition into a patent application

Provided that a certificate of addition has not been granted, the
applicant may effect the conversion of his application for a
certificate of addition into an application for a patent, the
date of which shall be the date of the application for the
certificate. Any patent thus granted shall attract the same

annual fees as a patent filed on the latter date.

Article 32 Dependence of patents linked to the same object

Any person who obtains a patent for an invention linked to the
object of another patent shall have no right to work the
previously patented invention and, reciprocally, the owner of the
previous patent may not work the invention that is the subject of

the new patent.
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SECTION IV COMMUNICATION AND PUBLICATION CONCERNING PATENTS AND
CERTIFICATES OF ADDITION

Article 33 Formalities for the conversion of a certificate of
addition into a patent application

Any patent holder who, for the purpose of a change, improvement
or addition, seeks to obtain a main patent instead of a
certificate of addition expiring with the prior patent shall

fulfill the formalities stipulated in Articles 13 and 18.

Article 34 Communication of descriptions and drawings of patents
and certificates of addition

(1) Descriptions and drawings of granted patents and certificates
of addition shall be kept at the Organization or, after
publication of the grant of the patents or the certificates of
addition provided for in Article 35, shall be communicated on

request.

(2) Any person may obtain an official copy of the said
descriptions, drawings and photographs after the date of

publication.

(3) The provisions of paragraphs (1) and (2) above shall apply to
official copies furnished by applicants seeking to avail
themselves of the priority of an earlier filing and to the
documents authorizing certain such applicants to claim that

priority.

(4) A holder of an application for a patent or a certificate of
addition who wishes to avail himself of the priority of his
filing before the grant of the patent or the certificate of

addition may obtain an official copy of his application.

Article 35 Publication of patents and certificates of addition
(1) The Organization shall publish the following information for
each patent or certificate of addition granted:

the number of the patent or certificate of addition;

the filing number of the application;

the filing date of the application;

the company name, surname, first name and address of the

54



(e) the name and address of the inventor, unless he has
requested not to be named in the application for the patent or
certificate of addition;

(f) the name and address of the agent, if applicable;

(g) a statement as to priority or priorities, if such have been
validly claimed;

(h) the date of the priority, the country in which, or the
countries for which, the earlier application was filed and the

number of the earlier application;

(i) the grant date;

(3J) the title of the invention;

(k) the abstract of the invention;

(1) the date and number of the international application, if

applicable; and

(m) the international patent classification symbols.

(2) The Organization shall also publish the description, any

claims and the drawings, if applicable.

(3) The implementing regulations shall fix and determine the
procedure for the publication of the specification of the

invention, any drawings, claims and the abstract.

SECTION V TRANSFER AND ASSIGNMENT OF PATENTS AND CONTRACTUAL
LICENSES

Article 36 Transfer and assignment of rights

(1) The rights subsisting in a patent application or a patent
shall be transferable in whole or in part. They may be assigned
in whole or in part under an exclusive or non-exclusive

exploitation license.

(2) Acts involving transfer of ownership, licensing of the right
of exploitation or the assignment of that right, or a pledge or
cancellation of a pledge in respect of an application for a

patent or a patent shall, on pain of invalidity, be evidenced in

writing.

Article 37 Enforceability against third parties
(1) The acts referred to in Article 36 above shall not be

enforceable against third parties unless they are recorded in the

55



special register of patents kept by the Organization and
published in the Official Bulletin of Industrial Property.
Nonetheless, prior to its registration, an act shall be
enforceable against third parties who have acquired rights after
the date of such act, but who were aware of the act at the time
of acquiring the rights. A copy of such acts shall be kept by the

Organization.

(2) In accordance with regulations, the Organization shall
furnish to any person who so requests a copy of the entries in
the special register of patents and a record of the entries
concerning patents that are the subject of a pledge, or a

certificate attesting to the absence of any such entries.

Article 38 Working of the patent and its certificates of addition
as of right

Persons who have obtained from a patentee or from his successors
in title the right to work an invention shall benefit as of right
from certificates of addition subsequently granted to the
patentee or to his successors in title. Reciprocally, the
patentee or successors in title shall benefit from certificates
of addition that may subsequently be granted to persons having

obtained the right to exploit the invention.

Article 39 License contract
(1) The owner of a patent may, by contract, grant to a natural or
legal person a license enabling the person to exploit the

patented invention.

(2) The duration of the license may not exceed that of the

patent.

(3) The license contract shall be prepared in writing and signed

by the parties.

(4) The license contract shall be entered in the special register
of patents. It shall not be binding on third parties until it is
entered in the register and published in the format specified in

the implementing regulations of this Annex.

(5) The license shall be removed from the register at the request
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of the owner of the patent or the licensee on presentation of

proof of the expiry or termination of the license contract.

(6) Unless otherwise stipulated in the license contract, the
grant of a license shall not preclude the licensor from either
granting licenses to other persons, subject to notifying the

licensee, or working the patented invention himself.

(7) The grant of an exclusive license shall preclude the licensor
from granting licenses to other persons and, in the absence of
provisions to the contrary in the license contract, from working

the patented invention himself.

Article 40 Invalid clauses

(1) Clauses in license contracts or relating to such contracts
shall be invalid in so far as they constitute unfair competition
practices and, in general, the same shall apply to clauses
imposing on the licensee, in the industrial or commercial sphere,
restrictions not deriving from the rights conferred by the patent

or not necessary for the upholding of such rights.

(2) The following shall not be considered restrictions within the
meaning of paragraph (1) above:
(a) restrictions relating to the extent, the scope or the
duration of exploitation of the patented invention; and
(b) the obligation on the licensee to abstain from any act

liable to impair the validity of the patent.

(3) Unless otherwise stipulated in the license contract, the
license shall not be assignable to third parties and the licensee

shall not be authorized to grant sublicenses.

Article 41 Formal recognition of invalid clauses
The invalid clauses referred to in Article 40 above shall be
formally recognized by the competent domestic court at the

request of any person.

Article 42 Licenses of right
(1) Subject to compliance with the stipulations of a previously
registered license, a patent owner may apply to the Organization

to have the indication “licenses of right” entered in the
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register in respect of his patent. The indication shall be
entered in the special register of patents and shall be

immediately published by the Organization.

(2) The entry of such an indication in the register shall entitle
any person to obtain a license to work the said patent on terms
that shall, failing agreement between the parties concerned, be
fixed by the competent domestic court. It shall also entail a

reduction in the annual fee.

(3) The owner of the patent may at any time apply to the
Organization for forfeiture of the “licenses of right” entry. If
no license is in force, or if all the licensees agree to
forfeiture, the Organization shall declare forfeit the entry on
payment of all the annual fees that would have been payable had

the entry not been made in the register.

(4) The provisions of Article 29(1) of this Annex shall also
apply to licenses of right.

(5) The beneficiary of a license of right may neither assign it

nor grant sublicenses under it.
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PART IV INVALIDITY, CANCELLATION AND RELATED ACTION

SECTION I INVALIDITY AND CANCELLATION

Article 43 Invalidity
(1) Patents granted in the following cases shall be declared
invalid if:
(a) the invention is not new, does not involve an inventive
step or is not industrially applicable;
(b) the invention is not patentable within the meaning of
Article 2, without prejudice to the penalties that might be
incurred for the manufacture or marketing of prohibited
articles; and
(c) the specification attached to the patent does not comply
with the provisions of Article 13(d) (i) above, or does not

completely and honestly state the true methods of the inventor.

(2) Certificates in respect of changes, improvements or additions
that are not linked to the principal patent, as provided for in

this Annex, shall likewise be declared invalid.

(3) Invalidity may relate to all or only some of the claims.

Article 44 Cancellation
(1) Any patentee who fails to pay his annual fees by the
anniversary date of the filing of his patent application shall

forfeit all his rights.

(2) However, the patentee concerned shall be allowed a six-month
period of grace within which he may still wvalidly pay the annual

fees. In such case, he shall also pay an additional fee.

(3) Payments made to complement annual or additional fees during

the six-month period shall be considered valid.

(4) Payments made as annual or additional fees payable for a
patent application resulting either from the conversion of an
application for a certificate of addition under Article 31 above
or from the division of a patent application under Article 27(3)
above shall also be considered valid, provided that the payments

are made within six months of the date of the application for

59



conversion or the filing date of the applications resulting from

the division.

Article 45 Restoration

(1) Without prejudice to the provisions of Articles 43 and 44
above, where a patent has not been renewed owing to circumstances
beyond the control of the owner, the owner or his successors in
title may apply for its restoration, on payment of the requisite
annual fee and of a surcharge whose amount shall be fixed by
regulation, within six months of the date on which the
circumstances ceased to exist, and within two years of the date

on which renewal was due.

(2) The application for restoration of the patent, together with
proof of payment of the fee and surcharge mentioned in paragraph
(1) above, shall be sent to the Organization and shall contain a
statement of the grounds on which the owner or the successors in

title consider the restoration justified.

(3) The Organization shall examine such grounds and shall either
restore the patent or refuse the application if it does not

consider the grounds valid.

(4) Restoration shall not entail extension of the maximum term of

the patent.

(5) Restoration of the patent shall likewise entail the

restoration of any related certificates of addition.

(6) Restored patents shall be published by the Organization in
the format prescribed by the implementing regulations relating to

this Annex.

(7) Paragraphs (1) to (6) shall be applicable where the patent
application was not filed within the time limits set by

international treaties.
(8) Appeals against decisions of the Organization concerning

restoration shall be brought before the High Commission of Appeal

within 60 days of the date of receipt of notice of the decisions.
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SECTION II ACTION FOR INVALIDITY OR FORFEITURE

Article 46 Action for invalidity or forfeiture
(1) Action for invalidity or forfeiture may be brought by any

person having an interest therein.

(2) The Office of the Public Prosecutor may join any action
seeking the invalidity or forfeiture of a patent as an
intervening party and make submissions seeking a declaration of

invalidity or forfeiture of the patent.

(3) It may enter directly a principal suit seeking a declaration

of invalidity in the cases provided for in Article 43 (1) (b).

(4) In the cases provided for in paragraph (3) above, all holders
of rights in the patent whose acts have been entered in the
special register of patents of the Organization under Article 37

shall be party to the proceedings.

Article 47 Competent court
(1) The action referred to in Article 46 above and all disputes
relating to patent ownership shall be brought before the

competent domestic courts.

(2) If action is simultaneously brought against the owner of the
patent and one or more limited licensees, it shall be brought
before the court sitting in the original or elected domicile of

the said owner.

(3) The matter shall be heard and determined in the manner
prescribed for summary proceedings. If necessary, it shall be

communicated to the Office of the Public Prosecutor.

Article 48 Recording of the judicial decision on invalidity or
forfeiture

Where the absolute invalidity or forfeiture of a patent has been
pronounced by a court decision that has become res judicata, the
competent court shall so inform the Organization and the
invalidity or forfeiture pronounced on the territory of a Member
State shall be entered in the special register of patents and

published in the format specified in Article 35 above for granted
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patents.
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PART V NON-VOLUNTARY LICENSES

SECTION I NON-VOLUNTARY LICENSE FOR NON-WORKING AND DEPENDENT
PATENTS

Article 49 Non-voluntary license for non-working
(1) At the request of any person four years after the filing date
of the patent application or three years after the date of grant
of the patent, whichever period expires later, a nonvoluntary
license may be granted where one or more of the following
conditions are fulfilled:
(a) the patented invention is not being worked on the territory
of a Member State at the time of the request;
(b) the working of the patented invention on such territory
does not meet the demand for the protected product on
reasonable terms;
(c) owing to the refusal of the owner of the patent to grant
licenses on reasonable commercial terms and procedures, the
establishment or development of industrial or commercial
activities on such territory is unfairly and substantially

prejudiced.

(2) Notwithstanding the provisions of paragraph (1) above, a non-
voluntary license may not be granted if the owner of the patent

provides legitimate reasons for the non-working of the invention.

Article 50 Non-voluntary license for a dependent patent

Where a patented invention cannot be worked without infringing
the rights under an earlier patent whose owner refuses to
authorize its use on reasonable commercial terms and procedures,
the owner of the later patent may obtain a non-voluntary license
for such use from the competent domestic court on the same terms
as those that apply to the non-voluntary licenses granted under
Article 49 and on the following additional conditions:

(a) the invention claimed in the later patent must represent
substantial technical progress, or be of considerable economic
interest, in relation to the invention claimed in the earlier
patent;

(b) the owner of the earlier patent has the right to a reciprocal
license on reasonable terms for the use of the invention claimed

in the later patent; and
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(c) the use authorized in relation to the earlier patent shall be

non-assignable, save where the later patent is also assigned.

Article 51 Application for the grant of a non-voluntary license
(1) The application for the grant of a non-voluntary license
shall be made to the competent domestic court of the domicile of
the patentee or, if the patentee is domiciled abroad, to the
competent domestic court of either his elected domicile or the
place in which he has named an agent for the purposes of filing.
Only requests made by persons domiciled on the territory of a
Member State shall be considered. The owner of the patent or his

agent shall be informed thereof as soon as practicable.

(2) The application shall contain the following:
(a) the name and address of the applicant;
(b) the title of the patented invention and the number of the
patent for which a non-voluntary license is sought;
(c) evidence that the working of the patented invention on the
above-mentioned territory does not meet demand for the
protected product on reasonable terms; and
(d) where a non-voluntary license is sought under Article 49
above, a statement by the applicant in which he undertakes to
work the patented invention industrially on the territory of

one of the Member States so as to meet the needs of the market.

(3) The request shall be accompanied by the following:
(a) proof that the applicant has previously approached the
owner of the patent, by registered letter, requesting a
contractual license, but has been unable to obtain such a
license from him on reasonable commercial terms and procedures
and within a reasonable time;
(b) where a non-voluntary license is sought under Article 49
and 50, proof that the applicant is capable of industrially

working the patented invention.

Article 52 Grant of non-voluntary license

(1) The competent domestic court shall consider whether the
application for the grant of a non-voluntary license satisfies
the requirements of Article 51 above. Where the application does
not satisfy such requirements, the court shall reject it. Before

rejecting the application, the court shall inform the applicant
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of the defects in his application and shall allow him to make the

necessary corrections.

(2) Where the application for the grant of a non-voluntary
license satisfies the requirements of Article 51 above, the
competent domestic court shall notify it to the owner of the
patent concerned and to any licensee whose name appears in the
register of patents, and shall invite them to submit written
observations on the application within three months. Such
observations shall be communicated to the applicant. The court
shall likewise notify the application to any government
authorities concerned. The court shall hold a hearing on the
application and the observations received, to which the
applicant, the owner of the patent, any licensee whose name
appears in the register of patents and any government authorities

concerned shall be summonsed.

(3) Once the proceedings prescribed in paragraph (2) above have
been completed, the court shall rule on the request, either

granting or refusing the non-voluntary license.

(4) Where the non-voluntary license is granted, the decision of
the court shall specify the following:
(a) the scope of the license, specifying in particular the acts
referred to in Article 6(3) of this Annex which it encompasses
and the period for which it is granted, it being understood
that a non-voluntary license granted under Article 49 or 50
above may not encompass the act of importation; and
(b) the amount of the remuneration owed by the licensee to the
owner of the patent; failing agreement between the parties,
such remuneration shall be equitable, with due regard to all
the circumstances of the case. The amount of the remuneration
shall be subject to judicial review on application by the

beneficiary of the non-voluntary license or the patentee.

(5) The decision of the court shall be reasoned. Once the
decision is final, it shall be transmitted to the Organization by

the more diligent party.

(6) The Organization shall enter it into the special register and

publish a notice thereof. The Organization shall notify the
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decision to any licensee whose name appears in the special

register of patents.

Article 53 Rights and obligations of the holder of a non-
voluntary License

(1) After the expiry of the time limit for appeal specified in
Article 56 of this Annex, or once an appeal decision has been
handed down that wholly or partly upholds the decision by which
the competent domestic court granted the non-voluntary license,
the grant of the license shall authorize the licensee to work the
patented invention according to the terms laid down in the
decision of the court or in the appeal decision, and shall
require him to pay the remuneration specified in the judicial

decisions.

(2) The grant of a non-voluntary license shall not affect either
license contracts in force or non-voluntary licenses in force and
shall not preclude the conclusion of other license contracts or
the grant of other non-voluntary licenses. However, the patentee
may not grant to other licensees more favorable terms than those

of the non-voluntary license.

Article 54 Limitation of the non-voluntary license

(1) A beneficiary of a non-voluntary license may not grant any
third party permission to perform any of the acts that he is
authorized to perform under the non-voluntary license without the

consent of the owner of the patent.

(2) Notwithstanding the provisions of paragraph (1) above, a non-
voluntary license may be transferred together with the
establishment of the beneficiary of the non-voluntary license or
with the portion of his establishment that exploits the patented
invention. No such transfer shall be valid without the
authorization of the competent domestic court. Before granting
the authorization, the court shall afford the owner of the patent
a hearing. The court shall notify the authorization to the
Organization, which shall register and publish it. Any transfer
authorized shall mean that the new beneficiary of the non-
voluntary license shall accept the same obligations as those that

were incumbent on the former beneficiary.

66



Article 55 Amendment and withdrawal of the non-voluntary license
(1) On the request of the owner of the patent or the beneficiary
of the non-voluntary license, the competent domestic court may

amend the decision on the grant of the nonvoluntary license where

new facts justify such amendment.

(2) At the request of the owner of the patent, the competent
domestic court shall withdraw the non-voluntary license:
(a) if the grounds for its grant have ceased to exist;
(b) if the beneficiary exceeds the scope of the license under
Article 52 (4) (a) above; or
(c) if the beneficiary is in arrears with the payment of the
remuneration referred to in Article 52 (4) (b) above. In the
situations provided for in sub-paragraphs (a) and (b) above,

the withdrawal may be requested by the other licensees.

(3) Where the non-voluntary license is withdrawn under paragraph
(2) (a) above, the beneficiary of the non-voluntary license shall
be allowed a reasonable period within which to cease working the
invention, where immediate cessation would have serious adverse

consequences for him.

(4) The provisions of Articles 51 and 52 of this Annex shall
apply to the amendment or withdrawal of the non-voluntary

license.

Article 56 Appeals

(1) Within one month of the publication specified in Articles

52 (6) above, the owner of the patent, the licensee whose name
appears in the special register or any person who has sought the
grant of a non-voluntary license may appeal to the competent
higher court against a decision taken under Articles 52(3), 54(2)

or 55 above.

(2) The appeal referred to in paragraph (1) above contesting the
grant of a non-voluntary license, the authorization to transfer a
non-voluntary license or the amendment or withdrawal of a non-

voluntary license shall have suspensive effect.

(3) The decision on appeal shall be notified to the Organization,

which shall register and publish it.
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Article 57 Cessation of the obligations of the beneficiary of the
non-voluntary license

Any action seeking invalidation of the patent shall be directed
against the patentee. If a final legal judgement declares the
patent invalid, the beneficiary of the non-voluntary license
shall be released from all obligations resulting from the

decision granting him the non-voluntary license.

SECTION II NON-VOLUNTARY LICENSES FOR NATIONAL EMERGENCIES
Article 58 Non-voluntary licenses in the national interest

(1) Where a patent is wvital to the economy of a country, public
health or national defense, or where its non-working or
insufficient working severely jeopardizes meeting the country’s
needs, it may be subjected to the non-voluntary licensing regime
by administrative order of the competent Minister of the Member

State concerned.

(2) The administrative order referred to in paragraph (1) above
shall determine the following after negotiation among the
interested parties, the administration or the beneficiary
organization:
(a) the term of the license;
(b) the scope of the license, in particular authorized acts of
working the patent, including importation, quantities of
products and the territorial scope of the license champ; and

(c) the amount of the fees.

(3) Failing amicable agreement between the owner of the patent
and the administration concerned on the conditions governing the
license as set forth in paragraph 2 above, said conditions shall
be fixed by authority of the competent Minister of the Member
State. However, these conditions may be revised by the competent

domestic court seized by the more diligent party.
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PART VI OTHER LEGAL PROCEEDINGS AND PROCEDURE

SECTION I COMMON PROVISIONS

Article 59 Competent courts
(1) Civil action concerning patents shall be brought before the

competent domestic courts and heard as for summary proceedings.

(2) Where action for counterfeiting is brought before the
competent domestic court for criminal matters, it shall rule on
the challenges brought by the defendant regarding either
invalidity or forfeiture of the patent, or matters relating to

ownership of the patent.

Article 60 Acts prior to grant

Acts occurring prior to the grant of a patent shall not be
considered to have infringed the rights relating thereto.
However, acts may be recorded and prosecuted where they occur
after notification to the alleged counterfeiter of an official
copy of the specification of the invention attached to the patent
application. In such case, the competent domestic court seized
shall suspend its ruling until the publication of the grant of
the patent.

Article 61 Claim of ownership before the court

(1) Where a patent is issued or acquired either for an invention
in infringement of the rights of the inventor or his successors
in title, or in violation of a legal or contractual obligation,

the injured party may claim ownership of the patent.

(2) Action to establish title shall be brought within three years

of the publication of the grant or acquisition of the patent.

(3) However, in case of bad faith at the time of the grant or
acquisition of the patent, the time limit shall be three years

with effect from the exhaustion of the patent right.

(4) The final decision transferring the patent shall be notified
to the Organization by the more diligent party. The Organization
shall enter it into the special register and publish a notice to

that effect. It shall notify the decision to any beneficiary of a
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license whose name appears in the special register.

SECTION II CIVIL AND CRIMINAL ACTION

Article 62 Counterfeiting

(1) Subject to the provisions of Articles 7 and 49 to 58, any
infringement of the rights of the patent owner, by making use of
the means that are the object of his patent, by concealment, by
sale or offering for sale or by bringing into the territory of

one of the Member States, shall constitute counterfeiting.

(2) Counterfeiting incurs the civil and criminal responsibility

of perpetrators.

(3) Counterfeiting may be proven by all means.

Article 63 Cause of action

(1) Action for counterfeiting shall be brought by the patentee.
Nonetheless, the beneficiary of an exclusive right of working and
the holder of a non-voluntary license may bring action for
counterfeiting, unless otherwise provided for if, after notice is
served, the patentee does not avail himself of this right within

three months of the notice.

(2) Any licensee may intervene in action for counterfeiting
brought by the patentee, in order to obtain reparation for his

own prejudice suffered.

Article 64 Preventing infringement

(1) Any person empowered to bring action for counterfeiting may
make an urgent application to the competent domestic court
seeking, 1f necessary under financial compulsion, an order
against the alleged counterfeiter or the intermediaries whose
services he uses, instituting any measure intended to prevent an
imminent infringement of the rights vested in the title or to

prevent the continuation of the alleged infringement.

(2) The competent domestic court may also order all urgent
measures on application, where circumstances require that such
measures should not be taken inter partes, in particular where

any delay is likely to be irreparably prejudicial to the
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applicant. On receipt of an urgent or ex parte application, the
court may only order the measures sought if the evidence,
reasonably accessible to the applicant, make it likely that his

rights are being infringed or that such infringement is imminent.

(3) The competent domestic court may prohibit the continuation of
the alleged acts of counterfeiting, make such acts contingent on
guarantees intended to secure compensation for the applicant, if
warranted, or order the seizure or transfer to a third party of

the products suspected of infringing the rights conferred by the
title, to prevent their introduction or circulation in commercial

channels.

(4) On receipt of an urgent or ex parte application, the
competent domestic court may make the measures it orders
contingent on the provision of guarantees by the applicant for
the purpose of compensating the defendant if the proceedings for
counterfeit are later found to be without basis or if the

measures are cancelled.

(5) Where measures taken to stop an infringement of rights are
ordered before action is brought on the merits, the applicant
shall bring action, either before a civil or criminal court,
within 20 days with effect from the day following the day on
which the measures are implemented. Otherwise, on application by
the defendant, who is not required to provide reasons for his
application, the measures ordered shall be cancelled, without

prejudice to any damages that may be claimed.

Article 65 Seizure for counterfeiting

(1) Any person with the locus standi to proceed against
counterfeit is entitled to take measures anywhere, including at
the border, to effect either a detailed inventory, with or
without the taking of samples, or the physical seizure of the

allegedly counterfeit products or procedures.

(2) Seizure for counterfeiting is effected by any bailiff, public
officer or judicial officer, including customs officials,
assisted if applicable by one or more experts designated by the
applicant, following an order by the competent domestic court,

made on application and on presentation of the patent. Where
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necessary, the customs authorities shall immediately inform the
applicant and the importer of the execution of the measures

ordered.

(3) Where grounds for seizure exist, the above-mentioned order
may require the applicant to make a security deposit, which he
must provide before the seizure is effected. The deposit shall be
adequate without deterring applicants from availing themselves of

the procedure.

(4) The security deposit shall always be required of foreigners

seeking a seizure.

(5) The person in possession of the objects identified or seized
shall be given a copy of the order and, where appropriate, a copy
of the document attesting the deposit of security, on pain of
invalidity and damages against the bailiff, public officer or

judicial officer or the customs official, as the case may be.

Article 66 Time limit for initiating proceedings on the merits
Should the applicant fail to institute criminal or legal
proceedings within 10 days of the seizure or inventory, such
seizure or inventory shall ipso jure be void, without prejudice

to any damages that may be claimed.

Article 67 Evidence
(1) For the purposes of the civil proceedings for infringement of
the owner’s rights referred to in Article 6, if the subject
matter of the patent is a process for making a product, the court
shall be empowered to order the defendant to prove that the
process used to make an identical product is different from the
patented process in one of the following situations:
(a) the product made by the process is new; or
(b) there is a high probability that the identical product was
made by means of the process and the owner of the patent was
unable, in spite of reasonable efforts, to establish what

process was actually used.

(2) Where evidence to the contrary is brought, the legitimate
interests of the defendant in the protection of his manufacturing

secrets shall be safeguarded.
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Article 68 Search for information

(1) If so requested, the competent domestic court may, if
necessary under financial compulsion and for the purposes of
determining the origin and distribution networks of the
counterfeit products or processes that are violative of the
applicant’s rights, order the disclosure of all documentation or
information held by the defendant or by any person found in
possession of counterfeit products or found applying counterfeit
processes or providing services used in counterfeiting or
reported to be involved in the production, manufacture or
distribution of such products, the application of such processes

or the provision of such services.

(2) The disclosure of documents or information may be ordered if

there is no legitimate impediment.

(3) The documents or information sought shall concern the
following:
(2) the names and address of producers, manufacturers,
distributors, suppliers and other persons previously in
possession of products, processes or services, as well as of
wholesalers and retailers; and
(b) the quantities produced, sold, delivered, received or
ordered, as well as the price for which the products, processes

or services were sold.

Article 69 Determination of damages

The court seized of the matter shall calculate the amount of the
damages, having regard to the adverse financial effects,
including loss of earnings, suffered by the prejudiced party, the
profit made by the counterfeiter and the moral damages caused to

the title owner as a result of the violation.

Article 70 Limitation of time
The counterfeit proceedings provided for in this chapter shall be
limited to five years with effect from the date of the alleged

acts.

Article 71 Counterfeiting offense and criminal penalties
The offense of counterfeiting shall be punishable by imprisonment

for one to three years and a fine of 5,000,000 to 30,000,000 CFA
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francs or one of these penalties alone, without prejudice to

civil damages.

Article 72 Aggravating circumstances
(1) In the event of recidivism or aggravating circumstances, the

above-mentioned penalties shall be doubled.

(2) Recidivism occurs where an offender has been convicted of one
of the offenses provided for in this Annex within the five

previous years.

(3) The penalties provided for in Article 71 above shall be
doubled if the counterfeiter is a person who has worked or been
employed in the workshop or establishment of the patentee or if
the counterfeiter, in association with a worker or employee of
the patentee, thereby had knowledge of the processes described in

the patent.

(4) In the latter case, the worker or employee may be prosecuted

as an accomplice.

Article 73 Mitigating circumstances
The provisions of legislation in Member States regarding
mitigating circumstances shall apply to offenses provided for in

this Annex.

Article 74 Initiation of criminal proceedings
Criminal proceedings may be brought concurrently by the Public

Prosecutor’s Office and the prejudiced party.

Article 75 Additional penalties

(1) In the event of a conviction, the competent domestic court in
civil or criminal matters shall order the confiscation or
destruction of objects found to be counterfeit depending on their
nature and, where applicable, the confiscation or destruction of
implements or tools specially intended for their manufacture, in
respect of the counterfeiter, the receiver, the introducer or the

retailer.

(2) The competent domestic court may also order any appropriate

measures to publicize the verdict, in particular its posting or
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publication in whole or as excerpts in such newspapers or on such
online public communication services as it designates, according

its stipulations.

(3) The measures provided for in paragraph (2) above may be

instituted even in the event of an acquittal.

(4) In the event of a conviction, the competent domestic ciwvil
court may order in addition to the publicity measures referred to
in the preceding paragraph, at the request of the prejudiced
party, that the products found to be counterfeit and the
materials and instruments principally employed in their creation
or manufacture be withdrawn from channels of trade, permanently
removed from such channels, destroyed or confiscated for the

benefit of the prejudiced party.

(5) The measure provided for in this article shall be ordered at

the cost of the counterfeiter.

Article 76 Usurpation

Any person who, by means of signs, advertisement, marks or stamps
improperly avails himself of the status of owner of a patent
issued in accordance with this agreement and its implementing
regulations or after the expiry of a previous patent shall be
punishable by a fine of 1,000,000 to 5,000,000 CFA francs. In the

event of recidivism, the fine may be doubled.

SECTION III BORDER MEASURES

Article 77 Measures on request
(1) The customs administration may, on written application by any
person, supported by proof of his right, detain any goods it

suspects to be counterfeit when conducting controls.

(2) The public prosecutor, the applicant and the importer of the
goods shall be immediately informed by the customs services of

such detention.

(3) The detention measure shall be lifted ipso jure within 10
working days of the notification of the detention of the goods if

the applicant fails to provide proof to the customs services:
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(a) of the interim measures; or

(b) of his application to the competent domestic court in
either civil or criminal matters and his provision, where
applicable, of the requisite guarantees to cover any
responsibility he may incur where the alleged counterfeiting is

ultimately not found to exist.

(4) For the purposes of taking the legal action referred to in
the preceding paragraph, the applicant may request communication
by the customs administration of the names and addresses of the
sender, importer and intended recipient of the detained goods,
together with their gquantity, notwithstanding provisions
governing professional secrecy by which customs officials are
bound.

(5) On expiry of the 10-day time limit mentioned in paragraph (3)
above, where the decision to suspend the free movement of goods
is not taken by a judicial authority or by an independent
administration, the owner, the importer or the intended recipient
of the goods may, on payment of a security deposit, cause the

detention order to be suspended.

Article 78 Ex-Officio action

(1) The customs authorities may ex officio decide to detain
suspect goods where they have prima facie evidence that the goods
are counterfeit. The authorities may at any time request the
owner of the title to provide any information that might assist

them in exercising their powers.

(2) The holder of the right, the importer and the exporter shall

be immediately informed of the detention.
(3) The liability of the customs authorities may be incurred in

the event of unjustified detention, save where they acted in good
faith.
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PART VII MISCELLANEOUS, TRANSITIONAL AND FINAL PROVISIONS

Article 79 Continuing validity of patents granted or recognized
pursuant to the Bangui Agreement, Act of February 24, 1999

(1) Patents granted pursuant to the provisions of the Bangui
Agreement, Act of February 24, 1999 and its Annex I shall remain

valid.

(2) The rights granted by the said patents shall end on their

normal expiry date in accordance with this Article.

Article 80 Acquired rights

(1) This Annex shall apply to applications for patents filed as
from the date of its entry into force, subject to the rights
acquired under Annex I of the Bangui Agreement, Act of February
24, 1999.

(2) Applications for patents filed before the date of entry into
force of this Annex shall remain subject to the rules that were

applicable at the time of their filing.

(3) Nonetheless, the exercise of rights arising from patents
granted in accordance with paragraph

(2) above shall be subject to the provisions of this Annex as
from the date of its entry into force, subject to acquired

rights, which shall be maintained.

(4) Annex I of the Bangui Agreement, Act of February 24, 1999 is

repealed.
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ANNEX II UTILITY MODELS

PART I GENERAL PROVISIONS

Article 1 Definition and criteria

(1) Within the meaning of this Annex, utility models protected by
registration certificates granted by the Organization shall be
implements of work or objects intended to be utilized or parts of
such implements or objects, provided they are useful for the work
or employment for which they are intended on account of a new
configuration, a new arrangement or a new component device and

are industrially applicable.

(2) The following in particular shall not be considered to be
objects of a utility model within the meaning of paragraph (1)
(a) discoveries, scientific theories and mathematical methods;
(b) esthetic creations;
(c) schemes, rules or methods in performing mental acts, for
playing games or in doing business, or computer programs; and

(d) presentations of information.

(3) The provisions of paragraph (2) above shall not exclude
protection as a utility model, save where the protection is
requested for the above-mentioned elements or activities

considered as such.

Article 2 Novelty

(1) The implement or object or the parts of the one or the other
as specified in Article 1 above shall not be considered new if,
on the date of the filing of the application for registration
with the Organization, they have been described in publications
or if they have been publicly used on the territory of a Member

State or a third-party State for at least six months.

(2) The novelty referred to in paragraph (1) above shall not be
denied if, during the twelve months preceding the date specified
in paragraph (1) above, the implement or object or the parts of
the one or the other have been the subject of a disclosure
resulting from the following:

(a) manifest abuse against the applicant or his predecessor in

title; or
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(b) the fact that the applicant or his predecessor in title
displayed them at an official or officially recognized

international exhibition.

Article 3 Industrial applicability

A utility model shall be considered industrially applicable if
its object can be made or used in any kind of industry. The term
“industry” shall be understood in its broadest sense and shall in
particular encompass handicrafts, agriculture, fishery and

services.

Article 4 Subject matter not protected as a utility model

(1) A utility model according to Article 1 of this Annex may be
not registered if it is contrary to public policy or morality,
public health, the national economy or national defense, it being
understood that the exploitation of the said model shall not be
considered contrary to public policy or morality merely because

it is prohibited by law or regulation.

(2) No utility model may be protected under this Annex if it has
already been the subject of a patent or a utility model
registration based on a prior application or an application

validly claiming an earlier priority.

Article 5 Rights conferred

Subject to the conditions and within the limits fixed by this
Annex, the owner of a certificate of registration shall have the
right to prohibit any person from exploiting the utility model by
performing any of the following acts: manufacturing, offering for
sale, selling and utilizing the utility model, and importing and
holding it for the purposes of offering it for sale, selling it

or utilizing it.

Article 6 Term of protection

Subject to the provisions of Article 35 below, the term of
protection conferred by the certificate of registration of a
utility model shall expire at the end of the tenth year with

effect from the filing date of the application for registration.
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Article 7 Right to the certificate of registration of the utility
model

(1) The right to the registration of a utility model shall belong
to the inventor; the applicant shall be deemed to be the owner of
the right.

(2) If and where several persons have created the same invention
independently of one another, the right to registration as a
utility model shall belong to the person who filed the
application whose filing date or, in the event of a priority
claim, whose validly claimed priority date, 1is earliest, provided

the application is not withdrawn, abandoned or refused.

(3) Where several persons have jointly created an invention, the
right to its registration as a utility model shall belong to them
jointly; the title shall be granted to them as joint owners.

(4) The right to the registration of a utility model may be

assigned or transferred by succession.

(5) If a person not entitled to a registration certificate for
the utility model files an application, the entitled person may
institute proceedings for transfer of the application or, where
the title has already been granted, the transfer of the
certificate of registration for the utility model. The
proceedings for the transfer of the application shall be subject
to a five-year time limit as from the date of publication of the
certificate of registration for the utility model. Proceedings
against a defendant who acts in bad faith shall not be time-

barred.

Article 8 Joint ownership of the certificate of registration of
the utility model

Unless otherwise stipulated, joint ownership of a certificate of
registration of a utility model shall be governed by the
following provisions:

(a) Each joint owner may work the invention to his profit,
provided he makes fair compensation to the other joint owners who
are not personally working the invention or have not granted
exploitation licenses. In the absence of an amicable agreement,

such compensation shall be determined by the competent domestic
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court.

(b) Each of the joint owners may bring action for counterfeiting
to his sole benefit. The joint owner who brings action for
counterfeiting shall notify the application to the court to the
other joint owners; any ruling on the action shall be held in
abeyance until proof of such notification is provided.

(c) Each joint owner may grant a non-exclusive exploitation
license to a third party, to his benefit, provided he makes fair
compensation to the other joint owners who are not personally
working the invention or have not granted exploitation licenses.
In the absence of an amicable agreement, such compensation shall
be determined by the competent domestic court. Nonetheless, the
intention to grant a license shall be notified to the other joint
owners, together with an offer to transfer the share at a
specific price. Within three months of such notification, any of
the joint owners may challenge the granting of the license,
provided he acquires the share of the person who wishes to grant
the license. Failing agreement as provided for in the preceding
paragraph, the price shall be determined by the competent
domestic court. The parties shall have one month with effect from
the notification of the first instance or appellate judgement to
relinquish the grant of the license or the purchase of the joint
ownership share without prejudice to any damages owed; costs
shall be borne by the relinquishing party.

(d) An exclusive exploitation license may only be granted with
the agreement of all the joint owners or by leave of the court.
(e) Each joint owner may assign his share at any time. Joint
owners shall have a right of first refusal for three months as
from the notification of the intent to assign. Failing agreement
as to price, the price shall be determined by the competent
domestic court. Parties shall have one month with effect from the
notification of the first instance or appellate judgement to
relinquish the sale or purchase of the joint owner’s share,
without prejudice to any damages due. The costs shall be borne by
the relinquishing party.

(f) A joint owner of a certificate of registration of a utility
model may notify other joint owners that he is relinquishing his
share to their benefit. With effect from the notification of such
relinquishment to the Organization, the joint owner in question
shall be discharged from all obligations in respect of the other

joint owners, who shall divide the relinquished share among
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themselves in proportion to their rights in the joint ownership,

unless otherwise agreed.

Article 9 Creations by employees and on order

(1) Where the inventor of a utility model is an employee, the

right to the industrial property title, in the absence of

contractual provisions more favorable to the employee, shall be

governed by the following provisions:
(a) inventions made by employees in the performance either of
an employment contract encompassing an inventive task which
corresponds to their actual functions, or of studies and
research expressly assigned to them, shall belong to the
employer. In such case, an employee who makes such an invention
shall receive supplementary remuneration which, in the absence
of a determination through collective or individual
negotiation, shall be fixed by the competent domestic court.
(b) When an employee is not required by his employment contract
to engage in inventive activity, but makes an invention using
the techniques and means specific to the business or company,
or using data it has procured, the employer has the right to be
granted the ownership or enjoyment of all or part of the rights
attaching to the certificate protecting the invention of the
employee. Nonetheless, the employee shall secure a fair price
therefor which, failing agreement between the parties, shall be
fixed by the competent domestic court. The court shall take
into consideration any information that may be brought before
it, in particular by the employer and the employee, to
calculate a fair price, both depending on the initial
contribution of each party and on the industrial and commercial
utility of the invention.

(c) All other inventions shall belong to the employee.

(2) In any event, an employee who makes an invention shall
immediately inform his employer, who shall acknowledge receipt of

the information.

(3) The employee and the employer shall share all useful
information on the invention in question. They shall refrain from
any disclosure that may partly or wholly jeopardize the exercise

of the rights conferred by this Annex.
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(4) Any agreement between the employee and his employer
pertaining to an employee invention shall, on pain of invalidity,

be recorded in writing.

(5) In the event of the situation referred to in sub-paragraph
1(a) above, if the employer expressly waives the right to the

patent, the right shall belong to the employee.

(6) The provisions of this article shall also apply to employees
of the State, public bodies and any other legal person governed
by public law. However, the amount and terms of payment of the
supplementary remuneration referred to in sub-paragraph 1 (a)

shall be fixed by the national legislation of each Member State.

(7) Unless otherwise provided for in the contract, the right to
the certificate of registration of a utility model made in

fulfillment of an order shall belong to the client.

Article 10 Limitation of the rights conferred by the utility
model
(1) The rights deriving from the utility model shall not
encompass the following:
(a) acts relating to objects offered for sale in the territory
of a Member State or a third-party State by the owner of the
utility model or with his consent;
(b) the use of objects on board foreign aircraft, land vehicles
or ships that temporarily or accidentally enter the airspace,
territory or waters of a Member State;
(c) acts in relation to a registered utility model that are
carried out for experimental purposes in the course of
scientific and technical research or for educational purposes;
and
(d) acts performed by any person who in good faith on the
filing date or, where priority is claimed, on the priority date
of the application on the basis of which the utility model is
registered on the territory of a Member State, was in

possession of the utility model.

(2) The right of the possessor referred to in sub-paragraph 1 (d)
above may only be assigned with the goodwill, the business or

company or the part of thereof to which it is attached.
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PART II FORMALITIES FOR THE REGISTRATION OF UTILITY MODELS

SECTION I APPLICATIONS FOR THE REGISTRATION OF UTILITY MODELS

Article 11 Filing of the application

(1) The application for the registration of a utility model shall
be filed with the Organization or the Ministry responsible for
industrial property, in accordance with Article 8 of the
Agreement, this Annex and the procedures set forth in the

implementing regulations.

(2) The application file shall contain the following:

(a) an application addressed to the Director-General of the

Organization;

(b) proof of payment to the Organization of the requisite fees;

(c) an unstamped, private power of attorney if the applicant is

represented by an agent; and

(d) a sealed envelope containing the following:
(i) a specification stating by what configuration,
arrangement or mechanism the utility model may be useful to
the work or intended purpose, set out clearly and completely
so that a person having ordinary knowledge and skill in the
art could carry out the model;
(ii) the drawings and photographs necessary or useful for the
understanding of the specification;
(iii) a descriptive abstract summarizing the contents of the
specification;
(iv) the claim or claims defining the scope of the protection
sought, which shall not exceed the contents of the
specification referred to in sub-paragraph (i) above; and
(v) sufficient indications regarding the best manner of
carrying out the invention known to the inventor on the
filing date and, where priority is claimed, the priority date

of the application.

Article 12 Unity of the utility model

The application shall be restricted to a single principal
subject, with the details that constitute it and the uses
specified. It shall contain no restrictions, conditions or
reservations. It shall have a title describing precisely and

succinctly the purpose of the invention.
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Article 13 Claim of priority
(1) Any person wishing to avail himself of the priority of an
earlier application shall be required to attach to his
application for registration, or to submit to the Organization no
later than six months following the filing date of his
application, the following:
(a) a written declaration stating the date and number of the
earlier application, the country in which it was filed and the
name of the applicant;
(b) a certified true copy of the earlier application; and
(c) if he is not the person who filed the earlier application,
a written authorization from the applicant or his successors in
title authorizing him to avail himself of the priority in

question.

(2) The applicant who, in respect of a single application, seeks
to avail himself of two or more rights of priority shall comply
with the provisions mentioned above for each of them; he shall
also pay a fee for each right of priority claimed and shall
submit proof of payment of the fee within the same six-month

period mentioned above.

(3) Failure to present any one of the documents mentioned above
within the time limit shall automatically entail loss of the
benefit of the right of priority claimed for the application

under consideration.

(4) Any document that reaches the Organization more than six
months after the filing of the application for registration shall

be declared inadmissible.

Article 14 Conversion of a patent application into an application

for registration of a utility model and vice versa

(1)
(a) At any time prior to the grant of a patent or the rejection
of his patent application, a patent applicant may, on payment
of the prescribed fee, convert his application into an
application for registration of a utility model, which shall be
accorded the filing date of the original application.
(b) At any time prior to the grant of a certificate of

registration of a utility model or the rejection of his

85



application, the applicant for the registration of a utility
model may, on payment of the prescribed fee, convert his
application into a patent application, which shall be accorded

the filing date of the original application.

(2)
(a) Where a patent application is converted under paragraph
1 (a) above into an application for registration of a utility
model, it shall be deemed to have been withdrawn and the
Organization shall enter a “withdrawn” notice in the register
of patents.
(b) Where an application for the registration of a utility
model is converted under paragraph 1(b) above into a patent
application, it shall be deemed to have been withdrawn and the
Organization shall enter a “withdrawn” notice in the register

of utility models.

(3) An application may not be converted more than once under

paragraph (1).

Article 15 Inadmissibility due to non-payment

No application for registration of a utility model shall be
admissible if it is not accompanied by a document attesting
payment of the application and publication fees to the

Organization.

Article 16 Filing date
The Organization shall grant as the filing date the date of
receipt of the application drafted in one of its working
languages, provided that at the time of filing, the application
contains the following:
(a) an express or implicit indication that the grant of a
certificate of registration of a utility model is sought;
(b) information whereby the identity of the applicant may be
established;
(c) a part which, prima facie, purports to be the description
of an invention and one or more claims; and

(d) proof of payment of the prescribed fees.

Article 17 Publication of the application

(1) For each application for the registration of a utility model,
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the Organization shall publish the following information:
(a) the number of the application for the registration of a
utility model;
(b) the filing date of the application;
(c) the company name and the surname, first name and address of
the applicant;
(d) the name and address of the inventor, unless the inventor
has requested not to be mentioned in the application for the
registration of the utility model;
(e) the name and address of the agent, if any;
(f) a statement of any priority or priorities, if such have
been validly claimed;
(g) the priority date, the name of the country or countries in
which the prior application was filed and the number of the
prior application;
(h) the title of the utility model;
(1) the abstract of the utility model;
(7J) the date and number of the international application; as
the case may be; and

(k) the international patent classification symbols.

(2) For each application for the registration of a utility model,
the Organization shall also publish the specification, any claims

and the drawings, if applicable.

(3) The application for registration of a utility model shall be
published within 18 months of the filing date or the priority

date, save for international applications.

(4) Paragraph (2) above shall not apply to international

applications.

Article 18 Opposition

(1) Any interested party may oppose the issuance of a certificate
of registration of a utility model by sending to the
Organization, within three months of the publication of the
publication of the application mentioned in Article 17 above, a
written statement setting out the reasons for his opposition,
which shall be based on an infringement of the provisions of
Articles 1, 2, 3, 4 and 8 of this Annex, or of a prior registered

right belonging to the opposing party.
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(2) The Organization shall send a copy of the statement of
opposition to the applicant or to his agent, who may submit a
reasoned reply within three months, renewable once on
application. The reply shall be forwarded to the opposing party

or to his agent.

(3) Before ruling on the opposition, the Organization shall hear

the parties or their agents on request.

(4) Where the Organization considers the opposition to be well-
founded:

(a) for certain claims, or for the reasons set forth in Articles
7 and 12, it shall re-examine the application for a utility model
certificate;

(b) for all claims or for the grounds set forth in Articles 1 to
4, it shall terminate the examination of the application; and

(c) where the Organization considers the claim to be groundless,
it shall continue the examination of the application for a

utility model certificate.

Article 19 Claim of ownership before the organization

(1) Where a person not entitled to a certificate of registration
of a utility model files an application for a certificate of
registration of a utility model, the person entitled to the
certificate of registration may claim ownership of the
application before the Organization within three months of the
publication of the application, submitting a written notice

setting out the grounds for his claim.

(2) The Organization shall send a copy of the notice of claim of
ownership to the applicant or his agent, who may submit a
reasoned response to such notice within three months, renewable
once on request. The response shall be transmitted to the

claimant or his agent.

(3) Before ruling on the ownership claim, the Organization shall

hear the parties or their agents on request.

(4) The decision of the Organization on the claim of ownership
shall be appealable before the High Commission of Appeal within

60 days with effect from the notification of the decision to the
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parties concerned.

(5) The Organization shall only transfer the application if the

above-mentioned claim is well founded.

(6) The final decision on the transfer of the application shall

be recorded in the Organization’s special register.

Article 20 Division of the application
(1) Any initial application for the registration of a utility
model concerning several objects may be divided into several
applications, known as divisional applications:
(a) at least until the decision concerning the issuance of the
certificate of registration of the utility model;
(b) during and proceedings for examination, opposition or claim
or ownership of the application for registration of the utility
model; and
(c) during any appeal concerning the ruling on the claim of

ownership.

(2) Divisional applications shall maintain the filing date of the
initial application and, as the case may be, the benefit of the

right of priority.
(3) A fee is required for all divisional applications.

SECTION II GRANT OF CERTIFICATES OF REGISTRATION FOR UTILITY
MODELS

Article 21 Examination of applications

(1) An examination shall be conducted for all applications for

the registration of utility models to establish the following:
(a) the invention which is the subject of the application for
the certificate of registration is not excluded from the
protection granted by the utility model under the provisions of
Article 4 of this Annex;
(b) any claims made are consistent with article 11(2) (d) (iv) of
this Annex; and

(c) the provisions of Article 12 of this Annex are met.
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(2) A research report shall also be prepared to ascertain the
following:
(a) at the time of filing the application for the certificate
of registration, an application for a certificate of
registration filed previously or enjoying older priority that
is validly claimed, in respect of the same invention was not in
the process of being granted;
(b) the invention: (i) is new; and (ii) is industrially

applicable.

(3) For international applications under the Patent Cooperation
Treaty, the Organization may rely on the provisions of Articles
20 and 36 of the Treaty relating respectively to the
international search report and the international preliminary

examination report.

Article 22 Grant
(1) Where the Organization finds that all the conditions the
issuance of a certificate of registration have been met and that

the report referred to in Article 21

(2) above has been prepared, it shall issue the certificate of
registration of the utility model. Nonetheless, the issuance of
the certificate of registration of the utility model is at the
sole risk of applicants and without guarantee as to the
existence, novelty or merits of the invention, or as to the

fidelity or accuracy of the description.

(2) The issuance of a certificate of registration of a utility
model shall be by decision of the Director-General of the
Organization or by decision of an employee of the Organization,

acting under the authority of the Director-General.

(3) Certificates of registration based on international

applications provided for by the Patent Cooperation Treaty shall
be issued in the same form as those provided for in paragraph 13
(2) above, with the addition of a reference to the international

publication provided for in the Patent Cooperation Treaty.
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Article 23 Rules governing rejection

(1) Any application failing to comply with the stipulations of
Article 11, save for the provision in sub-paragraph (b) thereof
and the stipulations of Article 12, shall be irregular. Such
irregularity shall be notified to the applicant or his agent, who
shall be invited to provide the proper documents within three
months of the date of notification. This time limit may be
extended by 30 days in case of justified necessity, on
application by the applicant or his agent. An application that is
regularized within the prescribed time limit shall maintain the

date of the initial application.

(2) Where the regularized documents are not provided within the
prescribed time limit, the application for a certificate of

registration of a utility model shall be rejected.

(3) No application may be rejected under the terms of paragraph
(2) above if the applicant or his agent has not been invited to
correct the application according to the prescribed terms and

procedure.

(4) Notwithstanding the provisions of paragraph (4) above, the
Organization may correct obvious clerical errors contained in

applications.

(5) The applicant may file an appeal with the High Commission of
Appeal within 60 days of the notification of the rejection. A
decision by the High Commission of Appeal shall not be
appealable.

SECTION III CERTIFICATES OF ADDITION

Article 24 Right to certificates of addition

(1) Throughout the duration of the utility model, the inventor of
a utility model or the successors in title of a certificate of
registration of the utility model shall have the right to make
changes, improvements or additions, to the invention by meeting

the formalities stipulated in Articles 11 and 13 of this Annex.

(2) Such changes, improvements or additions shall be attested by

certificates issued in the same form as the main certificate of
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registration and shall have the same effect as the main
certificate of registration as from the date of their issuance.
(3) Certificates of addition taken by any of the successors in
title shall benefit all the others.

Article 25 Term of the certificate of addition

Certificates of addition shall terminate with the main
certificate of registration. Nonetheless, invalidation of the
main certificate of registration shall not invalidate as of right
the corresponding certificate or certificates of addition and,
even where absolute invalidity has been declared under the
provisions of Article 34, the certificate or certificates of
addition may survive the main certificate of registration until
the normal term of the main certificate expires, subject to
continued payment of the annual fees that would have been payable

had the certificate of registration not been invalidated.

Article 26 Conversion of an application for a certificate of
addition into an application for a certificate of registration of
a utility model

Provided that a certificate of addition has not been granted, the
applicant may effect the conversion of his application for a
certificate of addition into an application for a certificate of
registration of a utility model, the filing date of which shall
be that of the original application.

Article 27 Formalities for conversion of an application for a
certificate of addition into an application for a certificate of
registration of a utility model

Any inventor who wishes to obtain a main certificate of
registration of a utility model for a change, improvement or
addition rather than a certificate of addition expiring with the
earlier certificate of registration shall comply with the

formalities laid down in Articles 11 and 13.

Article 28 Independence of the right to exploit certificates of
registration of utility models relating to the same subject
matter

Any person who has obtained a certificate of registration of a
utility model for a creation related to the subject matter of

another utility model shall have no right to exploit the creation
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already protected and, conversely, the owner of an earlier
certificate of registration may not exploit the creation that is
the subject of the new certificate of registration of a utility

model.
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PART III PUBLICATION

Article 29 Publication of certificates of registration of utility
models
(1) The Organization shall publish the following details for each
utility model granted:
(a) the number of the certificate of registration of the
utility model;
(b) the filing number of the application;
(c) the filing date;
(d) the company name, surname, first name and address of the
applicant;
(e) the name and address of the creator of the utility model,
unless he has requested not to be mentioned in the certificate
of registration of the utility model;
(f) the name and address of the agent, if any;
(g) an indication of any priorities, if such have been validly
claimed;
(h) the date of the priority, the country in which or the
country or countries for which the earlier application was

filed and the number of the earlier application;

(i) the date of the grant of the certificate of registration;
(3J) the title of the utility model;

(k) the abstract; and

(1) the symbols of the international classification of utility

models.

(2) The implementing regulations shall fix and determine the
procedures for the publication of the utility model, any drawings

and claims and the abstract.

Article 30 Communication of descriptions, drawings and
photographs

(1) The descriptions, drawings and photographs of registered
utility models shall be kept at the Organization or, after the
publication provided for in Article 29 above, communicated on

request.

(2) With effect from the publication referred to in Article 29
above, any person may obtain official copies of the above-

mentioned descriptions, drawings and photographs.
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(3) Paragraphs (1) and (2) above shall apply to official copes
filed by applicants that have sought to avail themselves of the
priority of a previous filing and the documents entitling some of

such applicants to claim such priority.
(4) An applicant for registration who intends to avail himself of

priority of his filing abroad before the registration of the

utility model may obtain an official copy of his application.
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PART IV TRANSFER AND ASSIGNMENT OF RIGHTS AND CONTRACTUAL
LICENSES

Article 31 Transfer and assignment of rights

(1) The rights subsisting in an application for registration of a
utility model or in an application for registration of a
registered utility model shall be transferable in whole or in

part.

(2) Acts involving transfer of ownership, licensing of the right
of exploitation or assignment of such right, or a pledge or
cancellation of a pledge in respect of an application for
registration of a utility model or a registered utility model

shall, on pain of invalidity, be evidenced in writing.

Article 32 Recording of acts in the special register of utility
models

(1) The acts referred to in Article 31 above shall not be binding
on third parties unless they are entered in the special register
of utility models kept by the Organization and published in the
Official Bulletin of Industrial Property. A copy of such acts
shall be kept by the Organization.

(2) Subject to the conditions established by regulation, the
Organization shall furnish to any person who so requests a copy
of the entries in the special register of utility models, and
also a record of the entries concerning utility models that are
the subject of a pledge, or a certificate attesting the absence

of any such entries.

Article 33 Exploitation as of right of the utility model and its
improvements

(1) Persons who have obtained from the owner of a certificate of
registration of a utility model or from entitled persons the
right to exploit the utility model shall benefit as of right from
improvements made by the owner of the utility model or by the
persons entitled to the model. Conversely, the owner or entitled
persons shall benefit from improvements subsequently made to the
utility model by persons who have obtained the right to exploit
the model.
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(2) Any person entitled to benefit from the improvements
mentioned in paragraph (1) above may provide the Organization

with a copy of the document attesting the entitlement.

Article 34 License contract
(1) The owner of a certificate of registration of a utility model
may, by contract, grant to a natural person or legal entity a

license enabling him to exploit the registered utility model.

(2) The validity of the license may not be longer than that of
the utility model.

(3) The license contract shall be prepared in writing and signed

by the parties.

(4) The license contract shall be entered in the special register
of utility models. It shall not be binding on third parties until
it is entered in the register and published in the format

specified in the implementing regulations relating to this Annex.

(5) The license shall be removed from the register at the request
of the owner of the certificate of registration of the utility
model or the licensee on presentation of proof of the expiry or

termination of the license contract.

(6) Unless otherwise provided in the license contract, the grant
of a license shall not preclude the licensor from either granting
licenses to other persons, subject to notifying the licensee, or

from exploiting the registered utility model himself.

(7) The grant of an exclusive license shall preclude the licensor
from granting licenses to other persons and, in the absence of
provisions to the contrary in the license contract, from working

the registered utility model himself.

Article 35 Invalid clauses

(1) Clauses in license contracts or relating to such contracts
shall be invalid in so far as they constitute anti-competitive
practices and, in general, impose on the licensee, in the
industrial or commercial sphere, restrictions not deriving from

the rights conferred by the certificate of registration of the
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utility model or not necessary for the upholding of such rights.

(2) The following shall not be considered restrictions within the
meaning of paragraph (1) above: (a) restrictions relating to the
extent, the scope or the duration of exploitation of the
certificate of registration of the registered utility model; (b)
the obligation on the licensee to abstain from any act liable to

impair the validity of the registered utility model.

(3) Unless otherwise stipulated in the license contract, the
license shall not be assignable to third parties and the licensee

shall not be authorized to grant sublicenses.
Article 36 Ascertainment of invalid clauses

A civil court may ascertain the invalid clauses referred to in

Article 35 above at the request of any person.
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PART V NON-VOLUNTARY LICENSES

Article 37 Non-voluntary license for non-working
(1) At the request of any person made after four years with
effect from the filing date of the application for the utility
model certificate, or three years with effect from the date of
the issuance of a certificate, whichever period expires later, a
non-voluntary license may be granted where one or more of the
following conditions are met:
(a) the utility model is not being worked on the territory of a
Member State at the time the request is made;
(b) the working of the utility model on such territory does not
meet the demand for the protected product on reasonable terms;
or
(c) on account of the refusal of the holder of the certificate
of registration to grant licenses on reasonable commercial
terms and procedures, the establishment or development of
industrial or commercial activities on such territory is

unfairly and substantially prejudiced.

(2) Notwithstanding the provisions of paragraph (1) above, a non-
voluntary license may not be granted if the holder of the
certificate of registration provides legitimate reasons for the

non-working.

Article 38 Non-voluntary license for a dependent certificate of
registration

Where an invention protected by a certificate of registration of
a utility model cannot be worked without infringing the rights
under an earlier certificate of registration whose owner refuses
to authorize its use on reasonable commercial terms and
procedures, the owner of the later certificate of registration
may obtain a non-voluntary license for such use from the
competent domestic court on the same terms as those that apply to
non-voluntary licenses granted for non-working, and on the
following additional conditions:

(a) the invention claimed in the later certificate of
registration represents substantial technical progress, of
considerable economic interest, in relation to the invention
claimed in the earlier certificate of registration;

(b) the owner of the earlier certificate of registration has the
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right to a reciprocal license on reasonable terms for the use of
the invention claimed in the later certificate of registration;
and

(c) the use authorized in relation to the earlier certificate of
registration shall be unassignable save where the later

certificate of registration is also assigned.

Article 39 Request for the grant of a non-voluntary license

(1) The application for the grant of a non-voluntary license
shall be made to the competent domestic court of the domicile of
the owner of the certificate of registration or, if he is
domiciled abroad, to the civil court of either his elected
domicile or the place in which he has named an agent for the
purposes of filing. Only applications made by persons domiciled
on the territory of a Member State shall be considered. The owner
of the certificate of registration or his agent shall be informed

thereof without delay.

(2) The application shall contain the following:
(2) the name and address of the requester;
(b) the title of the certificate of registration and the number
of the certificate of registration in respect of which a non-
voluntary license is requested;
(c) evidence that the working of the registered utility model
on the abovementioned territory does not meet demand for the
protected product on reasonable terms; and
(d) in the case of a non-voluntary license requested under
Articles 37 and 38 above, a statement by the requester in which
he undertakes to work the registered utility model on the
territory of one of the Member States in such a way as to meet

the needs of the market.

(3) The request shall be accompanied by the following:
(a) proof that the requester has previously approached the
owner of the certificate of registration, by registered letter,
requesting a contractual license, but has been unable to obtain
such a license from him subject to reasonable commercial terms
and procedures and within a reasonable time;
(b) in the case of a non-voluntary license requested under
Article 37 or 38, proof that the requester is capable of

working the registered model.
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Article 40 Grant of non-voluntary license

(1) The competent domestic court shall consider whether the
application for the grant of a non-voluntary license satisfies
the requirements of Article 39 above. If the application does not
satisfy those requirements, the court shall reject it. Before
rejecting the application, the court shall inform the applicant
of the defects in his request and shall allow him to make the

necessary corrections.

(2) Where the application for the grant of a non-voluntary
license satisfies the requirements of Article 39 above, the
competent domestic court shall notify it to the owner of the
certificate of registration concerned and to any licensee of the
invention, and shall invite them to submit their written
observations on the application within three months. The
observations shall be communicated to the applicant. The court
shall likewise notify the application to any government
authorities concerned. The court shall hold a hearing on the
application and the observations received to which the applicant,
the owner of the certificate of registration, any licensee
referred to above and any government authorities concerned shall

be invited.

(3) Once the procedure prescribed in paragraph (2) above has been
completed, the competent domestic court shall take a decision on
the application, either granting or refusing the non-voluntary

license.

(4) If the non-voluntary license is granted, the decision of the
competent domestic court shall stipulate the following:
(a) the scope of the license, specifying in particular the acts
referred to in Article 5 of this Annex to which it extends and
the period for which it is 20 granted, it being understood that
a non-voluntary license granted under Article 37 or 38 above
may not include the act of importation;
(b) the amount of the remuneration to be paid by the licensee
to the owner of the certificate of registration; failing
agreement between the parties, such remuneration shall be
equitable, due regard being had to all the circumstances of the
case. The remuneration may be subject to judicial revision on

application by the beneficiary of the non-voluntary license or
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the owner of the certificate of registration.

(5) The decision of the competent domestic court shall be
reasoned. The final decision shall be transmitted to the

Organization by the most diligent party.

(6) The Organization shall enter the decision in the special
register and shall notify it to any licensee whose name appears

in the special register.

Article 41 Rights and obligations of the holder of a non-
voluntary license

(1) After the expiry of the time limit for appeal specified in
Article 44 of this Annex, or once an appeal decision has been
handed down that wholly or partly upholds the decision by which
the competent domestic court granted the non-voluntary license,
the grant of the license shall authorize the licensee to exploit
the invention protected by the utility model according to the
terms laid down in the decision of the competent domestic court
or in the appeal decision, and shall require him to pay the

remuneration specified in the said decisions.

(2) The grant of a non-voluntary license shall not affect either
license contracts in force or non-voluntary licenses in force and
shall not preclude the conclusion of other license contracts or
the grant of other non-voluntary licenses. However, the owner of
the certificate of registration may not grant to other licensees

more favorable terms than those of the non-voluntary license.

Article 42 Limitation of the non-voluntary license

(1) The beneficiary of the non-voluntary license may not, without
the consent of the owner of the certificate of registration,
grant any third party permission to perform any of the acts that

he is authorized to perform under the non-voluntary license.

(2) Notwithstanding the provisions of paragraph (1) above, a non-
voluntary license may be transferred together with the goodwill,
the business or establishment working the invention for which a
certificate of registration has been issued. No such transfer
shall be valid without the authorization of the competent

domestic court. Before granting the authorization, the court

102



shall afford the owner of the certificate of registration the
opportunity to submit his views. It shall notify the
authorization to the Organization, which shall register and
publish it. Following any transfer so authorized, the new
beneficiary of the non-voluntary license shall accept the same
obligations as those that were incumbent on the former

beneficiary.

Article 43 Amendment and withdrawal of the non-voluntary license
(1) On application by the owner of the certificate of
registration or the beneficiary of the non-voluntary license, the
competent domestic court may amend the decision on the grant of

the non-voluntary license where new facts justify such amendment.

(2) On application by the owner of the certificate of
registration, the competent domestic court may withdraw the non-
voluntary license:
(a) if the grounds for its grant have ceased to exist;
(b) if the beneficiary fails to comply with the scope defined
in accordance with Article 40(4) (a) above; and
(c) if the beneficiary is in arrears with the payment of the
compensation referred to in Article 40 above. In the cases
provided for in sub-paragraphs (a) and (b) above, withdrawal

may be sought by the other licensees.

(3) Where the non-voluntary license is withdrawn under paragraph
(2) (a) above, the beneficiary of the non-voluntary license shall
be allowed a reasonable period within which to cease working the
invention where immediate cessation would have serious adverse

consequences for him.

(4) The provisions of Articles 39 and 40 of this Annex shall
apply to the amendment or withdrawal of the non-voluntary

license.

Article 44 Appeals

(1) Within one month of the publication specified in Articles
40(6), the owner of the certificate of registration of the
utility model, the beneficiary of a license for the invention or
any person who has sought the grant of a non-voluntary license

may lodge an appeal with the competent higher court against a
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decision taken under Articles 40(3), 42(2) or 43 above.

(2) The appeal referred to in paragraph (1) above contesting the
grant of a non-voluntary license, the authorization to transfer a
non-voluntary license or the amendment or withdrawal of a non-

voluntary license shall have suspensive effect.

(3) The decision on appeal shall be notified to the Organization,

which shall enter it into the special register and publish it.22

Article 45 Defense of rights granted

(1) Any beneficiary of a contractual or non-voluntary license may
request the owner of a certificate of registration by registered
letter to bring the necessary judicial action for civil or
criminal penalties for any violation, mentioned by the said

beneficiary, of the rights under the certificate of registration.

(2) If, within three months of the request provided for in
paragraph (1) above, the owner of the certificate of registration
refuses or fails to institute the action referred to in the
preceding paragraph, the beneficiary of a license that has been
registered may institute the action in his own name, without

prejudice to the owner’s right to intervene in the action.

Article 46 Cessation of the obligations of the beneficiary of the
non-voluntary license

Any action seeking invalidation of the certificate of
registration shall be directed against the owner of the
certificate. If a final judicial decision declares the
certificate of registration invalid, the beneficiary of the non-
voluntary license shall be discharged from all obligations
resulting from the decision granting him the non-voluntary

license.

Article 47 Non-voluntary licenses in the national interest

(1) Where a certificate of registration for a utility model is
vital to the national economy, public health or national defense,
or where its non-working or insufficient working has severe
adverse effects on meeting the country’s needs, it may be
subjected to a nonvoluntary license by an administrative order of

the competent Minister of the Member State concerned. Such act
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shall determine, on negotiation between the interested parties,
the government or the beneficiary body as to the duration and
scope, 1in particular acts of working, including importation, the
quantities of products, the territory or the region to be covered
by the non-voluntary license and the amount of the fees. Non-
voluntary licenses for health needs shall be subject to the same
conditions as those fixed in Article 37(1) of this Annex. Where
the license is intended to remedy an anti-competitive practice or
in case of emergency, the Ministry shall not be required to seek

an amicable agreement.

(2) Failing agreement between the owner of the utility model and
the Ministry concerned in regard to the duration and scope of the
non-voluntary license and the amount of the fees, such shall be
fixed by the competent Minister of the Member State on his own
authority. However, they may be reviewed on application of the

most diligent party.

Article 48 Licenses as of right

(1) Subject to compliance with the clauses of a previously
registered license, the owner of a certificate of registration of
a utility model may request the Organization to enter into the
register in respect of his certificate of registration of a
utility model the indication “license as of right”. Such
indication shall then be entered in the special register of

utility models and immediately published by the Organization.

(2) This indication in the register enables anyone to obtain a
license to exploit the said certificate of registration under
conditions which, failing agreement between the interested
parties, shall be fixed by the competent domestic court.

Furthermore, it shall entail a reduction of the annual fee.

(3) The owner of the certificate of registration may at any time
request the Organization to remove the “license as of right”
indication. If no license is extant, or by unanimous consent of
all the beneficiaries of the license, the Organization shall
remove the indication, on payment of the annual fees that should
have been paid if this indication had not been made in the

register.
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(4) The provisions of Article 24 (1) of this Annex shall also
apply to licenses as of right.

(5) The beneficiary of a license as of right may not assign it or

grant subsidiary licenses by virtue of the license as of right.
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PART VI INVALIDITY, CANCELLATION AND RELATED ACTIONS

SECTION I INVALIDITY AND CANCELLATION

Article 49 Invalidity

(1) Utility models registered in the following cases shall be

declared invalid:
(a) having regard to the provisions of Article 2 and 3 of this
Annex, the utility model is not new, does not involve an
inventive step or is not capable of industrial application;
(b) the utility model is not, within the meaning of Article 4
above, registrable without prejudice to the penalties that
might be incurred for the manufacture or marketing of
prohibited articles;
(c) the specification attached to the utility model does not
conform to the stipulations of Article 11(2) (d) (1) above, or
does not state completely and truthfully the true methods of
the applicant.

(2) Certificates in respect of improvements that are not
connected with the utility model, as provided for in this Annex,

shall likewise be declared invalid.

(3) Invalidity may relate to all or only some of the claims.

Article 50 Forfeiture
(1) Any owner of a certificate of registration for a utility
model who has not paid his annual fees on the anniversary date of

the filing of his application shall forfeit all his rights.

(2) However, the owner shall be allowed a six-month period of
grace within which he may still validly pay the annual fees. In

such case, he shall also pay an additional fee.

(3) Payments made to supplement annual or additional fees during

the six-month period mentioned above shall be considered valid.

(4) Payments made as annual or additional fees payable for an
application for the registration of a utility model resulting
from the conversion of an application for the registration of a

utility model under Article 14 above shall also be considered
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valid provided that the payments are made within six months of

the date of the application for conversion.

Article 51 Restoration

(1) Without prejudice to the provisions of Articles 49 and 50
above, where the protection conferred by the registered utility
model is not renewed owing to circumstances beyond the control of
the owner, the owner or entitled persons may apply for its
restoration, on payment of the requisite annual fee and of a
surcharge whose amount shall be fixed by regulation, within six
months of the date on which the said circumstances ceased to
exist and no later than within two years from when the payment of

the annual fee was due.

(2) The application for restoration of the utility model,
together with documents proving payment of the fee and surcharge
mentioned in the paragraph (1) above, shall be sent to the
Organization and shall contain a statement of the grounds on
which the owner or the entitled persons consider the restoration

Jjustified.

(3) The Organization shall consider such grounds and shall either
restore the utility model or reject the application if it does

not find the grounds to be well-founded.

(4) Restoration shall not entail the extension of the maximum

duration of the utility model.

(5) The rejection decision following the application for
restoration shall be appealable before the High Commission of

Appeal within 60 days of its notification.

(6) Restored utility models shall be published by the
Organization in the format prescribed by the implementing

regulations relating to this Annex.
(7) Paragraphs (1) to (6) shall apply where the application for

the registration of a utility model was not filed within the time

limit prescribed by international agreements.

108



SECTION II ACTIONS SEEKING INVALIDITY OR FORFEITURE

Article 52 Prosecution
(1) Actions seeking invalidity or forfeiture may be brought by

any person with standing.

(2) In any action seeking the invalidity or forfeiture of a
utility model, the Office of the Public Prosecutor may be an
intervening party and make submissions seeking a declaration of

absolute invalidity or forfeiture of the utility model.

(3) It may even directly enter a principal suit seeking a
declaration of invalidity in the cases provided for in Article
49 (1) .

(4) In the cases provided for in the paragraph (3) above, all
persons entitled to rights in the utility model whose acts have
been entered in the special register of utility models of the
Organization under Article 32 above shall be respondents in the

proceedings.

Article 53 Competent court
(1) The action referred to in Article 52 above and all disputes
relating to the ownership of utility models shall be brought

before the competent domestic courts.

(2) If action is simultaneously brought against the owner of the
certificate of registration of the utility model and one or more
limited licensees of the utility model, it shall be brought

before the court sitting in the established or elected domicile

of the owner.

(3) The matter shall be investigated and determined in the manner
prescribed for summary proceedings. If necessary, it shall be

transmitted to the Office of the Public Prosecutor.

Article 54 Recording of the judicial decision on invalidity or
forfeiture

Where the absolute invalidity or forfeiture of a utility model
has been pronounced by a court decision that has become res

judicata, the competent court shall so inform the Organization
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and the invalidity or forfeiture pronounced on the territory of a
Member State shall be entered in the special register of utility

models and published in the format specified in Article 29 above

for granted utility models.
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PART VII COUNTERFEITING, PROCEEDINGS AND PENALTIES

Article 55 Counterfeiting

(1) The offense of counterfeiting shall be any violation of the
rights of the owner of a registered utility model, as defined in
Article 5 of this Annex, in particular by manufacture of
products, use of means forming the subject matter of the utility
model, sale of stolen goods, sale or offering for sale or
introduction into the territory of one of the Member States of

one or more objects.

(2) Counterfeiting incurs the civil and criminal liability of the

perpetrator.

(3) On application by the owner of the certificate of
registration of the utility model or by the licensee, where the
licensee has invited the owner to institute legal proceedings and
the owner has declined or neglected to do so, the competent
domestic court may issue an injunction to stop the counterfeiting
or prevent imminent counterfeiting or the commission of an act of
unfair competition as envisaged in Annex VIII, and may award
damages and any other compensation provided for in national
legislation. The owner of the certificate of registration of the
utility model may be a party in the proceedings instituted by the
licensee in accordance with paragraph (3) above. Any holder of a
license may be a party in the proceedings instituted by the owner
of the certificate of registration to seek compensation for any

prejudice he has suffered.

Article 56 Acts prior to registration

Acts occurring prior to the registration of a utility model shall
not be considered prejudicial to the rights of the owner of the
utility model and may not be invoked to justify conviction, even
in civil proceedings, save for acts subsequent to the
communication to the alleged counterfeiter of an official copy of
the description of the invention attached to the application for

registration of the utility model.

Article 57 Prevention of infringement
(1) Any person with the standing to bring action for

counterfeiting may make an urgent application to the competent

111



domestic court seeking, if necessary under financial compulsion,
an order against the alleged counterfeiter or the intermediaries
whose services he uses, for the purpose of instituting any
measure intended to prevent an imminent infringement of the
rights conferred by the certificate or to prevent the

continuation of the alleged counterfeiting.

(2) The competent domestic court may also order all urgent
measures on application where the circumstance require that such
measures should not be taken inter partes, in particular where
any delay is likely to cause irreparable harm to the applicant.
If sought through an urgent or ex parte application, the court
may only order the measures sought if the evidence, reasonably
accessible to the applicant, makes it likely that his rights are

being infringed or that such infringement is imminent.

(3) The competent domestic court may prohibit the continuation of
the alleged acts of counterfeiting, subject them to guarantees
intended to secure the compensation of the applicant, if
warranted, or order the seizure or transfer to a third party of
the products suspected of infringing the rights conferred by the
certificate, to prevent introduction or circulation of the

products in commercial circuits.

(4) Where the measures taken to stop an infringement of rights
are ordered prior to proceedings on the merits, the applicant
must file an application, either before a civil or criminal
court, within 10 days with effect from the day following the day
on which the measure is implemented. Otherwise, at the request of
the defendant, who is not required to provide reasons for his
application, the measures ordered shall be cancelled, without

prejudice to any damages that may be claimed.

Article 58 Seizure for counterfeiting

(1) Owners of a certificate of registration of a utility model or
an exclusive right to work it may, with a view to securing an
order from the presiding judge of the competent domestic court
within whose jurisdiction the operations must be conducted,
approach a bailiff, public officer or judicial officer, including
customs officers, to furnish a detailed inventory, with or

without seizure, of the objects claimed to be counterfeit.
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(2) The order shall be made on application and on presentation of

the certificate of registration of the utility model.

(3) Where seizure is sought, the judge may require the applicant
to make a security deposit which he must provide before the
seizure is effected. The deposit shall be adequate without

deterring applicants from availing themselves of the procedure.

(4) The security deposit shall always be required of foreigners

seeking a seizure.

(5) The person in possession of the objects identified or seized
shall be given a copy of the order and, where appropriate, of the
document attesting the deposit of security, on pain of invalidity
and damages against the bailiff, public officer or judicial

officer or the customs official, as the case may be.

Article 59 Time limit for initiating proceedings on the merits
Should the petitioner fail to institute criminal or legal
proceedings within 10 days of the seizure or inventory, such
seizure or inventory shall ipso jure be void, without prejudice

to any damages that may be claimed.

Article 60 Search for information

(1) If so requested, the competent domestic court may make an
order, if necessary under financial compulsion, for the purposes
of determining the origin and distribution networks of the
counterfeit products or processes that are violative of the
applicant’s rights, the disclosure of all documentation or
information held by the defendant or by any person found in
possession of counterfeit products or found to be applying
counterfeit processes or providing services used in
counterfeiting or reported as being involved in the production,
manufacture or distribution of such products, the application of

such processes or the provision of such services.

(2) The documents or information sought shall concern the
following:
(2) names and address of producers, manufacturers,
distributors, suppliers and other persons previously in

possession of products, processes or services, together with
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wholesalers and retailers; and
(b) the gquantities produced, sold, delivered, received or
ordered, together with the price for which the said products,

processes or services were sold.

Article 61 Determination of damages

The court seized of the matter shall determine the amount of the
damages, having regard to the adverse financial effects,
including loss of earnings, suffered by the prejudiced party, the
profit made by the counterfeiter and the moral damage caused to

the title owner as a result of the infringement.

Article 62 Border measures

(1) On written application by any of the persons referred to in
Article 34, supported by documentary proof of his right, the
customs administration may detain any goods its suspects to be

counterfeit when conducting controls.

(2) The public prosecutor, the applicant and the importer of the
goods shall be immediately informed by the customs services of

such detention.

(3) The detention measure shall be lifted ipso jure within 10
working days of the notification of the detention of the goods if
the applicant fails to provide proof to the customs services:
(a) of the interim measures; or
(b) of his application to the competent domestic court in
either civil or criminal matters and his provision, where
applicable, of the requisite guarantees to cover any
responsibility he may incur where the alleged counterfeiting is

not ultimately found to exist.

(4) For the purposes of taking the legal action referred to in
the paragraph (3) above, the applicant may request communication
by the customs administration of the names and addresses of the
sender, importer, intended recipient and quantity of the detained
good, notwithstanding provisions governing professional secrecy

binding on customs officials.

(5) Customs authorities may proprio motu decide to detain good

where they have prima facie evidence that the goods infringe the
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rights of the owner of the certificate of registration of a
utility model. Customs authorities may at any time request from
the owner of the right any information that might be helpful in

the exercise of their powers.

(6) The owner of the right, the importer or the exporter shall

immediately be informed of the detention.

(7) The liability of the customs authorities may be incurred in
the event of unjustified detention, save where they acted in good
faith.

(8) On expiry of the 10-day time limit mentioned in paragraph (3)
above, where the decision to suspend the free movement of goods
is not taken by a judicial authority or by an independent
administration, the owner, the importer or the intended recipient
of the goods may, on payment of a security deposit, cause the

suspension of the detention order.

Article 63 Penalties for counterfeiting

The offense of counterfeiting shall be punishable by imprisonment
of one to three years and a fine of 3,000,000 to 15,000,000 CFA
francs or one of these penalties alone, without prejudice to

civil damages.

Article 64 Aggravating circumstances
(1) In the event of recidivism or aggravating circumstances, the
penalties stipulated in Article 63 shall be doubled.

(2) Recidivism occurs where, within the two previous years, an
offender has been convicted of one of the offenses provided for

in this Annex.

(3) The penalties provided for in Article 63 above shall be
doubled if the counterfeiter is a person who has worked or has
been employed in the workshops or establishment of the owner of
the utility model or if the counterfeiter had been in association
with a worker of the owner of the utility model and thereby had

knowledge of the processes described in the utility model.
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(4) In the latter case, the worker or employee may be prosecuted

as an accomplice.

Article 65 Mitigating circumstances
The provisions of legislation in Member States regarding
mitigating circumstances shall apply to offenses provided for in

this Annex.

Article 66 Requirements for the initiation of criminal
proceedings
Criminal proceedings may be instituted concurrently by the Public

Prosecutor’s Office and the prejudiced party.

Article 67 Power of the criminal court to rule on challenges

When seized of a case for counterfeiting, the competent domestic
court in criminal matters shall rule on any challenges brought by
the defendant, either as to invalidity or expiry of the utility
model, or as to matters relating to the ownership of the utility

model.

Article 68 Additional penalties

(1) Persons convicted of counterfeiting may further be ordered,
to their cost, to withdraw from commercial circuits the objects
found to be counterfeit and any item that was used or intended to

commit the counterfeiting.

(2) The competent domestic court may order their destruction to
the cost of the convicted party, without prejudice to any

damages.

(3) The court may also order any appropriate measures to
publicize the verdict, in particular its posting or publication
in whole or as excerpts in the newspapers or on the online public

communication services it designates, according to its procedure.

(4) The measures provided for in the preceding three paragraphs

shall be instituted at the counterfeiter’s cost.

Article 69 Usurpation
Any person who, by means of signs, advertisement, brochures,

posters, marks or stamps improperly avails himself of the status
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of owner of a utility model without being in possession of a
certificate of registration of a utility model issued in
accordance with this Agreement and its implementing regulations
shall be punishable by a fine of 1,000,000 to 3,000,000 CFA
francs without prejudice to civil damages. In the event of

recidivism, the fine shall be doubled.

Article 70 Limitation of time
The civil and criminal action provided for under this part shall
be time-bound by three years with effect from the acts which

triggered it.
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PART VIII TRANSITIONAL AND FINAL PROVISIONS

Article 71 Acquired rights

(1) This Annex shall apply to applications for utility models
filed as from the date of its entry into force, subject to the
rights acquired under Annex II of the Bangui Agreement, Act of
February 24, 1999.

(2) Applications for utility models filed before the date of
entry into force of this Annex shall remain subject to the rules

that were applicable at the time of filing.

(3) Nonetheless, the exercise of rights arising from utility
models granted in accordance with paragraph (2) above shall be
subject to the provisions of this Annex, with effect from the
date of its entry into force, subject to acquired rights, which

shall be maintained.

(4) Annex II of the Bangui Agreement, Act of February 24, 1999 is

repealed.

118



ANNEX III TRADE MARKS AND SERVICE MARKS

PART I GENERAL PROVISIONS

Article 1 Optional character of the mark
Trademarks or service marks shall be optional. However, Member
States may exceptionally declare them compulsory for the goods or

services that they shall specify.

Article 2 Signs recognized as marks
(1) Any visible or audible sign used or intended to be used and
capable of distinguishing the goods or services of any natural or
legal person shall be considered a trademark or service mark. The
following in particular may constitute such a sign:
(a) denominations in all forms such as words, combinations of
words, surnames in and of themselves or in a distinctive form,
special, arbitrary or fanciful designations, letters,
abbreviations and numerals;
(b) figurative signs such as drawings, labels, seals,
selvedges, reliefs, holograms, logos, synthesized images;
shapes, especially those of the product or its packaging or
those characteristic of the service, and arrangements,
combinations and shades of colors;
(c) audible signs such as sounds and musical phrases;
(d) audiovisual signs; and

(e) series of signs.

(2) A collective mark shall consist of the mark of products or
services whose conditions of use are laid down in rules approved
by the competent authority and which may be used only by public
enterprises, unions or groups of unions, associations, groups of
producers, manufacturers, craftsmen or tradesmen, provided they

are officially recognized and have legal personality.

(3) A collective certification mark shall be a mark that is
applied to a product or service which by nature possesses the
properties, qualities or characteristics specified in its

regulations.

Article 3 Marks not eligible for registration

A mark may not be validly registered if:
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(a) it is not distinctive, in particular because it is composed
of signs or matter constituting the necessary or genetic
designation of the product or its composition;

(b) it is identical to a mark that belongs to another owner and
is already registered, or to a mark whose filing or priority date
is earlier and which relates to the same or similar goods or
services, or it so resembles such a mark that it is liable to
mislead or confuse;

(c) it is contrary to public policy, morality or the law;

(d) it is liable to mislead the public or business circles, in
particular as to the geographical origin, nature or
characteristics of the goods or services in question;

(e) it reproduces, imitates or incorporates armorial bearings,
flags or other emblems, the abbreviated name or acronym or an
official sign or hallmark indicating control and warranty of a
State or intergovernmental organization established by an
international convention, save where the competent authority of

that State or organization has granted its permission.

Article 4 Right to the mark
(1) Subject to the following provisions, ownership of a mark
belongs to the person who first deposited it. A mark may be

acquired in joint ownership.

(2) No person may claim exclusive ownership of a mark by
performing the acts specified in the provisions of this Annex
unless he has filed it for registration in accordance with the

conditions prescribed in Article 9 below.

Article 5 Well-known marks

The owner of a well-known mark within the meaning of Article 6bis
of the Paris Convention for the Protection of Industrial Property
and Article 16 (2) and 16(3) of the Agreement on Trade Related
Aspects of Intellectual Property Rights may apply to the
competent domestic court for the invalidation, on the territory
of a Member State, of the effects of the filing of a mark liable
to be confused with his own. Such action may not be taken more
than five years following the date of the application in so far

as the application was filed in good faith.
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Article 6 Rights conferred by registration
(1) Registration of a mark confers on its owner a right of
ownership of the mark for the goods and services he has

designated.

(2) The following shall be prohibited unless authorized by the
owner:
(a) the reproduction, use or affixing of a mark, even with the
addition of words such as “formula, manner, system, imitation,
type, method” and the use of a reproduced mark for goods or
services that are identical to those designated in the
registration;

(b) the suppression or modification of a properly affixed mark;

(3) The following shall be prohibited, unless authorized by the
owner, if they are liable to create confusion in public
perception:
(a) the reproduction, use or affixing of a mark and the use of
a reproduced mark for goods or services that are similar to
those designated in the registration;
(b) the imitation of a mark and the use of an imitated mark for
goods or services that are identical or similar to those

designated in the registration.

Article 7 Limitation to rights

(1) The registered mark does not confer on its owner the right to
prohibit third parties from the use in good faith of his name,
address, a pseudonym, a geographical name or accurate indications
as to the type, quality, quantity, destination, value, place of
origin or period of production of their products or the
presentation of their services, provided such use is limited to
the purposes of identification or information and cannot mislead

the public regarding the provenance of goods or services.

(2) Registration of a mark does not confer on its owner the right
to prohibit third parties from the use of the mark in relation to
goods lawfully sold under the mark on the territory of a Member
State or of a third-party State, provided the goods are
completely unchanged.
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Article 8 Joint ownership of marks

Unless otherwise provided for, joint ownership of marks shall be
governed by the following provisions:

(a) Each of the joint owners may use the mark to his benefit,
provided he makes fair compensation to the other joint owners who
are not personally using the mark or who have not granted
licenses for the mark. Failing amicable agreement, such
compensation shall be fixed by the competent domestic court.

(b) Each of the joint owners may institute proceedings for
counterfeit to his exclusive benefit. The joint owner who
institutes such proceedings shall notify the other joint owners
of the action. Any ruling on the action shall be held in abeyance
until proof of such notification is provided.

(c) Each of the joint owners may grant to a third party a non-
exclusive license to his benefit, provided he makes fair
compensation to the other joint owners who do not personally use
the mark or who have not granted licenses for the mark. Failing
amicable agreement, such compensation shall be fixed by the
competent domestic court. However, the draft license agreement
shall be notified to the other joint owners, together with an
offer to assign the share at a specific price. Within three
months of such notification, any of the joint owners may oppose
the granting of the license, provided he acgquires the share of
the person who wishes to grant the license. Failing agreement
within the time limit specified in the preceding subparagraph,
the price shall be fixed by the competent domestic court. The
parties shall have one month as from the notification of the
judgement either at first instance or on appeal to relinguish the
grant of the license or the purchase of the jointly owned share
without prejudice to any possible damages owed; costs shall be
borne by the relingquishing party.

(d) An exclusive license may only be granted with the agreement
of all the joint owners or by the leave of the competent domestic
court.

(e) Each joint owner may, at any time, assign his share. Joint
owners shall enjoy a right of first refusal within three months
of the notification of the intent to assign. Failing agreement as
to the price, such price shall be fixed by the competent domestic
court. Parties shall have three months with effect of the
notification of the judicial decision or, in the event of an

appeal, to waive the sale or purchase of the jointly owned share,
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without prejudice to any possible damages owed; costs shall be
borne by the waiving party.

(f) A joint owner of a mark may notify the other joint owners
that he is relinguishing his share to their benefit. With effect
from the entering of this relinguishment in the special registry
of marks or, with effect from its notification to the
Organization, the joint owner in question shall be relieved of
all obligations in respect of the other joint owners, who shall
distribute the relinquished share in proportion to their rights

in the joint ownership, unless otherwise agreed.
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PART II FILING, REGISTRATION AND PUBLICATION

Article 9 Filing of the application

(1) The application for registration shall be filed with the
Organization or with the Ministry responsible for industrial
property in accordance with Article 8 of the Agreement, this
Annex and the procedures set forth in the implementing

regulations.

(2) The application file shall contain the following:

(a) an application addressed to the Director-General of the

Organization;

(b) a document proving payment to the Organization of the
requisite fees;

(c) a reproduction of the mark, including a clear and

exhaustive list of the goods or services to which the mark

applies, with the corresponding classes of the International

Classification of Goods and Services for the Purposes of the

Registration of Marks as defined in the Nice Agreement;

(d) the regulations fixing the conditions of use, in case of

collective mark or a collective certification mark;

(e) the priority document, if applicable; and

(f) an unstamped private power of attorney, if the applicant

represented by an agent.

Article 10 Scope of registration

is

A mark may be registered for one or more classes of goods and/or

services as set forth in the Nice Agreement Concerning the
International Classification of Goods and Services for the

Purposes of the Registration of Marks.

Article 11 Report of filing and transmittal of documents

(1) A report prepared by the Organization or by the Ministry

responsible for industrial property shall note each filing and

specify the date and time of submission of the documents.
(2) A copy of the report shall be issued to the applicant.

(3) The Ministry responsible for industrial property shall

transmit the documents to the Organization within five working

days of the filing date.
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Article 12 Claim of priority

(1) Any person wishing to avail himself of the priority of an
earlier application shall be required to file his application for
registration with the Organization within six months of the

previous filing date.

(2) Within three months of filing the application, the applicant
shall attach to his application for registration, or provide to
the Organization, the following documents:
(a) a written declaration stating the date and number of the
earlier application, the country in which it was filed and the
name of the applicant; and

(b) a certified true copy of the earlier application.

(3) An applicant who, in respect of a single application, seeks
to avail himself of two or more rights of priority shall comply
with the provisions mentioned above for each of them; he shall
also pay a fee for each right of priority claimed and shall
submit proof of payment of the fee within the three-month period

mentioned in paragraph (2) above.

(4) Any priority claim or priority documents that reach the
Organization more than three months after the filing of the

application shall entail a loss of the priority right.

(5) However, the priority right referred to in paragraph (4)

above may be reinstated.

(6) The decision to refuse the application for restoration shall
be appealable before the High Commission of Appeal within 60 days

of notification of the decision.

Article 13 Conditions of admissibility and filing date
(1) The Organization shall grant as the filing date the date of
receipt of the application for registration provided that, at the
time of receipt, the application contains the following:
(a) information allowing the identity of the applicant to be
established;
(b) express or explicit information on whose basis the
registration of the mark is sought;

(c) the reproduction of the mark and the goods or services to
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which it applies;
(d) information concerning payment of the filing fee; and
(e) a statement as to whether an agent has been appointed and

the agent’s name and address, if applicable.

(2) Any application for which the requisite fees are not paid
within one month of filing shall be considered to have been

withdrawn.

Article 14 Publication of the application

The Organization shall publish the following information for each
application for the registration of a mark:

(a) the filing number;

(b) the filing date;

(c) the reproduction of the mark;

(d) the goods and/or services to which the mark applies, together
with their classification;

(e) the company name and the surname, first name and address of
the applicant;

(f) any priority or priorities claimed; and

(g) the name and address of the agent, as the case may be.

Article 15 Opposition

(1) Within three months of publication of the application
referred to in Article 14 above, any person may oppose the
registration of a mark by submitting a written statement to the
Organization setting out the reasons for the opposition. The
reasons must be based on an infringement of the provisions of
Articles 2 and 3 of this Annex, or of a prior registered right
belonging to the opposing party. The opposition may also be based
on a prior application or on a filing enjoying an earlier

priority date.

(2) The Organization shall send a copy of the statement of
opposition to the applicant or to his agent, who may submit a
reasoned reply within three months, renewable once on
application. The reply shall be transmitted to the opposing party

or his agent.

(3) Before ruling on the opposition, the Organization shall hear

the parties or their agents on request.
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(4) The Organization’s ruling on the opposition shall be
appealable before the High Commission of Appeal for 60 days as

from the notification of the ruling to the parties.

(5) The Organization shall only refuse the application for

registration if the opposition is well-founded.

(6) The final decision on forfeiture shall be published in the

Official Bulletin of the Organization.

Article 16 Claim of ownership before the Organization

(1) Where a mark has been filed by a person who at the time of
filing knew, or should have known, that another person had a
prior right to use the said mark, the other person may file a
claim of ownership of the mark with the Organization, provided
that he does so within three months following the publication of

the record of the first filing.

(2) The Organization shall send a copy of the notice of claim of
ownership to the applicant or his agent, who may submit a
reasoned response within three months, renewable once on
application. Such response shall be transmitted to the claimant

or his agent.

(3) Before ruling on the claim of ownership, the Organization

shall hear the parties or their agents on request.

(4) The Organization’s ruling on the claim of ownership shall be
appealable before the High Commission of Appeal within 60 days of

the notification of the decision to the parties.

(5) The Organization shall not transmit the application for
registration to the claimant unless the aforementioned claim of

ownership is well-founded.

(6) The final ruling on the transmittal of the application shall

be recorded in the special register of the Organization.

Article 17 Division of the application
(1) Any initial application concerning several goods or services

may be divided by the applicant or at his request into several
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applications, called divisional applications:
(a) at least until the decision on the registration of the
mark;
(b) during any proceedings for opposition or claim of ownership
of the mark; or
(c) during any appellate process concerning the decision on the

opposition or the claim of ownership.

(2) The division of the initial application may only concern the

list of products and services covered by the application.

(3) Divisional applications shall retain the filing date of the
initial application and, where applicable, the benefit of the

right of priority.

(4) A fee shall be payable for all divisional applications.

Article 18 Examination and registration of the mark

(1) For every application for registration of a mark, the
Organization shall examine whether the formal conditions,
referred to in Article 9 of this Annex, have been met and whether

the requisite fees have been paid.

(2) Any filing that does not meet the requirements of Article
3(a), (c), (d) and (e) shall be rejected.

(3) Any application, in respect of which the formal conditions
referred to in Article 9, with the exception of paragraph (1)

(b), and in Article 12 have not been observed, shall be
irregular. Such irregqularity shall be notified to the applicant
or his agent, who shall be invited to regularize the documents
within three months of the date of notification. The time limit
may be extended by 30 days, in a case of proven necessity, at the
request of the applicant or his agent. An application thus
regularized within the prescribed period shall retain the date of

the original application.
(4) Where regularized documents are not produced within the

prescribed time limit, the application for registration of the

mark shall be rejected.
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(5) Rejection shall be issued by the Director-General of the

Organization.

(6) No application may be rejected under paragraphs (2), (4) and
(5) of this Article without affording the applicant or his agent
the opportunity to regularize it to the extent and according to

the procedures and forms prescribed.

(7) Where the Organization finds that the conditions referred to
in paragraph (1) above have been met, it shall register the mark

and publish the registration.

(8) Notwithstanding the provisions of the previous paragraphs,
the Organization may itself decide to rectify obvious clerical

errors contained in applications.
(9) The legal date of the registration shall be the filing date.

Article 19 Appeal against rejection of the application
The applicant may appeal to the High Commission of Appeal within

60 days of the notification of the rejection decision.

Article 20 Issuance of the certificate of registration

On completion of the registration, the owner of the registration
shall be furnished with a certificate containing the following
information:

(a) the registration number of the mark;

(b) the application number of the mark;

(c) the filing date of the application for registration;

(d) the reproduction of the mark;

(e) a statement of the classes of goods and services under the
Nice Classification to which the registration pertains;

(f) the goods or services to which the mark applies;

(g) the company name or the surname, first name and address of
the owner; and

(h)the validly claimed priority, if any.

Article 21 Publication of the registration
(1) The organization shall publish the information stipulated in
article 20 above for each certificate of registration issued,

together with the name and address of the agent, if applicable.
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Such information shall be entered into the special registry of

marks.

(2) The implementing regulations shall fix and determine the

procedures for publication.

Article 22 Duration of rights

The registration of a mark shall be valid for 10 years from the
filing date of the application for registration; however,
ownership of a mark may be preserved indefinitely through
successive renewals of the registration, which may be effected

every ten years.

Article 23 Access to information in the special register

Any person may, at any time after publication of the application
for registration or registration of the mark, on written
application and on payment of the requisite fee, obtain
information, excerpts or copies of such information from the

special register.

Article 24 Renewal of the registration of the mark

(1) Renewal of the registration referred to in Article 22 above
may be secured on application by the owner of the registration,
filed during the last year of the 10-year period, on payment of

the fees prescribed by regulation.

(2) Nonetheless, a six-month grace period shall be allowed for
payment of the fee after the end of that year, subject to payment

of a surcharge fixed by regulation.

(3) No changes may be made either to the mark or to the list of
goods or services for which the mark was registered, subject to

the right of the registered owner to limit the list.

(4) Renewal of a mark shall not entail a fresh examination of the

mark.

(5) The Organization shall enter the renewal in the special
register of marks and publish it in the manner specified in the
implementing regulations of this Annex, noting, where

appropriate, any limitation of the goods or services.
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(6) A mark whose registration has not been renewed may not be
registered for the benefit of a third party in respect of
identical or similar goods or services within three years

following the expiry of the term of the registration or renewal.
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PART III INTERNATIONAL APPLICATION

Article 25 International protection of marks

(1) When an application for the registration of a mark is filed
with the Organization, or when it is registered, the applicant or
the owner of the mark who is a national of a Member State or has
his residence or a real and effective industrial or commercial
establishment therein may ensure protection of his mark on the
territory of the Contracting Parties of the Protocol Relating to
the Madrid Agreement Concerning the International Registration of
Marks adopted on June 27, 1989 and amended on October 3, 2006 and
November 12, 2007.

(2) The procedures for the implementation of the Madrid Protocol

shall be fixed by the implementing regulations.
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PART IV RENUNCIATION, CANCELLATION, INVALIDITY AND RESTORATION

Article 26 Renunciation

(1) After its registration, the registered owner of a mark may
renounce the registration, at any time, either wholly or in
respect of only some of the goods or services for which the mark

was registered.

(2) Renunciation shall be notified by registered letter with
acknowledgement of receipt to the Organization, which shall enter

it in the special register and publish it.

(3) If a license has been recorded in the special register of
marks, renunciation shall be entered only on submission of a
declaration by which the licensee consents to the renunciation,
save where the licensee has expressly waived that right in the

license contract.

Article 27 Forfeiture
(1) At the request of any person, the competent domestic court
may ascertain the forfeiture and order the deregistration of any
registered mark that:
(a) for an uninterrupted period of five years prior to the
request, has not been used on the territory of one of the
Member States if its rightful owner fails to provide wvalid
grounds;
(b) by the owner’s action, has become the usual designation of
goods and services;
Cancellation may apply to all or some of the goods or services

for which the mark was registered.

(2) The owner of the mark shall bear the burden of proof
regarding use of the mark. Use of a mark by another person shall
be recognized as use of the mark, subject to endorsement by the
owner. The same shall apply to use of the mark in a modified form

that does not alter its distinctive character.
(3) When the decision ordering removal is final, it shall be

communicated to the Organization, which shall enter it into the

special register of marks and remove the registration.
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(4) Removal shall be published in the format laid down in the
implementing regulations. Registration of the mark shall then be

deemed never to have had any effect.

Article 28 Invalidity

(1) The invalidation of the effects of the registration of a mark
on national territory of a member State shall be declared by the
competent domestic courts, at the request either of the Office of
the Public Prosecutor or of any interested person or professional

group.

(2) At the request of the applicants referred to above or of the
Organization, the competent domestic court shall declare the
registration of a mark invalid if it does not conform to the
provisions of Articles 2 and 3 of this Annex or if it conflicts
with a prior right; in the latter case, invalidation may only be
declared at the request of the owner of the prior right. The
invalidity may apply either to all or to only some of the goods

or services for which the mark was registered.

(3) When the decision declaring the registration invalid becomes
final, it shall be notified to the Organization by the more
diligent party and the Organization shall enter it into the

special registry of marks and publish a notice thereof.

(4) Invalidity shall be published in the format laid down in the
implementing regulations. The registration shall be deemed

invalid as from the date of such registration.

Article 29 Restoration

(1) Without prejudice to the provisions of Article 28 above,
where the protection conferred by a registered mark is not
renewed owing to circumstances beyond the control of the owner of
the mark, the owner or entitled persons may apply for its
restoration, on payment of the requisite renewal fee and of a
surcharge whose amount shall be fixed by regulation, within six
months of the date on which the circumstances ceased to exist,
and no later than two years from the date on which renewal was

due.

(2) The application for restoration of the mark, together with
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documents proving payment of the fee and the surcharge mentioned
in paragraph (1) above, shall be sent to the Organization and
shall contain a statement of the grounds on which the owner or

the entitled persons consider the restoration justified.

(3) The Organization shall examine such grounds and shall either
restore the mark or reject the application if it does not

consider the grounds valid.

(4) Restoration shall not entail extension of the maximum

duration of the mark.

(5) Restored marks shall be published by the Organization in the

format prescribed by the implementing regulations.

(6) The rejection decision following an application for
restoration shall be appealable before the High Commission of

Appeal within 60 days of notification of the decision.
(7) Paragraphs (1) to (6) shall be applicable where the

application for registration of the mark has not been filed

within the time limits set by international treaties.
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PART V TRANSFER AND ASSIGNMENT OF MARKS AND CONTRACTUAL LICENSES

Article 30 Transfer of rights
(1) The rights subsisting in a mark shall be transferable in

whole or in part.

(2) Acts involving transfer of ownership, licensing of the right
of exploitation or the assignment of that right, or a pledge or
cancellation of a pledge in respect of a mark shall, on pain of

invalidity, be evidenced in writing.

(3) The transfer of ownership or the licensing of the right of
exploitation may relate to all or only some of the goods or
services to which the mark applies. Only the validity of
licensing of the right of exploitation may be limited to the

territory of one of the Member States.

Article 31 Enforceability against third parties

(1) The acts referred to in Article 30 above shall not be
enforceable against third parties unless they are recorded in the
special register of marks kept by the Organization and published
in the Official Bulletin.

(2) Subject to conditions established by regulation, the
Organization shall furnish to any person who so requests a copy
of the entries in the special register of marks or a record of
the entries concerning marks that are the subject of a pledge, or
a certificate attesting the absence of any such entries, and also
identity certificates reproducing the information on the original

specimen of the mark.

Article 32 License contract

(1) The owner of a mark may, by contract, grant to a natural or
legal person a license enabling him to use the mark for all or
some of the goods or services in respect of which the mark is

registered.

(2) The duration of the license may not be longer than that of

the registration of the mark.

(3) The license contract shall be prepared in writing and signed
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by the parties on pain of invalidity.

(4) The license contract shall be entered in the special register
of marks of the Organization. It shall not be enforceable against
third parties until it is entered in the register and published

in the format prescribed in the implementing regulations.

(5) The license shall be removed from the register at the request
of the owner of the mark or the licensee on presentation of proof

of the expiry or termination of the license contract.

(6) Unless otherwise stipulated in the license contract, the
grant of a license shall not preclude the licensor from either
granting licenses to other persons, subject to notifying the

licensee, or from using the mark himself.

(7) The grant of an exclusive license shall preclude the licensor
from granting licenses to other persons and, in the absence of
provisions to the contrary in the license contract, from using

the mark himself.

Article 33 Invalid clauses

(1) Clauses in license contracts or relating to such contracts
shall be invalid in so far as they constitute anti-competitive
practices and, in general, impose on the licensee, in the
industrial or commercial sphere, restrictions not deriving from
the rights conferred by the certificate of registration of the

mark or not necessary for the upholding of such rights.

(2) The following shall not be considered restrictions within the
meaning of paragraph (1) above:

(a) restrictions relating to the extent, scope or duration of
exploitation of the mark or the quality of goods and services for
which the mark may be used;

(b)the obligation incumbent on the licensee to abstain from any
act liable to impair the validity of the registration of the

mark.

(3) Unless otherwise provided in the license contract, the
license shall not be assignable to third parties and the licensee

shall not be authorized to grant sublicenses.
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Article 34 Recognition of invalid clauses
The competent domestic court may establish the invalid clauses

referred to in Article 33 above at the request of any person.
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PART VI COLLECTIVE MARKS AND COLLECTIVE CERTIFICATION MARKS

SECTION I COMMON PROVISIONS

Article 35 Regulations governing use
(1) The regulations governing use shall fix the conditions for

the use of collective marks and collective certification marks.

(2) The protection provided for in this Annex shall not encompass
collective marks and collective certification marks whose
regulations governing use are contrary to public policy or

morality.

(3) The Organization shall also reject amendments to the

regulations if they are contrary to public policy or morality.

Article 36 Designation of the nature of the mark

The mark must be designated, in particular on the application for
registration referred to in Article 9(2) (a) above, and in the
certificate referred to in Article 20 above, as a collective mark

or a collective certification mark.

Article 37 Amendment of the regulations

The owner of the collective mark or the collective certification
mark may at any time communicate in writing to the Organization
any change made to the regulations governing the mark. An
indication of such change shall be entered into the special

register on payment of the requisite fee.

SECTION II COLLECTIVE MARKS

Article 38 Right to the collective mark

In the general interest and in order to foster the development of
commerce, industry, crafts and agriculture, the State, public
companies, unions or groups of unions and associations or groups
of producers, manufacturers, craftsmen and tradesmen may own
collective marks for goods or services, provided that they are

officially recognized and have legal personality.

Article 39 Use of the collective mark

Collective marks shall be affixed either directly by the groups
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mentioned in Article 38 above, as a means of control, or by
members of the said groups on the goods or objects traded by
them; in any event, such use shall be under the supervision of
the group concerned and in accordance with the provisions of the

instruments governing the collective marks in question.

Article 40 Defense of the collective mark

Any member of the group owning the collective mark may institute
the civil and criminal proceedings provided for in this Annex,
provided he proves the failure of the said group to act and calls

on it to act.

Article 41 Transfer, invalidity and forfeiture of a collective
mark
(1) Collective marks shall neither be assignable nor

transferrable.

(2) Nevertheless, in the event of a legal merger, the Ministry
responsible for industrial property may authorize its transfer to

the new group created by the merger.

(3) A court may declare a collective mark invalid or forfeit
where:
(a) the owner of the mark, as defined in Article 38, has ceased
to exist;
(b) the rules governing its use are contrary to public policy
or morality;
(c) the mark does not fulfill the conditions set forth in the
provisions of this part; or
(d) the owner of the mark referred to in sub-paragraph (a)
above has knowingly used the collective mark, or allowed it to
be used, under conditions other than those provided for in the

rules referred to in sub-paragraph (b) above.

(4) Where the collective mark has been declared invalid or
forfeit, it may not be appropriated for the same goods or
services by virtue of a new registration or used for any purpose
whatsoever. However, after 10 years as from the date of the final
decision declaring the mark invalid or forfeit, the collective
mark may be registered as such by a group as defined in Article

38, provided that the group has the same nationality as the
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previous group.

(5) Once it becomes final, the decision declaring the
registration to be null and void shall be communicated to the
Organization, which shall enter it into the special register of

marks and publish a notice thereof.

(6) Invalidity shall be published in the format prescribed by the
implementing regulations. The registration shall be considered

null and void with effect from the date of such registration.

SECTION III COLLECTIVE CERTIFICATION MARKS

Article 42 Right to the collective certification mark
A collective certification mark may [not] be filed by any person
who is neither the manufacturer, nor the importer, nor the seller

of the goods or services to which the collective mark pertains.

Article 43 Exploitation of the collective certification mark
Exploitation of the collective certification mark shall be open
to any persons, aside from the owner, who provide goods or
services meeting the conditions stipulated by the exploitation

regulations.

Article 44 Conditions governing the transfer of collective
certification marks

A collective certification mark may not be assigned, used as a
pledge, or for any other means of enforcement. Nonetheless, the
Ministry responsible for industrial property may authorize the
transfer of the registration of a collective certification mark,
provided the beneficiary of the transfer assumes responsibility
for the actual control of the exploitation of the mark. The
transfer shall be entered in the special register and published

in the official industrial property bulletin.

Article 45 Invalidity and forfeiture of the collective
certification mark
(1) The competent domestic court may declare invalid or forfeit a
collective certification mark where:

(a) the owner of the mark, as provided in Article 42 above, has

ceased to exist;
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(b) the regulations fixing the conditions of exploitation are
contrary to public order and morality;

(c) the mark does not meet the requirements stipulated in the
provisions of this part of the Annex; or

(d) The owner of the mark referred to in sub-paragraph (a)
above knowingly allowed his collective mark to be used in
conditions other than those provided for by the regulations

referred to in sub-paragraph (b) above.

(2) Were invalidity or forfeiture is declared, the collective
certification mark may not be deposited or used for the same
goods or services on any account whatsoever. However, after 10
days with effect from the final decision on invalidity or
forfeiture, the collective certification mark may be registered

in this regard.

(3) Once final, the decision finding the registration null and
void shall be communicated to the Organization, which shall enter
it into the special register of marks and publish a notice

thereof.
(4) Invalidity shall be published in the format prescribed by the

implementing regulations. The registration shall be considered

null and void with effect from the date of such registration.
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PART VII LEGAL ACTION AND PROCEDURE

SECTION I COMMON PROVISIONS

Article 46 Competent court
(1) Other civil action concerning marks shall be brought before

the competent domestic courts and heard as for summary matters.

(2) When seized of a case for counterfeiting, the competent
domestic court in criminal matters shall rule on the challenges
brought by the defendant, either as to the invalidity or expiry

of the mark, or as to matters relating to ownership of the mark.

Article 47 Claim of ownership before the court

(1) Where a mark is registered by a person who, at the time of
deposit, knew or should have known that another person had
priority to exploit the mark, the other person may claim
ownership of the mark before the competent domestic court. Where
a mark is acquired in infringement of a legal or contractual
provision, the prejudiced party may also claim ownership of the

mark before the competent domestic court.

(2) The final decision transferring the mark shall be
communicated to the Organization by the most diligent party. The
Organization shall enter it into the special registry and publish
a notice thereof. It shall notify the decision to all licensees

whose names appear in the special register.

Article 48 Acts prior to registration of the mark

Acts prior to the publication of the application for registration
of the mark may not be considered to have been prejudicial to the
rights attaching thereto. However, acts subsequent to the
notification to the alleged counterfeiter of an official copy of
the application for registration may be recorded and prosecuted.
The competent domestic court seized of the matter shall hold its

ruling in abeyance until the registration is published.

SECTION II CIVIL AND CRIMINAL ACTION

Article 49 Counterfeiting

(1) Any infringement of the rights of the owner of the mark as
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defined in Article 6 shall constitute counterfeiting.
Counterfeiters shall incur civil and criminal liability for their

acts.

(2) Counterfeiting may be proven by any means.

Article 50 Prevention of infringement

(1) Any person with the locus standi to bring action for
counterfeiting may make an urgent application to the competent
domestic court seeking, i1f necessary under financial compulsion,
an order against the alleged counterfeiter or the intermediaries
whose services he uses, instituting any measure intended to
prevent an imminent infringement of the rights conferred by the

title or to prevent continuation of the alleged counterfeiting.

(2) The competent domestic court may also order all urgent
measures on application where the circumstance require that such
measures should not be taken inter partes, in particular where
any delay is likely to cause irreparable harm to the applicant.
If sought through an urgent or ex parte application, the court
may only order the measures 20 sought if the evidence, reasonably
accessible to the applicant, makes it likely that his rights are

being infringed or that such infringement is imminent.

(3) The competent domestic court may prohibit the continuation of
the alleged acts of counterfeiting, subject them to guarantees
intended to secure the compensation of the applicant, if
warranted, or order the seizure or transfer to a third party of
the products suspected of infringing the rights conferred by the
title, to prevent their introduction into or circulation in

commercial channels.

(4) On receipt of an urgent or ex parte application, the
competent domestic court may make the measures it orders
contingent on the provision of guarantees by the applicant for
the purpose of compensating the defendant, if the proceedings for
counterfeit are later found to be without merit, or if the

measures are cancelled.

(5) Where the measures taken to stop an infringement of rights

are ordered prior to proceedings on the merits, the applicant
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must file an application, either before a civil or criminal
court, within 10 working days after the day on which the measure
is implemented. Otherwise, on application of the defendant, who
is not required to justify his application, the measures ordered
shall be cancelled, without prejudice to any damages that may be

claimed.

Article 51 Seizure for counterfeiting

(1) The owner of a mark or the holder of an exclusive right of
exploitation may request any bailiff, public officer or judicial
officer, assisted if applicable by an expert, to make a detailed
inventory, with or without seizure, of the products he claims to
be marked, delivered or supplied to his prejudice in infringement
of the provisions of this Annex, following an order by the
presiding judge of the competent domestic court within whose
jurisdiction the operations are to be conducted, including at the

border.

(2) The order shall be made on application and on submission of

proof of registration of the mark.

(3) Where grounds for seizure exist, the above-mentioned order
may require the applicant to make a security deposit which he
must provide before the seizure is effected. The deposit shall be
adequate without deterring applicants from availing themselves of
the procedure. The security deposit shall always be required of

foreigners seeking a seizure.

(4) The person in possession of the objects identified or seized
shall be given a copy of the order and, where appropriate, of the
document attesting the deposit of security, on pain of invalidity
and damages against the bailiff, public officer or judicial

officer and the customs official.

Article 52 Time limit for initiating proceedings on the merits
Should the petitioner fail to institute criminal or civil
proceedings within 10 working days of the seizure or inventory,
such seizure or inventory shall ipso jure be void, without

prejudice to any damages that may be claimed.
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Article 53 Search for information

(1) If so requested, the competent domestic court may make an
order, if necessary under financial compulsion, for the purposes
of determining the origin and distribution networks of the
counterfeit products or processes that are violative of the
applicant’s rights, the disclosure of all documentation or
information held by the defendant or by any person found in
possession of counterfeit products or found to be applying
counterfeit processes or providing services used in
counterfeiting or reported as being involved in the production,
manufacture or distribution of such products, the application of

such processes or the provision of such services.

(2) The disclosure of documents or information may be ordered if

there is no legitimate impediment.

Article 54 Determination of damages

The court seized of the matter shall determine the amount of the
damages, having regard to the adverse financial effects,
including loss of earnings, suffered by the prejudiced party, the
profit made by the counterfeiter and the moral damage caused to

the owner of the rights as a result of the infringement.

Article 55 Other penalties

(1) In the event of a conviction for counterfeiting, the
competent domestic court may order, at the request of the injured
party, that the goods found to be counterfeit and the materials
and instruments that mainly served in their creation or
manufacture be withdrawn from commercial channels, definitively

removed from such channels, destroyed or confiscated.

(2) The competent domestic court may also order any appropriate
measures to publicize the verdict, in particular its posting or
publication, in whole or as excerpts, in the newspapers or on the
online public communication services it designates, according to

its stipulations.

(3) The measures set forth in paragraphs (1) and (2) above shall

be ordered to the cost of the counterfeiter.
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Article 56 Limitation of time

The civil proceedings for counterfeiting provided for in this

part shall be time-barred by five years with effect from the date

of the alleged acts.

Article 57 Penalties for illicit exploitation of a registered
mark
(1) The following persons shall be punished by a fine of
5,000,000 to 30,000,000 CFA francs and by imprisonment for three
months to two years, or one of the above penalties alone:
(a) persons who fraudulently reproduce a mark, even with the
addition of such words as “formula, manner, system, imitation,
type, method”; persons who fraudulently use a reproduced mark
for goods or services identical to those designated in a
registration;
(b) persons who knowingly sell or offer for sale one or more
goods bearing a counterfeit or fraudulently affixed mark, or
those who knowingly sell, offer for sale, provide or offer to
provide goods or services under such a mark;
(c) persons who fraudulently delete or modify a properly
affixed mark;
(d) persons who fraudulently delete or modify a properly
affixed mark such that it is likely to create confusion in
public perception, reproduce, exploit or affix a mark or
exploit a reproduced mark for goods or services that are
similar to those designated in the registration; persons who,
in the same conditions, imitate a mark or exploit an imitation
mark for goods or services identical or similar to those
designated in a registration;
(e) persons who knowingly sell or offer for sale one or more

goods bearing a fraudulently imitated mark or one bearing

indications liable to mislead the buyer as to the nature of the

goods, or persons who provide or offer for sale goods or

services under such a mark; and

(f) persons who fraudulently exploit a mark for goods marketed

by the owner of the mark, but whose state has been subsequently

modified or altered.

(2) The following persons shall also be punishable with the

penalties set forth in paragraph (1) above:

(a) persons who knowingly provide a product or render a service
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other than that requested of them under a registered mark; and
(b) persons who make use of a mark bearing information liable

to mislead the buyer as to the nature of the goods.

Article 58 Penalties pertaining to compulsory marks and
prohibited signs

The following persons shall be punished with a fine of 5,000,000
to 10,000,000 CFA francs and with imprisonment for 15 days to six
months, or one of the above penalties alone:

(a) persons who do not affix to their goods a mark that has been
declared compulsory;

(b) persons who sell or offer for sale goods that do not bear a
mark declared compulsory for goods of that type;

(c) persons who violate the terms of decisions taken under
Article 1 of this Annex; and

(d) persons who incorporate in their marks signs that are

prohibited under the provisions of this Annex.

Article 59 Non-cumulative penalties
(1) The penalties specified in Articles 57 and 58 of this Annex

shall not be cumulative.

(2) The most severe penalty alone shall be imposed for all acts

prior to the first act prosecuted.

Article 60 Penalties for recidivism
(1) In the event of recidivism, the penalties specified in
Articles 57 and 58 shall be doubled.

(2) Recidivism shall be deemed to have occurred where the
offender has been convicted of one of the offenses specified in

this Annex within the preceding five years.

Article 61 Mitigating or aggravating circumstances
The provisions of the national legislation of Member States on
mitigating or aggravating circumstances shall apply to the

offenses provided for in this Annex.

Article 62 Deprivation of electoral rights
(1) Persons convicted of the illicit exploitation of a mark may

also be deprived of the right to participate in elections to
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professional groups such as chambers of commerce and industry and

chambers of agriculture for a period not exceeding 10 years.

(2) The competent domestic court may order the posting of the
judgement in the places that it shall specify, and its
publication, in full or as excerpts, in newspapers that it shall

designate, all to the cost of the convicted person.

Article 63 Fate of counterfeited marks and goods

(1) The competent domestic court may order the confiscation of
goods bearing a mark recognized as being contrary to the
provisions of Article 59, even in the event of acquittal, and the
confiscation of implements or tools that served specifically in

the commission of the offense.

(2) The competent domestic court may in all cases order the

destruction of goods bearing marks violative of Article 59 above.

Article 64 Other measures relating to compulsory marks
(1) In the cases provided for in Article 58, the competent
domestic court shall always order that the marks declared

compulsory be affixed to the relevant goods.

(2) The competent domestic court may order the confiscation of
goods 1f the accused has been convicted of one of the offenses

provided for in Article 58 during the preceding five years.

Article 65 Penalties pertaining to collective marks or collective
certification marks

(1) The penalties provided for in Articles 57, 58, 60, 62, 63 and
64 of this Annex shall apply to collective marks or collective

certification marks for goods or services.

(2) Moreover, the following shall be punishable by the penalties
provided for in Article 57 above:
(a) persons who knowingly make any use of a collective mark or
collective certification mark under conditions other than those
specified in the regulations governing use referred to in
Article 35;
(b) persons who sell or offer for sale goods bearing a

collective mark or collective certification mark unlawfully
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used in light of regulations governing marks for goods or
services;

(c) persons who knowingly use a mark reproducing or imitating
the collective mark or collective certification mark within 10
years of the forfeiture of a collective mark or a collective
certification mark;

(d) persons who knowingly sell, offer for sale, provide or
offer to provide goods or services under a mark reproducing or
imitating the said collective mark or collective certification
mark within ten years from the date of invalidation of a

collective mark or a collective certification mark.

SECTION III BORDER MEASURES

Article 66 Measures on request

(1) On written application by the owner of a registered mark or
by the beneficiary of an exclusive right of exploitation,
supported by documentary proof of his right, the customs
administration may detain any goods its suspects to be

counterfeit when conducting inspections.

(2) The public prosecutor, the applicant and the importer of the
goods shall be immediately informed by the customs services of
such detention. In providing the information referred to in
paragraph (2) above, the type and actual or estimated quantity of
the goods shall be communicated to the owner of the registered

mark or to the beneficiary of an exclusive right of exploitation.

(3) The detention measure shall be lifted ipso jure within 10
working days, or within three working days in the case of
perishable commodities, of the notification of the detention of
the goods if the applicant fails to provide proof of the
following to the customs services:
(a) interim measures ordered by the competent domestic court;
or
(b) an application to the competent national judge in either
civil or criminal matters, providing, where applicable, the
requisite guarantees to compensate the holder of the goods
where the alleged counterfeiting is ultimately not found to

exist.
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(4) For the purposes of taking the legal action referred to in
the paragraph (3) above, the applicant may request communication
by the customs administration of the names and addresses of the
sender, importer, quantity and intended recipient of the detained
goods, notwithstanding provisions governing professional secrecy

by which customs officials are bound.

(5) On expiry of the 10-day time limit stipulated in paragraph
(3) above, where the decision to suspend the free movement of
goods 1s not taken by a judicial authority or by an independent
administration, the owner, the importer or the intended recipient
of the goods may, on payment of a security deposit, cause the

suspension of the detention order.

Article 67 Ex-Officio action

(1) In the absence of a written application by the owner of a
registered mark or the beneficiary of an exclusive exploitation
license, the customs authorities may detain goods likely to
infringe a registered mark or an exclusive right of exploitation,

as part of their inspection.

(2) Such detention shall be immediately notified to the owner of
the registered mark or the beneficiary of the exclusive right of
exploitation. The public prosecutor shall also be informed of the

measure.

(3) During the notification referred to in paragraph (2) above,
the type and the actual or estimated gquantity of the goods shall
be communicated to the owner of the registered mark or the

beneficiary of the exclusive right of exploitation.
(4) The liability of the customs authorities may be incurred in

the event of unjustified detention, save where they acted in good
faith.
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PART VIII TRANSITIONAL AND FINAL PROVISIONS

Article 68 Continuing validity of marks

Registered or recognized pursuant to the Bangui Agreement, Act of
February 24, 1999 Any mark registered or recognized pursuant to
the provisions of the Bangui Agreement, Act of February 24, 1999
and its Annex III shall remain valid for the duration stipulated

in the Agreement, in accordance with this article.

Article 69 Acquired rights

(1) This Annex shall apply to marks deposited with effect from
the date of its entry into force, subject to the rights acquired
under Annex III of the Bangui Agreement, Act of February 24,
1999.

(2) Applications for registration of marks filed before the date
of entry into force of this Annex shall remain subject to the

rules that were applicable at the time of their filing.

(3) Nonetheless, the exercise of rights arising from marks
registered in accordance with paragraph (2) above shall be
subject to the provisions of this Annex, with effect from the
date of its entry into force, subject to acquired rights, which

shall be maintained.

(4) Annex III of the Bangui Agreement, Act of February 24, 1999

is repealed.
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ANNEX IV INDUSTRIAL DESIGNS

PART I GENERAL PROVISIONS

Article 1 Definition

(1) For the purposes of this Annex, any arrangement of lines or
colors shall be considered a design, and any three-dimensional
shape, whether or not associated with lines or colors, shall be
considered a model, provided that the said arrangement or shape
gives a special appearance to an industrial or craft product and

may serve as a pattern for the manufacture of such a product.

(2) If the object can at the same time be considered a new design
and a patentable invention and if the elements constituting the
novelty of the design are inseparable from those of the
invention, the object may only be protected under the provisions

of Annex I on Patents or Annex II on Utility Models.

(3) The protection accorded by this Annex shall not exclude any
rights deriving from other legislative provisions of Member
States, in particular those concerning literary and artistic

property.

Article 2 Industrial designs eligible for registration

(1) An industrial design may be registered if it is new.

(2) An industrial design is new if it has not been disclosed
anywhere in the world by publication in tangible form, by use or
by any other means before the filing date or, where applicable,

before the priority date of the application for registration.

(3) The novelty referred to in paragraph (1) above shall not be
denied if, during the 12 months preceding the date specified in
paragraph (2), the industrial design was the subject of
disclosure resulting from:
(a) manifest abuse in relation to the applicant or his
predecessor in title; or
(b) the fact that the applicant or his predecessor in title has
displayed it at an official or officially recognized

international exhibition.
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(4) Industrial designs whose exploitation is contrary to public
policy or morality may not be registered, on the understanding
that the commercial exploitation of such designs is not
considered contrary to public policy or morality merely on
account of its being prohibited by a legal or regulatory

provision.

Article 3 Rights conferred by registration

Any creator of an industrial design and his successors in title
shall have the exclusive right to exploit the design and to sell
or cause to be sold for industrial or commercial purposes the
goods in which the design is incorporated, subject to the
conditions of this Annex, without prejudice to the rights

conferred by other legal provisions.

Article 4 Right to the industrial design
(1) Only properly deposited designs shall enjoy the benefits of

this Annex.

(2) A design shall be owned by the person who created it or in
his successors in title; however, in the absence of proof to the
contrary, the first applicant shall be presumed to be the creator

of the design.

(3) If several persons jointly create an industrial design, the
right to the certificate of registration shall belong to them
jointly and the title shall be granted to them as joint owners.

Article 5 Joint ownership of industrial designs

Unless otherwise provided, joint ownership of an industrial
design shall be governed by the following provisions:

(a) Each of the joint owners may work the design to his benefit,
provided he makes fair compensation to the other joint owners who
are not personally working the creation or who have not granted
exploitation licenses. Failing amicable agreement, such
compensation shall be fixed by the competent domestic court.

(b) Each of the joint owners may institute proceedings for
counterfeit to his own exclusive benefit. The joint owner who
institutes proceedings for infringement shall notify the other
joint owners of such referral; any ruling on the action shall be

held in abeyance until proof of such notification is provided.

154



(c) Each of the joint owners may grant to a third party a non-
exclusive exploitation license to his benefit, provided he makes
fair compensation to the other joint owners who are not
personally exploiting the creation or have not granted an
exploitation license. Failing amicable agreement, such
compensation shall be fixed by the competent domestic court.
However, the draft license agreement shall be notified to the
other joint owners, together with an offer to assign the share at
a specific price. Within three months of such notification, any
of the joint owners may challenge the granting of the license
provided they acquire the share of the person who wishes to grant
the license. Failing agreement within the time limit prescribed
in the sub-paragraph above, the price shall be fixed by the
competent domestic court. The parties shall have one month with
effect from the notification of the judicial decision or, in the
event of an appeal, the appellate judgement, to waive the
granting of the license or the purchase of the jointly owned
share without prejudice to any damages owed; costs shall be borne
by the waiving party.

(d) An exclusive exploitation license may only be granted with
the agreement of all the joint owners or by the leave of the
competent domestic court.

(e) Each joint owner may, at any time, assign his share. Joint
owners shall enjoy a right of first refusal within three months
of the notification of the intent to assign. Failing agreement as
to price, the price shall be fixed by the competent domestic
court. Parties shall have one month with effect from the
notification of the judgement or appeal decision to waive the
sale or purchase of the jointly owned share, without prejudice to
the possible damages owed; costs shall be borne by the waiving
party.

(f) The joint owner of an industrial design may notify the other
joint owners that he is relinquishing his share to their benefit.
With effect from the entering of this relinguishment in the
special patents registry or, with effect of notification of such
to the Organization, the joint owner in question shall be
released from all obligations in respect of the other joint
owners; these joint owners shall divide the relinquished share
among themselves proportionately to their rights in the joint

ownership, unless otherwise agreed.
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Article 6 Industrial designs by employees

(1) Where the creator is an employee and in the absence of

contractual provisions more favorable to the employee, the right

to the registration of the industrial design shall be governed by

the following provisions:
(a) Creations by employees in the performance either of an
employment contract encompassing an inventive task which
corresponds to their actual functions, or of studies and
research expressly assigned to them, shall belong to the
employer. In such case, the employee who makes such an
invention shall receive supplementary remuneration which, in
the absence of a determination through collective or individual
negotiation, shall be fixed by the competent domestic court.
(b) Where an employee is not required by his employment
contract to engage in creative activity, but makes a creation
using the techniques and means specific to the business or
company, or information it has procured, the employer has the
right to ownership or enjoyment of all or some of the rights
attaching to the certificate protecting the creation of the
employee. Nonetheless, the employee shall secure a fair price
therefor which, failing agreement between the parties, shall be
fixed by the competent domestic court. The court shall take
into consideration any information that may be brought before
it, in particular by the employer and the employee, to
calculate a fair price, both depending on the initial
contribution of each party and on the industrial and commercial
utility of the invention.

(c) All other creations shall belong to the employee.

(2) In any event, an employee who creates an industrial design
shall immediately inform his employer, who shall acknowledge

receipt of the information.

(3) The employee and the employer shall share all useful
information on the creation in gquestion. They shall refrain from
any disclosure that may partly or wholly jeopardize the exercise

of the rights conferred by this Annex.

(4) Any agreement between the employee and his employer for the
purposes of an employee creation shall, on pain of invalidity, be

recorded in writing.

156



(5) In the event of the situation referred to in sub-paragraph
1(a) above, if the employer expressly renounces the right to the

certificate, the right shall belong to the employee.

(6) The provisions of this article shall also apply to employees
of the State, public corporations and any other legal person

governed by public law.

(7) Unless otherwise provided for in the contract, the right to
the certificate of registration for an industrial design created

in fulfillment of an order shall belong to the client.

Article 7 Limitation of the rights conferred

The rights deriving from the industrial design shall not
encompass the following:

(a) acts performed by any person who, on the filing date of the
application for registration, already owned the design. Such a
person is authorized to use the industrial design for the
purposes of his business, in his own workshops or in another
person’s workshops. This right may only be transferred with the
business.

(b) acts concerning objects offered for sale in the territory of
a Member State or a third-party State by the owner of the
certificate of registration of the industrial design or with his
consent.

(c) acts concerning private use and non-commercial purposes.

(d) acts of reproduction for the purposes of illustration or
education, provided that such acts are not prejudicial to the
normal exploitation of the designs and state the registration and

the name of the owner of the rights.
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PART II FILING, REGISTRATION, PUBLICATION AND RESTORATION

Article 8 Filing of the application

(1) The application for registration of an industrial design
shall be filed with the Organization or the Ministry responsible
for industrial property in accordance with Article 8 of the
Agreement, this Annex and the procedures stipulated in the

implementing regulations.

(2) The application file shall comprise:
(a) an application addressed to the Director-General of the
Organization;
(b) a document proving payment of the requisite fees to the
Organization;
(c) an unstamped, private power of attorney if the applicant 1is
represented by an agent;
(d) a statement of the type of product for which the design is
to be used;
(e) on pain of invalidity, two identical copies of a graphical
or photographic representation or a specimen of the design in a
sealed envelope according to the measurements stipulated by
regulation;
(f) a description of the industrial design(s) if necessary; and

(g) the priority document, if applicable.

(3) One filing may include one to 100 designs, which shall be
numbered from first to last, provided that they belong to the
same class of the International Classification in accordance with
the Locarno Agreement. Designs additional to the hundredth shall
not be considered validly deposited in light of this Annex.

(4) At the time of filing, the application may contain a request
for publication of the design, once registered, to be delayed for
a period not exceeding 12 months following the filing date of the
application, or following the priority date thereof where

priority is claimed.

Article 9 Claim of priority
(1) Any person wishing to avail himself of the priority of an
earlier application shall be required to file his application for

registration with the Organization within six months of the prior
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claim.

(2) The applicant shall attach the following documents to his
application for registration, or send them to the Organization
within three months of the filing of his application:
(a) a written declaration stating the date and number of the
earlier application, the country in which it was filed and the
name of the applicant;

(b) a certified true copy of the earlier application.

(3) An applicant who seeks to avail himself of two or more rights
of priority shall comply with the provisions stipulated above for
each of them; he shall also pay a fee for each right of priority
claimed and shall submit proof of payment of the fee within the

three month period mentioned in paragraph (1) above.

(4) Any priority claim that reaches the Organization more than
three months after the filing of the application shall entail
loss of the right of priority.

(5) However the right of priority of the applicant may be

restored in accordance with Article 21 below.

(6) The decision to reject such application for restoration shall

be appealable before the High Commission of Appeal.

Article 10 Report of filing and transmittal of documents
(1) A report prepared by the Organization or by the Ministry
responsible for industrial property shall note each filing and

specify the date and time of submission of the documents.

(2) A copy of the report shall be issued to the applicant.

(3) The Ministry responsible for industrial property shall
transmit the documents to the Organization within five working

days of the filing date.

Article 11 Admissibility of the filing
The Organization shall grant as the filing date the date of
receipt of the application for registration provided that, at the

time of receipt, the application contains the following:
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(a) information allowing the applicant’s identity to be
established;

(b) any graphical or photographic representations of the
industrial design(s);

(c) the products in which the industrial design(s) is or are
incorporated; and

(d) proof of payment of the prescribed fees.

Article 12 Publication of the application

For each application for the registration of an industrial
design, the Organization shall publish the following information:
(a) the number of the application;

(b) the filing date;

(c) any graphical or photographic representations of the
industrial design(s);

(d) the products in which the industrial design(s) is or are
incorporated;

(e) the company name, surname, first name and address of the
applicant;

(f) the priority claimed, if any; and

(g) the name and address of the agent, if any.

Article 13 Opposition

(1) Any person may oppose the registration of an industrial
design by sending to the Organization, within three months of the
publication mentioned in Article 12 above, a written statement
setting out the reasons for his opposition, which reasons shall
be based on an infringement either of the provisions of Articles
1, 2 or 4 of this Annex, or of a prior right belonging to the
opposing party. The opposition may also be based on a prior
filing or an application benefitting from an earlier priority

date.

(2) The Organization shall send a copy of the statement of
opposition to the applicant or his agent, who may file a reasoned
reply within three months, renewable once on request. The reply

shall be communicated to the opposing party or his agent.

(3) Before ruling on the opposition, the Organization shall, on

request, hear the parties or their agents.
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(4) The Organization’s ruling on the opposition shall be
appealable before the High Commission of Appeal for 60 days as

from the notification of the decision to the parties.

(5) The Organization may only reject the application for

registration if the opposition is well founded.

(6) The final rejection ruling shall be published in the Official

Bulletin of the Organization.

Article 14 Claim of ownership before the Organization

(1) Where a person not entitled to register an industrial design
files an application, the entitled person may claim ownership of
the application before the Organization, within three months of

the publication of the application, submitting a written notice

setting forth the grounds of his claim.

(2) The Organization shall send a copy of the notice of claim to
the applicant or his agent, who may submit a reasoned reply to
the notice within three months, renewable once on request. The

reply shall be communicated to the claimant or his agent.

(3) Before ruling on the claim of ownership, the Organization

shall hear the parties or their agents on request.

(4) The Organization’s ruling on the opposition shall be
appealable before the High Commission of Appeal for 60 days as

from the notification of the decision to the parties concerned.

(5) The Organization may only transfer the application for

registration to the claimant if the claim is well-founded.

(6) The final decision on the transfer of the application shall

be published in the special register of the Organization.

Article 15 Division of the application
(1) Any initial application concerning several designs may be
divided by the applicant into several applications, called
divisional applications:

(a) at least until the decision on the registration of the

industrial design;
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(b) during any proceedings for opposition or claim of ownership
of the application for the registration of the industrial
design; and

(c) during any appellate proceedings concerning the ruling on

the opposition or claim of ownership of the industrial design.

(2) Divisional applications shall retain the filing date of the
initial application and, if applicable, the benefit of the
priority date.

(3) A fee shall be required for all divisional applications.

Article 16 Examination of the application for registration
(1) The Organization shall examine all applications for the
registration of industrial designs to determine whether the
formal conditions referred to in Articles 8 and 9 of this Annex

have been met and the requisite fees paid.

(2) Any application that fails to fulfill the conditions set
forth in Article 8, with the exception of sub-paragraph 1(b), and
Article 9 shall be considered defective. The defect shall be
notified to the applicant or his agent, who shall be invited to
remedy it within three months of the date of the notification.
This time limit may be extended for 30 days on request by the
applicant or his agent where a justifiable need exists. The
remedied application shall retain the date of the initial

application.

(3) Where the rectified documents are not provided within the
prescribed time limit, the application for registration of the

industrial design shall be rejected.

(4) The rejection shall be issued by the Director-General. No
filing may be rejected by virtue of paragraphs 4 and 5 of this
Article without inviting the applicant or his agent to correct
the application to the extent of and according to the prescribed

forms and procedures.

(5) Where the Organization notes that the conditions set forth in
paragraph (1) above have been met, it shall register the

industrial design and publish the registration.
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(6) The legal date of the registration shall be the filing date.

(7) Notwithstanding the provisions of the preceding paragraphs,
the Organization may correct obvious clerical errors contained in

an application.

(8) The applicant may file an appeal with the High Commission of
Appeal within 60 days of the notification of the rejection

decision.

Article 17 Issuance of the certificate of registration

(1) Once the registration is completed, the owner of the
registration shall be issued with a certificate containing the
following information:

the registration number of the industrial design;

the filing number of the application for registration;
the filing date of the application;

a statement of the class under the Locarno Classification
to which the registration pertains;

(e) the products to which the industrial design applies;

(f) the company name or the surname, first name and address of
the owner; and

(g) the validly claimed priority, i1f applicable.

(2) The Organization shall attach the graphical or photographical

representations of the industrial design to the certificate.

Article 18 Publication of the registration
(1) The Organization shall publish the following information on
the registered industrial design for each certificate of
registration:

(a) the registration number of the design;
(b) the filing number;
(c)
(d)

to which the registration pertains;

(e) the title of the design;

the filing date of the application;

the statement of the class under the Locarno Classification

(f) the company name or the surname, first name and address of
the owner;
(g) the name and address of the creator of the design, unless

he has requested not to be mentioned in the publication;
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(h) a statement of the validly claimed priority, 1if applicable;
(1) the date of the priority and the country in which the
earlier application was filed and the number of the earlier
application, if applicable;

(jJ) the name and address of the agent, if applicable; and

(k) the registration date of the design.

(2) The implementing regulations shall determine the procedures

for publication.

Article 19 Term of protection

(1) Subject to the provisions of paragraph (2) below, the term of
the protection conferred by a certificate of registration of an
industrial design shall expire at the end of the fifth year, with

effect from the filing date of the application for registration.

(2) The registration of a design may be renewed for a further two
consecutive periods of five years on request by the owner and on
payment of a renewal fee whose amount shall be fixed by

regulation.

(3) The renewal fee for an industrial design shall be paid within
the twelve months preceding the expiration of the period of

registration. However, a six-month grace period shall be allowed
for payment of the fee after such expiration, subject to payment

of a surcharge fixed by regulation.

(4) The owner of an industrial design who fails to pay the
renewal fee within the prescribed time limit shall forfeit his

rights.

Article 20 Communication of application documents

(1) The descriptions, drawings and photographs of registered
industrial designs shall be kept by the Organization which, after
the publication provided for in Article 18 above, shall
communicate them on request. Specimens of industrial designs
shall be kept by the Organization for eight years and may be

examined by any interested person.

(2) After the publication referred to in paragraph (1) above, any

person may obtain an official copy of the descriptions, drawings
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and photographs.

(3) The provisions of paragraphs (1) and (2) above shall apply to
official copies furnished by applicants seeking to avail
themselves of the priority of an earlier filing and to the
documents authorizing certain such applicants to claim that

priority.

(4) An applicant for registration wishing to avail himself abroad
of the priority of his filing before registration of the

industrial design may obtain an official copy of his application.

Article 21 Restoration

(1) Where the protection conferred by an industrial design has
not been renewed owing to circumstances beyond the control of the
owner, the owner or entitled persons may apply for its
restoration, on payment of the requisite renewal fee and of a
surcharge whose amount shall be fixed by regulation, within six
months of the date on which the circumstances ceased to exist,
and no later than two years from the date on which renewal was

due.

(2) The application for restoration of the industrial design,
together with documents proving payment of the fee and surcharge
mentioned in paragraph (1) above, shall be sent to the
Organization and shall contain a statement of the grounds on
which the owner or the entitled persons consider the restoration

Jjustified.

(3) The Organization shall examine the grounds and shall either
restore the design or reject the application if it does not

consider the grounds valid.

(4) Restoration shall not entail extension of the maximum
duration of the industrial design. Third parties who started to
exploit the design after the registration expired shall have the

right to continue such exploitation.

(5) Restored designs shall be published by the Organization in

the format prescribed by the implementing regulations.
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(6) A rejection decision following an application for restoration
shall be appealable before the High Commission of Appeal within

60 days of its notification.

(7) Paragraphs (1) to (5) shall be applicable where the
application for registration of the design is not filed within

the time limits set by international treaties.

Article 22 Duration of preservation

Where designs have not been claimed by their owners within two
years following the expiration of the period of protection
provided for in Article 20(1) above, the specimens of the filed

designs shall be destroyed.

Article 23 Inadmissibility for non-payment
No filing shall be admissible if the application is not
accompanied by a document proving payment to the Organization of

the fees referred to in Article 8(2) (b).
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PART III TRANSFER, ASSIGNMENT AND LICENSING OF RIGHTS IN
INDUSTRIAL DESIGNS

Article 24 Transfer of rights
(1) The rights subsisting in an industrial design shall be

transferable in whole or in part.

(2) Acts involving transfer of ownership, licensing of the right
of exploitation or assignment of that right, or a pledge or
cancellation of a pledge in respect of a design shall be

evidenced in writing on pain of invalidity.

Article 25 Registration and publication of acts

(1) The acts mentioned in Article 24 above shall not be binding
on third parties unless they are entered in the special register
of designs kept by the Organization and published in the Official
Bulletin of Industrial Property. A copy of such acts shall be
kept by the Organization.

(2) The Organization shall furnish to any person who so requests
a copy of the entries in the special register of designs, a
record of the entries concerning industrial designs that are the
subject of a pledge, or a certificate attesting the absence of

any such entries.

Article 26 License contract
(1) The owner of an industrial design may license any natural or

legal person by contract to exploit the design.

(2) The duration of the license may not be longer than that of

the registration of the design.

(3) The license contract shall be evidenced in writing and signed

by the contracting parties on pain of invalidity.

(4) The license contract shall be entered in the special register
of designs kept by the Organization, on payment of a fee fixed by
regulation; the license shall not be enforceable against third

parties until such entry and publication.
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(5) The entry of a license shall be removed at the request of the
owner of the design or the licensee on provision of evidence of

the expiration of the license.

Article 27 Invalid clauses

(1) Clauses in license contracts or relating to such contracts
that constitute anti-competitive practices and, in general,
clauses imposing on the licensee, in the industrial or commercial
sphere, restrictions not deriving from the rights conferred by
the registration of the industrial design or not necessary for

the upholding of such rights shall be invalid.
(2) The competent domestic court shall ascertain the invalid

clauses referred to in paragraph (1) above at the request of any

person.

168



PART IV LEGAL ACTION AND PROCEDURE

Article 28 Competent court
(1) Civil action relating to industrial designs shall be brought

before the civil courts and judged as for summary proceedings.

(2) Where the competent domestic court for criminal matters is
seized of a case for counterfeiting, it shall rule on the
challenges brought by the defendant either as to invalidity or
expiry of the certificate of registration of the industrial

design, or on the ownership of the certificate.

Article 29 Condition for initiation of criminal proceedings
Criminal proceedings may be initiated concurrently by the Public

Prosecutor’s Office and the prejudiced party.

Article 30 Invalidity of the registration
(1) The registration of an industrial design shall be declared
invalid by a court decision where:
(a) it is not consistent with the provisions of Articles 1 and
2 above;
(b) the owner of the registration could not enjoy the
protection provided for in Article 4;
(c) the industrial design infringes rights attaching to a prior
industrial design which was disclosed to the public after the
date of filing of the application for registration or, where
priority is claimed, after the priority date, and is still
protected as from a prior date by the registration of an
industrial design;
(d) it infringes the rights of a third party; or
(e) the industrial design uses a prior protected distinctive
sign without the authorization of its owner.
The grounds for invalidity provided for in sub-paragraphs (b),
(c), (d) and (e) may be relied on either by the public prosecutor

or by any other interested person or professional union.

(2) If the grounds for invalidity affect only a part of a
registration, the registration may be maintained in modified form
provided that in such form, the industrial design fulfills the
criteria for the grant of protection and its identity is

maintained.
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(3) Where the judicial decision declaring partial or total
invalidity of the registration becomes final, it shall be
communicated by the most diligent party to the Organization,
which shall enter it into the special register for industrial

designs and public a notice to that effect.

Article 31 Claim of ownership before the court

(1) Where the industrial design has already been registered, the
claim of ownership shall be brought before the competent domestic
court. In such case, the action shall be timebound by three years
as from the publication of the registration of the industrial
design. Action brought against a defendant acting in bad faith

shall not be time-bound.

(2) The final decision transferring the registration shall be

notified to the Organization by the more diligent party.

(3) The Organization shall enter it into the special register and
publish a notice to that effect. It shall notify the decision to
any beneficiary of a license whose name appears in the special

register.

Article 32 Prevention of infringement

(1) Any person empowered to bring action for counterfeiting may
make an urgent application to the competent domestic court
seeking, 1f necessary under financial compulsion, an order
against the alleged counterfeiter or the intermediaries whose
services he uses, instituting any measure intended to prevent an
imminent infringement of the rights vested in the certificate of
registration or to prevent the continuation of the alleged

counterfeiting.

(2) The competent domestic court may also order all urgent
measures on application where the circumstance require that such
measures should not be taken inter partes, in particular where
any delay is likely to cause irreparable harm to the applicant.
If sought through an urgent order or by application, the court
may only order the measures sought i1if the evidence, reasonably
accessible to the applicant, makes it likely that his rights are

being infringed or that such infringement is imminent.
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(3) The competent domestic court may prohibit the continued
performance of the alleged acts of counterfeiting, subject them
to guarantees intended to secure the compensation of the
applicant, if warranted, or order the seizure or custodial
transfer to a third party of the products suspected of infringing
the rights conferred by the title, to prevent their introduction

or circulation in commercial circuits.

(4) On receipt of an urgent or ex parte application, the
competent domestic court may make the measures it orders
contingent on the provision of guarantees by the applicant for
the purpose of compensating the defendant if the proceedings for
counterfeit are later found to be without basis or if the

measures are cancelled.

(5) Where the measures taken to stop an infringement of rights
are ordered prior to proceedings on the merits, the applicant
must take either civil or criminal action within 20 days with
effect from the day following the day on which the measure is
implemented. Otherwise, on application by the defendant, who is
not required to provide reasons for his application, the measures
ordered shall be cancelled, without prejudice to any damages that

may be claimed.

Article 33 Seizure for counterfeiting

(1) The prejudiced party may approach any bailiff, public officer
or judicial officer, including customs officials, assisted if
applicable by an expert, to prepare a detailed inventory with or
without seizure, of the impugned objects or implements, following
an order by the presiding judge of the competent domestic court
within whose jurisdiction the operations shall be conducted,
including at the border. Where necessary, the customs authorities
shall immediately inform the applicant and the importer of the

execution of the measures ordered.

(2) The order shall be made on application, to which proof of

registration of the industrial design is attached.

(3) Where seizure is sought, the judge may require a security
deposit from the applicant, which the applicant shall provide

prior to causing the seizure to be effected.
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(4) A security deposit shall always be required of foreigners

seeking a seizure.

(5) A copy of the order shall be left with the custodians of the
objects identified or seized and, if necessary, the document
noting the provision of a security deposit, on pain of invalidity
and damages against the bailiff, public officer or judicial

officer, including the customs official.

Article 34 Time limit for initiating proceedings on the merits
Should the petitioner fail to institute criminal or civil
proceedings within 10 working days of the seizure or inventory or
the information provided by the customs authorities, such seizure
or inventory shall ipso jure be void, without prejudice to any

damages that may be claimed, if warranted.
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PART V PENALTIES

Article 35 Counterfeiting
(1) Any infringement of the rights of the owner of the industrial

design as set forth in Article 3 shall constitute counterfeiting.

(2) Counterfeiting may be proven by all means.

Article 36 Penalties for infringement

Any knowing infringement of the rights enshrined in this Annex
shall be punishable by imprisonment for one to three years and a
fine of 5,000,000 to 30,000,000 CFA francs or one of these

penalties alone, without prejudice to civil damages.

Article 37 Penalties for recidivism

(1) In the event of recidivism or, if the defendant previously
worked for the prejudiced party, the penalties provided for in
Article 36 above shall be doubled.

(2) Recidivism occurs where, within the five previous years, an
offender has been convicted of one of the offenses provided for

in this Annex.

(3) The provisions of legislation in Member States regarding
mitigating circumstances shall apply to offenses provided for in

this Annex.

Article 38 Deprivation of electoral rights

(1) In addition to the penalties provided for in Articles 36 and
37 above, the convicted persons may be deprived of the right to
participate in elections to professional groups such as chambers
of commerce and industry and chambers of trade for a period not

exceeding 10 years.

(2) The competent domestic court may order the posting of the
judgement and its insertion in whole or as excerpts in the
newspapers that it shall designate, all at the expense of the

convicted person.
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PART VI BORDER MEASURES

Article 39 Measures on request

(1) On written application by any person, supported by proof of
his right, the customs administration may, when conducting
inspections, detain any goods the applicant claims to be

counterfeit.

(2) The public prosecutor, the applicant and the importer of the
goods shall be immediately informed by the customs services of

such detention.

(3) The detention measure shall be lifted ipso jure within 10
working days of the notification of the detention of the goods if
the applicant fails to provide proof to the customs services:
(a) either of the interim measures;
(b) or of his application to the competent national judge in
either civil or criminal matters and the provision, where
applicable, of the requisite guarantees to cover any liability
he might incur where the alleged counterfeiting is not found to

exist.

(4) For the purposes of taking the legal action referred to in
the preceding paragraph, the applicant may obtain communication
by the customs administration of the names and addresses of the
sender, importer and intended recipient of the detained goods,
together with their quantity, notwithstanding provisions
governing professional secrecy by which customs officials are

bound.

(5) On expiry of the 10-day time limit mentioned in paragraph (3)
above, where the decision to suspend the free movement of goods
is not taken by a judicial authority or by an independent
administration, the owner, the importer or the intended recipient
of the goods may, on payment of a security deposit, cause the

suspension of the detention order.

Article 40 Ex-Officio action
(1) The customs authorities may ex officio decide to retain
suspect goods where they have prima facie evidence that such

goods are counterfeit. The customs authorities may at any time
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request the owner of the title to provide any information that

might assist them in exercising their powers.

(2) The owner of the right, the importer and the exporter shall

be immediately informed of the detention.

(3) The liability of the customs authorities may be incurred in
the event of unjustified detention, save where they acted in good

faith.

Article 41 Transmission of materials to courts
Any court seized of a dispute may request the Organization to
transmit copies of the graphical and photographical

representations of a filed or registered industrial design.

Article 42 Defense of granted rights

(1) Any beneficiary of an exclusive contractual license may, by
registered letter, call on the owner of a registered industrial
design to bring the necessary legal action seeking civil or
criminal penalties for any violation of the rights under the

industrial design registration reported by the beneficiary.

(2) If, within three months following the summons provided for in
the preceding paragraph, the owner of the registered industrial
design refuses or fails to bring the action referred to in the
preceding paragraph, the registered licensee may institute them
in his own name, without prejudice to the right of the owner of

the registered design to intervene in the action.
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PART VII TRANSITIONAL AND FINAL PROVISIONS

Article 43 Continued validity of industrial designs

Registered or recognized under the Bangui Agreement, Act of
February 24, 1999 Any industrial design registered or recognized
under the Bangui Agreement of February 24, 1999 and its Annex IV
shall remain in force for the term specified in this Agreement

and by virtue of this article.

Article 44 Acquired rights

(1) This Annex shall govern applications for the registration of
industrial designs filed as from the date of its entry into
force, subject to the rights acquired under Annex IV of the

Bangui Agreement, Act of February 24, 1999.

(2) Applications for the registration of industrial designs filed
prior to the date of entry into force of this Annex shall remain
subject to the provisions that were applicable on the filing date

of those applications.

(3) However, the exercise of the rights deriving from industrial
design registrations granted under the provisions referred to in
paragraph (2) above shall be governed by the provisions of this
Annex as from the date of its entry into force, subject to

acquired rights, which shall be maintained.

(4) Annex IV of the Bangui Agreement, Act of February 24, 1999,

is repealed.
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ANNEX V TRADE NAMES

Article 1 Definition
Within the meaning of this Annex, a trade name shall be the name
under which a trade, industrial, craft, agricultural or other

business establishment is known and exploited.

Article 2 Name or designation not admissible as a trade name

A name or designation shall not be admissible as a trade name if,
by reason of its nature or the use to which it may be put, it is
contrary to morality or public policy and if, in particular, it
is liable to mislead trade circles or the public as to the nature
of the trade, industrial, craft, agricultural or other

establishment of that name.

Article 3 Right to the trade name
(1) Subject to the provisions hereafter, a trade name shall
belong to the person having first made use of it or having first

registered it.

(2) The use of a trade name may only be proved by written or
printed matter or documents contemporaneous with the facts they

seek to establish.

(3) Where a registered trade name has been publicly and
continuously used on national territory for at least five years
without having given rise to a legal action recognized as being
well-founded, ownership of the trade name may not be challenged
on the ground of priority of use, unless it can be proved that,
at the time of the filing of the application for registration,
the applicant could not have been unaware of the existence of the

trade name of the initial user.

Article 4 Specific effects of registration of a trade name

Only trade names registered in accordance with the provisions of
this Annex may be the subject of the criminal penalties specified
in Article 18(3) and 18(5) below.

Article 5 Conditions for using trade names
(1) It shall be illegal to use on the territory of one of the

Member States a trade name registered for the same trade,
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industrial, craft or agricultural activity as that of the owner
of the registered trade name if such utilization is liable to

create confusion between the establishments in question.

(2) Nevertheless, the registered owner of a trade name may not
prevent third parties from the use in good faith of their names,
their addresses, a pseudonym, a geographical name, or exact
indications concerning the kind, quality, quantity, destination,
value, place of origin or time of production of their goods or of
the supply of their services, in so far as such use is confined
to the purposes of mere identification or information and cannot

mislead the public as to the source of the goods or services.3

(3) Where his rights to the trade name of his establishment are
subsequent to those of the registered trade name, a person whose
name and first name are similar to those of a registered trade
name shall take all necessary measures, by an addition to his
trade name or by any other manner, to distinguish his trade name

from that of the registered trade name.

(4) The provisions of paragraphs (1), (2) and (3) above shall be
applicable to any trade, industrial, craft or agricultural
activity ensuing from the establishment in gquestion, in so far as

it has been registered.

Article 6 Filing of the application

(1) The owner of a trade, industrial, craft or agricultural
enterprise situated on the territory of one of the Member States
may secure the registration of the trade name of his

establishment.

(2) The application for registration of the trade name shall be
filed with the Organization or the Ministry responsible, in
accordance with Article 8 of the Agreement and this Annex,
according to the procedures fixed by the implementing

regulations.

(3) The application file shall contain the following:
(a) an application addressed to the Director-General of the
Organization, containing the following information:

(i) the surname, first name, address and nationality of the
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applicant;
(ii) the trade name for which registration is sought; and
(iii) the location and type of activity of the establishment
in question;
(b) a document proving payment to the Organization of the
requisite fees; and
(c) an unstamped private power of attorney, if the applicant is

represented by an agent.

Article 7 Report of filing
(1) A report prepared by the Organization or the Ministry
responsible shall note each filing and specify the date and time

of submission of the documents.
(2) A copy of the report shall be issued to the applicant.

(3) Within five working days of the date of its filing, the
Ministry responsible shall transmit the application to the
Organization, attaching a copy of the report of filing, a
document showing proof of payment of the fees and, where

appropriate, the power of attorney mentioned in Article 6.

Article 8 Publication of the application

For every application for registration of a trade name, the
Organization shall publish the following information:

(a) the filing number of the application;

(b) the filing date;

(c) the trade name and the location of the establishment;

(d) the company name or the surname, first name and address of
the owner; and

(e) the activities for which the registration of the trade name

is sought.

Article 9 Opposition

(1) Any person may oppose the registration of a trade name by
sending to the Organization, within three months of the
publication mentioned in Article 8 above, a written statement
setting out the reasons for his opposition, which must be based
on an infringement either of the provisions of Articles 1, 2 and

5(1), or of a prior right belonging to the opposing party.
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(2) The Organization shall send a copy of the statement of
opposition to the applicant, who may submit a reasoned reply
within three months, renewable once on the reasoned request of
the applicant. If his reply does not reach the Organization by
the prescribed time limit, the applicant shall be deemed to have
withdrawn his application for registration and the registration
shall be cancelled.

(3) Before ruling on the opposition, the Organization shall hear

the parties or their agents on request.

(4) The Organization’s ruling on the opposition shall be
appealable before the High Commission of Appeal within 60 days of

the notification of the decision to the parties.

(5) The registration shall only be cancelled in so far as the

opposition is wvalid.

Article 10 Examination and registration of trade names

(1) For all applications for the registration of a trade name,
once the Organization has ascertained that the trade name is not
inconsistent with Article 2, that the filing is properly done and
the requisite fees have been paid, it shall register and publish

the trade name.

(2) The registration shall have effect as from the filing date.

(3) Any filing that fails to fulfill the requirements of Article
2 shall be rejected.

(4) Any filing that fails to comply with the formal requirements
referred to in Article 6, save for the provision in sub-paragraph
(b) thereof shall be irregular. Such irregularity shall be
notified to the applicant or his agent, who shall be invited to
provide the proper documents within three months of notification.
This time limit may be extended by 30 days in case of justified
necessity, on application by the applicant or his agent. The
regularized application shall retain the date of the initial

application.

(5) Where rectified documents are not produced within the
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prescribed time limit, the application for registration of the

trade name shall be rejected.

(6) The rejection by the Director-General shall be notified to
the applicant.

(7) No application may be rejected under paragraphs (3), (5) and
(6) of this Article without affording the applicant or his agent
the opportunity to rectify it to the extent and according to the

procedures and forms prescribed.

(8) Notwithstanding the provisions of the preceding paragraphs,
the Organization may correct obvious clerical errors contained in

applications.

(9) Within 60 days of the date of notification of the rejection,
the applicant may appeal to the High Commission of Appeal. The
decision of the High Commission of Appeal shall not be

appealable.

Article 11 Issuance of the certificate of registration

On completion of the registration, the owner of the registration
shall be furnished with a certificate containing, in particular,
the following information:

(a) the registration number of the trade name;

(b) the filing date and filing number of the application for
registration and the date of registration;

(c) the trade name as registered;

(d) the location of the commercial establishment in gquestion and
the type of activity of the establishment; and

(e) the surname, first name and address of the owner of the

registration.

Article 12 Publication of the registration of the trade name
For each registered trade name, the Organization shall publish
the information stipulated in Article 11 above, together with the

name and address of the agent, if applicable.

Article 13 Duration of rights
(1) The registration of a trade name shall be valid for only 10

years from the date of filing; however, the right afforded by
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registration of a trade name may be preserved indefinitely

through successive renewals of the registration every 10 years.

(2) Renewal of a registration may be obtained on application by
the owner of the registration, submitted during the final year of
the 10-year period and on payment of a renewal fee whose amount

shall be fixed by regulation.

(3) However, the owner of the registration shall enjoy a six-
month period of grace as from the expiry referred to in paragraph
(1) above to make valid payment of the required fee. In such
case, he shall also be required to pay a surcharge laid down by

regulation.

Article 14 Restoration

(1) Without prejudice to the provisions of Article 13 above,
where the protection conferred by a registered trade name has not
been renewed owing to circumstances beyond the control of the
owner of the trade name, the owner or entitled persons may apply
for its restoration on payment of the requisite renewal fee and
of a surcharge whose amount shall be fixed by regulation, within
six months of the date on which the circumstances ceased to
exist, and no later than two years after the date on which

renewal was due.

(2) The application for restoration of the trade name, together
with documents proving payment of the fee and surcharge mentioned
in the paragraph (1) above, shall be sent to the Organization and
shall contain a statement of the grounds on which the owner or

the entitled persons consider the restoration justified.

(3) Restoration shall not entail extension of the maximum

duration of protection for the trade name.

(4) Restored trade names shall be published by the Organization
in the format prescribed by the implementing regulations relating

to this Annex.

(5) The rejection decision following the application for
restoration shall be appealable before the High Commission of

Appeal within 60 days of the notification of the rejection.
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Article 15 Renunciation

The owner of a registered trade name may at any time renounce the
trade name by a written declaration sent to the Organization. The
renunciation shall take effect on the date on which it is entered

in the special register of trade names.

Article 16 Invalidity of trade names

(1) The competent domestic courts shall declare the invalidation
of the effects of the registration of a trade name on the
territory of one of the Member States on application either by
the Office of the Public Prosecutor or of any interested natural

or legal person.

(2) On application by the interested parties referred to above or
by the Organization, the court shall declare the registration of
a trade name invalid if it is not consistent with the provisions
of Articles 1, 2 and 5(1) above or conflicts with a prior right;
in the event of such conflict, invalidity may only be declared on

application by the owner of the prior right.

(3) When the decision declaring the registration invalid becomes
final, it shall be notified to the Organization, which shall

enter it in the special register of trade names.

(4) Invalidity shall be published in the format laid down in the
implementing regulations of this Annex. The registration shall be

deemed invalid as of the date on which it occurs.

Article 17 Transfer of trade names
(1) A trade name may be assigned or transferred only with the
trade, industrial, craft or agricultural establishment, or with

the part of such establishment designated under the trade name.

(2) The assignment of a trade name shall be in writing and shall
require the signatures of the contracting parties. Transfers by
merger of trade, industrial, craft or agricultural establishments
or any other form of succession may be done by any other document

proving such transfer.

(3) The acts referred to in paragraph (1) above shall only be

enforceable against third parties if they have been entered in
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the special register of trade names maintained by the
Organization and published in the format laid down by the
implementing regulations relating to this Annex. A copy of such

acts shall be kept by the Organization.

Article 18 Legal action and penalties
(1) Where the rights attaching to a trade name are threatened
with infringement, the owner of such rights may initiate any

legal action intended to prevent such infringement.

(2) Should the infringement of rights referred to in paragraph
(1) above occur, the owner of the rights may prohibit
continuation of the infringement and request the payment of

damages and any other penalties provided for by civil law.

(3) Without prejudice to any damages, if applicable, a person who
has affixed or caused to appear, by suppression or by any
alteration whatsoever on manufactured articles, the name of a
manufacturer or craftsman other than the originator, or the trade
name of an establishment other than that in which the articles
were made, shall be liable to 8 punishment by imprisonment of
three months to one year and by a fine of 5,000,000 to 15,000,000

CFA francs, or by one of these penalties alone.

(4) The court seized of the matter shall determine the amount of
the damages, taking into account the adverse financial effects,
including loss of earnings, suffered by the prejudiced party, the
profits made by the perpetrator of the infringement and the moral
damage caused to the owner of the right as a result of the

infringement.

(5) Any person who knowingly displays for sale or placed on the
market articles marked with fictitious or falsified names shall
be liable to the same punishment as that specified in paragraph

(3) above.

Article 19 Scope
The provisions of this Annex shall be applicable to any trade,
industrial, craft or agricultural establishment, subject to the

special provisions applicable elsewhere to such establishments.
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Article 20 Continued validity of trade names

Registered or recognized under the Bangui agreement, Act of
February 24, 1999 Any trade name registered or recognized under
the Bangui Agreement, Act of February 24, 1999 and its Annex V
shall remain in force for the term specified in that Agreement by

virtue of this article.

Article 21 Acquired rights

(1) This Annex shall apply to trade name applications made as
from the day of its entry into force, subject to the rights
acquired under Annex V of the Bangui Agreement, Act of February
24, 1999.

(2) Applications for the registration of trade names filed prior
to the date of entry into force of this Annex shall remain
subject to the provisions that were applicable on the filing date

of those applications.
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ANNEX VI GEOGRAPHICAL INDICATIONS (Omitted)

ANNEX VII LITERARY AND ARTISTIC PROPERTY (Omitted)

ANNEX VIII PROTECTION AGAINST UNFAIR COMPETITION (Omitted)

ANNEX IX LAYOUT-DESIGNS (TOPOGRAPHIES) OF INTEGRATED CIRCUITS
(Omitted)

ANNEX X PLANT VARIETY PROTECTION (Omitted)
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