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44.05

Application of the provisions of Article 9 and Article 10, paragraph (1) of the Design
Act to two or more applications for design registration filed by the same applicant on
the same date

<Principles in handling>

(1) Targets of the discussions

[i] Applications for design registration which have been filed for identical or similar designs
on the same date should be subject to discussions under the provisions of Article 9,
paragraph (2) of the Design Act, regardless of whether the applicants are the same
person or different persons.

[ii] In addition, in a case where applications for design registration for similar designs filed
on the same date are filed by the same person, if the applications are filed as those
having a relationship between the principal design and its related designs or that
between the fundamental design (ot 1) and its related design and a further-removed
related design which is linked to the related design (the expression “a related design of
the fundamental design and a further-removed related design which is linked to the
related design” is hereinafter referred to as the “related designs associated with the
fundamental design.”), and if the relationship is established note 2), these applications
should not be subject to such discussions, notwithstanding the provisions of Article 9,
paragraph (2) of the Design Act.

(Note 1) The “fundamental design” refers to a design which the applicant has first selected as a
principal design. In other words, itis a “principal design” which is not a related design of any other
design.

(Note 2) The “related design” must be a design similar to that selected as a principal design.

(2) Concerning such applications subject to discussions, if one of the applications is selected
at the discussions, a decision of registration should be made for the application. Moreover,
if an amendment is made to the applications to supplement the relationship between a
principal design and its related designs or that between a fundamental design and the
related designs associated with the fundamental design and the relationship is established
(Note), @ decision of registration should also be made for the applications.
(Note) The “related design” must be a design similar to that selected as a principal design.

(3) Failure to reach an agreement at the discussions
[i] f no notification is made within the specified period, it should be deemed that no
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agreement has been reached at the discussions (Design Act 9(5)).

[ii] If any inconsistencies are found in the details of the notification of the discussions or if
the procedures (e.g., for amendment or withdrawal) which correspond to the details of
the notification are not completed (note) even with no inconsistencies found in the details,
it should be deemed that the discussions have failed to reach an agreement.

(Note) In such cases where:

- No withdrawal is made of the designs which have not been selected;

- There are multiple designs having a relationship in which one design designates the other as a
principal design and vice versa and it is impossible to define a fundamental design; etc.

(4) Decision

[i] If a relationship between a principal design and its related designs or that between a
fundamental design and the related designs associated with the fundamental design is
established and if no other reasons for rejection are found for these designs, a decision
of registration is made for the principal design and its related designs or the fundamental
design and the related designs associated with the fundamental design at the same time.
However, in the case of an intemational application for design registration, the examiner
should wait until the registration of establishment of the design right of the application
becomes final and binding and then make a decision of registration for its related designs.

[ii] If any reason for rejection is found for a principal design, the examiner should wait until
the registration of the principle design becomes final and biding and then make a decision
of registration of its related designs.
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[Explanatory notes]
In the following explanations, each drawing is used as that representing the meaning
below respectively.

The design in question

Scope of similarity in the design

Relationship in which the designs are similar

Relationship in which the designs are not similar (with
some overlapping found in the scopes)

Relationship in which the designs are not similar (with
no overlapping found in the scopes)

Fundamental
Fundamental design

Mcichis

Pring Relationship between the principal design and its

related design

G
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1-1. Two designs which are not similar and whose applications have been filed on
the same date (with no principal design-related design relationship)

A B
Not similar

@‘f‘ - Design A and Design B should be registered.

1-2. Two designs which are not similar and whose applications have been filed on the
same date (applications for a principal design and its related design)

A . B
Not similar - If Design A (principal design) and Design B (related

A
design) are not similar, a notice of reasons for rejection
Related under the provisions of Article 10, paragraph (1) of the
® Design Act should be issued for Design B.
- Design A for which no reason for rejection is found
should be registered prior to Design B.
A B
- Conceming Design B, if an amendment is made to
remove the column “Indication of Principal Design,”
Design B should be registered.

1-3. Two designs which are not similar and whose applications have been filed on the
same date (in a case where areason for rejection is found for the related design)

Reason - Design A (principal design) for which no reason for
A B for rejection is found should be registered prior to Design B.
Not similar rejection - A notice of reasons for rejection should be issued for
\ Design B (related design) for which a reason for
Related rejection is found.

(Along with this, a fact to the effect that Design B is not
similar to Design A (principal design) should be
described as an “additional remark.”)

..............

- Conceming Design B, if the reason for rejection is
overcome and Design B is maintained as a related
design, a notice of reasons for rejection under the
provisions of Article 10, paragraph (1) of the Design Act
should be issued.

(For the rest of the explanations, see ltem 1-2.)
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1-4. Two designs which are not similar and whose applications have been filed on the
same date (in a case where a reason for rejection is found for the principal design)

- A notice of reasons for rejection should be issued for

Refason Design A (principal design).
rejezgon Not similar - A notice of reasons for rejection should be issued for
Design B (related design) to the effect that Design B is
"”C'pa' Re'ated not similar to Design A (principal design) and that Design
B may not be registered as a related design under the
provisions of Article 10, paragraph (1) of the Design Act.
LA B - Conceming Design A, if the reason for rejection is

i ' overcome, Design A should be registered.

L - Conceming Design B, if an amendment is made to
remove the column “Indication of Principal Design,”
Design B should be registered.

2-1. Two designs which are similar and whose applications have been filed on the
same date (with no principal design-related design relationship)

- An order for discussion under the provisions of Article
9, paragraph (4) of the Design Act should be issued for
both Design Aand Design B.

A B - I these applications are filed by the same person, a
notice of reasons for rejection under the provisions of
Article 9, paragraph (2) of the Design Act should be
issued in the name of the examiner, together with the
order for discussion in the name of the Commissioner
of the Japan Patent Office.

Similar
A\

- If a nofification is filed to the effect that the applicant has

A B selected one of the applications and if the other is
withdrawn, the selected one should be registered.

- If no such notification is filed but just any one of the

applications is withdrawn, the other one, for which

discussions are no longer needed, should be registered

after the lapse of the predetermined period of time.

- If these applications are filed by the same person
(including the cases where different applicants become
one applicant as a result of, e.g., transfer of the design
right) and if, together with filing a notfification, an
amendment is made to the applications in which the
applicant selects one of the applications as that for a
principal design while selecting the other as that for its
related design, then both designs should be registered.
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2-2. Two designs which are similar and whose applications have been filed on the
same date (applications for a principal design and its related design)

Similar
ﬁ - If two applications are filed as that for a principal design

and as that for its related design and they are found to
be similar, both designs should be registered.

2-3. Two designs which are similar and whose applications have been filed on the
same date (in a case where a reason for rejection is found for one of the designs)

Similar
AHB Refifon - A notice of reasons for rejection should be issued for
ejection Design B for which a reason for rejection is found.
\ - A “wait notice” should be issued for Design A which
may need a discussion depending on the results
concemning Design B.
A B

- Conceming Design B, if an examiner’s decision of
rejection or a trial or appeal decision of rejection
becomes final and binding, Design A should be

registered.
A B : - If the reason for rejection for Design B is overcome,
' both designs fall under the provisions of Article 9,
i paragraph (2) of the Design Act and, therefore, an order
""""" for discussion under the provisions of Article 9,
paragraph (4) of the Design Act should be issued for
both designs.

(For the rest of the explanations, see ltem 2-1.)
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2-4. Two designs which are similar and whose applications have been filed on the
same date (in a case where a reason for rejection is found for the related design)

Similar
s - A notice of reasons for rejection should be issued for
Design B (related design).

- Design A (principal design) for which no reason for
rejection is found should be registered prior to Design B.

- If the reason for rejection for Design B is overcome,
Design B should be registered as a related design.

- Conceming Design B, if an examiner’s decision of
rejection or a trial or appeal decision becomes final and
binding, registration is made only for Design A, which
has been registered prior to Design B.
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2-5. Two designs which are similar and whose applications have been filed on the
same date (in a case where a reason for rejection is found for the principal design)

rejectio?/

°:
;
,

;

,

Reason
for
rejecti

Similar - A notice of reasons for rejection should be issued for
Reason A Design A (principal design).
for A B - A “wait notice” should be issued for Design B (related

design).

‘A B
- If the reason for rejection for Design Ais overcome, both
_________ Pringip Designs A and B should be registered as a principal
design and its related design.
- If an examiner’s decision of rejection or a trial or appeal
‘A B decision for Design A becomes final and binding, a
Lo notice of reasons for rejection (Design Act 10 (1)) should
: be issued for Design B to the effect that there is no
tooeoo-o POIRAl <~ Refated principal design and thus Design B may not be

registered as a related design.

- In contrast, if an amendment is made to remove the
indication of the principal design, Design B should be
registered.

- In addition, if an amendment is made to exchange the
principal design and the related design, Design B, for
which a reason for rejection is no longer found, is
registered prior to Design A.

(see Item 24 above.)
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3-1. Three designs which are similar to each other and whose applications have been
filed on the same date (with no principal design-related design relationship)

Similar
A\
A B

Cc

A B

- An order for discussion is issued on the relationship
between Designs A and B, that between Designs B and
C and that between Design C and A, respectively.

(An order for discussion is issued as below:

Design A requires discussions on its relationships with
Designs B and C; Design B requires those on its
relationship with Designs Aand C; and

Design C requires those on its relationships with
Designs Aand B.)

- Ifa notification is filed to the effect that the applicant has
selected only one of Designs A, B and C and if the rest
of the designs are withdrawn, the selected one should
be registered.

- In a case where three designs are filed by the same
person, if a noftification is filed to the effect that the
applicant has selected one of them as a principal design
and the rest of them as its related designs and if an
amendment is made therefor, then these three designs
should be registered.

- Ifa notification is filed to the effect that the applicant has
selected one of the designs as a fundamental design,
the second one, among the rest of the designs, as a
related design in which the fundamental design is
selected as a principal design, and the third one as
another related design in which the related design above
is selected as a principal design and if an amendment is
made therefor, then these three designs should be
registered.

- As seen in the drawing on the left, if a notification that all
three designs are selected as related designs and if an
amendment is made therefor, a notice of reasons for
rejection (Design Act 10(1)) should be issued to the
effect that these designs may not be registered as
related designs based on the ground that no design is
selected as a fundamental design.
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3-2. Three designs which are similar to each other and whose applications have been
filed on the same date (applications in which two of the designs have a relationship
between a principal design and its related design)

Simiar - An order for discussion should be issued on the
A B relationship between Designs A and C and that

between Designs B and C.
(For the rest of the explanations, see ltem 3-1.)

3-3. Three designs which are similar to each other and whose applications have been
filed on the same date (in a case where a reason for rejection is found for one of the
designs)

Similar R - A natice of reasons for rejection should be issued for
AHB efisron Design B for which a reason for rejection is found.
rejection - A “wait notice” should be issued for Designs A and B,
\ the relationship on which a discussion may need
depending on the results concerning the application for
Design B.

Similar\ / Similar

- Conceming Design B, if an examiner's decision of
rejection or a trial or appeal decision becomes final and
binding, an order for discussion on the relationship
between Designs A and C should be issued.

(For the rest of the explanations, see Item 2-1.)

A B
: ; - If the reason for rejection for Design B is overcome, an
A ; order for discussion should be issued on the relationship
between Designs A and B, that between Designs B and
C and that between Designs C and A.
v (For the rest of the explanations, see Item 3-1.)
C

-10-
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4-1. Three designs which are similar or not similar and whose applications have been
filed on the same date (with no principal design-related design relationship)

Similar - Similar

A B C - An order for discussion is issued on the relationship

between Designs Aand B and that between Designs B
and C, respectively.

7

Not similar

A B C - If a notification is filed to the effect that the applicant has
selected Design A conceming the relationship between
Designs A and B and another notification is filed to the
effect that the applicant has selected Design C
conceming the relationship between Designs B and C,
and if Design B is withdrawn, then Designs A and C
should be registered.

- If a notification is filed to the effect that the applicant has
selected Design B as a principal design and Designs A
and C as its related designs and if an amendment is
made therefor, then these three designs should be
registered.

- If a notification is filed to the effect that the applicant has
selected Design A as a fundamental design, Design B
as a related design in which Design A is selected as a
principal design, and Design C as another related
design in which Design B is selected as a principal
design and if an amendment is made therefor, then
these three designs should be registered.

-11-
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4-2. Three designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design-related design relationship (1))

A B ¢ - An order for discussion should be issued on the
relationship between Designs B and C. (The
N relationship between Designs A and B, which
Pri Held establishes a principal design-related design
relationship, is not subject to an order for discussion
since the provisions of Article 9, paragraph (2) of the
<> Design Act do not apply due to the provisions of Article
7 10, paragraph (1) of the Design Act.)
Not similar A*“wait notice” should be issued for Design A.
(For the rest of the explanations, see ltem 4-1.)

4-3. Three designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design-related design relationship (2))

Similar Similar
A\ A

A B c
N
eﬁﬁ
o
v Rela
<
_

Not similar

- Design C which is not similar to Principal Design A
requires a discussion on its relationship with Design B.

- An order for discussion should be issued on the
relationship between Designs B and C. (In order to
show that Designs A, B and C do not stand in a
relationship of similarity (the relationship mentioned in 3-
1 above) to each other, the order for discussion should
also describe to the effect that Design C has no similarity
to Design A. The relationship between Designs Aand B,
which establishes a principal design-related design
relationship, is not subject to an order for discussion
since the provisions of Article 9, paragraph (2) of the
Design Act do not apply due to the provisions of Article
10, paragraph (1) of the Design Act.)

- A*wait notice” should be issued for Design A.

Pri

A B C - Concerning the relationship between Designs B and
C, if a nofification is filed to the effect that the applicant
has selected Design C and maintained Design A as a
principal design, a notice of reasons for rejection under
the provisions of Article 10, paragraph (1) of the Design
Act should be issued for Design C.

(For the rest of the explanations, see Item 4-1.)

-12-
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4-4 Three designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design-related design relationship (3))

Similar ~ Not similar

A &7 A - A notice of reasons for rejection should be issued for
Design C to the effect that Design C does not fall under
the provisions of Article 10, paragraph (1) of the Design
Act and thus it may not be registered.

Relate d - Designs A and B, for which no reason for rejection is
found, should be registered prior to Design C as those
having a principal design-related design relationship.

Not similar

A B C
- Conceming Design C, if an amendment is made to
Pri \ remove the column “Indication of Principal Design,”
" ¥ Design C should be registered.

-13-
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4-5. Three designs which are similar or not similar and whose applications have
been filed on the same date (with a principal design-related design relationship (4))

Not similar Similar

- Designs B and C which are not similar to the principal
design may not be registered as a related design.

- An order for discussion should be issued on the
relationship between Designs B and C.

(In order to show that this discussion is different from
that shown in ltem 4-3 above, a fact to the effect that
neither Design B nor Design C is similar to the principal
design should be described as an “additional remark.”)
- Design A for which no reason for rejection is found
should be registered prior to Designs B and C.

- Conceming the relationship between Designs B and
C, if a notification is filed to the effect that the applicant
has decided the relationship as a principal design-
related design relationship and if an amendment is
made therefor, Designs B and C should be registered.

- If a nofification is filed to the effect that the applicant has
selected one of Designs B and C and if the other one is
withdrawn, the selected one should be registered.

A B C - In a case where the applicant has selected one of
Designs B and C and withdrawn the other one, if a
notification is filed to the effect that the applicant has
maintained Design A as a principal design, a notice of
reasons for rejection under the provisions of Article 10,
paragraph (1) of the Design Act should be issued for the
selected design, i.e., Design B or C.
(For the rest of the explanations, see ltem 1-2.)

-14-
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4-6. Three designs which are similar or not similar and whose applications have
been filed on the same date (with a principal design-related design relationship (5))

Not similar Similar
N - An order for discussion should be issued on the
relationship between Designs B and C.

(In order to show that this discussion is different from
N that shown in ltem 4-2 above, a fact to the effect that
Design B is not similar to the principal design should be
described as an “additional remark.”)

- Design A for which no reason for rejection is found

\_/ should be registered prior to Designs B and C.

Not similar (For the rest of the explanations, see ltem 4-5.)

-15-
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5-1. Four designs which are similar or not similar and whose applications have been
filed on the same date (with no principal design-related design relationship)

Similar  Similar - Similar
A\ A A

A B C D
°x°
NS
Designs Aand C, Designs Aand D and Designs B
and D are not similar, respectively.

A B C D

- An order for discussion should be issued on the
relationship between Designs A and B, that between
Designs B and C and that between Designs C and D.

- If a notification is filed to the effect that the applicant has
selected one of the designs subject to discussion and if the
other one is withdrawn, which results in selecting one
design or two designs which are not similar to each other
(i.e., “Aand C,” “B and D” or “Aand D”), the design or these
two designs should be registered, respectively.

- If a notification is filed to the effect that the applicant has
selected Design A as a fundamental design, Design B as
a related design in which Design A is selected as a
principal design, Design C as a related design in which
Design B is selected as a principal design and Design D
as a related design in which Design C is selected as a
principal design and if an amendment is made therefor,
then these four designs should be registered, respectively.

- If a notification is filed to the effect that the applicant has
selected Design B as a fundamental design, Designs A
and C as related designs in which Design B is selected as
a principal design and Design D as a related design in
which Design C is selected as a principal design and if an
amendment is made therefor, then these designs should
be registered, respectively.

-16-




44.05

5-2. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design-related design relationship (1))

Similar Similar  Similar

Ak-agm cﬂ) - An order for discussion should be issued on the

relationship between Designs C and D.
- A“wait notice” should be issued for Designs Aand B.
(For the rest of the explanations, see ltem 5-1.)

Designs Aand C, Designs Aand D and Designs B
and D are not similar, respectively.

5-3. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (2))

Similar  Similar Similar . . .
Ak—aék-i Ck—slk:) - An order for discussion should be issued on the
relationship between Designs B and C to which no
provisions of Article 10, paragraph (1) of the Design Act
apply.
- A“wait notice” should be issued for Designs Aand D.
(For the rest of the explanations, see ltem 5-1.)

Designs Aand C, Designs Aand D and
Designs B and D are not similar,
respectively.

5-4. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (3))

Similar  Similar Similar

Aksém (A:rﬂD - An order for discussion should be issued on the

relationship between Designs B and C.
- A*wait notice” should be issued for Designs Aand D.
(For the rest of the explanations, see ltem 5-1.)

Designs Aand C, Designs Aand D and Designs B
and D are not similar, respectively.

-17-
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5-5. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (4))

Similar Similar
A‘(_’E C“"‘D - An order for discussion should be issued on the

relationship between Designs Aand B and that between
Designs C and D.

(Conceming Design C, a fact to the effect that it is not
similar to Design B should be described as an
“additional remark.”)

Designs Aand C, Designs Aand D,

Deslijgns B art1d.C.ie1nd De$i9;i13 |I3a”d - Conceming the relationship between Designs Aand B,
are not simiar, respecively. if a notification is filed to the effect that the applicant has
A B c D selected one of the designs or decided the relationship

as a principal design-related design relationship and if
an amendment is made therefor, the design or these
two designs should be registered.

- Conceming the relationship between Designs C and
D, if a notification is filed to the effect that the applicant
has selected one of the designs or decided the
relationship as a principal design-related design
relationship and if an amendment is made therefor, the
design or these two designs should be registered.

- If a notification is filed to the effect that the applicant has
withdrawn Design D, selected Design C and
maintained Design B as a principal design, a notice of
reasons for rejection under the provisions of Article 10,
paragraph (1) of the Design Act should be issued for
Design C.

5-6. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (5))

Similar Similar
A“ *B Ck *D - An order for discussion should be issued on the

relationship between Designs C and D.

(Conceming Design C, a fact to the effect that it is not
similar to Principal Design A should be described as an
“additional remark.”)

- Designs Aand B, which no reason for rejection is found
for the relationship, should be registered prior to
Designs C and D.

Designs Aand C, Designs Aand D, (For the rest of the explanations, see ltem 5-5.)
Designs B and C and Designs B and D
are not similar, respectively.

-18-
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5-7. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (6))

Similar  Similar

- An order for discussion should be issued on the
relationship between Designs Aand B.

A“wait notice” should be issued for Design C.

- For Design D which is not similar to the principal
design, a notice of reasons for rejection under the
provisions of Article 10, paragraph (1) of the Design Act
should be issued.

DesignsAand C, DesignsAand D,
Designs B and D and Designs C and D are
not similar, respectively.

- Conceming Design D, if an amendment is made to
remove the column “Indication of Principal Design,”
Design D should be registered.

(For the rest of the explanations about the handling of
Designs A, B and C, see ltem 4-2.)

5-8. Four designs which are similar or not similar and whose applications have been
filed on the same date (with a principal design--related design relationship (7))

Similar Similar
A\ £k

A B Cc D

- An order for discussion should be issued on the
relationship between Designs B and C and that
between Designs C and D.

(Conceming Design B, a fact to the effect that it is not
similar to Principal Design A should be described as an
“additional remark.”)

- Design A for which no reason for rejection is found
should be registered prior to Designs B, C and D.

Designs Aand B, Designs Aand C, (For the rest of the explanations about the handling of
Designs Aand D and Designs B and D Designs B, C and D, see ltem 4-1.)
are not similar, respectively. ’ ’ )
A B C D

- If a notification is filed to the effect that the applicant has
selected Design B and maintained Design A as a
principal design, a notice of reasons for rejection under
the provisions of Article 10, paragraph (1) of the Design
Act should be issued for Design B.
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