Chapter 4
Inventive Step

The concept of Inventive Step itself is the same
in every technical field.

However, there are some unique aspects for
software-related inventions that we should
learn carefully.
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That's right.

Because a patent should
not be granted to an
invention that would
be easily conceived

¥ from prior art.

In order to get a patent,

we should consider not only
novelty, but also inventive
step, right?

Flowchart for determining
novelty and inventive step

Claimed invention Prior art

v v

Specify the claimed invention Specify the prior art

Compare

differences ?

Novel Not novel

Easily
arrive at the
claimed
Hventio

Lack an inventive step Involve an inventive step




’ Isn't it a subjective matter
The examiner determines fﬂr the examiner to 9

inventive step objectively
based on the evidence, i.e.
prior art.

Let's check the method for

determine whether or not ©
the claimed invention involves
an inventive step?

How does the

N

determining inventive step, ‘ WA
. the so-called “Multi-Factor €xaminer

] % Reasoning”, MFR. determine that? 'g - ,/'/if/

Method for determining inventive step,
the so-called "Multi-Factor Reasoning”

[ Multi-Factor Reasoning ] G o A L

Determining whether it is ‘Claimfad
possible to reason that a person Invention
skilled in the art would easily

arrive at the claimed invention

from the primary prior art.
A person skilled in the art

S T n R T — a hypothetical person who has the

Primary common general knowledge in the
prior art technical field of the claimed invention.

Oh, | didn't know this kind of technology existed.
Let's apply it to the primary prior art.

N
The claimed invention lacks an inventive

step if it can be reasoned that a person
skilled in the art would easily arrive at
the claimed invention even though the
person skilled in the art doesn't know

about the claimed invention.
o o N

Well, Ai, even in disguise, it's obvious that it's you.

pg 5 |

A person skilled in the art
(a hypothetical person)




In many cases, primary prior art is chosen
to be similar to the claimed invention.

7 ™ "Primary prior art"

Primary prior art is is an unfamiliar
the start point to

determine if the

| claimed invention
@ ‘involves an

/ inventive step.

It'll be chosen from

among inventions

cited as prior art.

S, P

term to me.

3 . ; . ' OK, then the claimed invention 9
All claimed inventions _

i i ?
are sublsci-to e is the goal pmn!;, right @
: : : What happens if there are more than
determined an inventive

two claims in a patent application?
%\ step. : g
; Which claim is the goal
So, a single patent :

application can contain : “\ L .
multiple goal points.

N 7

START GOAL

Comparison How will the midway

pryre— g B polnts from the star}:
prior art ﬁ invention point to the goal point

be determined?

The identical The differences
features between

) between the claimed
them are included ‘
in the start point. invention and the
primary prior art are
the midway points.




The examiner will A \9

consider various factors How exactly does the &
in support of both examiner attempt the reasoning

(MDthe non-existence that the claimed invention lacks
of an inventive step an inventive step? g
and |
@the existence of
an inventive step
in a comprehensive
manner. y

Flowchart for determining inventive step

(D Considering various factors in support of the non-existence of an inventive step

Reasoning (2X) is
possible?

>XReasoning that a person
skilled in the art would easily Y . .
. . . . Involve an inventive step

arrive at the claimed invention.

(2) Considering various factors in support of the existence of an inventive step

Reasoning (2%) is
possible?

Lack an inventive step involve an inventive step

@ Let's learn about the factors in support of
‘!. (Mthe non-existence of an inventive step first.




Motivation for applying secondary prior art (The typical reasoning that

to primary prior art the claimed invention

lacks an inventive step is
Typical case that there is a motivation

Claimed .
If the secondary prior art (B) is applied to invention fﬂl" app]ymg S?Cﬂndal"y‘
the primary prior art (A) and then A+B prior art to primary prior

the resultant (A+B) is equivalent to the
claimed invention.

M\ art. Y

Is there a motivation for applying
secondary prior art to primary
prior art?

Primary
prior art

A

There are also cases where several conventional technologies
(secondary prior art) are applied to the primary prior art.

A ‘

/& the secondary prior art has a understand that we assume

certain relationship with the that a person skilled in the

primary prior art, there will be art doesn't know about the

the cases where it is easy to claimed invention, but why

apply such secondary prior art would such a persnf —N
\ to the primary prior art have a motivation [N
Lii_withuut knowing the claimed to conveniently

1) invention. apply Bto A?
= \

P

- N\
Yes, | can see that it would be easy
for a person skilled in the art to Motivation for applying secondary prior art
come up with applying secondary to primary prior art

prior art to the primary prior art
in the cases (1) — (4).

/ Comprehensively consider the following points of views,
noting that it is not always possible to determine by
paying attention to only one of them:

(1) Relation of technical fields

(2) Similarity of problems to be solved

(3) Similarity of operations or functions

(4) Suggestions shown in the content of prior art




Design variation

If a person skilled in the art would arrive at the claimed elements that correspond to the
differences between the claimed invention and the primary prior art by the following items (i)
to (iv) starting from the primary prior art, there is a factor in support of the non-existence of
an inventive step.

(i) Selection of optimum materials from publicly known materials to solve certain problems
(ii) Optimally or preferably modified numerical ranges to solve certain problems

(iii) Materials replaced by equivalents to solve certain problems

(iv) Design variation or design choice associated with an applicatinn of specific techniques to

solve certain problems i {;' J V’

Eb-\..-

=3 gws ; ~ I didn't know that there

Is a case where it is
reasoned to be easy for a
person skilled in the art to
arrive at the claimed

invention from the only
one primary prior art.

Example of design variation

rrs

In connecting an output terminal of a mobile
phone to a digital television set as an external
display device and displaying an image on the
digital television set, generating and outputting
an image signal adapted to a display size and
image resolution of the digital television set.

Wait.
Even if the claimed invention shows
outstanding effects by selecting a material
or modifying numerical ranges, 1t5

still considered to lack an
Mﬁ‘
U

inventive step?

Even if it's considered to be a design variation at this phase, it
may be determined to involve an inventive step later on, taking
into account the advantageous effects.

(I'he mere aggregation of
prior art that are not

Example of mere aggregation of prior art A& g functionally or operationally
related to each other, is also

A gondola apparatus for working at an outward '§ | considered to be an exercise

of the ordinary creativity of

walls of a building comprising a well-known lift o g
a person skilled in the art.

means A.
+ a well-known windbreak cover member.
+ a well-known tool storage means.




(1 Factors in support of the non-existence

of an inventive step (summary)

Comprehensively consider the following points of views:

Motlv_atlon for (1) relation of technical fields

3F'P|Y'”9 Secc_mdary (2) similarity of problems to be solved

prior art to primary (3) similarity of operations or functions

prior art (4) suggestions shown in the content of prior art
(i) Selection of optimum materials from publicly known material
(ii) Optimally or preferably modified numerical ranges

Design variation (iii) Materials replaced by equivalents
(iv) Design variation or design choice associated with

an application of specific techniques

prior art

Mere aggregation of Functions or operations of claimed elements

are not related to each other

if the reasoning is not possible at the phase (V.

So, it'll be considered to involve an inventive step

.

~

And if the reasoning is possible at the phase @,
then it'll go to the phase (2 to see if there are
the factors in support of the existence of an
inventive step.

L

Next, let's learn the factors
in support of the existence
of an inventive step!

N

J

2X:Reasoning that a person
skilled in the art would easily
arrive at the claimed invention.

Y : .
Involve an inventive step

(2 Consid ering various factors in support of the existence of an inventive step

Lack an inventive step involve an inventive step




Advantageous effects

i N
If there are advantageous effects compared to prior

art, that will be a factor in support of the existence
of Inventive Step, right?

.

Will it always support an inventive step if there is
some kind of effect compared to prior art?

Y

-

predictable based on the state of
the art, it is a strong factor in
support of the existence of
inventive step.

! d

On the other hand, if the claimed Even with the advantageous
invention exceeds what is effects, the claimed invention

lacks an inventive step if it can
be sufficiently reasoned that a
person skilled in the art would

/\arrive at the claimed invention.
’ >

(ii)

Examples of advantageous effects exceeding
what is predictable based on the state of the art

The claimed invention has an effect of the different nature from that of
the prior art and a person skilled in the art is not able to expect the
effect of the claimed invention on the basis of the state of the art at the
time of filing.

The claimed invention has an effect of the same nature but significantly
superior to that of the prior art and a person skilled in the art is not
able to expect the effect of the claimed invention on the basis of the
state of the art at the time of filing.

> Particularly in technical fields where it is difficult to expect the effect based on the
structures of the products such as chemical field, the advantageous effects are an
important factor for determining the existence of an inventive step.

10



Obstructive factors

e ~
When there are obstructive factors

as in this case, it will be a factor in
I support of an inventive step.
However, even if the ﬂbstructﬁ
are taken into account, the claimed
invention lacks an inventive step if it
is sufficiently reasoned that a person

skilled in the art would easily arrive
at the claimed invention.

Suppose the primary prior art's
goal is to avoid the use of
expensive apparatuses, and the
secondary prior art assumes the
use of expensive apparatuses.
Would a person skilled in the

art try to apply the secondary
prior art to the primary prior art?

-
| see.

So, even if there are advantageous effects or obstructive factors, it
doesn't mean that an inventive step is unconditionally involved, but
rather, various factors are fully taken into consideration.

P
Y
L

s

J

Examples of obstructive factors

(i) The secondary prior art applied to the primary prior art cannot
achieve the purpose of the primary prior art.
(ii)) The secondary prior art applied to the primary prior art cannot

adequately function.

(iii) The secondary prior art which is considered to be excluded from
application and unable to be adopted by the primary prior art.

(iv) The secondary prior art which a person skilled in the art would not
apply due to a publication disclosing that the secondary prior art is
inferior to the other embodimentin respect of operations and

effects of the prior art.

11



Flowchart for determining inventive step

(summary)

(D Considering various factors in support of the non-existence of an inventive step

® Motivation for applying secondary
prior arts to primary prior art

® Design variation

® Mere aggregation of prior art

N

<Reasoning that a person
skilled in the art would easily
arrive at the claimed invention

Reasoning (%) is
possible?

b

(2) Considering various factors in support of the existence of an inventive step

Involve an inventive step

® Advantageous effects
® Obstructive factors

N

Reasoning (2X) is
possible?

Involve an inventive step

Lack an inventive step

J

4
ﬂhe examiner considers ) and @
- comprehensively and comes to a conclusion.

\"'--..__

=
As for the basic concept, yes, but, there

are some unique aspects for Al and loT
technologies that we need to be aware
of, so let's take a look at them.

Is the concept of
inventive step the
same for all
technical fields?




- = £ N\

Team of Experts Let's consider "a Software-related
(a person skilled in the art) person skilled in inventions, including Al
the art" as “a and loT, are characterized

team of experts” by the tendency to
in computer integrate computer

technology and technology with other
other specific specific technologies.

\technﬂlugies. «

P

Computer Rice cooker
expert expert

Characteristics of computer
software-related inventions Part 1

Combination of technologies utilized in
Ordinary creativity various specific fields or application thereof
of a person skilled in the art to other specific fields falls within normal
creation activity of a person skilled in the art!

| .
i @pply the primary prior art to my rice cu@

<Primary prior art>

A water heater system comprising:

a means for making estimations for the time of
the user's return home based on the user’s
schedule information; and

a means for starting supplying hot water to the
bathtub so that the bathtub is filled right before
the estimated time of the users’ return home.

<Well-known art>

A rice cooker system to set the time to Y
start cooking rice so that cooking is |
done at a desired time. S

<Claimed invention> (Examination Handbook Annex B,
/ \ Chapter 1, 2.2.3.3 Example 3)
| don't see any advantageous effects or CHIICH TRDENSYStEn BopnEng ,

_ : ) a means for making estimations for the time of the

obstructive factors and it seems it can user's return home based on the user’s schedule
s . information; and
be reasoned that a person skilled in the : a means for starting cooking rice so that cooking is
art would easi[y arrive at the claimed done right before the estimated time of the users’
return home.

invention by applying the primary
prior art to the well-known rice

\cauking technology.

Lack an inventive step




Characteristics of computer
software-related inventions Part 2

Issues involved in software
or computerization

A
i i
&

Issues involved in software or
computerization are often general issues
common to the computer technology field.

<Primary prior art> <Secondary prior art>
A method for predicting the A method for predicting the

welding characteristics of a quality of glass using a neural
steel plate using a network model.

mathematical model.

<Claimed invention>

(Examination Handbook Annex B,
Chapter 1, 2.2.3.3 Example 1)

A method for predicting the
welding characteristics of a steel
plate using a neural network model.

Lack an inventive step

-

Using neural network models to improve prediction accuracy is often
a general problem in the field of computer technology.
So, in this case, even though the primary prior art doesn't explicitly
state such a problem, we can say that the primary prior art and the
secondary prior art share the same problem to be solved.
.

N

/

Characteristics of computer
software-related inventions Part 3

General effects that can be obtained by systemization of a computer, such as

General effects that can be
obtained by systemization
of a computer

r 2
Well Ai, it's easy to
predict that if we
systemize it!

.

of reducing errors,

"capable of processing fast," "capable of processing volume of data,
" "obtaining uniform results," or the like, are often effects

naturally involved in systemization. Normally, it cannot be stated that these
general effects are unpredictable from the state of the art at the time of filing.

o

capable

-

I've systematized the analysis
of the data collected from the
sensors, and |'ve been able to
process the data faster!

N

J

Only unpredictable effects can be

considered as factors in support of

the existence of an inventive step!




It would be easier for us to
understand how an inventive step
is determined with specific case

examples.

Aren't they in Al and loT Case

Examples?
Make sure you read them, OK?

Hey Aj,
what about you?

Examination Guidelines
pertinent to
loT Related Technologies

~Application of Examinalion Guidelines and
Examination Handbook to loT, Al, 3D printing
technologies, elc. ~

Examination Standards Office,
Administrative Affairs Division,
Japan Patent Office
March, 2017

s

»

https://www.jpo.go.ip/e/system/laws/rule/guideline/patent/iot shinsa.html

Newly Added Case Examples
for Al-related Technologies
2019

Examination Standards Office

Japan Patent Office
-

D

https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/ai_jirei e.html

-

There are many case examples on inventive step,
so I've selected 4 cases for you to take a look.



https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/iot_shinsa.html
https://www.jpo.go.jp/e/system/laws/rule/guideline/patent/ai_jirei_e.html

\ .
Let's compare the claimed We'll start with a standard case

of applying the secondary prior
art to the primary prior art.

invention with the primary prior
art and specify the identical
features and the differences.

Screw clamping quality estimation apparatus

[Claim 1] (Examination Handbook Annex A, 5. Inventive step, Case 35)

A screw clamping quality estimation apparatus that assesses a screw clamping quality at the time of automatic screw clamping
operation by means of a screwdriver comprising:

a condition measurement unit that measures a set of condition variables containing a rotation speed, angular acceleration, position,
and inclination of the screwdriver;

a machine learning unit that trains a neural network through machine learning by associating, with each other, the set of condition
variables measured by the condition measurement unit and the screw clamping quality at the time of automatic screw clamping
operation with the use of the set of condition variables; and

a screw clamping quality estimation unit that estimates a screw clamping quality in response to an input, to the neural network that
has been trained by the machine learning unit, of the set of condition variables that have been measured at the time of automatic
screw clamping operation by means of a screwdriver.

Claimed invention Primary prior art

* Rotation speed : Screw clamping
* Angular acceleration \ quality

of a screw driver

. Pre s o
("« Rotation speed Ty

i £qf
* Angular acceleration | g
* Position Screw clamping
* Inclination I guality

e of a screw driver

* Rotation speed Screw

* Angular _ Screw * Rotation speed Input Qutput clamping
acceleration QUEPEL | clamping * Angular quality

- Position quality acceleration — L

* Inclination  J S| . o
Trained neural network J Trained neural network
_'—_—\_\__\__'_'_'_,_—4—

i

-

/And the difference is tha’;\ '
in addition to rotation &
speed and angular

acceleration, position and

| think the identical feature

Is to use Al to estimate
screw cramping quality.

~

inclination of a screw
driver are also used as
parameters for estimation,

\right?

16



) 4

. a2
Key points Can we say that a person Suppose that there is a

Is there a motivation

skilled in the art would secondary prior art

to apply the easily arrive at the claimed that uses the position

secondary prior art to | invention based on the

and the inclination of a

the primary priorart ? | primary prior art and theffE#&8 | screw driver to estimate
the quality of screw
¥ | clamping.

If so, why? secondary prior art?

.3

Let's put aside the
claimed invention for
a moment and think
about the above.

,;_.'.' .I':l'] T
mhhfﬂfﬂ’afaﬁ
* Rotation speed A—S Screw clamping J
. Angularaﬂceleratimnxl_l quality

of a screw driver X

_ Screw

* Rotation speed) |55 QUEPLt | clamping

+ * Angular quality

:—»\ acceleration
T \7 Trained neural network

— o ——
ey _— e

v Both the primary prior art and the secondary prior art
assess a screw clamping quality based on several
conditions of a screw driver.

- They are common with each other in the technical
field and the problem to be solved.

v Itis a common general technical knowledge in the
technical field of machine learning to adopt, as an input
to a machine learning device, variables that may have a
correlation with an output with high possibility, in order
to enhance a reliability and accuracy of an output from

the machine learning device. There is a motivation for applying the | |
secondary prior art to the primary prior art. - a

Secondary prior art

* Position
* Inclination Assessment | >crew clamping
of a screw driver quality

Assessing a screw-clamping quality based on
the position and inclination of the screwdriver.

/WEII, according to the secondary N
prior art, the position and inclination
of the screwdriver also have
something to do with the quality of
the screw clamping.

| wonder what happens if | add
position and inclination to the input

variables in the y b
Kprimary prior art. |

of a person skilled in the art.

| see. Since we assume a team consisting of experts
in screw clamping quality and experts in machine [ .
learning as a person skilled in the art, using a common| A person skilled
general knowledge in the field of machine learning is in the art
within the scope of an exercise of ordinary creativity

N A,

| ¥



F B
(D Considering various factors in support of the non-existence of an inventive step NEXt, ]Et'ﬂ CGI‘ISidEI’ thE factors in

® Motivation for applying secondary support of the existence of an

% Reasoning that a person prior art to primary prior art

skilled in the art would easily ® Design variation inventive StEp.
arrive at the claimed invention ® Mere aggregation of prior art L

Reasoning (%) is N
possible? ( N

Y Y Since there doesn't
‘ Involve an inventive step
seem to be any

(2) Considering various factors in support of the existence of an inventive step

obstructive factors,

® Advantageous effects .
® Obstructive factors we can consider

Y iEsoning CEITS N advantageous
e effects.

Lack an inventive step Involve an inventive step

Screw clamping quality estimation apparatus (conclusion)

Prima rior art Secondary prior art
B yP Enhancing an

Rotation speed >< Position » accuracy of
the output

Angular acceleration Inclination

4 Y
Huh? 4 R
It seems to me that a person

skilled in the art would
normally predict the effect
of increasing the accuracy of
the estimation by adding

@ W/ variables that might affect

iBj,/(che screw clamping quality. F

Isn't that enough as long
as it has some kind of effect?

.

Answer: Lack an inventive step

The key point is whether advantageous effects compared to prior
art exceed what is predictable based on the state of the art.

Let's also remember that the general effects of systemization, etc.,
are deemed easily predictable for a person skilled in the art.

13



Compare the claimed invention
with the primary prior art and
specify the identical features and
the differences.

Let's take a look at an another
case of applying the secondary
prior art to the primary prior art.

Heavy rain point specifying system

[Claim 1] (Examination Handbook Annex A, 5. Inventive step, Case 28)

A heavy rain point specifying system comprising windshield wiper operation sensors attached to windshield wipers which a
plurality of vehicles equip, and an analyzing server connected to the windshield wiper operation sensors through a network,

wherein the windshield wiper operation sensor comprises: a detecting unit for detecting operation information including
acceleration information of the windshield wiper; an acquiring unit for acquiring current position information on the sensor;
and a transmitting unit for transmitting the current position information made to correspond to the operation information to
the analyzing server,

the analyzing server comprises: a collecting unit for collecting the operation information and the current position
information from the plurality of windshield wiper operation sensors; and an analyzing unit for statistically analyzing the
current position information made to correspond to the operation information, exhibiting that the windshield wiper is
operated at a high speed, of a plurality of collected operation information, thereby specifying a point at which heavy rain
QCCLUTS.

Claimed invention Primary prior art

Detect failure of the
wiper based on the
wiper operation

A\ information

Specify a heavy rain point
based on the speed of the

"M wipers and the current

osition of the cars

Analyzing server Analyzing server

g Wiper operation information é% ﬁ 3 Wiperaperaltipn ilnfﬂrmatilcrn,

é@ Current position information Current pﬂs'tfn information A
r..,..u/ () ) ( ] @) (@ 2)
I - 1

1 é%?@

4 N\
(And the difference is that the\q £ .’ The identical feature is

to collect wiper

operation information,
etc. to the analyzing
server for analysis,
right?

claimed invention specifies a
heavy rain point, while the
primary prior art detects the
failure of the wiper.

The purpose of the analysis is

totally different.
o J

A

19
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Key points an we say that a Suppose that the

person skilled in the secondary prior art is
Is there a motivation art would easily to specify a heavy rain

to apply the arrive at the claimed point based on the
secondary priorartto | jnvention based on
the primary prior
art ? If so, why?

messages and current
the primary prior art position.

and the secondary ; ! P
\prinr art?

Let's put aside the
claimed invention for
a moment and think
about the above.

Primary prior art Secondary prior art

Detect failure of the wiper Specify a heavy rain
== JI/| based on the wiper ¥ point based on the
(L 3 operation information
! Network m P messages and current
e Analyzing server
L 3
%,
:-:I::l:l ot

position

Network | 1’

Wiper operation information, QOSNTH EStVar
s Current position information

{!;ZI:]]
I -

v" Primary prior art: Detecting failure of the wiper.
Secondary prior art: Specifying a heavy rain point based on the messages.
- They are different in technical field from each other.
— They are different in problems to be solved each other.
— They are different in operations and functions from each other.

i N
Even |, as a person skilled in the art, wouldn't think to

apply the secondary prior art to the primary prior art.

d Y
| understand, because the primary prior art and the secondary prior

art are completely different in terms of technical field, problem to be
solved, operation and function---

J

There is no motivation for applying the secondary prior art to
the primary prior art.
—> Answer: Involve an inventive step




"Well-known art" is technical matter generally
known in the relevant technical field.

First, as we've done in the previous
cases, let's compare the claimed Now let's take a look at a

invention with the primary prior A7 AR case using a well-known art.
art and specify the identical

features and the differences.

Cancer level calculation apparatus

[Claim 1] (Examination Handbook Annex A, 5. Inventive step, Case 33)

A cancer level calculation apparatus that calculates a possibility that a subject person has cancer, using a blood
sample of the subject person comprising

a cancer level calculation unit that calculates a possibility that a subject person has cancer, in response to an input
of measured values of A marker and B marker that have been obtained through blood analysis of the subject person,

the cancer level calculation unit including a neural network that has been trained through machine learning using
training data to calculate an estimated cancer level in response to the input of the measured values of A marker and
B marker.

Claimed invention Primary prior art

\.K ( A\
2. 'I:J\
Trained
A = neural network / AN

A, 4 ‘ f -
—_— 5 o) Cancer level J
Input i -~
Kotk Qutput» | Cancer level A i 3
B marker B marker
Cancer level calculation apparatus nche
f . # i
: : The identical feature
The difference is whether ' - thod of
: is the method o
the cancer level is calculated ol )
calculating the cancer

by Al or a doctor.

9 level based on A and

B markers.

21



/~ ~ /rSuppnse that it is a )
Can we say that a well-known art at the
person skilled in the time of filing to have Al
Is there a motivation | art would easily arrive learn the relationship
to apply the well- at the claimed between biometric data
known art to the invention based on the | #FME | and the possibility of
primary prior art ? primary prior art and . | disease, and have Al
If so, why? the well-known art? [§ ] #| output the possibility of
Let's put aside the \_ ~44 disease based on the
claimed invention for o subject's biometric data.
a moment and think 2 %
about the above. R

Cancer level calculation apparatus (conclusion)

Primary prior art Well-known art
2N 2N [

[ " Trained ““—1
. \ \ neural network /
i\ k) 1 ) H__———__T__a———___ !

Cancer level

. - . Input
L e
A marker ; Biometric data
B marker
Doctor
.'.--. E

v’ Both the primary prior art and the well-known art relate
to estimation of the possibility of disease.

—> They share a common problem to be solved.

v" A person skilled in the art would easily conceive of
systemizing a method of calculating the possibility of
cancer, which has been carried out by a doctor, by
applying the well-known art.

Outputy | Possibility of
disease

(W

that we can estimate
| the level of cancer

" based on A and B
markers.

Maybe | can let Al

" do it instead of a

doctor. )

ell, now | know )

A person skilled in the art

F N
So even if it's a well-known art, the examiner will consider whether

i a person skilled in the art would arrive at the claimed invention.
N 4 _..-'_"\_ v,
1 v" There is a motivation for applying the
well-known art to the primary prior art.
v The effect of claimed invention is
predictable by a person skilled in the art.

Answer:
Lack an inventive step
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- N #

There is a case where no
evidence is required to be shown

as a well-known art because it is
"su well-known".

SO

In such a case, the claimed invention may
lack an inventive step by the only one
evidence of the primary prior art.

Another example of lacking an inventive step
from primary prior art and well-known art

Primary prior art Well-known art

e T
_— —

Learning Al through

S Meonitoring non— )
Rocowing|  n | confirming deep learning.
and [\ Machine inspection result
storing | L. /| learning — —

data

Estimating
manufacturing
T k\"\‘.\\. conditions that caused
Network the non—conformity
Manufacturing Inspection

Cﬂﬂdlllﬂnaddtd results data

Qc'ﬂ/?#ﬂ m TR ﬁ\
Manufactunng dewvicas Inspection dewces k

| wonder what happens if
| apply deep learning to
the primary prior art.

A quality management program of
manufacturing lines which estimates a

manufacturing condition that caused non- \ y
conformity using the trained neural network. Claimed invention
= N
It seems the effect of e L Y il =
deep learning to increase :“T:rﬁ; Morkomenor
estimation accuracy is . : el
also predictable for a Ldaaiy) ¥ 1 Estimating
person skilled in the art. Decpeeame e O
the non—conformity

Inspection
results data

Manufacturing
conditions data

'|

Gl i i o~ |8
Answer: Lack an inventive step %m | d Rl " ":"" o
anufacturning devices nspaction devices
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\
) What happens if the secondary

prior art or well-known art is
not found regarding the
differences between the
claimed invention and

the primary prior art?

Unless the differences
are design variation etc.,
the claimed invention
basically involves an
inventive step.

Let's take a look at such

P

Dementia stage estimation apparatus

[Claim 1] (Examination Handbook Annex A, 5. Inventive step, Case 36)

A dementia stage estimation apparatus comprising:

a speech information obtainment means for obtaining a speech information on a conversation between a questioner and a respondent;

a speech information analysis means for analyzing the speech information, and then specifying a speech section by the questioner and a
speech section by the respondent;

a speech recognition means for converting, through speech recognition, the speech information on the speech section by the questioner and
the speech section by the respondent into text and then outputting a character string;

a question topic specification means for specifying a question topic by the questioner based on the result of the speech recognition; and

a dementia stage determination means for inputting, to a trained neural network, the question topic by the questioner and the character
string of the speech section by the respondent to the question topic in an associated manner with each other, and then determining a dementia
stage of the respondent,

wherein the neural network is trained through machine learning using training data so as to output an estimated dementia stage, in response
to an input of the character string of the speech section by the respondent in an associated manner with the question topic by the questioner.

Claimed invention

' - Specilying a spesch section Question topic:
::TL:J?W | ate Rice ball, by a questioner and respondent food P Question topic: food
T / Respondent: | ate Rice ball.
today's 5 .
hruﬂklast‘?' 3 1 .
ﬂ Textdata | .

_—

m.s.m..kn 9 espondant] oo Res b | /Sﬂ, Fhisifnvenfionsibesta,
Respondent 5 Py .
Speech Information analyss o | &S lot of pre—processing to
"I'FI.IES on to - wWeather rﬂ; '
Guesion ope: voater ‘ mansanewrainework | calculate the dementia

Question topic: food _W'j:- Dementia Dutput Stﬂge b asec d on t h €

Respondent: | ate a hamburger steak.

- T o ementia stage . .
\ : Jementashes | question topics asked by
Primary prior art the questioner and the
answers given by the

What did you eat

for today's breakfast? | [ | ate Rice ball.| >res pondent. )

ﬁ 3 .. ] Textdam |
) What did you eat for today's input
: breakfast? | ate Rice ball. = = =

Questioner . ] -
HESW“"E“‘ Speech information analysis £,

[ | .
‘ ITraln&d neural network | !
= i ; & 2 | E L)

Qutput

T dlgy

How is the weather today?

It's a sunny day.

What did you ate for supper yesterday? """
| ate a hamburger steak.

| Dementia stage

T4
L] ¥

Dementia stage
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(Suppﬂse there is no prior art to

4 estimate the dementia stage after
As long as the pre—processing as in the
differences are not claimed invention.

design variation etc., Can we say that it
it involves an inventive involves an inventive

step, right? \step?

.

In general terms, yes, but the d k

fhdtond 1 t Al But isn't it common to pre-process
Claliied AMNCIUAR: CleCloses ¢ the training data to improve the

specific pre—processing accuracy of estimation?
method that is effective in Isn't it just a mere design variation?

estimating the dementia stage. B

Can we really say that applying
such a specific method is a
design variation?

Dementia stage estimation apparatus

Claimed invention (conclusion)
.. y | Beeciiying & Speach sectian Question topic:
::ﬂ:]a:adtmmr I | ate Rice ball. by a questioner and respondent food P Question topic: fuuf;l
today's %_' Respondent:| ate Rice ball.
F! "
| breakfast? | 1 Toxtdeta | .
= Questioner: || What did you eat for today's breakfast? Input
Questioner_| H respondent:| | ate Hic:ar ball.
Rﬂspnndant . P
Speech information analysis - f/_ \
."l f,ﬂ
rraueatinn topic: weather m’"’ﬂm I SEE.

Respondent: It's a sunny day. ned neural network

Trai

‘ Avblvinig such asbecifie
Question topic: food _.ﬁ h J Dutput pp Y g p
Respondent: | ate a hamburger steak.

W "ne pre—prucessing method

to the primary prior art
is not considered to be
a design variation.

aih .

Dementia stage

0.

N

Answer: Involve an inventive step




Summary of Inventive Step

[ Multi-Factor Reasoning |

Claimed

Determining whether it is : _
invention

possible to reason that a person
skilled in the art would easily

arrive at the claimed invention
from the primary prior art.

A person skilled in the art
- a hypothetical person who has the

Primary common general knowledge in the
prior art technical field of the claimed invention.
Factors in support of the Factors in support of the
non-existence of an inventive step existence of an inventive step
1. Motivation for applying other prior art 1. Advantageous effects

Sl ully el 2. Obstructive factors
(1) "_Ela_t'ﬂ':‘ of technical fields; Example: It is contrary to the purpose
(2) similarity of problems to be solved; of the primary prior art to apply other

(3) similarity of operations or functions; or orior art thereto.
(4) suggestions shown in the content of

the prior art
2. Design variation of primary prior art
3. Mere aggregation of prior art

v' The examiner determines whether the claimed invention involves an inventive step by considering
whether or not it could be reasoned that a person skilled in the art easily arrives at the claimed

invention based on the prior art.
v" Whether or not a person skilled in the art easily arrives at the claimed invention should be

determined by assessing comprehensively various facts in support of the existence or non-
existence of an inventive step.

-
Next is the final chapter.

Let's learn about

Description Requirements!
.

.

* r N
Ai, we are not

done yet.

Ota, make sure to review
all the chapters!




