When any ambiguity of interpretation
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10

Intellectual Property High Court
Decision, May 28, 2012
(2011 (Gyo KE) No. 10260)

11

Intellectual Property High Court
Decision,July 8, 2013
(2012 (Gyo KE) No. 10340)
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application of the sub cited
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Intell ectual P
Decision, July
(2011 (Gyo KE)

Intellectual Property High Court
Decision, September 12, 2012
(2011 (Gyo KE) No. 10242)

Intellectual Property High Court
Decision, September 27, 2012
(2011 (Gyo KE) No. 10320)

I ntell ectual P
Deci sion, Sept e
(2012 (Gyo KE)
Intellectual P
Decision, April
(2013 (Gyo KE)
Intell ectual P
Deci sion, Sept e
(2013 (Gyo KE)
Intellectual P
Deci sion, Januaé
(2014 (Gyo KE)

rel ati

ng

Hindsight when determining

Intellectual Propertydigh Court
Decision, March 25, 2009
(2008 (Gyo KE) No. 10261)

Part Ill, Chapter 2,

4 on inventive step Intellectual Property High Court | Section 2, 3.3(1)
Decision, October 12, 2011
(2010 (Gyo KE) No. 10282)
After pointing out the I ntell ectual P n Part lll, Chapter 2,
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between Claimed Invention
and main cited invention, tg

try for reasoning based on

Intellectual Property High Court
Decision, March 17, 2011
(2010 (Gyo KE) N0.10237)

the main cited invention

Intellectual Property High Court
Decision, July 31, 2013
(2012 (Gyo KE) No. 10305)

I ntelPrcpgaratly H

Deci sion, Augus
(2012 (Gyo KE)
Intell ectual P
Deci sion, Sept e
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481 invention, and relation of Deci sion, May Section 23.3(2)
problem to be solved (2011 (Gyo KE) |(Notel)
between Claimed Invention
an main cited invention
Intellectual Property High Court
Decision, February 27, 2007
(2006 (Gyo KE) No. 10203)
) . Intellectual Property High Court
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49 Decision, May 22, 2007 )
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Decision, December 11, 2012
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) Section 2, 3.3(3)
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) o Part 1ll, Chapter 2,
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consideration condition suc|

(2007 (Gyo KE) No. 10146)
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Intellectual Property High Court
Decision, June 6, 2006
(2005 (Gyo KE) No. 10564)

I ntell ectual P
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Concerning finding of

Intellectual Property Higi€ourt
Decision, April 26, 2012
(2011 (Gyo KE) No. 10336)

Part Ill, Chapter 2,

51 Claimed Invention : _
o Intellectual Property High Court | Section 3, 2.
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Decision, May 30, 2012
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Intellectual Property High Court
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constitution of the claim), ol Intellectual Property High Court | Section 3, 2.
a closed claim (invention Decision, August 8, 2012
limited to the constitution of (2011 (Gyo KE) No. 10358)
the claim)
Intellectual Property High Court
Decision, March 28, 2007
Concerning findingf the
o o _ (2006 (Gyo KE) No. 10211)
cited invention (including - Part Ill, Chapter 2,
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] ) ) Decision, October 24, 2011
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(2010 (Gyo KE) No. 10405)

related differences)
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(2012 (Gyo KE) No. 10300)

Intellectual Property High Court
Decision, May 26, 2014
(2013 (Gyo KE) No. 10248)

Intell ectual P
Deci sion, Janué
(2014 (Gyo KE)
Intell ectual P
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(2D(1Gyo KEDOWD.
Intell ectual P
Decision, AR®ILl
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Deci sion, Sept é¢
(2011 (Gyo KE)

Concerning finding of the

Intellectual PropertyHigh Court
Decision, December 19, 2012
(2012 (Gyo KE) No. 10099)

Part Ill, Chapter 2,

52-1 cited invention as the : ,
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Decision, August 9, 2013
(2012 (Gyo KE) No. 10436)
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that was described or poste
in a distributed publication

Intellectual Property High Court
Decision, September 14, 2006
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- can be deemed as an (2011 (GyoKE) No. 10271) Part lll, Chapter 2,
invention that was publicly Intellectual Property High Court | Section 3, 3.1.3
known Decision, March 26, 2014
(2013 (Gyo KE) No. 10178)
Intellectual Property HigiCourt
Decision, June 30, 2005
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| . Section 4, 4.
the invention of ntellectual Property High Court
subcombination by using a Decision, October 11, 2011
matter related to other (2011 (Gyo KE) No. 10043)
subcombination in the clain
Finding of the invention anc I ntell ectual P
novelty and inventive step ( Deci sion, Deceri
the invention according to & (2005 (Gyo KE)
- claim that includes a Part Ill, Chapter 2,
description trying to identify Section 4, 5.
the product with the
manufacturing method in th
claim
I ntell ectual P
_ _ Deci sion, Febr
Novelty and inventive step
(2005 (Gyo KE)
of theinvention according t( -
. _ Intellectual Property High Court
a claim that includes a o Part 1ll, Chapter 2,
60 o ) ) ) Decision, March 1, 2006 )
description trying to identify Section 4, 6.
_ , , (2005 (Gyo KE) No. 10503)
the invention using
) I ntell ectual P
numerical limitation S
Deci sion, Janug
(2008 (Gyo KE)
Concerning novelty and
) ) ) Part 1ll, Chapter 2,
61 inventive step of selection - _
. . Section 4, 7.
invention
Intellectual Property High Court
_ Decision, August 30, 2007
Whether or not exception t¢
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(4-1)
Rel ewa@mt i| Partlll, Chapter 2, Section 1
of Exami.
Gui del i ng
Cl assi fi (4 1Presence of novelty
the Case
Keyword
1. Bi bllitogmaphic
Case "Utfriane ni ckel powder for (@pp msitteido c etr
Patent)
Intellectual Property High Court Decision, June 30,2005 (2005 (Gyo KE) No. 10280)
Source Website of I ntellectual Property High (
AppliNal|Japanese Pateni?5®APPY i-Zcdh®B)dBr No . H
Classif|B22F 1/00
Concl us|Di smi ssal
Rel ated/ Article 29(21) (iii)
Provi si
Judges | P High Court Fourth Division, Presidin
TANAKA, Tlautdsguef:u mi SATO
2. Overview of the Case [ FI G.
(1) Summary of Claimed | nv — o
The ¢l aimed invention ha ffgiﬁ:ﬁ3332:2333:523::2? sol ve
for providing a -rneisciksetla npcoewc 0+ erack, delamination 10% or less
material which is hardly cr“'5 Expregsion (&) t he
for praoadueiami c capacitor «~ 4 n
has the configuration in%’w}’_s- er he
average grain diameter fag 3t e bet
0.1 and 1.0 micro meters,%; fyincg
conditions expressed rbiycasé 23 % breakage 50% or more et
standard deviation of a gr 2 1 | es
equal to 2.0, and an averaclh R s A M er mc
equal to 0.2 times the avelmofv 8ivue.r0;ge_g'ia.i.ﬁoliul.(.17
Tap deng8iby*>faverage grain diameter)

(average

(2) State of the art

-12 -

grabDn8di ameeqguption
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(i) Publi¢%85%m6 2: JP H

""[0020] [Embodi ment] Embodi ment 1 Using a reactol
put in a quartz boat 3 of an evaporating part 2 as
such that theedsesnsie)yr @palhheissalbg.afs *milx0ed wi th materi e
part 5 set in 1030 degrees (0.755 times nickel me | t
mi xing with hydrogen sumphueed fmomhea pemacénnhggeehbtll
the reacting part is measured with a thermocoupl e 8
times nickel melt point in absold4teliteenp&y ature). " |

"[0023] Embodi ment 4 The nickel powder is produce

except that the evaporating temperature is set in 10
and theadéenaitprepsurke) is meas8rbBd*wlioOh a ther mocou
(0. 755 times nickel melt point in absolute temperat.

sqguare meters/ gramsa, gmdvdreas htalve ngphéee average gr ai

the observation of electronic microscope. (col umn
(3Nhel ai ms (after Amendment) (Only Claim 3 is shown)
[Claim1]Ani cloewdep has an average grain diameter falling
a tap density satisfying the conditions expressed b
di stribution |l ess ananage eqguat altloi 2e 0di amelt @am mor e
grain diameter,

Tap den2iby*>Faveradge grain dawaenedag@e )grain di ameter)

(4) Procedur al Hi story

April 23, . File amendnog €l diRmf'erabove.) and wr
June 8, 2 : Registration to establish a patent
November . Opposition to the grah6d)f a patent
February . Decision " to revoke the patent.

3. PorApmenasl /oTfri al Decisions relevant to the Hol ding

Decision oai opgofsi dmo@ort Decision)

Comparing the Embodi ment 1 of the specific
recognized that they achl atmdsetevhAposamiengndd¢
and have al most the same extent valwues in the
extent values of the geometri cal s taagned acrrdy sdt ea
and tap density are obtained.

the Publication 1 cited in the revocat-i
fine nickel powder produced by a CVD mkebobhbde(

-13



AnneDxCourt precedents relating
hydrogen), "the geometrical standard deviatio
1.5, and the average grain diameter can be co
'"the aystabbkite diameter i s more than or equgeg
being single crystal or containing bicrystal-
fine nickel powdelr cbl obtdenedapar ahengi d&psi
18and 2'aOnd tllDe reaction temperature falling w
and that the geometrical stantdhedodedii méed cnd Ict
falls within the range between 1.4 and 1fbnea
powder falls within the range between 0.8 &ahe
fine nickel powder obtained in the Embodi meni
ranges to a |l arge extent. Accordingly it can
di stributinomri ®£quasstoha. 0, and the average
di ameter.

From the above, it cafii be nechkheghi pewdéehate
contains one produced unnd etrh ew hsi e&nien ¢choen duikteilroanpso
the claimed inventions recited in claims 1 an
size distribution and average <crystallnivteemt dbpb
Publication 2 and the claimed inventions. Thu
the above.

Deci si on
Al l egations by Plainti|Allegations by Defendar
the presumpti on The Plaintiff all ege
opposition is a hindsijulfiae nicksdr ipbhevd eirn dt
patented invention and¢4 of Publication 2 doe
ground. | f the presum|tap density in the pat
indicates thatfiameparitelt he data of the test
produced in the produdqconducted additional 1
Publication 2 may sati|oppositioenoubss i arrdoent er
recited in the patentelpatented invention is (
the Plaintiff C ¢ revi ewing t he a
i ndicate -tihme nihekeael tp|jcompared between from t
thethed described in t|to taleoi(m) acc empiddred
from tHienal tniakel powpo{(3hitn FI G. 1 of tdfer oPng
patented cliati ncaln. bhe .s|{additional test i n t h
necessarily to be cafpigPublication 2. As a resg
ni ckel powder satiséyitest is conducted unde
recited in the patentethe apparatus L/ D (thesg

-14 -
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the condition descri b6, 8.9 and 13.7 for th
Publ i c(aTtaibolne 22 of Exhi lfgood point respectivel

The above additional|satisfies the equation

taking t he matters ajtest in FI G. 1. I n co
apploincsat corresponding Publication 2,cotheuvatddd
Publication 2 and thicondition for which th
consideration. That is|"6", and does not sat.i
Publication 2 wuses theroom for considering t
di ameters as a reactinumeri cal values not s

l ength/ deamatferer ( hef erfrespect dioméirmtes eonfo oPu bl

L/ D") value of reactio Accordtiimegl v esstubmepboe
order to use the appar|Pl ailnacikisf the objectiuwvi
in the invention as ofand i s not based on

patented invention empjdescription .ofThRuub| iTchag
dimat er (65 millimeter |oppositionesmawled i motd ¢
filing, and sets the gnovelty based on such ¢
considering that it is

ul 1 ae ni ckel powder

characteristic by |l eng

paadgd of filing. As seel

setting is rational f o

the data of test repor
is only set as of this
ondition for explaaieni

bt ained one in embodi

i fferent ith the avail

c
o
of t he patented i nven
d
J

udgment by the Court

(1) The decision on opposition determines
Publication 2, thus these inventions fall wund
whereas the PIltairst idfeft ealmi enqad s otnhadats erroneous.
specified in the same items should be <const
understandable for a person skilled in the ar

... the Plaintiff submitted the Embodiments 1 and 4 of the Ptiblica,3 poirt s ( d ),showvgn in FIG.
1 of the specifications, and the test report (Exhibit A7) describing the result of additional testpétit te the
Embodiment 1 of thepecification In addition, the Plaintiff alleges that the nickel powder does not satis

of the characteristics recited in the patented claim 1, which is produced under the conditibedi@sdhie

-15
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Embodiments 4 of Publication 2.

However, this dditional test is conducted under the condition for which the apparatus L/D values
as "6" as in the embodiments of Publication 2 and "13.7" in the patented invention. In contrast, the pr
testis conducted under the condition describedeifEthbodiment 4 of the specification except for the appa
L/D with respect to the data f@rpoints( I , ) shown in FIG. 1 of the specification (the specificatimes
not describe the specific production condition.), and as a result, thexpaird point do not satisfy the
equation (2), for which the apparatus L/D values are set as "6" and "8.9" respectively and tpeqimsfies
the equation (2), for which the apparatus L/D value is set as "13.7". It can be seen that the apparatues
is one of the factors on which the tap density value depends from the test result.

The specification and Publication 2 do not describe the reaction tube diameter D or reaction part
at all, as well as the apparatus L/D value. Thus, it casalebthat it would only matter of design variatio
for a person skilled in the art how the apparatus L/D value is set. In addition, there is no rational gr
setting the apparatus L/D value as "6" (the tap density has the lowest value in tthatcteeapparatus L/[
value is set as "6" in the additional test in FIG. 1 of the patented invention) in the embodiments of Pu
2, and setting the apparatus L/D value as "13.7" (the tap density has the highest value in the cas
apparatus/D value is set as "13.7" in the additional test in FIG. 1 of the patented invention) in the embo
of the patented invention.

Therefore, it cannot be recognized that the result of additional test conducted by the Ptatitély
indicates the average grain diameter, tap density, geometrical standard deviation of grain size distribut
average crystallite diameter for the nickel powder produced under the condition described in the Emb
1 and 4 of Publication 2.

... the Plainff asserts that if the ultrine nickel powder produced by the producing method describ
the Publication 2 satisfies the characteristics recited the patented claim 1 as explained in the de
opposition, it is only a small portion, and othersndb satisfy the above characteristics. However, accordi

the abovethe patented invention is a "novel invention of product". Thus, if a portion of the nickel p

produced based on the producing method described in the Publication 2 satisfiesdhiiistics recited th

patented claim 1, it should be said that it does not hinder from recognizing that the patented inve

described in the Publication 2.

... from the above, the decision on opposition is not erroneous in determinirigethatanted inventio

is described in the Publication 2, ...

4-2)

Rel evantPart |11, Chapter 2, Section 1

of Ex ami
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Gui del in

Classifij41lPresence of novelty
the Caséeg

Keyword

1. Bi bliographic |Items

Case "Acd ddistailotns of optically active piperi
Intell ectual Property High Court Decis

Source|{Website of Intellectual Property High
Applic|Japanese Pat e dAOp2P0 @d46882 NoO
No .

Classi|CO7TD 401/ 12

Concl u|Di smi ssal
Rel ate|lArticle 29(1) (iii)

Provi s

Judges|I P High Court Third Division, Presidinog¢
Masaya TANAKA

2. Overview of the Case
(1) Summary of present invention

Whil e since it has been generally known that op
safety and there are also differences in the meta
phar mpicodloly preferable optical i somer is required

finding that the pHegant nc drhpowmd oHavieng o(nS)i gur ati o
as an active commonermt stamvinivo aawvwiwgty a-edtant hak
superior activestyet han thestesnh ¢(R)ndbcbdtdewntbf had
i nhi bitory effect on homol.ogous PCA reaction using
In addition, whil e it i s desirable dhohemitthal medal
in order to secure high quality of the optical i son
variowddaci odfn skaétpresent tommoundthaviabhgo(8)je con:
products or hydroscopic crystals, salts of benzene

property and having sbpeniparstahbihrty foairtsbberagem

(2) State of the art
(i) Publication of Exhibit Al (Ilnvention of Exhibit
JP -HR2465A and Japanese Ratda fAipqltnican i myn tNlohe Breidal

"salt of benze#fd (zHull dromnpgeye meydiyd( Yopig tpdeo X Wly 1 ] but anc

17
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(cited from the Court Decision)
(ii) Exhibubbl iAddt i on: " Se@iajatswon" t é¥dila.ng®, ¢(Baunoh I
Deci sion)

"...1t has been widely known that actions betwe

varied as a common gener al knowl edge at the priori
chemical substances having different actions betweer
tended to use it as the optical isomer, not wuse it @
techni quetfrarc asssyyyimmmesi s and optical resolution." (c

(3MNhel aiomsCy(ai m 1 is described) (Present Patented I nv
[Cl aim 1]
A benzene sulfonic acid salt of an optilcal(lly) acti ve

[ Chemical formula 1]

, whi cH oras i(nS)t he absolute configuration.

(4) Procedural History

January 4 : Patent Application filed by the De
1996)
March 18, : Regi st reasttiaobnl i sfh ment of ThEBEaipms'enas
above)
June 9, 2 : Request for Trial Pfaatiff( MakenN8OORAR )
April 23, : Tri al Decision that "the request fo
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio
The Present Patented Invention 1 is not the

and it cannotthebepadteecnitd eodf tthhaet Pr esent Patented

of Article 29(1) (iii) of the Patent Act.

(2) A difference between the invention .. .idg¢e
is as foll ows:

C Di fference

-18 -



4[ 4 ¢cc4ahl or o phyemiydy I( )2me
the

speci fieadni nfl nBwehntbi t

configuration" in

thoxy]lpyperidifioymut ant
PresenftfoPmtiemt elde | abeat
Al.

(herei+fdqftddrelrgr ApmhmemiydyIl()2met hoxy] pyperidino] bul
Compound") .

.since it cannot be identified that an op
body is disclosed therein in case of a compo
Il nvention has kkeerdaff.iirmatively inf
Deci si on
Al l egations by Plainti|All egations by Defendar
(1) Concerning th|(1) The difference
body and the disclosur|{lnvention 1 and Il nven

.1991 (Gyo KE) No.|precisely said that (i
as "1991 Tokyo High Co|thef 66 i s uessanti nP datheer
a racemic body is publ|l, I nvention of Exhibit
does not hd@dkhe Hapeht Paj(Di fference (i))
also determined tédatradCompound #Hmrtnhe s( SI)sed
body Il eads to deter-mbrsul fonic acid salt in
and-f@O$)m against a pha|Publicatiian Adf dbxmsi mot
after this. Court Thecaied|( Di fference (ii)).
body is disclosed, it- Concerning the Diffe
form afnadr m{ S9r e ditsckagknown at the time of t
perceived that its opt|Patented | nvefndrimni ¢ had

Thi s i s obvi o'usst andgt he racemic body odeddr
operation relating to|lin Publication of Ex hi
Mul tiple Claiming Systimethod and condition g
Pat ent Of fice (formulagreport .of Exhibit A
October, (.L9M=)reinafte|(ii), there is no discl
"Guideline"). .the|of "benzene sul ftoma c P
principle that an invelCompound #frmrtmieatC®) di
which the presence of Patented I nvention.
and an invention offeirif(2) The Plaintiff has a4
inventions, each other|{to have novelty for the
herein means that the it should be deter minge
apparent by the presen|ramiec body | eads tof arhm
as a simple optical i §( Sf)orm based on t he 1
explaining thdathei foptthhegge Deci si on and the Guidel

-1
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AnneDxCourt precedents relating
apparent, t he i nventi However, whil e the
invention of the optic|Decision is a court de
invention. any activiteemedtatbkf ot
(2) Concerning thajlthe Present Patented I
experi ment al report ot o "compound used as
referrad" meot mesd descri|medicine". So, t-nieen t ri
obvious court decision does nog

While the Trial Deci|l nventi on.
cannot be said that th I n addiwhiiolne it can
is obvious for a persoassertion for the Guid
for optically resolviinbased on the opposite
determination i s errojlis a principle that an
succeeded examples to |in which the presence
column for use in the |obvious and an inventi
at the time of the pri|different i nventions,
it should be saiidbetdhatqst atement of " Provideo
A7 is obvious for a p(that ...", the descript
met hod for optically rjof defining thenwdrdion
Therefore, it should bof t he-mealt o wer e d oppos
Publication of Exhibit|{Originally, the Guidel
resol ving CGohmpoPRPndseémnt ([guideline by revising
described in Exhibit A1995 and is not wutil i zg¢g
Judgment btyheé hethé&mw@s)t hHaving italic face in t
error.

according to thel dRwskirii pdtiioomn,ofi tExthadi ibe

gener al knowl edge at the [pacembhery 2d6a,t el ¥%6) tth
optical i somers against the biological organi
having different actions between the optidcadlo
as the optical i somer, not use it as a racemi
for asymmetric synthesis and optical resol uti

I n consideration of the commoneg®mesahtk®Paw
application is filed on the basis of the finrn
organisms are varied for an invention of a ¢
poti nof disclosing that the actions between th
are varied, even though its racemic body itse

The Plaintiff has asserted thfatmi afiehmB) d K
the racemic body is disclosed, based on the 1

-20 -
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of the optical i somer especially for the Pre
accadi ngly it is obvious to | ack noxelrtmy tfoorb et
However, the 1991 Tokyo High Court Decision

of cancelling thaecAgppealg Dadei Aippeaf obDecasi on
a patent application having January 31, 1978
of optical isomers is statedhienharpobl noatit de
of the pair is provided as a single substance
body |l eads to the disclosure of the opticali
physcihceomi cal properties except the direction
did not consider the common general knowl edge
't i s ihmptostsheblcourt decision is a court case

That .i.gn light of the common general knowl e
application is filed based sonbetthwe efni ntdhien go ptth
bi ol ogical organisms are varied in an invent:i

novelty on a point of di sclosing that t he tah

bi ol ogical organi sms are varied, even though

denving the novelty since the disclosure of t

determinati odnataet ftohre tphrei oPrrietsyent Pat ent

I n addition, concerning the Guideline, ther
that an invention of a chemical substance in
imention of its optical i somer are different
that the presence of its opasygymmedmsbearerat eam,ap:

i somer ) (-Papgp. Toklutu has to admit a room that t

di sclosure of the racemic body |l eads to theal
i somer is obvious when the presence of the o
at om.

However, as mentioned above, since the comy
Patent had not been established at the time ¢

not been establ i shed heaet ctohmamotni me nefr al9 kM owl €

novelty for the Present Patented I nvention, i
at the priority date ...o0of the Premsetnhe Plad ®ing
of the Guideline.

.even though a | arge number of substances
described in Exhibit A7 is present, any exaimp
chemical structure thereto can be optically r

said that the method described in Exhibit A7

resolving t hed Pate stemda tCiomgp oafn the priority da

-21
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t hat Publication of Exhi bit Al states a met hg
described in Exhibit AT7.

-22.-



(4-2)
Rel evantPart 111, Chapter 2, Section 2, 3.1.1

of Ex ®ami
Gui del in

Cl as si f i|4 2Existence of motivation to apply sub cited invention to main cited invention

the Case€g

Keyword |Similarity of working and function

1. Bi bliographic |Items

Case "Const rmactteirona | for péeAmpahl e wghenwhya
Ref Wsal
I ntell ectual Property High Court Decis
Source|{Website of Intellectual Property High
Applic|Japanese iFaatte notri2 ANBOHIARH 615 0A4 0

No.
Classi|EO3F 1/00

Concl u|Di smi ssal

Rel ate|lArticle 29(2)
Provis
Judges|I P High Court Fourth Division, Resi dif

TANAKA, Judge Tat subumi SATO

20verview of the Case

(1) Summary of Claimed I nvent.i

The c¢claimed invention pro" tion
per meabl e waterways which has lratio
produced, and has excell ent i d eas:
comsuct the permeabl e waterway channe
cost . The construction materiair 1 |U‘r.permeab|e wa

an aggregate 2 and a pouch 3 that accommodates the

t hamtt of the grain of the aggregate 2.

(2) State of the Art (Approval of appeal decision)
()Publ i t&hPG6-248n0 A9 6

"A permeable fabric that ishapedad crosfsorsmcd i dma ial
a synthetiorfiabemnnwa@emdd lafbrroinc .t he Court Deci sion)
()Publ izaPi®wa7p10

-23



AnneDxCourt precedents relating to

A bag i si ndiwhcilconsetdhe bag is used to arrange (to
having an -sahmpwldarclrfoslbr esgponodinng to " wat erhvagpy dh awiors
section of theé clahemetbagnaéentiearst ( "heaagg rae gagidet § aigep g
container tilhOat( "ipso Ufaibltlpendshdwhatthea (f i | (( €raigggemadt kd § ame s h
("'mesHheseach havi n(@" i asrmdathehre"t)lye agpzai @met i1t eofng m
("aggr.egadfaegs) c ontsoi dbeer epder meabl e and has a function
into tHéCgtedntirom the Court Decision)

[FIG. [ FI5G.

’ : . v
,-’_b ' J &

’

(3) Thd Aeanidreadd) (Only claim 1 is stated)

[Claim 1] A construction material for per-mbapkd wabe
secfcioompri si ng: an aggregat e; and a pouch accommodat
di ameter smaller than that of a grain of the aggreg.

(4) Procedural History
June 26, : Amemdnt ( sedanetnhiée oamldaviemiheée )C

Sept elnbb,erz: Deci sion of refusal

September : Request for Appeals against an Exa
18877)
November . Appeal decision stating thadi s'mih%s ¢
3Portofonfssppeal / Tri al Decisions relevant to the Hol di
Appeal Decision (cited from the Court Decisio
( 3) Comparison between the claimed inve

<Di fferences>

"I'n the claimed i nveaonsiasnt salgeyfr pepoadtedhddlneh oae
the aggregate and has meshes fach having a di
hand, in the i nwhklnitdatni odn sl,| otsteado rpsatr irke wath dnth d e

synt hebtircafhnbewo'ven fabric

(4) Judgement of the difference

-24 -



"Consi der i-nmegn ttihcen eacbPodvbef f eda esicd mo,s2e s t he bagi al
"form") at corner | ocati onss Madpeodf ctrhoes sr isveecrt i
"waterway havi-ssgaped aoogud ardgctUi on” of t e fdll
mater {4bhg@R2egapidec'’klage contaitmart 16 'fi ¢ dcemwmd dvdnad
filteri('gagrarntamgdE tded's) meshes (" meshebc™"di eamiedn'hi
("grain dihaemeftidrt"e)r(ibnbgg grraet getbeh'@)t 22 h asamd plea sneg
to allow part of the water to be absorbed int
configuration of the cl ai-medtiiowvedtdohf ¢ hemd
menti oned configuration of the invention disg
construction material for permeabl e waterway
to be absagrmmad.i"nto the
Deci si on
Al l egations by Plainti|All egations by Defendar

Al so, in Publicati of ...l n the appeal deci
around the corner portidemonstrate that "an a
is merely stated. .., meshes each having a di
suggestion as in the grain of t hepeargngeraebg aet er
itself is installedosojcorner portions of riwv
with top of the river patent application for
water way, havi ng hamedi{Si ndd e construction ]
section, instead of palwaterway of the invent
by the bag. Therefor|{and the poducihn dRsltlri da&
cannot conceiwendfi gabtgcommonal ity in that b o
claimed invention by alboth has ,petrthmeradbiil s tygo
2 to the invention of apply the invention of

Even if the bag of RPublication 1. Thus,
the fabric or nonwovelrel atialmonmeonttihoened di f f
Publication 1, thisruwagt he pouch described i n
materi al for permeabl gconstruction materi al
invention that is instdescribed in the inven
gutter and to be adjac|ireadily done by a per sg¢
gutter, reinforces thethe marmdtgemade in the ap
the entire watermrwayhapthe inventive step of (¢
cross section, on its
Judgment by the Court

The watadri ty purification bag disclosed-qual
(environment, presercy atoino najtl owa tceornftrroonlt,, iwnaptaec

-25
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water " ..., pier mehitd m g" whtehpea syxiareg ttyhrpairgh i cat i
by the filtering materiatheé no@mwotvleen dtalber ch ar

forms a waterway tovadent rpelr meatters afslhew,e t'drod ¢
appropriate per meabitlhiet yf aabnrdi cr eatnedn tti hoen "n dond w&ka
and t hoeeuavaittew purification bag in Publication

water flow and allow for permeability and ret
skilled tihmtt meuwdritey purification bag that e
permeability and retention of watFurtimermormne.,r
quality purificationhhagedf i Psblshaati om 2ac'toc
a person skilled in the art would readily wund

the surface of tWMehererfairrragd™hei § udigalmeeat ati innd

watgeural ity purification bag of the invention

fabric of the invention disclosed in Publicat

-26 -



(4-2)

Rel ev

Part lll, Chapter 2, Section 2, 3.1.1

o o

porti
Examin
Gui del
Cl a s s i | 42: Existence of motivation to apply sub cited invention to main cited invention
of the

Keywor |Relation of technical fields, similari

1Bi bliographic |Items

Case "Siloxane and siloxane deriwaniitue ngage
against an Examiner's Decision)
I ntell ectual Prop®©Orcttyblkirglh1l1Co20Ot06D¢ 20D

Source|{Websiltret eolfl ect ual Property High Court
Applic|Japanese Patent -5A0p4p964 at Naotni oNoa |l HPLWb | i
No. Applicati-Dh4 Nol) H11

Classi|HO5B 33/ 04
Concl ulAcceptance
Article 29(2)

Rel at

(0]

Provi

(7]

Judges|I P High Court Fourth Division, Presi di
| SHI HARA, Judge: Teruhisa TAKANO

2. Overview of the Cat[‘;_
i g.
(1) Summary of CI ai me

An organdmi tdigdt d

capsul ated with a sil TN

The siloxane | ayer € !
emitting part of a di
contaminati on, degrad
siloxanesupmpyenrt  1&n o]
such as a lens (18).
is arranged so that t
(10) is output theret

27
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(2) State of the art
(i) Publication 1 {0GQGi3t688B Al f\f amtdicomm Iyt bk HHPpeal d
t hCcourt Deci sion

"An organic EL el ement comprising a pair of cont act

a cathode, and

an or gaenmict tliingghtl ayer i nbwhekéctiiglhamisegearcat whe
bet ween said pair of contact electrodes, characteri.
t he -d migthtti ng part is covered by an over csocaat tleayienrg a

pl aced in tChe eldi ghtonmpdathhe. "Co(urt Deci si on)

(ii) Citation 3 (@36 42d5A n(vfeinndiomg 3i)n tJHPe HS5eason for
Court DPecision

"Siloxane as a protective | ayeltigmitngng THenmnctciedn

(3) Thdg CClaaimmagdd | nvention)
[ Cl aim 1]
An orgaemicttiiggotel ement comprising a pair of cont

the other as a cathode, and

an organic area in which lIight is generated by el e
of contact electrodes, characterized in that,

t he -dmigthtti ng part is covered with sil prapat aptasa
said light path, and

said optical component consists of a | ens, di ffr
combination thereof embedded in said silloixkaerd, off o rsmal
siloxane.

(4) Procedural History

July 10, . Patent application filed

April 11, : Decision of refusal

July 16, . Request for Appeals against an Exa
13257)

August 6, : Amendment T(hikeé faée¢ mst' o albove.)

June 7, 2 : Appeal decision to the effect that

3. Portions of Appeal / Tri al Decisions relevant to t|

-28 -



Reason for the appe&bullecciissiioom published in t

(4) Determination on Difference between CIl aim

The overcoat |l ayer in Invention a deinsictltoisneg
similarly -¢mieteinngreafight A person skilled in
sil oxane as ra hprvdtnegc tai vfeunlcatyieon t-emietntciapg ud av
Publication 3 instead of the overcoat | ayer o

(5) Comparison of and determinati on PounblGlcaatme

Comparison of the Claimed I nvention and | nv
|l ig@mi tting | ayer"”™ and the "organic EL el ement
"organic rg@&m@i'-e minidgiHtog device"™ of the CIl ai me
"1 i-sgchatt t ering part" of Invention a described
"1 i-sgchatt t eri ng part" of Itniveemtl omo rar edsepsccird sb etdo
Cl ai med Il nvention comprising "a | ens, di ffré

combination thereof . "

Here, since the overcoat | ayeirs odr awivcesdciaamt
part to planarize the surface, i f it isscaltotoekre
embedded in the overcoat | ayer. In additiiof
Publication 1 and siloxane of Claimed demvent
both of them can be reworded as a covering | a

Then, the identical features and t he oadi fof alrg

in Publication 1 are identical with the ident

the invention a described in Publication 1.
Therefore, from the same reason dadg des car inbag

person skilled in the art could have easily :

| ayer having a functi onenmiot teinncga pdseuM iact ee -amhidd tcag
simiyawi th the overcoat | ayer descr i-eneidt tiinn gP uj

of the overcoat | ayer of the invention b desc

Deci si on

Al l egations by Plainti|All egations by Defendai
4 . Reason for Cadectedriml?2. Agai nst Reason for
on the difference bet|det eartmionn on t he di ffe
Cited I nvention 1b) Il nvention and Cited |In
the overcoat layer|(1) Plaintiff alleges
as the overcoat | ayer Cited I nvention 1b is f
t he uneven surfaateterfof t hecdtitghrti ng part, s
(Publilcatparnagraph [00|3 istactpirwe membrane -
di sclosure nor suggestemitting device, but n
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organiemiltitgmtg devi ce surface eftatherilimghpar
overcoat | ayer. As dqovercoat |l ayer of Cite
organi-emiltitg mntg device |[Cited I nvention 3 have
I nventnoavébgcoat | ayer{no motivation to repl a
substrate andentihtet ionrggal nventi on 1b with sil o)
since the overcoat | ay However, i f we | ook
surface, it does not njligmitting part (the o
same as in Cited Inverlnvention 1b and thed
siencsil oxane of Cited |l nvention 3) and the c¢
me mbr ane of t-ewmi totrignagnijof Cited I nvention 1b
not for planarizing t-h3), si nc-emitthtei nlgi gphatr t
scattering part as desicovering | ayer in both
| ayer of Cited I nventilnvention 3, and nditée€
Invention 3 have diffejlnvention 3 belong to
motivation to replace|organi-emiltitg mntg devi ce,
I nvention 1b with silojdifficulty t o ma k e t h

I n Publications 1, adi fference by replacin
suggested to cover tihgeghl nvention 1b with s3i.l o)
emitting device with s I n addition, since t
in order to form an e|lnvention 1b has a fun
against external contaplanarization -amdt tciorvg
and dust s. siloxane of Cited Ilemietn

part by coveringnito ¢
l ig@mi tting part. The
person skilled in the
materials to use sil ox
of the overcoat |l ayer
addition, evewni foathe
pl anarization of the o
1b, using siloxane as ¢
convent itknmaMn vaeltl a-308 2
(Exhibit B13123amx4AlP( Eb
Therefor e,egahteirvee itse ancoh
the overcoat |l ayer of

of Cited Invention 3.

-30 -
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o »w »w O

dgment by the Court

Concerning Reason for Cancellation 4 (Erro
ventCiotnednldnventi on 1b)

according tobRubEi sditart etmeechtor gani ¢ EL devi c

ganic EL el ement is formesdaonetrhegsplastr atse
atteti havpag an uneven surface is provided
rface faces the organic EL el ement, after f

thssaltitgeghi ng paamentani rfgearnmed Edn etthi s ove
formed dir-sacdtltyeroinngt hpearlti gwitt hou't provi di

electrode (transparent electrode tcocdistedtwlty ng
scattering part cannot be fl| at -sbeeatatuesrei mg g arf
ickness of each |l ayer composing the organi-c
itting face, or broken wire due to short pas
ercoat |l ayer is formed to subst srctaitdleliynnpmlr

oid for mat ipoont so fo nmannhyet dl aa ggkhftace and broken w
unevennesscsatotfertihneg Ipagrhtte mhehi hgbedewgarei csl i
rface odattherilmghparted | nventiSan o ainse porfo VG
otect themiorgiamgcdévighé against influence w
e orgeamitwctimnghdevice, and it i s balcek ntoowl beed gfec
thod under a vacuum environment in order tg
e -d migthtti ng | ayer and opposing electrode in

t he oovfertchoeatCiltaggyderl nventi on 1b must be

rface 9fattherilnlmpédparits botevidence to prove

s characteristics sue tmeet htood pfloarn afrd rzmati ioonn i

t, by contrast, it can be deduced-3f0r7ra2d 7sAt; a tt
itable for pdwermrii frafttiite nl.ng hFdretn , (it hcef oCigtaend

d the |l aminated structure of Cited I nvent.i q

vention 1b, and the siloxane of Cited I nven

t h lQivteend i on 1b and Cited I nvention 3eimiel Dinmg

cannot be reasoned, by that al one, that a

vention 3 ioapl bhaeepfoft h€i bpedrktnvention 1b.
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(4-2)

Rel e v a| Partlll, Chapter 2, Section 2, 3.1.1

portio

Examin

Gui del

Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention

of the

Keywor |Rel attiemmhmmifcal fields, similarity of pr
functions, and negative teaching

1. Bi bliographic |Items

Case "Met hod for providing melody data" (Tri
I ntell ectual Propertyd Hi2gohl OCo(uZz2x0 9D e(cqG yso

Source|Website of Intellectual Property High

Applic|Japanese Pat e aAplps 4i 6c aftIi Fa2rd DMRO) .

No.

Classi|HO4M 11/ 00

Concl u|{Di smi ssal

Rel ate|lArticle 29(2)

Provi s

Judges|I MHigh Court Second Division, Presidin
MORI , Judge: Kat s umi SHI BUYA

2. Overview of the Casgec.

(1) Summary of Claimed I nventian

The cliaivmeedi on rel a s

mel ody data to a radi(a} Codp bb

which us

ers can enjoy

the annunciation soun Not e

| f the wuser of mel od:

t hrough
provides
l'ine aft

of mel od

a ep hporncev il d enre , ¢

g

the selected(b) [codp TitlI| \

er adding a c -
y dat a. N Not e =

-32 -
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(
(

2) State o

f the art

i) Publication 1 -32C2323A I(nRvienndtiinogn bly) :t hleP tH7i al deci
"A radio selective calling receiver receiving mes
one information set by the user in advance to be wus

n EEPROM 54 ngt droinreg irmifrog mati on,

a
a switch
an LCD 7
a decoder
a CPU 53,

as the sele

S

(

toring in

ii) Public
"A radio

when receiyv

(
[

3) Thd cClda
Claim 1]

A radio r

advance wi't

c

ompri ses

a memory
an operat
a display
a receivi

a control

with the fi

addr es s, st
dat a
(4) Procedu

3.

August 4,
November
February
June 2, 2

Portions

section 4 to which a user's instruction |
di splaying messages,

3 receiving data, and

when data received by the decoder 3 is
ctive calling signal in RAM 52 storing me

EEMROM g5 4 oane "a

ation 2-04Qiot3e6dA I(rFv enrdti ingn b)) it hkeP tH3 2 | dec
receiver receiving melody data selected
ed"”

imass enti on)

eceiver receiving messages with the firs

h a second address and used as ringing

section for storing melody dat a,

ing section in which a user's instructi ol
section for displaying messages,
ng section for receiving data, and
sectionthehepcdavanigsseeteonewibh the fi
rst address as a message in the storing

oring data receivddtaitb the seoobphdgasdc

ral Hi story

Patent right registered

Demand for a trial for i nv8all0i2d6a2t)i o n
Demand f or Rloairnetcitfifo n( RB @Ira it ms .t "h)e

Tri al decision to the effect "Corre

of Appeal / Tri al Decisions relevant to t|
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Trial decision

Since Cited I nvention 1 and Cited I nvention
solved and technical field in that they rel at
radi o recei vecrisal tdhiefrfe ciud tryo isipeappl ying Cite
occasion, taking into consideration that, wit
the use; namely, to have ftihrestseaddhrde ad dikare svanti
disclosed in,-3Rd938RamhpPphe pg2BPRHAI] PadRgHA&pPphHhSs
23727A (Page 2, Upper right col umn, Linses al mg
obtain melody data, it is a matter which a pe
in Claimed Inventions and "receive" melody da
and to beunusieadt iaosn asnonund f or incoming call
Deci si on
Al l egations by Plainti|All egations by Defendar

The purpose of Cited Pl ainti ftfhaal ltelygees pur
new and i mproved meth({(lnvention 2 is to supp
pattern for a remote rlof the radio receiver,
A2], Page 2, Lliower20 etf(and since it is not <co
column, Line 3), in Cijlnvention 1 that t he
is transmitted from a |favoriyeusnehgda sel ecti
and the alarm pattern |is a negative teaching
in the remote receivernCited Invention 1.
As stathd pbopesetof C As already di scussef(
provide data of melodyllnvention 1 proposes "
receiver, reprogram anobtain new mel ody heatpa,
t he pur pose of Cited |[Cited Invention 1 to a
composes by themselvegsupply of mel ody dat a
sel ectiingerealel ver. selective receiver as

Therefor e, t her e i simel ody dat a.
combine Cited Inventio

Since Cited Invention Z

Since Cited Invention |[Invendi &€nhntaed | nventi on
alarm pattern, it is hlalso to make it poOsSSsi
of the claimedi venssxeméfjannunciation sound for
with an address other motivation to apply wi
data and additionally Il nvention 1.
and to the technical i
user hiodrmpeposed fa favo
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there iappbymGiied
Cited Invention 1, and
|l ead to the Cited 1nv
trial deci sion that a
nevertheless is incorr

Judgement by the Court

A Combination of Cited I nvention 1 with Ci
Since both of Cited Il nventi on 1 and Cited
receiver.s, and [ 2] have common probla®&tm dalwt dien

data toabeaousdaucad ifoonr new arrsivmil bammnidoh 3dnd
they obtain mel ocayndfitsad utreock idosmr u sneedv_aag r i v al a
st or aigen ,seictt should be understood that Cited |

ot her .

Al t hough Pl ainti ff all eges that the pur pose

of the radio rexyinvepr,omrnmammienpg,acend,t theref(

Il nvention 1 that the user themselves composes

is a difference as alleged byveBl bhmenfiobeRwe
of that, that there is a negative teacnhdi,ngsitnd
common points between Cited Invention 1 andhd(
ot her .
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AnneDxCourt precedents relating to

(4-2)
Rel evantPart 111, Chapter 2, Section 2, 3.1.1

of Exami
Gui del in
Cl as si f i|4 2Existence of motivation to apply sub cited invention to main cited invention

the Caseg
Keyword |Relation offitehd, t&cmnil aal ty of the p

easy to conceive the problem to be so

1. Bi bliographic |Items

Case "Ex hisbbpppdrAtp'peal s against an Examiner"'s
I ntell ectual Promegmut w2 08412 ®(1G3/00u rKtE D8bENCOI . s
Source{Website of I ntell ecHAMNREIPTrJdpeO tNo .Hi2goh9 ¢
TI MES18B43, page 188

Applic|Japanese Patent2 ADPP76 chaG 6°308ANO . H8

No.
Classi|A471/ 06

Concl u|Di smi ssal

Rel ate|lArticle 29(2)

Provi s

Judges|I P High Court Fourth Division, Presid
TAKABE, Judge: Yasuhito | NOUE

2 Overview of the Case LFIG.

(1) Summary of Claimed I nvent 2% — 2—\‘\'*47‘1’--‘\

Thel ai med invention ai ms 24— ,i——/ ¢hibit
2 which is easily assembled i PR e h a s
The exhibit support 1 has a-:z‘-;:.:—:_"! jj: tangu
pl stheped frame 2 with a pred %:v:"»!.gafmbg_.“ [22e One
each of central flat por-tobd: 2“”“{ h “;:-:f: as an
surface for joining an exter. TN =l 21g t«
piece 21f. The other surfac s rentra

to 24h acts as a decorative surtface.
(2t ate of the Art

(i) Cited Invention-1getrdd))l fFemdi omgslf ¢the Bppeal

"A decorative frame body comprising: a rectangu

-36 -



center; -bBandhnwgdieptl awe-b & hgansgi dd ghltat e -bleOn d ianng ienxwtaer
pl ate 7, abendnngnwatdlryor plate 22 all of which ai
center plate 1 by way o fbeonudtienrgebceenndd 2lripnpebsv;i daerdd ad ro nigi
the center plate 1 by way of inner bend Iines; whert
frame; and a center i nsestengiienge ek epri wvwn thad dhat @3 eld7d re d
28 provided -boenn dihreg iinmtaerdiloyr pl ate 22, thereby makin

to expose from the window 2" (cited fr om-1tlhd4e2 7clolr.t

(ii) Citation 3 (Cvr38d7Anvention 3): JP S58

"'"The frame is decorated before molding' i s di s

(3) Thd Aeaidradd) ( Cl ai med I nvention)
[ Cl aim 1] An exhibit 5 U g pebcytta n g o @ rpi | sas tmesupleadr  sf ar basntrea nw

predetermined width; in which each of frame sides h
center | ine of the frame and betwweanthbkBeceaheer!| | nhe
edge, and also has a central flat portion, an out wa!
by the two folding portions; in which omemgsuthfefaoet ok
folding piece and the inwardly folanoghei ecser thae af
centr al fl at porti on, the outwardly folding piece,

deadrd before the outwardly folding m@inadceé namwditchhe ain

be placed by way of arbitrary engagement means such

an opening.

(4) Prodedwr al Hi s

January 1 : Request for Appeals against an Exa
5094)
August 17 : Decision of refusal

August 17 : Amendment {Té&@kaiamaVe
January 2 : The appeal detise omeguasti nigot hiati al
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AnneDxCourt precedents relating
3. Portions of Appeal/ Tri al Decisions relevant
Appeal Deci sion

A contradistinction between the claimed inv

(Di fference 2)

In the claimed invention, "another surface
and the inwardly folding piece acts as a decd
and the inwardbeyfbbdddng piMecaenwahi | e, it is wu
process in this regard.

(About Difference 2)

.thdrapgmkedt o s an equivalent of the "exhib
citatiownaiddctam diescl ose that "the frame is de

Al so, the invention stated in the cited iny
field of exhibit supports. Teh eeraesfiolrye ,c oan cpeeir vs
specifying the claimed invention pertinent t(
citation 3 to the frame of the cited inventio
Deci sion
Al l egations by Plainti|Allegations by Defendar

(2) t heev en tiaft i on i (2) Further, i n
aspect, the ~<citation identical feature and
compared t o t he cl ai mmeanfs tohe contradisting
conceptual and potentiinvention and the citec¢
aspect points out a colappropriately interpref
various fiesdsofcaeaxkeighb|/is free from the erron
cited invention is Pl aintiff.
invention and a kind o
under the cl aimed i nvg
erroneous interpretati
from aefaobl uwain an [
outstanding quality as
ordinary, common appea
Judgment by the Court

C About Difference 2

The citation 3 discloses that "the frame 1is

It can be said that (1) both the cited inv
field of displpgnsiupeloytprowainde i dhiexpl ay supp
display support is a problem to be ordinarily

-38 -
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and (3) no difficulties wil It ubree epnlcactuen t3e/r"e e vie

before formation in relation to the cited inyv

to the cited invention 1 can be deduced ftro

acknowl edged for technical hindrance.
Consequentl vy, a person skilled in the art

invention pertinent to the difference 2 by ap

-39




AnneDxCourt precedents relating to

(4-3)
Rel evantPadt ,I| Chapter 2, Section 2, 3.1.1

of Ex ami
Gui del in

Cl as si f i|4 2Existence of motivation to apply sub cited invention to main cited invention
the Caseg
Keyword |Similarity of thWelplnowhempmr ¢l dm ol bve

1. Bi bliographic |Items

Case "Met hedifroi ng and,deeathi nfosol nenti da
I ntell ectual Propdmutty R{BZORDAOWEY o DEE) s
S o ur c e| Website of IntellectuadProperty High Court

Appl i Japanese Patent -4A0p6p5 0i 7c alt 3 Bon2 @GN, 200 3
No.
Classi|B0O1D 19/00

(@]

Concl u|lAcceptance
Article 29(2)

Rel at

(0]

Provi

(7]

Judges|I P High Court Second Division, JRdge®i ¢
SHI MI ZzU, Judge: Kenjiro FURUYA

2. Overview of the Case
(1) Summary of Claimed I nvention
The claimed invention includes: housing a solve

interior of the conthenarmebadyaf{edvwewhenngothei ngnt

to spdeteabhdng a temperature of the solvent, etc. ,

number of revolutions and spinssef imhe heonteanpreemtium

etang stirring the solvent in an optimum state and |

(2) State of the Art

(i) Citation 1 (Exhibit1210)7 A( QiFti eed iilmagwe otfi drm el )Diecd B
"...the cited invention 1 relates to an apparat:!

motor, causing the kneading container to spin with

and defoam ak neaadeerd,alando obpeer ati ng conditions for Kk

accordance with conditions, I|like types of a materi al
Further, the citation Dcexplsi avihtelny as h ewgp ea apgrua tel
the materi al to be kneaded during kneading and def o

- 40 -



The citation 1 discloses a method f or nperaodviindgi ncgo na ad

— J—

u 99 9 — > v o

-

rder to suppress a temperature increase. Conseque
roblem of a necessity for limiting a temperature i
s segaluto spin and revolve to knead and defoam the m
i) Citation 2 (Exhibl50328A(CFkitredli nggveimtti b DRegci Ji

"...the cited inventionpl2urreelliattye soft ot can enre t nmaotde rfi

5

order to cope with a temperature increase due to
here is adopted a configuration forwmehsaritmegpeaenait

rovided on an wupper surface of the hopper when the

—

irring member through rotational driving ofl a mot

eld in a predetermined temperature range. " (Cited

i i-knwekbBmpExhi bit -A2242AJP HS5
" . t-khreowreldocument relates to an esterificati ol
ci d aennde eglhyydol and is admitted to disclose the fol
mi xing tank by rotation of stirring impeller van:t
tirring heat i s detcdadtoend elnyd,a atnedmp ehrea tnwrnmdb ede of r ot
educed so as to suppress the temperature of content
f the stirring i mpell er vtaenmepse riast ucroen tcrhoalnlgeed oifn tahcec
h

e Court Decision)

3Nhel aG(nsorrected) (Only Claim 1 stated) (Corrected

Claim 1] A solvent stirring and def oami ncgo nmheati hnoedr ft

rotating the container storing a solvent, etc., an
compri sing:

controlling an internawhielvacouamntdolsltiang ime tmemk
cont aither nomber of revol ut jdoentse catnidn gs pai ntse nopfe rtahteu rceo nc
t he cowhtialienerat | east, the container i s evacuated;
repeating an intheasember detreavel uni winisl enidn dep eirsd
controlling the number of .revolutions and spins of

(

4) Procedural History

September : Trial for Patent I nvali@&@80i1dd)by PI
December . Request for -maoatrermicéede on by EX
February . Transfer and Regi st r aPaitoenn toefe Ptaot eDnet
June 16, : Amendment of Request Tihoet aQChsr ect i on
September : Thappeal decision stating that "t h
request for trial and appeal shall
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AnneDxCourt precedents relating
3. Portions of Appeal/ Tri al Decisions relevant
Appeal Decision (cited from the Court Decisio
.the corrected claimed invention 1 cannot
2 and -khewwet echni ques.
.the difference between the corrected in
decmsiolies in the followings:
<Di fference 1>
As to evacuating the interior of the cont a
claimed invention 1 comprises "controllingg af
number of revolutions of the container or th
temperature of the solvent stored in the con
temperature rpsesattunpea géepeatitmegn an increase
spins of the container while independentl vy c¢
I n contrast, the cited i nvoepretriaotn nlg Icioensdiitn:on"
of a material to be kneaded and a | imit on te
and a degree of evacuation to optimum coantdirtei
ti ming while revolving and spinning the conta
The appeal decision admits that the "operat
a material to be kneaded and a | pmrataonet emp
etc.," is |Ilimited by the setting of the opera
decision admits that a motivation to further
technigue is not found in the cited invention
The appeal decision admits that, "even when
during operation of the apparatus, " tale i dietae &
a temperature of a solvent, etc"" Secon
temperature of a solvent, etc." and further <c
theedi i nvention 1"
Deci si on
Al'l egations by Plainti|All egations by Defendart
.t he cited i nvent The cited invention 1
temperature | imit as dplurality of tyoplkear gpdd
operating conditions olhopper by driving the
of a temperature incr{hopper."” The cited in
kneaded by stirring. structure and technical
conditions are previouthat "kneads and def oa
type of the material Alby revol viinmgg atnhde sknelad

-42 -
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conditions (e.g., a 1li
stated in the cited in
setting of the,opéreatcid

assumed to be set in c
increase in a solvent,
of t he materi al A to
kneading. Accordingly

not bri ng t hee tpernopbelreant
itself into extinctio
motivation to apply an
problem of the temper
invention 1. There i
adoption of afnlt thteir o nmg
invention 1.

.t he cited i nvent
temperature ceiling as
operating conditions o
of the temperature i ng
kneaded ibiydst¢cerring.
that . ..1n order to s
accordance wi t h t he t
material A to be knead
motivation to measur e
A tdknkeaded when the ma
kneaded or def oamed
conditions (the numbe
revolutions, a ti me,
determining the operat

Therefore, i anttihoen
obviously exists a n
temperature of the mat
the opening of the con
the temperature detect
upper end of theocadret
temperature of the mat

container is a |l ayout

naturally selects.

.the -dep®asmi ngri ng
that stated in connecti
established and recogn
technical field that i
tecloml field of the ap
(i mpeller vanes), etc.
rotating t he stirring
Therefore, it i s hardl
in the art in theéohtettyh)
stirring apparatus had
document (the citation
the time of filing of t
2003) .
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Judgment by the Court
..the cited invemdwsn. .1. ee xtpdd lenitd | probl em

increase in the container when the evacuated
materi al t o blet kinse aadcerdi t t ed t hatth ei no poerrdaeri ntgo

the number of spins and revolutions ofhéheite

2 aHa&® simil ar technical problem of suppresanm

mi x.ed I n order to solve the probl em, it is ad

sensor disposed on the wupper surface of the |

rotations of rt lwdheqt itrhrei n @ mpemtad ure i ncreases
or increase in the number of rotations of t
accordance with a detected temperature in sub

Furrt,het hken owsexl d mp ft dper e sgqemiti cai t on tahles ot edcihsnd Ic

preventing the temperature from incandasdlngo t(
technical matter for comft rtohd isatgi rtrhienognuimbpeeal |
detected temperature to solve the technical p

Accordingl y, biott hi st haed niittteedd itnhvadimbiwoan &€ X h mp e @

application altl echhanviec atlh ep rsoibnhielnaro f preventing

operation at a given temperature, and.provide

Conseguepnhbiyderation of theotepheempéi pgobd

excess of a gilveinnd-karewealblyecshmnircahnhgpr-lomd @ma mh

t hper esmmlti caat i on, it mu s t be said that a_per

configudateohni md a temperature of the target

including the number of spins and revolutions

the technical idea dilsaviosedthe ¢ddhrmemaen nhtaamed nyiy

controlling the number of rotations of a stir

the temperature i naor@daee tod & hegi \denmvfeling weaolantpirlg

setting the operating conditions including th

conditions, l'i ke a | imit of temperature incre

-44 -



(4-8)

Re |l e v a| Partlll,Chapter 2, Section 2, 3.1.1
portio
Examin
Gui del
Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention
of the
Keywor |Relation of technical fields, similari
1. Bi bliographic |Items
Case "A Dbiommedhsarset of el ectrodes wused f or
bi osensor" (Appeal against an Examiner
I ntell ectual Property High Court Decis
Source|Website of I ntehl ICocuruta l Property Hig
Applic|Japanese Pat enhO0-3Alp9ps 1li lc aBtJi BoOnd BNDo5. 2
No.
Classi|GO1IN 27/ 30
Concl u|{Di smi ssal
Rel ate|lArticle 29(2)
Provi s
Judges|I P High Court Second Division, Presid
MANABE, Judge: Mi noru TANABE
2. Overview of the Case [ FI G.
(1) Summary of Claimed I nve rx
Thel ai med I nvention relate hat fo
reagent di stribution having makes
reacti on r cawmghleyn abdiefsorame c ur bl e.
The biosensor of the cl ai me ses a |
having a predetermined reatc’ recess
adjacent to the reaction zo the b
present invartdi omi tihs aprtoewt t he
reaction zone. Preferably, cumscr
a part of the reaction zone
(2) State of the art
(i) Cited invention27%25tM) | hFiemdiimg Ky :t H{ed Paplpgeal (
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"Ai bsensor having a structure in which two insul at
section (6) facing a reactive | ayer (3) having a sp
|l ayers and t hed spmctehres lacwerf oirmmsul ating substrate (
having a notch (11) from which a connecting terminal
by the spacer (4) and tbweel eosvubdei sgssaemst oamed ( @i
an electrode (22), a connecting terminal (23), and
bi ol ogetavbnt substances such as en)zybme,apmplci.c atsi opnr
fluid by a dispenser, and a part that does not need
insulating |l ayer (5), and the spacer (4) ardifneramed
patterns on the both sides so that the space sectio

and the feed port (61) and the side edge opposite t|

(i) Citatemtni n (E)it5eIPAMAIFIi ndi ng by the appeal deci

"A sensing device, namely a biosensor in which a «¢
measuring electrode (21), and the mea3urasgsedbwotio
stated, ... the moat can be called a recess formed s
it is stated that a sharp border for coat itnsgg kcroampdtst

is accurately I imited to the electrode area.

(3) Thdg CClteidms nventi on)
[ Cl aim 1]
A biosensor comprising a first surface, a prescribi
adjoining said reacfiace aodefommeai d of i ngf ude recess
a test reagent covered by at | east a part of said re
reagent and acting togethepnprderhtesadefiowen pl aetheaa

said clearance has an opening and has a di mensi on
reagent,

at |l east a part of said recess is Ircccaagteend ,i manad calte
of said recessenn has a width of 1000

a spacer (15) comprising a first part (70) and a
and | ower pl ate el ement, and

opposing rims (64h exdendéedh,g 2 wefent hetfirst part
second part (72) respectively form said clearance t

arranged spaced from an eleetrode array formed in s;:
(4) Procedur al Hi story

November . Patent application filed (priority
Uu.s. A.)
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September

Amendment

T(hke¢ fae mst'o above.)

January 1 Decision of refusal

Apri20a8, Request for Appeals against an Exan
9110)

December Appeal decision to the effect that

3. Portions of Appeal / Tri al Decisions relevant

Appeal decision

(Di fference)

Whil e, in Claimed Invention, the | ower pl at
formed to include recesses arranged at | east
clearance between the opening and the testnm
the invention of Publication 1 does not have

Here, the above difference is examined.

Publication 2 states

On otker hand, it is a common general techn
the art that, in a biosensor in which a reac
containing the tesrngrfelagiecditi,s idyp wlhieend tdred croa
fluid does not spread over the entire electr
reagent exists unevenly on theadkectrode, and

Then, it can be said that it is a matter i
invention of Publication 1, to form recesses
by a dispenisen zond hen rtelaetel ectrode is made
reaction zone and at |l east to be circumscribe
of Il iquid and the reacti ohne zwoindet,h aonfd ,r readheastehdants
with the structure of the biosensor such as t
Deci si on
Al l egations by Plainti|All egations by Defendar
B. The problem to be s/B. In a biosensor, it i
to reduce cost by decr|jin thealhlry macoagni zes t
a constituent part, anncontaining a test reage
and, for that purpose,lelectrode and the thic
i n which spacer icnagn obre|reagent) i's not uni for
a spacer to an insul atiperfor med. ThereX mplrea

Since there i s no technical problem to b
thickness of the reactlanalysis in the techni

-4 7
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AnneDxCourt precedents relating
al so there is no state|biosensor i n which a
the reactive | ayewut picovering the electrode
| ower insulating subst|the test reagent, d narma
be understood that, into providing coating f
recognition on the thifla uni form thickness [
also it is not recognilknowledge stated al so i
to contro$ ohethdic&ae Based on this comm
Therefore, Publicatijknowl edge, the appeal
the price of the bios|pesibility of applica
simpl e, and there is nPublication 2 to the bi
accurate analysis poss§s For a person skilled
make the theckesessredg|to repeat trial and er
As stated above, sinthe sensor and to impr
and "recess" in Claimfor a person skilled i
purposes, operations, of the citddmakeemnti gm
constitution, there isjlaccurate analysis.
a test r etaigoemntwidtihs tar ithl C. As stated in 1 abov
the chemical reaction |claimed invention and
constitution accordingtechnical problem to be
Il nventi on by combininreactive |l ayer on t hre
Publication 2. el ectrodes covered by t
C. I n addition, rightthe essence of the tectk
datfe @ ai med I nventionD. Therefore, as of th
general technical know/invention, there was a
the art, in a biosens|stated in Publ i datiinoner
formed by providing tldissolve the differencg
el ectrode, in order t
ma k ihneg tthi ckness of t he
D. And, whil e the wh
pair of electrodes is
reactive |l ayer of the
zone of Publicati on h2r,s¢
is covered with the t¢€
than one <covered by ¢
covered by the test re
the moat. Therefore,
Publication 2 are rdiifn
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manner of coverage of
there is no motivati orn
Publication 2 with the
Judgment by the Court

Whitllree bi osensor of the cited invention is
in blood[OP®drMdgrodpBobdl tbatisemsd)y soof aPniu ba p pcaarté
chemical substances suchPage gl,uclosweri nr iagghute og

bottom to Page 2, wampe rt hleeyf th ed wlinwgmnt ,0 Itihneee s4da)@
matt ear pfeoarson skilled in the art to carry out
appar at utsheexo sdetheet and concentration of chemi
carrying our accurlatsd smdas war enmagrutr adnd eecrhani c al
in the art.

Therefore, it can be said that there is mot
with the cited inventiooalnpoobdkeemtbosbéveoth
(2) In this regard, Pl aimdrdof fr eaclolgeng & § otnh aotf, tt
|l ayer, nor recognition of providing other con
inveat imehy to make -phiecodd oenmaki h @ wtdhoea ®stt rsuug
provide a recess in order to make the thickne

Wit hout doubt, it can be said that, accordi
be solved by the cited i-pventdobi bsensoordeno
reduce the numbeprarafs,c oamsdt irteudecuce t he number
that the means for solving the problems by t
substrates composing the biogsmensam by dae preetdlrea

However exiptl amatscerlyf for a person skilled in
in a biosensor that is an apparatus to detee
realization of apparatus to carry out accur a
solved for a person skilled in the art.

I n addition, in an extreme case in which ftoh
and it is not made spread over a part of the
accurate measurement or analysis using such &
the citedd iamvepemtsiom wki |l l ed in the art who ac
test reagent on the electrode.

Then, even i f no statement is clearly shown
i s a imatwheirch a person skilled in the art sho
holl owed part, namely a "recess" around the
bi osensor of the cited invention.

49



AnneDxCourt precedents relating to

-50 -



(4-2)

Rel evantPart 111, Chapter 2, Section 2, 3.1.1
of Exami

Gui del in

Cl as si f i|4 2Existence of motivation to apply sub cited invention to main cited invention
the Caseg

Keyword |Relation of the techpariocbhalle nf iteo db e Ss ari

easy to conceive the problem to be so

1. Bi bliographic |Items
Case "Nonvareanbbdelwe ce” (Appeal s against an
I ntell ectual Property H9gh2Cburt (Ré&Odils
Source|{Website of Intellectual Property High
Applic|Japanese Patent -9A8099 1 c(2J0F4 622030Mp . 200 8
No.
Classi|Gl1C 16/ 02
Concl u|Di smi ssal
Rel ate|lArticle 29(2)
Provi s
Judges|I P High Court Fourth Division, Presid
TAKABE, Judge: Akimitsu ARAI

2. Overview of the Case
(1) Summary of Claimed I nvention

The claimed invention is a flash memofrfyerd enveintoer y
as buffer memory for temporarily storing informatio
memory and the second buffer memoowutawuwe ¢cemméabéd iam
bl ock; anrdi taen odtahtear aw e t r-awtsg wetr rtee@r rhirmanl ¢ hteo i thnlpart s ec
mi ddle of write data stored in the first buffer men
bl ock, whereby consumpthigoerrasurenpdoprwiwrchi higowf tdhe e
and erasure and writing, or rewriting, of the nonvo
consumption.
(2) State of the Art
(i) CitationJeCcBa860AnyYyENnhdongs of the decision)
" .the citation discloses that there are two piece:
the "hard disk memory wunit DSK" by use of bhbaeté&dufh
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parall el bet ween the "interface circuit HINF" and tt

of one sector transferred from one of the buffer me

dat a e qguoinvea lseenctt oorf supplied from the host are writte
i mproving processing capability of the system."” (C
(ii) State of the Art (Findings of the decision)

.adoptingn"pllacd onfe momyggnet i ¢ ruesneadr yh,a'r dl idkies ka nteom
the technical field pertinent to the nonvolatile me]

from the court decision)

(3) Thd AMeadmall)yi m 7 stated) (Claimed invention)

[Claim 7] A flash memory device comprising a memory
of flash memory cell s; a buffer memory for temporar
i npwtt put t er mi-wrailtse cainrdc uai tr efaodr contr ol ling transfe
and the buffer memeoruyt pauntd theertnwenean st haen di ntphuet buf f er m
and second bupfrfoewri dneedmoarsy tahree buf fer memory; and the
memory are connected titonutparnaltleelmi hatl e eam dt hdvrei mmeurto |
circuit instructs the firsy, bafmderhememoemyr ythloskcbo
bet ween the memory block and the first buffer memor:
buffer memory, and tr amufteprutoft edanti aaalb an daalen ft fthdere f rinerng
thereby transferring aowtmhmetr tweil mienalag at d rtohme t hec o m

of transferring the write data stored in the first |

(4) Prraolc edliust or y

April 7, . Patent Application (the original fi
September : Decision of Refusal
January 7 : Request for Appeals against an Exa
345) ,
Amendment {T&o@lkeaiameWVye
September : The appeal decision stating that "t
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio
The cl aimed invention can be readily concei
stated in the ci tkendo wnn veexnatnpol ne sa nadn dt hseh awell Ib e

Patent Act .
. Thei giroml|f dercd a di fference between . ..t}

.Di fference 1: The ¢l ai med i nventi on i s
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device" has "a pluralitylef ftheshi medorinveal
controller and a hard disk memory unit DSK"
"magnetic memory."
Deci sion
Al l egations by Plainti|All egations by Defendar
The "magnetic memory A The cited inveil
are different from eac|{memory caomdr ralHard di sk
writing data into an using "magnetic me mo r
written; namel y, rewri|shares a commonal ity in
the cited inventiom,ré|invention 1 relating t
t he magnetic me mor y terms of techniqgques pe
Speci fically, t he mag|devices
invention can i mpl emen Il B technical field pe€
by writing data on a 9memory device, a techn
the flash memory of th|memory" in place -effpltg
in the following pointl"magnetic memory"( Balki lj
cannot i mpl ement rewr|land Exhibit B1l).
performing overwriting Therefore, a pemasobnc
a memory cell of t he easily conceived a co
Second, dat a ar e writldifference 1 of the cl
wlkereupon rewriting opeof the common gener al
Therefore, the magnetechniqgue of the cited
memory differ from eac"hard di sk memody t Ben
operation. Rewriting | memory unit DSK" using
is more complicated inthe "flash memory devi
the magnetic memory. connection with the cl g
person skilled in the B Further, t he
employing the "flash mcommon gener al knowl ed
memory cell "™ of the prigerer al knowl edge for a
memory wunit DSK" of tohfthe "flash memory devi
the "magnetic memory. "|lrewriting operation.
t hat a person skilled|art could have natur al
conceived this empl ocircuit in such a meady pt
unreasonabl e. rewriting, when empl oyi
in place of the "hard
cited invention made uf
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Judgment by the Court
.the cited invention employs the "hard d
obvious that eftiéecpeabl gmttbhasferring data be

read and write opnmeermaotriyo ndse voifc ed attoa einnh atnflcee  t h ¢

memory devices as wel/l as in a hard di sk memo

Furt her ,weiltl Kknown in the technical field p

me mor y" is addpt"emhginetlpitlaaeneanoc grisveechtha@amal by s
(Exhibit A1l5 and Exhibit B1l).

The cited invention controls transfer of da

of buffer memory, diwvlif elhenhsei irnerewanti hg aper
is obvious for a person skilled in the art wh
met hod referred to in the citedriynwentiiceen od arg
memory unit.

Accor deimpdloy,i hg the "flash -meomwny"fmadbh mpm
use of the "hard idn stkh eneaniotr@uludnritta vieSikdasi | ysb
skilled in the art.
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(4-8)

Rel ev

Part lll, Chapter 2, Section 2, 3.1.1

o o

porti
Examin
Gui del
Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention
of the

Keywor |Rel ati on foifeltdesc,hnsiicnaill ari ty of probl ems

sedvi dent or a matter that can be easil

1. Bi bliographic |Items

Case "SushmakioYlWéMBppeal against an Examiner'
I ntell ectual Prcd mea rotny, Hiegche mbeur t14De 201

Source|Website of Intellectual Property High
Applic|Japanese Patent -3A8050 0 cfaRRB2b®AU6ND. 2005
No.
Classi|A23L 1/10

Concl u|Di smi ssal
Rel atelArtRoel( &)

Provi

(7]

Judges|I P High Court First Division, Presidin
Judge: Toshiya YAGUCHI

2. Overview of the Case LFie
(1) Summary of Claimed I nvention '

The clai med inventi or uiss inmankadilgr ng to
in which blue portion of pickledA used
its problem to be solved is to p rol |
is highly safe, does not easdliys " i1y he
as sushi filling, and, by adopti ( itutio
this probl em, the present i nven- L ve an

on of

having clear blue color and to e B /"ﬁ’

(2) Statre of the
(i) Citation 1 (Il nv28a9272hAof Exhibit Al): JP HS8
"The problem to solve is the fact that shredded pi

for packing or preparing sushi roll s, and, in order
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adding thicklrmaedhddedageindkIteos sand mi xing them, it i s
becoming | oose, and to easily pack and prepare sus

Deci sion)
(ii) Citation 2 (1 ®B8t&B880~2on of Exhibit A2): JP H

"A method to obtain lightly pickled aubergine that

and has homogenous taste" (cited from the Court Deci

(3) Thd CClaaimmagdd | nvention)
[Claim 1] Sushi noinl odompti &ikhieg alulbee gpomret i n the cor

(4) Procedural History

February . Patent applicafth@ mifmsl"e sab(oReef.er t o

April 14, : Decision of refusal

July 16, . Request for Appeals against Famukxa
223131)

March 29, : Appeal decision to the effect that

3. Portions of Appeal / Tri al Decisions relevant to t|

Appeal decision

Since it can be saidntvleat i @anscomit arn ol In gorfpeircthkid
wekhown problem to be solved of giving -kvhaorwnet
before the filing date of the <c¢| aciomeed oifn vtehnet i
the problem and to use coltoakwwamsckbess (oefich
in which a person skilled in the art nat ur atld
coloration, trying to give variety to col okrmaad
problem of giving variety to col ernatwino np roofb|teh
in the suehtedoihvehtiboe having pickles in th

On the other hand, it is stated in Publicat

aubergine has been appreciated for its croé oir

ndication by excerpt ( 2k 9gwn amat, t eirn baedfdoirtei

application that the indigo color of pickled

Therefore, in a sumshiitsoddr € oomft ati me ngi tpe & kil
a matter at which a person skilled in the art
sushi roll that is a problem ttdhebgerobdllvend d g
coloration with cores of thkeoswnsmiatntelr!l amyd amw
core to give variety to coloration and tion duisgeq
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(bl ue portion). as stlancewn i me fPairbd itctad i foinl i2n g nal
Deci sion
Al l egations by Plainti|All egations by Defendar
(A) Error in fi-hkdowg p in Invention of
to be solved relating to a sushi r ol
The appeal decision-|be said that it is a m
known problem to be sdthe oardtd mmaturally make
present application tolcores of sushi roll s acd
of a sushi r eklnloownandatits us hi rolls are provi dg¢
variety to coloratobh,| making such considerat:i
use pickles as the corlhas nothing to dbi wiAh
the problem to be solv|jstates anythi ngkmdwutpr
However, even if the|lbe solved. Pl aint
was -lwedwn, it cannot relation in technical f
problem to be solved be solved between the
Exhi biNamel.y, an inventExhibit sA2no tmetievdti orf
of pickles is stated i|lbut, whil e the I nvent.i
and its problem to belappeal decision relates¢t
pickles for aged persj|of pickles formed by ¢
shredded pickles do nolshredded pickles and m
and DaoOOBUt t her e i gnamebysha roll in which
consideration, when mgcore (Finding on Inveni
vi sual gual ity or col{stated in (2) above),
Therefore, taking the |relating t o "slightly
problem to be solved o"pickle," both belongf
statemertig Al Bxhia who"pickle"” or food in whi
the finding for Il nven And, taking into cong¢g
problem to be solved e|labove, i t-k nwoawsn ap rvoebll le m
preparing sushi roll s
(C) Error of determinj{colors into considerat
respect to applicationtaking into consi-depowh
Exhibit Al that bluish color of a
Assiumg t haknoavnwelrloblcol oration for food an
solved exists in Invenderives from its skin,
decision determines thdecision detesmbBhesrbh
could have easily arnroiypickles in its core of
matter found before t-hwas a matter at whi ch
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knownt emat st at ed i n Eihave easily arrived to
determination is incor|of the sushi roll as a

Exhibit Al states a |as od oa f ul pickle, the
shredded pickles formelindigo color (blue port
pickles do not become |[E. Concerning the court
met hod of prepeaeerdi nsgmad Il ( A) Even i f Determinat.i
for improving color, t{lnvention 1 by the app

s stated

A
problem to
Exh

e

us col or ful
be understo

skin of pic

met hod of preparing s|decision, t hat i nventi
Exhibit A2 to the Invelshould be affirmed 1is

I n Addition, wi t h rifground to affirm inven
I nvention of Exhibit JJbecause the cited docun
technical fields and S ugtgiesn , et c. And, S
solved, and there is nlappeal decision denying

matters with completel|lno error as stated abo

that no | ogical expl anzé

(E) Court <case ( B) Court cases inhe&ht
(I'P High Court, c(where no problem to be
(Gyo KE) No. 10096) . Jcited document, b-avi de
the holding to the preeasily conceivabl e, t h
any |l ogical explanatio/the invention is denie

who accesrselsl ahaswisrhg a|Tokyo High Co6@r¢l19®May( ¢

a core and

aubergine must have in (1995 (Gyo KE) No. 152
aubergine in the core |[September 15, 2009 (20

only t he bl
Ex hi biathnd AR

al |

ibit A1 and -levewn imCl ai med I nvention 1 is

above, -kmmaowwi th the holdingthbhtat tH

be solved dexpl ains, this does no

pickloélas|{to allege | ack of reas
od that thebased on the assumptio

kl ed auberdgnot det eeremiwnd hi i hlei hol

the method |[142), decision by Tokyog

ue portiondecision by I P High Col
do not i nfKE) No. 10268)1, P alidg H e
27, 2011 (2010 (Gyo KE)

Judgment by
(A) Concerni
Plaintiff

the Court
ng " Er+«kaorowinn pfriomd iemg t tom eb Bih svoaveteildo

all eges that, even if itome ofr @b Iseas

-58 -
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known, the finding by the appeal decision tha

sushi roll exists in Invention of Exhibit Aly
and color of the sushi rol | in Exhibit A1l is
Howetdéde, appeal decision f-kndewnbpeseHldl em tbhab

variety to the coloration of sushithatl tbhbeeab

be solved exists also in Invention of Exhibit
find that there is a statement concerning wias
of the statement, the problem to be solved 't
And, if trying to give var i etnyowno pcroolbd reart itoon

be said that the problem to be solved to give

Aleven i f dxenhs bnat Aslt ate anything about visual

by the appeal decision that there is a proble

Al has .no error

I n contrast, Plaintiff alleges thapotroviodede
problem to pack shredda&nidtp idcikeiseal opt®o 6 bt e mb & 0 0o m
coloration. g rHopvess e[rQO0 0 ] Pamd [ 0004] of Exhib
solving the problem that shredded pickles ten

in mind to manufactur e sluesshiasr otlThhesinrt hcaotr eh.awm e b

|l nvention of Exhibit A1 in which sushi roll s

problem to give varietyand Rlodiomrtact &8 fome tod b Eseaugeh

(C) Concerning "error in determination on i ny
Alll
a. As shown in (A) above, Plaintiff alleges t

doe$s mapply to I nvention ofknbxwmi briatt tAelr, teov euns ei
as the core for the sushi rol |, it cannot be

of aub(eegg npet ainrkedr)el ati on with the method for

Exhibit Alas sHoameevderi,n (A) above, since we (
coloration of the sushi rol |l doPelsaimaoti f appl W
presumpti on.

b. In addition, Plaintiff alleges that there

bet ween I nvention of Exhibit Al and &mhbi beée tt A
of Exhibit A1 and Exhibit A2.

As stated in (3) above, however, Exhibit AJ
aubergine that is colored in clear indi go,t alsg
addi tilonmv,entthen of Exhibit A1 in which pickle

Exhibit A2 that states an art concer nsonrg fpa acdk

pickles. e iTshemag erhrear in determination by the

-5 9
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Exhibit A2 are considered combining them, and

(E) Concerning "court case"

Pl aintiff allegeshebappedadndele sgoounddt mat

held in a specific court case, that the appea
made in a case different from pgrhes e@enteseade oAy
all egation is groundl ess.
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(4-2)

Rel evant

Part 111, Chapter 2, Section 2, 3.1.1

of Ex ami

Gui del in

Cl assi f i| 4 2Existence of motivation to apply sub cited invention to main diteeintion

the Caseg
Keyword |Similarity of the problem to be solve
1. Bi bliographic |Items
Case "Techni gedg offomi ng cooking, heat i negaetx @ Im
function to ceramics usi(nAgp pneiacl rsoBwagvasi
Deci sion)
I ntell ectual PropdrnmwaHiyd 0QdRitG2be KiE
Source Website of I ntellectual Property High
ApplicatJapanese Patent -7Alp8p8l5 CE@ILA3 2802 Ny . 2005
Classi filAd73 27/ 00
ConclusilAcceptance
Rel ated |Article 29(2)
Provi sig
Judges | P High Court Third Division, Presi
| KESHI TA, Judge: Ei ko TAKEMI YA
2. Overview of the Case
(1) SunGraaiymexd | nventi on
The c¢cl aimed invention relates to development of
higher in heat efficiency than conventional heati ng
of an el egctbheomawcs eovfemod components wildl be chemical
directly irradiated with microwaves and salty tastes
force is select-edhdrrroint @aramadn gemeee at ure i s al so
powdered and applied over an entire interior surfac
a microwaveheoerft 2, 46h&igarami cs i s t Hewn ah esahtoerd tpoera c
At this ti me,i-htelrer imaen gcaanuessees i nducti on heating
devel ops. When a materi al having high coercive
el emtic oven is further i ncreased, so that heat.i
(2) State of the Art
(i) Cited Publicati v 1B0BQ@i t(é&d nldnwngrt iodn)thel Ped2 si o

-6 1



he
a
mi
co
an

co

(i

of
di
en
Al
f a
un
t h
ar
of
he
Th

AnneDxCourt precedents relating to

"...when cooking is perfor nteedr awmitch, ap od mdkiersg ced
ated, so that a water content is vaporized to sign
cooking target heating | ayer 14 is fopmedabsachbit
crowaves and emits infrared radiation) and a <cer
exist with each other. External heating induced
d dieliencgt rstcenmeiantg from transmission of mi cr owayv e
mbination. " (Cited from the Appeal Deci sion)

i) Cited PuBl7Tild®tAIi ¢fFi 2di hgs20®4t he Deci sion)
"...1lt is stated thanewhenfneeningnteshdegeéoph
an article to be cooked, or the 1|ike. 't is st

rectly with microwaves, while beimgedci xadlfyi puks

countered in unfreezing or heating the entirety of

S o, it is stated that a cause of unevennedd iamdte

t contents intensively absorb the microwaves, wh i

iform temperature. Therefore, it is stated that,

e Curdteurtee mpfera sheet of magnetic substance, micro

e reflected by means of a barrier, l' i ke an al umi ni
the microwavesthhar t hpasadrsd@mcle0013Furstates that

ating function resulting from absorption of micro

e aluminum foil, or the |l owavedbears (tChea efdurfatoinbpn h

(3Nhel ai ms (Amended) (Claimed I nvention)

[Claim 1] A meptohwodde rcionngp rai smianggnet i ¢ substance and ma
thin film |layer such thagplpyairngdg ctllrees talrien cfoimbrm nleay d ro
overall interior of a contafi n@rreamadiaci mtvesrriadige rtidridne
when the sintered ceramic is heatedsblhsmaocewamndst bi
ferrite absorb microwaves; directions of rotations ¢
absorbed by the magnetic substance and the mhigeledi c
is induced in the thin film Il ayer of the magnetic s
an electric field of the microwaves; and, acsu rar ernets u
| oss, aemd ya offr echee mi crowaves and a frequency of magi
equal to each other and synchronized to generate fer
are performed i n tahehecatr aemi cch a mypea rftuendc twiiccrh and enhan
(4) Procedural History
March 17, : Request for Appeals against an Exa
7186)
December : Amendment (Té&@lkaiameve "
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March 15, : The appeal decision stating that "t

Portions of Appeal / Tri al Decisions relevant to
Appeal Decision (cited from the Court Decisio
. A person skilled in the art could easily
stated in the "cited publication 1" (hereinaf
the <c¢l ai mematitrewesntstoant,ed in .. ."cited public

i nventi on sk naoomdn tnhaet tweerlsl.

.the difference ...between the claimed inve
ti me odt atnitem pirs as foll ows:
(a) Difference A

As to the ceramic, the claimed invention i g
magnetic ferrite; combining powders in a thin
thin film |l ayer under a glaze and over an o0V¢
erami c; and sintering the ceramic. " I n ceoem

c
cylindricalltoandi aecobedyl2 for opening and
11. The container body 11 has two | ayers; al

5

oma éaibss or pti ve heat insul aawives wWahyeh 13 f oame
nd the I|ike, and the ceramic materi al is for
nd sintering. The inner | ayer set up t apsu

ooking target heating | ayer 14. The cookin

n o 92 o

i ntering ceramic powder, ferrite powder whi
radiati on, and ac ériaandied Fowdebri nadich gt hehef er rit

absorption of microwaves is set to 50% to 7009

The appeal decision states that "a person s
cited publhiowmat isprec2 awi di fficulties. Namel vy,
causal factor of cancer, which would otherwis

and occurrence of di ffi cuatt ya iwmniufnofrrnme etze mpge rog
mi crowaves is hindered by blocking microwave:j
passing through the cooking target heati nag dear
materi al of the cooking target heating | ayer
and the microwaves are blocked by the ferritg
substance andheerriionrg athod aan siur f ace of a heating
thereby performing unfreezing or heating oper
for reducing microwavesrusedsbbveinherpadblhem
flavor of potatoes, or the I|Iike, when the po

external heating for better flavore,i v.e.d. & | perks

-6 3
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by ferrite powder, without special difficulti

the art could have easily conceived the confi

Deci si on

Al l egations by Plainti|All egations by Defendar
The configuration 0 ...the cited invent.i
pertinent to the diffefor internal heati ng i

100% of microwaves to |significant deteriorati

cannot be said to be €like, by i nternal heat
the suggasedomn the cii[0009], [0010]he[OOOLSd ,
the ceramic materi al 2 can be said to provi
|l ayer 14 for internal direct application of
eliminated, and the mi|{microwaves and heating
powder, thereby concei|lto the interior or the
Therefore, it cannot |with a softy fmirari dwa vsel
in t he art coul d hajperform unfreezing or

—

configuration of the c|heat, in order to solwv

di fference A from thegcausal factor of cance
invention of the citedlcaused when foods ar e
mi crowaves,t iaonnd odfe tee rfil
to be cooked, which wo
di fficulty is encounte
heating at a uniform t e

Consequeéret Imgatters s t

i nvention and t2hearcei tceq

connection with a prob

of a flavor (taste) of

which would otherwise |

of microwaves

Therefor e, in the cit
the problem (chall enge)
i nvention generates he
and bl ocks the microway
the cited publication

mi crowaves passinmgg ttalhmga

l ayer 14 for internal h
that a person skilled
conceived el iminating
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cooking target | ayer 14
the microwakiersg atnlde brhio
ferrite powder (empl oy
eliminating clearance |

cont act with each ot her

Judgment by the Court

The cited invention solves the problem by (¢
ferrite material and the ceramic material coec¢
external heating dadseldebtyr i mt cheaaveg @eaused
cooking products cannot be deteriorated. I n

mi crowaves are blocked with ant atthmé nwoo Kiond |
irradiated directly with microwaves and heat:i

or heat the cooking product st tag taeawmgdgiriioalm feaadn

|l ies in heating the products from inside and

2 lies in blocking direct application of mi ¢

from each sotochfera impr alkelreem t o be sol viehle amidt ead 71

have a necessity or motivation to heat only G
easy to conceive, from theientley amppleynitngnt he

cited publication 2.

Therefore, on the premise that a person sk
ceramic materi al of the cookingottairgetohether
through the cooking target heating | ayer 14
mi crowave by the ferrite powder without speci
bais of the suggestion stated in cited public
pertinent to the difference A is easy. That i
fallacious.
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(429

Rel ev

Part lll, Chapter 2, Section 2, 3.1.1

o o

porti
Examin
Gui del
Cl a s s i | 42. Existence of motivation to apply sub cited invention to main cited invention
of the

Keywor |Relation of technical ffi eslods,edand si mi

1. Bi bliographic |Items

Case "Met hod for analyzing tendency of oper
its constituent apparatus, and recordi
I ntell ectual Propert y2OHLi2g h( 2Qolulr t( @yeoc iKsH

Source|Website of Intellectual Property High

Applic|Japanese PateniRAMPEBISidc 413IBGX 6. H
No.
Classi|G0O8G 1/ 16

Concl u|Di smi ssal
Rel ate|lArticle 29(2)

Provi

(7]

Judges|I P High Court Second Division, Presidin
Judge: Mi noru TANABE

2. Overview of the Case
(1) Summary of Claimed I nvention

The claimed inventi on sryesitaetme swittoh aah i ocphe rdaatnigoenr ocucsn
be detected effectively, and driver's tendency of o
system 1 is provided with a sensorgiltatheaetddet eat sel

records the behavior detected by the sensor 11 on a
a condition pattern for judging the behavior ef the
condition pattern for recognizing that the behavior
detected by the sensor 11 and records information r
memory cardy20 ogseparctht edangerous behavior, and make

behavior analyzation equipment 30.

(2) State of the art
(i) Exhi bilt7 786:3AJF FHIn@i ng by the trial decision)
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"A data acquisitierensyst amtecuiimped hwei tbrehaavi or of
ction and comprising a recording means that judges

he moving object detected by atéhre semnisbentan(dsi"gpmals)c'r

ccurs,driansfgess atus dat a' including braking signa
aid moving object to and record in saiuds ndeantoar yb ecfaor
fter the occurrence of the accident, wherein said r

or each classification according to vehicle ident

bifecand since a function of a drive recorder that

he occurrence of the accident in which vehicle ideé
ecorded” and itoanc hhong rnaoprhmaflunccondi ti on are combined |
ystem is very effective for control of operation st
ontrol , flliikgeh tu sree cwdhreche rasn, accocnitdreott aoofc (wsed ocfi tay , r e rutn
tc.), analysis of results of driving in driving sc
ii) ExhittkB84K2: UJPJdHpanese Uti0i2t6¥83Mgdel Applicati
"Thesedescribed an invention related to a data acf¢
f a vehicle in which ranks to classify the degree
nd decel erat iomlne odr & hel asagigfeite dv eihit o each rank, anc
f times falling under each rank and to detect the |
f acceleration/decel eraomodatd) tihe aehuicdi ed (ardi cé
0002], although it is in relation with convention
rom the Court Decision)

3) Thdg CClaaimmesgd I nvention 1)
Claim 9]

A data recorder comprising a sensor for detecting
udging whether or not any specified behavior, judg
s specifiedubregteaviaoro,nghdse hacvi ors of the moving obj

nformation related to specified behavior of the mo

occurrence of said specitfeind®énlbeghavi wmrpesatilobat odn aslay
possible, wherein

said recording medium is a recording medium in thi
with at | east one of informationnfor madéeonni fiocat dem
of said moving object, and a behavior environment o
judging certain behaviors therein.
(4) Procedur al Hi story
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September : Patent istghtdreg

May 20, 2 Opposition to the grant of the pate

October 2 : Demand for correcti ohh@®lyaitrhse" pahk cewnmd

January 2 Decision to maintain the present pa
2

January Demand f dmvtarliialatfiom by R8&GOMGLEI)N f

July 11, c Tri al decision to the effect that "
Portions of Appeal / Tri al Decisions relevant to t
Trial decision

Sispeci fied dbehavimati oandel ated to specif
Difference 1 are not stated or suggested dand
acquisition systeinbi tofA1ll,nvaenndt itohne yl coafn nEoxth b e

skilled in the art could easily arrive."

"récord ... so that analysis of tendency of ¢
I nvention in Ditfleoensegf®essedotnseather of '
be a matter at which a person skilled in the

Deci si on

Al l egations by Plainti|All egaDebdtersadbnt

I n Exhibit A2, tende "Specified behavior?"
from information on hilmeans dangerous behavi
such as sudden acceler|"tendency of operation
and, in Exhibit A3 aldgcharacteristic operati
acceleration, etc. @emejoperation such mso pardats
of operation is deteclitime of sudden start,

Exhibits A2 and A3 is |driver to confirm that
l nvention 1, and they |become the habit of th
solved and purpose of |[to specified behavior,™
be said that Exhibittd |Invensiandévice that mg

concerning Differences|/"tendency of operation"”

date of the present c What is disclosed in
coul d arrive at t he hi story of acceleratio
Di fferences 1 and 2 by|specifically, to acqof

in Exhibits A2 and A3.|loccurrence of accelera

(@]

maxi mum r ank, and, aft
deceleration of decel er
c

decel eration or accel e
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cycl e (The next cycl g
acceleration). Theref
of acceleration and de
be deemed t o be me asu
occurrence of "speci f
Il nventi on 1, and, i n E
reord history of oper a
after t he occurrence
technical i dea t o rec

specified behavior" s

operation becomes possi

Judgment by the Court
2. Concerningeasorof cancellation 2 (error in determination on obviousness of the constitution accor
the difference between Invention of Exhibit A1 and Claimed Invention 1)

... in addition]nvention of Exhibit Al andhe invention stated in Exhibit A2 relate to a data acquisition sy

that acquires and records data related to behaviors of vehicles, and therefore, they belong to a commo
field.

However, the invention stated in Exhibit A2 only has a teehproblem to be solved to provide a syst

that makes it possible to acquire driving (operational) data effective for grasping driving status of th

without being influenced by the road conditions (Exhibit A2, Paragraph [0006]), and it doas@attechnical

problem to be solved to grasp operating (driving) tendency of the driver that might lead to a traffic a

In addition, Invention 1 of Exhibit A1 has a technical problem to be solved to acquire and record
travelling conditionof the vehicle that cannot be recorded (described) by a conventional tachograph
acquire and record data of travelling conditions of the vehicle at high frequency (short cycle) to repro
status of an accident at the occurrence of a trafticlant (Exhibit A1, Paragraph [0005]), and, as stated ak
it is not stated in Exhibit Al to use data on travelling condition of the vehicle at high frequency to gr
tendency of operation (driving) that might lead to a traffic accident by ther dmdkthere is no stateme
suggesting the use in such purpose in Exhibit Al.

Then,even if the technical field is commas of the priority date of the present pat&king the difference

in technical problems to be solvétdshould be judged thétis difficult for a person skilled in the art to app

the invention stated in Exhibit A2 to Invention 1 of Exhibit Al.

-6 9
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AnneDxCourt precedents relati

ng

Rel evant
of Ex ami

Gui del in

Part 11, Chapter 2, Section 2, 3.1.1

Cl assi fi

4 2Existence of motivation to apply sub cited invention to main cited invention

the Caseg
Keyword |[Relation of the technical field, Si mi
1. Bi bliographic |Items
Case "Scraper fit(tTerriianlg fsoyrstlenmval i dati on)
I ntelPrecgeairatlty Hi g NoGoeunbt2 00 23( Wdn KEQ) 0)4¢
Source Website of Intellectual Property High
ApplicatlJapanese Patentl1ADpPdPp34-2@QDROHBANO. H1
ClassifiiB0O1D 29/ 25
Concl usi|Di smi ssal
Rel ated |Article 29(2), Article 123(1) (ii)
Provi sig
Judges I P High Court Third Division, Presi di
Judge: Akira CHI NO
2 Overview of the Casc¢[ FI G.

-70 -
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(1) Summary of Cl ai me: 7 b 12a3019 12 6 36 16 3

The claimed inven: [ i N A | //8 ,(1\/7}.8‘"1
: _ i v . .
a scraper filtering s\ 4 Sy - ‘ oggir
of a filter element 1‘ 1 H ' h
S eezin effect and a lqu;\ s A
u zi A Je .
) ° . / { == f/ // \ 5 \ '-.-L.\X‘ L A S =
scraper mechani sm 20 159 ,2&\20,96; ‘e, 7
. . \: 1 ?10'31”—
contact with the filte i o re er
[\ 195 32 | [
face of an outer-shap i
i mpeller 12, which ro | otk _  the
5 WA B £
cyl ianldr oc coni cal fil 13 1%
desired filtering pores, and without clearance with
respect tsohatpteed Sanmpew | er 12 1a|on§y|||t@df|0a|
. . 10: Screw
frémtck direction. Thus, allsll@dt'éjtlcoonntaexr‘ﬁt of

filtered dregs adhering to tlRe pet$W%eﬁWereo|f| €rhe fil
19: raper piece
el ementte lscraaped away. 20: Scraper mechani sm

(2) State of the Art
(i) Exhibit A2 (Invention of Exhibit A2): JP S6R47498A (Findings of the Appeal)
"A dehydration pdetgssiamgs appai @t wusontents of:

facilities; samlcied @omtcerstsedofi nsbbsetwa ng facilities,
solid contents of foods processed in food engineerin

with tkdhapedew mpelelpeag.adti wat elby content and the soli

substancetshe dehydr at i oan pprreoscse sdsiisncg 2a7p pcaarpaatbulse, of <co

the processed substances to be hsalofs esdolaitd iafni eodu;t | neatm
having a plural idryaionfi ncgy Ipionrdersi c2a3. wa®Becyl indrical h
rotatabl ecbakcéangdi aectoon within the casi ng o2Omedanidn at
shaft 30. A feed impeller 31 which rotates in tigh
Cleaning water is sprayed to the outside of the ca:
prevehbgggng afr atimd nwa tpeorr es 23 . " (Cited from the ¢
(ii) Exhibit A1 (Il nvention of Exhibit Al): US Patent

"A scraper filtering system performs wWwhid¢hahnwean

undergone sludge sgueezing and dehydration, and pu
moi sture content and alsoltihed ¢ ot afyipigr amp htyaen as li wodg

has a cyliionndraincdala ptorruuncated coni cal portion, and al
annul ar space 58 and all ows passage of |liquid or fi
escape.spr-Aynmgei Wi pi ndg adre &I7eansi ndgi spposed ovelrelainc alnt
shaped blade or flight 76, whichtympeda adelsy darl @tnigo na nmel
without clearance with respoatckeadit oen bhlhadeodr, fsloi ¢!
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held by the innetypertiebgdrirdatobnt mediuimt d8 can be s
deci sion)

(3Nheé ai(msorrected) (only Claim 1 stated) (Claimed in
[ Cl ai m fddr Af islctreari ng system that performs filtratiol
of pressure, separating a |liquid content and a sol.
wherein a pressaoanerehlivegcapabfeeof of squeezing t hi
filter el ement having desired cylindrical or conica
contact with the filterphdrearlendnd|-Dhagp cadhf iemp a8 lolee v uv
rotates along a periphery of the filt esrhaepleedmeinnp,e |Ialne
in abédckntdirection thereof, so mhigat oaaspkirdpbtentyenf

can be scraped away.

(4) Procedur al Hi story
January 3 : Trial for Patent Invalid800D6ad4by De

April 18, : Tri al and Appeal for CorrecThadmdbns
December : The trial decision stating that th
invalidated"

3. Portions of Appeal/ Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio

(B) An I denti cal Feature between Claimed | n\

"A filterfiorg pseyrsftoenmi ng f il tration by pushin
to separate a |liquid contendt |dmdiha asolai ds ogon
comprising: a pressure valve capable of contr

outlet of a filter el ement havisnhga pdeeds iirnepteild yel r
along a periphery of the filter el ement; and

el ement . "

a Difference 3

In the c¢claimed invention 1, the means rf oerl ep
the scraper filtering system in which "the sc
the overall end face odhameduit mpelpleeri phaemng af
to thehegr empel | er vbaancek adiornegc ta ofnr otnhter eof , 't

filtered dregs adhering to the periphery of t
means for preventingescsl ofgitmg ofi ltlee £illkmentr

cleaning water to the outside of the casing

preventing cl agaqiimg ngf ptore swdter

-72-



n place

of thel maanagfwatepyrayheagscraping

Exhibit A1 is applied to the -theansi igrpopresein
A2, thereby realizing "the scrapteh mbeh&ni ¢$m
overall end face of tsheampad eirmpelrlig@grhevane fand
the staepwd i mpel |-lkeac kv achier @ mt iaorf rtomear eof . Thh
the art could have easily conceived.
Deci sion
Al l egations by Plainti|Allegations by Defendar
.the <c¢claimed inve I nvention of Ex hi
intended for extractinAl, and the claimed iny
from a solid content o|technical field df "de
mi |l kK solawdntornast,l dnnvejwater content and a s
i s .a dehydration priseparated from each q
for dehydration and to|/"dehydration”" when a f ¢
invention in terms of Meanwhi |l e, when a focu
. The food materi ajseparation becomes c'hfo
substance to be proces|"dehydration"” or it
Since I nvention of Exh|lnvention of Exhibit A
the claimed invention the claimed invention
inventive step of ntnlog|{water content and the
determined by taking Iwithin the dorimerd dt.ec hr
main cited invention.
Judgment by the Court
I nvention of Exhibit A2 relates to a deh
by Plaintiff, it is not intended to utilize p
However, ewen egeaen byad®l aintiff, the ¢l ai me
l iquid content from a fswt¢hdasoateaw b6y abé amd
processed substances as e odasi,d tthee Icd ati aneal |
Exhibit A2 in terms of the technical field.
"dehydration" and "filtration" can be sa
be processed, whi ch ddmtudidns oantsenlti,d i d rot en ts ¢
Further, t he pressure disc of Il nventi on of
processing apparatus such as for sludge , iTsh
pressure valve of the c¢claimed invention 1 can
to take a food materi al as a substance to be
the claimed Bpeenfioncbasi gheati on and wor kin
to be processed.
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Then, can be easily imagined that, regardl e
material and whethentendeotfohecotlkekcboiigng ibke
be processed and wutilizing the liquid, a pers
as that stated in connectiomlwitth eclteicrhend qiurey
the dehydration processing apparatus. In th
stated in connection with claimed inventoiford ni
of Exhibit Az yepred stqhues efziilntge rmarcchi ne of I nventi
in terms of the technical field to such an ex
to each other
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(4-29
Rel e v a | Partlll, Chapter 2, Section 3, 3.1.1
0

porti
Examin

Gui del i
Cl as s i {42 Existence of motivation to apply sub cited invention to main cited invention

of t he

Keywor (Rel ation of techmircall efmseltdos ,b es isnoillveerdi,

content of prior art

1. Bi bliographic |Items

Case "Fksuri ng I'ight and method of use there
I ntell ectual Property High Court Decd)s

Source | Website of Intellectual Property High
Ap Japanese Patent -5Apdplli6Gidc & tlind re rNoa.t i200n0asl P
No.
Classi{A01K 79/00

©
(@]

Concl u¢Di smi ssal

Rel ate(Article 29(2)

Provi si

Judges |l High Court Second Division, Presidin

MANABE, Judge: Mi noru TANABE

2. Overview of the Case LFre
(1) Summary of Claimed I nvent.i c o

A fdisming |ight 1 comprises &* (h_ havin
i whi ch mutletmiplte nlgi gdhitodes wi th ‘ :: on co
assembl ed, and a |light source 1 g.'g:i_f"g = 2 2 tha
emitted state of said light s« SHHP """-;',,,_EW‘TFT to op
such as situationsarn qettehce foiceh :'E..ﬂ‘f'w_';ht
source control device 2 compr i InE ;tf’s‘ h.vice 1
emitting state of the | ight s a _/,ql_ ) _.. ve an
control knob 12a for changing 1 ‘:0"5"—]‘-];: el engt
20ndh an emission intensity cont ’ - r char
intensity. I n addition, anng'g on wa
12a and the emission intensity cuncoi v NEIRCEY LlLb, an
scale 11a and an &émlmiaseoprbuwtdaedity scale 1

-7 5
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(2) State of the art

(i) Exhibit Al ( Ci0t389d 0l1ln vPeurbtliiccratl)oin)( YA iIiS6&l ng by th
"An underwater | ight comprising a container havi ng

for rbddi,e,and green respectively, is enclosed and a |

color tone of the LED assembly according to fish ceé

according to thmhgeptdeetcodbodenft d hehdi ght emitted fr

the Court Decision)

(ii1) Exhibit A4 "Jasc Paint Shop Pro Version 6J) Us
45 to 49 (Findimg by the trial decisio
"A method for setting the active color comprising
when setting the active color in the graphic soft)
start the software from the [Start] menu of Wi ndo\
when shed tdomlgort by Col or Pal ett e,
bring the mouse pointer onto the [Choose col or] [
di splayed after the start, and, with -¢dlhiecknofuere @lo o
f ogreound cotlbir¢ckotorclhgbose the background color., an
when setting the color with the [ Set color] dial ol
carry out at Il east the following operations: clic
colamelp of the Color Palette displayed on the main
color] dialog box, click the section for-stepoprboeth

of choosing itrhge thhuee rbiyngramgdy, t hen, use the [ Chr omal/

(i ii) EXlBisthiutk adSle 'master suru (PHowmtt Shmas tPero Ba if rotr
Wi ndows in a week) "Ma(iinniicthiialCopnmmumti)c,at®d® 0@®®, (Myndi mpa
trial decision)

"A method for setting the col or, i n which

color is set by carrying out at |l east the foll owi:

when setting the cofairnt nShdpe Braph,'c software

i f ®eéte col ori's duisaeldo gf obroxset ti ng,

click the foreground or background color p@&ecel of
color' dialog box and make a selection, and

if setting is cathoede owd!l dry' cparm&li ndgi tehet | vy,

check the color displayed on th&®&etectecdDl ool pangar

the foregrouoadi cbkl bor bherbghkground color, and

said Color Palette continuouise ¢' diylenpddois ¢ odoll men'd o
endi n@ uwiptl he' from the top to the bottaomhi taen'd,f rhaomi Iz
right, ayedwthnite diasgpltde rightmost end, and,

-76 -



saBet color' di alog box displays a color dwhkael i

t hr uaglhlgprwe é id | wlwen'd e idpduirnpg ewi tchont i nuously countercl oc

(3) TihmsCClaa med I nvention)

[ Cl aim 4]

G. Albtrshg light, comprising

A. a fishing | amp having-eaniltitgmtg <o wrdee alsaswimbd-i mwl tfi
emitting diodes for three coldomgs eemaviamgl emi ssi on c

B. an emission wavelength control knob for setting
C. according to water color in the ocean area, wate
speed ofenti,dall lami mance conditions, type, position

i nformation such as position and behavior of fishin

D. a |ight source control f or cvoenltei nngutohu selnyi tctheadn gfirnogm
as a whole as a composition of emitted |light from di
matching of said |ight source as a whole admooafghs ain
light emitting diodes, when the emission wavelength
knob, , characterized in that

Esaid light sours@e dcemiirsali oono warniedesigt hssbahr whvkhe

of sai d lai ovatved ennrgdaéh, scal e foremintuintgi wsdlaw ei Iclou g ters:

position of said control knob, and

F. a-lwhihtte switch for converting tbe cator wbftki ghth

(4) Procedur al Hi story

January 1 : Patent right registered

October 1 : Demand for a Trial for 1 nva&8IBi0d&8©i on
January 7 : Demand for corr éPatent bg) D€ Rlehh@d ean tno

June 15, . The first trial decision accepting
and |l eaving Claim 4 valid.

July 25, : The above first trial decision beca
October 1 : Demand for trial for invaBDO82a0OBdn b
April 11, : Tri al decision to the effect t hat
3. Portions of Appeal / Trnigal Decisions relevant to t|
Trial decision
fDifference 3

Whi | e, in the <c¢laimed invention, the 1 ight
intuitivel y-eimilsisstomatseasatae Icioghtesponding to th
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knob, the I nvention of Exhibit A1 does not ha

Due to () edwmosBown below, the constitutions
I nvention are not matters at whiachiaepdrsend
stated in Exhibits A1 to A10.
(O None of Exhibits A1 to A10 states nor sug
Il nvent iGpnWi th .t.he( ol actmeddi ngenhbi Digf fedrfercde c3
A desireed tltiiglgt st ate can be obtained quickly
the scale. l-enmiaddintgi osnt,atae Iciagnhnhlea . € o tPiam aqg
descrifpttiheen poa esent patent) . None of Exhibits
matter in which a person skilled in the art c

"As discussed above, since the Cl ai med hlenwae
invent based on technical matters disclosed i
cannot be invalidated as not satisfying provi
Deci si on
Al l egations by Plainti|All egations by Defendar
1.thée art is common, i Exhibit A4 bel ongs [
person skilled in the graphic software, and
of i nventions or techn/technical field relate
the technical field, solved which the "unde
required. intends to solve. I n
However, the fisahimgo lomovati on for applying i
Al or the c¢claimed inv|is stated in Exhibit A4
il luminate the sea wus|of Exhibit A4 is not opr
l umi nance with the punand the ring of Exhibit
toget her, a nemitthtei nmagr td|wavel ength of a&aE®r , |l iigrmi
used in I nventticoon roefl aBla constitution in whicl
the artemofttl hghtdi odes|a tswoep procedur e, firs
system such as projectwheel and then selecti
having an art for a ||"Chroma/lightness" box
person skilled in the|natural sbhatkal ped in
i nvol ved inndemeaendwfpanetn Exhi bit A4 would pay a
l' i ghts. Then, unless|is unreasonable to jud
t hat the technical fedqthat a person skilled i
met hod, it should be d|to a speci al part, a
to a common technical |al&atgon by Plaintiff is
systemg (Isiygtiteimm ot her convenient for Pl ainti

-78 -
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Therefore, it is easy |A4 based on the consti
apply t he i nventi on owith hindsight and is i
projector of Exhibit A Therefore, it i s note
I nvention of Exhibit Alart to apply invention
I n additionoi Aitomhah| Exhibit A4 to Exhibit
A5, and A7 al so, as 9making such applicatiorn
technical field of | i] 6. the mouse poin
attention on specific |not correspemd stsa othnhe o
and A7 belong to the s/the <cl anitneodn.i nvén addi {
Al and A2, oanda ipterissone| of Exhibits A4 and A5
to apply inventions ©oflto the position of the
Exhibits A4, A5, and panel of Exhibit A4 al
technical matters) stalconvert to white with
2. Technical signi fica Cbor Palette and col
of the cl|l ami,médainmventgih A5 are different from
said emission waveleng Exhibit A2 in which col
emi ssion wavel ength dhue angle is 182 degr
wavel ength scale for -|{structure, and there tilg
emitting state corresplabove Color Palette an
controleaknsobMermel y t hat hue angle adjuster 12.
in the visible area ar It is not easy for a
the control knob 1like|linventions or technical
colored, the only operlExhibit Al, or sol ve [
control knob accordinapplication.
convetnd emdj ust the emi
out col or matching), g
technical matter bel on
technology) of way of
not belong to a specihf
' ights and col or match
However, the trial d
or Exhibits A1 to A5,
states or suggests th
emitting state can be
conlt rkonob by checking i
additi-emi,ttiggtstate ¢
tuned. " is obtained, a
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person skilled in the
based on technical imat
A5, AT, A8, Al10, Al7,
but, it errs in determ

the above constituent

Judgment by the Court
Si nkxehi bits ah4e amcuAents related to graphic
comput el otnlyey o a different technichobrfceldet

irradi atight from a |Iight source in the water,
of the technical problem to be solved of Exhi
that schools ofnfastloiglgeathéeda vavepeéddfhi@g t he | i gh
close and, therefore, fishing efficiency is I
gather together more and for |l onger ti mepe(rkExho
and, i ntaardd tiisonno similarity ibrettwee.nt ¢dhlemiadall

Al does not asdtoapttei nogr tshueq gceosnise lignugti o ns cwadl € whi

emi ssiopreséeapending to the set positil'omnhat t

changes the emission wavelength of the | ight
of the lightasdurctlkkekercabomet i vhéreni for adopti
Exhi bitheid,. it cannot be determined that it i
technical matters stated in Exhibits A4 and A
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(4-23
Rel evantPart 111, Chapter 2, Section 2, 3.1.1

of Ex ami
Gui del in

Cl as si f i|4 2Existence of motivation to apply sub cited invention to main cited invention

the Case€g

Keyword |Similarity of t h eS upgrgoebslteimo nt ob alsee ds winy

i nventi on

1. Bi bliographic |Items

Case "Met hod for manufacturing a heat storag
I ntell ectual Property High Court Decis

Source|{Website of Intellectual Property High

Applic|Japanese PateniadApgigRPczEad®H2 No. S

No.
Classi|CO9K 5/00
Concl u|Di smi ssal
Rel at Article 29(2)

D

Provi
Judges|I P High Court Foujrudcge:i vAksiihoinr,o POQls,i dJiun
l wao SAITO

(7]

2. Overview of the Case
(1) Summary of Claimed I nvention

The c¢cl aimed invention relates to a heat storage
mat eri al , i n awhei cdhe hcyadlrcaituem issulufsed f or preventing tF
i nhibitor, anhydrous sodium sulfate and water, whic

agitated to form a predetvédminge dndouHléegtug allhtas,te ptahhheart

remarkably suppressed.

(2) State of the art

(i) Cited I nvention: Description of US Patent No. 4
a method for manuf act urriinsgi nag htehaet sstteoprsa goef :mat e |

preparing a mixture of a supercooling inhibitor, an

consisting of calcium sulfate hemihydrate and sol ub|

mi xi ng the mixatgurteatwei tunmtwdt eérhet oni xture solidifies"™

(ii) Citations 2 to 4 (ldentification of the Trial |

-8 1
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" .according to the Citlknowmspr2i dro t4g f.i.l.iing hta
that amchyadrnawums sul fat e, calcium sul fate hemi hydrate,
material for preventing the supercooling ..." (cite
(iTi-knovehl exampl e

it can be said atpltilcemttiiome t®f hfaivlei rhge etnh e rc
t hat calcium sulfate hemi hydrate and soluble anhyd:

hydration" (cited from the Court Decision)

(3Nhel ai ms (Present I nvention)
[Claim 1] forA ma&nwfoalcturi ng a heat storage materi al,

agitating a supercooling inhibitor, anhydrous sodi un
composition.

(4) Procedur al Hi story

Augus®©48, : Registration of establ iTshh@teanitmsd f ats
above)

May 24, 2 : Request for trial for patent -BA0A&BD
November c Tri al Decision that "the request fo
3. Portions of Appeal/ Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio

(1) The reason for the Present Trial De
be easily conceivable for a person skilled in

matters st &thedvni re xtahmp | we l. I.

(2) The coincidence and the difference
Citation 1 (hereinafter, referred to as "Cite
are as:foll ow

C Di fference 1: as "calcium sul fate, " w
Cited Invention uses "calcium sulfate hemihyd

.since calcium sultfiagdre amsd dc alncituhme saQiltfed
technigue stated in the Citations 2 to 4 are
that there is a motivation that K«hew@int ed el s\
Citations 2 to 4

Deci si on

Al l egations by Plainti|All egations by Defendari
.The cilmimBe Present (1) if calcium sul fat

speci fy any pur poses of calcium sul fate hemi

-82 -



dehydrate”™ is used in |it is demanded to elxieqg
the heat storage mater|separating inhibitor,
Therefore, in case ojcalcium sulfate hne mis lu y
occurrence of the i1idealdehydrate as an alterng
is applied instead of Howewémce calcium su
when a purpose for wusiiCitations 2 to 4 is use
does not have any sdiemithere is no room that 't
means for determinatiolis motivated i nshemidhyd
combi ni ng -ktnhoewnp utbelcihcnliygt he Cited I nvention, b
Citations 2 to 4 into |Citations 2 to 4
Judgment by the Court

.the porous sold selected from the group
sul fate anhydringe tikkeiugmeldd doeap pmratvie;mrt ii n t he
in the Citations 2 to 4, even though it had
preventing the supercooling ienl vtao i ooallsc ihuenats u
calcium sulfate anhydri de, it should be said
instead of the porous solid selected from th
calum sul fate anhydride whidhuarde sepead aftoronpri

.the Citiesd notvemnftiwsning .calcium sulfate d
suppresd itghud ds csléipdamangohhbyspecific doubl e s.8
when calcium sulfate anhydride is used in the
by hydr dthieore, issndo descriptoonnlahd foagmesétl of
So, as menteiveme d hahigwe gictc oirsdi pmgr d ei vtehde -kdneos\
exampd et he common déamer xlallcnawl esdidd at e hemi hy
are tinmrtmedal cium sul fati¢ dobowuddblber Gwiigy d dath
calcium sulfate dehydrate instead of the por
hemi hydrate and soluéle calcium sulfate anhyd

.while the porous solid selected from th
calcium sul fate anhydride in the -Ciggeddl| esepn
sulfate dehydraienst 2tead i4nitshe s€@idt Aacsc otrhded nsggu
problems to be solved (purposes for using) do
for a person skilled in pheimgtcahoi umads!| ft &te
ul fate hemiThhyedraastseer ti omeaadantomandy mad tteh s anlad
accepted.
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(4-2%
Rel evanitPart [ I T Chaptted 2, Section 2,

of Ex ami
Guidel it

Cl assi f i4 2Existence of motivation to apply sub cited invention to main cited invention
the Cas:¢

Keyword|Rel ation of the technical field, Simil

1. Bi bliographic |Items

Case "Imageshiftablezoomlens (Trial for Invalidation)

I ntell ectual Pr op éMayt9y2013 (2018 (GYb&KE)MNob. 10RI8) i s
Source|{Website of Intellectual Property High
Applic|Japanese Patent2 Ap@IAE8AHaAatLBGa No. H6

No.
Classi |G0O2B7/ 64

Conclu|Partially accepted, partially di smisse
Art el e Arlt2i@ 1 €¢i i)

Rel at

(0]

Provi

(7]

Judges|I P High Court Second Division, Residino¢(
Judge Takaaki SHI NTANI

2. Overview of the Case
(1) Summary of Claimed I nvention

The claimed invention aims to provide a zoom lens that includes a focusing lens group with a small lens
diameter, facilitates control of an image shift, and has a good imaging performance. The claimed invention relates
to such a zoom lens capable of moving some of lens groups that constitute a lens system in a direction approximately
perpendicular to the optical axis to shift the image, thereby correcting the fluctuation of the image position caused

by a camera shake (vdtion-proofing).

(2) State of the Art
(i) Exhibit A3 (I nvelndt0i303n0 Ao f( ABpxphriolviatl Ao3f) a:p plePalH®6d e c i

"l nvention of a zoom |l ens for photograph compr
l ens gecomngi sting of a Il ens combined by a negative m
objectcoamdea ppiosi tcvaveeanposanhdva biens; aomwsxeicotnidn g e
l ens combined by nas néda@dt ihaese mermionwwex Isaarface oppose
l ens that has a convex surface oppooosnresdi sttoi ntgh eo fo bg elce

by @&ohtave negaticoemvEgngpoantithe plosng; weohenstignourg
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di aphragm S, a lcemy exombisndgd viey leenlsi and a negative

opposed to the objectcomwnex apoeintsi combeé medathiyata hhag

concave surface opposed to thecobsiestingndf aafl éné

convex positcovoechens|l and, aabd the zoom |l ens in whic
l ens groupk tshaftthe gap bedamketnhd heed pimbdit & &snesy rfgao Lok
bet ween t he seamd dt He ntshigolbauipgecs-l gnbapn &y, the gap

l ens gamdptiGe fifsddcteasegyroampd Gt he gap on theis optic
and the f ouigcthhangeenss, garnotuipviGrati on is prsaowni ddeé Wy reh
approximately perpendicul ars tgos0tsipep®oopvtiideeadl wa xihs ,t hsea
fourth | amgd gracduwp déaphragm are shifted at the ti me

on an object with an infinite distanGéswbBubbktinsatatl

" (cited from the Court Decision)

(ii1) Exhibit A4 (Il nva4BBila® Aof( EpRprbval Adj] appPab6de:
"Invention of "a photography Il ens having g@naant.

plurality of |l ens groups, among which at | east one

is shifted in the optical axi al direction to perfor

surfacei wé dteo rtehatl-cerst grreodu,p Whearseboyf fbl urring of

from the Court Decision)

(3Mhel ad ms (only Claim 1 is stated) (the <c¢cl ai med
[Claim 1] A zoom lens having a lens group GB as a constituargntirety or a part of which being shifted in a

direction approximately perpendicular to an optical axis to shift an image,

the zoom lens characterized in that an aperture diaphragm S is provided in said lens group GB or adjacent

t he

nve

to said lens group GRuens group GF arranged between said lens group GB and a first lens group G1 that is closest

to an object is shifted along the optical axis to focus on a-dist@nce objecat the time of magnification change,

a gap on the optical axis between said lgroup GF and said lens group GB changed said aperture diaphragm

S, at the time of magnification change, shifts integrally with said lens group GB.

(4) Procedural History
January 6 : Registration of establ i srhenetnit®meldap'a

September : Request for patent invalid800Da&awB7)ri
May 9, 20 : Appeal decision concluding that "
i nvalidated. . .i.nval.irdeagtuieosnt tfroiralp aotne
3 is not established.
3. Portions of Appeal / Tri al Decisions relevant t
Appeal Decision (cited from the Court Decisio
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AnneDxCourt precedents relati

ng

The claimed invention 1 is not identical to InventiorEot h i &, and a gerson skilled in the art woul
not have arrived at the invention based on Invention of Exhibit A3, Inventiégrxoh i 4, and angwell
known art. Therefore, the claimed invention 1 should not be rejected on the basis of eitheteo2au(tl)
(i) and Article 29(2) of the Patent Law, and Invalidation ground 2 has no reasoning.

D Difference between the claimed invention 1 and Inventidghxfh i i t A

(Difference 1)

In claimed invention 1, "the lens group GF arranged/éen said lens group GB and the first lens grg
G1 that is closest to the object is shifted along the optical axis for focusing on théistamite object" and
"at the time of magnification change, the gap on the optical axis between said lens geoup<ak lens
group GB changes.” In contrast, in Invention of Exhibit A3, which of the lens group is to be shifted fg
focusing on the shedistance object is not specified, and in this context, it is unclear whether, at the tin

magnification changdhe gap on the optical axis between the lens group GF and the lens group GB ch

Deci si on

Al l egations by Pl ainti
( 1) afdpkakdecision approves that "a per
skilled in the art would not usually apply tk
configuration of the claimeithvention in Invention of
Exhibit A3 to obtain such an impractical zog
lens” ....... The basis of this approval is such tha
the zoom lens having specific values as in
Example in Exhibit A3, in view of the problem th
the practical imagéakingdistance cannot be ensur,
(the function is deteriorated) in the case where
second lens group J&r the third lens group s
moved along the optical axis to focus on the sh
distance object. Thus, it is understood that in
zoom lens having theata of specific values which
identical to those described in the Example in Exh
A3, the second lens group @r the third lens grou
Gsis used to constitute the focusing lens groups.
However, designing
te

accorda

i mprovement btsai nasa
performance in
pat ent , dwmicthencase where focusing o
shortdistance object by shifting the second lens gr
G2 or the third lens group f£:along the optical axi

fails to ensure gractical imagdaking distance, i

Al l egations Def endar
The

focusing lens group, and asserts that "starting fromn

by
appel | aecondlans group o

data of specific values described in the Examplg
Exhibit A3, even when the zoom lens is used incl
the wideangle end is decreased and used in the r
of f = 102 to 292 mm, the magnification change rg
of 2.86 can be ensured, so the object to increas
maghnification change ratio as compared to

conventional art as in Exhibit A3 is satisiaitty
accomplished.", and further asserts that "even whe
value of wideangle end in Example 1 is reduced,
object of an improved magnification change of

invention described in Exhibit A3 is secure
However, since the zoom lens of Exhibit ABns for
an improved magnification change, even if it
considered to be possible for the Exhibit A3 to reac
higher magnification change ratio compared to thz
the conventional art, it is hard to imagine that
Exhibit A3 dares to try to decreage wideangle end
toward the opposite objective to its own teachi
aparting from the specific data shown in the Exani
demonstrating the numeric values of Exhibit A3.

In the zoom lens of Exhibit A3, as the appell
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person skilled in the art would try to change the de
so that shifting the second lens groupd®the third
lens group G along the optical axis to allow fq
focusing on the shodistance object. The appeg
decisimm does not consider whether such a de
imatg&ing
The mere fact approved by the ap

modification ensures the practical
distance.
decision cannot conclude that there is a factor
prevents Invention of Exhibit A3 being used

constitute the pesent invention 1.

asserts, in the case where tbeal length of the wide
angle end is reduced to 102 mm, when the secong
group focuses to the photographing distance 2.5 m
optical performance drastically deteriorates, whicl
not practically viable. When focusing is to be mg
using the secahlens group, in particular, spheriq
aberration, astigmatic aberration, and coma aberr
at the particularly telescopic end become gre
increased, which is impractical.

Focusing with the first lens group does |

deteriorate the aberration evahthe telescopic eng
which is practical.

Therefore, even if the widangle end is reduce
focusing with use of the second lens groupré€sults
in a change toward the deterioration that deterior]
the aberration. It cannot be considered thagragn

skilled in the art dares to perform such a change th

a change toward the deterioration.

Judgment by the Court

In designing |l enses, it can be considered t
|l ens group should be used as a |l ens group (a
case of focudiiapoetn. t he short

Invention of Exhibit A3 relates to a technology of 35 ssize photographic lens, especially of a telesc

zoom lens having an antivibration function (which performs to provide antivibration by moving in the di

perpendicular tthe optical axis to obtain the antivibration function). Also, Invention of Exhibit A4 relat

a technology of photographing lens having a function correcting a blur of the image taken due to vibr

off-centering the correction lens group (iley, moving in the direction perpendicular to the optical axis)

called antivibration function. Thus, Invention of Exhibit A3 and Invention of Exhibit A4 have a commag

in that they belong to a technical field of a lens that correct the shift ohgue position (image blurring) b

shifting part of the lens group belonging to the present invention in the direction perpendicular to the

axis.

Exhibit A3 acknowledges that the first lens group is a lafged lens group, and is consideredhave a
problem that in order to drive the largzed lens group to shift it relative to the optical axis, the drive
mechanism becomes larger.

Also, Exhibit A4 also acknowledges that the first lens group is a-&rge lens group, and is considel
to have a problem that in order to drive the les®d lens group such as the first lens group to correct th

blur of the image taken (i.e., to shift it relative to the optical axis), the drive mechanism becomsizdatge

-8 7



AnneDxCourt precedents relating

which is a problem to be oreme. Further, Exhibit A4 is considered to state that in the photographing
by off-centering the correction lens group, correcting a blur of the photographed image causes an ecc
aberration; in particular, changing the object distance by n@dasusing causes an eccentric aberration,
which results in deterioration of the optical performance.

Therefore Jnvention of Exhibit A3 and Invention of Exhibit A4 are considered to have a common

recognition that the first lens group is a lagipedlens group and to have a similar problem to be solved,

to drive the largesized lens group (in order to shift | with respect to the optical axis) the drive mechanis

ends up in its largeness.

In view of the above, it is considered that a pergdted in the art would have readily conceived of

applying the arrangement configuration of each lens group of Invention of Exhibit A4 to Invention of E

A3, and shifting the lens group arranged between the "first lens grdwmbthe'(vibration-proof) fourth

lens group @', i.e., the "second lens group'®r the "third lens group £5 along the optical axis, thereby

providing a configuration that focuses on a shistance object.
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(4-25%
Rel e v a | Partlll, Chapter 2, Section 2, 3.1.1
0

porti
Examin
Gui del i
Cl a s s i 1 42: Existence of motivation to apply sub cited invention to main cited invention
of the

Keywor (Rel ation of technical fields, and si mi

1. Bi bllitogmaphic

Case "Coupling device" (Appeal against an E
I ntell ectual Property High Court Decis

Source|Website of Intellectual Property High

Applici{ilJapanese Pat e 0 0-P8pdpd 9 5c aBt i Bo5n3 BNLo1.

No.

ClassiiF16D 1/ 06

Concl uyAcceptance

Rel ate(Article 29(2)
s

Provi

Judges ||l P High Court Second Division, Presi di
NAKAMURA, Judge: Yuki NAKATAKE

20verview of the Case LRTe
(1) Summary of Claimed I nventio L,
Theél ai med I nvention relates t é ) ice i
of a welded first coupling memt coup
cast over the first coupldngher /'f"“'* _““\\ de s
coupling member's deformation a / \\sromt
me mb er can be prevented. The/ l'\ v 1 ¢
coupling member 2 with good wel | ;L\] con|
to be connectedebygnavetdupbi agdmeamve: o maue wi th
cast iron formed integrally with the first coupling
where a part of the first coupling member 2enids feaxcpeo
embedded in the second coupling member 3 and notche

said end face toward the center and having spaces i

toward the outside edge.
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(2) State of the art

(i) Publication 1 -9 36MA |I(nFiemdiingn )by JtPh e Od0plpeal dec
"A composite coupling member connected with a pip:¢
said composite coupling member comprises a cylind

with said pipe P, and
a body 1 made of cast iron formed integrally with

20 witplmart thereof exposed" (cited from the Court De

(i1) Publication 2 (1 AWeSMBtOI7TAAn (dfi nRlu migi byt itdhre 2)p:p erP

"Therefore, in Publication 2, judging fr domavti mg ab
superhard ring (2) embedded in cast coated met al (3
extend from the outside edges of said end face towse

circumferiemn itaHatdilreeccame wi der toward the outside ed

(3) Thdg CClaaimmagdd | nvention)
[ Cl aim 1]

A coupling device to be connected with an object 1

a first coupling member with good weldability to
and

a second coupling member made of cast iron for med

the first couplsnhgt eneimbewhich a part of the first coc

said first coupling member comprises an end face
notches with inner walls that eexttoewad df rtohne tcheen toeurt sainc
vertically on said end face with spaces in between

outside edge of said end face.

(4) Procedural History

August 7, : Patent application filed

August 24 : Amendment T(hikeé faée¢ mst' o above.)

January 2 : Decision of refusal

April 26, : Request for Appeals against an Ex-an
7737)

December . Appeal deci simen deomarhde fedrf ecppedlIt o

hold good. "

3. Portions of Appeal / Tri al Decisions relevant to t|

Appeal decision
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AnneDxCourt precedents relating
devices t o whi ch a It echnical knowl edge f of
ermanently in order t|la torsion applied on a

i n a universal joil(Exhibits B1 to B3), a
invention, and therefolgener al technicalhe kaom
any problem to be solvicoupling member of t he
Il nventi on. poles for r o ad-e xsp lganmagte

Even i f I nvention ofperson skilled in the
art to form mulbtyi plnsep|shaft center is applie
since it is merely "topipe, and, dakamnhigomnnt log
ring (2) of the complecoupling member stated
the superhard ring (22 in which molten mehal
engaged integrally byland coagul ates has a ¢
compl ex r dlilsc(lmisleld rboyl [t or si on as a coupling
no relation of technijsignagbe isaiTdambhbdahnica
problems to be solved |[solved to make integrat
Cl ai med l nventi on t o cvlindrical part 20 ag
connected (for examplelindwells in the composi
| arge drn v(idcrgi tiomgitoor (i nvemtsi are't er mi ned by i
I n addition, in thel|technical problem to b
since both sides (bothjcited invention is con
(2) are sandwiched by |solved by the Clai med
results in a technical{such as torsion, et c.
ther cggated surface of ttbetween the first c orug
Therefore, right fromjcoupling member strong
Publication 2 has no gfocusing only on the t
claimed invention thatl (FI GS. 4 and 5) and 1
drops out from the sfstatement on the exampl
Therethere, it no moti yshown in other FbGSpPo9 ¢
Il nvention of Publicatisignage and common gene
invention), and determthat it cannot be sai¢
2 erred in its determi|solved indwells in the
The I nvention of Publ i

super har dt rii dlge (29 ainros |

and ensure "integral r

body (3)," and it <can

that , while relative t
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(2) and the roll body
sdirace of t he ring i s
members in the directi
such torsion.

In addition, it can Qg
invention assumes that

torsion is applbihnedfwiPd

and the <claimed invent
have a technical probl
members in the directi
relatively applied bety

Judgment by the Court

As statebdeabopventi or edfatRwsbltioc aat iroonl |2 t o be

rods, lkdlcangmsndt o a different technical cfiiteldd i
which belong tofthecboaphnhgabefiekd I n bddert

of Publication 2 can be called a cylindrical

invention of Publication 20andstHeffefrkenboflyo

of the first coupling member (cylindrical ©par
invention and the cited invention, and,r oslilnche
a structure in which the superhardhasng di fibe
be solved from thahatoregberestedtiegvant oanof

—

o prsévempti ng off that can | ock the body when
Then, even if the cited invention and | nver
related to composite parpartbatbyf onmernt egri
skilled in the art could easily conceive to a
cited invention and dihfef émvfemao inowaioni tédudbhdniicoaal
b

ut also apart from each others inmttlRaisty proaob

recognize from statements in Publication 2 t
i Bgrate two members in their direction of ro
members and it is difficult to find any motiyv
said that it ids be mattiéery Wwhivemtedul
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(4-2%

Rel e v a | Partlll, Chapter 2, Section 2, 3.1.1
portio
Examin
Gui del i
Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention
of the
Keywor (Rel ati on foifeltdesc,hnaincdalsi mi |l arity of oper
1. Bi bliographic |Items
Case "Antistatic multifunctional <carpet"™ (A

I ntell ectual Property High Court Decis

Source|Webhdede of Intellectual Property High Co
Applici{ilJapanese Pat et 134p8p6l2i c(aIBPP 620081ALY .

No.

Classi1lA47G 27/ 02
Concl u¢Di smi ssal
Rel ate(Article 29(2)

Provi si
Judges |I P High Court ThirdRDPuvechi oBHI BARA| dJ uc(

Judge: Atsuki KAMI YA
2. Overview of the Case [FI G.
(1) Summary of Cl aimed | nv )

TheCl ai med I nventi on re static
mul tifunctional carpet i n ic fun
efficiently remove static ted in
body has been i mproved, S ef fioc
deodorizing functn,ongandHan
functlinona tufted carpet, h on carp
antistatic yarn made of a 5 i ncl ui
yarn together with a deodc : he case
carpet, by arr anganndg scahnadiv\n‘w - -

' 5 $
chain yarns from the top s 4‘1 mg’!‘:"{m M’ ”'ﬂ de with
crossing the chain yarns ¢ ML BN NH? NM1GNJ E§ me, bin
and Ilwewdr yeans with a bin : yarns
chain yarns are caustatet wi o ) ";I"‘ g § & ng s
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other, antistatic yarns are mixed with a prescribed
and at the same time antistatic yeans are combined
(2) State of the art
(i) Cited PadbllimwdntoinddOg)o tJ Fi 2@002g by the appeal 't
"Iln a tufted carpet in which conductive acrylic
copper sulfide in acrylic fibers are included in thi
an atite¢ s¢arpet in which conductive acrylic fibers ci
sulfide to acrylic fibers are included in pile yarn:
(ii) Cited Publicatioe4azraaeageci (€dndhmgnbiyobhh2) appeal /
"A pile fabric having an antistatic effect, and
formed by doubling conductive fi ber sbefrosr meidt hb yc ocpopaet
(digenite) by very thin coating | ayer and acrylic f
(3) Thdg CClaaimmagdd I nventions)
[Cl aim 1]
An antistatic multifunctional carpet preparoenduas ia e
fibers formed by coating copper sulfide on the surf
same ti me, including deodorizing yarns to which a ¢
through isonind rbpadmudeid to pile yarns, characterized i
formed by coating the surface of acrylic fibers or I
tufted carpet in tan haemosuamte afi nmle.,2 % eaonddo,r iazi ng yarns
(4) Procedur al Hi story
February Filing of the patent application (F
September Amendment (Ré&he@elraitmsfabpove "
September Decision of refusal
December Request for Appeals against an Ex-an
27256)
Amendment
September The above amendment i s r ejtercatte d';t haep
demand for appeal does not hold goo
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal deci sion
(Di fference 1)
The point t hat , whil e conductive fibers tha
acrylic fibers or Nylon fibers in the ¢l ai med
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fibers in Cited Invention 2.

(Concerning Difference 1)

Since Cited Invention 2 relates to a pil
deodorizing effects in which pile yarns are f
Nyl on wfiittheras very thin coating | ayer of copper
it can be said that, in Cited Invention 2, "c

surface of acryhicoppeNybohfifdéeranavi Cited 1 n

the same technical field of pile yarns that ¢
in the art could have easi liyt eadd rlinvveedn ttioo na plp | ay
matter specifying the invention according to

Deci si on

Al l egations by Plainti|All egations by Defendari
whil e the cl ai med The appeal decision
relate to an i nvecnatripoent|l nventi on 2 i s appl i e

I nventi on 2 does not|technique, conductive
concerning a tufted cajlyarns are pile yarns f

Namely, while a tuftlacrylic fibers or Nyl o
carpet of a structure|Since ther e coul d be
sewing needles into alconstruction of thénwen
embroi deirrye (emaltrhoi dery/l2 to the constitution g
secured on the back si|pile yarns of Cited In
an adhesive (Il atex, etldetermination by the afy
of f of the piles, the
manufactured by doubl
acryddarcs fand polyester
and inweaving feathers
of cloth at predeter mi
a structure to secure
adhesive to the back og
does not fall under a

Since there are vari
are classified by mate
use, and a unique ma n
established, it i s ing

pont of view to combin
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a technique for tufted
which is a technique f
from tufted carpet, an
Cited Invention .2 tadhd¢
t he determinati on by
combination is a matte
at i s not reasonabl e.
Judgment by the Court

Pl aintiff alleges meahod basgbeemaest abdl usih
is inappropriate from the technol ogical point
carpets with Cited Invention 2 e&hatfremathec
therefore, there is no motivation for such a

It is true that, while Cited Invention 1 r¢€
included in pile yarcnosmp oasnidn gt haen tciosntdautcitci vyea rfni
sulfide into acrylic fibers, Cited I nvention
and deodorizing effects in which ipbdres yfaornnse d
surface of acrylic or Nylon fibers with a thi
fibers and polyester fibers (Exhibit A20).

However, the tufCétedatpeendéecdrnbiragdtacice r g
2 are common in that both of them are textil:¢
conductive fibers formed to include copper su

Then, in Cited Invention 1 related to an af
property, as conductive fibers to be included
fibers or Nyl ont ifarbe2 swiotfh Cditgeedniltnevetnhat i s a
by introducing copper sulfide to acrylic fibe
arrived.

Even i f there is a dhidderfemrc ee d mh maypd accft ucrg
it is not recognized that suchpa ofcaocned udd trieyet d f
the antistpitli ecpmpmptehrengcar pet, alnuded tclaatn odp [
related to conductive fibers used in pile yar
from the technolSigncaltpointf toddvéiamwpet obf CIC
Il nvention 2 are common in that they are text.i
acquired by using conductive fibers formed by
there is sautfifoinciteonta dmopti vi he constitution of
the conductive fiber of Cited Invention 1.
4-2y
Re |l e v a| Partlll, Chapter 2, Section 2, 3.1.1
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portio
Examin
Gui del
Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention
of the
Keywor |Relation of technical fields, and si mi
1. Bi bliographic |Items
Case "Pl astic bag with gussets" (Appeals ag
I ntell ectual Property High Court Decis
Source|Website of Intellectual Property High
Applic|Japanese Patent -ADpP7T68&8a(Nanhi dNmal 2ROMQI i
No. Appl inc &dtoi.-6 2DDB7)
Classi|B65D 33/02
Concl u|{Di smi ssal
Rel ate|lArticle 29(2)
Provi s
Judges|I P High Court Second Division, Presi di
Judge: Takaaki SHI NTANI
2. OvervCaesve of the [FI G.
(1) Summary of Claimed I nvention
The€l ai med Inventionshethtodagt rwlon
extruded -lIpilkaes tfiocr nh uhbaevi ng gusset ¢ ‘ s and
at the bottom. The junctiamdpioh ,»—\\J een an
line (14) is the weakest area in rart of
(30) is provided to extend acros = veak ar
when something is put into the b /@w
. 30) |
e i,\soﬂ
(2) State of the art
(1) Cited(DObtetehhvéntion 1): u. S. Patent No. 48120
"A bag made of heat plastic resin 10 shaped after
having gussets on thlasiarsi nwmamwdhicrmhe @aaeh g ussatt se.
crease at the bottom of the bag and handles 22 form
area 26 for reducing the tendenrcd/ drhemdse grudctth e nh @
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bottom of the bag when something is put into the ba

(i) Cited Document 2 (Cited Invention 2).:-0MAc¢c3ofil
(JPI2BO5S5Ondli)ynagpRbeal / t )i al deci sion
"In a plastic bag, to prevent breakage of the sea

tape that is a reinforcing means separ at erdoni rtohne pdoaus

Deci sion)

(3) Thd CClaaimmagdd | nvention)

[ Cl aim 1]

A pl ashiirct Thbag having a tube of a plastic film ha
an inward crease and a seal tl itnhee ibrottetrosne cotfi ntgh ewibtahg |
the gusset portions of the bag, wherein a reinforci
extend across each of said inward creasead, |llioeat sakp
from said plastic film, and said reinforcing means i

and said reinforcing means reduces the tendency of v

sasedal | ine when something is put into the bag.

(4) Procedural History

February . Patent application filed (priority
February, : Decision of refusal
June 30, . Request for AppealDecdgdiomstofamRelExwuasn
14005) ,
Amendment ( RefTehr€ltad msHe above "
November . The above amendment was refused; ap
demand for appeal does not stand go

3. Porti onisalofDeAipsiadnsTrrel evant to the Holding

Appeal deci sion

Since Cited Invention 1 and Cited I nventi orn
of the part with | ow strength and is breakabl
could easily markel, ni Ciplealcd nowfenarn in additio
means of Cited I nvention 2 to the bottom port
l ine and is provided to kxéeod bBowasd theasaea
breakabl e.
Deci sion
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and Cited Invention 2 |stronger motitwvkhe i o@achimwi
heatal edatpdhrats tlow strelCited Document 2 with (
such part is reinforce
completely different [
Therefore, it cannot
motivation for a perso

t wo prtisorasa such negl ec¢

stated in Cited Docume

Judgment by the Court

Since both of Cited Invention 1 and Cited
technical fielbdhmoangrbadliemath@eb & g dlev-ehekesal teadf [
bamakes harldh taod doirteiaokn., whil e the sealed area

the stress on the junction point 2hasthewoek
di sperse the foseal adppaetd wbothhehbeatbspabbedi
breakable (Refer to the statement, page 8,helis

area 26 of Cited I nvention 1 and the reinforgc

that the stress -spaléeddpant tihe dwespehead and

I n addition, when multipl e froeranas proe dseotlevremit
it i s nor matlol yr expaerartieeidn ometans to solve the p
problem, or to use a differenidcemdansn tme anc| b
anxercise of ordinary creative activity expec
art who coul d knoGu ttehde Dmwactutneernst sit aatnedd Gint ed D
easily isurpniassae adfed" talreea 26 to be provided in

t hat i s the means to solve the problem of Ci t

means, after bonding a reimieoergamtg tapeat dad p

|l ow strength to the outesrasumivace tdhfe trieé nhag

solve the problem of Cited I nvention 22" aindck

part to become "junction point 24."
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(4-23

Rel e v a| Partlll, Chapter 2, Section 2, 3.1.1

portio

Examin

Gui del

Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention

of the

Keywor |Relation of technical fields, and si mi
1. Bi bliographic |Items

Case "Connector for protection against thef

Il nvalidati on)

I ntell ectual Pecpesi on, HNpgiveGbdert 21, 20
Source|Website of Intellectual Property High
Applic|Japanese Patent -1A3p93 28 a2BmPB\N). 2000
No.

Classi|E0O5B 73/00

Concl u|{Di smi ssal

Rel ate|lArticle 29(2)

Provi s

Judges|I P High Court Fourth Division, Presi di

Judge: Yoshi ki TANAKA

2. Overview of the Case LFLe.

(1) Summary of Claimed I nventi ol

"With the purpose ..fotoppobecdk ettor

for devices suygphe aperas mmdadle boorkhp be eac
mounted with a single hand, config
plate and the auxiliary plate el ati ve
foward the auxiliary plate in th f i nse.
direction of projection of the 2 rer and
undetachably as a means to solve 1tne apnpove probl em,
the working ebheectobhatanhbe mounted to the slit by
insertiogftpeesknping member of t he —andpushingtheaunsg i nt o
preventing member oflthesaukxhht aorfyf pplreaetveeanptsitnbgh ennesnhbsey
the Court Decision).
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(2) S

tate of the art

(ipt&tion 1 (Cited Invention 1. Exhi bit A8ntlenrvneanttiioon
Patent Applllibcla3dtbiloon (NNoi.ndH ng by the tri al deci sion)

"A lock interface 55 for protecting the portable
through the slot 15 formed on the wal/l 10 of the po

a fixed spindle 200 in the form of a plate and a
wherein

the fixed spindle 200 has a body part 205, and t he
215 and 220,amdneche&2@5230, wherein the engaging me
part 2 side of the fixed spindle 200, and

the |l ock spindle 240 has a body part 245, and the
255 anda26@0ckapdn 265, wherein the curves of the 1| o
and 260, and

when operating, the user matches the head 230 of t
the head 230, iaantd, tthteenmrs,| oy 1rS5ot ating the fixed spin
mi smatch each other, the head 230 and the inner sur
action, the removal of tuhterl bc k si rotl eorcfkeeade S5 df, r arh etn
spindle 240 is insertmatecmitmgthfe schethdddt2d23@prefvenh
15, and, on this occasion, by t he ddrega&diOn g | madmineyr so n
members 260 and 255 of the |l ock spindle 240, t he | c
ot her, and, furthermore, the | ock mechanism 3® havi |
fixed spindle 200 and the hole 250 of the Il ock spin
and the |l ock spindle 240 and is used for |l ocking thi
(ii) Exhi w®i2t01Aan2 (JP H7

Exhibit A12 states an art relating to a thin cosm
for storage 2 to store cosmetics 1 on the upper sur:
by sl i dabwiyt he nsgaaigd ntghi n body 3 ([ 0005]), and, in ord
force in the process of distribution, a "function t
depressed portionef &r olfodkieng h3Inh ibody @Br,o@awnmd a sali
depressed portion for locking 31 on the fitting mem
of the thin case of cosmetaitc vottch sotfom atl oas upree doeotsd rtn
(fo0011], [0012]) (cited from the Court Decision).
(iii) Exhi-b043218) (JP HS

Exhibit A13 states an art rebpethnngonpen ad tpeotrusa bd en
created so that taking in and out as well as storage
to [0004]) and the case comprises a body 2 and a di

-10-3



([
po
14
S i
t h
t h
pr
15
it
fr

—
c O 9

ar

pl
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0006] , [0OP@T)) of wWeeamgeaign ng projections 10, 10 are
sitions in the inner surface of the edge of the o
having -Bi keughyggiamwgi aud fac et hes @uter surface at
dewal | 11 of the drawer case 3, and the protrusi ol
e drawer capend8dcamantde hatf hersmorroenglbyy tphues hd rnagw eorr
rough the engaging surface of the projection 10
ojection 15 protrudes outwardly more than tmhe pr o
is engageable with the -epgrmrignggopenaticoem oomf 1t0h & ud
possi bl e {opemaisntadien otf he hfeuldlrawer case 3 through

om the @Qurt Decisio

iv) Exhibit Al4 (Japanes88B6R)ity Model Publicati ol

Exhibit Al1l4 states an art relating to a pocketabl e

serted into an outer carset e =i deowaltlabdfe tcloer eirnrber
the direction of sliding of the outer case 1 is
se provided on the inner case i2s iospeernagtaegde dwiitnh itnh et
€ inner case 2 or the outer box 1 and operation o
t legs 6 and 7 of the cover 5 to notchlmeg .11 and 1.
) ExhibiLOABD2AJP H11

Exhibit A51 states an art relating to a key hol de
rmed on the inner side of a slide platkeofhokhdemapc:
ed without detaching the cap ([0004]) (cited from

i) Exhi bill2RA®9DU()IP S61
Exhibit A52 states an art relating to a case for |
ogpe®move are engaged with each other, and the cove

e Court Decision).

ii) Exhibit A53 (Registered Utility Model No. 301
Exhibit A53 st aat etshraene faorltd rneeltaatli nfgort ol eat her bands
e held slidably but undetachably by engaging a pi

ate 1c (cited from the Court Decision).

i ii) Exhe3Bi8tl3m5)4 (JP H
Exhibit A54 states an art with respect a decoratic
sl ot formed in a spring band 17, and the spring be

urtobgci si
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(3) Thdg CClaaimmasd I nventi on)
[Cl aim 1]

A connector for protection against theft to be in
casing (84) of a device such as a personal computer
a main plate (20) and an auxiliary plate (40) are
of insertion into the slit (82) and both plates (20

the main plate (20) o mpmsertnigom rhemlkeerpl (@24) (Rr20Vi
sai d base pdladtfef (p2r2e)veaantd nay member (26) prownisceed i oo

member (24), wherein
the auxiliary plate (40ablcympngagedawisth dehel mae
protruding direction of the insertion member (24) of

provided to protrude at the end of bhbeisabtedei phaten
sandwi ched in between when the slide plate (42) 1is
and release the overlapping with the insertion memb:

l ocking sec48)onasr g 2f80r mendd i(n the main plate (20) a
they correspond to each other in a state in which t|
(24) and the turn st owiptehr epaicenc eot(hdedr). are overl apped

(4) Procedur al Hi story
May 28, 2 : Patent right regi sTth&l ad mcRéfher to t

December . Demand for trial for invaBD62ab6Bdn b
Mar ch 8, . Demand for corréeRefen bgrhBhaembdatd
December D Tri al decision to the effect that "
trial does not hold good. "

3. Portions of Appeal / Tri al Decisions relevant to t|
Trial decision

Since an article of daily use such as a co
by Demandant bel ong to technical fields obuvi

protection agai mst ptriveafetct({ @ancagrareatsor ttheft ¢

member to be inserted into a slit for protect
as a personal computer and reéeianivety shedabl
A8, even i f the art for articles of daily wuse
goods everybody accesses daily, it shsouwlod nboea
person skilled in the art to apply the art to
A8 .
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In addition, even if the art for articlesfhb
protection against theft of Invention of Exhi
connector for protection against theft compri
slit for prndoteddt ipcrmvagleidnotn t he casing of the
relatively slidable in the direction of i nser
such small size thatl e thacnadn, bbeu tg roapbebreadt iwint ht oa

is difficult (the corrected statement of the

members composed to be slidabl y eldkgnaognena balret an
I nvention of Exhibit A8, although it is prefe
plate and the auxiliary plate can be omitted
proitemctagainst theft of the I nvention of Exhi

for protection against theft can be grabbed b
|l ate is protoondefl) Erhi bhe 8nevanthbt necessari
nnot judge on the actual handling character

p

ca

should be considered thatt acpresisdoar skol ted arf
daily use having two members composed to blknas
a

rt as it is to the connector for pr otteican nvwgh
is no prospect that handling characteristic i
Therefore, in the I nvention of Exhibit A8,
of Difference 2 (slidably englaagtien,g atheanmai tni
undetachable by applying an art that include
daily use having two members composed to €hig
art.
Deci si on
Al l egations by Plainti|All egations by Defendart
Cited I nvention In Cited I nvention 1,
protection against thgspindl e 20 and t he I o
provided on a device s|detached, and they are
it is a device to be ujland the tswoarme nubseerd s e
witdbheat her . Thereforland mounting and di smo
who tries to improve d(dthis. Exhibits A12 taqg
the viewpoint of improlstructure in which the
try to apply techniqgu|land, since they are ar
connectors to be insenil, t hemeviitsamiol iity t o n
device such as a persogthat uses a method in
point of view of i mp|separated from each ot
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a jump in technology a
modi ficati on. Al t houg
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I nvention embémns t amée sl
members of Cited Inven
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Arts disclosed inABEB#%}|
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technical field of Cit
no statement or sugges
cannot be easily conce
Cited Inventiom 1 namcat:i

-10-7



AnneDxCourt precedents relating
specifically illustrat
Cited I nventi comr 1wi &8
modi ficati on. Then, g
in a step before trial
easily applicable to -
known/ cousmeodh | grt s, and
prediction t hearti shtaina |ii g
without trial manuf act
Judgment by the Court
3. Concerning Cause of Cancell ation 2, "Erro
Ground for Invalidation 2 (Lack -konfo w nn/vceconsneodel a
in an article in whischdimerloesresd arne Exlhii
A54 even if the structure in which members ar ¢
a pin and a sl-bowm/rc amnsoendtyairs , attwvel arts di s
document arbye |l ®wnigddmcai fferent technical fields
technical field of connectors rfeort preocthend tciadn
Cited Invention 1 and, in addition, the probl
to solve the problem, basic configuration amnhg
and, therefore, itth esrheo uilsd nboe nuoeteinveadt itohnatt o a0
spindle 200 and the lock spindle 240 are he
Therefore, it cainmotatyet dleemeds athas ktphber g ¢  id
Exhibits A12 to Al14 and A51 to A54 to Cited |
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(429

Rel e v a| Partlll, Chapter 2, Section 2, 3.1.1

portio

Examin

Gui del

Cl a s s i | 42:Existence of motivation to apply sub cited invention to main cited invention

of the

Keywor |Relation of technical fields, similari
the content of cited invention

1. Bi bliographic |Items

Case "Use ofonoekbsews for j oint prosthesis

Examiner's Decision)

I ntell ectual Property High Court Decis
Source|{Website of Intellectual Property High
Applic|Japandatent Appl5xmG5 & n( Wat.i o2n0a0l7 Publ i
No. Applicati-bBa9B863) 2008
Classi|A61F 2/ 30
Concl u|{Di smi ssal
Rel ate|lArticle 29(2)

Provi s
Judges|I P High Court FourthYdddhiirmsdroin, T ®MIeTsA ,d i
Judge: |l wao SAITO
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2. Overview of the Case [ FI G.
(1) Summary of Claimed I nvent

The c¢claimed invention rel at prost hes
two prosthesis members (didrdd

bones (39; 41 and 42) of a |«

be arr ar

he pros

and 3) include di ket mamtbesesc¢ d

to be screwed to the bones - respec
prosthesis member (&2Yi hgcaduse h

and the other prosthesis memt a memb
head section, the socket memt unting
can be inserted into a fir-sitk ded on
member (4) fmasiatrircamign gn gt hoe s ), and

the head member (7) has a mol whi ch ¢

nd screv

into a first hole (110)i ke omen
for arranging or positioning the head member (7).
secondl isskomnebver s (4 and 5) have at | east one inner se
a rod (31) of a tool for screw (32) calni kbee nmennsbeerrtse d(
5) to the bones (y3.9; Jdbeaseécdvsa)d hes psct iB3Veland 33 r es
(17 and 19 respectively) of the first holes (10 and

(2) State of the art

(i) Citation 1 (cited invention): Uu. S. Patent No. 5
"A prosthesis appliance comprising first prosthes
and 17) adapted to be placed to the metacarpal bone

each prosthesis member compransgees bao dnye tla3c aa dpaap t ebdo d
each of the above bones, and

the second prosthesis members (13 and 17) compr i
prosthesis members (11 and 18) comprise a hinge bod

said hinge stem 17 has an elongated part 23 that ¢
body 13 in order to arrange or position the hinge s

said hinge body 19 is a prosthesisiapeptiadcienthava
chamber 35 of said metacarpal body 11 in order to a

said metacarpal body 11 and phalange body 13 have
(45 and 47)."

(i1i) ZitWatiooanal Publication of-5080866naFindahgPhyent

"A prosthetic device applied for a joint to which

prostheticsdeeweedi $s nmmeohwomt ed in the axis section”

- 110 -



(3) Thdg CClaaimmasd I nventi on)
[Cl aim 1]
A joint prosthesis having two prosthesis members
and 42) of a joint (38),
each prosthesicsompmbees(2iasldli Bghdmemixeomd (s&£ra&mwd 5
screwed to each of said bones (39; 41 and 42) respe
one prosthesis member (2) comprises a socket memb
member (8gs campead member (7) having a head section,
said socket member (6) has a mounting pin (22) wh
firstliskcer eemember (4) for arranging or positioning th
sai dmeebdr (7) has a mounting pin (27) which <can

second iskeg eme mber (5) for arranging or positioning t

—

he first alnidk es emeombde rsscr(edv annnde r5)s ehcaovred ahto Il ee a(s3x0 oan

designed so that a rod (31) of the tool for serew (
l'i ke members (4 and 5) to each of said bones (39; 4
said second hoplesi 20yandrad3presided at the bottc

holes (10 and 11 respectively),

said first Antdtesemembersci(dwand H)olarse (Br6ovaindde BB 7wir
extending in tthhee alxdtatlondiofe cstaiooh saecond holes (30 an
and secdrikesareeanber s (4 and 5) is mounted on the gui
and 4ZX)avandan external c o niidce ds hvaipteh aanmd eaxtee ranlaslo spcrr
respectively) and have no screw thread on extension
and secdrikesaoreanber s (4 and 5) in orderdb5t o edsipwicdd vteh
several screw thread sections.

(4) Procedural History

February . Patent application filed (Priority

February . Decision for refusal

June 15, . Request f or afp pEexaalnsi naegraisnsbteci si on
12814)

Amendment T(hieé fae mst'o above)

October 1 : The above amendment rejected appeal

demand for appeal does not hold goo
3. PorAp penasl /oTfr i al Deci sions relevant to the Hol ding
Appeal decision
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While in the corrected invention-laofket hme mbre
have at | east one inner secomad h(32%®) (Bf0 antdod
inserted in order to $ckewmembefrisr g4 amd $&c d
and

the second hole (30 and 33 respectivel yt)heaer
hole (10 and 11 respectively), it is not <cl eaé
inventi on.

Cited Publication 2 describes "a prosthetic
anlAn key (tool for screw) forscremew rsg attlee i
section," and the invention stated in Cited P
relate to pr odtnhenshiisc,h iat piesr seo nmastktidrl ed i n th
stated in Cited Publication 2 to the cited i
skilled in the art could p(8feminy BB8keetspeat:i
to be provided at the bottom (17 and 19 respe
Deci si on
Al l egations by Plainti|All egations by Defendart

since i nventions A. f$alpppi ng means to ci
probl em ianr tt, hewhpertihcerr screwing in, or to hav
inventi on coul d be egB4) . Tompisedg ft hread 4
determined depending ois formed for the purp
problem to be solved i|the metacar pal bodgy 113
and even i f the techni|a stelpfping thread 45 fo
said thatsuheycaent as|the other hand, accord
invention unless thereg2, "FIl G. 6 shows an e
sol ved. device 20 for a thigh

But , t he hexagonal gt he present i nsvteme tiiocn .
device stated in Citatjicomprises ... a shaft
the shaft section 21 section is screwed int
used when insertion ana helical screw for ead
direction by the screwlapplies a tension to tHh
section 21 are made polbone,"5,( Rpper | eft col
the joint prosthesis s|it is obvious that t he
no configuratiosctewce®|Citation 2 are for the
of Citation 2, Citati|the prosthetic device !
common problem to be into a bone.

-112 -
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Citation 1, there is n
configuration of "hex
Citation 2 to tHeipofChn
and, therefore, there
application. I n fact,
Citation 1, t he rece
metacarpal body 11 tha
of the Corrected denevpeln
met acar pal body 11 ( FI
and, if a hexagonal s e
deeper position in thi
strength of the end o
drasticall y duelctr etaos ebde,l
application i s mad e
receiving chamber 38
formed in a rather sha
that it is impossible
however, i f cai bmxagompa
receiving chamber 38,
only on one phalange
section is provided on
and this is unreasonahb

Therefore, since it
matter which a person
easily made to apply t
section" stated in Cit
stated in Citation 1
Corrected Invention talg
above determination o}
incorrect.

thellnetaamg
13 of t
device 20 o
prosthesg
t he

Therefor e,
body
sthetic

phal ange
pro

they are joint

joint and, at s ame

t h ab®enecr ewed i
t he

of th

at they

n addition, i n
body 13

35 and 38
nge body
23
ot her

phal ange
for
19,
oof v i td
hand
S i-lnic
-mo
el bov

mber s
t he

cha
hi
ngated
t he

of

el o part
and,
Cit
i nd

por

on
ation 2 al so,
28 f
of the
tion t he
13 t he

Citation 2

entation
29
21,
of

or
tion
sec
body
20

me mber

met pha
cited in
of are cgd
i s
ng
Accordi ngb awe
body

i nventi on

whi ch screwe

pin
tshteat em
11

and

which a mount. o f

and
t he

met acar pal
cited
t echr

2 ar e common i n

structur e, it can said

for akpgdrlseadn isn t he art

of "hexagonal section
ention.
this
ng
inventi on
be
ng
acar pal
di fficult

"hexagonalt esdecitri o@i"t astti

i nv

B. I n regard, Pl
35

hexhgor

ei vi chamber o f
ed
ul d

ei vi

rec
cit
sho provided in
35,

11 i s

chamber
body

to

rec
me t

conceive

i nventi on.
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However, since the r
met acar pal body 11 of ¢
mount the elongated pal

it is sufficient i f t h
el ongated part 33 ar
compl ementary shapes, t

receiving chamber 35 t
met acar pal body 11 as
the same as the receiyv
boyd 13, with respect to
there is no reason to
to provide a hexagonal

Therefor e, Pl aintiff'

not justifiabl e.

Judgment by the Court

2. Conceomifhgr Réascell ation 2 (Error in deter

(3) Concerning obviousness of Difference 1
A. According to (1) and (B abbwvéeicial ipoirret

device 2ti oonff 2ilbel ong to the common techni csd

replacement afndjTdhiddtmeafacaarbpoanie body 11 and the

members of the artificifatl gedtnitonf2I1Ci twhii @hm

prosthetic device 20 of Citation 2, have a co

for mounting ot her constituent me mber (i neitvh

chambers 35 and 38 for mounting the el ongated
hinge system 17, and, i nlthkhe shdbehtatecbnold82f

|l i ke portion 22)of stipe oeli ded part he other end

AndCiitmti on 1, although there is no stateme

body 11 and the phalange bodwgf8tshianth ga at obooln es,

(t ool for screw) i s used for screwing into a

Then, it is acknowledged that, for a péeese

moti vation for applvitme thkxagonhigsreati om (i

provided in the prosthetic device of Citati on

to screw the metacarpal body 1diandofh€i phal a

i s easy to conceiyVve, by applying this, to pro
Di fference 1) designed so that a tool f o rc hsacnr
35 of the metacarpal body 11 and the receivin
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(429

Re
po
E x
Gu

|l ev Part Ill Chapter 2 Section 2 3.1.1

rti

o o

amin
i del

Cl

of

a s s i | 42: Existence of motivation tapply sub cited invention to main cited invention
t he

Ke

ywor | Rel evance of technical field, Similari-H

1. Bi bliographic |Items
Case "An el ectronic device with incorporate
I ntell ectual Property Hi dR0AARuU r(tGybe KIEg
Source|{Website of Intellectual Property High
Applic|Japanese Pat ent -5Alp9p2llilc a(tN atni oNoa.l2 OROWBb | i
No. Appl i bat BDAB327)
Classi|HO1Q 21/ 08
Concl u|Di smi ssal
Rel ate|lArticle 29(2)
Provi s
Judges|I P High CourPRPré&sirdtn®Pi Yudgen, Toshi aki |
Shinji ODA
2. Overview of the Case[HG_
(IS ummary of CIl ai med Invan‘f.inn
The cl ai med i nventi on 1’\ 1% stronic
device of personal wutil o l east
main surface (120, 610) // irst ant
(110, 620) for the purp bm—“_"-_‘ e bet weer
itsdlfa amcond party thr -~ /.L" ’i—lD waves.
Said antennas are array - T i _ at | east
antenna el ement (111) a \_\‘ /,:"/"/'//-"//'7,"./"/,,/" el ement
(112) and that are arrat R LT ZELES 1in surf
i s appropriate dtetwvdtces gilduel actrani c
portable computer with a Ilid (120) capable of being
and the antenna (110) is arranged on the | id of sai:
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(2) State of the art
(i) Citatineenti Q@&iOU381Id3:3AJK FH/hdi ng of Tri al Deci sion)
"A communication device having, at least, a first p.

and a counterpart through electromaghenna &aaveaeg, hawai

a first patch and a second patch, and a communicat.i
said antenna array having a first beam inlet and a
each of said beam inlets beoifn gs aciodn naenctteendn awiatrhr aeya c he
connected with the respective beam inlets, being di
2n, signals from said beam inlets being fmadeedapadme

Court Decision)

(i) Citation 2 (ClQ2848Mmv(emitnidoinng2)of: TIA a200Dleci si on
"A |l aptop computer, having a back of a display sec
computer and atésysugm rmaneceiaves, said planar ante
antenna array being arranged ommatdlee ctagpak | ef otf ha sding

interference is reduced by arnescceeiiwierg "radi o waves of

(3) Thd Aeaidradd) ( Cl ai med invention)
[ Cl aim 1]

An el ectronic device (100, 600) for personal ut il
and further, at |l east, a f i rosnt bantwerma a( 1cloOmp ub 2e0r) aen
using MIMO through electromagnetic waves, and said
first antenna element (111) and a secondn amaied nfai red te

sur face,
said antenna (110, 620) having a first connection
each of said ports being connected with respecti ve
relatddpbotsaiin the form of MIMO beams in the numb
a relattNoheiofig Mest abl i shed, the highest quality of

device.

(4) Procedur al Hi story

July 4, 2 : Filing of Patent Application

December : Decision of Refusal

April 12, : Request for Appeals against an Exa
7716) ,

Amendment of Prodea@&tiaanms({ Pee Above
July 20, : The trial decision that "the reques

-11-7
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Portions of Appeal / Tri al Decisions relevant
Trial Deci sion

Cited I nvention 1 and Cited I nvention 2 rel
a common problem that communication is carrie€
there is no specilali nigmpseadidmetitt ewh elnn veepnpt i on 2
making said Cited Invention 1 to be a | aptop
di splay section in such a way askdésedi badtih

conceiyv

an arr a

e of creating an electronic device for

y antenna arranged on said first mai n

bet ween the | aptop computer and a second part
Deci sion
Al l egations by Plainti|All egations by Defendart
Cited Il nvention 1 r Pl aintiff alliegges Itnhv
antenna that is beneficertified as a "communi
and spacecraft. I f sailmake such a communicat
communication device, aircraft or spacecraft
Cited I nvention 1 to blarray antenna is arran
antenna is arranged onlsection. ko wehvee rar rsaync
similarly as the claimlnvention 1 has | ight
skilled in the art cart

communicati on device

antenna to be any of v
ot her than wtihat aequwirmg
Therefore, the JPO's dg¢

Judgmen

4 Reaso

arrays

t by the Court
n 3 for Dismideselr miBat odincoeacemnneé nigst @
t c&&ntkeed daveénthanh 1 and Cited I nvent.i

and al so havikeethamimoed mmobmil eamsi on i s ca

t hrough

a. fQiattednlitrevmenmi cowsiri @l paes ht araay t

and has

the ability of handling multiple bear

application to aircraft and spakbeaecrlfndérstth
I nvention 1 to another communi efaotrimoinn gd ef veiacteu rw
a single structure.

Accor dihneglayppl i cation of Cited | nvenmtaiden bk
skilled in the art. Thus, by making Cl aimed |
on the back of a display section in such a w

coul d oemacseilwe cof the constitution relating tad
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determination oifs thet aprpranedws. si on

(4-2)
Rel evantPart 111, Chapter 2, Section 2, 3.1.1
of Exami
Gui del in
Cl assi f il 4 2Existence of motivation to apply sub cited invention to main cited invention
the Caseg
Keyword |Relation of the technical field, Si mi
easy to conceive thecpriobel macttoorbe so
1. Bi bliographic |Items
Case "Sl pmeventing agent fTofAmpendrsasnagaiepsat
I ntell ectual Property High Court Decis
Source|{Website ofPrlomptealtlye ditiwgahl Cour t
Applic|Japanese Patent -8Alp9%d 5 c(2I6F3 &4000N0o. 2005
No.
Classi|B0O1D 65/ 06
Concl u|{Di smi ssal
Rel ate|lArticle 29(2)
Provi s
Judges|lI P High Court PRiersstdiigvijsuidddredg&os Ki ak k
Shinji ODA
2. Overview of the Case
(1) Summary of Claimed I nvention
The object of the c¢claimed invention is to provi
perform efficient membr ameenbseamer, atwihcerr ed sni g ea sd d rmee
the decrease of the removal rate and the desalinati
if the permeabl e membrane has a | ow ehmeabhe membrsa)
to the growth of microbesa s IThnee cplraeivneendt iinngv eangtei notn fi
compramsialgkal i metal hypochlorite and an al kali met

(2)
(i)

State of the Art
Citation 1 (Exhibit B1l) (Cited Invention
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Deci sion)

"Invenaioompdsi'ti on f or cmmegavné matilirkganl io fmestlailmehy poc
met al sulafnadmeine amadl ymer or a phosphonic acid compoul
(i1) Citation 2 (Exhibit A2): I nternational Publ i cat

" .a method for eliminating mbr pme,vendmmrgi ii od
the reverse osmosis membrane with an oxidizing hal o
to disinfect the membrane and to kil bacteria is s
hal ogen biocide" may be a combination of (1) ‘an ox
oxidation state" and (2) "a nitrogen containing c¢om|
amide form, geahimhgdtl)t heoksally binds with the nitro
(claim 2), and that an example of (1) is sodium hypc
from the Court Decision)

(3) Thd A@leaidmidme d( Alnavent i on)
[Claim 1] A

met al

slime preventing agent for membrane sepeze

sul famat e.

(4) Procedur al Hi story

March 29, Request for Appeals against &mu Rxa
6592)

August 31 Amendment (See thel af")sementi oned "

February Appeal Decision that "the request f

3. Portions of Appeal / Tri al Decisions relevant to t|

Appeal pDecisdohrom the Court Decision)

.a person skilled in the art who sees tH
use "Cited I nvention" .for sl ime prevenptg
which a person skilled in the art can expect
amendment is an invention which a person skil
patent under P@az)ent Act Article 29

Il denti cal features and differences between
Appeal Decision are as foll ows.

A Il dentical features

Bot haaséime preveptamggalglg&init met akalhiy proecthd lo
anionic polymer and a phosphonic acid compoun

B Di fferences
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t he
whi c

hypo

t hat
wher

and

antdhat the technical fields .of Citation 1 and

reverse 0SS MO S

h a person skilled in the ant coohaenvag

chlorite and
Pladil etgieafsf i n

per meabl e me

eas coolingstwata®ge swatemssy hteams, water s

pul p, water systems for <col lieoccnt iln gd od unsotts h
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|l eges that because Citation
eventing c¢ompeocstiitononnoorf bdiadc
ting combination of Citation

on 1 describes, even in a
m whi c hed" b.i.o.c'"itdhee elfif ;eccitd ec aen
A component as availabl e c¢h
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Rel e v a | Partlll Chapter 2 Section 2 3.1.1

portio

Examin

Gui del i

Cl a s s i 1 42: Existence of motivation to apply sub cited invention to main @iteghtion

of the

Keywor (Rel evance of technical field, Similar:.
i nventi on

1. Bi bliographic |Items

Case "Met hod of producing a semiconductor d
I ntell ectual Pecpesi on, HAglguG8ouivt 2014

Source|Website of Intellectual Property High

Applic|Japanese Patent-22688B8®0I8I3cHBDPEDANMo. 2008

No.

Classi|HO1L 23/ 12

Concl u|{Di smi ssal

Rel atelArtRoel( &)

Provi s

Judges|I P High Court First Division, Presidin
Judge: Shinji ODA
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Overview of the Case

[ FI G. 1
1) Summary of Claimed | nv ; ?

Wi t h regard t o met h

semi conduct ocrl ad emeidc ei,n vteme

semi conductor device havir J 5 M A | 2a an
more electrode portions 2] ter e
connecting a semiconductor " s 1 the
island portion 2a owittilontshé —

back face sides of the ism“’*-‘m"r*g@'?.'fﬁ‘ 7 the
portions 2b is composed, I ,,-""’ A s ame
bottom side of a resin la ¥ ‘ 1";3‘:".'BL\--‘“ l and
and the electrode portion g ~ y for
el ectrof or mi-lngy eérmmad st rdwmtb‘—/4 ,.‘: ,B ’

|l east a metal thin film 1: } back
and a |l ead | ayer 12 stac .{.‘ ) n, S
elimnate necessity of forming eéeéhpopeéadteunfoadbde cfeptal
in a following process, and thus electric conductic

®Q O O® O »u N 9

-

(0]

mproved.

2) State of the art

i) Citation 100€%86Ai ¢(FARYc dRQ2ODRTr i al

A method of producing a semiconductor devi ce, Con
mpl ementing predetermined patterning on the whole
xidized fil mgbywnadhaempdalmeeattdcmign surf acekmrawn vah ¢ minc

reat ment with chemicals on the exposed surface of t

met al | ayer 2a for moumd isntgaianlsesm cotnaallc t ou b swtl reanted
b, by electrodepositing conductive met al on the e
tainless steel substrate; removingelsasdbstsate Dba
onnecting an electrode on semiconductor el ement wi
l ement S on said metal | ayer 2a; sealing by adresin
n said stainless st esdalseusitady ewhler eo,bttah enilnagc ka sried
nd that of said electrode | ayer 2b are exposed on

emoving sssaisdt esetlaisndubest rate 1; and forming a gold th
f -@..nBn or the like only on the back side surfaces of electrode layer 2b and metal layer 2a" (cited from the

Court Decision)

(

ii) Document JARIcSHEBATAItFIAMdi ng of Tri al Deci sion)

A method of producing a | ead frame, compr i sriensgi sstt e
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portion 2a of a substrate 1 by peal i nfgortmiemg , memyt oode
plating, a contact materi al 3riesd¢cIlstdiprog t netnal2,a,t itrh,

electroformed met al |l ayer 4 on said contact materi al

(3) Thd Aneanidmmd) ( Cl)ai med invention

[Cl aim 1]

A method of producing a semiconductor device, compr.i
a predetermined pattern for forming an island porti
porti ocnosnn(exhbt)ed with an electrode (L) of said semicc
bstrate (1) ;

moving inactive film by chemical etching on the e}

0
u
e
forming indepemddntolny (2ai)d -fiayleserdd byt doablee consi st
h
0

thin film for mounting (11) and said |lead |l ayer (12
gol d plating gr owthmtaotheam ttaHi ctkhniens sf idfm OF.o05 mounting
from which the inactive film of said stainless stee
and forming a growth |l ead | ayer (la)nthwgel(elclt)r;of or mi
removing said resist pattern | ayer (6) from said st
connecting electrically said electrode (L) with sali
el ement (S) on said island portion (1) ;
formisegnal ager (4) by molding by resin, the mounted
steel substrate (1); and

forming each back surface of said metal thin fil ms

portibgns n(2a state of being exposed on the same pl an
0

ff and removing said stainless steel substrate (1)

(4) Procedur al Hi story

January 2 : Registration of Patent Right
August 7, : Request for Trial for I n880il@&8&Yi on
May 17, 2 : Request for Correction blyheRladimst'i)f f

July 19, . Trial Decision that "the correction
3Portions of Appeal/ Trial Decisions relevant to the
Tri al Deci si on

Evidence A2 and Evidence A4 are similar, i n
as forming a metal | ayer for mouwnrtei,ndya peemi n
substrate, after forming thressnestalpdrmtyieon bgf e
Moreover, in terms of method of producingtepht
as possible always exists. Therefore, it can
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statement of Exhibit A4 that for forming an
i nventi on ionf tChe atstoenp 1lgf forming independent
independentl!l vy, in parallel, a met al | ayer 2a
substrate 1 and one or moretéhngctcroondlaicltaywer sn
excluding a resist pattern | ayer 6 of a stamn
body where each back side surface of tédepmee¢d

same plane of bottom surface of a resin | ayer
plating of gold thin film for mounting, only
2 a, i notfthd orantieng i ndependent | y i &floarnndi npgo rctoi not
met al pl atriersg san parnomn, and thereafter, forn

Deci si on

Al l egations by Plainti|All egations by Defendart

DocuneExthiAdiI r el at es DocunoefBx hiAbli tst at elsna
bumps in a shape of tmatter that, regardl es
Aut omated Bonding) i n|semiconductor Ideeavdilcees sW
Pac k abgoec)u.mefEx hiAbdi tonl y |mounted, a met al and @

met hod of producing a |semiconductor el ement

component ffoma pemdeoingsemi conductor device ar

and thus has nothing ijlactivating theresurfacpe

stated in Citation 1. stainless stddeslubselgsitemn
the stainless steel sul
by electroforming. |t
device is obtained by t

Judgment by the Court
(RNeasB@BnGdncel(leatribenerfmi nati on on the differen
. The problem t«€ibeaetiswrn védistatasd memti oned
semiconductor device sealed by resin iBsB,aiaoh
of a production process, it Iis necessary to
el ectrode for connection on the whole surface
and eaclklefcttaode and an electrode | ayer for me
position aberration by a through hole, and th
the decrease of @Bsodwmctiincr eacet ias twel Inumber
forming a through hole and printing a conduct
the through hole among a plural intyl yofo ns etnhi ec op
production is necessary and the number of semn
printed substrate is |imited. Moreover, in th

a mieconductor el ement on a relatively thick
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performance of forming the semiconductor el em
as difficulty in sreedlcionidnugt®maldlevacest biecaus
menti oned above, the problem of invention to
sealed by resin in such a manner as | eadl ess

On the other hanbBpct mefxnhaAltietp e rsttaitresd tiam t he
semiconductor device in such a manner as seal
to the met hod ofndpurcotdourc i dnegv itchee sseeamiecdo by r esi
with printed substrate.

I n this way, suggestion and motivation cann
1 pertaining to the semioonductueah dewmaneaese al
substrate and it is not recognized that ther
DocunmebwxthiAdi shoul d be applied to Citation 1.

I n addheé i omyteend iiom Gittaati on 1 pertains to t

in such a manner as sealing byDorceusnbefnxth Bdi iple e
the method of producing a | eadddataore dieswidc & o
Accordingl vy, even if both of them are common

i s not recognized that, f or s olDwicnugodEnttie Adir p &t

to the method of producing a semiconductor de

in the art encountering Citationsulrfinthaet sd ad &
deviceCitationd uldeddehse mdtatienDeorctu noelnxtls illgigie st 1 o
and even i f Diole meExdhikldieing aogfpl i ed t o the inveri
I nvention 1 cannot be obt ahmeéd.t hEh ePrag fertee,d t

conceived by applying tEkeh iARH attce memée ol v eDotcium

erroneous, to the extent as mentioned above.
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(4-23
Rel e v a i PartlllChapter 2 Section 2 3.1.1
portio
Examin
Gui del i
Cl as s i | 42:Existence of motivation to apply sub cited invention to main cited invention
of the
Keywor (Rel evance of technical field, Similar:.
1. Bi bliographic |Items
Case "A fruit velgedy bfl®er pd afcrimigt vegetabl e
automatic sorting device, and fruit ve
I ntell ectual Property Hi gH 20dur t( Gec iKEH
Soruc e Website of I ntellectual Property High
Applici{lJapanese Patent  28mpPI13I0c{§B3P2®ARBo. 2001
No.
Classi{B0O7C 5/ 36
Concl ujyAcceptance
Rel ate(Article 29(2)
Provi si
Judges|I P High Court Secédundg®i vEesi onSHPMEBZUdI J
Judge: Yuki NAKATAKE
2. Overview of the Case{FlG.
(1) Summary of Claimed ' »nvontinann
A fruit vegetable r g 1
conveyor that can sup “; on a
conveyi ng abselfte e dasa werli "(‘
fruit vegetable receiv '3 ' eying
line by moving said ¢ ater al
direction perpendicul a ion of
fruit vegetable receiyv 2getabl
t a-k e boidnyg tiank fruit vegetables released by a fruit v
even with or slight | ower than the wupper side of t1}
adjacent to anegdtgeblparnelodasai igusitde. Fruit vegetahb
take body by driving a mini conveyor based on a di s
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) State of the art
) Exhibit A2 (Invef@2668804A)o0f{ FIErDa digd iodR2)fr ( &P HS3

"A cradle 8 for a fruit vegetable arranging and e

nveyor 2 where a guide chain 7 is equipped with a
and c¢onaredethe kiwi K is measured in judging parts
termined, the ki wi K on the cradle 8 is sorted ou
rting the conveyor 2,

wher ei rcrtaldl e 8 can be tilted in the conveying dir

rts by which the ki wi K can be placed on the crad

i) Exhibit A3 (1 nve2ndt6i3o2n8 Al o 6Ffi hEdki enigb Dec A8) nda P H11

"A conveying unit 1 placing a conveyed article P
nveyed article P as a smal/l article, characterize
canveying path A of the conveyed article P as a s
urality of conveying units 1 on which the conveye
as a smallbagdd coémr d¢lsaswoirftiedati on code number dur
rection of the conveying path A of the conveyed al
being equipped with a transporting shedetr e«% itomatof
nveying path A of the conveyed article P as smal/l
the area created, excluding both side edge areas

ansporting sheet 49 movi nlge i aurtfhaece adferal r @d e iecitn
nveyed article P as a small article can be placed
rection, having a concavity 45 concoanv etdh e nr etcheei vcier
the side edge area connected with the bars 48a an
ward of the transporting sheet 49 and rearward w

l uding both edge areas connected with the bars 48

ving in the | ateral direction, stacked on the surf
ticle can tbreanpslpaocretdi nogn sthheeet 49, formed in a cur\y
ncavity 45 concaved in the center, and the cushi ol

the side edge area of the baerct4e8lb wand tshae dt rbaamrs ps
otruding upward from the area created, excluding

per area of the transporting sheet 49 moeviivinggi rbotal

where the conveyed article P as a smal/l article
ape in the | ateral direction, having the concavit
thé ngedbeoiavy d 46, moving in the forward direction
eet 49 and returning in the rearward direction i

Deci sion)
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(3) Thd CClaaimmagd) | n

[Cl aim 1]
A fruit

vegetabl es

AnneDxCourt precedents relating t

venti on

vegetable placing body for an automatic

are pl

(0]

f

aced on a fruit vegetable placing

measur e meunrti npga rctosnveeyanc e, and grades, et c. are det

pl acing body

ar e

a fruit vegetabl e

body,

wherein

a side part

vegetabl e
belt and

a fruit vegetable placing body is equippe
in the conveyinguidppedtwobhh of ea@eicwinnvgey
can be placed on the conveying belt, and

al so beh

upward, and

di recti on

of

moves

rear

(4) Procedur al Hi
Regi sbfapiadcent rTh@ltai(Be™e) above "
Request for Trial for 1 nv-a00D@asg) on

February
Mar ch 8,

sorted based on the determinati on,
bo

carnyveyfi fg ubdadw ewghedraeb | & ll warcd Inig

ind said receiving partspni botdhpepd

in the direction of forward rot a

ward rotation in connection with

story

February Trial Decision that "the request fo
3. Portions of AppealhiTrital thbec Hoil dmn s g

Trial Deci sion

[ Di fference F']

Concerning conveying parts of fruit vegetahb
in Claimed I nvention 1, conveying partsies ap
body in an wupper side of a conveying belt an
rotation, and a partition body protrudes upwa

whil e,

i n
(B) Deter mi
a The Subject of

rotationtiimncomin h forward rotation and retur
return rotation,

BHxhiglitti tome 1cmdveying part is "a t

nati o

The subject of

and bruised, and are oneebyaondetief ebpattial
ExhiABiis "Conveyed Article P" (a small articl
Thus, concerning the subjExhiA®iftarcd n v efyEaxnhtiARi nt

n on EBixhfAdi eamade AB') ( Combi nati
Conveyance, the Technical fi
c 0 nBrxehyifabhictes o"fk il miv ekh"t i(ofnr uli to fy
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common in terms of generic concept as "Articl
Accordingly, ExtmiAl@inteainad n | b vEexhhtiAl®i nta rle odi mi | ar
concept as Toaryt ifcolre apritaiccilreg sborti ng device, "

concrete technical field.

I n addition, even if they are common in ter
of articles," themse afepdiwéferehcestonpteven
collision of conveyed articles."” Ther eExhiABi

I nvent ExhiARi of{fcited from the Court Decision)

Deci si on

Al l egations by Plainti|All egations by Defendari
A Motivation to EaxphpiAl® |A Motivation and i mpedi

I nvent ExhiARi DOf ExhiABi t o | nvEexrhtiiRant 1 o

(A) Il nvelktx hoAlBi ti soft o The subject of conve
problem ([]0004]) that |[ExhiARi ti s fruit veget al
equi pped with a tiltabjlconveyance i nEXmiaBintidioe®
duteo mutual <collision (include fruit vegetabl
to arise, and it i s nibe sol vednimbBxbdARiend it o
damaged articles. Sinclvegetables from sufferi
ExhiARi has the constituoExhiABi tt hat does not t
in the conveyi mg idigreagnot have such probl em,
there is a problem th|{not common in terms of
stated i n Hxhiklditth oea I1i I n addition, for t h
and there is concrete |l nvent i ExmiARI tafi ms t o en
oExXhiABIi t o | nvEexrhtiARa.nt 1 |[sorting of EkhiABntison ol

I'n thi Exhdddpalissses t|land at | east does not
t hat damages and cragdlnvent iExr iARi, bfsor t i ngf ti
automatic sorting devijmeasur ement i n a me a ¢
(such a device asExshiidiiiencasement, whil e meas

t hat rotates and dropslnvent EahiABIi mfnd t he | i
wei ghing buckettl EXKhIARIExhiAd t pertaining to

relating to "a fkmudwn vimeasur ement devi ce or
problem of | Baxvhei AbBiiteenx i [encasdmente, whi | &€x h iAB
addition, BExbvidhittdliomcllo|pertain to the technica
that a fruit vegetabl elpurpose of measur ement
i s repl acveedg ebtya bal ef rpuiatdl nvent iExmiARi afnd | n \vEexrhti
of belt. Thus, ExwheARiitfe A3 pertain to differernt

to "a fruit vegetabl e, As mentioned above,
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that there is moti veaxhijdi fferent in all terms
A3 to | nvEexrhtiNRont 1 of solved and the technic
Accordinigdgar dvittdn t hjconstitution that tHhxhi
stated in HExtvialpittobnsar A2 is tilted, aa rpte rcsaom
tilting cradle 8, in cconceive of applying tH
idea as stateBHxhiABilthaestated i n Hxnhviklitti ©me rle f
killed in the art canlno motivation t oExlpipBiy
onsution that concavelnventEohiARi DOf

rticle P are created

9 reciprocatively mov

nd l eft that i s per

irection, and conv ey
rtainly conveyed by
cave parts in a st
porting conveyed ar
h

«Q T

position <correspoc¢

ﬂ
—
72}

) by running of
yed articles ar e

g transporting sh

® O O Y
=}
<
D

- <
>

ore entering a feec¢
after sorting of conve
same motion is repeate

Il n adtnvenohniExrhiARi, b fd
relating to the proces
arranging ki wi K in th
the ki wi K often cont ¢
downstream side of t h
peri pthreffaade sof ki wi K
scratches due to mut ug;
arranged, and thus the
value of ki wi K -1i8s, iumy
field of page 2). AEAxdho
A2ndicates there is a
surface of the ki wi K
Ot her wi se, ExliABitti ent b
problem ([00047]) t hat |
equi pped with tiltable
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to mutual collision of

ari se, and it is not s
are easily damaged. Th
art generally attempts

i n | nvenExihoAkRi tlb@f cons
l nvent iEBxkrh iAIBi, 06 fi n consi
indication d&XXhlAveént i o

As mentioned above,
Il nvent EamiARi afdopt a c(
that I nvelbBst hichB ti nof ¢ &
problem to be solved,
motivation to adopt p a
ExhiABi it n | nvExrhtiiRo.nt 1 o

Judgment by the Court

. as mewnd ., olnredeExthiooi tle loaft es t o cradle whe
device of sorting fruit vegé&xxahhiBe redah eass tloi \
on a conveying unit wheneon debhbl madtact e cliha
I nvent EghiARIi afnd | n\FEFemtiAiBétarle aofommon in ter ms

articles sorting and conveying devicbodyhfaor.i

sorting .deviMoa.e'over, as ment iExrmeAd?i, & bkoi weig s oi fotr e
abr acsn oint s surdacwacthuaadi bper dwavinls b @ mima ccec ead
allbBy mutna ald t ddhweins arrangi ng ki wi i mntdh e hruesc e ii
the problem that commodi t yplvaaclreubé viod uviarakaii rve d,g
a conveying surface of the conwe@riywery saan ds thayt ec
vegetable is sepgasateadecatcamdmpichs®nri ceod | i si on

is mptede Accordingtlye ptohbhlsemppfar gendbbédimiBiomy ety

or the like exists not only when arrangingnva

oExhARIi tonstit wstogd iangcraaclomveefyor that can be

in the conveyibhgi-dnhovwettfaot, aad obvious from

possibilities of damage or brgeaikmmpaectduer ttoh
moving conveyed articles i n BxhheiAdddatvatyésngt lda
technol ogy, in an automatic sorting device by
witblling, a fruit vegetable placing body in
order to solve the problem that a fruit veget
On the other hand, I nvent itomatl iof <SABcH sa .ca
equi pped with a conventional tiltable tray,
collision of conveyed articles and thus ytdam
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Ther efnovreent ExhiARi ehd I nEehiABomr® @fommon i n

As a result, it is considered that there i
applying |IBykRriABIjmmnorlderf to solve the technica
conveyed articles, toExhBRcbhati auspbohiaoff Ctomn

direction.
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(4-2%

Rel e v a | Partlll Chapter 2 Section 2 3.1.1

portio

Examin

Gui del i

Cl as s i | 42:Existence of motivation to apply sub cited invention to main cited invention

of the

Keywor (Rel evance of technical field, Similar:.

1. Bi bliographic |Items

Case "A Haodly and a container with this | id K
I ntell ectual Property Hi(®20 18o Gty oD &KEi) s

Source|Website of Intellectual Property High

Applici{lJapanese Patent -3RFpI6i dAPR2O@DONRY. 2008

No.

Classi|{B65D 51/ 16

Concl u¢Di smi ssal
Rel ate(Article 29(2)

Provi si
Judges |I P High Court Fourth Division, Presidi:!

Judge: Yoshi ki TANAKA
2. OvervCaewe of the [FI G.
(1) Summary of Claimed I nventio-

Cited invention relates to a i a 1id
container suitable for heating ;,,,'\’"\,\,22,15 by h
microwave oven. A lid body 1 fo -5 ) ypening
of a container 3 for containing ting sa
by having one raised region in ion set
shape of said Ilid body 1 and be connect
of said coinntgaisnaeird 3o pfeonrimng part i ner 3
inside of a region surrounded 1al reg
having a hole 121 for dischargi aid cor
equi pped with protrudilng spaaird ffloarp cp aorsti nhga vsianigd ah obl aes
with said one region and rotating around said base
extending to the region between said marginal regi o
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(2) State of the art
(i) Citation 1: Container of Kureha (that had been

priority date of the Claimed Invention, Exhibit A3,

"a. i A for closiaff anmapenbaoadypafta container for ¢
b. being equipped with a marginal region connected \
shape of said |Iid and foremihgasai d opening part of
Cc. one raised region and concave region at the insi
d. said concave region having a hole part and a conc

with an opegipagrtanaqueilpmed with a protruding part fc
e. said opening and cloksomgedgaparthavi nge @ar alilnye caonnd
protruding outward from a margi nfall ne ediod melif paaitd | |
f. a tip part of said opening and closing part bein
g. said f{ffiomeneangpatrhi mf said opening and closing par
lid toward said tip part of said opening and cl osi n
h. the inside of the region surrounded by said margi
said flap part,

i. said concave region copprectséd ewiof hsaimdamnogienalegpan

j - lid body." (cited from the Court Decision, t he f
(E x h iA Ridture 9 and 10))

(ii) Document of E xthii hii tt  AA&B) :(US vRwb li ioma toifo nE xo f Un e x
2005/ 0061812 (Finding of Trial Decision)

a. A container lid 2 for closing an opening part ¢

b. being equipped withdawpehi phemvaalgi hamb pav7vtcohne

peripheral outline shape of said container Ilid 2 an
c. an outside surface 33 as a raisegereghenadat!| i mé
d. said outside surface 33 having a vent hole 4 fo

inlet port for a vacuum pump and a cover 7 equipped

of clsasidnygent hole 4,

-136 -



e. said cover 7 having a film hinge 32 integrally
film hinge 32,

f. a tip part of said cover 7 being incapable of r
g. smilbdi fgd 32 arranged in a position near from the
cover 7,

h. said outside surface 33 having a concave part 2|
i. said concave parta derbeoihrg adompraedt @ch wihte upper
j. container I|id 2.

(TEXHAREL O PRPRPDDPU43A (Finding of Trial Deci sion)

"A container of powder comprising: a |id bodygg2abeédir
closing, through a hinge 3b; an edge part of the hi.:
part of the hinge |lid 3 being arranged in the perip
2a bfedmmed under said hinge |id."

(iv) EA&hithe descriptionl Fofndu S gP aotfe nltr i Md . 4D4exc4i 657 0 n )

"A container containing powder materials comprising
t he base paarfti rls3t hraaviisnegd f |l at surface 15; a hole a
part 25 of the first raised flat surface 15 being ¢

lid flap 27 beinggmahe bhapaeblae "of <cl os

(3) Thdg CClaaimmagd | nventi on)
[Cl aim 1]
A. i Ibody for c¢closing an opening part of a main booc

is characterized by,

B. being equipped with a nmargginmdl|l praggi oonf csoani nde cctoendt
outline shape of said |Iid body and forming said ope:]
C. one raised region at the inside of the region sul
D. said one regibh bdehobeepgaippkdr discharging | iqui
with a protruding part for closing said hole part,
E. said flap part having a base edge part, i ntegr al
e d geer tp,

F. a tip part of said flap part being incapable of |
G. said base edge part of said flap part arranged i |

said flap part,

H. said hoanvei nrgega ocnoncave part at | east partially con
|l . said concave region connected with a marginal par
J. |id body.
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(4) Procedur al Hi story

March 12, : Regi stfr agatoennto r iTghletl a(i $ns¢ )above "
March 12, : Request for Trial f of0I00B&l)i dati on
August 20 : Tri al Deci sion of "the request for
3 Portions of Appeal Ho6tidahgDeci sions relevant
Trial Deci sion

Difference 3 : A flap part comprises, in C
"base edge part" of it being "integrally conn
center of said Ipadr tboodfy steoiwda rfdl aspaipdartti,p®* and
the margin of marginal region," while the con
connected with picking part prooft rtuhdei nlg do'u tawadr
center of said |Iid body toward said tip part
margin of concave part."

Assuming that the directi on coofn toapienne rn go fa nkdu
the "base edge part" of the flap of the <co
outward from the marginal region of theselcitd.p'n
of the flap is formeshapeé¢, i homa oliamei spapeebu
This is diff¥anewn Shamettf @madlIsipl at e shape)
with marginal regidonadndasAbs taantde di si na Esxphe chiifti cA
di stance between hole part and base edge par
protruding outward," it obviously makes the f
Accordingly, in case of reversing in the d
Kureha, such technological advantage is | ost.
The applicant asserts that there ar e npcoes.s iAd
setting aside the case that modification of
advantages, it cannot be assumed that modi fic

advant age.
Thdroe e, there is no motivation to reverse t
the container of Kureha.
Deci si on
Al l egations by Plainti|All egations by Defendai
A person skilled in|{A The | nvExnhtiAbinti 8f a ¢
container of Kureha revacuum preserving of f
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Thus, it

C

wel |

p
]

was hi

f
I
t
c
f

t

of

he
osition
t he

t hat ther e

t he

probl em
of fl ap f
orfo btl heg

necessity o

o] vicinity

here 1 s a

nt o mai nt ai I
he

ormed in

eowptewa rndg ,
ner of Kur e
the | id body
Accor dixnhgAllyi,tst at es t
the |
t he

cont ai

oodwsi peped with

or med not i n ma r
formed in t
ophbenhaeagf
part f adr
statExhiABi t hee

wi t h

ntegrally
he

S no

direction
concave
ody as
connected
body, i f

the opened

l ap i s
i d

hat

adopting
flap b
bject, needsnwa stod fl ul

nner wal | of mi cr ow

he

ut war d. I n

a
problem in design
addition,-
pening, if
f settimard

can

adopting t
¢ oand dwee c ¢
be avoi de
that the
t he
t he

oncayve part,

as reduces v

rotruding into cdg

i mplcarrtail ed. Mor eove

ng
protrudes
body ("
t he

is not prevent
t h
regi on’
od

Vi

Il ap from
i d

owar d

one
out si de
oncave part in the
be
Accordingly, it

he

|l ap can easily ope

i s n
wh o

art recognizes

Kur eha t o

attempts

foods but is not usteido
hole part BXhRABvEest aomg
which air goes through
or nor mal pressure in
container of Kureha i s
foods, and f otrh hleiad i ing
oven or the 11 ke, and
di scharges t he steam
container when heating
preserving containeExHMhig
6 and the conteaireartiof
inventions in terms of

Mor eover, to be diff
st atEexdhiAmi tand A8, it ca
container of Kureha is
a stmpawdedf. Furthermore
is the container capab
part is to discharge st
i BExhiABi and A8 is not ca
the hole part is taothp
out si de. I n this respe
field of t he t wo i nve
Therefore, the containg
st atkexdh iAbhi and A8 rel ate
fields.

As me n taibowved since
Kureha and t he cEoxnhtisgArR
relate to different teg
a person skilled in t
combining the two inver
B Plaintiffimampesethsatth
variety of products s
consumer s, as a supp
di stributing container g
of apeEkhniAbgtst ating th
di fferent faom aihnaetr odf
container of Kureha in

-139



AnneDxCourt precedents relating to

ofExi BAIGt t o t he contaijcontainers, and t hus t

encounBExhiiABigt and t hus|combExiABAE with the co

motivation to combine Though, similarity 0
skilled i n t he art claction a@amd dmaccsuggesti
constitution relating |and the I|ike can be in
comteari of Keuxrhei/iga. tand to affirm the combinat

I n addition, since taddition to the releva

shape that thoepefnlianpg oifabstractly asserts a ¢¢
formed in a part other|factors, and the gener
i s not onlBx hdiAlisicth Bts leidiYr easons for affirming
and A8, it can be said
similarly attempts to
ExhifA7i tand A8 to the
Therefore, a person s
conceive of <consticteut3i
I nvention 1, based on
ExhiAGi and AS8.

Judgment by the Court

5 Reas(@©Oh) ddocel(learrrtoirosn concerning determinat.
Il nvention Ineandft hKKeurcedmt)a i

(1) Re@g$s$pndrdcebkatmaoning to the Claimed Inven

D (A)

(B)ILt. .i.s recognized that the container of Kur e
a lid hbhwavae mivemoor the 1iKke, and the hole par
container during heating, and the protruding

equipped with tbeopbdedhé&i parpasEen @tbanhaotfn i ahisee

environtmeatcordtai ner by the cl osing hol e p aorfi

di schsrgamgor excess ai.r in the container out

(C) Otherwssegcogni EFathinGhis | nveatcomt aiffaewu uirn
in the cont ai nesruymead dt avtkoedusspmiiat wrt &l liyw dhe con
as const itthueh ¢ wdgent peacrtti svhef vee hed hpbedtat i ng t o vac

3 is an opening and cl osifnogr pnaaritn tfaoirnicn go soirn gr

| t shoul dabdbeasmnesdulthatthe container ooffx Kilieth

to different technical fields, and t hef htoHe o

Kureha are different from the vent hol e 4, s e

of ExXhiA®iitn terms of use and function, andEk hiA®

- 140 -



t o tnhteaicnoer of Kur eha.

(DDt is recognized tHhxhirhihte a oapycavidadern earned agtréamn

apowdeafyf ee gndnseslegatseodn i nge p awdmd dpioadisne and t a

from the container of wKiuec ke h@aan nlme nih eedr togwh & veic toh

addition, the container relating to | nweunt ioof
according to the quantity of us e, in a way th
are taken, r e mowi hsquocthh ea sl iad sbpoodoyn wiint hcase of U

a manner as btehen go peornvirregd gdarotm i n case of usi n

pouring objects in a powder state as containe

3 are to close or open pour spout 4da.

| t shoulkthabe asaiedul t , the container of Kur
ExhiA@iltag e to different technical fields, and

the container of Kur eshmo watr e4 ad,i fdenrreadt €d oary Itih

cont ai ner FEpxehriAbd inniteag mso of use and functi on,

i nventi onExalsiATsittact etdh e ncont ai ner of Kur eha.
(ERAccordingement hef sthe above 4E(BNDitdheaconrta
powdmatyesf(fmahel y divided solidwmathBr tcah) baa miew

oven or the 1like as isert,he tcanst aienceorgad fztekdu s ankbs

f osrhakihpepgwdmatyesas atont ained articles out of t h

flap 27 are to opcins torri bcdtoiscen t he hol e a for

It shoutlatheasmédul t, the containeroBxfhiABuirtes
to different technical fields, and the hole p
Kureha are diffedebtt,f oporno ttrhued ihrod ep aar tf 030FE x & nAd
in terms of wuse and function, and thus EtxthdAlBd

the container of Kureha.
(F) As menttihoen ecdo natbacivnee,t he f c Komtr @hmérain gAGIBD & i 19 i
di fferent technical fields, and the hole par/
Kureha are tdhief feearernd sgffonddti en gc pratraESx e sA6BE r hat Bi

and function. Accor @ainmgt yvatiomradnaghien dleaw €amm

ExhsAsB8t t o the container of Kureha which is di

I n rkegbiesti heal tdati on, & $peltahien triefafs oans sle rf

s, when compared with the contain8r bbt Kar pk

he art can easi |y pceorntcaeiinvien go f13ot hiei frcfeognrset ri-at puegn
type wi tdhp eonuitmgEntdysgt®B8todoncerning the opening

he container of Kureha, and thus liyt ecaasn |bje c¢

on the combination oExthiA®i¢drmtaai hars edf oku nExeai
A7 and that based onExh&Bcontainer of Kureha
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The tri

opening and cdcElxthsdiganad AT ewcorhisi dering that,

to cont ai
exampl es

exampl eso

closing of flap is not special . " On the othe
I nvention 1 pertaining to Differencas3|lgyarcmaotc

on the combinati on ofExthlsAeBd omt aciomeri deefr | Kkigr entheg

art can

Ther efloowl,d ite ssai d that there was prematur e

Al t hough, as wmenttihemred issbonwe Moti vat i okxh sAdH

8 to the

the const

as stBExtesbeBtnt o t he container of Kureha.
Therefore, as menaipmemiatboeededciheiren wias t h

not consi

al deci sion has determined that t her

Rkenrosty h aitt tihse weblalse edge part' is the
ek hA®iand A7) and the "base edge par
fExAMi baintd A5) menldy tshealte cetieedh.erAcicso rtdii n ¢

easily conceive of the constitution

container of Kureha, kahdedhus 1t heiar

itution such as the matter specifyin

dered to affect the conclusion of t h
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(4-3)

Rel

por

Gui

Examin

ev Part Il Chapter Bection 2 3.1.2(1)

o o

del

of

Cl a s s i | 4 3Whether or not difference between Claimed Invention and main cited invention can

t h e | deemed as a workshop modification

Key

wor

1. Bi bliographic |Items

Case "Systemtarod for p'rliApe ead mp atgiatiinent an H
I ntell ectual Property High2CoOmrtGPe ckKB)
Source|Website of Intellectual Property High

No.

Applic|Japanese Patent-2288B8dI2iec4IPRIDANRo. 2000

Classi|GOG6F 17/60

Concl u|Di smi ssal

Rel

Provi s

ate|Article 29(2)

Judges|I P High Court First Division, Kat s umi

SHI BATA

2. Overview of the Case
(1) Summary of Claimed I nvention

The cliamivmend i on i s to provide a system for prize
concerning prize gifts at the user's request. A serv
concerning prize gigftisfoamaeams fcomceiriplngyipri ze gi
device; a means for prompting the input-maflpaddoprak
the wuser who operates the i nfommatsitoonr i aa@mnsuaniidc ait m @
information; a means for prompting the input of appl
operates the information communication devi cueesta me
provision of i nformation concerning prize gifts on
application for prize giftmails imadleydiamg i@anfmeramast if @
when the i nfput pafovriesgwestof i nformation concerning p
(2) State of the art
(i) Citation (Cited Invention): "W n! the | aw of pri z
23, 2000, published by Ohmsha) (Finding of Trial De
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"A system for prize competition by wusing a person
comprising: a database storing data of information
concerning prsaeeabi Ecomponet heapmeans for prompting |
containingmaitl | &eddrtesasn, efor the user who operates t
i nputted personal inf or mattiofn;appImeaatsi drorf @mr omrpd 9 arg
for the user who operates the personal computer; a
prize gifts has been made, i n assncitahtei dm pwitt hoft hheh e
said prize gifts is made; a means for displaying a
concerning prize gifts on the personal c o mpeud res , f owrh
storing the matter that the user's request has been
the input of the request for provision of informat.i
mai | igndlInddirmati on concemniln@dpirieses @iff tth et awwstelme wér
i nformation concerning prize gifts." (cited from th
(3) Thdg CClaaimmagdd | nvention)

[Claim 1] " A system faonr ipnrfiozremactoingnre tci ot mnounn ibcya tuisda m gd e
wireless network, comprising: a database storing dai
i nformation concerning prize gif tesanosn ftohre pirnofrmoprtmantgi
personal i nformation ofmaa |usaedrdreacrst,aifnoirngt haet ulseears tw
communication device; a means for storing said inpu
application for prescribed prize gifts as requested,
a means for storing the matter that the application
personalonpnf whmatthe input of the application for s
asking whether the user requests provision of iinforr
device; a means adbrtbeéeowuseg' s heegqaesterhad been made,
of said user, when the input of the request for pro
sendi mppidn iencl uding i nf orsmattoi-noanh kec oandcderrensi sn go fp rti hzee ugsi
provision of information concerning prize gmditls;i gne
the application for said prize giftsmdiolr iwshisgeantl ntf oo |
address. "

(4) Procedur al Hi story

August 1, @ Filing of Patent Application
August 30 : Amendment of Prodba@ldainmgs()See above
September : Decision of Refusal
November . RequeAppdalrs against an Examiner's

21640)
March 15, : Tri al Deci sion that "the request of
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tions of Appeal/ Tri al Decisions relevant
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t he
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a ter
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application for said prize gifts for whi<

r

e

e

at

e
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Mo r

The

cces

» O O O
<

—

ﬂ
o o @ =T

n

e

S

ompe
sto
r ol
anaé
cei
spo

mp e

S
t

ferences)

point that the c¢claimed invention sets u

address nmafteinsénding anfer mat inman | c cardalg
who requests for provision of informatio
the other hand, the invention as -mdialt didn
mati on conce¢¥rmuiidng amrdirze sgiofft st hteo utstee ewvh
rning prize gifts," but it is not <clear
tition omatitdreriwiscleudinh@ prize gifts is
ion 1 does not state "means for deter min
gifts for which i rsfpommat iman | i-rdasiplrscandtd reef
rally, when selli-hkgownrababdusgngesdpract
ed goods by willingly accessing goods a
a seller proposes goods to registered c
eoverskniotwni ¢ owallslemai Ir esp otntddanaigéeé gpamse Ci o
cation for pri zbey cucsmgnegt iet i on on the I nte
refore, the competition prize system as
ses advertisement for prize competition
titeloln)gs atshew advertising side for compe
mers, and for this reason, it is recoghni
e for advertisiemgi prizel coimpgtihéeonnivot h
I address of a usmail apidnodt hesi ngor@s por
pt of response mail is themapplincati @mo
nse maidmai ¢ addtr ese' Jaiamdaidl hd i me opg dires e wtog
tition).
addition, the effect of the inveatr amge e:
eeable from the inventi-knowas tétahedl 0oy,

anding. "

S

i on

ma i
net

tec

egations by Plainti|All egations by Defendali

To

wor kmavila bet-kmown wfield of regmhialt hekwboes

hni calimafilelndetwbrlk i1in the techmaiclalneftitebl edk

use r-maiplondsnghe Pl aintiff assert s-maihl

-kinso wne liln t he tec|the resmanteé -kinsowee liln t
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prize competition. I n for prize competition.
application mamai | by i|li s application -maade 0]
competition on the Int{competition on the int ¢
useanae | when applying flusemad | when applying f
internet, it i s not dlnternet, itand ®0Gg eds
respomnrmhiing oen applicatijresponnaing oen applicati
on the I nternet. on the Internet.

providing infor

said services.

application f o
provided, w [y enra
mai | , and the

sendimag | e i ncl u

application f o
provided, wgh ema
mai |

Therefor e, a

However, -kinowhs t we luls e
mai | as themaiéspoons$e ofd
mai | net work buimaal s of @
poviding system on tkhmeo
technical matt emaitlo tom g

To be specific, t he
matters oftmaskendinncg ueéi
concerning smaivli caddrn eg
who requests provision

services and of deter

services and of deter

conceive of det er-manl n¢

email including the inf
as the application for
application for an adw

known technology to thg

mati on (¢

r the s
i t es ®o nsee
publicat
ding the

r t he S

i t es ®o nsee

person

Judgment by the Court

There is no diaspgwees dahmandgi & miesvna twelhini calr en

mailn respomae |l td and as mentt loeedi Gadioves yno

tel ecommuwnithatai @regs sona-ma.c bmpivd eei ttadndd

iannv een tmaa
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a person skilled in the eardoratni tewatsii d ry a drneepHiiy

when regemai | i s eneanitl téod dsneeimdgaris f or deter mi nd
reppimai l is the application for said prie2egmgif
sent tnoaislaiaddderess” as a difference between t
no special iimpedi ment to the use.

Next, concerning "a means &or empkiylerims nti mg a
prize gifts for whiicth iisfioheampemdiystap rimeige ed
the aspect ofactthg nbhbeiimplsesmdurtairmeg cacompet i ti on
kindedifrymamuser constitutes tthhpri nputompethei a
for ditskeecdhinng al probl ems.

By thehwmsg . no adnossmuttdre patrhate sikto oimso evaeslelld ustihr

enerall vy, when selling or purchasing goodg,h

a
goodstdhpyurchase desitrrmmogpicecgast Bbmosel | er to re
exampl e, the saleLopnps$i denmidsplhug en Diusg Mg h preaa

invention emeappetlowinsakinl®iinbgbikauhdoienngat i on @gioht

emai | address of the user who reqguests for pr
kindepti yva fursoemm  _constitutes the input of thmemai
including information -mainlceaddngs Profzeagiphboyp

arrangedaarctoirtfoi ctidael layspect of "t lwe died ®£ir mé see ritedy

mai | as thepplinpati on tdbe tBhe prize gi f trse mpiimoisl

sent tna islai"d e
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(4-3)

Re |l e v a| Partlll Chapter 2 Section 2 3.1.2(1)

portio

Examin

Gui del

Cl as s i | 4 3Whether or notlifference between Claimed Invention and main cited invention can b
of t h e| deemed as a workshop modification

Keywor

1. Bi bliographic |Items

Case "An optical detecting part of a discri

Examiner's Decision)

I ntell ectual Property H{(8BO0OGBo0UGYODKE) s
Source|Website of Intellectual Property High
Applic|Japanese Patent322201-6@DR BHIANO. H6
No.

Classi|GO7D 7/ 12

Concl ulAcceptance

Rel ate|lArticle 29(2)

Provi s

Judges|I P High Court First Division, Presidin

SHI SHI DO, Judge: Yoshi aki SHI BATA
2. Overview of the Case
(1) SvuonimaClyai med | nvention [FIG
The c¢cl aimed invention rela det ec
di scrimination device for ML\:;/;Z@, m ol e of
Il imited narrow setting space 621—-/ bb y S am
from a paper sheet. I n -eam t tpuyo o et vvrs oy part,

el ements LSlred&Si2viamg eligment s LR1, LR2 are respect

t

he

Vic

el ement

r

ec

ei vi

ot her S

inity of a conveying path 3, in these el ement
sheéSlLighd teceiving el ememittst iLnRglL , e laennde nbte t w2
ng el ement LR2 are optically connected respec

ide in the vi3ci nciothyceafnithlye icomvdeywitngnpadtilght

el ement s LS1, LS2, transmitted Il i ght attenuated by

c

onveyed is detected by each of | i gnhtqg uraencteiitvyi nign ell i
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changes depending on shades in printing part of pap

paper money 1 are obtained by detecting this change

(2) State of the art
(i) Citation (Citodd Jlampwerretsieo Ut :i | Mitgldifbidléd -APP4E&L@GR i
(Finding of Trial Deci sion)

"a device f orstdaettee cotfi nag plaapyeerr escheet , being equi ppe
ligmi tting el emeditat edni tit ghg Bamnradirati ng a part of
direction, a light guide part optically connected a
Il i ght where said irradiated kheglt-, & caeaidwsirniggshd lae npeanrtt
transmitting |ight transmitting thr ouegnhi tstaiindg oetl heente n

consisting of said Jfiegkt vguigd @ | @ anre tnat rarm a nbgeer dn dja tlr ieagripdet ch

in a conveying path for conveying said paper sheet"”

(3) Thdg CClaaimmagdd | nvention)

[Claim 1] A optical detecting part of eimd drii mign atliem
emitting khinghtrriadi adiedti ng a part of a paper sheet

optically connected as irradiating other than said

l'ight transmits teirr oulgeheta ipmrtthe fdisrae cdt ipoanp per pendi
|l igetcei ving el ements receiving a transmitting | ight
consistingmift td anigd elliegrtetnt & n d s s aridedcl diiigupilirt gg uei | deemepnatrst,, b

arranged at another position in the vicinity of a c¢

(4) Procedural History

December . Filing of Patent Application

November . AmendnfenRr wceedi nMih€| ae¢eensdhove "

August 14 : Decision of Refusal

September : Request for Appeals against an Ex-an
18348)

April 12, : Tri al Decision thadi $mhesalkqgUest fo

3. Portions of Appeal/ Trial Decisions relevant to t|

Trial Deci sion

"Generally, when discriminating a paper sheet

characteristic part of a paper sheet.

Therefor e, in the invention as stated in Ci

with transmitting l|light that transmits throug

-149
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other thah epapdrpaheet in the direction perpeé
Court Decision)
Deci si on
Al l egations by Plainti|All egations by Defendar
As mentioned above i Even i f, as plaintif
generates action and |cited i nventi on i s on
authenticity, etc. of tremnsting a part of paj
efficiently sampling dqthan the above one part
paper sheet. Detecti¢(invention is applied t
in case of altered not|discrimination device
is cut in half imiael@gdiscrimination of a pyd
pasted to the cut part{measurement Il i ght tran
if there is one detectldirection of conveyanc
recognized if there arjuntil a part of the pa
i n t he cl ai med invenlight is firstly irradi
determinationelcanpelbrd [receiving el emenhtesr, ptahri
obtaining the data of detection |ine is one,
by means of a pair of |[reason, measur ement I
invention, since theregdifferent points, S i mi
direction of conveyandgnumber two. Moreover,
irradiated ldghttitamngsheet to whntchl imphts uirs
generated in which dispasses the -poceéeitviomgoél
can be made twice as pl/is always a new place
said that there is no|never transmitted, and
detection |Iine and twf(and the other part does;g
action and effect. measement Il i ght has e\
From the first, "me|lsince there i s no spe
means the modikmioeovat itcefdet ecti on | ine and two
et c. with regard to thand effect, it i's mer e
addition, it should betwo detection |ines.
speci al di fference gew
and the action and eff
the claimed invention
matters.
Judgment by the Court
Theited inventioni d@ammamhceo ncsltaiitnuetdi o nn vtehnatti o n
sectompri s-emigtt{iggtel ements emitting an irrad
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in a prescr igohetd gldmbeeprt i el | § Ikcionnected as ir
sheet with transmitting |ight where said-riercrea
el ements receiving a transmitbobfnpgapagts htsathds
emitting el emens$sctaisdn d a1l e gdii \gigrug rdred seprenttisv e |
di f f @roesnst @ oma conveying path f.ddoweeasy dywinmg asfao

detectisgateayefegaper sheet | it i s to mMern

numbesrh emfft spaampdert o det ect any paretr eofi ss meoe trsmd

multiple detecting I|ine
The above ddther imaln gpdeérchimspibdenrha d ea t hat a dev-i

state of sapnadp ead (sihscerti mi nat isdml d etvhcemleeambar op a o4
technol ogy.

However, while the f ®hewft spdeepem hbayc tobkaistelguembde
t hneeas uriignngo uretc ei tvleree cheyi vi h gleantetaenrs ,di s csrhisteptn at €
transmittingt hiendhotr mad n toai rsiurcch as printed pat

detection part of the paper sheet. Although t
detesectoipompri s-emgtiinghtel emardtisatemi tltiigmg dmri
sheet conveyed in a pr me mboepbteidc adilrye cctoinonne c tae dl
part of paper sheet with transmitting | irglsthey

|l igkeicei ving el ements receiving a transmit tainndg
whigai d-emi ghtng el ement s, sai & elcieg wvti n @ uriea s=pmge(
arr andiefdf peoteist moma conveying path f.orHacweatwenhiong
that there are not a few differences in ter ms

a device for -sdattectoifesgpmabthbeewre rdéhdec r i mi nat i obne | dhex

rel evant technical fields, the difference can

a device for-sdat ec i sicgpanlp &yee rededsdtdy scepmaoadi b

shegetthere is necessity of some degree of mo t

design.
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(4-3)
Rel evant Part 111, Chapter 2, Section 2, 3.1.2

of Ex ami
Gui del in

Cl as si f i| 4 S3Whether or not difference between Claimed Invention and main cited invention

t he Cas g deemed as aworkshop modification

Keyword

1. Bi bliographic I tems

Case " Pi ngbaamel machTmieal for Correction)
I ntelPrecpgearatty Hi ghJuQoyu r3t0,D e2c0i0s7i o(n2,0 06 (

Source|{Website of Intellectual Property High
Appl i Japanese Patentl3App|9EcoftHiBA)® No . H1
No .
Classi|A63F 7/ 02

Concl u|{Di smi ssal

Article 29(2), Article 126(5)

(@]

Rel at

(0]

Provi
Judges|I P High Court Third Division, Plrcehsiirda ,n
Judgazuhi de SHI MASUE

(7]

2. Overview of the Case
(1) Summary of Claimed I nvention

The cl ai med i nygaemd imaxchisne Ipawibrag la backup execu
processing for preventing |l oss of game informati on
of an irregularity of a power voltage drop due to p

(2)t Sstaf the Art
(i) Publication A7QQG28Ad Invention): JP H6

.from paragraph [0121] and FI G. 29, etc., it
storage"” (storage showing a statweroff aprl waes qiartg tate
of power failure interrupt processing) and occurren
interrupt processing"” performed by the di $shaegsedol
a stop command " STOP. "™ (Cited from the Decision)

"...stating "as shown in FIG. 33, an access to t
with setting of a power shutdown f1l ag, and the pr o

compl etion of baclupipnoodsdihreg sliypi command ( STOP)
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makes it possible to yield the following effects.

auxiliary power i s maintaineidnufedr pa ogiewsesm ngemnifod q
However, the auxiliary power voltage becomes wunstahb
extreme cases, the program wil/ run away, daehiachbt mawn
area 595. However, if the program is ceased as men
(paragraph [O0179]1) ..." (Cited from the Court Dete
(i) Common Gener al Knowl edge

. When a certaim "pirrofgirmim eh also cepn,t"e rtelde acomput er be
processing because the program cannot complete proc:

shut down. This is admitted twmomet te mheani giear) al k

( 3MNhel a(Afst er c(@opreémivem)t i on)

[Claim 1] A pinball game machine . .. wherein . .. a
information into the irregulearnist yr sdedt iesTiabi mya t meoann s nad fc
of the backup execution control section vol dbonuttapruitl y
circuit to which the CPU is connected auntd iwshiicrhp uits

i npwtt put circuit athe hePWiimeg @ldandrt eacd etss ;per f orm

ti me by means of an auxiliary power S o ur creo wetvieme aifst

suchhtt the main program does not return to the main

processing by means of setting of the infinite | oop
when the power switch of the pinball ,gammed nbaacchkiunpe pirs
is hindered by means which inhibits generation of t

(4) Procedur al Hi story
January 5 : Patent Application (the date of pri
August 20D : Registration and establishment of a

April 14, . Trial for Correction (Cor-B806b6bdpn of
(SeTehel"ad mabove)

September : The appeal decision stathog that th
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio

.the amended invention can be easily conc
statedH6Gr h028A (... hereinafter c2ald 2 6exd3 A" P(u.b.l.i hg
"Publication B34990PA 4dnd. bdPreéllvafter <Kalolwead m
Since the invention caneot bedendépengdgeovli gi g
Act , the trial for correction does not confor

-15-3
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The trial decision admitted existence of tah
inventions stated in the amended invention an
A.

(Difference 2)

A Difference |lies in that, when an irregul
performs(ii) processing in which the main pro
processing is performed through an infinite |
cited inventgbn perfofmeitkbrboop, processing
of the main job after backup processing.

.about a Difference 2(ii) s o.ut.isniencoef a hreo
not extciug eahviious that the program does not -
routine. Hence, ...adopting the infinite rol
routine is only aedathethéehattacperradoppskakl
wor kafnfgect attributable to adoption of the in
Deci si on
Al l egations by Plainti|All egations by Defendar

. when backup prog¢( A) (1) I n the st 4
operation of the progrnwhen power is turned of
stop command " STOP" tooperate. Thi s i s co
returning to the main Therefore, when electri
amended invention, thelof power shutdown, t he
unablto return to the mbackup power source, et
even after completion technique. (2) In Iig
of setting of the "inf{does not state opr otchees s(
after completion of bajperformed after -roamglnet

Pu
co
Di
pr
t h
b a

t h
b a

As mentioned above, |[failure interrupt pr oc:¢
.an850P4AN5(.. .call elbe operated after-r @wtmip
) 0-B0O32R5AH4 (. . . qpower failure interru

bl i cati on E"

nfiguration

fferenfoa XDeirif)o)r mi ng|does not operate afoeti

events the p

e main job for a giypresent case states thg:

ckup process

I n the amended involtage becomes unstahb

an maiorc ejsoshi,ngp requi rfprogram becomes diffic

ckup process

2) do|lcountermeasur efaialgarn e s {

(of the|linvention. Therefore,

rogram f|(B) Paragraph [017

ing by ma progr arhei.s pllcwever,

ing, -eh®fprogram wil] rfthru sa w a yh, e

- 154 -
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of processing being abj/description about caus
of the routine of the|processi rkgpafptreorcelsadc ng
effect is a special efft he program to perform
wheme toperation of the|l oop. Therefedrfe,ct ™.
stop command " STOP" afflPl aintiff is not speci g
processing, as perform
inventi on. Therefore,
remar kabl-ef freccrtk i .n.g. i S
adomptn of t he configu
invention of Differenc
Judgment by the Court
.1t is comprehensible thaantdhé STiOtPed aisnae
the program from returning to the main routin
a backup process at the time of the power f ai
.at the time of theeptrion)jty. datei of adimiet tcd
when a certain program enters an infinite |l oo
computer unable to execute another processing
I n loifghthe common gener al iktn oiwsl eodbgvei onuesn tfioorn €
the "infinite | oop" -icubidoet etdhatr obhei e@addoés
of the main routdnikkee@amne otihmpo pgiolktless,siwhi ch i
the stop co'mmand " STOP.
It is merely a design variation which can b
to know Publication Aed( Eixnhviebnitti oAnl,) ,t hteh a"ti nifni n
amended invention of Difference 2(ii)) is ado

the program

which is
. prevent
achi eveyd

said that it

backup

from

ing the

"evnesnerhbt i on

i sefd erca mayri ked bdleed vboyr K'isreg t i ng

returni

process.iTrhmae ratf otr lree

nNg to the mainh erowfpit
tiitmd so fa dani g
CPU from

t he

after
'"STOP'
t he

operating

of stop command
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(4-3)

Rel e v a| Partlll Chapter 2 Sectioh 3.1.2(1)

portio

Examin

Gui del

Cl as s i | 4 3Whether or not difference between Claimed Invention and main cited invention can

of t h e| deemed as a workshop modification

Keywor

1. Bi bliographic |Items

Case "A processing systemlaoff es ¢ malua reesnude pi stpsb
processing method" (Appeals against an
I ntell ectual Property Hi gh0®®Pur(tGye cKiEs)

Source|Website of Intellectual Property High

Applic|JapasmePat ent Appd4d2cas i@ITP2MA00240 0 3

No.

Classi|GO6F 17/60

Concl u|{Di smi ssal

Rel ate|lArticle 29(2)

Provi s

Judges|I P High Court Second Division, Presidi
Judge: Tomoko MANABE
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2. Overview of the Case [FIlig 1

(1) Summary of Cl ai med -/ ! g
The c¢cl aimed invention 29 _.//4 i sing
system of schol arship [:‘ ’ 2mber s
t hat rapidly provides ¢ - ) Il d of
insured me mber i nsured ! he
processing system of scnolarshi p provision 1T0r insu
members, comprises: darmedns 3 for storing the con
2 NPUT PART
information that stores the information of i nsur.an
3 PART FOR STORI NG CONTR
contract of i nsured member s; an inPut means 2 foaor
_ . _ _ I NFORMATI ON OF CUSTOMERS
inputting either of application information concern
. _ 4 ARI THMETI C PROCESSI NG
any of death benefits, insurance payments in case
5 DI SPLAY PART
advanced injury, meet carer i nsurance pay
. _ 6 PRI NT PART
payments completion information concerning any of
death benefits, insurance payments in case of advan:¢
injury, and care insurance payments; an arithmetic
processing part 4 for retrieving exssnedcmembern' £ hdé
advanced injury, or being in need of <care, based on
completion information that is inputted by saind i np.t
an address of said child if the child that attends

~—~

2) State of the art
(iPublication 1 ( CiOtd4e4d6 616nAv g rFtiinadn )n:g JoH 2T0rd 3 |

Deci si on

"A system providing living informataohordo¢l!l iinismug eidn
necessary for |iving environment of insured members
insured members at the time of contract or mainten
contmfaet mati on that stores the information of insur.
t he i nformation of mai ntenance and modi ficati on; a
necessary for prowvi iroeom @ferisiomnian g i indfoo mmatiiom of i ns.
on inputted information of mai ntenance and modi fi ca
post al mai | , obtaining the infomrsnartd d nmennebceersss aaryd fto
(cited from the Court Decision)

(3) Thdg CClaaimmmd Amended I nvention)

[Claim 1] A processing system of scholarship

provi s

of an insured Imdmbeéermsiumsanrceed kkympri sing: a means fo

i nformation of i nsurance contract of i nsured

me mb er s

concerning any of deatihn beaed i dfs,adwnasmucad cienjparyyne nd
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payments completion information concerning any of de
and care insurance payments; an aroift mmethiid dp rfa oars 4 ih
concerning insurance contract of said insured membe
injury, and being in need of <care, based on any of
information that is inputted by said input means an

from the age or birth date at the time of contract
parts tomgoatplutast a name and an address of said ct
provision stored in insurance contract information

a school att ewldti ngf cthhd ds easr ah rkeys t he arithmetic pro

(4) Procedur al Hi story

March 11, : Filing of Patent Application

May 24, 2 : Decision of Refusal

June 20, . Request for Appeals against an ZExah
11606)
Amendment of ProceedingTh®hai Améndn

February : The above amendment of proceeding i
appeal is dismissed. "

3. Portions of AppeatilhelrHamlldiDegci si ons relevant to

Trial Deci sion

"In | ight of theknsoiwwtnu atthiaotn atnh aitn siutr ainsc eweclolmp a

provision of scholarship at the time of the
conceive of the system that makes schol arshiy
material change in circumstances of an insure

and modificatioar xlhhinmepgnt @wWi fioons,c htoHe per son g

application information concerning any of deag
care insurance payment s, or pay me notfs dcecamiphl ekt ¢
payments in case of advanced injury, and care

Deci si on

Al l egations by Plainti|All egations by Defendai
The cl aimed inwenhi®b{According to thengi aad
for i mpwtlitiicmgi on inforof information concer
of death benefits, i nfobtaining and i nput (
advanced injosyramaae gmaintenance and modi fi
paymeompl eti on informapersonal informati on,
deat h benefits, i nsur|linformati on, and priesgi
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advanced img uirysurmaanmcei nfor mati on, when t he
the other hand, the ci|for l'iving information
means f or inputting thmodified so as to provi
and modification." cl ai med amended invent

The "information osolved and teehnbtafodr
modi fication" in the dqconsidered that "the c¢

c
p
a

o

nf ommaas opresumi ng this within a range that

ontract, whi | e t he "leasily conceive of . "

ayment s compl eti on i I n this way, t he to
mended i nventi on mealconcl usion as easil yfcgq
nformation or the inf|i|based on evidence and
f contrac,t" paend oirsnainglbased on rational i nf er

nformati on.

o 9 v 9 @ <

—

Therefore, "an input
| ai med amended invent
ertaining to the cite
udgment by the Court
In Ilight of theksownathan &ahatnsturasceet bmp
nd provides scholarship by establishing an i
rt can naturmlilnys wroannccea veeo mphaarty adi rectly pro
chool , i nmnpasesi ahecdange in circumstances
bove material c¢change, t hec preaeiowme stkh dtl etdh @ e
r the I|like as indicated in the claimed amend

B Moreover, as indicated Bxhiaotvet 2t i(rg tAh ¢
himaévarious guitesi of palati andl prs vat glsj gaorhdo nuq|

can be displayedgeéeepéadirhingssiashk ervtelreyr mboe, c mé g
every family' £anr behidligd'pd alyi@rdtOh dayan'd @Basaaqt &
in (C) of the same, considering that the <con
information registered by customers, ite ifsunucn
obtaining and printing the information deemed
me mbertsh daiammii Th esef or e, with regard to the cit
problem themakfogmation to be inputted to be
stated in the claimed amended invention and m
of scholarship provisdiomatas he dédbletr enictesi ®f

(0]

f the matvtaern tahfhitodaspagnson skill ed Tihrust, hda herrtg

t

he tri al deci sion which has tdcet arinfif reedc ntcheast ¢
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(4-8)
Rel evant Part 111, Chapter 2, Section 2, 3.1.2

of Ex ami
Gui del in
Cl as si f i| 4 S3Whether or not difference between Claimed Invention and main cited invention

t he Cas g deemed as aworkshop modification

Keyword |Suggestion based on the content of th

1. Bi bliographic |Items

Case "Petrtdhaetdmnasal ointment" (Appeals ag
I ntell ectual Property &Hi ghOXbu(r20 DE c(i Gy
Source|{Website of Intellectual Property High

TI MES No. 1382, page 303

Applic|Japanese Pat e R0 @8p7pdi250 &3l 20In3 INAD).
No.
Classi|A61K 31/01

Concl u|Di smi ssal

Rel ate|lArticle 29(2)
Provi s
Judges|I P High Court Fourt h TRikwiogni o nTAXKP ZASVAd
TAKABIEY, dg e : |l wao SAITO
2. Overview of the Case
(1) Summary of Claimed I nvention
The <c¢cl ai medel atvesitt ona nasal oi nt ment to provi
i nhal ation, comprising at | east one mixture of satur
action, comfortable usabimiixttwrandeli mw tcrheatarmnd retr i et

a certain value or greater.

(2) State of the Art

) The Citation (the Cited Invention): DAS No. 4117E¢€
Appeal Deci sion)

.a "nadal poievtemdantal | ergic reaction to inhala
gel atinous at room temperature, of basically consi si

i)i Wehdwn Art (Il dentification of the Court Decision)
.according to the Handbook of Pharmaceuti cal

a mixture of saturated hydrocarbons. Moreover, a p
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9 8 .Cof "6075 S.U.S*incasef white pet#8rRolSatUum.&d&nd n5tTase of yel]l
Uni ver sal Seconds) " .. ., and wh#Zsecontéeret ebowlsi.n2g st
mnt/ sec in case of whv7Vt @& smed rioyhelt laeng m@mdtdr dll2a t3u m.
Thus, the viscosity of pet Co|lfomdexample inshemdngédadI8 a me
mnt/ sec in case of white petrolatum, which is not th
DI N51 56 2 1@pt Therafore, a mixture of saturated hydrocarbons having a viscosity of8snec o r
greater when measur ed b yC carmbe sall tohbé d mateGalwaloventbéfavedthea t 1 (
priority date as a petrol"atufmCibedombbomet het coar med

(3Nhel ai ms (Amended) (the Claimed I nvention)

[Claim 1] A prophylactic nasal ointment to prevent
of saturated hydr ocar baodndse,d aanddd iati vliee a sotr opnreo coepdtuiroen a l
by having a ¥isseccoly(odgydsterdy theSDINBING62 method.

(4) Procedur al Hi story

August 28 : the patent application ( the dat2e0C
Ger many)

January 1 : amendmedh &€l(asierea Bove)

February . the decision of refusal

May 29, 2 : Request for Appeals against an Exa
11063)

May 6, 20 : the appeallhatdecitdhieomequest of the t

materialize"
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio
.the reason of the appeal decision of thi
i nvention stated in the citation, could be e3d

could not beogimanaedottdance with the regul ati
.the difference between the claimed inven

C Difference 1: at | east o0 nceo snitxyt2losfe c8E)
or greater by the DIN51 562 method in the cl ai

that is gelatinous at room temperature in the

Deci si on

Al l egations by Plainti|All egations by Defendar
(1) t hBboQuatuse of (1) About the C

Vi scosity Viscosity
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A What character

The cl ai med i nvent
characterized in that,
"viscosity" among the
mi xtur e courpatiesd ndy cdra
choosing a constituti(
mn¥ s e ¢ C)odgdeater," an effect was produg
by which allergic reac
"a certain physi cal o
viscosity ....™"

Namely, although it
rel evant i ndustry t ha
ineffective in the pre
posed a danger to the
claimed invention had
to , by adjusting the v
mi xture comprising sat
physical character t h

prophylactic effect on

technical i dea, for 1
succeeded in preventing
t he "viscosity" of (.

comprising saturated H

make it more viscous,
physical character, " |
mucosa, the mixture re
protective film to pr
against allergen carri

B The Cause of M

I n Examples 1 and 3
description about t he
apparent that the cita
viscosity and <confirm
allergic reaction: 2tsh
( 1 P, and there is no disclosure or suggestio
all of/l s&cmmr dECydtaherc

inventi on.

A For a "publicl.y
at room temperature,

saturated hydrocarbons'

a mi xtur e cafbonéyd
phar maceutically/ cosmet
"petrol atum" ... s wi de
ointments. " The visco
phar maceuti cal formul a
mnt# sec ofr greaé62r (Chgaadd
t herefore, it is appar

hydrocarbons defined p

as petrol atum' used f
gel atinous at room t e mg
of saturate'd .hydirmctaheé
includes t¥Yhsoesce oorf Br aman

Based on the entire (¢

pur pose and effect o f
accomplished basically
hydrocarbons t hatus " rad
temperature," and such
the "petrolatum" widel
field, and therefore,

consisting of saturate
i nventi on, wh ernmsi so fe xvif
mi xture of saturated hy
8 Mnmec or greater.
Thus, even i f there
the use of petrolatuis
or greater in the ncittha
upon encounter of the ¢
as there is a descrinpt
"mi xture of saturated
gel atinous at room t emyg
it i s appar antpetthatl att hug
of whicH siex &rmmreater

B I n citation, t

viscosity of #bech ors
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C The Rel ation t|suggested for the " mix
Widely Used Petrolatumthat remasnsat geloatm ntoeun

I n addition, t he cited invention.
characterized in that. The cited invention
be said that the citat|{hydrocarbons defined p
cd ai med inventi on, onlas "petrolatum" " for
commercially availabl egelatinous at room t e my
viscosity correspondinfoftemated hydrocarbons.
i nventi on. The noveltin the citation, petr ol
invention |ies in the|the field of phar mace
focused on the viscosi|ointment, and is not t
compounds, while the clviscosity corresponadiimg
at all that any tri al i nvention. "
reaction by adjusting
of the appeal demies ied
afterthought based on
Unl ess an analytpoalt 4
for decision is empl oy
cannot start with the
characteristic of the
Judgment by the Court

A Difference 1 between the claimed inve
of saturated hydrocarbons # s etchC¥olgeder atcarding to dIN3
562 in the claimed invention vs. the one pub
i nventi on.

B I n the citation, there is a-l descvipti
temperatur,e tihse poruowiodseed of t his invention can
saturated hydrocarbons. .similar to vario
Al so in Test Exampl e 1hato a3,natshaelr eoiinst mende su
petrolatum and soft paraffin Threewidtotrizes, at €eogi
citatitdhe suggestion is stated that a antaisnaolu s¢
temperature and has other various physical pr
for prevention of allergic reaction to inhala

C thrusise of -pebwol e b mr ewenheen tpiroinoerd tayb o
viscosithsed @&r mar eat €raccontng © DINB1d562a for alnfixfure of satural
hydrocarbons, gelatinous at room temperatur e,
allergic reaction to inhalation is nodeasafiodr t

- 164 -
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skilled in the art.

( 3) About the Allegation of the Pl ainti

A About Motivation and Viscosity

The plaintiff alleges that, for example, th
prevented by adjusting the viscosity of a m
motivation toi mvemtvieon hfer pmetseemtdescri ption o
decision of this case is merely an afterthoug

In Claim 3 of the citation, ..., @although t
be one mHhHydihc al properties to identify a mixt
exists to focus attention on the viscosity of
of an allergic reaction to inhalation.

However, in the first place, even in the sg
that i s recogni z &dsechahast hsep evcail aule toefc Bninoma |l s
of saturatedArmyng ocearbouns. physi cal propertie

vi scosity, cone

numbers of

either. Therefor

hydrocarbons) ,

penetration (a type of viscog}¢

thetteaoahmniocdlhesivg s

e, in the specification of t

significance for the 6ecobsbstygianboshbhd. val ue

Thuisn, light ofpromeidesici nptihenspecification
significance of focusing attention to the vis
of the vis#%¥oeictwragr&ammro divreenc twhseung ¢t ehsetrieo ni
allergic reaction by adjusting the viscosity
cannot be said to have an inventive stemtbase
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(4-8)

Rel evant Part 111, Chapter 2, Section 2, 3.1.2
of Exami
Gui del in

Cl as si f i|43: Whether or not difference between Claimed Invention and main cited invention

t he Cas g deemed as a workshamodification

Keyword |Suggestion based on the content of th

Bi bliographic |Items

Case "Exter menatoidomf | magEeTmroifalmofsgquiftmvalid
I ntell ectual Property High Court DEeCO0X7

Source|{Website of Intellectual Property High

(@]

Appl i Japanese PatentlAdpp4 i {ARDPBDHBANO. H9
No.

Classi|AOLN 25/ 02

Concl u|Di smi ssal

Rel at

(0]

Article 29(2)

Provi

(7]

Judges|I P High CourPré&biddnbi yusdigen Toshi aki
Akira CHI NO

—~

(0]

S

\'

—~

g

Overview of the Case
1) Summary of Claimed I nvention

The <c¢laimed invention provides a repellent for
oncentratiop obmponémtsechi aid compared to convent.
etaining a medicament in air in an amount capable
reat ment , has sufficient mdfsaemenlbiyng o @amod qluas oleisg |
uppressed, and an extermination method. The exter m
f: accommodating raw |liquid comprisingawinngnamrcdpen
praying port provided; and spraying a specific am
ngredient pléen whacbhé ohe30omume ratio of the raw |i

ol umeprodsgsihree container.

2S)tate of the Art
EX hi b(iltn vAebnft iEaxnb)i: b iJtPO0/S B 8 9
"An active compound stated in the present i nven

enerated inside the house, are sanitary pests, or
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compound has datviiwnigt wetnesidpgeditees and/ or resistance.
Culex species, Musca species of Diptera order." (cil
(i) Common General EXmiolwil € di®5,( ERbhhibbitt ARF 4 Dercd sHxomi
"1t has been common gener al knowl edge that inse
for exterminating mosquitoes regardless of an exter
(3Nhel ai ms CAfrrercttilme) (only Claim 1 stated) (Presen
[Claim 1] An extermination method for imagoes of mo
consisting of an insecticide and a peagpebl anttiprav,j
spraying 2.78 to 15 mg of the repellent f of%i ni mehdg acehs
the volume ratio of the raw |liquid is equal teimr | e
the insecticide in the raw liquid is used by itself
hydrocarbon or alcohol and emul sifying or suspendin
| east omelmatterdi aflrom the group consisting of | iquef
hydrocarbon, and extermination is performed by main:
(4) Procedur al Hi story
June 13, Requesitalf ofrortri nvali dati on-8091081% en
October 1 Request for trial for correction by
March 26, Primary appeal decision that the <co
April 29, Reverse of the primary appeal deci s
June 5, 2 Request for trial for correction by
demand for correction)
July 10, Deci si on t hagtp etall e dperciimaroyn i s di s mi:
April , Secondary appeal decision that the
May 13, 2 Reverse of the secondary appeal dec
August 6, Requesor trial for correction by pl
demand for correction)
(present corremeinonphmn@lseiems h)e above
September Decision that the secondary appeal
DecenBer 2: Present appeal decision that the co
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cited from the Court Decisio
The reason of the present appeal decision,
invention could have easily arrived based -konno
art .
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Leading to teheprconnedtusampmealt hdeci si on found

and the invention stated in Exhibit Al (herei

(1) l denti cal Features

An extermination mendhotdhd ost @oeestaef coanpc © M
insecticide and a propellant in a pressure ¢
4.96 mg of the repellent for i magoes? omf whasdu
ratio of the raw liquid is equal to or |l ess t
raw |l iquid comprises the insecticide.

(2) Di fference

A The point that "pestsn" tahree p'riensaegnote si novfe n
"pests" are "houseflies" in Invention of Exhi

The present appeal decision judged that i N
houseflies and i magoesi nsfecndsqg uietsg; siimi il ae
houseflies and i magoes of mosquito; in externr
trying to exterminate i magoes of mosqud tevadlnu
probable extent of a person skilled in the a
substitute imagoes of mosquito for houseflies
Deci si on
Al l egations by Plainti|All egations by Defendari

(1) Errors of i (1) Errors of ju
step in a component relin a component related

. Themealowaed j ud ... Aerosol i nsectici

appeal decision has &er|{classification arei esi
di fferent from convent{mosquitoes. The plaint
di rgaty s¢pgype and is theeffect is low in the
exterminati on met hod iexampl e A (applying t
effect is exhibited folhouseflies) in Exhibit
the room after sprayinwhich the tabl et wansg s 6
maintained. In the exagtreat ment indicated th
to substitute i magoes |[insecticide activity f¢
target of exterminationaturally deemed t hat
applying aerosol i nsec|linsecticide effect ev
i magoes of mosquito i|mosquito in an aeroset
electric evaporatideaf{depends on insecticide
i magoes of mosquito iJcompound. Since the dr
motivation for the prein the present invent.i
Exhibit Al15, KT50 (timExhibit A1 and exampl e
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knockdown) of the insecannot be compared ple:j
i magoes of Culex pdefilthe present invention
Consequentl vy, it is nalwas not exhibited, t hu
of Exhibit A1, expressisever al hour s.
not expected when appl The plaintiff all eges
wor king example A by w/novel extermination
of mosquito is iompmosigexterminati @ahi beiftfeedcct f a
itself with one sprayijmosquito coming in the
extermination effect m
there is no problem rel
in Exhibit A1l.

However, the spray ¢
met hfoddiorectly sprayi ng
not s ttahtee dcolfanitmse pat en
attached description a
Conventional exterminat
a method of directly s
Effect for exhibiting
of mosgowinhg in the roo
st attehde ianlf ait e patent,
description and t he
Consequentl vy, all egati
all egations not hase dlng
t hecdiepti on, and are in

Judgment by the Court
(1) Errors of judgement about easily ar
. Theneah owemed all egations of the plaintif
the mobomgener al knowl edge that an insecticid
extermination effects for i magoes oHEx molsiqtaitAcls
active compound statedsuntabkepfesenbntnekht
house including sanitary pests or har mf ul o]
compound is active on species having sezeaasAnto
species, Culex species, Mudicaatpecti kst of h®i @d
effect for controlling not onThehpusseéhi ebsnobe
extermi narnfi@mmeids bpy maintaining the extermin
extermination method for directly spraying
Consequently,, elasiwouyl dulbsatviet Wbteece ar mehgpauesse f b1 €
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exter mimlae iiomvemti on of Exhibit A1l.

On the other hand, the plaintiff alleges t
which 100% death of i magoes oéd mosguead o a
furnace by which 100% death of i magoes of mos
the active compound (insecticide) in Inventio
al so i magoes of mosquito, and since Working e
furnace) shows controlling effect for i magoes
be said that den oade rWos &kli nign sexatmipdie A cannot be

Further, the plaintiff alleges that accordi
in imagoes of Cul ex pipiens, i thiibs tnatlyr a&lh et
insecticide effect is not further expected wh
100% death of i magoes of mosquito is impossib
Howeer , in Exhibit A15, in a case that "pyret
equivalent to that of imagoes of Culex pipien
of housefl y. Conwewyluénhadaye beaneable to expe
equival ent or more to that of i magoes o-fme rhtoiy
all egations by the plaintiff cannot be adopte
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(4-3)
Rel evant Part 111, Chapter 2, Section 2, 3.1.2

oExamina
Gui del in

Cl as si f i| 4 S3Whether or not difference between Claimed Invention and main cited invention

t he Cas g deemed as aworkshop modification

Keyword

1. Bi bliographic |Items

Case "Cel lawwlyd sadt Bppeal s against an Examin
I ntell ectual PropeFelyr Hamgyh2 Chbar ( 2 DE
10178)

Source Website of Intellectual Property Hig

Applicati|Japanese Patent -3A1p3p7l0i c(abtB 402n8 BNpo . 2 0 0 4
Cl assi fi cos8L 1/710

c
Conclusi o/Di smi ssal
P

Rel at ed Article 29(2)
Judges I P High Court Fourth Division, Presi
TAKABE, Judge: Il wao SAITO

2. Overview of the Case
(1) SwuonimaClyai med I nvention

The c¢cl aimed invention aims at providing cellulo
that enables manufacture of a solution of cellulose
|l eveln raegli otnanuf acture of a film with a superior pl a

22andpo3sitions is from 1.70 to Lp®@Ditiamn aicy | 0.s8&H sdr tn

group is cellislasetgtyl ate that
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(2) State of the Art (another sheet) FIG.
[ t E 2
"A The Embod|mentZathZpogg,}t,acﬁ];ey cs|u_t Xa{annxambl
arative ) .Examp3l
states a "cellulose acetate fCPmPrﬁract(bhﬂtalnlng cel l ul
acetate i n whi ch t he tot al of acetyl substitutior
degrees, a3 apbsbPions is 2.67 or more
and in which tbhsea ittauttalo no fd eagcreeteysl astu
t heamdpo3sitions is 1.97 or | ess."”

(Comparativm

B A hatched ar ea i n FI G. 1 FI G. 1 of anot her

sheet) of the <citation shows a range of speci fied

cellul ose acetate."” (Cited from the Decision)

S(Jbst it-pos D!

( 3hel aG(mMsef or e amendmenet of the %est?
invention stated in Claim 2 is called a "cl ai med
i nvention")
[Claim 1] Cellul ose acyl ate in -whdpcdBs iat itoontsali so ff raocny
and an acyl s ulbpsotsiittutoinon sd elg r8e8e oat ntor e .
[ Cl aCml 2ul ose acyl ate according to claim 1, wherein
(4) Procedur al Hi story
October 2 : Patent Application (Original filing
December . AmendmenTlthel a@mabove)
February . Decision of Refusal
March 26, : Request for Appeals against an Exan
April 23, : Amendment (Amendment of the Case)
April 19, : The amendment was rejected,t hend etqhue

and appeal shalll not i e.
3. Portions of Appeal / Tri al Decisions relevant to t|
Appeal Decision (cit*%dl ttaloimcithed Cloaitrtte D cp rsaw

to excerpts.

(1) Thefgrtohuenddeci si on is that a person ski

i nvention (2) on the basis of the invention

unpatentable under Article 29(2) of the Paten
Ci oati JP8HNA (Exhibit A5)

(2)...the decision presumes a point of matc
i nvention as foll ows.
B Point of match: Cellul ose acypasics h@wa &
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