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4. Court precedents relating to Novelty and Inventive Step (Article 29(i) and (ii) of the Patent Act) 

 

Classification Contents No. 
Date of Decision 

 (Case No.) 

Rellevant Portion of 

Examination 

Guidelines 

41 Presence of novelty 

1 Intellectual Property High Court 

Decision, June 30,2005 

(2005 (Gyo KE) No. 10280) 
Part III, Chapter 2, 

Section 1 
2 Intellectual Property High Court 

Decision, July 24, 

2013 

(2012 (Gyo KE) No.10207)  

42 

Existence of motivation to 

apply sub cited invention to 

main cited invention 

1 Intellectual Property High Court 

Decision 

May 24, 2005 

(2005 (Gyo KE) No. 10287)  

Part III, Chapter 2, 

Section 2, 3.1.1 

2 Intellectual Property High Court 

Decision, 

October 11, 2006 

(2005 (Gyo KE) No. 10717)  

3 Intellectual Property High Court 

Decision, 

March 24, 2010 

(2009 (Gyo KE) No. 10185)  

4 Intellectual Property High Court 

Decision, 

July 21, 2010 

(2010 (Gyo KE) No. 10086)  

5 Intellectual Property High Court 

Decision, 

July 28, 2010 

(2009 (Gyo-KE) No. 10329) 

6 Intellectual Property High Court 

Decision, December 22, 2010 

(2010 (Gyo KE) No. 10147) 

7 Intellectual Property High Court 

Decision, September 29, 2011 

(2011 (Gyo KE) No. 10045)  

Note: When any ambiguity of interpretation is found in this provisional translation, the Japanese 

text shall prevail. 
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8 Intellectual Property High Court 

Decision, December 14, 2011 

(2011 (Gyo KE) No. 10169)  

9 Intellectual Property High Court 

Decision, January 31, 2012 

(2011 (Gyo KE) No. 10142) 

10 Intellectual Property High Court 

Decision, April 9, 2012 

(2011 (Gyo KE) No. 10265)  

11 Intellectual Property High Court 

Decision, November 15, 2012 

(2012 (Gyo KE) No. 10006)  

12 Intellectual Property High Court 

Decision, December 19, 2012 

(2012 (Gyo KE) No.10174) 

13 Intellectual Property High Court 

Decision, December 12, 2012 

(2011 (Gyo KE) No. 10434)  

14 Intellectual Property High Court 

Decision, May 9, 2013 

(2012 (Gyo KE) No. 10213) 

15 Intellectual Property High Court 

Decision, September 3, 2013 

(2013 (Gyo KE) No. 10034)  

16 Intellectual Property High Court 

Decision, September 30, 2013 

(2012 (Gyo KE) No. 10361) 

17 Intellectual Property High Court 

Decision, October 31, 2013 

(2013 (Gyo KE) No. 10078) 

18 Intellectual Property High Court 

Decision, November 21, 2013 

(2013 (Gyo KE) No. 10033) 

19 Intellectual Property High Court 

Decision, November 21, 2013 

(2013 (Gyo KE) No.10053) 
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20 Intellectual Property High Court 

Decision, January 30,2014 

(2012 (Gyo KE) No. 10416) 

21 Intellectual Property High Court 

Decision, February 27, 2014 

(2013 (Gyo KE) No. 10102)  

22 Intellectual Property High Court 

Decision, August 7, 2014 

(2013 (Gyo KE) No. 10240)  

23 Intellectual Property High Court 

Decision, December 24, 2014 

(2014 (Gyo KE) No. 10071)  

24 Intellectual Property High Court 

Decision, April 28, 2015 

(2013 (Gyo KE) No. 10263)  

43 

Whether or not difference 

between Claimed Invention 

and main cited invention can 

be deemed as a workshop 

modification 

1 Intellectual Property High Court 

Decision, February 23, 2006 

(2005 (Gyo KE) No. 10448)  

 

2 Intellectual Property High Court 

Decision, June 29, 2006 

(2005 (Gyo KE) No. 10490)  

3 Intellectual Property High Court 

Decision, July 30, 2007 

(2006 (Gyo KE) No. 10483) 

4 Intellectual Property High Court 

Decision, October 29, 2009 

(2009 (Gyo KE) No. 10090) 

5 Intellectual Property High Court 

Decision, September 8, 2011 

(2010 (Gyo KE) No. 10296)  

6 Intellectual Property High Court 

Decision, December 26, 2011 

(2011 (Gyo KE) No. 10017)  

7 Intellectual Property High Court 

Decision, February 22, 2012 

(2011 (Gyo KE) No. 10178) 
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8 Intellectual Property High Court 

Decision, February 27, 2012 

(2011 (Gyo KE) No. 10193 

9 Intellectual Property High Court 

Decision, March 22, 2012 

(2011 (Gyo KE) No. 10219)  

10 Intellectual Property High Court 

Decision, May 28, 2012 

(2011 (Gyo KE) No. 10260) 

11 Intellectual Property High Court 

Decision, July 8, 2013 

(2012 (Gyo KE) No. 10340) 

12 Intellectual Property High Court 

Decision, July 11, 2013 

(2012 (Gyo KE) No. 10297)  

13 Intellectual Property High Court 

Decision, February 19, 2014 

(2012 (Gyo KE) No. 10423) 

43-1 

Whether or not workshop 

modifications are taken into 

consideration when applying 

the sub cited invention to the 

main cited invention 

1 Intellectual Property High Court 

Decision, January 30, 2008 

(2007 (Gyo KE) No. 10155) 

Part III, Chapter 2, 

Section 2, 3.1.1 

(Note 1) and 

3.1.2(1) 

2 Intellectual Property High Court 

Decision, October 29, 2008 

(2007 (Gyo KE) No. 10295) 

3 Intellectual Property High Court 

Decision, March 25, 2014 

(2013 (Gyo KE) No. 10278) 

4 Intellectual Property High Court 

Decision, November 26, 2014 

(2014 (Gyo KE) No. 10079) 

44 

Whether or not Claimed 

Invention is mere 

aggregation of prior arts 

 

- 
Part III, Chapter 2, 

Section 2, 3.1.2(2) 

45 

Advantageous effect in 

comparison with the cited 

invention 

1 Intellectual Property High Court 

Decision, April 28, 2005 

(2005 (Gyo KE) No. 10059) 

Part III, Chapter 2, 

Section 2, 3.2.1 
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2 Intellectual Property High Court 

Decision, May 31, 2005 

(2005 (Gyo KE) No. 10294) 

3 Intellectual Property High Court 

Decision, January 30, 2007 

(2006 (Gyo KE) No. 10222) 

4 Intellectual Property High Court 

Decision, January 30, 2012 

(2011 (Gyo KE) No. 10158) 

5 Intellectual Property High Court 

Decision, May 28, 2012 

(2010 (Gyo KE) No. 10203) 

6 Intellectual Property High Court 

Decision, November 13, 2012 

(2012 (Gyo KE) No. 10004) 

7 Intellectual Property High Court 

Decision, February 27, 2013 

(2012 (Gyo KE) No. 10177) 

8 Intellectual Property High Court 

Decision, March 18, 2013 

(2012 (Gyo KE) No. 10252) 

9 Intellectual Property High Court 

Decision, July 24, 2013 

(2012 (Gyo KE) No. 10206) 

10 Intellectual Property High Court 

Decision, October 31, 2013 

(2013 (Gyo KE) No. 10078) 

11 Intellectual Property High Court 

Decision, August 7, 2014 

(2013 (Gyo KE) No. 10170)  

46 

Whether or not there is any 

condition that blocks 

application of the sub cited 

invention to the main cited 

invention (negative 

teaching)  

1 Intellectual Property High Court 

Decision, July 19, 2007 

(2006 (Gyo KE) No. 10488) Part III, Chapter 2, 

Section 2, 3.2.2 2 Intellectual Property High Court 

Decision, November 10, 2010 

(2010 (Gyo KE) No. 10104) 
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3 Intellectual Property High Court 

Decision, December 6, 2011 

(2011 (Gyo KE) No. 10092) 

4 Intellectual Property High Court 

Decision, December 22, 2011 

(2010 (Gyo KE) No. 10097) 

5 Intellectual Property High Court 

Decision, July 17, 2012 

(2011 (Gyo KE) No. 10098) 

6 Intellectual Property High Court 

Decision, September 12, 2012 

(2011 (Gyo KE) No. 10242) 

7 Intellectual Property High Court 

Decision, September 27, 2012 

(2011 (Gyo KE) No. 10320) 

8 Intellectual Property High Court 

Decision, September 25, 2013 

(2012 (Gyo KE) No. 10398) 

9 Intellectual Property High Court 

Decision, April 16, 2014 

(2013 (Gyo KE) No. 10191) 

10 Intellectual Property High Court 

Decision, September 25, 2014 

(2013 (Gyo KE) No. 10339) 

11 Intellectual Property High Court 

Decision, January 28, 2015 

(2014 (Gyo KE) No. 10120) 

47 
Hindsight when determining 

on inventive step 

1 Intellectual Property High Court 

Decision, March 25, 2009 

(2008 (Gyo KE) No. 10261) Part III, Chapter 2, 

Section 2, 3.3(1) 2 Intellectual Property High Court 

Decision, October 12, 2011 

(2010 (Gyo KE) No. 10282) 

48 

After pointing out the 

relation of technical field 

and problems to be solved 

1 Intellectual Property High Court 

Decision, March 25, 2009 

(2008 (Gyo KE) No. 10305) 

Part III, Chapter 2, 

Section 2, 

3.3(2) 
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between Claimed Invention 

and main cited invention, to 

try for reasoning based on 

the main cited invention 

2 Intellectual Property High Court 

Decision, March 17, 2011 

(2010 (Gyo KE) No.10237) 

3 Intellectual Property High Court 

Decision, July 31, 2013 

(2012 (Gyo KE) No. 10305) 

4 Intellectual Property High Court 

Decision, August 28, 2013 

(2012 (Gyo KE) No. 10448) 

5 Intellectual Property High Court 

Decision, September 3, 2013 

(2013 (Gyo KE) No. 10034) 

48-1 

Relation of problem to be 

solved between the main 

cited invention and sub sited 

invention, and relation of 

problem to be solved 

between Claimed Invention 

an main cited invention 

1 

Intellectual Property High Court 

Decision, May 23, 2012 

(2011 (Gyo KE) No. 10208) 

Part III, Chapter 2, 

Section 2, 3.3(2) 

(Note 1) 

49 
Reasoning when applying 

well-known art 

1 Intellectual Property High Court 

Decision, February 27, 2007 

(2006 (Gyo KE) No. 10203) 

Part III, Chapter 2, 

Section 2, 3.3(3) 

2 Intellectual Property High Court 

Decision, May 22, 2007 

(2006 (Gyo KE) No. 10342) 

3 Intellectual Property High Court 

Decision, December 11, 2012 

(2011 (Gyo KE) No. 10443) 

49-1 

Whether or not 

determination on inventive 

step is allowed after finding 

a well-known art covering 

multiple technical fields 

1 

Intellectual Property High Court 

Decision, January 31, 2007 

(2005 (Gyo KE) No. 10523) 

Part III, Chapter 2, 

Section 2, 3.3(3) 

50 

In determining on inventive 

step, to take into 

consideration condition such 

1 Intellectual Property High Court 

Decision, September 27, 2007 

(2007 (Gyo KE) No. 10146) 

Part III, Chapter 2, 

Section 2, 3.3(6) 
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as commercial success or 

desired for since long ago 

2 Intellectual Property High Court 

Decision, March 26, 2014 

(2013 (Gyo KE) No. 10176) 

51 

Concerning finding of 

Claimed Invention 

(overlooking differences) 

1 Intellectual Property High Court 

Decision, June 6, 2006 

(2005 (Gyo KE) No. 10564) 

Part III, Chapter 2, 

Section 3, 2. 

2 Intellectual Property High Court 

Decision, January 27, 2009 

(2008 (Gyo KE) No. 10166) 

3 Intellectual Property High Court 

Decision, April 26, 2012 

(2011 (Gyo KE) No. 10336) 

4 Intellectual Property High Court 

Decision, May 30, 2012 

(2011 (Gyo KE) No. 10221)  

5 Intellectual Property High Court 

Decision, December 25, 2012 

(2012 (Gyo KE) No. 10082) 

6 Intellectual Property High Court 

Decision, May 23, 2013 

(2012 (Gyo KE) No. 10243) 

51-1 

Interpretation on whether the 

claim is an open claim 

(invention that can contain 

other constitution than 

constitution of the claim), or 

a closed claim (invention 

limited to the constitution of 

the claim) 

1 Tokyo High Court Decision, July 

7, 2003 

(2002 (Gyo KE) No. 232) 

Part III, Chapter 2, 

Section 3, 2. 

2 

Intellectual Property High Court 

Decision, August 8, 2012 

(2011 (Gyo KE) No. 10358) 

52 

Concerning finding of the 

cited invention (including 

well-known art, etc.) 

(including overlooking of 

related differences) 

1 Intellectual Property High Court 

Decision, March 28, 2007 

(2006 (Gyo KE) No. 10211)  
Part III, Chapter 2, 

Section 3, 

3. 

2 Intellectual Property High Court 

Decision, October 24, 2011 

(2010 (Gyo KE) No. 10405)  

3 Intellectual Property High Court 

Decision, July 17, 2013 
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(2012 (Gyo KE) No. 10300) 

4 Intellectual Property High Court 

Decision, May 26, 2014 

(2013 (Gyo KE) No. 10248)  

5 Intellectual Property High Court 

Decision, January 28, 2015 

(2014 (Gyo KE) No. 10131) 

6 Intellectual Property High Court 

Decision, December 21, 2017 

(2017 (Gyo KE) No. 10072) 

7 Intellectual Property High Court 

Decision, April 13, 2018 (2016 

(Gyo-KE) Nos. 10182 and 10184) 

52-1 

Concerning finding of the 

cited invention as the 

generic concept 

1 Intellectual Property High Court 

Decision, September 27, 2012 

(2011 (Gyo KE) No. 10385) 

Part III, Chapter 2, 

Section 3, 3.2(2) 

2 Intellectual Property High Court 

Decision, December 19, 2012 

(2012 (Gyo KE) No. 10099) 

3 Intellectual Property High Court 

Decision, August 9, 2013 

(2012 (Gyo KE) No. 10436) 

4 Intellectual Property High Court 

Decision, July 4, 2017 

(2017 (Gyo KE) No. 10220) 

53 

Whether or not the invention 

can be deemed to be an 

invention that was described 

in a distributed publication 

or an invention that was 

made publicly available 

through electric 

telecommunication lines 

1 Intellectual Property High Court 

Decision, April 28, 2010 

(2009 (Gyo KE) No. 10163)  

Part III, Chapter 2, 

Section 3, 3.1.1 and 

3.1.2 

2 Intellectual Property High Court 

Decision, June 9, 2011 

(2010 (Gyo KE) No. 10272)  

3 Intellectual Property High Court 

Decision, October 24, 2011 

(2010 (Gyo KE) No. 10245)  

4 Intellectual Property High Court 

Decision, November 29, 2011 

(2011 (Gyo KE) No. 10116) 
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5 Intellectual Property High Court 

Decision, October 16, 2013 

(2012 (Gyo KE) No. 10419)  

54 

Whether or not the invention 

that was described or posted 

in a distributed publication 

as a cited invention (for 

invention of product, 

whether or not it is described 

or posted so that it can be 

manufactured, and, for 

invention of method, 

whether or not it is described 

so that it can be used)  

1 Intellectual Property High Court 

Decision, September 14, 2006 

(2005 (Gyo KE) No. 10553)  

Part III, Chapter 2, 

Section 3, 3.1.1(1)b 

2 Intellectual Property High Court 

Decision, December 26, 2007 

(2006 (Gyo KE) No. 10316)  

3 

Intellectual Property High Court 

Decision, August 19, 2010 

(2009 (Gyo KE) No. 10180) 

55 

Whether or not the invention 

can be deemed as an 

invention that was publicly 

known 

1 Intellectual Property High Court 

Decision, July 11, 2012 

(2011 (Gyo KE) No. 10271) Part III, Chapter 2, 

Section 3, 3.1.3 2 Intellectual Property High Court 

Decision, March 26, 2014 

(2013 (Gyo KE) No. 10178) 

56 

Whether or not the invention 

can be deemed to be a 

publicly worked invention 

1 Intellectual Property High Court 

Decision, June 30, 2005 

(2005 (Gyo KE) No. 10061)  

Part III, Chapter 2, 

Section 3, 3.1.4 

2 Intellectual Property High Court 

Decision, September 8, 2005 

(2005 (Gyo KE) No. 10113)  

3 Intellectual Property High Court 

Decision, April 10, 2006 

(2005 (Gyo KE) No. 10384) 

57 

Finding of the invention and 

novelty and inventive step of 

the invention according to 

the claim that includes a 

description trying to identify 

a product using the use of 

the product in the claim 

1 Intellectual Property High Court 

Decision, August 31, 2006 

(2005 (Gyo KE) No. 10665)  
Part III, Chapter 2, 

Section 4, 3. 
2 

Intellectual Property High Court 

Decision, November 29, 2006 

(2006 (Gyo KE) No. 10227)  
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58 

Finding of the invention and 

novelty and inventive step of 

the invention according to 

the claim that includes a 

description trying to identify 

the invention of 

subcombination by using a 

matter related to other 

subcombination in the claim 

1 
Intellectual Property High Court 

Decision, February 8, 2011 

(2010 (Gyo KE) No. 10056) 

Part III, Chapter 2, 

Section 4, 4. 

2 

Intellectual Property High Court 

Decision, October 11, 2011 

(2011 (Gyo KE) No. 10043) 

59 

Finding of the invention and 

novelty and inventive step of 

the invention according to a 

claim that includes a 

description trying to identify 

the product with the 

manufacturing method in the 

claim 

1 Intellectual Property High Court 

Decision, December 7, 2006 

(2005 (Gyo KE) No. 10775)  

Part III, Chapter 2, 

Section 4, 5. 

 

 

60 

Novelty and inventive step 

of the invention according to 

a claim that includes a 

description trying to identify 

the invention using 

numerical limitation 

1 Intellectual Property High Court 

Decision, February 28, 2006 

(2005 (Gyo KE) No. 10436)  

Part III, Chapter 2, 

Section 4, 6. 

2 Intellectual Property High Court 

Decision, March 1, 2006 

(2005 (Gyo KE) No. 10503)  

3 Intellectual Property High Court 

Decision, January 26, 2009 

(2008 (Gyo KE) No. 20210)  

61 

Concerning novelty and 

inventive step of selection 

invention 

 

- 
Part III, Chapter 2, 

Section 4, 7. 

62 

Whether or not exception to 

lack of novelty (Article 30) 

can be applied 

1 Intellectual Property High Court 

Decision, August 30, 2007 

(2006 (Gyo KE) No. 10559) Part III, Chapter 2, 

Section 5 2 Intellectual Property High Court 

Decision, November 30, 2017 

(2016 (Gyo KE) No. 10279) 
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(41)-1 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 1 

Classification of 

the Case 

41: Presence of novelty 

Keyword  

 

1. Bibliographic Items 

Case "Ultra-fine nickel powder for laminated ceramic capacitors" (Opposition to the Grant of a 

Patent) 

Intellectual Property High Court Decision, June 30,2005 (2005 (Gyo KE) No. 10280) 

Source Website of Intellectual Property High Court 

Application No. Japanese Patent Application No. H7-50905 (JP H8-246001A) 

Classification B22F 1/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(1)(iii) 

Judges IP High Court Fourth Division, Presiding Judge: Tomokatsu TSUKAHARA, Judge: Masatoshi 

TANAKA, Judge: Tatsufumi SATO 

 

2. Overview of the Case 

 (1) Summary of Claimed Invention 

    The claimed invention has the problem to be solved 

for providing a nickel powder as a low-resistance electrode 

material which is hardly cracked or detached in the process 

for producing a ceramic capacitor. The claimed invention 

has the configuration in which the nickel powder has an 

average grain diameter falling within the range between 

0.1 and 1.0 micro meters, a tap density satisfying the 

conditions expressed by equation (2), a geometrical 

standard deviation of a grain size distribution less than or 

equal to 2.0, and an average crystallite diameter more than 

equal to 0.2 times the average grain diameter. 

Tap density >= - 2.5 * (average grain diameter) 2 + 7.0 * 

(average grain diameter) + 0.8 ... equation (2) 

 

(2) State of the art 

[FIG. 1] 

Ừ: crack, delamination 1% or less  

ủ: crack, delamination 5% or less  

ỏ: crack, delamination 10% or less  

Expression  (1) 

Expression  (2) 

Expression  (3) 

breakage 50% or more  

average grain diameter (ȋm) 

ta
p
 d

e
n

s
it
y
 (

g
/c

m
3
) 
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(i) Publication 2: JP H4-365806A 

    ""[0020] [Embodiment] Embodiment 1 Using a reactor as shown in FIG. 1, 10 gram amount nickel chloride is 

put in a quartz boat 3 of an evaporating part 2 as a material, and evaporated in an argon gas with 2 liters/minute 

such that the density (partial pressure) reaches 5.0 * 10-2. This gas mixed with material is transported to a reacting 

part 5 set in 1030 degrees (0.755 times nickel melt point in absolute temperature), and reacted by contacting and 

mixing with hydrogen supplied in the percentage 1 liter/minute from a reacting center nozzle 6. The temperature in 

the reacting part is measured with a thermocouple 8 protected by a quartz tube and increases to 1065 degrees (0.755 

times nickel melt point in absolute temperature)." (column 3, line 47 to column 4, line 8) 

    "[0023] Embodiment 4 The nickel powder is produced under the same condition as that in the Embodiment 1 

except that the evaporating temperature is set in 1000 degrees (0.74 times nickel melt point in absolute temperature), 

and the density (partial pressure) is set 8.5 * 10-2. It is measured with a thermocouple 8 and increases to 1053 degrees 

(0.755 times nickel melt point in absolute temperature). The specific surface of the produced nickel powder has 2.9 

square meters/grams, and has the spherical powder having the average grain diameter with 0.23 micro meters from 

the observation of electronic microscope." (column 4, lines 31 to 38)" (cited from the Court Decision) 

 

(3) The Claims (after Amendment) (Only Claim 3 is shown) 

[Claim 1] A nickel powder has an average grain diameter falling within a range between 0.1 and 1.0 micro meters, 

a tap density satisfying the conditions expressed by equation (2), a geometrical standard deviation of a grain size 

distribution less than or equal to 2.0, and an average crystallite diameter more than equal to 0.2 times the average 

grain diameter, 

Tap density >= - 2.5 * (average grain diameter) 2 + 7.0 * (average grain diameter) + 0.8 ... equation (2). 

 

(4) Procedural History 

April 23, 2001 : File amendment (Refer to "The Claims" above.) and written argument 

June 8, 2001 : Registration to establish a patent right 

November 12, 2001 : Opposition to the grant of a patent (Igi No. 2001-73067) 

February 19, 2003 : Decision "... to revoke the patent." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Decision on opposition (cited from Court Decision) 

    Comparing the Embodiment 1 of the specifications and the Embodiment 4 of the Publication 2, it is 

recognized that they are almost the same in the nickel chloride evaporating density and reaction temperature, 

and have almost the same extent values in the specific surface and average grain diameter, thus, almost the same 

extent values of the geometrical standard deviation of the grain size distribution, average crystallite diameter 

and tap density are obtained. 

    ... the Publication 1 cited in the revocation reason ... describes that, as a common characteristic of ultra-

fine nickel powder produced by a CVD method (a method for reacting chemically a nickel chloride vapor and 
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hydrogen), "the geometrical standard deviation of grain size distribution falls within the range between 1.3 and 

1.5, and the average grain diameter can be controlled within the range between 0.1 and 0.5 micro meters", and 

"the average crystallite diameter is more than or equal to 0.1 micro meters and has the high crystallinity grain 

being single crystal or containing bicrystal inside" ... The embodiments of the specifications describes the ultra-

fine nickel powder is obtained in the nickel chloride evaporating density falling within the range between 5.0 * 

10-2 and 2.0 * 10-1 and the reaction temperature falling within the range between 1010 degrees and 1070 degrees, 

and that the geometrical standard deviation of grain size distribution of the obtained ultra-fine nickel powder 

falls within the range between 1.4 and 1.6, and the average crystallite diameter of the obtained ultra-fine nickel 

powder falls within the range between 0.1 and 0.2 micro meters. Thus, they have little differences, and the ultra-

fine nickel powder obtained in the Embodiment 4 of the Publication 2 is not probable to deviate from these 

ranges to a large extent. Accordingly it can be recognized that the geometrical standard deviation of grain size 

distribution is less than or equal to 2.0, and the average crystallite diameter is 0.2 times the average grain 

diameter. 

    From the above, it can be recognized that the ultra-fine nickel powder described in the Publication 2 

contains one produced in the same conditions as that under which the ultra-fine nickel powder is produced in 

the claimed inventions recited in claims 1 and 2, and the tap densities, geometrical standard deviations of grain 

size distribution and average crystallite diameters have the commonalities between the inventions of the 

Publication 2 and the claimed inventions. Thus, it cannot be said that both are substantially different in terms of 

the above. 

Decision 

Allegations by Plaintiff 

    ... the presumption made in the decision on 

opposition is a hindsight by deducing the result of the 

patented invention and is not based on a rational 

ground. If the presumption is appropriate, it only 

indicates that a part of the ultra-fine nickel powder 

produced in the producing method described in the 

Publication 2 may satisfy the characteristic of powder 

recited in the patented claim 1. 

    ... the Plaintiff conducted an additional test to 

indicate that the ultra-fine nickel powder produced in 

the method described in the Publication 2 is different 

from the ultra-fine nickel powder recited in the 

patented claim 1. ... then, it can be seen that it is not 

necessarily to be capable of producing the ultra-fine 

nickel powder satisfying all of the characteristics 

recited in the patented claim 1 if it is produced under 

Allegations by Defendant 

    The Plaintiff alleges that it is apparent for the 

ultra-fine nickel powder described in the Embodiment 

4 of Publication 2 does not satisfy the equation (2) for 

tap density in the patented invention, as indicated by 

the data of the test report of Exhibit A7 from the 

conducted additional test, thus the decision on 

opposition is erroneous in determining that the 

patented invention is described in the Publication 2. 

    ... reviewing the above test report, data is 

compared between from the additional test with respect 

to the bad point(x), acceptable point(ỏ) and good 

point(ƺ) in FIG. 1 of the Patent Gazette, and from the 

additional test in the Embodiments 1 and 4 of 

Publication 2. As a result of comparison, the additional 

test is conducted under the same condition except for 

the apparatus L/D (the apparatus L/D values are set as 
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the condition described in the Embodiment 4 of 

Publication 2 (Table 2 of Exhibit A7). 

    The above additional test sets the test condition 

taking the matters as of the filing when the 

applications corresponding to the invention of 

Publication 2 and the patented invention into 

consideration. That is, the invention described in the 

Publication 2 uses the quartz tube with 50 millimeter 

diameters as a reaction tube, and sets the 

length/diameter (hereinafter referred to as "apparatus 

L/D") value of reaction part of reaction tube as "6" in 

order to use the apparatus close to the apparatus used 

in the invention as of filing. On the other hand, the 

patented invention employs the quartz tube with tube 

diameter (65 millimeter diameter) obtainable as of 

filing, and sets the apparatus L/D value as "13.7" in 

considering that it is necessary to produce a lump sum 

ultra-fine nickel powder having a certain 

characteristic by lengthening the length of reaction 

part as of filing. As seen from the above, the condition 

setting is rational for the apparatus L/D indicated by 

the data of test report of Exhibit A7, and the condition 

is only set as of this time, as the most understandable 

condition for explaining and demonstrate that the 

obtained one in embodiments if Publication 2 and one 

of the patented invention are different one and 

different in the availability.⁹  

6, 8.9 and 13.7 for the bad point, acceptable point and 

good point respectively), and the good point only 

satisfies the equation (2) with respect to the additional 

test in FIG. 1. In contrast, in the embodiments of 

Publication 2, the additional test is conducted under the 

condition for which the apparatus L/D value is set as 

"6", and does not satisfy the equation (2) ... there is 

room for considering that the tester dare to set the 

numerical values not satisfying the equation (2) with 

respect to the embodiments of Publication 2. 

    Accordingly, the test report submitted by the 

Plaintiff lacks the objectivity and believability per se, 

and is not based on the specifications and the 

description of Publication 2. Thus, The decision on 

opposition should not be made in determining the 

novelty based on such data of test report. 

Judgment by the Court 

    (1) The decision on opposition determines that the patented inventions 1 and 2 is described in the 

Publication 2, thus these inventions fall under Act 29(1)(iii), and do not satisfy the requirement for patentability, 

whereas the Plaintiff alleges that this determination is erroneous. The "inventions described in the publication" 

specified in the same items should be constructed as matters described in the publication and matters 

understandable for a person skilled in the art from the publication ... 

    ... the Plaintiff submitted the Embodiments 1 and 4 of the Publication 2, 3 points (Ĭ, ƺ, ỏ) shown in FIG. 

1 of the specifications, and the test report (Exhibit A7) describing the result of additional test with respect to the 

Embodiment 1 of the specification. In addition, the Plaintiff alleges that the nickel powder does not satisfy all 

of the characteristics recited in the patented claim 1, which is produced under the condition described in the 
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Embodiments 4 of Publication 2. 

    However, this additional test is conducted under the condition for which the apparatus L/D values are set 

as "6" as in the embodiments of Publication 2 and "13.7" in the patented invention. In contrast, the production 

test is conducted under the condition described in the Embodiment 4 of the specification except for the apparatus 

L/D with respect to the data for 3 points (Ĭ, ƺ, ) shown in FIG. 1 of the specification (the specification does 

not describe the specific production condition.), and as a result, the point × and point  do not satisfy the 

equation (2), for which the apparatus L/D values are set as "6" and "8.9" respectively and the point ƺ satisfies 

the equation (2), for which the apparatus L/D value is set as "13.7". It can be seen that the apparatus L/D value 

is one of the factors on which the tap density value depends from the test result. 

    The specification and Publication 2 do not describe the reaction tube diameter D or reaction part length L 

at all, as well as the apparatus L/D value. Thus, it can be said that it would only a matter of design variation  

for a person skilled in the art how the apparatus L/D value is set. In addition, there is no rational ground for 

setting the apparatus L/D value as "6" (the tap density has the lowest value in the case that the apparatus L/D 

value is set as "6" in the additional test in FIG. 1 of the patented invention) in the embodiments of Publication 

2, and setting the apparatus L/D value as "13.7" (the tap density has the highest value in the case that the 

apparatus L/D value is set as "13.7" in the additional test in FIG. 1 of the patented invention) in the embodiments 

of the patented invention. 

    Therefore, it cannot be recognized that the result of additional test conducted by the Plaintiff precisely 

indicates the average grain diameter, tap density, geometrical standard deviation of grain size distribution, and 

average crystallite diameter for the nickel powder produced under the condition described in the Embodiments 

1 and 4 of Publication 2. 

    ... the Plaintiff asserts that if the ultra-fine nickel powder produced by the producing method described in 

the Publication 2 satisfies the characteristics recited the patented claim 1 as explained in the decision on 

opposition, it is only a small portion, and others do not satisfy the above characteristics. However, according to 

the above, the patented invention is a "novel invention of product". Thus, if a portion of the nickel powder 

produced based on the producing method described in the Publication 2 satisfies the characteristics recited the 

patented claim 1, it should be said that it does not hinder from recognizing that the patented invention is 

described in the Publication 2. 

    ... from the above, the decision on opposition is not erroneous in determining that the patented invention 

is described in the Publication 2, ... 
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Relevant portion 

of Examination 

Part III, Chapter 2, Section 1 
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Guidelines 

Classification of 

the Case 

41: Presence of novelty 

Keyword  

 

1. Bibliographic Items 

Case "Acid-addition salts of optically active piperidine derivative" (Trial for Invalidation) 

Intellectual Property High Court Decision, July 24, 2013 (2012 (Gyo KE) No. 10207) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2007-109 (JP 2007-145852A) 

Classification C07D 401/12 

Conclusion Dismissal 

Related 

Provision 

Article 29(1)(iii) 

Judges IP High Court Third Division, Presiding judge: Ryuichi SHITARA, Judge: Rika NISHI, Judge: 

Masaya TANAKA 

 

2. Overview of the Case 

(1) Summary of present invention 

 While since it has been generally known that optical isomers show different pharmacological activity or 

safety and there are also differences in the metabolic rates and the protein binding ratios therebetween, a 

pharmacologically preferable optical isomer is required for the medicine, the claimed invention is based on the 

finding that the present compound having (S)-form in the absolute configuration is a superior optical isomers acting 

as an active component in vivo having antihistaminic activity and antiallergic activity, since the (S)-ester has 

superior activity than those in (R)-ester in the test of inhibitory effects on histamine-induced death and the test of 

inhibitory effect on homologous PCA reaction using guinea pig. 

 In addition, while it is desirable for the medicine to have superior properties in physico-chemical stability 

in order to secure high quality of the optical isomer, the claimed invention is based on the finding that although 

various acid-addition salts of the present compound having (S)-form in the absolute configuration are the oily 

products or hydroscopic crystals, salts of benzene sulfonic acid is obtained as a crystalline having less hydroscopic 

property and having superior stability for storage, to be a particularly suitable compound as the medicine. 

 

(2) State of the art 

(i) Publication of Exhibit A1 (Invention of Exhibit A1): Indication of the amendment pursuant to Article 17bis for 

JP H2-25465A and Japanese Patent Application No. S63-175142 (identification by the Trial Decision) 

 "salt of benzene sulfonic acid of 4-[4-[(4-chlorophenyl)(2-pyridyl)methoxy]-1-pyperidyl]butanoic acid" 
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(cited from the Court Decision) 

(ii) Exhibit A75-1 Publication: "Separation technique (Bunri-Gijutsu)", Vol. 25, No. 5 (identification by the Court 

Decision) 

 "...it has been widely known that actions between the optical isomers against the biological organism are 

varied as a common general knowledge at the priority date of the present patent, and it can be perceived that 

chemical substances having different actions between the optical isomers against the biological organism have been 

tended to use it as the optical isomer, not use it as a racemic body itself, resulting from the recent progression in the 

technique for asymmetric synthesis and optical resolution." (cited from the Court Decision) 

 

(3) The Claims (only Claim 1 is described) (Present Patented Invention 1) 

[Claim 1] 

A benzene sulfonic acid salt of an optically active piperidine derivative represented by the formula (I) 

[Chemical formula 1] 

 

, which has (S)-form in the absolute configuration. 

 

(4) Procedural History 

January 4, 2007 : Patent Application filed by the Defendant (Patentee) (Priority date: December 26, 

1996) 

March 18, 2011 : Registration of establishment of the patent right (see "The Claims" as mentioned 

above) 

June 9, 2011 : Request for Trial for patent invalidation by Plaintiff (Muko No. 2011-800098) 

April 23, 2012 : Trial Decision that "the request for the present trial is dismissed  

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    The Present Patented Invention 1 is not the Invention of Exhibit A1 ...stated in ...Publication of Exhibit A1, 

and it cannot be decided that the patent of the Present Patented Invention 1 is granted by violating ...the provision 

of Article 29(1)(iii) of the Patent Act. 

(2) A difference between the invention ...identified by the Trial Decision and the Present Patented Invention 1 

is as follows: 

C    Difference 
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    4-[4-[(4-chlorophenyl)(2-pyridyl)methoxy]pyperidino]butanoic acid is "which has (S)-form in the absolute 

configuration" in the Present Patented Invention 1, while to have (S)-form in the absolute configuration is not 

specified in Invention of Exhibit A1. 

(hereinafter, 4-[4-[(4-chlorophenyl)(2-pyridyl)methoxy]pyperidino]butanoic acid is referred to as a "Present 

Compound"). 

    ...since it cannot be identified that an optical isomer included therein is disclosed upon which the racemic 

body is disclosed therein in case of a compound used for the medicine, the novelty of the Present Patented 

Invention has been affirmatively inferred ... 

Decision 

Allegations by Plaintiff 

(1)    Concerning the disclosure of the racemic 

body and the disclosure of its optical isomer 

    ...1991 (Gyo KE) No. 8 ...(hereinafter, referred to 

as "1991 Tokyo High Court Decision") has held that if 

a racemic body is publicly known, its optical isomer 

does not have novelty.  The Japan Patent Office has 

also determined that the disclosure of the racemic 

body leads to determine the disclosure of (R)-form 

and (S)-form against a pharmaceutical composition, 

after this Court Decision.  ...Therefore, if the racemic 

body is disclosed, it should be determined that (R)-

form and (S)-form are disclosed and it cannot be 

perceived that its optical isomer has novelty. 

    This is obvious in light of "Standard for 

operation relating to Product Patent System and 

Multiple Claiming System" of a Guideline on Japan 

Patent Office (formulated by the Patent Office on 

October, 1975) (...hereinafter, referred to as 

"Guideline").  ...the Guideline states that "it is a 

principle that an invention of a chemical substance in 

which the presence of its optical isomer is not obvious 

and an invention of its optical isomer are different 

inventions, each other.  (Provided that to be obvious 

herein means that the presence of its optical isomer is 

apparent by the presence of asymmetric carbon atom, 

as a simple optical isomer)."  This statement is of 

explaining that if the presence of the optical isomer is 

Allegations by Defendant 

(1)    The difference between the Present Patented 

Invention 1 and Invention of Exhibit A1 can be 

precisely said that (i) while the Present Compound in 

the (S)-form is used in the Present Patented Invention 

1, Invention of Exhibit A1 is not specified on this point 

(Difference (i)) ..., and (ii) while the Present 

Compound in the (S)-form is used as its benzene 

sulfonic acid salt in the Present Patented Invention 1, 

Publication of Exhibit A1 does not describe this point 

(Difference (ii)). 

    Concerning the Difference (i), it had not been 

known at the time of the priority date for the Present 

Patented Invention that the (S)-form is collected from 

the racemic body of the Present Compound described 

in Publication of Exhibit A1 by using the collecting 

method and condition stated in each experimental 

report ...of Exhibit A7.  Concerning the Difference 

(ii), there is no disclosure in Publication of Exhibit A1 

of "benzene sulfonic acid salt" of the Present 

Compound in the "(S)-form" according to the Present 

Patented Invention. 

(2) The Plaintiff has asserted that it cannot be perceived 

to have novelty for the Present Patented Invention since 

it should be determined that the disclosure of the 

racemic body leads to the disclosure of its (R)-form and 

(S)-form based on the 1991 Tokyo High Court 

Decision and the Guideline. 
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apparent, the invention of racemic body and the 

invention of the optical isomer are treated as the same 

invention.  ... 

(2)    Concerning that the method described in the 

experimental report of Exhibit A7 (hereinafter, 

referred to as a "method described in Exhibit A7) is 

obvious 

    While the Trial Decision has determined that it 

cannot be said that the method described in Exhibit A7 

is obvious for a person skilled in the art as a method 

for optically resolving the Present Compound, this 

determination is error.  Since there are several 

succeeded examples to actually resolve by using the 

column for use in the method described in Exhibit A7 

at the time of the priority date for the present patent..., 

it should be said that the method described in Exhibit 

A7 is obvious for a person skilled in the art as the 

method for optically resolving the Present Compound.  

Therefore, it should be said that it is equivalent that 

Publication of Exhibit A1 states a method for optically 

resolving the Present Compound by the method 

described in Exhibit A7. 

    However, while the 1991 Tokyo High Court 

Decision is a court decision of a "product" not having 

any activities itself as an intermediate of an insecticide, 

the Present Patented Invention is an invention relating 

to "compound used as an active ingredient of 

medicine".  So, the range of the above-mentioned 

court decision does not cover the Present Patented 

Invention. 

    In addition, while it can be considered that the 

assertion for the Guideline made by the Plaintiff is 

based on the opposite interpretation of a portion of "it 

is a principle that an invention of a chemical substance 

in which the presence of its optical isomer is not 

obvious and an invention of its optical isomer are 

different inventions, each other" by utilizing the 

statement of " Provided that to be obvious herein means 

that ...", the description within the parenthesis is merely 

of defining the wording of "obvious", not to be a basis 

of the above-mentioned opposite interpretation.  

Originally, the Guideline is not used no longer as a 

guideline by revising the standard for examination in 

1995 and is not utilized in any trial decisions. 

Judgment by the Court *the character(s) having italic face in the sentences is of correcting an obvious clerical 

error. 

    ...according to the description of Exhibit A75-1 Publication, it had been widely known as the common 

general knowledge at the priority date for the Present Patent (December 26, 1996) that the actions between the 

optical isomers against the biological organisms may vary, and it can be perceived that chemical substances 

having different actions between the optical isomers against the biological organism have been tended to use it 

as the optical isomer, not use it as a racemic body itself, resulting from the recent progression in the technique 

for asymmetric synthesis and optical resolution. 

    In consideration of the common general knowledge at the priority date for the Present Patent, when a patent 

application is filed on the basis of the finding that actions between optical isomers against the biological 

organisms are varied for an invention of a chemical substance, it is reasonable that novelty is perceived on a 

point of disclosing that the actions between the optical isomers included therein against the biological organisms 

are varied, even though its racemic body itself is publicly known. 

    The Plaintiff has asserted that it should be determined that each of (R)-form and (S)-form is disclosed if 

the racemic body is disclosed, based on the 1991 Tokyo High Court Decision and the Guideline and the presence 
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of the optical isomer especially for the Present Compound is clearly described in Publication of Exhibit A1, 

accordingly it is obvious to lack novelty for the Present Patented Invention in the (S)-form to be subjected. 

    However, the 1991 Tokyo High Court Decision is a court decision to deny novelty of an invention in a case 

of cancelling the Appeal Decision for cancelling the Appeal Decision denying novelty of the invention filed as 

a patent application having January 31, 1978 as a priority date, wherein when a racemic body comprising a pair 

of optical isomers is stated in a publication, it was raised as an issue whether or not the invention in which one 

of the pair is provided as a single substance has novelty and it should be said that the disclosure of the racemic 

body leads to the disclosure of the optical isomer since an optical isomer generally has no difference in the 

physico-chemical properties except the direction of the optical rotation.  It is obvious that such a court decision 

did not consider the common general knowledge at the priority date for the Present Patent (December 26, 1996).  

It is impossible that the court decision is a court case to be applied for the present case. 

    That is, ...in light of the common general knowledge at the priority date of the Present Patent, when a patent 

application is filed based on the finding that the chemical actions between the optical isomers against the 

biological organisms are varied in an invention of a certain chemical substance, it should be perceived to have 

novelty on a point of disclosing that the actions between the optical isomers included therein against the 

biological organisms are varied, even though the racemic body itself is publicly known.  There is an error in 

denying the novelty since the disclosure of the racemic body leads to the disclosure of its optical isomer as a 

determination at the priority date for the Present Patent. 

    In addition, concerning the Guideline, there is the statement asserted by the Plaintiff that (it is a principle 

that an invention of a chemical substance in which the presence of its optical isomer is not obvious and an 

invention of its optical isomer are different inventions, each other.  (Provided that to be obvious herein means 

that the presence of its optical isomer is apparent by the presence of asymmetric carbon atom, as a simple optical 

isomer)(Page Toku-13)).  It has to admit a room that this statement states that it should be understood that the 

disclosure of the racemic body leads to the disclosure of its optical isomer, since the presence of the optical 

isomer is obvious when the presence of the optical isomer is apparent by the presence of asymmetric carbon 

atom. 

    However, as mentioned above, since the common general knowledge at the priority date for the Present 

Patent had not been established at the time of 1978 as a common general knowledge, it is obvious that it had 

not been established at the time of 1975 as the common general knowledge.  Concerning the presence of 

novelty for the Present Patented Invention, it should be determined in light of the common general knowledge 

at the priority date ...of the Present Patent, and there is an error to be deteremined on the basis of the provision 

of the Guideline. 

    ...even though a large number of substances which can be resolved using the column used in the method 

described in Exhibit A7 is present, any examples in which the Present Compound or similar compound having 

chemical structure thereto can be optically resolved using the column have not been known.  So, it cannot be 

said that the method described in Exhibit A7 is obvious for a person skilled in the art as a method for optically 

resolving the Present Compound at the time of the priority date for the Present Patent and that it is equivalent 
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that Publication of Exhibit A1 states a method of optically resolving the Present Compound with the method 

described in Exhibit A7. 
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(42)-1 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Similarity of working and function 

 

1. Bibliographic Items 

Case "Construction material for permeable waterway" (Appeals against an Examiner's Decision of 

Refusal) 

Intellectual Property High Court Decision, May 24, 2005 (2005 (Gyo KE) No. 10287) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. H11-243947 (JP 2001-65040A) 

Classification E03F 1/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Residing judge Tomokatsu TSUKAHARA, Judge Masato 

TANAKA, Judge Tatsubumi SATO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention provides a construction material for 

permeable waterways which has a simple configuration, may be mass-

produced, and has excellent installability and easy handling, so as to 

construct the permeable waterways or a drainage channel readily at a low 

cost.  The construction material 1 for permeable waterways at least has 

an aggregate 2 and a pouch 3 that accommodates the aggregate 2 and has meshes each having a diameter smaller 

than that of the grain of the aggregate 2. 

 

(2) State of the Art (Approval of appeal decision) 

(i) Publication 1: JP H6-280296A 

 "A permeable fabric that is used to form a drainage having a V-shaped cross section and is constituted by 

a synthetic fiber material or a nonwoven fabric." (Cited from the Court Decision) 

(ii) Publication 2: JP H11-147010A 

[FIG. 2] 



Annex D: Court precedents relating to Novelty and Inventive Step 

- 24 - 

 A bag is disclosed in which the bag is used to arrange (to partially "form") at corner portions 42 of a river 

having an angularly U-shaped cross section (corresponding to "waterway having an angularly U-shaped cross 

section of the claimed invention).  The bag at least has a filtering material 22 ("aggregate"), and a package 

container 10 ("pouch") that is filled with ("accommodates") the a filtering material ("aggregate") and has meshes 

("meshes") each having a smaller size ("diameter") than the size ("grain diameter") of the filtering material 22 

("aggregate").  The bag is considered to be permeable and has a function to allow a part of water to be absorbed 

into the ground." (Cited from the Court Decision) 

 

 

 

 

 

 

 

 

 

(3) The Claims (Amended) (Only claim 1 is stated) 

[Claim 1] A construction material for permeable waterways to form a waterway having an angularly U-shaped cross 

section comprising: an aggregate; and a pouch accommodating the aggregate and having meshes each having a 

diameter smaller than that of a grain of the aggregate. 

 

(4) Procedural History 

June 26, 2002 : Amendment (see the above-mentioned "The Claims ") 

September 10, 2002 : Decision of refusal 

September 27, 2002 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2002-

18877) 

November 4, 2003 : Appeal decision stating that "the request for appeal for this case is dismissed." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    (3)    Comparison between the claimed invention and the invention described in Publication 1 

    <Differences> 

    "In the claimed invention, the permeable member consists of an aggregate and a pouch that accommodates 

the aggregate and has meshes fach having a diameter smaller than that of grains of the aggregate.  On the other 

hand, in the invention disclosed in Publication 1, the permeable member is constituted by a fabric made of a 

synthetic fiber or a nonwoven fabric." 

    (4)    Judgement of the difference 

[FIG. 2] [FIG. 5] 
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    "Considering the above-mentioned difference, Publication 2 discloses the bag used to be arranged (partially 

"form") at corner locations 43 of the river having an angularly U-shaped cross section (corresponding to the 

"waterway having an angularly U-shaped cross section" of the claimed invention...), the bag having a filtering 

material 22 ("aggregate"), and a package container 10 ("pouch") that is filled with ("accommodates") the a 

filtering materia ("aggregate") and has meshes ("meshes") each having a smaller size ("diameer") than the size 

("grain diameter") of the filtering material 22 ("aggregte").  Since the bag has a permeability, and has a function 

to allow part of the water to be absorbed into the ground, a person skilled in the art would readily arrive at the 

configuration of the claimed invention relating to the above-mentioned difference by applying the above-

mentioned configuration of the invention disclosed in Publication 2 as a permeable member that constitutes a 

construction material for permeable waterway of the invention disclosed in Publication 1 in order to allow water 

to be absorbed into the groud." 

Decision 

Allegations by Plaintiff 

    Also, in Publication 2, stacking up the bags 

around the corner portions of river to prevent erosion 

is merely stated..., and there is no disclosure and 

suggestion as in the claimed invention that the bag 

itself is installed so that the bag is brought into contact 

with top of the river to cover the river, i.e., the entire 

waterway, having an angularly U-shaped cross 

section, instead of part of such a waterway, is formed 

by the bag.  Therefore, a person skilled in the art 

cannot conceive of obtaining the configuration of the 

claimed invention by applying the bag of Publication 

2 to the invention of Publication 1. 

    Even if the bag of Publication 2 is replaced by 

the fabric or nonwoven fabric of the invention of 

Publication 1, this does not make the "construction 

material for permeable waterways" of the claimed 

invention that is installed to cover the unsupported 

gutter and to be adjacent to the top of the unsupported 

gutter, reinforces the unsupported gutter, and forms 

the entire waterway, having an angularly U-shaped 

cross section, on its own. 

Allegations by Defendant 

    ...In the appeal decision Publication 2 was cited to 

demonstrate that "an aggregate and a pouch having 

meshes each having a diameter smaller than that of the 

grain of the aggregate" as a permeable member used 

corner portions of river, is publicly known before the 

patent application for the claimed invention was filed.  

Since the construction material for permeable 

waterway of the invention described in Publication 1 

and the pouch described in Publication 2 have a 

commonality in that both are used for waterways and 

both has permeability, there is no inhibiting factor to 

apply the invention of Publication 2 to the invention of 

Publication 1.  Thus, obtaining the configuration 

relating to the above-mentioned difference by applying 

the pouch described in Publication 2 instead of the 

construction material for permeable waterways 

described in the invention of Publication 1, can be 

readily done by a person skilled in the art.  Therefore, 

the judgement made in the appeal decision that denied 

the inventive step of the claimed invention is correct. 

Judgment by the Court 

    The water-quality purification bag disclosed in Publication 2 aims for "purification of water-quality 

(environment preservation), protection at waterfront, water-flow control, impact alleviation of collision 
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water"..., in which "when permeating or passing through the water-quality purification bag, the water is purified 

by the filtering material."  On the other hand, the fabric or the nonwoven fabric disclosed in Publication 1 also 

forms a waterway to control water flow, and water permeates therethough so as to "purify rainwater having 

appropriate permeability and retention".  Thus, the fabric and the nonwoven fabric disclosed in Publication 1 

and the water-quality purification bag in Publication 2 have a commonality in that both has a function to control 

water flow and allow for permeability and retention of water, and therefore it is easily understood by a person 

skilled in the art that a water-quality purification bag that exerts its function of water flow control and 

permeability and retention of water in "rivers" is also applicable to a "drainage."  Furthermore, since the water-

quality purification bag of Publication 2 " can be changed its shape in accordance with the shape of sandbags," 

a person skilled in the art would readily understand that an embodiment in which arrangement of the bag along 

the surface of the "drainage" is viable.  Therefore, the judgement in the appeal decision stating that using the 

water-quality purification bag of the invention disclosed in Publication 2 in place of the fabric or nonwoven 

fabric of the invention disclosed in Publication 1 is applicable can be approved. 
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(42)-2 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, similarity of problems to be solved  

 

1. Bibliographic Items 

Case "Siloxane and siloxane derivatives as encapsulants for organic light-emitting devices" (Appeal 

against an Examiner's Decision) 

Intellectual Property High Court Decision, October 11, 2006 (2005 Gyo KE) No. 10717 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. H10-504964 (National Publication of International Patent 

Application No. H11-514791))  

Classification H05B 33/04 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Tomokatsu TSUKAHARA, Judge: Naoki 

ISHIHARA, Judge: Teruhisa TAKANO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    An organic light-emitting device (10) 

capsulated with a siloxane layer (17) is provided.  

The siloxane layer (17) is applied to the light-

emitting part of a diode (10) to protect it from 

contamination, degradation, oxidization, etc. The 

siloxane layer (17) supports an optical component 

such as a lens (18).  The optical component (18) 

is arranged so that the light generated in the diode 

(10) is output therethrough. 

 

 

 

[Fig. 1] 

Encapsulant 

light 

Anode 

Cathode 

Substrate 
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(2) State of the art 

(i) Publication 1 (Cited Invention 1b): JP H8-083688A (finding in the reason for the appeal decision published in 

the Court Decision) 

    "An organic EL element comprising a pair of contact electrodes, one functioning as an anode, and the other as 

a cathode, and 

    an organic light-emitting layer in which light is generated by electroluminescence when a voltage is applied 

between said pair of contact electrodes, characterized in that, 

the light-emitting part is covered by an overcoat layer and said overcoat layer comprises a light-scattering part 

placed in the light path." (Cited from the Court Decision) 

 

(ii) Citation 3 (Cited Invention 3): JP H5-036475A (finding in the reason for the appeal decision published in the 

Court Decision) 

    "Siloxane as a protective layer having a function to encapsulate an organic light-emitting device" 

 

(3) The Claims (Claimed Invention) 

[Claim 1] 

    An organic light-emitting element comprising a pair of contact electrodes, one functioning as an anode, and 

the other as a cathode, and 

    an organic area in which light is generated by electroluminescence when a voltage is applied between said pair 

of contact electrodes, characterized in that, 

    the light-emitting part is covered with siloxane and said siloxane comprises an optical component placed in 

said light path, and 

    said optical component consists of a lens, diffraction grating, diffuser, polarizer, or prism, or an arbitrary 

combination thereof embedded in said siloxane, formed in said siloxane, or arranged in the pocket-like part of said 

siloxane. 

 

(4) Procedural History 

July 10, 1996 : Patent application filed 

April 11, 2002 : Decision of refusal 

July 16, 2002 :

: 

Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2002-

13257) 

August 6,2004  : Amendment (Refer to "The Claims" above.) 

June 7, 2005 : Appeal decision to the effect that "the present appeal does not hold good" 

 

 

 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 
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Reason for the appeal decision published in the Court Decision 

(4) Determination on Difference between Claimed Invention and Invention a disclosed in Publication 1 

    The overcoat layer in Invention a disclosed in Publication 1 is for covering the light-emitting part and 

similarly the entire light-emitting part.  A person skilled in the art could have easily arrived at a matter of using 

siloxane as a protective layer having a function to encapsulate the organic light-emitting device described in 

Publication 3 instead of the overcoat layer of the invention described in Publication 1. 

(5) Comparison of and determination on Claimed Invention and Invention b disclosed in Publication 1 

    Comparison of the Claimed Invention and Invention b disclosed in Publication 1 reveals that the "organic 

light-emitting layer" and the "organic EL element" of Invention b described in Publication 1 correspond to the 

"organic area" and "organic light-emitting device" of the Claimed Invention respectively.  In addition, the 

"light-scattering part" of Invention a described in Publication 1 has the same meaning as "diffuser," and the 

"light-scattering part" of Invention a described in Publication 1 corresponds to the optical component of the 

Claimed Invention comprising "a lens, diffraction grating, diffuser, polarizer, or prism, or an arbitrary 

combination thereof." 

    Here, since the overcoat layer of invention b described in Publication 1 is provided on the light-scattering 

part to planarize the surface, if it is looked in its completed status, it can be said that the light-scattering part is 

embedded in the overcoat layer.  In addition, since the overcoat layer of the invention b described in 

Publication 1 and siloxane of Claimed Invention have the same function of covering the light-emitting part, 

both of them can be reworded as a covering layer. 

    Then, the identical features and the differences between the Claimed Invention and Invention b described 

in Publication 1 are identical with the identical features and the differences between the Claimed Invention and 

the invention a described in Publication 1. 

    Therefore, from the same reason as described in the determination in (4) above, it is a matter at which a 

person skilled in the art could have easily arrived to use siloxane described in Publication 3 as the protective 

layer having a function to encapsulate the organic light-emitting device and covering the light-emitting part 

similarly with the overcoat layer described in Publication 1 that is for covering the light-emitting part, in place 

of the overcoat layer of the invention b described in Publication 1. 

Decision 

Allegations by Plaintiff 

4. Reason for Cancellation 4 (Error in determination 

on the difference between Claimed Invention and 

Cited Invention 1b) 

... the overcoat layer of Cited Invention 1b is, the same 

as the overcoat layer of Cited Invention 1a, planarizes 

the uneven surface of the light-scattering part 

(Publication 1, paragraph [0033]), and there is no 

disclosure nor suggestion in Publication 1 that the 

Allegations by Defendant 

2. Against Reason for Cancellation 4 (Error in 

determination on the difference between Claimed 

Invention and Cited Invention 1b), 

(1) Plaintiff alleges that, while the overcoat layer of 

Cited Invention 1b is for planarizing the uneven surface 

of the light-scattering part, siloxane of Cited Invention 

3 is a protective membrane for the organic light-

emitting device, but not for planarizing the uneven 
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organic light-emitting device is encapsulated by the 

overcoat layer.  As described in 3(1) above, in 

organic light-emitting device equipment of Cited 

Invention 1b, an overcoat layer is formed between the 

substrate and the organic light-emitting device, and, 

since the overcoat layer is not disposed on the top 

surface, it does not need to play a role to encapsulate 

same as in Cited Invention 1a.  On the other hand, 

since siloxane of Cited Invention 3 is a protective 

membrane of the organic light-emitting device, and 

not for planarizing the uneven surface of the light-

scattering part as described in 2 above, the overcoat 

layer of Cited Invention 1b and siloxane of Cited 

Invention 3 have different functions and there is no 

motivation to replace the overcoat layer of Cited 

Invention 1b with siloxane of Cited Invention 3. 

    In Publications 1, and 3, it is not disclosed nor 

suggested to cover the top surface of the organic light-

emitting device with siloxane or siloxane derivatives 

in order to form an excellent barrier (shield layer) 

against external contaminant such as water, solvent, 

and dusts. 

surface of the light-scattering part, and therefore, the 

overcoat layer of Cited Invention 1b and siloxane of 

Cited Invention 3 have different functions and there is 

no motivation to replace the overcoat layer of Cited 

Invention 1b with siloxane of Cited Invention 3. 

    However, if we look at the relation between the 

light-emitting part (the organic EL element of Cited 

Invention 1b and the laminated structure of Cited 

Invention 3) and the covering layer (the overcoat layer 

of Cited Invention 1b and siloxane of Cited Invention 

3), since the light-emitting part is covered by the 

covering layer in both of Cited Invention 1b and Cited 

Invention 3, and Cited Invention 1b and Cited 

Invention 3 belong to the same technical field of 

organic light-emitting device, there is no special 

difficulty to make the feature according to the 

difference by replacing the overcoat layer of Cited 

Invention 1b with siloxane of Cited Invention 3. 

    In addition, since the overcoat layer of Cited 

Invention 1b has a function to improve adhesion by 

planarization and cover the light-emitting part, and 

siloxane of Cited Invention 3 protects the light-emitting 

part by covering it, they have a function to cover the 

light-emitting part.  Therefore, it is natural for a 

person skilled in the art who wants to try better 

materials to use siloxane of Cited Invention 3 instead 

of the overcoat layer of Cited Invention 1b.  In 

addition, even if attention is drawn to the function of 

planarization of the overcoat layer of Cited Invention 

1b, using siloxane as a membrane for planarization is a 

conventional well-known art as seen in JP H1-307247A 

(Exhibit B1) and JP H2-123754A (Exhibit B2).  

Therefore, there is no negative teaching for replacing 

the overcoat layer of Cited Invention 1b with siloxane 

of Cited Invention 3.  
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Judgment by the Court 

2. Concerning Reason for Cancellation 4 (Error in determination concerning the difference between the claimed 

invention and Cited Invention 1b) 

    ... according to the statement in Publication 1 "in the organic EL device of the claimed invention ... the 

organic EL element is formed on the substrate on which the light-scattering part is provided, and, when a light-

scattering part having an uneven surface is provided on the inner surface of the substrate so that the uneven 

surface faces the organic EL element, after forming a substantially flat surface by providing an overcoat layer 

on this light-scattering part, an organic EL element is formed on this overcoat layer.  If the organic EL element 

is formed directly on the light-scattering part without providing any overcoat layer, since the transparent 

electrode (transparent electrode constituting the organic EL element = anode) that directly contacts the light-

scattering part cannot be flat because of influence of unevenness of the light-scattering part, and, as a result the 

thickness of each layer composing the organic EL element is not constant, many dark spots form on the light-

emitting face, or broken wire due to short pass tends to occur" (Paragraph [0033]), ... it is acknowledged that an 

overcoat layer is formed to substantially planarize the uneven surface of the light-scattering part in order to 

avoid formation of many dark spots on the light-emitting face and broken wire by short pass caused by influence 

of unevenness of the light-scattering part when the organic light-emitting device is formed directly on the uneven 

surface of the light-scattering part.  ...  Siloxane of Cited Invention 3 is provided as a protective membrane to 

protect the organic light-emitting device against influence when a shield layer is formed on the outer surface of 

the organic light-emitting device, and it is acknowledged that it is especially preferable to be formed by a CVD 

method under a vacuum environment in order to prevent as much as possible degradation of characteristics of 

the light-emitting layer and opposing electrode in the process of forming the protective layer. 

    ... the overcoat layer of the Cited Invention 1b must be such that can substantially planarize the uneven 

surface of the light-scattering part, but, there is no evidence to prove that siloxane of the Cited Invention has 3 

has characteristics suited to planarization including the method for formation and the thickness of membrane, 

but, by contrast, it can be deduced from statements in the above Publication 3 and JP H1-307247A; that it is not 

suitable for planarization.  Then, even if the light-emitting part (the organic EL element of Cited Invention 1b, 

and the laminated structure of Cited Invention 3) is covered by a covering layer (the overcoat layer of Cited 

Invention 1b, and the siloxane of Cited Invention 3) in both of Cited Invention 1b and Cited Invention 3, and, 

both Cited Invention 1b and Cited Invention 3 belong to the same technical field of organic light-emitting device, 

it cannot be reasoned, by that alone, that a person skilled in the art could easily conceive to use siloxane of Cited 

Invention 3 in place of the overcoat layer of Cited Invention 1b.  
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(42)-3 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, similarity of problems to be solved, similarity of operations or 

functions, and negative teaching 

 

1. Bibliographic Items 

Case "Method for providing melody data" (Trial for Invalidation) 

Intellectual Property High Court Decision, March 24, 2010 (2009 (Gyo KE)No.10185)  

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2003-101546 (JP2003-333207A) 

Classification H04M 11/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Tetsuhiro NAKANO, Judge: Yoshiyuki 

MORI, Judge: Katsumi SHIBUYA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention relates to provision of 

melody data to a radio selective calling receiver 

which users can enjoy by adding a fresh melody as 

the annunciation sound and never get tired of it.  

If the user of melody data selects melody data 

through a phone line, the provider of melody data 

provides the selected melody data through a phone 

line after adding a code for melody data and a title 

of melody data. 

 

 

 

[FIG. 2] 

Code 

Code Title 

Note data 

Note data 
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(2) State of the art 

(i) Publication 1 (Cited Invention 1): JP H7-322323A (Finding by the trial decision) 

    "A radio selective calling receiver receiving messages with a selective calling signal and composing ringing 

tone information set by the user in advance to be used as annunciation sound when a message is received, comprising 

    an EEPROM 54 storing ringing tone information, 

    a switch section 4 to which a user's instruction is input, 

    an LCD 7 displaying messages, 

    a decoder 3 receiving data, and 

    a CPU 53, when data received by the decoder 3 is received as a selective calling signal, storing data received 

as the selective calling signal in RAM 52 storing message signals as messages, and when a ringing tone is composed, 

storing in EEPROM 54 as a ringing tone" 

 

(ii) Publication 2 (Cited Invention 2): JP H22-047936A (Finding by the trial decision) 

    "A radio receiver receiving melody data selected by a user in advance with an address and used as ringing tone 

when received" 

 

(3) The Claims (claimed invention) 

[Claim 1] 

    A radio receiver receiving messages with the first address, and receiving melody data selected by the user in 

advance with a second address and used as ringing tone when received, characterized in that the radio receive 

comprises: 

    a memory section for storing melody data, 

    an operating section in which a user's instruction is input, 

    a display section for displaying messages, 

    a receiving section for receiving data, and 

    a control section, when data is received by the receiving section with the first address, for storing data received 

with the first address as a message in the storing section storing message data, and, when received with the second 

address, storing data received with the second address by adding the data to the storing section as a new melody 

data 

 

(4) Procedural History 

August 4, 2006 : Patent right registered 

November 21, 2008 : Demand for a trial for invalidation of a patent (Muko No. 2008-800262) 

February 13, 2009  Demand for correction by Plaintiff (Refer to the above "The Claims.") 

June 2, 2009 : Trial decision to the effect "Correction is accepted.  ... the patent is invalidated." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 
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Trial decision 

    Since Cited Invention 1 and Cited Invention 2 are exactly the same with respect to technical problem to be 

solved and technical field in that they relate to an art to change a melody for annunciating receipt of call for 

radio receivers, there is no special difficulty in applying Cited Invention 2 to Cited Invention 1 and, on that 

occasion, taking into consideration that, with respect to radio receivers, to use addresses properly according to 

the use; namely, to have the second address in addition to the first address for other use, is a well-known art as 

disclosed in, for example, JP H7-321938A (Paragraph 39), JP H8-223625A (Paragraphs 22, and 52), and JP H3-

23727A (Page 2, Upper right column, Lines 1 to 20); in Cited Invention 1, in Cited Invention 1, as a means to 

obtain melody data, it is a matter which a person skilled in the art could easily make to adopt Cited Invention 2 

in Claimed Inventions and "receive" melody data "selected" in advance by the user with "the second address" 

and to be used as annunciation sound for incoming call. 

Decision 

Allegations by Plaintiff 

    The purpose of Cited Invention 2 is to provide a 

new and improved method to reprogram an alarm 

pattern for a remote receiver (Publication 2 [Exhibit 

A2], Page 2, lower left column, Line 20 to lower right 

column, Line 3), in Cited Invention 2, an alarm pattern 

is transmitted from a transmitter to a remote receiver, 

and the alarm pattern is reprogrammed and replaced 

in the remote receiver (Claims, "Claims 1 and 2").  

As stated above, the purpose of Cited Invention 2 is to 

provide data of melody from the outside of the radio 

receiver, reprogram and replace, and it is contrary to 

the purpose of Cited Invention 1 that the user 

composes by themselves favorite melodies using a 

selective calling receiver. 

    Therefore, there is a negative teaching to 

combine Cited Invention 2 to Cited Invention 1. 

... 

Since Cited Invention 2 reprograms and replaces the 

alarm pattern, it is heterogeneous to the technical idea 

of the claimed invention that receives melody data 

with an address other than that for receiving message 

data and additionally stores it in the memory section, 

and to the technical idea of Cited Invention 1 that the 

user him/herself composes a favorite melody. 

Allegations by Defendant 

    Plaintiff alleges that the purpose of Cited 

Invention 2 is to supply melody data from the outside 

of the radio receiver, and rewrite it by reprogramming, 

and since it is not consistent with the purpose of Cited 

Invention 1 that the user themselves composes a 

favorite melody using a selective calling receiver, there 

is a negative teaching to combine Cited Invention 2 to 

Cited Invention 1. 

    As already discussed, however, since Cited 

Invention 1 proposes "composing" as an aspect to 

obtain new melody data, it is not against the purpose of 

Cited Invention 1 to adopt a constitution to receive 

supply of melody data from the outside of the radio 

selective receiver as another aspect to obtained new 

melody data. 

... 

Since Cited Invention 2 is also common to the Claimed 

Invention and Cited Invention 2 in that their object is 

also to make it possible to use a new melody as 

annunciation sound for new arrival, there is sufficient 

motivation to apply with Cited Invention 2 to Cited 

Invention 1. 
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... there is no motivation to apply Cited Invention 2 to 

Cited Invention 1, and there is no motivation also to 

lead to the Cited Invention.  Determination of the 

trial decision that applies both Cited Inventions 

nevertheless is incorrect. 

Judgement by the Court 

    A. Combination of Cited Invention 1 with Cited Invention 2 

    Since both of Cited Invention 1 and Cited Invention 2 [1] belong to the same technical field of radio 

receivers, and [2] have common problem to be solved for the invention in that they aim at obtaining melody 

data to be used as a notification sound for new arrival, and [3] they have a similar function and operation in that 

they obtain melody data to be used as a notification sound for new arrival and store the melody data in the 

storage section, it should be understood that Cited Invention 1 and Cited Invention 2 can be combined with each 

other. 

    Although Plaintiff alleges that the purpose of Cited Invention 2 is to supply melody data from the outside 

of the radio receiver, and replace it by reprogramming, and, therefore, it differs from the purpose of Cited 

Invention 1 that the user themselves composes a favorite melody with a selective calling receiver, even if there 

is a difference as alleged by Plaintiff between Cited Invention 1 and Cited Invention 2, it cannot be said, because 

of that, that there is a negative teaching to combine Cited Invention 2 to Cited Invention 1, and, since there are 

common points between Cited Invention 1 and Cited Invention 2, they must be able to be combined with each 

other. 
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(42)-4 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

 

Keyword Relation of the technical field, Similarity of the problem to be solved, Obviousness of or 

easy to conceive the problem to be solved, Obstructive factor 

 

1. Bibliographic Items 

Case "Exhibit support" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, July 21, 2010 (2010 (Gyo KE) No. 10086) 

Source Website of Intellectual Property High Court, HANREI JIHO No. 2096, page 128, HANREI 

TIMES No. 1343, page 188 

Application 

No. 

Japanese Patent Application No. H8-243976 (JP H10-66638A) 

Classification A47G 1/06 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Takaomi TAKIZAWA, Judge: Makiko 

TAKABE, Judge: Yasuhito INOUE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention aims at providing an exhibit support 

2 which is easily assembled and furnished with a suitable design.  

The exhibit support 1 has a substantially, rectangularly annular thin-

plate-shaped frame 2 with a predetermined width.  One surface of 

each of central flat portions 21h to 24h acts as an inwardly-foldable 

surface for joining an exterior folding piece 21g to an interior folding 

piece 21f.  The other surface of each of the central flat portions 21h 

to 24h acts as a decorative surface. 

 

(2) State of the Art 

(i) Cited Invention (Cited Invention 1): (JP S55-114271U) (Findings of the Appeal) 

 "A decorative frame body comprising: a rectangular center plate 1 having a rectangular window 2 at the 

[FIG. 2] 
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center; an inwardly-bending left-side plate 8, an inwardly-bending right-side plate 10, an inwardly-bending external 

plate 7, and an inwardly-bending interior plate 22 all of which are provided along respective outer edges of the 

center plate 1 by way of outer bend lines; and an inwardly-bending center piece 32 provided along an inner edge of 

the center plate 1 by way of inner bend lines; wherein a picture plate 37 is housed in the interior of the decorative 

frame; and a center insert piece 16 provided on the inwardly-bending exterior plate 17 is inserted into a second kerf 

28 provided on the inwardly-bending interior plate 22, thereby making it possible to place the picture plate 37 so as 

to expose from the window 2" (cited from the court decision, and the drawings are cited from JP S55-114271U). 

 

 

 

(ii) Citation 3 (Cited Invention 3): JP S58-173517A 

 "'The frame is decorated before molding' is disclosed." (Cited from the court decision) 

 

(3) The Claims (Amended) (Claimed Invention) 

[Claim 1] An exhibit support comprising a substantially-rectangular annular thin-plate-shaped frame with a 

predetermined width; in which each of frame sides has two folding portions formed substantially in parallel to a 

center line of the frame and between the center line and an inner edge as well as between the center line and an outer 

edge, and also has a central flat portion, an outwardly folding piece, and an inwardly folding piece that are divided 

by the two folding portions; in which one surface of the central flat portion acts as a surface for joining the outwardly 

folding piece and the inwardly folding piece that are both folded inwardly; in which another surface of each of the 

central flat portion, the outwardly folding piece, and the inwardly folding piece acts as a decorative surface to be 

decorated before the outwardly folding piece and the inwardly folding piece are folded; and in which an exhibit can 

be placed by way of arbitrary engagement means such that at least a portion of the exhibit becomes exposed out of 

an opening. 

 

(4) Procedural History 

January 19, 2007 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2007-

5094) 

August 17, 2009 : Decision of refusal 

August 17, 2009 : Amendment (see above "The Claims") 

January 25, 2010 : The appeal decision stating that "the request for trial and appeal shall not lie." 

[FIG. 1] [FIG. 2] 
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3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision 

    A contradistinction between the claimed invention and the cited invention shows ... 

    (Difference 2) 

    In the claimed invention, "another surface of each of the central flat portion, the outwardly folding piece, 

and the inwardly folding piece acts as a decorative surface to be decorated before the outwardly folding piece 

and the inwardly folding piece are folded."  Meanwhile, it is uncertain for the cited invention to have such a 

process in this regard. 

    (About Difference 2) 

    ...the "photo-frame" is an equivalent of the "exhibit support" of the claimed invention, and hence ...the 

citation 3 can be said to disclose that "the frame is decorated before formation." 

    Also, the invention stated in the cited invention and that stated in the citation 3 fall in the same technical 

field of exhibit supports.  Therefore, a person skilled in the art could have easily conceived to realize the matter 

specifying the claimed invention pertinent to the Difference 2 by applying the configuration disclosed in the 

citation 3 to the frame of the cited invention. 

Decision 

Allegations by Plaintiff 

    (2)    Even if the citation is analogous in some 

aspect, the citation is on a different level when 

compared to the claimed invention in terms of 

conceptual and potential aspects.  The analogous 

aspect points out a common figuration and function in 

various fields (categories) of exhibits.  However, the 

cited invention is ...only a portion of the claimed 

invention and a kind of invention virtually subsumed 

under the claimed invention.  ...the case shows an 

erroneous interpretation of the Patent Office resultant 

from a failure to gain an insight of a potential 

outstanding quality as a result of being shackled by its 

ordinary, common appearance. 

Allegations by Defendant 

    (2)    Further, in the appeal decision, the 

identical feature and differences are pointed out by 

means of the contradistinction between the claimed 

invention and the cited invention 1.  The difference is 

appropriately interpreted, and hence the trial decision 

is free from the erroneous interpretation alleged by 

Plaintiff. 

Judgment by the Court 

    C    About Difference 2 

    The citation 3 discloses that "the frame is decorated before formation." (Exhibit B3) 

    It can be said that (1) both the cited invention 1 and the cited invention 3 fall within the same technical 

field of display supports, and inexpensively provide display supports; (2) an attractive  appearance of the 

display support is a problem to be ordinarily conceived and a similar problem also lies in the cited invention 1; 
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and (3) no difficulties will be encountered in accommodating the "picture plate 37" even if the frame is decorated 

before formation in relation to the cited invention 1 and presence of a motivation to apply the cited invention 3 

to the cited invention 1 can be deduced from a comprehensive determination that there is  no factors 

acknowledged for technical hindrance. 

    Consequently, a person skilled in the art could have easily conceived the configuration of the claimed 

invention pertinent to the difference 2 by applying the cited invention 3 to the cited invention 1. 
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(42)-5 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

 

Keyword Similarity of the problem to be solved, Well-known problem to be solved 

 

1. Bibliographic Items 

Case "Method for stirring and defoaming solvent, etc." (Trial for Invalidation) 

Intellectual Property High Court Decision, July 28, 2010 (2009 (Gyo KE) No. 10329) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2003-406507 (JP 2005-131622A) 

Classification B01D 19/00 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Tetsuhiro NAKANO, Judge: Misao 

SHIMIZU, Judge: Kenjiro FURUYA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention includes: housing a solvent in a container provided on an arm body; holding an 

interior of the container evacuated when rotating the arm body (revolving the container) and causing the container 

to spin; and detecting a temperature of the solvent, etc., in the container, thereby independently controlling the 

number of revolutions and spins of the container in accordance with an increase in the temperature of the solvent, 

etc., and stirring the solvent in an optimum state and performing deforming with a higher degree of accuracy. 

 

(2) State of the Art 

(i) Citation 1 (Exhibit A1) (Cited Invention 1): JP 2000-61207A (Findings of the Decision) 

 "...the cited invention 1 relates to an apparatus that revolves an evacuated kneading container with a drive 

motor, causing the kneading container to spin with the drive motor or another different driving machine to knead 

and defoam a material to be kneaded, and operating conditions for kneading are admitted to be previously set in 

accordance with conditions, like types of a material to be kneaded and a limit on a required temperature increase. 

 Further, the citation 1 explicitly shows a problem which occurs when a temperature is increased by stirring 

the material to be kneaded during kneading and defoaming operations in the kneading and defoaming apparatus.  
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The citation 1 discloses a method for providing a cooling fan as well as evacuating only the kneading container in 

order to suppress a temperature increase.  Consequently, the cited invention 1 is admitted to disclose a technical 

problem of a necessity for limiting a temperature increase of the container when the evacuated kneading container 

is caused to spin and revolve to knead and defoam the material to be kneaded."  (Cited from the Court Decision) 

(ii) Citation 2 (Exhibit A2) (Cited Invention 2): JP H5-150548A (Finding of the Decision) 

 "...the cited invention 2 relates to a method for mixing a plurality of toner materials.  It is admitted that, 

in order to cope with a temperature increase due to frictional heat caused by stirring the toner material during mixing, 

there is adopted a configuration for measuring an internal temperature of the hopper with a temperature sensor 

provided on an upper surface of the hopper when the toner material charged into a hopper is mixed by rotating the 

stirring member through rotational driving of a motor, and that ...the toner material can be stirred and mixed while 

held in a predetermined temperature range."  (Cited from the Trial Decision) 

 

(iii) Well-known Example (Exhibit A12): JP H5-72942A 

 "...the well-known document relates to an esterification reaction apparatus for esterifying a terephthalic 

acid and ethylene glycol and is admitted to disclose the followings.  When both materials are stirred and mixed in 

a mixing tank by rotation of stirring impeller vanes, a temperature increase in the mixing tank stemming from 

stirring heat is detected by a temperature detection end, and the number of rotations of the stirring impeller vanes is 

reduced so as to suppress the temperature of contents within a predetermined value.  Thus, the number of rotations 

of the stirring impeller vanes is controlled in accordance with a temperature change of the contents."  (Cited from 

the Court Decision) 

 

(3) The Claims (Corrected) (Only Claim 1 stated) (Corrected claimed invention 1) 

[Claim 1] A solvent stirring and defoaming method for stirring and defoaming a solvent stored in a container by 

rotating the container storing a solvent, etc., and rotating an arm body supporting the container, the method 

comprising: 

 controlling an internal evacuated state in the container while controlling the number of revolutions of the 

container or the number of revolutions and spins of the container; detecting a temperature of the solvent stored in 

the container while, at least, the container is evacuated; and, when the temperature rises to a given temperature, 

repeating an increase or decrease in the number of revolutions and spins of the container while independently 

controlling the number of revolutions and spins of the container. 

 

(4) Procedural History 

September 9, 2008 : Trial for Patent Invalidation by Plaintiff (Muko No. 2008-800174) 

December 26, 2008 : Request for correction by Ex-patentee 

February 3, 2009 : Transfer and Registration of Patent Right (from ex-Patentee to Defendant) 

June 16, 2009 : Amendment of Request for Correction (see above "The Claims") 

September 10, 2009 : The appeal decision stating that "the amendment shall be approved" and that "the 

request for trial and appeal shall not lie." 
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3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    ...the corrected claimed invention 1 cannot be said to have been easily conceived from the citations 1 and 

2 and the well-known techniques. 

    ...the difference between the corrected invention 1 and the cited invention 1 approved by the appeal 

decision...lies in the followings: 

<Difference 1> 

    As to evacuating the interior of the container while revolving and spinning the container, the corrected 

claimed invention 1 comprises "controlling an internal evacuated state in the container while controlling the 

number of revolutions of the container or the number of revolutions and spins of the container; detecting a 

temperature of the solvent stored in the container while, at least, the container is evacuated; and, when the 

temperature rises to a given temperature, repeating an increase or decrease in the number of revolutions and 

spins of the container while independently controlling the number of revolutions and spins of the container."  

In contrast, the cited invention 1 lies in: "previously setting the operating conditions in accordance with a type 

of a material to be kneaded and a limit on temperature increase; setting evacuation timing, a time of evacuation, 

and a degree of evacuation to optimum conditions; and performing operation to effect evacuation at required 

timing while revolving and spinning the container." 

    The appeal decision admits that the "operating conditions are previously set in accordance with the type of 

a material to be kneaded and a limit on temperature increase" and that "the temperature increase in solvent, 

etc.," is limited by the setting of the operating conditions and is not to be taken as an issue.  Further, the appeal 

decision admits that a motivation to further control the "temperature increase in a solvent, etc." by another 

technique is not found in the cited invention 1.... 

    The appeal decision admits that, "even when having a cognizance of "a limit on the temperature increase" 

during operation of the apparatus," the cited invention 1 "does not originally have a technical idea of "detecting 

a temperature of a solvent, etc""....  Secondly, the appeal decision admits that ... "a motivation to "detect a 

temperature of a solvent, etc." and further control "the temperature increase in the solvent, etc." is not found in 

the cited invention 1" ....   

Decision 

Allegations by Plaintiff 

    ...the cited invention 1 discloses taking a 

temperature limit as one of requirements for setting 

operating conditions of the apparatus ...and a problem 

of a temperature increase in the material A to be 

kneaded by stirring....  Certainly, "the operating 

conditions are previously set in accordance with the 

type of the material A to be kneaded and the required 

Allegations by Defendant 

    The cited invention 2 is for "stirring and mixing a 

plurality of types of toner materials charged into the 

hopper by driving the stirring member placed in the 

hopper."  The cited invention 2 is totally different in 

structure and technical field from the cited invention 1 

that "kneads and defoams the material to be kneaded 

by revolving and spinning the kneading container." 
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conditions (e.g., a limit on temperature increase)" ...is 

stated in the cited invention 1.  Hence, at the time of 

setting of the operating conditions, the conditions are 

assumed to be set in consideration of the temperature 

increase in a solvent, etc.  However, the temperature 

of the material A to be kneaded is increased by 

kneading.  Accordingly, the cited invention 1 does 

not bring the problem of the temperature increase 

itself into extinction.  Therefore, there exists a 

motivation to apply another means for solution to the 

problem of the temperature increase to the cited 

invention 1.  There is no factor of hindrance to 

adoption of another means for solution to the cited 

invention 1. 

    ...the cited invention 1 discloses taking a 

temperature ceiling as one of requirements for setting 

operating conditions of the apparatus and a problem 

of the temperature increase in the material A to be 

kneaded induced by stirring.  From this, it is obvious 

that ...in order to set the operating conditions in 

accordance with the temperature ceiling on the 

material A to be kneaded, there is naturally a need or 

motivation to measure the temperature of the material 

A to be kneaded when the material A to be kneaded is 

kneaded or defoamed under various operating 

conditions (the number of spins, the number of 

revolutions, a time, and others) in ...a test for 

determining the operating conditions. 

    Therefore, in the cited invention 1, there 

obviously exists a motivation to detect the 

temperature of the material A to be kneaded.  Since 

the opening of the container is an upper end, placing 

the temperature detection means in the vicinity of the 

upper end of the container in order to detect the 

temperature of the material A to be kneaded in the 

container is a layout a person skilled in the art 

naturally selects.... 

    ...the defoaming-type stirring apparatus, such as 

that stated in connection with the cited invention 1, was 

established and recognized in at least 2000 as another 

technical field that is in a clear departure from the 

technical field of the apparatus for rotating impellers 

(impeller vanes), etc. in the container (an apparatus for 

rotating the stirring member in a container).  

Therefore, it is hardly imaginable that a person skilled 

in the art in the technical field of the defoaming-type 

stirring apparatus had an opportunity to dare to know a 

document (the citation 2) in another technical field at 

the time of filing of the claimed invention (October 29, 

2003). 
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Judgment by the Court 

    ...the cited invention 1 explicitly shows ...a technical problem of a necessity for restricting temperature 

increase in the container when the evacuated kneading container is spun and revolved to knead and defoam the 

material to be kneaded.  It is admitted that in order to solve the problem, the operating conditions including 

the number of spins and revolutions of the container have been previously set.  In addition, the cited invention 

2 also has a similar technical problem of suppressing the temperature increase of a target that is stirred and 

mixed.  In order to solve the problem, it is admitted to detect a temperature of the target with the temperature 

sensor disposed on the upper surface of the hopper; to decrease the temperature by decreasing the number of 

rotations of the stirring member when the temperature increases to a given temperature; and to repeat a decrease 

or increase in the number of rotations of the stirring member by controlling the number of rotations in 

accordance with a detected temperature in subsequent steps. 

    Further, the well-known example of the present applicaiton also discloses the technical problem of 

preventing the temperature from increasing to a given level or more due to stirring and also discloses the 

technical matter for controlling the number of rotations of the stirring impeller vanes in accordance with the 

detected temperature to solve the technical problem. 

    Accordingly, it is admitted that both the cited inventions 1 and 2 and the well-known example of the present 

application all have the similar technical problem of preventing a temperature increase caused by stirring 

operation at a given temperature, and provide the means for solving the problem respectively. 

    Consequently, in consideration of the technical problem, itself, of preventing the temperature increase in 

excess of a given level by stirring being a well-known technical problem shown in the well-known example of 

the present application, it must be said that a person skilled in the art easily could have conceived ...the 

configuration of detecting a temperature of the target and controlling operating conditions of the container 

including the number of spins and revolutions in accordance with a detected temperature, by means of adopting 

the technical idea disclosed in the cited invention 2 having the common technical problem, namely, an idea of 

controlling the number of rotations of a stirring member when the temperature of the target is detected and when 

the temperature increases to a given level, in place of the configuration in the cited invention 1 for previously 

setting the operating conditions including the number of spins or revolutions for kneading in accordance with 

conditions, like a limit of temperature increase. 
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(42)-6 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, similarity of problems to be solved 

 

1. Bibliographic Items 

Case "A biosensor and a set of electrodes used for the same, as well as a method to form the 

biosensor" (Appeal against an Examiner's Decision) 

Intellectual Property High Court Decision, December 22, 2010 (2010 (Gyo KE) No. 10147 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2004-319511 (JP 2005-37406A) 

Classification G01N 27/30 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Shuhei SHIOTSUKI, Judge: Tomoko 

MANABE, Judge: Minoru TANABE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The Claimed Invention relates to a biosensor that forms a test 

reagent distribution having a thickness that makes a chemical 

reaction roughly uniform and enables accurate analysis possible.  

The biosensor of the claimed invention comprises a plate element 

having a predetermined reaction zone and a recess provided 

adjacent to the reaction zone.  In addition, the biosensor of the 

present invention is provided with a test reagent placed in the 

reaction zone.  Preferably, the recess is circumscribed to at least 

a part of the reaction zone. 

 

(2) State of the art 

(i) Cited invention (Cited Invention 1): (JP H7-275251A) (Finding by the appeal decision) 

[FIG. 1] 
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    "A biosensor having a structure in which two insulating substrates (1a) and (1b) are laminated to leave a space 

section (6) facing a reactive layer (3) having a spacer (4) therebetween, and all electrode systems and the reactive 

layers and the spacers are formed on the lower insulating substrate (1a), and the upper insulating substrate (1b) 

having a notch (11) from which a connecting terminal is disposed and a discharge vent (62) is bonded and laminated 

by the spacer (4) and the electrode system formed on the lower insulating substrate (1a) is composed of a lead (21), 

an electrode (22), a connecting terminal (23), and an insulating layer (5) and a reactive layer (3) containing 

biologically-relevant substances such as enzyme, etc. is provided on the electrode (22) by application of coating 

fluid by a dispenser, and a part that does not need to be exposed to the electrode and the lead are covered with the 

insulating layer (5), and the spacer (4) are formed by partial application on the lower insulating substrate as linear 

patterns on the both sides so that the space section (6) for causing the reactive layer to contact the sample solution 

and the feed port (61) and the side edge opposite the feed port open."(Cited from the Court Decision) 

 

(ii) Citation 3 (Cited Invention 3): JP H2-001535A (Finding by the appeal decision) 

    "A sensing device, namely a biosensor in which a coating (32) of a test reagent such as enzyme is formed on a 

measuring electrode (21), and the measuring electrode (21) is surrounded by a "moat" (33) as shown in FIG. 2 is 

stated, ... the moat can be called a recess formed surrounding the electrode not to contact the electrode.  In addition, 

it is stated that a sharp border for coating composition by surface tension as a function of the moat and its breadth 

is accurately limited to the electrode area." 

 

(3) The Claims (Cited invention) 

[Claim 1] 

A biosensor comprising a first surface, a prescribed reaction zone on said first surface, a lower plate element 

adjoining said reaction zone on said first surface and formed to include recesses arranged at least to be circumscribed, 

a test reagent covered by at least a part of said reaction zone, and an upper plate element extending to cross said test 

reagent and acting together with said lower plate element in order to define a clearance, wherein 

    said clearance has an opening and has a dimension to transfer sample of fluid from said opening to the test 

reagent, 

    at least a part of said recess is located in a clearance between said opening and the test reagent, and at least one 

of said recesses has a width of 1000 mm, 

    a spacer (15) comprising a first part (70) and a second part (72) is provided between said upper plate element 

and lower plate element, and 

    opposing rims (64) extending between both ends (60, 62) of the first part (70) and the second part (72) and the 

second part (72) respectively form said clearance together, and each end (62) of said first part and second part are 

arranged spaced from an electrode array formed in said reaction zone. 

 

(4) Procedural History 

November 12, 2004 : Patent application filed (priority date of the original application: October 6, 2000, 

U.S.A.) 
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September 26, 2007 : Amendment (Refer to "The Claims" above.) 

January 10, 2008 : Decision of refusal 

April 11, 2008 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No.2008-

9110) 

December 21, 2009 : Appeal decision to the effect that "the present appeal does not hold good" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 

(Difference) 

     While, in Claimed Invention, the lower plate element adjoins the reaction zone on the first surface, and is 

formed to include recesses arranged at least to be circumscribed, and at least a part of recesses is located in a 

clearance between the opening and the test reagent, and at least one of the recesses has a width of 1000 mm, 

the invention of Publication 1 does not have such recesses. 

 

    Here, the above difference is examined. 

    Publication 2 states ... . 

    On the other hand, it is a common general technical knowledge naturally recognized by a person skilled in 

the art that, in a biosensor in which a reaction zone is formed by covering the electrode with coating fluid 

containing the test reagent, if, when the coating fluid is supplied and made spread over the electrode, the coating 

fluid does not spread over the entire electrode and the thickness of covering coating fluid is uneven, the test 

reagent exists unevenly on the electrode, and accurate analysis cannot be made. 

    Then, it can be said that it is a matter in which a person skilled in the art could easily achieve, in the 

invention of Publication 1, to form recesses as stated in Publication 2 around the electrode so that application 

by a dispenser to the reaction zone on the electrode is made uniformly, and to form recesses adjoining the 

reaction zone and at least to be circumscribed including a clearance between an opening for introducing sample 

of liquid and the reaction zone, and, at that time, to optimize the width of recesses to be 1000 mm in accordance 

with the structure of the biosensor such as the size of the reaction zone.  

Decision 

Allegations by Plaintiff 

B. The problem to be solved by the cited invention is 

to reduce cost by decreasing the space sheet, which is 

a constituent part, and making the structure simple, 

and, for that purpose, there is adopted a construction 

in which spacer can be omitted by printing or applying 

a spacer to an insulating substrate.  

    Since there is no statement concerning the 

thickness of the reactive layer in Publication 1, and 

Allegations by Defendant 

B. In a biosensor, it is a matter in which a person skilled 

in the art naturally recognizes that, if the coating fluid 

containing a test reagent does not spread over the whole 

electrode and the thickness of the coating fluid (test 

reagent) is not uniform, accurate analysis cannot be 

performed.  Therefore, it is a self-explanatory 

technical problem to be solved to carry out accurate 

analysis in the technical field of analysis, and in a 
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also there is no statement to the effect that, in forming 

the reactive layer, processing is carried out on the 

lower insulating substrate or other members, it should 

be understood that, in the cited invention, there is no 

recognition on the thickness of the reactive layer, and 

also it is not recognized to provide other constitution 

to control the thickness of the reactive layer.  

    Therefore, Publication 1 is aimed only to lower 

the price of the biosensor by making the structure 

simple, and there is no suggestion, in order to make 

accurate analysis possible, to provide a "recess" to 

make the thickness of the test reagent uniform. 

    As stated above, since "moat" in Publication 2 

and "recess" in Claimed Invention have different 

purposes, operations, and effects to provide such 

constitution, there is no motivation, in order to "form 

a test reagent distribution with a thickness that makes 

the chemical reaction roughly uniform," to make the 

constitution according to the "recess" in Claimed 

Invention by combining with the "moat" of 

Publication 2. 

C.  In addition, right from the start, as of the priority 

date of Claimed Invention, it was not a common 

general technical knowledge among persons skilled in 

the art, in a biosensor in which a reaction zone is 

formed by providing the test reagent to cover the 

electrode, in order to carry out accurate analysis, 

making the thickness of the test reagent uniform. 

D.  And, while the whole reactive layer including a 

pair of electrodes is covered by the test reagent in the 

reactive layer of the cited invention, in the reaction 

zone of Publication 2, only one electrode out of three 

is covered with the test reagent and other electrodes 

than one covered by coating composition are not 

covered by the test reagent because of the function of 

the moat.  Therefore, since the cited invention and 

Publication 2 are different from each other in the 

biosensor in which a reaction zone is formed by 

covering the electrodes with coating fluid containing 

the test reagent, in order to carry out accurate analysis, 

to providing coating fluid on the whole electrode with 

a uniform thickness is common general technical 

knowledge stated also in Exhibits B 2 and B3. 

    Based on this common general technical 

knowledge, the appeal decision only discussed the 

possibility of application of matters stated in 

Publication 2 to the biosensor of the cited invention. 

    For a person skilled in the art, it is a normal matter 

to repeat trial and error with respect to the structure of 

the sensor and to improve it, and it is nothing special 

for a person skilled in the art to improve the biosensor 

of the cited invention and make it possible to make 

accurate analysis.  

C. As stated in 1 above, both of the "recess" of the 

claimed invention and "moat" of Publication 2 have a 

technical problem to be solved to form a border for the 

reactive layer on the electrodes, and the number of 

electrodes covered by the reactive layer does not affect 

the essence of the technical problem to be solved. 

D. Therefore, as of the priority date of the claimed 

invention, there was a motivation to combine matters 

stated in Publication 2 with the cited invention to 

dissolve the difference.  
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manner of coverage of electrodes by the test reagent, 

there is no motivation to combine matters stated in 

Publication 2 with the cited invention. 

Judgment by the Court 

    While the biosensor of the cited invention is an apparatus to measure chemical substances such as glucose 

in blood (Paragraph [0001] of Publication 1) and the sensor of Publication 2 is also an apparatus to measure 

chemical substances such as glucose in aqueous solution (Page 1, lower right column, second line from the 

bottom to Page 2, upper left column, line 4), and they belong to the same technical field, it is a self-evident 

matter for a person skilled in the art to carry out accurate measurement and analysis with a biosensor that is an 

apparatus to detect the existence and concentration of chemical substances, and realization of an apparatus for 

carrying our accurate measurement and analysis is a natural technical problem to be solved for a person skilled 

in the art. 

    Therefore, it can be said that there is motivation to combine the constitution of the "moat" in Publication 2 

with the cited invention in order to solve the above technical problem to be solved. 

(2) In this regard, Plaintiff alleges that, the cited invention has no recognition of the thickness of the reactive 

layer, nor recognition of providing other constitution to control the thickness of the active layer, and the cited 

invention aims only to make the biosensor low-priced by making the structure simple, and does not suggest to 

provide a recess in order to make the thickness of the test reagent uniform. 

    Without doubt, it can be said that, according to Publication 1, Paragraphs [0004] to [0006], the problem to 

be solved by the cited invention is in order to provide a low-priced biosensor, to make the structure simple, and 

reduce the number of constituent parts, and reduce the number of manufacturing processes, and it can be said 

that the means for solving the problems by the cited invention is to form a spacer on one of two insulating 

substrates composing the biosensor by a method such as printing and omit an independent spacer sheet. 

    However, it is self-explanatory for a person skilled in the art to carry out accurate measurement and analysis 

in a biosensor that is an apparatus to detect the existence and concentration of chemical substances, and the 

realization of apparatus to carry out accurate measurement and analysis is a natural technical problem to be 

solved for a person skilled in the art. 

    In addition, in an extreme case in which the thickness of the test reagent on the electrode is not uniform, 

and it is not made spread over a part of the reaction zone or reactive layer, for example, since it is obvious that 

accurate measurement or analysis using such a sensor is impossible, it is hard to imagine that the inventor of 

the cited invention and a person skilled in the art who accessed Publication 1 do not consider the thickness of 

test reagent on the electrode. 

    ... 

    Then, even if no statement is clearly shown with respect to the thickness of test reagent in Publication 1, it 

is a matter in which a person skilled in the art should consider and there is no lack of motivation to provide a 

hollowed part, namely a "recess" around the electrode by combining the "moat" of Publication 2 with the 

biosensor of the cited invention. 
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(42)-7 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of the technical field, Similarity of the problem to be solved, obviousness of or 

easy to conceive the problem to be solved, Obstructive factor 

 

1. Bibliographic Items 

Case "Nonvolatile memory device"  (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, September 29, 2011  (2011 (Gyo KE) No. 10045) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2008-98991 (JP 2008-204623A) 

Classification G11C 16/02 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Takaomi TAKIZAWA, Judge: Makiko 

TAKABE, Judge: Akimitsu ARAI 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention is a flash memory device having first buffer memory and second buffer memory 

as buffer memory for temporarily storing information to be recorded in a memory block, wherein the first buffer 

memory and the second buffer memory are connected in parallel between the input-output terminals and the memory 

block; and another write data are transferred from the input-output terminals to the second buffer memory in the 

middle of write data stored in the first buffer memory being transferred to a predetermined sector of the memory 

block, whereby consumption current which flows during erasure or writing of the entire device is dispersed timewise, 

and erasure and writing, or rewriting, of the nonvolatile memory device is efficiently speeded up with low power 

consumption. 

 

(2) State of the Art 

(i) Citation (Cited Invention): JP S63-81660A (Findings of the decision) 

"...the citation discloses that there are two pieces of buffer memory in connection with operation for writing data in 

the "hard disk memory unit DSK" by use of the "buffer memory BUF1" and "buffer memory BUF2" connected in 
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parallel between the "interface circuit HINF" and the "hard disk memory unit DSK"; and that, while data equivalent 

of one sector transferred from one of the buffer memory are written in the sector of the memory device, the next 

data equivalent of one sector supplied from the host are written at high speed in the other buffer memory, thereby 

improving processing capability of the system."  (Cited from the court decision) 

(ii) State of the Art (Findings of the decision) 

"...adopting "flash memory" in place of "magnetic memory," like a conventionally-used hard disk memory unit, in 

the technical field pertinent to the nonvolatile memory device is well known (Exhibit A15 and Exhibit B1)." (Cited 

from the court decision) 

 

(3) The Claims (Amended) (only claim 7 stated) (Claimed invention) 

[Claim 7] A flash memory device comprising a memory block having a plurality of sectors made up of a plurality 

of flash memory cells; a buffer memory for temporarily storing information to be recorded in the memory block; 

input-output terminals; and a read-write circuit for controlling transfer of information between the memory block 

and the buffer memory and between the input-output terminals and the buffer memory; wherein first buffer memory 

and second buffer memory are provided as the buffer memory; and the first buffer memory and the second buffer 

memory are connected in parallel between the input-output terminals and the memory block; and the read-write 

circuit instructs the first buffer memory, the second buffer memory, and the memory block to control transfer of data 

between the memory block and the first buffer memory, transfer of data between the memory block and the second 

buffer memory, and transfer of data between the input-output terminals and the first and second buffer memory, 

thereby transferring another write data from the input-output terminals to the second buffer memory in the course 

of transferring the write data stored in the first buffer memory to a predetermined sector of the memory block. 

 

(4) Procedural History 

April 7, 2008 : Patent Application (the original filing date: March 4, 1993) 

September 3, 2009 : Decision of Refusal 

January 7, 2010 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2010-

345), 

Amendment (see above "The Claims") 

September 27, 2010 : The appeal decision stating that "the request for trial and appeal shall not lie." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    The claimed invention can be readily conceived by a person skilled in the art on the basis of the techniques 

stated in the cited invention and the well-known examples and shall be unpatentable under Article 29(2) of the 

Patent Act. 

    ...The trial decision found a difference between ...the claimed invention and the cited invention...as follows: 

    ...Difference 1: The claimed invention is a "flash memory device" in which the "nonvolatile memory 
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device" has "a plurality of flash memory cells."  Meanwhile, the cited invention is a "hard disk memory 

controller and a hard disk memory unit DSK" in which the "nonvolatile memory device" is made up of 

"magnetic memory." 

Decision 

Allegations by Plaintiff 

    The "magnetic memory" and the "flash memory" 

are different from each other in terms of operation for 

writing data into an area where data are already 

written; namely, rewriting operation.  Therefore, in 

the cited invention, it is not necessarily easy to replace 

the magnetic memory with flash memory.  

Specifically, the magnetic memory of the cited 

invention can implement rewriting operation simply 

by writing data on a sector of interest.  In contrast, 

the flash memory of the claimed invention is different 

in the following points.  Namely, the flash memory 

cannot implement rewriting operation by simply 

performing overwriting operation.  First, contents in 

a memory cell of the sector of interest are erased.  

Second, data are written into the memory cell, 

whereupon rewriting operation is finally completed. 

    Therefore, the magnetic memory and the flash 

memory differ from each other in terms of rewriting 

operation.  Rewriting operation of the flash memory 

is more complicated in terms of control than that of 

the magnetic memory.  As a consequence, even a 

person skilled in the art encounters difficulties in 

employing the "flash memory" made up of the "flash 

memory cell" of the prior art in place of the "hard disk 

memory unit DSK" of the cited invention made up of 

the "magnetic memory."  The trial decision stating 

that a person skilled in the art could have easily 

conceived this employment is accordingly 

unreasonable. 

Allegations by Defendant 

    A    The cited invention relates to a "hard disk 

memory controller and a hard disk memory unit DSK" 

using "magnetic memory."  The cited invention 

shares a commonality in technical field with the known 

invention 1 relating to the "flash memory device," in 

terms of techniques pertaining to nonvolatile memory 

devices. 

    In a technical field pertaining to such a nonvolatile 

memory device, a technical idea of adopting "flash 

memory" in place of the conventionally-employed 

"magnetic memory" has been well known (Exhibit A15 

and Exhibit B1). 

    Therefore, a person skilled in the art could have 

easily conceived a configuration pertinent to the 

difference 1 of the claimed invention, in consideration 

of the common general knowledge, by applying the 

technique of the cited invention, which relates to the 

"hard disk memory controller and the hard disk 

memory unit DSK" using the "magnetic memory," to 

the "flash memory device," such as that described in 

connection with the claimed invention. 

    B    Further, the "flash memory device" is 

common general knowledge, and it is also common 

general knowledge for a person skilled in the art that 

the "flash memory device" requires erasure prior to 

rewriting operation.  Therefore, a person skilled in the 

art could have naturally made modifications to the 

circuit in such a way that erasure is performed prior to 

rewriting, when employing the "flash memory device" 

in place of the "hard disk memory unit DSK" of the 

cited invention made up of the "magnetic memory." 
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Judgment by the Court 

    ...the cited invention employs the "hard disk memory unit DSK" as a memory device.  However, it is 

obvious that the problem that efficiently transferring data between a host and a memory device fraught with  

read and write operations of data in the memory device to enhance the processing capacity exists in other 

memory devices as well as in a hard disk memory unit. 

    Further, it is well known in the technical field pertinent to the nonvolatile memory device that  "flash 

memory" is adopted in place of "magnetic memory" like a conventionally-used hard disk memory device  

(Exhibit A15 and Exhibit B1). 

    The cited invention controls transfer of data between the host and the memory device by use of two pieces 

of buffer memory, which is irrelevant to a difference in rewriting operation of the memory device.  Hence, it 

is obvious for a person skilled in the art who came to know the description of the citation that the data transfer 

method referred to in the cited invention can also be implemented by a memory device other than the hard disk 

memory unit. 

    Accordingly, employing the "flash memory" made up of the well-known "flash memory cell" in place of 

use of the "hard disk memory unit DSK" in the cited invention could have easily been conceived by a person 

skilled in the art. 
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(42)-8 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, similarity of problems to be solved, and problem to be solved is 

self-evident or a matter that can be easily conceived 

 

1. Bibliographic Items 

Case "Sushi roll (makizushi)"(Appeal against an Examiner's Decision) 

Intellectual Property High Court Decision, December 14, 2011 (2011 (Gyo KE) No. 10169)  

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2005-38500 (JP2006-223131A) 

Classification A23L 1/10 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Presiding Judge: Tetsuhiro NAKANO, Judge: Tamotsu SHOJI, 

Judge: Toshiya YAGUCHI 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention is an invention relating to a sushi roll (makizushi) 

in which blue portion of pickled aubergine is used as a core of sushi roll, and 

its problem to be solved is to provide a sushi roll in which blue foodstuff which 

is highly safe, does not easily decay, and easily harvested and prepared is used 

as sushi filling, and, by adopting each constitution stated in Claims to solve 

this problem, the present invention can achieve an effect to provide sushi 

having clear blue color and to enrich impression of colors given by sushi. 

 

(2) State of the art 

(i) Citation 1 (Invention of Exhibit A1): JP H8-289721A 

    "The problem to solve is the fact that shredded pickles are vulnerable to becoming loose, which is inconvenient 

for packing or preparing sushi rolls, and, in order to solve this problem, by providing sticks of pickles formed by 

[FIG. 1] 
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adding thickening agent to shredded pickles and mixing them, it is possible to prevent shredded pickles from 

becoming loose, and to easily pack and prepare sushi roll using such a stick as a core" (cited from the Court 

Decision) 

 

(ii) Citation 2 (Invention of Exhibit A2): JP H8-173028A 

    "A method to obtain lightly pickled aubergine that is colored in clear blue, has no color unevenness, is crunchy, 

and has homogenous taste" (cited from the Court Decision) 

 

(3) The Claims (Claimed Invention) 

[Claim 1] Sushi roll containing blue portion of pickled aubergine in the core 

 

(4) Procedural History 

February 16, 2005 : Patent application files (Refer to "The Claims" above.) 

April 14, 2010 : Decision of refusal 

July 16, 2010 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No.2006-

223131) 

March 29, 2011 : Appeal decision to the effect that "the present appeal does not hold good"  

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 

Since it can be said that a sushi roll of the cited invention containing pickles as the core has above-mentioned 

well-known problem to be solved of giving variety to coloration of sushi rolls, and it was a well-known matter 

before the filing date of the claimed invention to give variety to coloration of the core of the sushi roll to solve 

the problem and to use colorful pickles (such as pickled radish (takuwan)) as cores of sushi rolls, it is a matter 

in which a person skilled in the art naturally conceives to use colorful pickles for cores that give variety to 

coloration, trying to give variety to coloration of the sushi roll with the purpose of solving the above well-known 

problem of giving variety to coloration of the sushi roll, which is the above well-known problem to be solved, 

in the sushi roll of the cited invention having pickles in the core. 

    On the other hand, it is stated in Publication 2 that there is pickled aubergine as one of pickles and pickled 

aubergine has been appreciated for its color together with its taste and clear indigo is most appreciated 

(Indication by excerpt (2a)), and, in addition, it was a well-known matter before the filing of the present 

application that the indigo color of pickled aubergine came from the skin of aubergine. 

    Therefore, in a sushi roll containing pickles in its core of the cited invention, it is acknowledged that it was 

a matter at which a person skilled in the art could have easily arrived to try to give variety to coloration of the 

sushi roll that is a problem to be solved and, with the purpose of solving the problem, to try to give variety to 

coloration with cores of the sushi roll by applying the above well-known matter and to use colorful pickles as a 

core to give variety to coloration and to use, as a colorful pickle, the skin of aubergine having clear indigo color 
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(blue portion).as stated in Publication 2 and well-known before the filing of the present application. 

Decision 

Allegations by Plaintiff 

(A) Error in finding concerning well-known problem 

to be solved 

    The appeal decision found that it was a well-

known problem to be solved before the filing of the 

present application to try to give variety to coloration 

of a sushi roll, and it is a well-known matter to give 

variety to coloration by cores of the sushi roll, and to 

use pickles as the cores, with the purpose of solving 

the problem to be solved. 

    However, even if the above problem to be solved 

was well-known, it cannot be said that the same 

problem to be solved exists for the Invention of 

Exhibit A1.  Namely, an invention concerning a stick 

of pickles is stated in Exhibit A1 (Paragraph [0001]), 

and its problem to be solved is to pack shredded 

pickles for aged persons with weak teeth so that 

shredded pickles do not get loose (Paragraphs [0002] 

and [0003]), but there is no statement of 

consideration, when manufacturing sushi rolls, for 

visual quality or color of completed sushi rolls.  

Therefore, taking the relation with the fundamental 

problem to be solved of Invention of Exhibit A1 and 

statements in Exhibit A1 as a whole, it is obvious that 

the finding for Invention of Exhibit A1 that the 

problem to be solved exists is incorrect. 

... 

(C) Error of determination on inventive step with 

respect to application of Exhibit A2 to Invention of 

Exhibit A1 

    Assuming that a well-known problem to be 

solved exists in Invention of Exhibit A1, the appeal 

decision determines that a person skilled in the art 

could have easily arrived at to apply the well-known 

matter found before that and further apply the well-

Allegations by Defendant 

    ... in Invention of Exhibit A1 that is an invention 

relating to a sushi roll for which pickles are used, it can 

be said that it is a matter in which a person skilled in 

the art could naturally make to consider coloration of 

cores of sushi rolls according to the scene in which the 

sushi rolls are provided.  If any negative teaching for 

making such consideration is stated in Exhibit A1, this 

has nothing to do with the fact that Exhibit A1 does not 

states anything about the above well-known problem to 

be solved.  ... Plaintiff alleges that, since there is no 

relation in technical fields and similarity in problems to 

be solved between the Invention of Exhibit A1 and 

Exhibit A2, there is no motivation to combine them, 

but, while the Invention of Exhibit A1 found by the 

appeal decision relates to "a sushi roll for which a stick 

of pickles formed by adding a thickening agent to 

shredded pickles and mixing them is used as a core," 

namely, a sushi roll in which pickles are included in the 

core (Finding on Invention of Exhibit A1 is correct as 

stated in (2) above), Exhibit A2 states that an art 

relating to "slightly pickled aubergine," namely 

"pickle," both belong to a common technical field of 

"pickle" or food in which "pickle" is used. 

    And, taking into consideration that, as stated in A 

above, it was a well-known problem to be solved in 

preparing sushi rolls to arrange ingredients taking 

colors into consideration, and as stated in B above, 

taking into consideration that it is a well-known fact 

that bluish color of aubergine is generally accepted as 

coloration for food and the blue color of aubergine 

derives from its skin, there is no error in that the appeal 

decision determines that "in a sushi roll containing 

pickles in its core of the Invention of Exhibit A1, ... it 

was a matter at which a person skilled in the art could 
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known matter stated in Exhibit A2, but such 

determination is incorrect. 

    Exhibit A1 states a sushi roll having a stick of 

shredded pickles formed into a stick so that shredded 

pickles do not become loose, and Exhibit A2 states a 

method of preparing slightly pickled small aubergine 

for improving color, texture, and taste. 

As stated above, however, the above well-known 

problem to be solved does not apply to Invention of 

Exhibit A1 and even if it was a well-known matter to 

use colorful pickle as a core for the sushi roll, it cannot 

be understood that there is motivation to apply the 

skin of pickled aubergine stated with respect to the 

method of preparing slightly pickled aubergine of 

Exhibit A2 to the Invention of Exhibit A1. 

    In Addition, with respect to Exhibit A1 and 

Invention of Exhibit A2, there is no similarity of 

technical fields and similarity of problems to be 

solved, and there is no motivation to combine together 

matters with completely different technical ideas. 

... 

(E) Court case 

... (IP High Court, court decision in the case, 2008 

(Gyo KE) No. 10096). ... if considered by applying 

the holding to the present case, ... there could not be 

any logical explanation that a person skilled in the art 

who accesses a sushi roll having a stick of pickles as 

a core and the method for preparing slightly pickled 

aubergine must have included blue portion of pickled 

aubergine in the core of the sushi roll by cutting out 

only the blue portion of the pickled aubergine.  

Exhibits A1 and A2 do not include a suggestion at 

all, .... 

 

have easily arrived to try to give variety to coloration 

of the sushi roll as a problem to be solved and to use, 

as a colorful pickle, the skin of aubergine having clear 

indigo color (blue portion)." 

E. Concerning the court case 

(A) Even if Determination of inventive step of Claimed 

Invention 1 by the appeal decision is not compatible 

with the holding of the court decision that Plaintiff 

explains, this does not mean that inventive step of 

Claimed Invention 1 is accepted.  ... it is another issue 

to allege lack of reasoning, but Plaintiff's allegation, 

based on the assumption that the appeal decision does 

not determine in line with the holding of a certain court 

decision, that inventive step of Claimed Invention 1 

should be affirmed is unreasonable.  There is no 

ground to affirm inventive step of an invention only 

because the cited document does not explicitly give any 

suggestion, etc.  And, since the reasoning by the 

appeal decision denying existence of inventive step has 

no error as stated above, Plaintiff's allegation stating 

that no logical explanation is possible lacks grounds. 

(B) Court cases in which it was judged, in the cases 

where no problem to be solved is explicitly stated in the 

cited document, but the problem is self-evident or 

easily conceivable, that existence of inventive step of 

the invention is denied are as follows:  Decision by 

Tokyo High Court, May 29, 1996 (1992 (Gyo KE) No. 

142), decision by Tokyo High Court, October 16, 1997 

(1995 (Gyo KE) No. 152), decision by IP High Court, 

September 15, 2009 (2009 (Gyo KE) No. 10003), 

decision by IP High Court, April 19, 2010 (2009 (Gyo 

KE) No. 10268), and decision by IP High Court July 

27, 2011 (2010 (Gyo KE) No. 10352). 

Judgment by the Court 

(A) Concerning "Error in finding on the well-known problem to be solved by the invention" 

    Plaintiff alleges that, even if the problem to be solved to give variety to coloration of a sushi roll was well-
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known, the finding by the appeal decision that the problem to be solved to give variety to the coloration of the 

sushi roll exists in Invention of Exhibit A1 since there is no statement concerning consideration of visual quality 

and color of the sushi roll in Exhibit A1 is incorrect. 

    However, the appeal decision finds based on that it was a well-known problem to be solved to aim to give 

variety to the coloration of sushi roll even before the filing of the present application that the above problem to 

be solved exists also in Invention of Exhibit A1, which is a sushi roll having pickles in the core, but it does not 

find that there is a statement concerning visual quality and color of the sushi roll in Exhibit A1 itself and, because 

of the statement, the problem to be solved to give variety to coloration of the sushi roll exists in Exhibit A1.  

And, if trying to give variety to coloration of the sushi roll is a well-known problem to be solved, since it can 

be said that the problem to be solved to give variety to coloration of the sushi roll exists in Invention of Exhibit 

A1, even if Exhibit A1 does not state anything about visual quality or color of the sushi roll, the determination 

by the appeal decision that there is a problem to be solved to give variety to coloration of the sushi roll in Exhibit 

A1 has no error. 

    In contrast, Plaintiff alleges that, since the stick of pickles stated in Exhibit A1 is provided to solve the 

problem to pack shredded pickles not to become loose, and it does not involve a problem to be solved to consider 

coloration.  However, in Paragraphs [0003] and [0004] of Exhibit A1, it is stated that the stick of pickles is for 

solving the problem that shredded pickles tend to become loose in making sushi rolls, and Exhibit A1 bears it 

in mind to manufacture sushi rolls that have a stick of pickles as their core.  Then, it can be said that, even in 

Invention of Exhibit A1 in which sushi rolls are obtained by using sticks of pickles stated in Exhibit A1 also, a 

problem to give variety to coloration of sushi roll exists, and Plaintiff's allegation cannot be accepted. 

(C) Concerning "error in determination on inventive step for application of Exhibit A2 to Invention of Exhibit 

A1" 

a. As shown in (A) above, Plaintiff alleges that, since the problem to give variety to coloration of a sushi roll 

does not apply to Invention of Exhibit A1, even if it was a well-known matter to use pickles having clear color 

as the core for the sushi roll, it cannot be considered, because of that, that there is motivation to apply the skin 

of aubergines (egg plants) stated in relation with the method for slightly pickling of Exhibit A2 to Invention of 

Exhibit A1.  However, as stated in (A) above, since we cannot say that "the problem to give variety to 

coloration of the sushi roll does not apply to Invention of Exhibit A1," Plaintiff's allegation lacks its 

presumption. 

b. In addition, Plaintiff alleges that there is no relation in technical fields and similarity in problems to be solved 

between Invention of Exhibit A1 and Exhibit A2, and therefore, there is no motivation to combine the Invention 

of Exhibit A1 and Exhibit A2. 

    As stated in (3) above, however, Exhibit A2 states an art concerning a method to obtain lightly pickled 

aubergine that is colored in clear indigo, has no color unevenness, is crunchy, and has homogenous taste.  In 

addition, the Invention of Exhibit A1 in which pickles are used for cores of sushi rolls and the Invention of 

Exhibit A2 that states an art concerning pickles belong to a common technical field of pickles or food that uses 

pickles.  Then, there is no error in determination by the appeal decision in which Inventions of Exhibit A1 and 
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Exhibit A2 are considered combining them, and Plaintiff's allegation is groundless 

... 

(E) Concerning "court case" 

    Plaintiff alleges, based on the ground that the appeal decision did not determine according to the standard 

held in a specific court case, that the appeal decision is illegal, but, since the holding of the above court case is 

made in a case different from the present one, it cannot be applied to the present case as it is, and Plaintiff's 

allegation is groundless. 
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(42)-9 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

 

Keyword Similarity of the problem to be solved 

 

1. Bibliographic Items 

Case "Technique for performing cooking, heating, and unfreezing by imparting heat-exchange 

function to ceramics using microwave of electronic oven" (Appeals against an Examiner's 

Decision) 

Intellectual Property High Court Decision, January 31, 2012 (2011 (Gyo KE) No. 10142) 

Source Website of Intellectual Property High Court, HANREI JIHO No. 2147, page 97 

Application No. Japanese Patent Application No. 2005-71885 (JP 2006-223782A) 

Classification A47J 27/00 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court Third Division, Presiding Judge: Toshiaki IIMURA, Judge: Akira 

IKESHITA, Judge: Eiko TAKEMIYA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention relates to development of a method for cooking, heating, and unfreezing that is 

higher in heat efficiency than conventional heating without irradiating foods directly with microwaves and by use 

of an electronic oven, because food components will be chemically changed with high possibility when being 

directly irradiated with microwaves and salty tastes will also be changed.  Namely, a material having high coercive 

force is selected from a manganese-zinc-ferrite and a Curie temperature is also selected, and the material is 

powdered and applied over an entire interior surface of the ceramics in a thin film form.  Being caused to absorb 

a microwave of 2.45 Giga-hertz, the ceramics is then heated to a high temperature within a short period of time.  

At this time, the manganese-zinc-ferrite causes induction heating and dielectric heating, whereupon an eddy current 

develops.  When a material having high coercive power is selected, microwave absorption efficiency of the 

electronic oven is further increased, so that heating is caused with high heat efficiency. 

 

(2) State of the Art 

(i) Cited Publication 1 (Cited Invention): JP H2-271808A (Findings of the Decision) 
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 "...when cooking is performed with a cooking container made of ceramic, potatoes, etc., are internally 

heated, so that a water content is vaporized to significantly destroy flavor.  In light of such a conventional problem, 

a cooking target heating layer 14 is formed such that a ferrite material (which generates heat upon absorbing 

microwaves and emits infrared radiation) and a ceramic material (which permits transmission of microwaves) 

coexist with each other.  External heating induced as a result of microwaves being absorbed by the ferrite material 

and dielectric heating stemming from transmission of microwaves through the ceramic material are used in 

combination."  (Cited from the Appeal Decision) 

(ii) Cited Publication 2: JP 2004-97179A (Findings of the Decision) 

 "...It is stated that the invention is developed as a new unfreezing technique that does not destroy flavor 

of an article to be cooked, or the like.  It is stated that, if substances having different compositions are irradiated 

directly with microwaves, while being mixedly present, when being unfreezed or heated, difficulty will be 

encountered in unfreezing or heating the entirety of the material to be unfreezed or heated at a uniform temperature.  

Also, it is stated that a cause of unevenness in temperature occurred after unfreezing or heating lies in that oil and 

fat contents intensively absorb the microwaves, which in turn impedes unfreezing or heating of the entirety at a 

uniform temperature.  Therefore, it is stated that, in order to heat a material by only the external heat equivalent of 

the Curie temperature of a sheet of magnetic substance, microwaves passed through the sheet of magnetic substance 

are reflected by means of a barrier, like an aluminum foil, to block the microwaves so as to avoid direct application 

of the microwaves on the substance.  Further, paragraph [0013] states that the sheet of magnetic substance bears a 

heating function resulting from absorption of microwaves but does not play the function of blocking microwaves.  

The aluminum foil, or the like, bears the function for blocking microwaves."  (Cited from the Appeal Decision) 

 

(3) The Claims (Amended) (Claimed Invention) 

[Claim 1] A method comprising: powdering a magnetic substance and magnetic ferrite; combining powders in a 

thin film layer such that particles are combined together; applying the thin film layer under a glaze and over an 

overall interior of a container and an overall interior of a cover of a ceramic; and sintering the ceramic, wherein, 

when the sintered ceramic is heated by microwaves of an electronic oven, the magnetic substance and the magnetic 

ferrite absorb microwaves; directions of rotations of electronic spins are aligned as a result of the microwaves being 

absorbed by the magnetic substance and the magnetic ferrite; magnetization is amplified; and a self magnetic field 

is induced in the thin film layer of the magnetic substance and the magnetic ferrite, by electromagnetic induction of 

an electric field of the microwaves; and, as a result, heating is induced by induction heating and an eddy-current 

loss, and a frequency of the microwaves and a frequency of magnetic substance and magnetic ferrite are substantially 

equal to each other and synchronized to generate ferromagnetic resonance, whereby cooking, heating and unfreezing 

are performed in the ceramic imparted with a heat exchange function and enhanced heating efficiency. 

 

(4) Procedural History 

March 17, 2010 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2010-

7186) 

December 20, 2010 : Amendment (see above "The Claims") 
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March 15, 2011 : The appeal decision stating that "the request for trial and appeal shall not lie." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    ...A person skilled in the art could easily have conceived the claimed invention on the basis of the invention 

stated in the "cited publication 1" (hereinafter referred to as ..."cited invention") ...distributed before filing of 

the claimed invention, matters stated in ..."cited publication 2"...distributed before filing of the claimed 

invention, and the well-known matters.... 

...the difference ...between the claimed invention and the cited invention...found in the appeal decision at the 

time of interpretation is as follows: 

(a)    Difference A 

    As to the ceramic, the claimed invention is a ceramic obtained by "powdering a magnetic substance and 

magnetic ferrite; combining powders in a thin film layer such that particles are combined together; applying the 

thin film layer under a glaze and over an overall interior of a container and an overall interior of a cover of a 

ceramic; and sintering the ceramic."  In contrast, the cited invention is "a ceramic made up of a closed-end 

cylindrical container body 11 and a cover 12 for opening and closing an upper opening of the container body 

11.  The container body 11 has two layers; an inner layer and an outer layer.  The outer layer is made up of a 

non-radio-absorptive heat insulation layer 13 transmitting microwaves which is formed from a ceramic material, 

and the like, and the ceramic material is formed from ceramic powder and a binding agent by mixing, molding, 

and sintering.  The inner layer set up to surround an inner space of a cooking container 10 is made up of a 

cooking target heating layer 14.  The cooking target heating layer 14 is formed by mixing, molding, and 

sintering ceramic powder, ferrite powder which generates heat by absorbing microwaves and emits infrared 

radiation, and a binder for binding the ceramic powder and the ferrite powder, in such a way that the rate of 

absorption of microwaves is set to 50% to 70%." 

    The appeal decision states that "a person skilled in the art could have conceived the following points of the 

cited publication 2 without special difficulties.  Namely, in order to prevent occurrence of generation of a 

causal factor of cancer, which would otherwise be induced when foods are irradiated directly with microwaves, 

and occurrence of difficulty in unfreezing or heating foods at a uniform temperature, direct application of 

microwaves is hindered by blocking microwaves.  Further, in connection with a portion of the microwaves 

passing through the cooking target heating layer 14 of the cited invention for internal heating purpose, a ceramic 

material of the cooking target heating layer 14 is eliminated so as to prevent transmission of the microwaves, 

and the microwaves are blocked by the ferrite powder, on the basis of a suggestion about heating a magnetic 

substance adhering to an interior and a surface of a heating container with a soft ferrite sheet by microwaves, 

thereby performing unfreezing or heating operation with resultant radiation heat."  "The cited invention is also 

for reducing microwaves used for internal heating in order to solve the problem of significant deterioration of a 

flavor of potatoes, or the like, when the potatoes are internally heated by microwaves.  In order to use only 

external heating for better flavor, ...a person skilled in the art could have easily conceived blocking microwaves 
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by ferrite powder, without special difficulties...."  Thus, the appeal decision interprets that "a person skilled in 

the art could have easily conceived the configuration of the claimed invention pertinent to the difference A." 

Decision 

Allegations by Plaintiff 

    The configuration of the claimed invention 

pertinent to the difference A is for absorbing almost 

100% of microwaves to enhance heat efficiency.  It 

cannot be said to be easy to perform, on the basis of 

the suggestion stated in the cited publication 2, that 

the ceramic material of the cooking target heating 

layer 14 for internal heating in the cited invention is 

eliminated, and the microwaves are blocked by ferrite 

powder, thereby conceiving the claimed invention. 

    Therefore, it cannot be said that a person skilled 

in the art could have easily conceived the 

configuration of the claimed invention pertinent to the 

difference A from the cited invention and the 

invention of the cited publication 2. 

Allegations by Defendant 

    ...the cited invention is for reducing microwaves 

for internal heating in order to solve the problem of 

significant deterioration of a flavor of potatoes, and the 

like, by internal heating.  In contrast, paragraphs 

[0009], [0010], [0013], [0020] of the cited publication 

2 can be said to provide a suggestion about hindering 

direct application of microwaves by blocking 

microwaves and heating a magnetic substance adhering 

to the interior or the surface of the heating container 

with a soft ferrite sheet by microwaves to thereby 

perform unfreezing or heating with resultant radiation 

heat, in order to solve the problem of generation of a 

causal factor of cancer, which would otherwise be 

caused when foods are irradiated directly with 

microwaves, and deterioration of a flavor of an article 

to be cooked, which would otherwise be caused when 

difficulty is encountered in performing unfreezing or 

heating at a uniform temperature. 

    Consequently, the matters stated in the cited 

invention and the cited publication 2 are common in 

connection with a problem of preventing deterioration 

of a flavor (taste) of an article to be cooked (potatoes), 

which would otherwise be caused by direct irradiation 

of microwaves. 

    Therefore, in the cited invention, in order to solve 

the problem (challenge), the ferrite powder of the cited 

invention generates heat upon absorbing microwaves 

and blocks the microwaves in light of the suggestion of 

the cited publication 2, with regard to a portion of the 

microwaves passing through the cooking target heating 

layer 14 for internal heating.  Therefore, it can be said 

that a person skilled in the art could have easily 

conceived eliminating the ceramic material of the 
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cooking target layer 14 so as to prevent transmission of 

the microwaves and blocking the microwaves by the 

ferrite powder (employ only external heating); namely, 

eliminating clearance by bringing the ferrite powder in 

contact with each other. 

Judgment by the Court 

    The cited invention solves the problem by configuring the cooking products heating layer 14 such that a 

ferrite material and the ceramic material coexist with each other and performing combined heating by use of 

external heating caused by microwaves and dielectric heating caused by infrared radiation so that the flavor of 

cooking products cannot be deteriorated.  In contrast, the technique stated in the cited publication 2 describes 

microwaves are blocked with an alminum foil or the like so as to prevent the cooking products from being 

irradiated directly with microwaves and heating a material by means of only external heating, in order to defrost 

or heat the cooking products at a uniform temperature.  Specifically, the techcnial feature of the cited invention 

lies in heating the products from inside and outside, whereas the technical feature stated in the cited publication 

2 lies in blocking direct application of microwaves onto the products.  Both inventions are greatly different 

from each other in terms of a problem to be solved and a means for solution.  The cited invention does not 

have a necessity or motivation to heat only by means of external heating.  Hence, there is no reason that it is 

easy to conceive, from the cited invention, the claimed invention by applying the technical matter stated in the 

cited publication 2. 

    Therefore, on the premise that a person skilled in the art could have easily conceived: eliminating the 

ceramic material of the cooking target heating layer 14 so as to prevent a portion of the microwaves passing 

through the cooking target heating layer 14 for internal heating in the cited invention; and blocking the 

microwave by the ferrite powder without special difficulties, the appeal decision made an interpretation, on the 

basis of the suggestion stated in cited publication 2, that conceiving the configuration of the claimed invention 

pertinent to the difference A is easy. That interpretation lacks, however, the premise and should be said to be 

fallacious. 
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(42)-10 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42. Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, and similarity of problems to be solved 

 

1. Bibliographic Items 

Case "Method for analyzing tendency of operation of moving object, operation control system and 

its constituent apparatus, and recording medium" (Trial for Invalidation) 

Intellectual Property High Court Decision, April 9, 2012 (2011 (Gyo KE) No. 10265) 

Source Website of Intellectual Property High Court, HANREI TIMES No. 1393, Page 303 

Application 

No. 

Japanese Patent Application No. H11-290354 (JP 2000-185676A) 

Classification G08G 1/16 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Shuhei SHIOTSUKI, Judge: Kenji FURUYA, 

Judge: Minoru TANABE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention relates to an operation control system with which dangerous behavior of a vehicle can 

be detected effectively, and driver's tendency of operation can be analyzed for each driver.  An operation control 

system 1 is provided with a sensor 11 that detects behavior of the vehicle in chronological order, a recorder 13 that 

records the behavior detected by the sensor 11 on a memory card 20, and behavior analysis equipment 30 that sets 

a condition pattern for judging the behavior of the vehicle as dangerous behavior.  The recorder 13 compares the 

condition pattern for recognizing that the behavior of the vehicle is dangerous behavior and the behavior actually 

detected by the sensor 11 and records information related to behaviors that fall under the condition pattern on the 

memory card 20 separately for each dangerous behavior, and makes it available for statistical analysis by the 

behavior analyzation equipment 30. 

 

(2) State of the art 

(i) Exhibit A1: JP H10-177663A (Finding by the trial decision) 
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    "A data acquisition system equipped with a sensor detecting the behavior of the moving objects such as braking 

action and comprising a recording means that judges the results of comparison between the braking signal, etc. of 

the moving object detected by the sensor and "prescribed threshold value' as óan accident (signal)' and, if an accident 

occurs, transfers ódriving status data' including braking signal showing the operational status and driving status of 

said moving object to and record in said memory card 3, and records detailed operational status data before and 

after the occurrence of the accident, wherein said memory card 3 is a recording medium in the form of card prepared 

for each classification according to "vehicle identification code" and "driver identification code" of said moving 

object, and since a function of a drive recorder that acquires in the fixed station various information at the time of 

the occurrence of the accident in which vehicle identification data and "an instruction when acquiring data' are 

recorded" and tachograph function in normal condition are combined in the memory card 3, the data acquisition 

system is very effective for control of operation status of the moving object, control of efficient delivery route, labor 

control, flight recorder-like use when an accident occurs, control of use of a rent-a-car (velocity, running position, 

etc.), analysis of results of driving in driving school, etc." (cited from the Court Decision) 

 

(ii) Exhibit A2: JP H4-123472 U (Japanese Utility Model Application No. H3-026831) 

    "There is described an invention related to a data acquisition system for the purpose of grasping driving status 

of a vehicle in which ranks to classify the degree of acceleration and deceleration are provided, and acceleration 

and deceleration of the target vehicle are classified into each rank, and, by providing a means to count the number 

of times falling under each rank and to detect the maximum acceleration/deceleration ranks, information on history 

of acceleration/deceleration of the vehicle (vehicle operation data) is acquired and recorded, and, in Paragraph 

[0002], although it is in relation with convention art, acquired/recorded data are used to control safe driving" (cited 

from the Court Decision) 

 

 

(3) The Claims (Claimed Invention 1) 

[Claim 9] 

    A data recorder comprising a sensor for detecting the behavior of a moving object, and a recording means for 

judging whether or not any specified behavior, judged in accordance with conditions for judging certain behaviors 

as specified behavior, has occurred among behaviors of the moving object detected by the said sensor and recording 

information related to specified behavior of the moving object in a prescribed recording medium according to the 

occurrence of said specified behavior so that analysis of tendency of operation of said moving object becomes 

possible, wherein 

    said recording medium is a recording medium in the form of a card prepared for each classified in accordance 

with at least one of information for identification of said moving object, information for identification of the driver 

of said moving object, and a behavior environment of said moving object and records at least said conditions for 

judging certain behaviors therein. 

 

(4) Procedural History 
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September 7, 2001 : Patent right registered 

May 20, 2002 : Opposition to the grant of the patent 

October 25, 2002 : Demand for correction by the patentee (Refer to "The Claims" above.) 

January 21, 2003 : Decision to maintain the present patent 

January 28, 2011 : Demand for trial for invalidation by Plaintiff (Muko No. 2011-800013) 

July 11, 2011 

 

: Trial decision to the effect that "present demand for trial does not hold good" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial decision 

    "Since óspecified behavior' and óinformation related to specified behavior' of Claimed Invention 1 in 

Difference 1 are not stated or suggested in either of "Exhibits A2 and A3, they cannot be applied to óa data 

acquisition system' of Invention 1 of Exhibit A1, and they cannot be deemed to be a matter at which a person 

skilled in the art could easily arrive." 

" órecord ... so that analysis of tendency of operation of said moving object becomes possible' of the Claimed 

Invention in Difference 2 is not stated or suggested in either of "Exhibits A2 and A3," it cannot be deemed to 

be a matter at which a person skilled in the art could easily arrive." (cited from the Court Decision) 

Decision 

Allegations by Plaintiff 

    In Exhibit A2, tendency of operation is grasped 

from information on history of "dangerous behavior" 

such as sudden acceleration and sudden deceleration, 

and, in Exhibit A3 also, threshold values for speed, 

acceleration, etc. are set and information on tendency 

of operation is detected, and the technical field of 

Exhibits A2 and A3 is the same as that of Claimed 

Invention 1, and they have a common problem to be 

solved and purpose of invention.  Therefore, it can 

be said that Exhibits A2 and A3 contain suggestion 

concerning Differences 1 and 2, and, as of the priority 

date of the present case, a person skilled in the art 

could arrive at the constitutions according to 

Differences 1 and 2 by applying the inventions stated 

in Exhibits A2 and A3.   

Allegations by Defendant 

    "Specified behavior" used in Claimed Invention 1 

means dangerous behavior such as sudden start and 

"tendency of operation of specified behavior" means 

characteristic operation different from that in normal 

operation such as sudden acceleration operation at the 

time of sudden start, and information that enables the 

driver to confirm that such characteristic operation has 

become the habit of the driver is "information related 

to specified behavior," and the data recorder of Claimed 

Invention 1 is a device that makes it possible to analyze 

"tendency of operation"; namely, habits of such drivers. 

    What is disclosed in Exhibit A2 is information on 

history of acceleration and deceleration in one cycle; 

specifically, to acquire the number of times of 

occurrence of acceleration and deceleration of the 

maximum rank, and, after occurrence of a sudden 

deceleration of deceleration ranks 7 and 8, no history of 

deceleration or acceleration is recorded in the same 
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cycle (The next cycle begins from the next 

acceleration).  Therefore, the information on history 

of acceleration and deceleration in Exhibit A2 cannot 

be deemed to be measured data before and after 

occurrence of "specified behavior" of Claimed 

Invention 1, and, in Exhibit A2, a technical idea to 

record history of operation immediately before and 

after the occurrence of sudden deceleration or a 

technical idea to record information related to 

"specified behavior" so that analysis of the tendency of 

operation becomes possible is not stated or suggested. 

Judgment by the Court 

2. Concerning reason of cancellation 2 (error in determination on obviousness of the constitution according to 

the difference between Invention of Exhibit A1 and Claimed Invention 1) 

... in addition, Invention of Exhibit A1 and the invention stated in Exhibit A2 relate to a data acquisition system 

that acquires and records data related to behaviors of vehicles, and therefore, they belong to a common technical 

field. 

    However, the invention stated in Exhibit A2 only has a technical problem to be solved to provide a system 

that makes it possible to acquire driving (operational) data effective for grasping driving status of the driver 

without being influenced by the road conditions (Exhibit A2, Paragraph [0006]), and it does not have a technical 

problem to be solved to grasp operating (driving) tendency of the driver that might lead to a traffic accident.  

In addition, Invention 1 of Exhibit A1 has a technical problem to be solved to acquire and record data of 

travelling condition of the vehicle that cannot be recorded (described) by a conventional tachograph, and to 

acquire and record data of travelling conditions of the vehicle at high frequency (short cycle) to reproduce the 

status of an accident at the occurrence of a traffic accident (Exhibit A1, Paragraph [0005]), and, as stated above, 

it is not stated in Exhibit A1 to use data on travelling condition of the vehicle at high frequency to grasp the 

tendency of operation (driving) that might lead to a traffic accident by the driver and there is no statement 

suggesting the use in such purpose in Exhibit A1. 

    Then, even if the technical field is common as of the priority date of the present patent, taking the difference 

in technical problems to be solved, it should be judged that it is difficult for a person skilled in the art to apply 

the invention stated in Exhibit A2 to Invention 1 of Exhibit A1.  
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(42)-11 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of the technical field, Similarity of the problem to be solved 

 

1. Bibliographic Items 

Case "Scraper filtering system" (Trial for Invalidation) 

Intellectual Property High Court Decision, November 15, 2012 (2012 (Gyo KE) No. 10006) 

Source Website of Intellectual Property High Court 

Application No. Japanese Patent Application No. H1-107834 (JP H2-290208A) 

Classification B01D 29/25 

Conclusion Dismissal 

Related 

Provision 

Article 29(2), Article 123(1)(ii) 

Judges IP High Court Third Division, Presiding Judge: Toshifumi SHIBATA, Judge: Rika NISHI, 

Judge: Akira CHINO 

  

2. Overview of the Case [FIG. 1] 



- 71 - 

(1) Summary of Claimed Invention 

 The claimed invention aims at providing 

a scraper filtering system that is free from clogging 

of a filter element and that exhibits a high 

squeezing effect and high filtering efficiency.  A 

scraper mechanism 20 is disposed in slidable 

contact with the filter element 1 along an entire end 

face of an outer periphery of a screw-shaped 

impeller 12, which rotates along a periphery of the 

cylindrical or conical filter element 1 having 

desired filtering pores, and without clearance with 

respect to the screw-shaped impeller 12 along its 

front-back direction.  Thus, a solid content of 

filtered dregs adhering to the periphery of the filter 

element 1 can be scraped away. 

 

(2) State of the Art 

(i) Exhibit A2 (Invention of Exhibit A2): JP S60-247498A (Findings of the Appeal) 

 "A dehydration processing apparatus dehydrates solid contents of: sludge in pollution processing 

facilities; solid contents of substances processed in brewing facilities, like beers, sake lees, and unrefined sake; and 

solid contents of foods processed in food engineering facilities, like fruits, while feeding the solid contents forwardly 

with the screw-shaped impeller, thereby separating a water content and the solid contents from the processed 

substances.  In the dehydration processing apparatus, a press disc 27 capable of controlling a moisture content of 

the processed substances to be half solidified; namely, a dehydration rate, is disposed at an outlet of the casing 20 

having a plurality of cylindrical water-draining pores 23.  A cylindrical hollow shaft 30 is supported so as to be 

rotatable along a front-back direction within the casing 20, and a plurality of dehydration pores 32 are formed in the 

shaft 30.  A feed impeller 31 which rotates in tight contact with an inner periphery of the casing is also provided.  

Cleaning water is sprayed to the outside of the casing 20 from a flush pipe disposed above the casing, thereby 

preventing clogging of the water-draining pores 23."  (Cited from the court decision) 

(ii) Exhibit A1 (Invention of Exhibit A1): US Patent No. 4,041,854 (Findings of the Appeal) 

 "A scraper filtering system performs filtration by applying pressure to solid aggregates, which have 

undergone sludge squeezing and dehydration, and pushing the aggregate toward an end, thereby separating a 

moisture content and a solid content from the sludge.  In the filtering system, a filter-type dehydration medium 48 

has a cylindrical portion and a truncated conical portion, and also has an escape passage which is formed from an 

annular space 58 and allows passage of liquid or filtered water but is not wide sufficiently for enabling solids to 

escape.  A coil-spring-type wiping or cleaning blade 87 is disposed over an entire outer end of a vortex-helical 

shaped blade or flight 76, which rotates along an inner surface 74 of the filter-type dehydration medium 48, and 

without clearance with respect to the blade or flight 76 along a front-back direction thereof, so that the solid content 

1:  Cylindrical filter element 

10:  Screw 

11:  Rotation axis 

12:  Screw-type impeller 

19:  Scraper piece 

20:  Scraper mechanism 
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held by the inner surface 74 of the filter-type dehydration medium 48 can be scraped away."  (Cited from the court 

decision) 

 

(3) The Claims (corrected) (only Claim 1 stated) (Claimed invention 1) 

[Claim 1] A scraper filtering system that performs filtration while pushing filtered dregs forwardly by application 

of pressure, separating a liquid content and a solid content from a filtered liquid, such as a soy bean milk solution, 

wherein a pressure valve capable of controlling an effect of squeezing the solid content is disposed at an outlet of a 

filter element having desired cylindrical or conical filtering pores; and a scraper mechanism is placed in slidable 

contact with the filter element along an entire outer peripheral end face of a screw-shaped impeller vane, which 

rotates along a periphery of the filter element, and without clearance with respect to the screw-shaped impeller vane 

in a front-back direction thereof, so that a solid content of filtered dregs adhering to a periphery of the filter element 

can be scraped away. 

 

(4) Procedural History 

January 31, 2011 : Trial for Patent Invalidation by Defendant (Muko No. 2011-800014) 

April 18, 2011 : Trial and Appeal for Correction by Plaintiff (Patentee) (see above "The Claims") 

December 1, 2011 : The trial decision stating that the correction is admitted and that "...patent shall be 

invalidated" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    (B)    An Identical Feature between Claimed Invention 1 and Invention of Exhibit A2 

    "A filtering system for performing filtration by pushing filtered dregs forwardly by application of pressure 

to separate a liquid content and a solid content from the filtered liquid such as a soy bean milk solution, 

comprising: a pressure valve capable of controlling an effect of squeezing the solid content and disposed at an 

outlet of a filter element having desired cylindrical filtering pores;  a screw-shaped impeller vane which rotates 

along a periphery of the filter element; and means for preventing clogging of the filtering pores of the filter 

element." 

a    Difference 3 

    In the claimed invention 1, the means for preventing clogging of the filtering pores of the filter element is 

the scraper filtering system in which "the scraper mechanism is in slidable contact with the filter element along 

the overall end face of an outer periphery of the screw-shaped impeller vane and without clearance with respect 

to the screw-shaped impeller vane along a front-back direction thereof, thereby scraping the solid content of 

filtered dregs adhering to the periphery of the filter element."  Meanwhile, in Invention of Exhibit A2, ..."the 

means for preventing clogging of the filtering pores of the filter element is the filtering system which sprays 

cleaning water to the outside of the casing 20 from the flush pipe disposed above the casing 20, thereby 

preventing clogging of the water-draining pores." 
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    In place of the means for spraying cleaning water, the scraping means using the cleaning blade stated in 

Exhibit A1 is applied to the means for preventing clogging of the water-draining pores in Invention of Exhibit 

A2, thereby realizing "the scraper mechanism which is in slidable contact with the filter element across the 

overall end face of the outer periphery of the screw-shaped impeller vane and without clearance with respect to 

the screw-shaped impeller vane in a front-back direction thereof."  This is a design manner a person skilled in 

the art could have easily conceived. 

Decision 

Allegations by Plaintiff 

    ...the claimed invention is a filtering system 

intended for extracting and squeezing a liquid content 

from a solid content of a food material, like a soy bean 

milk solution.  In contrast, Invention of Exhibit A2 

is ...a dehydration processing system intended solely 

for dehydration and totally different from the claimed 

invention in terms of a technical field. 

    ...The food material is not included as a 

substance to be processed in Invention of Exhibit A2.  

Since Invention of Exhibit A2 is totally different from 

the claimed invention in terms of a technical field, the 

inventive step of the claimed invention cannot be 

determined by taking Invention of Exhibit A2 as a 

main cited invention. 

Allegations by Defendant 

    ...Invention of Exhibit A2, Invention of Exhibit 

A1, and the claimed invention 1 fall within the common 

technical field of "dehydration filtration."  ...when a 

water content and a solid content are physically 

separated from each other, separation becomes 

"dehydration" when a focus is put on the solid content.  

Meanwhile, when a focus is put on the water content, 

separation becomes "filtration."  Thus, choice of 

"dehydration" or "filtration" is relative.  Therefore, 

Invention of Exhibit A2, Invention of Exhibit A1, and 

the claimed invention 1 that physically separate the 

water content and the solid content can be said to fall 

within the common technical field. 

 

Judgment by the Court 

    ...Invention of Exhibit A2 relates to a dehydration processing apparatus such as for sludge, and as alleged 

by Plaintiff, it is not intended to utilize processed substances processed as foods. 

    However, even when, as alleged by Plaintiff, the claimed invention is intended to extract and squeeze a 

liquid content from a solid content of a food material fsuch as a raw soy bean milk solution, namely, to utilize 

processed substances  as foods, the claimed invention cannot be said to be totally different from Invention of 

Exhibit A2 in terms of the technical field. 

    ..."dehydration" and "filtration" can be said to be technically common in view of separating a substance to 

be processed, which contains a solid content and a liquid content, into a solid and a liquid. 

    Further, the pressure disc of Invention of Exhibit A2 that is an invention relating to a dehydration 

processing apparatus such as for sludge , is equivalent of the pressure valve of the claimed invention 1.  The 

pressure valve of the claimed invention 1 cannot be said to have the specific configuration and working effect 

to take a food material as a substance to be processed.  There is no other evidence sufficient for judging that 

the claimed invention has the specific configuration and working effect to take a food material as a substance 

to be processed. 
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     Then, it can be easily imagined that, regardless of whether or not the substance to be processed is a food 

material and whether or not the technique is intended for collecting the liquid separated from the substance to 

be processed and utilizing the liquid, a person skilled in the art in the technical field of the filtering system, such 

as that stated in connection with claimed invention 1, attempts to apply the technique in the technical field of 

the dehydration processing apparatus.  In this sense, the technical field of the filtering system, such as that 

stated in connection with claimed invention 1, and the technical field of the dehydration apparatus of Invention 

of Exhibit A2 and the filtering-type squeezing machine of Invention of Exhibit A1 can be said to have relevance 

in terms of the technical field to such an extent that a person skilled in the art attempts to apply the techniques 

to each other. 
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(42)-12 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 3, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, similarity of problems to be solved, and suggestion shown in the 

content of prior art 

 

1. Bibliographic Items 

Case "Fish-luring light and method of use thereof" (Trial for Invalidation) 

Intellectual Property High Court Decision, December 19, 2012 (2012 (Gyo KE) No.10174) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2005-514164 (International Publication No. WO 2005/29952) 

Classification A01K 79/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(2)  

Judges IP High Court Second Division, Presiding Judge: Shuhei SHIOTSUKI, Judge: Tomoko 

MANABE, Judge: Minoru TANABE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    A fish-luring light 1 comprises a fishing lamp 3 having a light source 

in which multiple light-emitting diodes with different emission colors are 

assembled, and a light source control device 2 that changes the light-

emitted state of said light source according to operational information 

such as situations in the ocean areas and targeted fish type.  The light 

source control device 2 comprises a control device 10 for setting the light-

emitting state of the light source 20, and have an emission wavelength 

control knob 12a for changing the emission wavelength of the light source 

20 and an emission intensity control knob 12b for changing the emission 

intensity.  In addition, along with the emission wavelength control knob 

12a and the emission intensity control knob 12b, an emission wavelength 

scale 11a and an emission intensity scale 11b are provided. 

[FIG. 4] 
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(2) State of the art 

(i) Exhibit A1 (Cited Invention 1): (JP S61-039301 Publication) (Finding by the trial decision) 

    "An underwater light comprising a container having a light source in which a set of three LEDs; namely, LEDs 

for blue, red, and green respectively, is enclosed and a light color and an intensity control device for changing the 

color tone of the LED assembly according to fish catches by adjusting the electric current to flow to each LED 

according to the preset order to change the color of the light emitted from the light source as a whole" (cited from 

the Court Decision) 

 

(ii) Exhibit A4 "Jasc Paint Shop Pro Version 6J) Users' Guide" (1999, Jasc Software, Inc.) pages 5, 6, 9 to 12, and 

45 to 49 (Finding by the trial decision) 

    "A method for setting the active color comprising the following steps: 

    when setting the active color in the graphic software Paint Shop Pro, 

    start the software from the [Start] menu of Windows, Explorer or My Computer, and 

    when setting the color by Color Palette, 

    bring the mouse pointer onto the [Choose color] panel of the Color Palette displayed on the main window 

displayed after the start, and, with the mouse pointer changed to the form of a dropper, left-click for choosing the 

foreground color, or right-click to choose the background color., and 

    when setting the color with the [Set color] dialog box of Jasc, 

    carry out at least the following operations: click the foreground color or the background color on the active 

color panel of the Color Palette displayed on the main window displayed after the start, and, in the opened [Set 

color] dialog box, click the section for color in the [Basic color] box, or click the color wheel, or two-step processing 

of choosing the hue by dragging the ring and, then, use the [Chroma/lightness] box. " 

 

(iii) Exhibit A5: "Isshukande master suru Paint Shop Pro 6 for Windows (How to master Paint Shop Pro 6 for 

Windows in a week)" (initial print), 2000, by Mainichi Communications Inc., pages 23, 60 to 62 (Finding by the 

trial decision) 

    "A method for setting the color, in which 

    color is set by carrying out at least the following operations: 

    when setting the color in the graphic software óPaint Shop Pro 6,' 

    if the óSet color' dialog box is used for setting, 

    click the foreground or background color panel of the active color panel in the Color Palette to display óSet 

color' dialog box and make a selection, and 

    if setting is carried out by clicking the óChoose color' panel directly, 

    check the color displayed on the current color panel by moving the pointer to óSelect color panel,' and click for 

the foreground color, or right-click for the background color, and 

    said Color Palette continuously displays colors or hue starting from óred' through óyellow,' ógreen' and óblue' 

ending with ópurple' from the top to the bottom, and, horizontally, the color changes closer to ówhite' from left to 

right, and it is displayed in ówhite' at the rightmost end, and, 
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    said óSet color' dialog box displays a color wheel in which colors or hue are displayed starting from óred' 

through óyellow,' ógreen' and óblue' ending with ópurple' continuously counterclockwise." 

 

(3) The Claims (Claimed Invention) 

[Claim 4] 

G. A fish-luring light, comprising 

A. a fishing lamp having a light source having multiple light-emitting diode assemblies formed by assembling light-

emitting diodes for three colors, having emission colors of red, blue and green, and  

B. an emission wavelength control knob for setting the emission wavelength of said light source, as well as  

C. according to water color in the ocean area, water temperature, wind direction and wind velocity, direction and 

speed of tidal current, illuminance conditions, type, position and reactive action of the target of fishing, operational 

information such as position and behavior of fishing gears and fishing boat,  

D. a light source control for continuously changing the apparent emission wavelength emitted from said light source 

as a whole as a composition of emitted light from diodes for three colors, red, blue and green by carrying out color 

matching of said light source as a whole through uniform control of the amount of luminescence of each of said 

light emitting diodes, when the emission wavelength of said light source is set with said emission wavelength control 

knob, , characterized in that  

E. said light source control comprises said emission wavelength control knob for setting the emission wavelength 

of said light source, a wavelength scale for intuitively illustrating a light-emitting state corresponding to the set 

position of said control knob, and  

F. a white-light switch for converting the color of light emitted from the light source into white with a single touch. 

 

(4) Procedural History 

January 11, 2008 : Patent right registered 

October 18, 2010 : Demand for a Trial for Invalidation by Plaintiff (Muko No. 2010-880189) 

January 7, 2011 : Demand for correction by Defendant (Patentee) (Refer to the above "The Claims.") 

June 15, 2011 : The first trial decision accepting the above correction, invalidating Claims 1 to 3, 

and leaving Claim 4 valid. 

July 25, 2011 : The above first trial decision became final and conclusive. 

October 13, 2011 : Demand for trial for invalidation by Plaintiff (Muko No. 2011-800208) 

April 11, 2012 : Trial decision to the effect that "the demand for the present trial does not hold good" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial decision 

¶Difference 3 

    While, in the claimed invention, the light source control is equipped with a wavelength scale which 

intuitively illustrates a light-emission state corresponding to the set position of the emission wavelength control 
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knob, the Invention of Exhibit A1 does not have such constitution. 

... 

    Due to reasons (Ŭ) to (ů) shown below, the constitutions according to Differences 3 and 4 of Claimed 

Invention are not matters at which a person skilled in the art could have easily arrive based on technical matters 

stated in Exhibits A1 to A10. 

(Ŭ) None of Exhibits A1 to A10 states nor suggests the constitution according to Difference 3 of Claimed 

Invention.  ... (ů) With the claimed invention according to Difference 3, the following effect can be obtained: 

óA desired light-emitting state can be obtained quickly, by setting the control knob by checking indication on 

the scale.  In addition, a light-emitting state can be continuously fine-tuned.' (Paragraph [0016] of the 

description of the present patent). None of Exhibits A1 to A10 states nor suggests such effect and it is not a 

matter in which a person skilled in the art could foresee." 

    "As discussed above, since the Claimed Invention is not a matter in which a person skilled in the art could 

invent based on technical matters disclosed in Exhibits A1 to A10, the patent granted for the claimed invention 

cannot be invalidated as not satisfying provisions of Article 29(2) of the Patent Law." 

Decision 

Allegations by Plaintiff 

1. If the art is common, it should be foreseen that a 

person skilled in the art would consider a combination 

of inventions or technical matters within the scope of 

the technical field, and no motivation should be 

required. 

However, the fishing lights of the Invention of Exhibit 

A1 or the claimed invention are a mere device to 

illuminate the sea using a light source with high 

luminance with the purpose of letting fishes gather 

together, and the art of light-emitting diodes (LEDs) 

used in Invention of Exhibit A1, etc. relates closely to 

the art of light-emitting diodes used in a lighting 

system such as projector, etc. and normally parties 

having an art for a lighting system (included in a 

person skilled in the art for a lighting system) are 

involved in development and manufacture of fishing 

lights.  Then, unless there is a special circumstance 

that the technical feature relates directly to fishing 

method, it should be deemed that fishing lights belong 

to a common technical field with a normal lighting 

system (lighting system other than fishing lights).  

Allegations by Defendant 

    Exhibit A4 belongs to the technical field of 

graphic software, and it does not correspond to the 

technical field related to the technical problem to be 

solved which the "underwater light" of Exhibit A1 

intends to solve.  In addition, in Exhibit A1, no 

motivation for applying inventions or technical matters 

is stated in Exhibit A4.  Furthermore, the color wheel 

of Exhibit A4 is not provided in the light source control, 

and the ring of Exhibit A4 is not for setting the emission 

wavelength of LED lights.  Moreover, in Exhibit A4, 

a constitution in which the color is specified by taking 

a two-step procedure, first selecting hue using a color 

wheel and then selecting "Chroma/lightness" with a 

"Chroma/lightness" box is stated, and although it is 

natural that a person skilled in the art who accesses 

Exhibit A4 would pay attention to such procedures, it 

is unreasonable to judge, neglecting such procedures, 

that a person skilled in the art must have paid attention 

to a special part, a part of a color wheel.  The 

allegation by Plaintiff is for the intent to take out a part 

convenient for Plaintiff among statements in Exhibit 
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Therefore, it is easy for a person skilled in the art to 

apply the invention or technical matters of the 

projector of Exhibit A2 that is a lighting system to the 

Invention of Exhibit A1. 

    In addition, from the viewpoint that Exhibits A4, 

A5, and A7 also, as stated below, belong to the 

technical field of lighting system, and focusing 

attention on specific function, etc., Exhibits A4, A5, 

and A7 belong to the same technical field as Exhibits 

A1 and A2, and it is easy for a person skilled in the art 

to apply inventions or technical matters stated in 

Exhibits A4, A5, and A7 to the inventions (or, 

technical matters) stated in Exhibits A1 and A2. 

2. Technical significance of the constituent feature E 

of the claimed invention, "said light source control ... 

said emission wavelength control knob for setting the 

emission wavelength of said light source, a 

wavelength scale for intuitively illustrating light-

emitting state corresponding to the set position of said 

control knob" means merely that if colors of spectrum 

in the visible area are displayed in band form along 

the control knob like a scale, and if the scale is 

colored, the only operation necessary is to adjust the 

control knob according to this coloring, it is 

convenient to adjust the emission color (easy to carry 

out color matching), and is nothing special.  Such 

technical matter belongs to a general art (elementary 

technology) of way of indication of the scale, and does 

not belong to a specific technical field such as fishing 

lights and color matching technology. 

    However, the trial decision determines that none 

or Exhibits A1 to A5, A7, A8, A10, A17 and A21 

states or suggests that the effect, "Desired light-

emitting state can be obtained quickly, by setting the 

control knob by checking indication on the scale.  In 

addition, light-emitting state can be continuously fine-

tuned." is obtained, and it is not a matter at which a 

A4 based on the constitution of the claimed invention 

with hindsight and is inappropriate. 

    Therefore, it is not easy for a person skilled in the 

art to apply inventions or technical matters stated in 

Exhibit A4 to Exhibit A, or solve Difference 3 by 

making such application. 

6.  ... the mouse pointer of Exhibits A4 and A5 does 

not correspond to the "light-emission control knob" of 

the claimed invention.  In addition, Color Palette, etc. 

of Exhibits A4 and A5 is not provided corresponding 

to the position of the knob, and, in the color selection 

panel of Exhibit A4 and A5, it is not arranged to 

convert to white with a single touch of a button. 

    Color Palette and color selection panel of Exhibit 

A5 are different from the hue angle adjuster 12 of 

Exhibit A2 in which color light become white when the 

hue angle is 182 degrees in shape and technical 

structure, and there is a negative teaching to replace the 

above Color Palette and color selection panel with the 

hue angle adjuster 12. 

It is not easy for a person skilled in the art to apply 

inventions or technical matters states in Exhibit A5 to 

Exhibit A1, or solve Differences 3 and 4 by such 

application. 



Annex D: Court precedents relating to Novelty and Inventive Step 

- 80 - 

person skilled in the art could have easily arrived 

based on technical matters described in Exhibits A1 to 

A5, A7, A8, A10, A17, and A21 (pages 33 and 34), 

but, it errs in determining the technical significance of 

the above constituent feature E and is incorrect. 

Judgment by the Court 

    Since Exhibits A4 and A5 are documents related to graphic software for preparing images (files) using a 

computer, they belong to a different technical field from that of Invention of Exhibit A1 for collecting fishes by 

irradiating light from a light source in the water, and, in Exhibits A4 and A5, there is no statement or suggestion 

of the technical problem to be solved of Exhibit A1 that, avoiding the disadvantage of conventional fishing light 

that schools of fish gather together in a doughnut-like form because of avoiding the light source without getting 

close and, therefore, fishing efficiency is not ideal, and trying to improve fishing efficiency by letting fishes 

gather together more and for longer time (Exhibit A1, page 1, right lower column to page 2, right upper column), 

and, in addition, there is no similarity in the technical problem to be solved between them.  In addition, Exhibit 

A1 does not state or suggest adopting the constitution of "a wavelength scale which intuitively illustrates light-

emission state corresponding to the set position of the emission wavelength control knob" that continuously 

changes the emission wavelength of the light source in order to make the operation of change of emission color 

of the light source easier, and, therefore, there is no motivation for adopting such constitution for Invention of 

Exhibit A1.  Then, it cannot be determined that it is easy for a person skilled in the art to apply inventions or 

technical matters stated in Exhibits A4 and A5 to the Invention of Exhibit A1. 
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(42)-13 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

 

Keyword Similarity of the problem to be solved, Suggestion based on the content of the cited 

invention 

 

1. Bibliographic Items 

Case "Method for manufacturing a heat storage material" (Trial for Invalidation) 

Intellectual Property High Court Decision, December 12, 2012 (2011 (Gyo KE) No. 10434) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. S59-118738 (JP S60-262882A) 

Classification C09K 5/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding judge: Akihiro DOI, Judge: Makiko TAKABE, Judge: 

Iwao SAITO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention relates to a heat storage material comprising sodium sulfate decahydrate as a main 

material, in which calcium sulfate dehydrate is used for preventing the solid liquid separation, and a supercooling 

inhibitor, anhydrous sodium sulfate and water, which are the other ingredients, are collectively mixed thereto and 

agitated to form a predetermined double salt, thereby providing an effect that the solid-liquid separation is 

remarkably suppressed. 

 

(2) State of the art 

(i) Cited Invention: Description of US Patent No. 4,288,338 (Identification of the Trial Decision) 

 "a method for manufacturing a heat storage material, comprising the steps of: 

preparing a mixture of a supercooling inhibitor, anhydrous sodium sulfate, a porous solid selected from the group 

consisting of calcium sulfate hemihydrate and soluble calcium sulfate anhydride; and 

mixing the mixture with water to agitate until the mixture solidifies" (cited from the Court Decision) 

(ii) Citations 2 to 4 (Identification of the Trial Decision) 
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 "...according to the Citations 2 to 4, ...it had been publicly-known prior to filing the present application 

that anhydrous calcium sulfate, calcium sulfate hemihydrate, calcium sulfate dehydrate are used as a nucleating 

material for preventing the supercooling ..." (cited from the Court Decision) 

(iii) Well-known example 

 "...it can be said at the time of filing the present application to have been a common general knowledge 

that calcium sulfate hemihydrate and soluble anhydrous gypsum are turned into calcium sulfate dehydrate by 

hydration" (cited from the Court Decision) 

 

(3) The Claims (Present Invention) 

[Claim 1]  A method for manufacturing a heat storage material, comprising the steps of collecting mixing and 

agitating a supercooling inhibitor, anhydrous sodium sulfate, water and calcium sulfate dehydrate to obtain a viscous 

composition. 

 

(4) Procedural History 

August 8, 1994 : Registration of establishment of the patent right (see "The Claims" as mentioned 

above) 

May 24, 2011 : Request for trial for patent invalidation by the Plaintiff (Muko No. 2011-800080) 

November 15, 2011 : Trial Decision that "the request for the present trial is dismissed"  

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    (1)    The reason for the Present Trial Decision is that it cannot be said that the Present Invention could 

be easily conceivable for a person skilled in the art based on the inventions stated in the Citations 1 to 4 and the 

matters stated in the well-known example ... 

    (2)    The coincidence and the difference between the Present Invention and the invention stated in the 

Citation 1 (hereinafter, referred to as "Cited Invention"), which had been identified in the Present Trial Decision, 

are as follows: 

    C    Difference 1: as "calcium sulfate," while the Present Invention uses "calcium sulfate dehydrate", the 

Cited Invention uses "calcium sulfate hemihydrate and soluble calcium sulfate anhydride". 

    ...since calcium sulfate used in the Cited Invention and calcium sulfate used in the publicly known 

technique stated in the Citations 2 to 4 are components which are used for separated purposes, it cannot be said 

that there is a motivation that the Cited Invention is combined with the publicly-known technique stated in the 

Citations 2 to 4 ... 

Decision 

Allegations by Plaintiff 

    ...The claims in the Present Invention does not 

specify any purposes for which "calcium sulfate 

Allegations by Defendant 

    (1) if calcium sulfate dehydrate is applied instead 

of calcium sulfate hemihydrate in the Cited Invention, 
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dehydrate" is used in the method for manufacturing 

the heat storage material. 

    Therefore, in case of determining the easiness of 

occurrence of the idea that calcium sulfate dehydrate 

is applied instead of calcium sulfate hemihydrate, 

when a purpose for using calcium sulfate dehydrate 

does not have any similarity, it is unreasonable for 

means for determination that there is no motivation of 

combining the publicly-known technique stated in the 

Citations 2 to 4 into the Cited Invention. 

it is demanded to exert a function as a solid-liquid 

separating inhibitor, which is the purpose for using 

calcium sulfate hemihydrate, for calcium sulfate 

dehydrate as an alternative material. 

    However, since calcium sulfate dehydrate in the 

Citations 2 to 4 is used for preventing the supercooling, 

there is no room that to apply calcium sulfate dehydrate 

is motivated instead of calcium sulfate hemihydrate in 

the Cited Invention, based on the description of the 

Citations 2 to 4. 

Judgment by the Court 

    ...the porous sold selected from the group consisting of calcium sulfate hemihydrate and soluble calcium 

sulfate anhydride is used for preventing the solid-liquid separation in the Cited Invention.  Therefore, as stated 

in the Citations 2 to 4, even though it had been publicly known that calcium sulfate dehydrate is used for 

preventing the supercooling in various heat storage materials, in parallel to calcium sulfate hemihydrate and 

calcium sulfate anhydride, it should be said that there is no motivation of using calcium sulfate dehydrate, 

instead of the porous solid selected from the group consisting of calcium sulfate hemihydrate and soluble 

calcium sulfate anhydride which are used for preventing the solid-liquid separation in the Cited Invention. 

    ...the Cited Invention ...is not of using calcium sulfate dehydrate.  Rather, the Cited Invention is not to 

suppress the solid-liquid separation by forming the specific double salt similar to the Present Invention.  ...even 

when calcium sulfate anhydride is used in the Cited Invention, it remains that calcium hemihydrate is formed 

by hydration, and there is no description and suggestion in the Citation 1 to form calcium sulfate dihydrate. 

    So, as mentioned above, even though it is perceived according to the description of the well-known 

example as the common general knowledge that calcium sulfate hemihydrate and soluble anhydrous gypsum 

are turned into calcium sulfate dehydrate by hydration, it should be said that there is no motivation of using 

calcium sulfate dehydrate instead of the porous solid selected from the group consisting of calcium sulfate 

hemihydrate and soluble calcium sulfate anhydride. 

    ...while the porous solid selected from the group consisting of calcium sulfate hemihydrate and soluble 

calcium sulfate anhydride in the Cited Invention is used for preventing the solid-liquid separation, calcium 

sulfate dehydrate stated in the Citations 2 to 4 is used as the supercooling inhibitor.  Accordingly, since the 

problems to be solved (purposes for using) do not have any similarity, it cannot be said that there is a motivation, 

for a person skilled in the art who reads the Citation 1, of applying calcium sulfate dehydrate instead of calcium 

sulfate hemihydrate.  The assertion contrary to the above-mentioned matters made by the Plaintiff cannot be 

accepted. 
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(42)-14 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

 

Keyword Relation of the technical field, Similarity of the problem to be solved 

 

1. Bibliographic Items 

Case "Image shiftable zoom lens" (Trial for Invalidation) 

Intellectual Property High Court Decision, May 9, 2013 (2012 (Gyo KE) No. 10213) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. H6-259056 (JP H8-101362A) 

Classification G02B 27/64 

Conclusion Partially accepted, partially dismissed 

Related 

Provision 

Article 29(2), Article 123 (1) (ii) 

Judges IP High Court Second Division, Residing judge Shuhei SHIOTSUKI, Judge Akira IKESHITA, 

Judge Takaaki SHINTANI 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention aims to provide a zoom lens that includes a focusing lens group with a small lens 

diameter, facilitates control of an image shift, and has a good imaging performance.  The claimed invention relates 

to such a zoom lens capable of moving some of lens groups that constitute a lens system in a direction approximately 

perpendicular to the optical axis to shift the image, thereby correcting the fluctuation of the image position caused 

by a camera shake (vibration-proofing). 

 

(2) State of the Art 

(i) Exhibit A3 (Invention of Exhibit A3) : JP H6-130330A (Approval of appeal decision) 

 "Invention of "a zoom lens for photograph comprising in sequence from an object side, a first positive 

lens group G1 consisting of a lens combined by a negative meniscus lens that has a convex surface opposed to the 

object and a bi-convex positive lens, and a bi-convex positive lens; a second negative lens group G2 consisting of a 

lens combined by a negative meniscus lens that has a convex surface opposed to the object and a positive meniscus 

lens that has a convex surface opposed to the object; a third negative lens group G3 consisting of a lens combined 

by a bi-concave negative lens and a bi-convex positive lens; a fourth positive lens group G4 consisting of a 
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diaphragm S, a lens combined by a bi-convex positive lens and a negative meniscus lens that has a concave surface 

opposed to the object, and a lens combined by a bi-convex positive lens and a negative meniscus lens that has a 

concave surface opposed to the object; and a fifth negative lens group G5 consisting of a lens combined by a bi-

convex positive lens and a bi-concave lens, and the zoom lens in which, at the time of magnification change, the 

lens groups shift such that the gap between the first lens group G1 and the second lens group G2 increases, the gap 

between the second lens group G2 and the third lens group G3 changes into non-linearity, the gap between the fourth 

lens group G4 and the fifth lens group G5 decreases, and the gap on the optical axis between the first lens group G1 

and the fourth lens group G4 changes, antivibration is provided by shifting the fourth lens group G4 in the direction 

approximately perpendicular to the optical axis, said fourth lens group G4 is provided with the diaphragm, said 

fourth lens group G4 and said diaphragm are shifted at the time of magnification change, and imaging magnification 

on an object with an infinite distance which is at an telephoto end of said first lens group G1 is substantially zero." 

" (cited from the Court Decision) 

(ii) Exhibit A4 (Invention of Exhibit A4) : JP S63-133119 A (Approval of appeal decision) 

 "Invention of "a photography lens having an antivibration function characterized in that the lens having a 

plurality of lens groups, among which at least one lens group F, which is behind the first lens group near the object, 

is shifted in the optical axial direction to perform focusing, while the lens group C arranged closer to the image 

surface side relative to the lens group F is off-centered, whereby blurring of the image taken is corrected."" (cited 

from the Court Decision) 

 

(3) The Claims (only Claim 1 is stated) (the claimed invention 1) 

[Claim 1] A zoom lens having a lens group GB as a constituent, an entirety or a part of which being shifted in a 

direction approximately perpendicular to an optical axis to shift an image, 

 the zoom lens characterized in that an aperture diaphragm S is provided in said lens group GB or adjacent 

to said lens group GB, a lens group GF arranged between said lens group GB and a first lens group G1 that is closest 

to an object is shifted along the optical axis to focus on a short-distance object, at the time of magnification change, 

a gap on the optical axis between said lens group GF and said lens group GB changes, and said aperture diaphragm 

S, at the time of magnification change, shifts integrally with said lens group GB. 

 

(4) Procedural History 

January 6, 2006 : Registration of establishment of patent right (see the above-mentioned "The Claims") 

September 13, 2011 : Request for patent invalidation trial by plaintiff (Muko No. 2011-800167) 

May 9, 2012 : Appeal decision concluding that "....inventions directed to claims 2, 4, and 6 are 

invalidated........request for patent invalidation trial on inventions directed to claims 1, 

3 is not established...." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 
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    The claimed invention 1 is not identical to Invention of Exhibit A3, and a person skilled in the art would 

not have arrived at the invention based on Invention of Exhibit A3, Invention of Exhibit A4, and any well-

known art.  Therefore, the claimed invention 1 should not be rejected on the basis of either of Article 29 (1) 

(iii) and Article 29(2) of the Patent Law, and Invalidation ground 2 has no reasoning. 

    D    Difference between the claimed invention 1 and Invention of Exhibit A3 

    (Difference 1) 

    In claimed invention 1, "the lens group GF arranged between said lens group GB and the first lens group 

G1 that is closest to the object is shifted along the optical axis for focusing on the short-distance object" and 

"at the time of magnification change, the gap on the optical axis between said lens group GF and said lens 

group GB changes."  In contrast, in Invention of Exhibit A3, which of the lens group is to be shifted for 

focusing on the short-distance object is not specified, and in this context, it is unclear whether, at the time of 

magnification change, the gap on the optical axis between the lens group GF and the lens group GB changes. 

Decision 

Allegations by Plaintiff 

    (1) The appeal decision approves that "a person 

skilled in the art would not usually apply the 

configuration of the claimed invention in Invention of 

Exhibit A3 to obtain such an impractical zoom 

lens" .......  The basis of this approval is such that "in 

the zoom lens having specific values as in the 

Example in Exhibit A3, in view of the problem that 

the practical image-taking distance cannot be ensured 

(the function is deteriorated) in the case where the 

second lens group G2 or the third lens group G3 is 

moved along the optical axis to focus on the short-

distance object.  Thus, it is understood that in the 

zoom lens having the data of specific values which is 

identical to those described in the Example in Exhibit 

A3, the second lens group G2 or the third lens group 

G3 is used to constitute the focusing lens groups. 

    However, designing a lens involves an 

improvement so as to obtain a desired optical 

performance in accordance with the description of the 

patent document, so in the case where focusing on a 

short-distance object by shifting the second lens group 

G2 or the third lens group G3 along the optical axis 

fails to ensure a practical image-taking distance, a 

Allegations by Defendant 

    The appellant applies the second lens group G2 to 

focusing lens group, and asserts that "starting from the 

data of specific values described in the Example of 

Exhibit A3, even when the zoom lens is used in which 

the wide-angle end is decreased and used in the range 

of f = 102 to 292 mm, the magnification change ratio 

of 2.86 can be ensured, so the object to increase the 

magnification change ratio as compared to the 

conventional art as in Exhibit A3 is satisfactorily 

accomplished.", and further asserts that "even when the 

value of wide-angle end in Example 1 is reduced, the 

object of an improved magnification change of the 

invention described in Exhibit A3 is secured."  

However, since the zoom lens of Exhibit A3 aims for 

an improved magnification change, even if it is 

considered to be possible for the Exhibit A3 to reach an 

higher magnification change ratio compared to that of 

the conventional art, it is hard to imagine that the 

Exhibit A3 dares to try to decrease the wide-angle end 

toward the opposite objective to its own teaching, 

aparting from the specific data shown in the Example 

demonstrating the numeric values of Exhibit A3. 

    In the zoom lens of Exhibit A3, as the appellant 
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person skilled in the art would try to change the design 

so that shifting the second lens group G2 or the third 

lens group G3 along the optical axis to allow for 

focusing on the short-distance object.  The appeal 

decision does not consider whether such a design 

modification ensures the practical image-taking 

distance.  The mere fact approved by the appeal 

decision cannot conclude that there is a factor that 

prevents Invention of Exhibit A3 being used to 

constitute the present invention 1. 

asserts, in the case where the focal length of the wide-

angle end is reduced to 102 mm, when the second lens 

group focuses to the photographing distance 2.5 m, the 

optical performance drastically deteriorates, which is 

not practically viable.  When focusing is to be made 

using the second lens group, in particular, spherical 

aberration, astigmatic aberration, and coma aberration 

at the particularly telescopic end become greatly 

increased, which is impractical. 

    Focusing with the first lens group does not 

deteriorate the aberration even at the telescopic end, 

which is practical. 

    Therefore, even if the wide-angle end is reduced, 

focusing with use of the second lens group G2 results 

in a change toward the deterioration that deteriorates 

the aberration.  It cannot be considered that a person 

skilled in the art dares to perform such a change that is 

a change toward the deterioration. 

Judgment by the Court 

    In designing lenses, it can be considered that there is a prescribed degree of freedom as to determine which 

lens group should be used as a lens group (a focusing lens group) that is moved along the optical axis in the 

case of focusing on the short-distance object.... 

    Invention of Exhibit A3 relates to a technology of 35 mm-size photographic lens, especially of a telescopic 

zoom lens having an antivibration function (which performs to provide antivibration by moving in the direction 

perpendicular to the optical axis to obtain the antivibration function).  Also, Invention of Exhibit A4 relates to 

a technology of photographing lens having a function correcting a blur of the image taken due to vibration by 

off-centering the correction lens group (i.e., by moving in the direction perpendicular to the optical axis), so 

called antivibration function.  Thus, Invention of Exhibit A3 and Invention of Exhibit A4 have a commonality 

in that they belong to a technical field of a lens that correct the shift of the image position (image blurring) by 

shifting part of the lens group belonging to the present invention in the direction perpendicular to the optical 

axis. 

    Exhibit A3 acknowledges that the first lens group is a large-sized lens group, and is considered to have a 

problem that in order to drive the large-sized lens group to shift it relative to the optical axis, the drive 

mechanism becomes larger. 

    Also, Exhibit A4 also acknowledges that the first lens group is a large-sized lens group, and is considered 

to have a problem that in order to drive the large-sized lens group such as the first lens group to correct the 

blur of the image taken (i.e., to shift it relative to the optical axis), the drive mechanism becomes large-sized, 
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which is a problem to be overcome.  Further, Exhibit A4 is considered to state that in the photographing lens, 

by off-centering the correction lens group, correcting a blur of the photographed image causes an eccentric 

aberration; in particular, changing the object distance by means of focusing causes an eccentric aberration, 

which results in deterioration of the optical performance. 

    Therefore, Invention of Exhibit A3 and Invention of Exhibit A4 are considered to have a common 

recognition that the first lens group is a large-sized lens group and to have a similar problem to be solved, that 

to drive the large-sized lens group (in order to shift I with respect to the optical axis) the drive mechanism 

ends up in its largeness. 

    In view of the above, it is considered that a person skilled in the art would have readily conceived of 

applying the arrangement configuration of each lens group of Invention of Exhibit A4 to Invention of Exhibit 

A3, and shifting the lens group arranged between the "first lens group G1" and the "(vibration-proof) fourth 

lens group G4", i.e., the "second lens group G2" or the "third lens group G3" along the optical axis, thereby 

providing a configuration that focuses on a short-distance object. 
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(42)-15 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, and similarity of problems to be solved 

 

1. Bibliographic Items 

Case "Coupling device" (Appeal against an Examiner's Decision) 

Intellectual Property High Court Decision, September 3, 2013 (2013 (Gyo KE) No. 10034) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2009-184095 (JP 2011-38553A) 

Classification F16D 1/06 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Shuhei SHIOTSUKI, Judge:Yasushi 

NAKAMURA, Judge: Yuki NAKATAKE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The Claimed Invention relates to a coupling device in which integrity 

of a welded first coupling member and a second coupling member that is 

cast over the first coupling member can be made strong and the first 

coupling member's deformation and coming away from the second coupling 

member can be prevented.  The coupling device 1 comprises a first 

coupling member 2 with good weldability that is connected with the object 

to be connected by welding and a second coupling member 3 made with 

cast iron formed integrally with the first coupling member 2 by casting over the first coupling member 2 in a state 

where a part of the first coupling member 2 is exposed, wherein the first coupling member 2 comprises an end face 

embedded in the second coupling member 3 and notches 6 with inner walls that extend from the outside edges of 

said end face toward the center and having spaces in between in the circumferential direction that become wider 

toward the outside edge. 

 

[FIG. 1] 
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(2) State of the art 

(i) Publication 1 (Cited Invention): JP 2001-099367A (Finding by the appeal decision) 

    "A composite coupling member connected with a pipe P, wherein 

    said composite coupling member comprises a cylindrical part 20 with good weldability connected by welding 

with said pipe P, and 

    a body 1 made of cast iron formed integrally with said cylindrical part 20 by casting over the cylindrical part 

20 with a part thereof exposed" (cited from the Court Decision) 

 

(ii) Publication 2 (Invention of Publication 2): JP H9-168807A (Finding by the appeal decision) 

    "Therefore, in Publication 2, judging from the above statement, and FIGS. 1 and 6, that an end face having a 

superhard ring (2) embedded in cast coated metal (30) and multiple corrugated surfaces (21) with inner walls that 

extend from the outside edges of said end face toward the center and are formed with spaces in between in the 

circumferential direction that become wider toward the outside edges" is stated or suggested. 

 

(3) The Claims (Claimed Invention) 

[Claim 1] 

    A coupling device to be connected with an object to be connected, comprising 

    a first coupling member with good weldability to be connected by welding with said object to be connected, 

and  

    a second coupling member made of cast iron formed integrally with said first coupling member by casting over 

the first coupling member in a state in which a part of the first coupling member is exposed wherein  

    said first coupling member comprises an end face embedded in said second coupling member and multiple 

notches with inner walls that extend from the outside edges of said end face toward the center and which are formed 

vertically on said end face with spaces in between in the circumferential direction that become wider toward the 

outside edge of said end face. 

 

(4) Procedural History 

August 7, 2009 : Patent application filed 

August 24, 2011 : Amendment (Refer to "The Claims" above.) 

January 24, 2012 : Decision of refusal 

April 26, 2012 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2012-

7737) 

December 25, 2012 : Appeal decision to the effect, "the demand for appeal of the present case does not 

hold good." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 
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    According to the third embodiment in Publication 1 (Refer to FIGS. 4 and 5), it is stated or suggested that 

a circular groove 25 is provided on the outer periphery of a cylindrical part 20 and, when forming a body 1, 

material of the body 1 flows into this circular groove 25 and coagulates and, as a result, the coupling between 

the body 1 and the cylindrical part 20 in the axial direction becomes strong, and, when a pull force is applied 

from the connected pipe P, works as a retaining means that can lock the body 1.  In addition, when the 

composite coupling member of the cited invention is used for a connected part of poles for traffic signage, it is 

a self-explanatory technical matter that, in addition to the pulling force from the pipe P to be joined applied on 

the joining section between the body 1 and the cylindrical part 20, a torsion (torque) is also applied by the force 

of gravity of the traffic signage, wind received by the traffic signage, etc., and in the composite coupling member 

of the cited invention, there is a technical problem that the integration between the body 1 and the cylindrical 

part 20 should be made stronger against torsion. 

    On the other hand, while technical matters stated in the cited invention and Publication 2 relate to an art to 

form multiple parts integrally by insert casting, judging from statements and FIGS. 1 and 6 in Publication 2, it 

is stated or suggested in Publication 2 that the superhard ring (2) comprises an end face embedded in the cast 

coated metal (30) and multiple corrugated surfaces (21) with inner walls that extend from the outside edges of 

said end face toward the center and are formed with spaces in between in the circumferential direction that 

becomes wider toward the outside edges. 

    In the technical field related to composite parts that form multiple parts integrally by insert casting, it is 

just a conventionally well-known technical means to form the shape of a part where molten material flows in 

when casting vertically in order to prevent slipping off or idling of the insert casting part (the circular groove 

25 in FIG. 5 of Exhibit A1, and the ridge 22 in FIG. 3 of Exhibit A2).  

    In the composite coupling member of the cited invention, in order to make integration between the body 1 

and the cylindrical part 20 against torsion (torque) stronger, it is self-explanatory to a person skilled in the art 

that by the Invention of Publication 2 and conventionally well-known technical means applied to the end face 

of the cylindrical part 20 is formed perpendicular to the end face and the spacing becomes wider as it comes 

closer to the outer periphery of the end face, prevention of deformation and improvement in durability can be 

ensured by providing such structure and receiving torsion (torque) equally on whole inner wall without 

concentration on the circumference side.  

    It cannot be recognized that effects of Claimed Invention also especially significant exceeding the sum of 

effects by the cited invention, Invention of Publication 2, and conventional well-known technical means. 

    Therefore, the claimed invention is a matter in which a person skilled in the art could easily invent based 

on the cited invention and Invention of Publication 2, as well as conventional well-known technical means. 

(cited from the Court Decision) 

Decision 

Allegations by Plaintiff 

    The technical field disclosed by Publication 1 

has no relevancy with the technical field of coupling 

Allegations by Defendant 

    In the technical field of poles for road signage, it 

is a matter that may be called a common general 
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devices to which a large torsion is applied 

permanently in order to transmit rotary driving torque 

as in a universal joint assumed by the claimed 

invention, and therefore, it cannot disclose or suggest 

any problem to be solved common with the Claimed 

Invention. 

     Even if Invention of Publication 2 "relates to an 

art to form multiple parts integrally by insert casting," 

since it is merely "to prevent idling of the superhard 

ring (2) of the complex roll against the roll body (3), 

the superhard ring (2) and the roll body (3) are 

engaged integrally by the corrugated surface," the 

complex roll (mill roll) disclosed by Publication 2 has 

no relation of technical fields or similarity of 

problems to be solved with a coupling device of the 

Claimed Invention to be applied to objects to be 

connected (for example, a universal joint) on which a 

large driving torsion (driving torque) is applied. 

    In addition, in the Invention of Publication 2, 

since both sides (both end faces) of the superhard ring 

(2) are sandwiched by the cast coated metal (30), it 

results in a technical idea of a difference in height on 

the corrugated surface of the end face of around 1 mm.  

Therefore, right from the start, the invention of 

Publication 2 has no problem to be solved as in the 

claimed invention that the first coupling member 

drops out from the second coupling member.  

Therefore, there is no motivation to apply the 

Invention of Publication 2 to Publication 1 (cited 

invention), and determination by the appeal decision 

2 erred in its determination of obviousness.  

technical knowledge for a person skilled in the art that 

a torsion applied on a structural object such as poles 

(Exhibits B1 to B3), and judging from such common 

general technical knowledge, when the composite 

coupling member of the cited invention is used for 

poles for road signage, it is self-explanatory for a 

person skilled in the art that torsion around the pipe 

shaft center is applied to the joining section with the 

pipe, and, taking into consideration that the composite 

coupling member stated in FIGS. 9 to 11 of Publication 

1 in which molten metal flows into the through-hole 

and coagulates has a structure that can resists such 

torsion as a coupling member used for poles for road 

signage, it can be said that "a technical problem to be 

solved to make integration between the body 1 and the 

cylindrical part 20 against torsion (torque) stronger 

indwells in the composite coupling member of the cited 

invention" as determined by the appeal decision.  This 

technical problem to be solved that indwells in this 

cited invention is common with the problem to be 

solved by the Claimed Invention that "even if a load 

such as torsion, etc. is applied, ... make integrity 

between the first coupling member and this first 

coupling member strong."  Allegation by Plaintiff 

focusing only on the third embodiment of Publication 

1 (FIGS. 4 and 5) and not taking into consideration the 

statement on the example in which the cited inventions 

shown in other FIGS. 9 to 11 are used for poles for road 

signage and common general technical knowledge, and 

that it cannot be said that technical problem to be 

solved indwells in the cited invention is not justifiable. 

... 

The Invention of Publication 2 aims to make "the 

superhard ring (2) not idle against the roll body (3)" 

and ensure "integral rotation of the ring and the roll 

body (3)," and it can be said that the real purpose is 

that, while relative torsion is applied between the ring 
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(2) and the roll body (3), the irregular of the end 

surface of the ring is for irregularity those two 

members in the direction of rotation counteracting 

such torsion. 

    In addition, it can be said that as far as the claimed 

invention assumes that the coupling device to which 

torsion is applied widely, Invention of Publication 2 

and the claimed invention are common in that they 

have a technical problem to be solved to integrate two 

members in the direction of rotation against torsion 

relatively applied between two members.  

Judgment by the Court 

As stated above, the invention of Publication 2 relates to a roll to be used for rolling of steel wires and 

rods, etc. and belongs to a different technical field from that of the claimed invention and the cited invention 

which belong to the technical field of a coupling device.  In addition, even if the superhard ring 2 of Invention 

of Publication 2 can be called a cylindrical form, the configuration structure of the superhard ring 2 of the 

invention of Publication 2 and the roll body 1 (cast coated metal 30) is different from the configuration structure 

of the first coupling member (cylindrical part 20) and the second coupling member (the body 1) of the claimed 

invention and the cited invention, and, since the superhard ring 2 is completely embedded in the roll body, it is 

a structure in which the superhard ring 2 does not come out from the roll body 1, and has a different problem to 

be solved from that for the cited invention that requires integration of the body and the cylindrical part in order 

to prevent slipping off that can lock the body when pulling force or compressive force is applied. 

    Then, even if the cited invention and Invention of Publication 2 are common in that they relate to an art 

related to composite parts that form integrity of multiple parts by insert casting, it cannot be said that a person 

skilled in the art could easily conceive to apply the Invention of Publication 2 to the cited invention.  Since the 

cited invention and the Invention of Publication 2 differ from each other not only in technical fields they belong, 

but also apart from each other in their problems to be solved, it is not easy for a person skilled in the art to 

recognize from statements in Publication 2 that they are common in the technical problem to be solved to 

integrate two members in their direction of rotation against the torsion relatively applied between multiple 

members and it is difficult to find any motivation to apply Publication 2 to the cited invention, and it cannot be 

said that it is a matter which could be easily invented. 
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(42)-16 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, and similarity of operations or functions 

 

1. Bibliographic Items 

Case "Antistatic multifunctional carpet" (Appeal against an Examiner's Decision) 

Intellectual Property High Court Decision, September 30, 2013 (2012 (Gyo KE) No. 10361) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2011-36862 (JP 2011-139908A) 

Classification A47G 27/02 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Third Division, Presiding Judge: Ryuichi SHIDARA, Judge: Masaya TANAKA, 

Judge: Atsuki KAMIYA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The Claimed Invention relates to an antistatic 

multifunctional carpet in which an antistatic function to 

efficiently remove static electricity generated in the human 

body has been improved, and which exercises efficient 

deodorizing function, PH control function, and antibacterial 

function.  In a tufted carpet, hook carpet, or Wilton carpet, an 

antistatic yarn made of a conductive fiber is included in a pile 

yarn together with a deodorizing yarn.  In the case of Wilton 

carpet, by arranging chain yarns in a row, and sandwiching the 

chain yarns from the top side and the back side with weft yarns 

crossing the chain yarns and, at the same time, binding upper 

and lower weft yeans with a binding yarn, all weft yarns and 

chain yarns are caused to contact in a crossing state with each 

[FIG. 1] 
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other, antistatic yarns are mixed with a prescribed rate of an antistatic yarn for a prescribed number of chain yarns, 

and at the same time antistatic yeans are combined with all weft yarns. 

 

(2) State of the art 

(i) Cited Publication 1 (Cited Invention 1): JP 2002-010900 (Finding by the appeal/trial decision) 

    "In a tufted carpet in which conductive acrylic fibers comprising conductive fibers formed by introducing 

copper sulfide in acrylic fibers are included in the pile yarns, 

an antistatic carpet in which conductive acrylic fibers comprising conductive fibers formed by introducing copper 

sulfide to acrylic fibers are included in pile yarns of the tufted carpet" (cited from the Court Decision) 

 

(ii) Cited Publication 2 (Cited Invention 2): JP 2001-271252 (Finding by the appeal/trial decision) 

    "A pile fabric having an antistatic effect, and antibacterial and deodorizing effects in which pile yarns are 

formed by doubling conductive fibers formed by coating surfaces of acrylic or Nylon fibers with copper sulfide 

(digenite) by very thin coating layer and acrylic fibers and polyester fibers" 

 

(3) The Claims (Claimed Inventions) 

[Claim 1] 

An antistatic multifunctional carpet prepared as a tufted carpet by including antistatic yarns comprising conductive 

fibers formed by coating copper sulfide on the surface of acrylic fibers or Nylon fibers to pile yarns, and, at the 

same time, including deodorizing yarns to which a carboxyl group that deodorizes ammonia and trimethylamine 

through ionic bond is introduced to pile yarns, characterized in that antistatic yarns comprising conductive fibers 

formed by coating the surface of acrylic fibers or Nylon fibers with copper sulfide are included in pile yarns of said 

tufted carpet in an amount of 0.2% and, at the same time, deodorizing yarns are also included in an amount of 10%. 

 

(4) Procedural History 

February 23, 2011 : Filing of the patent application (Filing date of original application: August 11,2009) 

September 2, 2011 : Amendment (Refer to above "The Claims/") 

September 16, 2011 : Decision of refusal 

December 16, 2011 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2011-

27256) 

Amendment 

September 7, 2012 : The above amendment is rejected; appeal decision determining that "the present 

demand for appeal does not hold good." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 

(Difference 1) 

    The point that, while conductive fibers that compose antistatic yarns are formed by coating the surface of 

acrylic fibers or Nylon fibers in the claimed invention, they are formed by introducing copper sulfide to acrylic 
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fibers in Cited Invention 2. 

... 

(Concerning Difference 1) 

     Since Cited Invention 2 relates to "a pile fabric having an antistatic effect and antibacterial and 

deodorizing effects in which pile yarns are formed by doubling conductive fibers formed by coating acrylic or 

Nylon fibers with a very thin coating layer of copper sulfide (digenite) and acrylic fibers and polyester fibers," 

it can be said that, in Cited Invention 2, "conductive fibers that forms antistatic yarns are formed by coating the 

surface of acrylic or Nylon fibers with copper sulfide" and Cited Invention 1 and Cited Invention 2 belong to 

the same technical field of pile yarns that contain conductive fibers, and it is a matter at which a person skilled 

in the art could have easily arrived to apply Cited Invention 2 to Cited Invention 1 and modify it to realize the 

matter specifying the invention according to the above Difference 1. 

... 

Decision 

Allegations by Plaintiff 

... while the claimed invention and Cited Invention 1 

relate to an invention concerning a tufted carpet, Cited 

Invention 2 does not relate to any invention 

concerning a tufted carpet. 

    Namely, while a tufted carpet in general means a 

carpet of a structure in which piles are inset using 

sewing needles into a backing in the manner of 

embroidery (machine embroidery), and piles are 

secured on the back side by coating the back side with 

an adhesive (latex, etc.) in order to prevent dropping 

off of the piles, the pile fabric of Cited Invention 2 is 

manufactured by doubling conductive fibers and 

acrylic fibers and polyester fibers to form pile yarns, 

and inweaving feathers of the pile yarns to the surface 

of cloth at predetermined spacing, and does not have 

a structure to secure the pile yarns by applying an 

adhesive to the back side of the cloth, and therefore, 

does not fall under a tufted carpet. 

    Since there are various types of carpets, and they 

are classified by material, manufacturing method, and 

use, and a unique manufacturing method has been 

established, it is inappropriate from a technological 

point of view to combine Cited Invention 1, which is 

Allegations by Defendant 

    The appeal decision determines that Cited 

Invention 2 is applied to Cited Invention 1 as a 

technique, "conductive fibers composing antistatic 

yarns are pile yarns formed by coating the surface of 

acrylic fibers or Nylon fibers with copper sulfide."  

Since there could be a motivation to apply the 

construction of the conductive fibers of Cited Invention 

2 to the constitution of conductive fibers composing the 

pile yarns of Cited Invention 1, there is no error in the 

determination by the appeal decision on Difference 1.  
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a technique for tufted carpets, with Cited Invention 2, 

which is a technique for pile fabric that is different 

from tufted carpet, and there is no motivation to apply 

Cited Invention 2 to Cited Invention 1.  Therefore, 

the determination by the appeal/trial that such 

combination is a matter which could be easily arrived 

at is not reasonable.  

Judgment by the Court 

    Plaintiff alleges that a unique manufacturing method has been established for each type of carpets, and it 

is inappropriate from the technological point of view to combine Cited Invention 1 that is a technique for tufted 

carpets with Cited Invention 2 that is a technique for pile fabric that is different from the tufted carpets, and 

therefore, there is no motivation for such a combination. 

    It is true that, while Cited Invention 1 relates to an antistatic tufted carpet in which conductive fibers are 

included in pile yarns, and the conductive fibers composing antistatic yarns are formed by introducing copper 

sulfide into acrylic fibers, Cited Invention 2 relates to pile fabrics having an antistatic effect and antibacterial 

and deodorizing effects in which pile yarns are formed by doubling conductive fibers formed by coating the 

surface of acrylic or Nylon fibers with a thin covering layer of digenite, a type of copper sulfide, and acrylic 

fibers and polyester fibers (Exhibit A20). 

    However, the tufted carpet according to Cited Invention 1 and the pile fabric according to Cited Invention 

2 are common in that both of them are textile products formed by using pile yarns, and also in that, by using 

conductive fibers formed to include copper sulfide as pile yarns, an antistatic property is obtained. 

    Then, in Cited Invention 1 related to an antistatic property tufted carpet, in order to have the antistatic 

property, as conductive fibers to be included in pile yarns, using one formed by coating the surface of acrylic 

fibers or Nylon fibers of Cited Invention 2 with digenite that is a type of copper sulfides in place of one formed 

by introducing copper sulfide to acrylic fibers is a matter at which a person skilled in the art could have easily 

arrived. 

    Even if there is a difference in manufacturing methods for each type of carpets as pointed out by Defendant, 

it is not recognized that such a fact directly affects the problem as to how to produce conductive fibers by giving 

the antistatic property to pile yarns composing the carpet, and it cannot be concluded that applying the technique 

related to conductive fibers used in pile yarns for pile fabrics to the pile yarns of tufted carpets is inappropriate 

from the technological point of view.  Since the tufted carpet of Cited Invention 1 and the pile fabric of Cited 

Invention 2 are common in that they are textile products formed by using pile yarns, and that conductivity is 

acquired by using conductive fibers formed by adding copper sulfide in pile yarns, it should be recognized that 

there is sufficient motivation to adopt the constitution of the conductive fiber of Cited Invention 2 in place of 

the conductive fiber of Cited Invention 1. 

 

(42)-17 

Relevant Part III, Chapter 2, Section 2, 3.1.1 
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portion of 

Examination 

Guidelines 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, and similarity of operations and functions 

 

1. Bibliographic Items 

Case "Plastic bag with gussets" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, October 31, 2013 (2013 (Gyo KE) No. 10078) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2001-559768 (National Publication of International Patent 

Application No. 2003-525177) 

Classification B65D 33/02 

Conclusion Dismissal 

Related 

Provision 

Article 29(2)  

Judges IP High Court Second Division, Presiding Judge: Takashi SHIMIZU, Judge Akira IKESHITA, 

Judge: Takaaki SHINTANI 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The Claimed Invention relates to a plastic T-shirt bag including an 

extruded plastic tube-like form having gussets on the sides and a seal line (14) 

at the bottom.  The junction point (24) between an inward crease and the seal 

line (14) is the weakest area in the bottom part of the bag.  A reinforcing tape 

(30) is provided to extend across these two weak areas to absorb force applied 

when something is put into the bag. 

 

 

 

(2) State of the art 

(1) Cited Document 1 (Cited Invention 1): U.S. Patent No. 4812055, statement (finding by appeal/trial decision) 

    "A bag made of heat plastic resin 10 shaped after undershirts having a tube made with a heat plastic resin film 

having gussets on the sides in which each gusset has an inward crease, a heat seal 18 intersecting with the inward 

crease at the bottom of the bag and handles 22 formed on the gusset portions of the bag 10, provided with a sealed 

area 26 for reducing the tendency that a junction point 24 between the inward crease and the heat seal 18 at the 

[FIG. 14] 
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bottom of the bag when something is put into the bag 10" (cited from the Court Decision). 

 

(ii) Cited Document 2 (Cited Invention 2): Microfilm for Japanese Utility Model Application No. S56-014737 

(JPS57-129050 U) (Finding by appeal/trial decision) 

    "In a plastic bag, to prevent breakage of the seal line that has low strength and is breakable with a reinforcing 

tape that is a reinforcing means separated from plastic films adhered overlapping the seal line", (cited from the Court 

Decision) 

 

(3) The Claims (Claimed Invention) 

[Claim 1] 

    A plastic T-shirt bag having a tube of a plastic film having gussets on the side parts in which each gusset has 

an inward crease and a seal line intersecting with the inward crease at the bottom of the bag and handles formed on 

the gusset portions of the bag, wherein a reinforcing means bonded to the bottom part of the bag is provided to 

extend across each of said inward creases, located adjacent to said seal line or overlapping the seal line, separately 

from said plastic film, and said reinforcing means is not bonded to the portions where handles of the bag is formed, 

and said reinforcing means reduces the tendency of weakening of the junction point between said inward crease and 

said seal line when something is put into the bag. 

 

(4) Procedural History 

February 15, 2001 : Patent application filed (priority date: February 15, 2000, USA) 

February, 22, 2011 : Decision of refusal 

June 30, 2011 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2011-

14005), 

Amendment (Refer to the above "The Claims") 

November 5, 2012 : The above amendment was refused; appeal decision to the effect that "the present 

demand for appeal does not stand good" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 

    Since Cited Invention 1 and Cited Invention 2 have a common problem to be solved to prevent breakage 

of the part with low strength and is breakable of a plastic bag, it is a matter in which a person skilled in the art 

could easily make in Cited Invention 1, in place of or in addition to the sealed area 26, to bond the reinforcing 

means of Cited Invention 2 to the bottom portion of the bag where the seal line exists so that it overlaps the seal 

line and is provided to extend across the junction point with each inward crease having low strength and is 

breakable. 

Decision 
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Allegations by Plaintiff 

    The purpose of Cited Invention 1 is not to 

directly "reinforce" the junction point 24 that has low 

strength and is breakable but to disperse and lessen the 

stress applied to the junction point 24.  Namely, 

Cited Invention 1 is based on an idea to solve the 

problem of low strength and vulnerability to breaking 

of the junction point 24 of the inward crease and the 

seal line by distributing and lessening the stress 

applied on the junction point 24.  And, its means for 

solving the problem is to provide a sealing area 26 in 

a position remote from the junction point 24. 

    In contrast to this, in Cited Invention 2, against 

the problem to be solved that "as the cause of this 

breakage of bag, ... since the border area of the heat-

sealed part 3' becomes thinner along the heat-sealed 

part 3', strength of this part becomes smaller and this 

part becomes breakable," the purpose of Cited 

Invention 2 is to prevent "the thickness of the border 

area from decreasing along the border of the heat-

sealed part." In addition, for the problem to be solved 

and the purpose of the invention, there is provided a 

means to solve the problem that two reinforcing tapes 

are bonded totally to the bag itself beforehand and, 

then, inner sides of the bag 1 are heat-sealed over the 

reinforcing tape 2.  To try to lessen the stress of the 

junction point when the gussets are expanded is a 

problem to be solved inherent to T-shirts bags having 

side gussets, and, since the structure of Cited 

Document 2 does not have any gusset, there could not 

be any common problem to be solved with Cited 

Invention 1 from a structural point of view. 

    As stated above, Cited Invention 1 which 

consistently shows the means to provide a sealed area 

26 in a position remote to the junction point 24 in 

order to lessen the tendency that the junction point that 

have low strength and is breakable becomes weaker, 

Allegations by Defendant 

    Since both of Cited Invention 1 and Cited 

Invention 2 relate to a plastic bag, they belong to a 

common technical field and have a common problem 

to be solved to make a portion of the heat-sealed part 

where it has low strength not breakable. 

    As stated above, Cited Invention 1 and Cited 

Invention 2 belong to the same technical field and have 

a common problem to solve, and, in addition, when 

multiple means exist for solving a prescribed technical 

problem, since it is ordinarily done to replace or 

overlap them, a person skilled in the art who could 

know of the matters stated in Cited Document 1 and 

Cited Document 2 simultaneously could have easily 

surmised, in place of "the sealed area 26 to be provided 

in a position remote to the junction point 24" that is the 

means to solve the problem of Cited Invention 1 or in 

addition to "this sealed area 26," to adopt "a means in 

which, after bonding a reinforcing tape that covers the 

whole of the part to become the heat-sealed part having 

low strength to the outer surface of the bag itself, to 

heat-seal over the reinforcing tape," that is the means 

to solve the problem of Cited Invention 2, and take 

measures to reinforce with the ñreinforcing tape 2" 

including the part to become "junction point 24." In 

addition, while the sealed area 26 of Cited Invention 1 

has working effects to lessen the stress on the junction 

point 24, the reinforcing tape 2 stated in Cited 

Document 2 also, as one of such working effects, 

disperses the force applied on the heat-sealed part and 

decreases risk of breakage of the heat-sealed part 

(Refer to the statement of the present application, page 

5, line 18 to page 6, first line).  Then, since the sealed 

area 26 of Cited Invention 1 and the reinforcing tape 2 

stated in Cited Document 2 have a common working 

effect to disperse and lessen the stress applied on the 

weak heat-sealed part, it can be deemed that there is a 



- 101 - 

and Cited Invention 2 in which, before providing a 

heat-sealed part that has low strength and is breakable, 

such part is reinforced with a reinforcing tape 2, have 

completely different means to solve the problem.  

Therefore, it cannot be accepted that there is 

motivation for a person skilled in the art to combine 

two prior arts as such neglecting an idea consistently 

stated in Cited Document 1.   

stronger motivation to combine the technique stated in 

Cited Document 2 with Cited Invention 1.  

Judgment by the Court 

    Since both of Cited Invention 1 and Cited Invention 2 relate to a plastic bag, they belong to a common 

technical field, and have a common problem to be solved in that a weak portion of the heat-sealed part of the 

bag makes hard to break. In addition, while the sealed area 26 of Cited Invention 1 has a working effect to lessen 

the stress on the junction point 24, the reinforcing tape 2 of Cited Invention 2 also has a working effect to 

disperse the force applied to the heat-sealed part with the reinforcing tape 2 and make the heat-sealed part less 

breakable (Refer to the statement, page 5, line 18 to page 6, first line).  Therefore, it can be said that the sealed 

area 26 of Cited Invention 1 and the reinforcing tape 2 of Cited Invention 2 have a common working effect in 

that the stress applied on the weak heat-sealed part is dispersed and lessened. 

    In addition, when multiple means to solve the problem are known for a predetermined technical problem, 

it is normally carried out to replace a certain means to solve the problem with another means to solve the 

problem, or to use a different means to solve the problem together with a certain means to solve the problem as 

an exercise of ordinary creative activity expected of a person skilled in the art.  Then, a person skilled in the 

art who could know the matters stated in Cited Document 1 and Cited Document 2 simultaneously could have 

easily surmised, in place of "the sealed area 26 to be provided in a position remote from the junction point 24" 

that is the means to solve the problem of Cited Invention 1 or in addition to "this sealed area 26," to adopt "a 

means, after bonding a reinforcing tape that covers the whole of the part to become the heat-sealed part having 

low strength to the outer surface of the bag body, to heat-seal over the reinforcing tape," that is the means to 

solve the problem of Cited Invention 2, and take a means to reinforce with the reinforcing tape 2" including the 

part to become "junction point 24." 
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(42)-18 

Relevant 

portion of 

Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of technical fields, and similarity of problems to be solved 

 

1. Bibliographic Items 

Case "Connector for protection against theft for devices such as a personal computer" (Trial for 

Invalidation) 

Intellectual Property High Court Decision, November 21, 2013 (2013 (Gyo KE) No. 10033)  

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2000-139328 (JP 2001-323705A) 

Classification E05B 73/00 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Yoshinori TOMITA, Judge: Ichiro OTAKA, 

Judge: Yoshiki TANAKA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

"With the purpose ... to provide a cable connector for protection against theft 

for devices such as a notebook-type personal computer that can be easily 

mounted with a single hand, ... by adopting a configuration in which the main 

plate and the auxiliary plate are engaged relatively slidably by sliding 

forward the auxiliary plate in the direction of insertion into the slit or the 

direction of projection of the insertion member and the two plates are held 

undetachably as a means to solve the above problem, ... there can be realized 

the working effect that the connector can be mounted to the slit by grabbing the connection with a single hand and 

inserting the slip-off preventing member of the main plate into the slit and turning it 90 ̄and pushing the turning 

preventing member of the auxiliary plate into the slit so that it overlaps the slip-off preventing member " (cited from 

the Court Decision). 

 

[FIG. 6] 
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(2) State of the art 

(i) Citation 1 (Cited Invention 1. Exhibit A8 Invention in the trial decision): National Publication of International 

Patent Application No. H10-513516 (Finding by the trial decision) 

    "A lock interface 55 for protecting the portable computer 5 against theft that is engageable with the wall 10 

through the slot 15 formed on the wall 10 of the portable computer 5, comprising 

    a fixed spindle 200 in the form of a plate and a lock spindle 240 in a form very closely resembling a plate, 

wherein 

    the fixed spindle 200 has a body part 205, and the body part 205 comprises a hole 210, two engaging members 

215 and 220, a neck 225, and a head 230, wherein the engaging members 215 and 220 are formed on the vertical 

part 2 side of the fixed spindle 200, and 

    the lock spindle 240 has a body part 245, and the body part 245 comprises a hole 250, two engaging members 

255 and 260, and a lock pin 265, wherein the curves of the lock spindle 240 constitutes the engaging members 255 

and 260, and 

    when operating, the user matches the head 230 of the fixed spindle 200 to the slot 15 of the wall 10, and inserts 

the head 230 into the slot 15, and, then, by rotating the fixed spindle 200 to make the head 230 and the slot 15 

mismatch each other, the head 230 and the inner surface of 20 of the wall 10 engage with each other, and, by this 

action, the removal of the lock interface 55 from the computer 5 is blocked, and, then, the lock pin 265 of the lock 

spindle 240 is inserted into the slot 15 to prevent re-matching of the head 230 of the fixed spindle 200 and the slot 

15, and, on this occasion, by the engaging members 215 and 200 of the fixed spindle 200 sliding on the engaging 

members 260 and 255 of the lock spindle 240, the lock spindle 240 and the fixed spindle 200 engage with each 

other, and, furthermore, the lock mechanism 30 having a cable 35 and a lock 40 is inserted into the hole 210 of the 

fixed spindle 200 and the hole 250 of the lock spindle 240 to maintain engagement between the fixed spindle 200 

and the lock spindle 240 and is used for locking the computer 5 to a fixture" (cited from the Court Decision). 

 

(ii) Exhibit A12 (JP H7ð20111 U) 

    Exhibit A12 states an art relating to a thin cosmetic case comprising a thin body 3 having a depressed portion 

for storage 2 to store cosmetics 1 on the upper surface and a cover 4 covering the upper surface of said thin body 3 

by slidably engaging with said thin body 3 ([0005]), and, in order to prevent dropping off of the cover 4 by external 

force in the process of distribution, a "function to prevent dropping off" for preventing dropping off by forming a 

depressed portion for locking 31 in a groove 5 of the thin body 3, and a salient for locking 44 corresponding to the 

depressed portion for locking 31 on the fitting member 43 of the cover 4 is provided at the front and the rear parts 

of the thin case of cosmetics to stop at a predetermined position at both of a closure position and an opening position 

([0011], [0012]) (cited from the Court Decision). 

 

(iii) Exhibit A13 (JP H8-104321A) 

    Exhibit A13 states an art relating to a portable pill case in which half-open and full-open status can be easily 

created so that taking in and out as well as storage of objects (pills) can be carried out simply and reasonably ([0001] 

to [0004]) and the case comprises a body 2 and a drawer case 3 removably mounted on one side of the body 2 
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([0006], [0007]), wherein a pair of engaging projections 10, 10 are provided in an upward direction at the opposed 

positions in the inner surface of the edge of the opening side of the lower body 2B of the body 2, and, a protrusion 

14 having a roughly arc-like engaging surface is provided on the outer surface at the intermediate portion of the 

sidewall 11 of the drawer case 3, and the protrusion 14 is arranged engageable with the engaging projection 10 and 

the drawer case 3 can be half-opened, and, furthermore, by pushing or pulling strongly the drawer case 3, it slips 

through the engaging surface of the projection 10 and make those engagement releasable, and an engaging 

projection 15 protrudes outwardly more than the protrusion 14 at the rear end of the sidewall 11, and the projection 

15 is engageable with the engaging projection 10 during the full-opening operation of the drawer case 3 and makes 

it possible to maintain the full-open state of the drawer case 3 through those engagements ([0010] to [0012]). (cited 

from the Court Decision). 

 

(iv) Exhibit A14 (Japanese Utility Model Publication No. S11-38362) 

    Exhibit A14 states an art relating to a pocketable case for cigarettes, toothpicks, etc. in which an inner box 2 is 

inserted into an outer case 1, a rotatable cover 5 is provided on the sidewall of the inner box 2, and a slot 9 extending 

in the direction of sliding of the outer case 1 is formed on the outer case 1, and a knob 10 for operating the inner 

case provided on the inner case 2 is engaged in the slot 9, wherein the knob 10 is operated within the slot 9 to slide 

the inner case 2 or the outer box 1 and operation of opening and closing the cover 5 is carried out by putting in or 

out legs 6 and 7 of the cover 5 to notches 11 and 12 of the outer box 1 (cited from the Court Decision). 

 

(v) Exhibit A51 (JP H11-104002A) 

    Exhibit A51 states an art relating to a key holder in which, by inserting an assembling pin into a fitting hole 

formed on the inner side of a slide plate of a cap into a sliding slit formed on the holder ([0005]), the holder can be 

used without detaching the cap ([0004])(cited from the Court Decision). 

 

(vi) Exhibit A52 (JP S61-112990U) 

    Exhibit A52 states an art relating to a case for leads for a mechanical pencil in which a stopper projection and 

stopper groove are engaged with each other, and the cover is made slidable to the case but undetachable (cited from 

the Court Decision). 

 

(vii) Exhibit A53 (Registered Utility Model No. 3019866; issued on January 12, 1996) 

    Exhibit A53 states an art relating to a threefold metal for leather bands in which two mating plates 1c and 1d 

are held slidably but undetachably by engaging a pin fixed to the mating plate 1d with a slot formed in the mating 

plate 1c (cited from the Court Decision). 

 

(viii) Exhibit A54 (JP H6-38813A) 

    Exhibit A54 states an art with respect a decoration band in which a rivet fixed to a spring band 18 engages with 

a slot formed in a spring band 17, and the spring bands 17 and 18 are held slidably but undetachably (cited from the 

Court Decision) 
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(3) The Claims (Claimed Invention) 

[Claim 1] 

    A connector for protection against theft to be inserted in a slit (82) for protection against theft provided in a 

casing (84) of a device such as a personal computer (80), characterized in that 

    a main plate (20) and an auxiliary plate (40) are engaged with each other relatively slidably along the direction 

of insertion into the slit (82) and both plates (20) and (40) are held undetachably, 

    the main plate (20) comprising a base plate (22), an insertion member (24) provided to protrude at the end of 

said base plate (22) and a slip-off preventing member (26) provided to protrude toward the end of the insertion 

member (24), wherein 

    the auxiliary plate (40) comprises a slide plate (42) slidably engaged with the main plate (20) along the 

protruding direction of the insertion member (24) of said main plate (20), and a pair of turn stopper pieces (44) (44) 

provided to protrude at the end of the slide plate (42) to overlap with each other with the insertion member (24) 

sandwiched in between when the slide plate (42) is slid in the direction of protrusion of the insertion member (24) 

and release the overlapping with the insertion member (24) when slid reversely, and 

    locking sections (28) and (48) are formed in the main plate (20) and the auxiliary plate (40) at positions where 

they correspond to each other in a state in which the auxiliary plate (40) is slid forwardly and the insertion member 

(24) and the turn stopper piece (44) are overlapped with each other. 

 

(4) Procedural History 

May 28, 2004 : Patent right registered (Refer to the above "The Claims.") 

December 7, 2011 : Demand for trial for invalidation by Plaintiff (Muko No. 2011-800253) 

March 8, 2012 : Demand for correction by Defendant (Refer to the above "The Claims.") 

December 17, 2012 : Trial decision to the effect that "Correction is accepted.  Demand for the present 

trial does not hold good." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial decision 

    Since an article of daily use such as a cosmetic case and a pill case or cigarettes case in arts exemplified 

by Demandant belong to technical fields obviously different from the technical field of a connector for 

protection against theft (a connector for protection against theft comprising a main member and an auxiliary 

member to be inserted into a slit for protection against theft provided on the casing of the body of a device such 

as a personal computer and relatively slidable in the direction of insertion into the slit) of the Invention of Exhibit 

A8, even if the art for articles of daily use such as a cosmetic case and a pill case, a cigarette case, etc. relate to 

goods everybody accesses daily, it should be recognized from such fact alone that there is no motivation for a 

person skilled in the art to apply the art to the connection for protection against theft of the Invention of Exhibit 

A8. 
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    In addition, even if the art for articles for daily use alledged by Demandant is applied to the connection for 

protection against theft of Invention of Exhibit A8 as it is, while the connector for protection against theft (a 

connector for protection against theft comprising a main member and an auxiliary member to be inserted into a 

slit for protection against theft provided on the casing of the body of a device such as a personal computer and 

relatively slidable in the direction of insertion into the slit) that is the object of the present case is, in fact, of 

such small size that it can be grabbed with a single hand, but operation to mount to a slot (slit) with both hands 

is difficult (the corrected statement of the present case, [0003]), if "an art of articles for daily use having two 

members composed to be slidably engageable and undetachably" deemed as a well-known art is applied to the 

Invention of Exhibit A8, although it is preferable that, in the work to mount, the operation to engage the main 

plate and the auxiliary plate can be omitted, but handling characteristic when mounting the connector for 

protection against theft of the Invention of Exhibit A8 to a slot (slit) (in particular, the fact that the connector 

for protection against theft can be grabbed by a single hand smoothly and operated in a state in which the main 

plate is protruded) of the Invention of Exhibit 8 cannot necessarily be ensured (even a person skilled in the art 

cannot judge on the actual handling characteristic unless carrying out trial manufacturing, etc.).  Therefore, it 

should be considered that a person skilled in the art would not consider to try applying "an art of articles for 

daily use having two members composed to be slidably engageable and undetachably" deemed as a well-known 

art as it is to the connector for protecting against theft of the Invention of Exhibit A8 in a situation where there 

is no prospect that handling characteristic is ensured. 

 

    Therefore, in the Invention of Exhibit A8, a person skilled in the art could not easily get the constitution 

of Difference 2 (slidably engaging the main plate and the auxiliary plate, at any time, and making them 

undetachable by applying an art that includes sliding and undetachability) by applying "an art of articles for 

daily use having two members composed to slidably engageable and undetachably" deemed as a well-known 

art. 

Decision 

Allegations by Plaintiff 

    ... Cited Invention 1 relates to a connector for 

protection against theft to be inserted into a slot 

provided on a device such as a personal computer, and 

it is a device to be used by slidably engaging members 

with each other.  Therefore, a person skilled in the art 

who tries to improve Cited Invention 1 would, from 

the viewpoint of improvement in the lock mechanism, 

try to apply techniques in the technical field of 

connectors to be inserted into a slot provided on a 

device such as a personal computer, but, from the 

point of view of improvement other than lock 

Allegations by Defendant 

    In Cited Invention 1, a structure in which the fixed 

spindle 20 and the lock spindle 240 are usually 

detached, and they are fitted together only when used, 

and the two members are used separately is adopted 

and mounting and dismounting are realized through 

this.  Exhibits A12 to A14, and A51 to A54 have a 

structure in which the members cannot be separated 

and, since they are arts different from Cited Invention 

1, there is no inevitability to modify Cited Invention 1 

that uses a method in which members are usually 

separated from each other and fitted together only 
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mechanism; for example, improvement in handling 

characteristic and prevention of loss, it is possible to 

try application of various techniques concerning 

devices to be used by slidably combining members. 

    In the working example of FIG. 7 of Citation 1, 

a fixed spindle 200 and a lock spindle 240 are engaged 

with each other in advance, and, when starting to use, 

locking operation can be performed by maintaining 

engagement of the two members by sliding the lock 

spindle 240 as it is.  Citation 1 does not state at what 

time point the two members are engaged with each 

other, and does not have any statement to exclude 

advance engagement of members.  Therefore, the 

working example in FIG. 7 of Citation 1 has a 

constitution in which the fixed spindle 200 and the 

lock spindle 240 are detachable, but, when used for its 

original purpose as a lock, it is indispensable that the 

two members are slidably engaged with each other, 

and, since the two members are not for the purpose of 

detaching, a structure in which they are undetachable 

can be adopted for improvement in handling 

characteristic, etc. 

    Then, not limited to connectors for protection 

against theft, in devices composed of separate, 

independent components not intended for detaching, 

improvement in handling characteristic, prevention of 

disengagement, prevention of loss, etc. are self-

evident problems to be solved.  Arts in Exhibits A12 

to A14 and A51 to A54 are common to Cited Invention 

1 in that members are used by slidably engaging with 

each other, and since it is aimed to improve handling 

characteristic and prevent loss by holding members 

slidably but undetachably, they can be applied to Cited 

Invention 1.  In particular, in Exhibits A51 to A 54, 

structures in which a pin and a slot (or a slit) are 

engaged with each other and two members are 

slidably engaged but undetachably held are 

when used to a method in which members are 

undetachably held and engaged slidably by applying 

those arts, and, since there is no statement or 

suggestion in Citation 1 on such modification, there is 

a jump in technology and negative teaching in such 

modification.  Although Plaintiff alleges that Exhibits 

A12 to A14 and A51 to A54 are common to Cited 

Invention 1 in that members are slidably engaged, 

members of Cited Invention 1 are slidably engaged 

with each other only when they are used and they are 

usually handled separately, and there is no common 

point as Plaintiff alleges. 

    Arts disclosed in Exhibits A12 to A14 and A51 to 

A54 belong to technical fields different from the 

technical field of Cited Invention 1, and since there is 

no statement or suggestion of their applicability, it 

cannot be easily conceived to apply the above arts to 

Cited Invention 1 and make Claimed Invention 1. 
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specifically illustrated and it is easy to apply them to 

Cited Invention 1 as they are or with necessary 

modification.  Then, a person skilled in the art can, 

in a step before trial manufacturing, find a structure 

easily applicable to Cited Invention 1 from well-

known/commonly-used arts, and have his/her own 

prediction that handling characteristic is ensured even 

without trial manufacturing. 

Judgment by the Court 

3. Concerning Cause of Cancellation 2, "Error in determination on obviousness of Claimed Invention 1 in 

Ground for Invalidation 2 (Lack of inventive step)(Part 1)(Application of well-known/commonly-used art)" 

    ... in an article in which members are slidably engaged as disclosed in Exhibits A12 to A14 and A51 to 

A54, even if the structure in which members are slidably but undetachably engaged with each other by engaging 

a pin and a slot or a slit is a well-known/commonly-used art, the arts disclosed in the respective pieces of 

documentary evidence belong to different technical fields from that of Cited Invention 1, which belongs to the 

technical field of connectors for protection against theft and have a different technical problem from that of 

Cited Invention 1 and, in addition, the problem to be solved by the invention, purpose of the invention, means 

to solve the problem, basic configuration and mode of use, etc. are different from those for Cited Invention 1, 

and, therefore, it should be deemed that there is no motivation to adopt the constitution in which .the fixed 

spindle 200 and the lock spindle 240 are held undetachably by applying such arts to Cited Invention 1.  

Therefore, it cannot be deemed that it is easy for the person skilled in the art to apply the arts disclosed in 

Exhibits A12 to A14 and A51 to A54 to Cited Invention 1. 
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2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention relates to a joint prosthesis, comprising 

two prosthesis members (2 and 3) adapted to be arranged for different 

bones (39; 41 and 42) of a joint (38), and the prosthesis members (2 

and 3) include first and second screw-like members (4 and 5) adapted 

to be screwed to the bones (39; 41 and 42) respectively.  One 

prosthesis member (2) includes a member (6) having a socket section 

and the other prosthesis member (3) includes a member (7) having a 

head section, the socket member (6) has a mounting pin (22) which 

can be inserted into a first hole (10) provided on the first screw-like 

member (4) for arranging or positioning the socket member (6), and 

the head member (7) has a mounting pin (27) which can be inserted 

into a first hole (11) provided on the second screw-like member (5) 

for arranging or positioning the head member (7).  The first and 

second screw-like members (4 and 5) have at least one inner second hole (30 and 33 respectively) designed so that 

a rod (31) of a tool for screw (32) can be inserted in order to screw the first and second screw-like members (4 and 

5) to the bones (39; 41 and 42) respectively.  The second holes (30 and 33 respectively) are provided at the bottoms 

(17 and 19 respectively) of the first holes (10 and 11 respectively). 

 

(2) State of the art 

(i) Citation 1 (cited invention): U.S. Patent No. 5147386 (Finding by the trial decision) 

    "A prosthesis appliance comprising first prosthesis members (11 and 19) and second prosthesis members (13 

and 17) adapted to be placed to the metacarpal bone and the phalange, wherein 

    each prosthesis member comprises a metacarpal body 11 and a phalange body 13 adapted to be screwed to 

each of the above bones, and 

    the second prosthesis members (13 and 17) comprise a hinge stem 17 having a socket 27, and said first 

prosthesis members (11 and 18) comprise a hinge body 19 having a ball end 21, 

    said hinge stem 17 has an elongated part 23 that can be inserted into a receiving chamber 38 of said phalange 

body 13 in order to arrange or position the hinge stem 17, 

    said hinge body 19 is a prosthesis appliance having an elongated part 33 that can be inserted into a receiving 

chamber 35 of said metacarpal body 11 in order to arrange or position the ball end 21, and 

    said metacarpal body 11 and phalange body 13 have an external conic shape and further have threaded parts 

(45 and 47)." 

 

(ii) Citation 2: National Publication of International Patent Application No. 5-509006 (Finding by the trial decision) 

    "A prosthetic device applied for a joint to which a hexagonal section to which an Allen key for removing the 

prosthetic device in non-screwed state is mounted in the axis section" 

[FIG. 1] 
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(3) The Claims (Claimed Invention) 

[Claim 1] 

    A joint prosthesis having two prosthesis members (2 and 3) adapted to be arranged to different bones (39; 41 

and 42) of a joint (38),  

    each prosthesis member (2 and 3) comprises first and second screw-like members (4 and 5) adapted to be 

screwed to each of said bones (39; 41 and 42) respectively, 

    one prosthesis member (2) comprises a socket member (6) having a socket section and the other prosthesis 

member (3) comprises a head member (7) having a head section, 

    said socket member (6) has a mounting pin (22) which can be inserted into a first hole (10) provided on said 

first screw-like member (4) for arranging or positioning the socket member (6), and 

    said head member (7) has a mounting pin (27) which can be inserted into a first hole (11) provided on the 

second screw-like member (5) for arranging or positioning the head member (7), wherein 

    the first and second screw-like members (4 and 5) have at least one inner second hole (30 and 33 respectively) 

designed so that a rod (31) of the tool for screw (32) can be inserted in order to screw the first and second screw-

like members (4 and 5) to each of said bones (39; 41 and 42), 

    said second holes (30 and 33 respectively) are provided at the bottoms (17 and 19 respectively) of the first 

holes (10 and 11 respectively), 

    said first and second screw-like members (4 and 5) are provided with through-holes (36 and 37 respectively) 

extending in the axial direction at the bottom of said second holes (30 and 33 respectively) so that each of said first 

and second screw-like members (4 and 5) is mounted on the guide line (43) mounting on each of said bones (39; 41 

and 42) and have an external conic shape and are also provided with an external screw thread (34 and 35 

respectively) and have no screw thread on extension parts (4a and 5a) extending in the axial direction of the first 

and second screw-like members (4 and 5) in order to divide the external screw threads (34 and 45 respectively) into 

several screw thread sections. 

 

(4) Procedural History 

February 13, 2006 : Patent application filed (Priority date: February 16, 2005/Switzerland)  

February 10, 2011 : Decision for refusal 

June 15, 2011 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No.2011-

12814) 

Amendment (Refer to "The Claims" above) 

October 15, 2012 : The above amendment rejected appeal decision to the effect that "the present 

demand for appeal does not hold good" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal decision 
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(Difference 1) 

    While in the corrected invention of the present case, the first and second screw-like members (4 and 5) 

have at least one inner second hole (30 and 33) designed so that the rod (31) of a tool for screw (32) can be 

inserted in order to screw the first and second screw-like members (4 and 5) to each of bones (39; 41 and 42), 

and 

    the second hole (30 and 33 respectively) are provided at the bottom (17 and 19 respectively) of the first 

hole (10 and 11 respectively), it is not clear whether or not the cited invention has such matter specifying the 

invention. 

... 

    Cited Publication 2 describes "a prosthetic device applied for a joint to which a hexagonal section to which 

an Allen key (tool for screw) for removing the prosthetic device in a non-screwed state is mounted in the axis 

section," and the invention stated in Cited Publication 2 and the cited invention are common in that both of them 

relate to prosthesis, it is a matter in which a person skilled in the art could easily make to apply the invention 

stated in Cited Publication 2 to the cited invention.  And, on that occasion, it is a matter in which a person 

skilled in the art could properly make to arrange the second holes (30 and 33 respectively) for the tool for screw 

to be provided at the bottom (17 and 19 respectively) of the first holes (10 and 11 respectively). 

Decision 

Allegations by Plaintiff 

... since inventions relate to means to solve the 

problem in the prior art, whether or not the patented 

invention could be easily arrived at should be 

determined depending on whether or not a common 

problem to be solved is found in the cited publication, 

and even if the technical field is common, it cannot be 

said that they are sufficient as motivation to make the 

invention unless there is a common problem to be 

solved. 

    But, the hexagonal section 30 in the prosthetic 

device stated in Citation 2 is a configuration added to 

the shaft section 21 (FIG. 7 in Appendix 3), and is 

used when insertion and drawing back in the shaft 

direction by the screw section 25 provided on the shaft 

section 21 are made possible.  On the other hand, in 

the joint prosthesis stated in Citation 1, since there is 

no configuration to correspond to the screw section 25 

of Citation 2, Citation 1 and Citation 2 have no 

common problem to be solved.  In addition, in 

Allegations by Defendant 

A. Self-tapping means to create a female screw by 

screwing in, or to have such function (Exhibits B2 to 

B4).  The self-tapping thread 45 of the cited invention 

is formed for the purpose of screwing into a bone, and 

the metacarpal body 11 and the phalange body 13 have 

a self-tapping thread 45 for screwing into a bone.  On 

the other hand, according to the statement in Citation 

2, "FIG. 6 shows an exploded view of a prosthetic 

device 20 for a thigh bone of the working example of 

the present invention.  The prosthetic device 20 

comprises ... a shaft section 21.  ... when the shaft 

section is screwed into the position already explained, 

a helical screw for each of the screw sections 24 and 25 

applies a tension to the wall of the marrow cavity of the 

bone," (Page 5, upper left column, lines 13 to 20), since 

it is obvious that the screw sections 24 and 25 of 

Citation 2 are for the purpose of screwing into a bone, 

the prosthetic device 20 of Citation 2 is to be screwed 

into a bone.  
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Citation 1, there is no suggestion of application of the 

configuration of "hexagonal section" stated in 

Citation 2 to the joint prosthesis stated in Citation 1, 

and, therefore, there is no motivation for such 

application.  In fact, in the joint prosthesis stated in 

Citation 1, the receiving chamber 35 for the 

metacarpal body 11 that corresponds to the first hole 

of the Corrected Invention is formed deeply in the 

metacarpal body 11 (FIGS. 6 and 7 of Appendix 2), 

and, if a hexagonal section should be provided in the 

deeper position in this receiving chamber 35, since 

strength of the end of the metacarpal body 11 is 

drastically decreased, it is difficult to believe that such 

application is made actually.  But, since the 

receiving chamber 38 of the phalange body 13 is 

formed in a rather shallow position, it cannot be said 

that it is impossible to provide any hexagonal section; 

however, if a hexagonal section is provided in the 

receiving chamber 38, a hexagonal section is provided 

only on one phalange body 13, and no hexagonal 

section is provided on the other metacarpal body 11, 

and this is unreasonable. 

    Therefore, since it cannot be said that it is a 

matter which a person skilled in the art could have 

easily made to apply the configuration of "hexagonal 

section" stated in Citation 2 to the joint prosthesis 

stated in Citation 1 to make the configuration of 

Corrected Invention according to Difference 1, the 

above determination of the appeal decision is 

incorrect. 

    Therefore, the metacarpal body 11 and the 

phalange body 13 of the cited invention and the 

prosthetic device 20 of Citation 2 are common in that 

they are joint prostheses to be used as replacement of a 

joint and, at the same time, are functionally common in 

that they are screwed into a bone.  

    In addition, in the metacarpal body 11 and the 

phalange body 13 of the cited invention, receiving 

chambers 35 and 38 for mounting the elongated part 33 

of the hinge body 19, the hinge stem 17 and the 

elongated part 23 of the hinge stem 17 are provided, 

and, on the other hand, in the prosthetic device 20 of 

Citation 2 also, since the a female screw-like 

indentation 28 for mounting the male screw-like 

portion 29 of the elbow part 22 is provided on the shaft 

section 21, the metacarpal body 11 and the phalange 

body 13 of the cited invention and the prosthetic device 

20 of Citation 2 are common in structural feature that a 

member which is screwed in a bone has a first hole to 

which a mounting pin of the other member is inserted.   

    According to the above statements, since the 

metacarpal body 11 and the phalange body 13 of the 

cited invention and the prosthetic device 20 of Citation 

2 are common in technical field, function, and 

structure, it can said that there is sufficient motivation 

for a person skilled in the art to apply the configuration 

of "hexagonal section" stated in Citation 2 to the cited 

invention. 

B. In this regard, Plaintiff alleges that, since the 

receiving chamber 35 of the metacarpal body 11 of the 

cited invention is formed deeply, if a hexagonal section 

should be provided in the deeper position in this 

receiving chamber 35, since strength of the end of the 

metacarpal body 11 is drastically decreased, it is 

difficult to conceive to apply the configuration of the 

"hexagonal section" stated in Citation 2 to the cited 

invention.  
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    However, since the receiving chamber 35 of the 

metacarpal body 11 of the cited invention is formed to 

mount the elongated part 33 of the hinge body 29, and 

it is sufficient if the receiving chamber 35 and the 

elongated part 33 are configured to have 

complementary shapes, there is no reason to require the 

receiving chamber 35 to be formed deeply in the 

metacarpal body 11 as Plaintiff alleges.  In addition, 

the same as the receiving chamber 38 of the phalange 

body 13, with respect to the receiving chamber 35 also, 

there is no reason to obstruct to adopt a configuration 

to provide a hexagonal section. 

    Therefore, Plaintiff's allegation described above is 

not justifiable. 

Judgment by the Court 

2. Concerning Reason for Cancellation 2 (Error in determination of obviousness of Difference 1) 

... 

(3) Concerning obviousness of Difference 1 

A. According to (1) and (2) above, it is recognized that [1] the artificial joint of Citation 1 and the prosthetic 

device 20 of Citation 2 belong to the common technical field in that they are joint prostheses used for 

replacement of joint of a bone, and [2] The metacarpal body 11 and the phalange body 13, which are constituent 

members of the artificial joint of Citation 1 and the shaft section 21, which is a constituent member of the 

prosthetic device 20 of Citation 2, have a common function to be screwed in a bone from an end, and, a "hole" 

for mounting other constituent member (in the metacarpal body 11 and the phalange body 13, receiving 

chambers 35 and 38 for mounting the elongated part 33 of the hinge body 19 and the elongated part 23 of the 

hinge system 17, and, in the shaft section 21, female screw-like indentation 28 for mounting the male screw-

like portion 29 of the elbow part 22) is provided on the other end. 

And, in Citation 1, although there is no statement that directly states specific means to screw the metacarpal 

body 11 and the phalange body 13 into a bone, there is a statement suggesting that a tool such as screw driver 

(tool for screw) is used for screwing into a bone for the metacarpal body 11 and the phalange body 13. 

    Then, it is acknowledged that, for a person skilled in the art who accesses Citations 1 and 2, there is a 

motivation for applying the configuration of the hexagonal section (internal hole) to which the Allen key is 

provided in the prosthetic device of Citation 2 having common technical field, function and structure as a means 

to screw the metacarpal body 11 and the phalange body 13 of the artificial joint of Citation 1 into a bone, and it 

is easy to conceive, by applying this, to provide internal holes (constitution of Corrected Invention according to 

Difference 1) designed so that a tool for screw can be inserted at the bottom portion of the receiving chamber 

35 of the metacarpal body 11 and the receiving chamber 38 of the phalange body 13 respectively. 
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(42)-20 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relevance of technical field, Similarity of problem 

 

1. Bibliographic Items 

Case "An electronic device with incorporated antenna" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, January 30, 2014 (2012 (Gyo KE) No.10416) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2008-519211 (National Publication of International Patent 

Application No.2008-545327) 

Classification H01Q 21/08 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Presiding Judge: Toshiaki IIMURA, Judge: Kimiko YAGI, Judge: 

Shinji ODA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention relates to an electronic 

device of personal utilization that has, at least, a first 

main surface (120, 610) and further has a first antenna 

(110, 620) for the purpose of communication between 

itself and a second party through electromagnetic waves. 

Said antennas are array antennas that have, at least, a first 

antenna element (111) and a second antenna element 

(112) and that are arranged on said first main surface. It 

is appropriate that said electronic device (100) is a 

portable computer with a lid (120) capable of being opened and closed. Said first main surface constitutes said lid, 

and the antenna (110) is arranged on the lid of said portable computer. 

 

 

[FIG. 1] 
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(2) State of the art 

(i) Citation 1 (Cited Invention 1) : JP H4-503133A (Finding of Trial Decision) 

"A communication device having, at least, a first patch array for communication between a communication device 

and a counterpart through electromagnetic waves, said patch array constituting a flat antenna array having, at least, 

a first patch and a second patch, and a communication device having said antenna array, 

 said antenna array having a first beam inlet and a second beam inlet, 

 each of said beam inlets being connected with each one of beams of said antenna array, each of the beams being 

connected with the respective beam inlets, being different from each other, antenna beams being in the number of 

2n, signals from said beam inlets being made capable of being used on said communication device" (cited from the 

Court Decision) 

 

(ii) Citation 2 (Cited Invention 2) : JP 2001-102848A (Finding of Trial Decision) 

"A laptop computer, having a back of a display section and a planar antenna for communication between the 

computer and a system transceiver through radio waves, said planar antenna constituting a flat antenna array, said 

antenna array being arranged on the back of the display section, and being made capable of using signals whose 

interference is reduced by receiving radio waves of the system transceiver." 

 

(3) The Claims (Amended) (Claimed invention) 

[Claim 1] 

    An electronic device (100, 600) for personal utilization, comprising: at least, a first main surface (120, 610), 

and further, at least, a first antenna (110, 620) enabling communication between a computer and a second party by 

using MIMO through electromagnetic waves, and said antenna constituting a flat array antenna having, at least, a 

first antenna element (111) and a second antenna element (112), said array antenna being arranged on said first main 

surface, 

    said antenna (110, 620) having a first connection port (222) and a second connection port (223), 

    each of said ports being connected with respective beams (232, 233) of said antennas, each of beams being not 

related to said ports, in the form of MIMO beams in the number of N and antenna beams in the number of M, with 

a relation of MN being established, the highest quality of signals from said ports being used in said electronic 

device. 

 

(4) Procedural History 

July 4, 2005 : Filing of Patent Application 

December 8, 2010 : Decision of Refusal 

April 12, 2011 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2011-

7716), 

Amendment of Proceeding (See Above "The Claims") 

July 20, 2012  : The trial decision that "the request for appeal is dismissed"  
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3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

    Cited Invention 1 and Cited Invention 2 relate to a common technical field of antenna arrays and also have 

a common problem that communication is carried out by turning beam direction through a flat antenna. Thus 

there is no special impediment when applying said Cited Invention 2 to said Cited Invention 1. Therefore, by 

making said Cited Invention 1 to be a laptop computer where an array antenna is arranged on the back of a 

display section in such a way as described in said Cited Invention 2, a person skilled in the art could easily 

conceive of creating an electronic device for personal utilization that has, at least, a first main surface and has 

an array antenna arranged on said first main surface and of making the first antenna serve for communicating 

between the laptop computer and a second party. 

Decision 

Allegations by Plaintiff 

    Cited Invention 1 relates to microstrip patch 

antenna that is beneficial for application in aircraft 

and spacecraft. If said Cited Invention 1 is used as a 

communication device, it is not easy to make said 

Cited Invention 1 to be a laptop computer where array 

antenna is arranged on the back of a display section, 

similarly as the claimed invention. 

Allegations by Defendant 

    Plaintiff alleges that, even if Cited Invention 1 is 

certified as a "communication device," it is not easy to 

make such a communication device as equipped with 

aircraft or spacecraft to be a laptop computer where an 

array antenna is arranged on the back of a display 

section. However, since the array antenna in Cited 

Invention 1 has light weight and a flat shape, a person 

skilled in the art can easily conceive of making a 

communication device connected with an array 

antenna to be any of various communication devices 

other than that equipped with aircraft or spacecraft. 

Therefore, the JPO's decision is not erroneous. 

Judgment by the Court 

4 Reason 3 for Dismissal (Error concerning the determination that difference is easily conceived) 

    ... it can be said that Cited Invention 1 and Cited Invention 2 relate to a common technical field of antenna 

arrays and also have common problems to be solved that communication is carried out by turning beam direction 

through a flat antenna. Cited Invention 1 relates to a microstrip patch array that has light weight and a flat shape, 

and has the ability of handling multiple beams. Thus, even though Citation 1 states "especially, beneficial for 

application to aircraft and spacecraft," it is not admitted that a factor exists that hinders the application of Cited 

Invention 1 to another communication device where an antenna and a beam-forming feature are integrated into 

a single structure. 

    Accordingly, the application of Cited Invention 2 to Cited Invention 1 could be easily made by a person 

skilled in the art. Thus, by making Claimed Invention 1 a laptop computer in which an array antenna is arranged 

on the back of a display section in such a way as described in Cited Invention 2, the person skilled in the art 

could easily conceive of the constitution relating to the difference. Therefore, in terms of above points, the 



- 119 - 

determination of the appeal decision is not erroneous. 

 

(42)-21 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.1 

Classification of 

the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relation of the technical field, Similarity of the problem to be solved, Obviousness of or 

easy to conceive the problem to be solved, Obstructive factor 

 

1. Bibliographic Items 

Case "Slime preventing agent for membrane separation" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, February 27, 2014 (2013 (Gyo KE) No. 10102) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. 2005-81945 (JP 2006-263510A) 

Classification B01D 65/06 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Presiding judge: Toshiaki IIMURA, Judge: Kimiko YAGI, Judge: 

Shinji ODA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The object of the claimed invention is to provide a slime preventing agent for membrane separation to 

perform efficient membrane separation using a permeable membrane, wherein the slime preventing agent prevents 

the decrease of the removal rate and the desalination rate due to the degradation of the permeable membrane even 

if the permeable membrane has a low chlorine resistance and prevents the fouling of the permeable membrane due 

to the growth of microbes.  The claimed invention relates to a slime preventing agent for membrane separation, 

comprising an alkali metal hypochlorite and an alkali metal sulfamate. 

 

(2) State of the Art 

(i) Citation 1 (Exhibit B1) (Cited Invention 1): International Publication No. WO2003/96810 (found in the Appeal 
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Decision) 

 "Invention of 'a composition for prevention of slime, comprising an alkali metal hypochlorite, an alkali 

metal sulfamate, and an anionic polymer or a phosphonic acid compound'" (cited from the Court Decision) 

(ii) Citation 2 (Exhibit A2): International Publication No. WO2004/22491 (found in the Court Decision) 

 "....a method for eliminating or preventing biofilm on a reverse osmosis membrane, comprising contacting 

the reverse osmosis membrane with an oxidizing halogen biocide in combined form which slowly releases halogen 

to disinfect the membrane and to kill bacteria is stated (claim 1).  It is stated that, among these, "the oxidizing 

halogen biocide" may be a combination of (1) "an oxidizing biocide substance that contains a halogen in the +1 

oxidation state" and (2) "a nitrogen containing compound which contains at least one nitrogen atom in the imide or 

amide form, such that the halogen in (1) loosely binds with the nitrogen in (2) thereby forming combined halogen 

(claim 2), and that an example of (1) is sodium hypochlorite and an example of (2) is sulfamic acid ([0013])." (cited 

from the Court Decision) 

 

(3) The Claims (Amended) (Claimed Invention) 

[Claim 1] A slime preventing agent for membrane separation, comprising an alkali metal hypochlorite and an alkali 

metal sulfamate. 

 

 

(4) Procedural History 

March 29, 2011 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2011-

6592) 

August 31, 2012 : Amendment (See the aforementioned "The Claims ") 

February 25, 2013 : Appeal Decision that "the request for the appeal is to be dismissed" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    ...a person skilled in the art who sees the teaching of ..."Citation 2" ...have a cause or motivation to 

use ..."Cited Invention" ...for slime prevention for membrane separation and ...both effects ...are within the scope 

which a person skilled in the art can expect.  Therefore, ..."Claimed Invention" ...after the aforementioned 

amendment is an invention which a person skilled in the art was able to invent easily and cannot be granted a 

patent under Patent Act Article 29(2). 

    Identical features and differences between the Claimed Invention and the Cited Invention found in the 

Appeal Decision are as follows. 

    A    Identical features 

    Both are "a slime preventing agent comprising an alkali metal hypochlorite, an alkali metal sulfamate, an 

anionic polymer and a phosphonic acid compound." 

    B    Differences 
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    Whereas the Claimed Invention is a slime preventing agent for "membrane separation," the Cited Invention 

is a slime preventing agent for "cooling water systems, heat-storage water systems, water systems in 

manufacturing processes of paper and pulp, water systems for collecting dusts and scrubber water systems," and 

there is no statement about use of membrane separation. 

Decision 

Allegations by Plaintiff 

    In the field of reverse osmosis membrane such as 

Citation 2, there is a problem that permeable 

membranes degrade due to free chlorine and a slime 

preventing agent is added to prevent this, whereas 

cooling water systems, heat-storage water systems, 

water systems in manufacturing processes of paper 

and pulp, water systems for collecting dusts and 

scrubber water systems of Citation 1 do not have such 

a problem.  The problems and the technical fields of 

Citation 1 and Citation 2 are different.  Therefore it 

is not easy for a person skilled in the art to combine 

Citation 1 and Citation 2 and conceive a constitution 

regarding the differences. 

Allegations by Defendant 

    In Citation 1, it is stated that "the present invention 

aims to provide a composition for prevention of slime 

and a method for preventing slime, in which troubles 

caused by slime in cooling water systems, heat-storage 

water systems, water systems in manufacturing 

processes of paper and pulp, water systems for 

collecting dusts and scrubber water systems can be 

effectively prevented with the composition in a small 

amount."  It is considered that the technical field 

thereof is related to the prevention of slime in various 

water systems and there is no statement which prevents 

use in water treatment equipment having a membrane 

separation process.  Moreover, the biocides used in a 

membrane separation process shown in Citation 2 are 

not different from slime preventing agents. 

Judgment by the Court 

    ...Citation 2 describes a method for eliminating or preventing biofilm on a reverse osmosis membrane, 

comprising contacting the reverse osmosis membrane with an oxidizing halogen biocide in a combined form 

which slowly releases halogen to disinfect the membrane and to kill bacteria is stated (claim 1).  It is stated 

that, among these, "the oxidizing halogen biocide" may be a combination of (1) "an oxidizing biocide substance 

that contains a halogen in the +1 oxidation state" and (2) "a nitrogen containing compound which contains at 

least one nitrogen atom in the imide or amide form, such that the halogen in (1) loosely binds with the nitrogen 

in (2) thereby forming combined halogen (claim 2), and that an example of (1) is sodium hypochlorite and an 

example of (2) is sulfamic acid ([0013])." 

    As above, in Citation 2, sodium hypochlorite is illustrated as an example of (1) and sulfamic acid is 

illustrated as an example of (2).  It is common general knowledge that chlorosulfamate is formed by reacting 

hypochlorite and sulfamic acid ,and this chlorosulfamate is combined chlorine which is formed by the binding 

of chlorine with nitrogen and slowly releases chlorine. Therefore, it is obvious to a person skilled in the art that  

a combination of sulfamic acid and sodium hypochlorite can be used as the biocides mentioned above. 

    Then, it is found that combining sodium hypochlorite and sulfamic acid to form combined halogen serving 

as a biocide and contacting the biocide with a reverse osmosis membrane to eliminate or prevent biofilms on 
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the reverse osmosis membrane is stated in Citation 2.  In light of such statement of Citation 2, it is a matter 

which a person skilled in the art conceives easily to use the Cited Invention containing an alkali metal 

hypochlorite and an alkali metal sulfamate "for a membrane separation." 

    ...Plaintiff alleges that in the field of reverse osmosis membrane such as Citation 2, since there is a problem 

that permeable membranes degrade due to free chlorine, a slime preventing agent is added to prevent this, 

whereas cooling water systems, heat-storage water systems, water systems in manufacturing processes of paper 

and pulp, water systems for collecting dusts and scrubber water systems of Citation 1 do not have such a problem 

and that the technical fields of Citation 1 and Citation 2 are different. 

    However, ... it is a general problem to eliminate or prevent biofilms on a reverse osmosis membrane  and 

it is stated in Citation 2 that the biocide of the combination of sodium hypochlorite and sulfamic acid can be 

used to eliminate or prevent biofilms. Therefore, there is nothing difficult to use a slime preventing composition 

comprising an alkali metal hypochlorite and an alkali metal sulfamate in a membrane separation processing 

using a reverse osmotic membrane. 

    ...Plaintiff alleges that because Citation 2 is an invention to disinfect the membrane and to kill bacteria, 

whereas a slim preventing composition of Citation 1 exerts neither disinfection nor biocide effect, there is a 

factor for inhibiting combination of Citation 1 and Citation 2. 

    However, Citation 1 describes, "even in an additive amount  of the composition having a low 

concentration from which a biocide effect cannot be obtained" ..."the biocide effect is not exhibited by adding 

5 mg/L of ...only A component as available chlorine" .... In light of these statements, it is rational to construe 

that whether there is a biocide effect or not is dependent on the concentration (amount of addition).  Because 

there is no biocide effect at low concentrations, it does not follow that a slime preventing composition  

according to the Cited Invention has no biocide effect, thus it does not prevent the combination of Citation 1 

and Citation 2.  Therefore, the Plaintiff's allegation cannot be adopted. 
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(42)-22 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relevance of technical field, Similarity of problem, Suggestion in the contents of cited 

invention 

 

1. Bibliographic Items 

Case "Method of producing a semiconductor device" (Trial for Invalidation) 

Intellectual Property High Court Decision, August 7, 2014 (2013 (Gyo KE) No. 10240) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2008-268083 (JP2009-55055A) 

Classification H01L 23/12 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Presiding Judge: Ryuichi SHITARA, Judge: Sigeru OOSUGA, 

Judge: Shinji ODA 
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2. Overview of the Case 

(1) Summary of Claimed Invention 

 With regard to method of producing a 

semiconductor device, the claimed invention relates to a 

semiconductor device having an island portion 2a and one or 

more electrode portions 2b, sealed by resin after electrically 

connecting a semiconductor element S mounted on the above 

island portion 2a with the above electrode portions 2b, each of 

back face sides of the island portion 2a and the electrode 

portions 2b is composed, being exposed on the same face of 

bottom side of a resin layer 4, wherein the island portion 2a 

and the electrode portions 2b are respectively formed by 

electroforming into a double-layered structure consisting of at 

least a metal thin film 11 for mounting on the back face side 

and a lead layer 12 stacked integrally thereon, so as to 

eliminate necessity of forming the plate to be separately mounted, on the exposed surface of the electrode portion 

in a following process, and thus electric conduction and reliability of the electrode at the time of mounting are 

improved. 

 

(2) State of the art 

(i) Citation 1 (Exhibit A2):JP2002-009196A (Finding of Trial Decision) 

"A method of producing a semiconductor device, comprising steps of: forming a resist pattern layer 6 by 

implementing predetermined patterning on the whole surface of a stainless steel substrate 1; removing surface-

oxidized film by chemical etching and implementing surface activation treatment including well-known chemical 

treatment with chemicals on the exposed surface of the stainless steel substrate 1; forming independently, in parallel, 

a metal layer 2a for mounting a semiconductor element on the stainless steel substrate 1, and one or more electrodes 

2b, by electrodepositing conductive metal on the exposed surface excluding said resist pattern layer 6 of said 

stainless steel substrate; removing said resist pattern layer 6 from said stainless steel substrate 1; electrically 

connecting an electrode on semiconductor element with said electrode layer 2b, after mounting a semiconductor 

element S on said metal layer 2a; sealing by a resin layer 4, a portion where said semiconductor element S is mounted 

on said stainless steel substrate 1; obtaining a resin-sealed body where, the back side surface of said metal layer 2a 

and that of said electrode layer 2b are exposed on the same plane of the bottom surface of said resin layer 4, by 

removing said stainless steel substrate 1; and forming a gold thin film for mounting by flush plating to a thickness 

of 0.3-0.5 m m or the like only on the back side surfaces of electrode layer 2b and metal layer 2a" (cited from the 

Court Decision) 

 

(ii) Document of Exhibit A4: JP S63-164327A (Finding of Trial Decision) 

"A method of producing a lead frame, comprising steps of: after activating a surface corresponding to a non-resist 

[FIG. 1] 
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portion 2a of a substrate 1 by pealing treatment of said substrate 1 including stainless steel, forming, by coating or 

plating, a contact material 3 including metal, tin, or solder on said non-resist portion 2a, thereafter forming an 

electroformed metal layer 4 on said contact material 3 by electroforming" 

 

(3) The Claims (Amended) (Claimed invention) 

[Claim 1] 

A method of producing a semiconductor device, comprising steps of: forming a resist pattern layer (6) consisting of 

a predetermined pattern for forming an island portion (2a) for mounting a semiconductor element (S) and electrode 

portions (2b) connected with an electrode (L) of said semiconductor element on the whole side of a stainless steel 

substrate (1); 

removing inactive film by chemical etching on the exposed surface of said stainless steel substrate (1); 

forming independently said island portion (2a) formed by double-layered structure consisting of at least said metal 

thin film for mounting (11) and said lead layer (12) stacked integrally thereon and said electrode portions (2b), by 

gold plating growth to a thickness of 0.05 - 1 mm as the metal thin film for mounting (11) on the exposed surface 

from which the inactive film of said stainless steel substrate (1) has been removed and by integrating by stacking 

and forming a growth lead layer (12) by electroforming on said metal thin film for mounting (11); 

removing said resist pattern layer (6) from said stainless steel substrate (1); 

connecting electrically said electrode (L) with said electrode portions (2b) after mounting said semiconductor 

element (S) on said island portion (1); 

forming a resin layer (4) by molding by resin, the mounted part of said semiconductor element (S) on said stainless 

steel substrate (1); and 

forming each back surface of said metal thin films for mounting (11) of said island portion (2a) and said electrode 

portions (2b) in a state of being exposed on the same plane of the bottom surface of said resin layer (4) by peeling 

off and removing said stainless steel substrate (1). 

 

(4) Procedural History 

January 27, 2012 : Registration of Patent Right  

August 7, 2012  : Request for Trial for Invalidation of Patent (Muko No.2012-800120) 

May 17, 2013 : Request for Correction by Plaintiff (Patentee) (See above "The Claims") 

July 19, 2013 : Trial Decision that "the correction is accepted. ...Invalidate the patent." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

    Evidence A2 and Evidence A4 are similar, in terms of such a method of producing a semiconductor device 

as forming a metal layer for mounting a semiconductor element and an electrode, by peeling off a stainless steel 

substrate, after forming the metal layer by electroforming on a non-resist portion of the stainless steel substrate. 

Moreover, in terms of method of producing, the problem that it is preferable to lessen the number of steps as far 

as possible always exists. Therefore, it can be easily conceived by a person skilled in the art, based on the 
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statement of Exhibit A4 that for forming an electrode layer and a metal layer that have a gold layer in the 

invention of Citation 1, in the "step of forming independently island portions and electrode portions," forming 

independently, in parallel, a metal layer 2a for mounting on a semiconductor element on a stainless steel 

substrate 1 and one or more electrode layers 2b by electrodepositing conductive metal on an exposed surface 

excluding a resist pattern layer 6 of a stainless steel substrate, and after the "step of obtaining a resin-sealed 

body where each back side surface of the metal layer 2a and that of the electrode layer 2b are exposed on the 

same plane of bottom surface of a resin layer 4, by removing said stainless steel substrate 1," instead of flash 

plating of gold thin film for mounting, only on the back surfaces of the electrode layer 2b and the metal layer 

2a, in the "step of forming independently island portions and electrode portions,ò forming contact material by 

metal plating on a non-resist portion, and thereafter, forming an electroformed metal layer by electroforming. 

Decision 

Allegations by Plaintiff 

    Document of Exhibit A4 relates to a finger with 

bumps in a shape of tapes as called TAB (Tape 

Automated Bonding) in use of TCP (Tape Carrier 

Package). Document of Exhibit A4 only states a 

method of producing a lead frame that constitutes one 

component for producing a semiconductor device, 

and thus has nothing in common with the invention as 

stated in Citation 1. 

Allegations by Defendant 

    Document of Exhibit A4 states the well-known 

matter that, regardless of the method of producing a 

semiconductor device where a leadless surface is 

mounted, a metal and an electrode for mounting a 

semiconductor element in the method of producing a 

semiconductor device are formed by a metal plate, after 

activating the surface of a non-resist portion on a 

stainless steel substrate and subsequently, peeling off 

the stainless steel substrate after forming a metal layer 

by electroforming. It is apparent that a semiconductor 

device is obtained by the above method. 

Judgment by the Court 

(3) Reason 1-2 of Cancellation (error of determination on the difference certified by trial decision) 

...The problem to be solved stated in Citation 1 is, as mentioned above, that in connection with the 

semiconductor device sealed by resin in a conventional system of mounting a leadless surface is, in the course 

of a production process, it is necessary to form, in a state of positioning precisely on a printed substrate, an 

electrode for connection on the whole surface of a printed substrate and an electrode layer on the back surface, 

and each of an electrode and an electrode layer formed by positioning is required to be surely conductive without 

position aberration by a through hole, and thus, precision in production is requested. The above precision hinders 

the decrease of production cost as well as an increase in the number of steps of the production process for 

forming a through hole and printing a conductive body on the printed substrate, and also the region for forming 

the through hole among a plurality of semiconductor elements arranged adjacently on the printed substrate in 

production is necessary and the number of semiconductor devices that can be formed by being arranged on one 

printed substrate is limited. Moreover, in the method employing such a way as sealing by resin, after mounting 

a semiconductor element on a relatively thick printed substrate, there are faults that heat generated in the 
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performance of forming the semiconductor element is easily accumulated and heat dissipation is worse as well 

as difficulty in realizing small and thin semiconductor devices because of the use of printed substrate. As 

mentioned above, the problem of invention to be solved stated in Citation 1 pertains to the semiconductor device 

sealed by resin in such a manner as leadless mounting with printed substrate. 

    On the other hand, the matter stated in Document of Exhibit A4 pertains to the method of producing a 

semiconductor device in such a manner as sealing by resin by using a lead frame, and originally does not pertain 

to the method of producing the semiconductor device sealed by resin in such a manner as leadless mounting 

with printed substrate. 

    In this way, suggestion and motivation cannot be obtained from the problem to be solved stated in Citation 

1 pertaining to the semiconductor device sealed by resin in such a manner as leadless mounting with printed 

substrate and it is not recognized that there are other documents stating or suggesting that the statement of 

Document of Exhibit A4 should be applied to Citation 1. 

    In addition, the invention stated in Citation 1 pertains to the method of producing a semiconductor device 

in such a manner as sealing by resin. On the other hand, the statement of Document of Exhibit A4 pertains to 

the method of producing a lead frame used for producing such a semiconductor device as molded by resin. 

Accordingly, even if both of them are common in terms of the method of producing a semiconductor device, it 

is not recognized that, for solving the problem in Citation 1, the statement of Document of Exhibit A4 pertaining 

to the method of producing a semiconductor device as sealed by resin can be easily applied by a person skilled 

in the art encountering Citation 1 that states the method of producing a leadless-surface-mounted semiconductor 

device. ...Citation 1 does not include the statement or suggestion that Document of Exhibit A4 is to be applied, 

and even if the statement of Document of Exhibit A4 is applied to the invention stated in Citation 1, the Patented 

Invention 1 cannot be obtained. Therefore, the trial decision that the Patented Invention 1 can be easily 

conceived by applying the statement of Document of Exhibit A4 to the invention stated in Citation 1 is 

erroneous, to the extent as mentioned above. 
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(42)-23 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relevance of technical field, Similarity of problem 

 

1. Bibliographic Items 

Case "A fruit vegetable placing body for a fruit vegetable automatic sorting device, fruit vegetable 

automatic sorting device, and fruit vegetable automatic sorting method" (Trial for Invalidation) 

Intellectual Property High Court Decision, December 24, 2014 (2014 (Gyo KE) No.10071) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2001-285930 (JP2003-53275A) 

Classification B07C 5/36 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Setu SHIMIZU, Judge: Kyou NAKAMURA, 

Judge: Yuki NAKATAKE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    A fruit vegetable receiving body is a mini 

conveyor that can support a fruit vegetable on a 

conveying belt, as well as feed a fruit vegetable to a 

fruit vegetable receiving body beside a conveying 

line by moving said conveying belt in the lateral 

direction perpendicular to a traveling direction of the 

fruit vegetable receiving body. Each fruit vegetable 

take-in body taking in fruit vegetables released by a fruit vegetable receiving body is set up so that its upper side is 

even with or slight lower than the upper side of the conveying belt of the fruit vegetable receiving body, and is 

adjacent to an edge part of a fruit vegetable releasing side. Fruit vegetables are fed to a predetermined fruit vegetable 

take-in body by driving a mini conveyor based on a discrimination signal. 

 

[FIG. 1] 
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(2) State of the art 

(i) Exhibit A2 (Invention 1 of Exhibit A2):(JP H3-256814A) (Finding of Trial Decision) 

    "A cradle 8 for a fruit vegetable arranging and encasing device 1, comprising: supplying parts 9 of a sorting 

conveyor 2 where a guide chain 7 is equipped with a plurality of cradles 8, wherein a kiwi K is placed on the cradle 

8 and conveyed, and the kiwi K is measured in judging parts 3 during conveyance, and size, quality, and weight are 

determined, the kiwi K on the cradle 8 is sorted out based on the result of determination, and the kiwi K is fed in 

sorting the conveyor 2, 

    wherein the cradle 8 can be tilted in the conveying direction of the conveyor 2 and equipped with receiving 

parts by which the kiwi K can be placed on the cradle 8." (cited from the Court Decision) 

 

(ii) Exhibit A3 (Invention 1 of Exhibit A3):JP H11-286328A (Finding of Trial Decision) 

    "A conveying unit 1 placing a conveyed article P as a small article for an automatic sorting device of the 

conveyed article P as a small article, characterized by: the Article P as a small article being placed in a feed path B 

of a conveying path A of the conveyed article P as a small article where a conveying rail 12 is equipped with a 

plurality of conveying units 1 on which the conveyed article P as a small article is placed, and the conveyed article 

P as a small article is sorted based on classification code number during conveyance and fed in the conveying 

direction of the conveying path A of the conveyed article P as a small article, 

    being equipped with a transporting sheet 49 that is reciprocatively movable in the conveying direction of the 

conveying path A of the conveyed article P as small article, 

    the area created, excluding both side edge areas connected with bars 48a and 48b from an upper area of the 

transporting sheet 49 moving in the lateral direction, stacked on the surface of a receiving board 46 where the 

conveyed article P as a small article can be placed on the transporting sheet 49, formed in a curve shape in the lateral 

direction, having a concavity 45 concaved in the center, and a cushioning sheet 47 stacked on the receiving board 

46, 

    the side edge area connected with the bars 48a and 48b from the upper area of the transporting sheet 49 set up 

upward of the transporting sheet 49 and rearward with respect to the transport direction of said area created, 

excluding both edge areas connected with the bars 48a and 48b from the upper area of the transporting sheet 49 

moving in the lateral direction, stacked on the surface of receiving board 46 where the conveyed article P as a small 

article can be placed on the transporting sheet 49, formed in a curve shape in the lateral direction, having the 

concavity 45 concaved in the center, and the cushioning sheet 47 stacked on the receiving board 46, 

    the side edge area of the bar 48b and the transporting sheet 49 connected with said bar 48b in a side edge 

protruding upward from the area created, excluding both edge areas connected with the bars 48a and 48b from the 

upper area of the transporting sheet 49 moving in the lateral direction, stacked on the surface of the receiving board 

46 where the conveyed article P as a small article can be placed on the transporting sheet 49, formed in a curve 

shape in the lateral direction, having the concavity 45 concaved in the center, and the cushioning sheet 47 stacked 

on the receiving board 46, moving in the forward direction in connection with forward rotation of the transporting 

sheet 49 and returning in the rearward direction in connection with rearward rotation." (cited from the Court 

Decision) 
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(3) The Claims (Claimed Invention) 

[Claim 1] 

    A fruit vegetable placing body for an automatic fruit vegetable sorting device, being characterized in that fruit 

vegetables are placed on a fruit vegetable placing body and conveyed, and fruit vegetables are measured in 

measurement parts during conveyance, and grades, etc. are determined and fruit vegetables on a fruit vegetable 

placing body are sorted based on the determination, and fed in the direction of conveying in the supplying parts of 

a fruit vegetable conveying body where a plurality of fruit vegetable placing bodies are equipped on the conveying 

body, 

    wherein a fruit vegetable placing body is equipped with a conveying belt capable of reciprocating rotation on 

a side part in the conveying direction of a conveying line, and is equipped with receiving parts where a fruit 

vegetable can be placed on the conveying belt, and is set up with a partition body in the upper side of the conveying 

belt and also behind said receiving parts, in the direction of reciprocating rotation, and a partition body protrudes 

upward, and moves in the direction of forward rotation in connection with forward rotation and moves in the 

direction of rearward rotation in connection with rearward rotation. 

 

(4) Procedural History 

February 10, 2012 : Registration of patent right (See above "The Claims")  

March 8, 2013 : Request for Trial for Invalidation by plaintiff (Muko No.2011-800038) 

February 21, 2014  : Trial Decision that "the request for trial is dismissed." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

[Difference F'] 

    Concerning conveying parts of fruit vegetable placing body for automatic fruit vegetable sorting device, 

in Claimed Invention 1, conveying part is a "reciprocatively rotatable conveying belt," and "set up partition 

body in an upper side of a conveying belt and also behind said receiving parts, in the direction of forward 

rotation, and a partition body protrudes upward from said receiving parts, and moves in the direction of forward 

rotation in connection with forward rotation and returns in the direction of return rotation in connection with 

return rotation," 

    while, in Invention 1 of Exhibit A2, the conveying part is "a tiltable cradle 8." 

(B) Determination on Difference F' (Combination of Exhibit A2 and A3) 

a The Subject of Conveyance, the Technical field and the Problems  

    The subject of conveyance of Invention 1 of Exhibit A2 is "kiwi K" (fruit vegetable) that are easily damaged 

and bruised, and are one by one different in shape and size, and the subject of conveyance of Invention 1 of 

Exhibit A3 is "Conveyed Article P" (a small articles as a thin or indefinite thing, for example, a bottle or a can). 

Thus, concerning the subject of conveyance, Invention 1 of Exhibit A2 and Invention 1 of Exhibit A3 are 
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common in terms of generic concept as "Article," but are different in terms of concrete characteristics. 

    Accordingly, Invention 1 of Exhibit A2 and Invention 1 of Exhibit A3 are similar in terms of generic 

concept as "article placing body for article sorting device," but are not considered to be common in terms of 

concrete technical field. 

    In addition, even if they are common in terms of generic concept as "prevention of damages and breakages 

of articles," there are differences in terms of power, etc. to prevent "damages and breakages due to mutual 

collision of conveyed articles." Therefore, there is little motivation to apply Invention 1 of Exhibit A3 to 

Invention 1 of Exhibit A2. (cited from the Court Decision)  

Decision 

Allegations by Plaintiff 

A Motivation to apply Invention 1 of Exhibit A3 to 

Invention 1 of Exhibit A2 

    (A) Invention 1 of Exhibit A3 is to solve the 

problem ([0004]) that, in a conventional way as 

equipped with a tiltable tray, damages and breakages 

due to mutual collision of conveyed articles are likely 

to arise, and it is not suitable for conveying easily 

damaged articles. Since the cradle 8 in Invention 1 of 

Exhibit A2 has the constitution that cradle 8 is tiltable 

in the conveying direction of the sorting conveyor 2, 

there is a problem that damages and breakages as 

stated in Invention 1 of Exhibit A3 are likely to arise 

and there is concrete motivation to apply Invention 1 

of Exhibit A3 to Invention 1 of Exhibit A2. 

    In this respect, Exhibit A1 discloses the problem 

that damages and crashes are generated in an 

automatic sorting device of conventional technology 

(such a device as similar to Invention of Exhibit A2) 

that rotates and drops a fruit vegetable B, by tilting 

weighing bucket E. In Invention 1 of Exhibit A2 

relating to "a fruit vegetable," it is well-known that the 

problem of Invention 1 of Exhibit A3 exists. In 

addition, Invention 1 of Exhibit A1 discloses the idea 

that a fruit vegetable placing body in a way of bucket 

is replaced by a fruit vegetable placing body in a way 

of belt. Thus, even if Invention 1 of Exhibit A2 relates 

to "a fruit vegetable," there is no change in the fact 

Allegations by Defendant 

A Motivation and impediment to apply Invention 1 of 

Exhibit A3 to Invention 1 of Exhibit A2 

    The subject of conveyance of Invention 1 of 

Exhibit A2 is fruit vegetables, while the subject of 

conveyance in Invention 1 of Exhibit A3 does not 

include fruit vegetables. Accordingly, the problem to 

be solved in Invention 1 of Exhibit A2 is to prevent fruit 

vegetables from suffering damages, while Invention 1 

of Exhibit A3 that does not treat fruit vegetables does 

not have such problem, and thus the two inventions are 

not common in terms of the problem to be solved. 

    In addition, for the reasons that sorting of 

Invention 1 of Exhibit A2 aims to encasement, while 

sorting of Invention 1 of Exhibit A3 is to feed to shoot 

and at least does not aim to encasement, and that in 

Invention 1 of Exhibit A2, sorting is conducted after 

measurement in a measurement part prior to 

encasement, while measurement is not performed in 

Invention 1 of Exhibit A3 and the like, Invention 1 of 

Exhibit A2 pertaining to the technical filed of 

measurement device or the technical field of 

encasement device, while Invention 1 of Exhibit A3 

pertain to the technical filed of mere sorting without the 

purpose of measurement or encasement. Therefore, 

Invention 1 of Exhibit A2 and Invention 1 of Exhibit 

A3 pertain to different technical fields in this respect. 

    As mentioned above, the two inventions are 
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that there is motivation to apply Invention 1 of Exhibit 

A3 to Invention 1 of Exhibit A2. 

    Accordingly, with regard to the constitution as 

stated in Invention 1 of Exhibit A2 of sorting by the 

tilting cradle 8, in consideration of the technological 

idea as stated in Invention 1 of Exhibit A3, a person 

skilled in the art can easily conceive of "adopting the 

constitution that concave parts holding the conveyed 

article P are created in the lateral of transporting sheet 

49 reciprocatively movable in the direction of right 

and left that is perpendicular to the conveying 

direction, and conveyed articles are smoothly and 

certainly conveyed by keeping conveyed articles in 

concave parts in a stable condition, as well as by 

supporting conveyed articles with a bar 48b set in a 

high position corresponding to H against concave 

parts, by running of a transporting sheet 49, and 

conveyed articles are set in original positions by 

moving transporting sheet 49 in the opposite direction 

before entering a feed path B of conveyed articles 

after sorting of conveyed article P is finished, and the 

same motion is repeated" 

    In addition, Invention 1 of Exhibit A2, despite 

relating to the process of encasing, states that "when 

arranging kiwi K in the receiving box 58 by rotating, 

the kiwi K often contacts with the inner surface on 

downstream side of the receiving box 58, or the 

peripheral surface of kiwi K often receives bruises or 

scratches due to mutual collision of kiwi K to be 

arranged, and thus there is a problem that commodity 

value of kiwi K is impaired" (row 12-18, upper left 

field of page 2). Accordingly, Invention 1 of Exhibit 

A2 indicates there is a problem that the peripheral 

surface of the kiwi K receives bruises or scratches. 

Otherwise, Invention 1 of Exhibit A3 is to solve the 

problem ([0004]) that, in a conventional way as 

equipped with tiltable tray, damages or breakages due 

different in all terms of the subject, the problem to be 

solved and the technical field. Thus, concerning the 

constitution that the cradle 8 of Invention 1 of Exhibit 

A2 is tilted, a person skilled in the art cannot easily 

conceive of applying the way of a transporting sheet as 

stated in Invention 1 of Exhibit A3. Therefore, there is 

no motivation to apply Invention 1 of Exhibit A3 to 

Invention 1 of Exhibit A2. 
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to mutual collision of conveyed articles are likely to 

arise, and it is not suitable for conveyed articles that 

are easily damaged. Therefore, a person skilled in the 

art generally attempts to change tiltable tray as stated 

in Invention 1 of Exhibit A2 to the constitution of 

Invention 1 of Exhibit A3, in consideration of said 

indication of Invention 1 of Exhibit A2. 

    As mentioned above, since partition parts of 

Invention 1 of Exhibit A2 adopt a conventional way 

that Invention 1 of Exhibit A3 indicates as the 

problem to be solved, there is positive and concrete 

motivation to adopt partition parts of Invention 1 of 

Exhibit A3 in Invention 1 of Exhibit A2. 

Judgment by the Court 

    ...as mentioned above, Invention 1 of Exhibit A2 relates to cradle where a fruit vegetable is placed in the 

device of sorting fruit vegetable such as kiwi, while Invention 1 of Exhibit A3 relates to small articles placed 

on a conveying unit where a small article such as a thin or deformed article are automatically sorted. Thus, 

Invention 1 of Exhibit A2 and Invention 1 of Exhibit A3 are common in terms of an articles placing body for 

articles sorting and conveying device, that is, the technology relating to "articles placing body for an articles 

sorting device."  ... Moreover, as mentioned above, in Invention 1 of Exhibit A2, kiwi often has bruise and 

abrasion on its surface caused by contact with an inner wall surface at the downstream of a receiving box and 

also by mutual contact of kiwis when arranging kiwi in the receiving box by rotating, and thus, in order to solve 

the problem that commodity value is impaired, a fruit vegetable places individually on receiving part formed on 

a conveying surface of the conveyor and by conveying a fruit vegetable conveys in a state that each fruit 

vegetable is separated at a prescribed distance, and thus, contact or collision of fruit vegetables in conveyance 

is prevented. Accordingly, it is apparent that the problem of preventing the mutual contact of conveyed articles 

or the like exists not only when arranging in the box but also in all steps of sorting and conveying. Invention 1 

of Exhibit A2 constitutes a cradle of sorting a conveyor that can be tilted when moving placed conveyed articles 

in the conveying direction, and it is well-known fact, as obvious from the constitution itself, that there are 

possibilities of damage or breakage due to the some degree of dropping impact or the impact of contact for 

moving conveyed articles in the conveying direction by tilting, as Exhibit A1 states that in conventional 

technology, in an automatic sorting device by tilting a weighing bucket E and by dropping fruit vegetable E 

with rolling, a fruit vegetable placing body in a manner of a bucket is replaced by one in a manner of a belt, in 

order to solve the problem that a fruit vegetable receives bruise or damage. 

    On the other hand, Invention 1 of A3 is ... to solve the problem that in such a conventional way as being 

equipped with a conventional tiltable tray, it is possible that damages or breakages are generated due to the 

collision of conveyed articles and thus it is not suitable for conveying conveyed articles that are easily damaged. 
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    Therefore, Invention 1 of Exhibit A2 and Invention 1 of Exhibit A3 are common in problem. 

    As a result, it is considered that there is motivation to conceive of the constitution of Difference F' by 

applying Invention 1 of Exhibit A3, in order to solve the technical problems such as damage and breakage of 

conveyed articles, to the constitution of Invention of Exhibit A2 that a sorting conveyor can tilt in the conveying 

direction.  
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(42)-24 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.1 

Classification 

of the Case 

42: Existence of motivation to apply sub cited invention to main cited invention 

Keyword Relevance of technical field, Similarity of action and function 

 

1. Bibliographic Items 

Case "A lid body and a container with this lid body" (Trial for Invalidation) 

Intellectual Property High Court Decision, April 28, 2015 (2013 (Gyo KE) No.10263) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2008-324756 (JP2009-143626A) 

Classification B65D 51/16 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Yoshinori TOMIDA, Judge: Ichiro OOTAKA, 

Judge: Yoshiki TANAKA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    Cited invention relates to a container and a lid body used in the 

container suitable for heating contained foods by heating device such as a 

microwave oven. A lid body 1 for closing an opening part of a main body 

of a container 3 for containing foods and heating said foods is characterized 

by having one raised region in a marginal region setting a peripheral outline 

shape of said lid body 1 and being raised as connected with a marginal part 

of said container 3 forming said opening part of said container 3 and at the 

inside of a region surrounded by said marginal region, said one region 

having a hole 121 for discharging liquid in said container and a flap part 22 

equipped with protruding part for closing said hole 121, said flap part having a base edge part integrally connected 

with said one region and rotating around said base edge part, and a tip part of said flap part 22 at least partially 

extending to the region between said marginal region and said one region. 

 

[FIG. 1] 
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(2) State of the art 

(i) Citation 1: Container of Kureha (that had been sold around October, 2006 before the 

priority date of the Claimed Invention, Exhibit A3, Inspection of Exhibit A1) (Finding of Trial Decision) 

    "a. A lid for closing an opening part of a main body of a container for containing foods and heating said foods, 

b. being equipped with a marginal region connected with a marginal part of said container setting peripheral outline 

shape of said lid and forming said opening part of said container, and 

c. one raised region and concave region at the inside of the region surrounded by said marginal region, 

d. said concave region having a hole part and a concave part for discharging liquid in said container and connectable 

with an opening and closing part equipped with a protruding part for closing the hole part, 

e. said opening and closing part having a fine and thin-formed part, integrally connected with a picking part 

protruding outward from a marginal region of said lid, and rotating around said fine and thin-formed part, 

f. a tip part of said opening and closing part being incapable of extending to the margin of said concave part, 

g. said fine and thin-formed part of said opening and closing part arranged in a position far from the center of said 

lid toward said tip part of said opening and closing part, 

h. the inside of the region surrounded by said marginal region, having a concave region at least partially containing 

said flap part, 

i. said concave region connected with a marginal part of the upper side of said one region, through the middle region, 

j. lid body." (cited from the Court Decision, the following figures show an overview of the container of Kureha 

(Exhibit A3¶Picture 9 and 10)) 

 

 

 

 

 

 

 

 

 

 

(ii) Document of Exhibit A6 (Invention of Exhibit A6):US Publication of Unexamined Patent Application No. 

2005/0061812 (Finding of Trial Decision) 

"a. A container lid 2 for closing an opening part of a main part of a container 15 containing foods, 

b. being equipped with a peripheral limb 27 connected with a marginal part of said container 15 setting a 

peripheral outline shape of said container lid 2 and forming said opening part of said container 15, and 

c. an outside surface 33 as a raised region at the inside of the region surrounded by said peripheral limb 27, 

d. said outside surface 33 having a vent hole 4 for discharging air in said container by being connected with an 

inlet port for a vacuum pump and a cover 7 equipped with a seal segment 3 constituting a check valve 40 capable 

of closing said vent hole 4, 
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e. said cover 7 having a film hinge 32 integrally connected with said outside surface 33, and rotating around said 

film hinge 32, 

f. a tip part of said cover 7 being incapable of reaching the margin of said peripheral limb 27, 

g. said film hinge 32 arranged in a position near from the center of said container lid 2 toward said tip part of said 

cover 7, 

h. said outside surface 33 having a concave part 20 at least partially containing said cover 7, 

i. said concave part 20 being connected with a peripheral part on the upper side of said outside surface 33, 

j. container lid 2." 

 

(iii) Exhibit A7:JP2004-123143A (Finding of Trial Decision) 

"A container of powder comprising: a lid body 2 being connected with a hinge lid 3 in a state as freely opening and 

closing, through a hinge 3b; an edge part of the hinge lid 3 being arranged in the center of the lid body 2 and the tip 

part of the hinge lid 3 being arranged in the peripheral side of the lid body 2; a pour spout 4a created in a top plate 

2a being formed under said hinge lid." 

 

(iv) Exhibit A8: the description of US Patent No.4494679 (Finding of Trial Decision) 

"A container containing powder materials comprising: a base part 13 raised on the upper side of a container lid 1; 

the base part 13 having a first raised flat surface 15; a hole a being formed in the first raised flat surface 15; a step 

part 25 of the first raised flat surface 15 being connected with lid flap 27 by a hinge 29; a protruding part 35 of the 

lid flap 27 being made capable of closing the hole a." 

 

(3) The Claims (Claimed Invention) 

[Claim 1] 

A. A lid body for closing an opening part of a main body of container for containing foods and heating said foods 

is characterized by, 

B. being equipped with a marginal region connected with a marginal part of said container setting a peripheral 

outline shape of said lid body and forming said opening part of said container, and 

C. one raised region at the inside of the region surrounded by said marginal region, 

D. said one region being equipped with a hole part for discharging liquid in said container and a flap part equipped 

with a protruding part for closing said hole part, 

E. said flap part having a base edge part, integrally connected with said one region, and rotating around said base 

edge part, 

F. a tip part of said flap part being incapable of reaching the margin of said marginal region, 

G. said base edge part of said flap part arranged in a position near the center of said lid body toward said tip part of 

said flap part, 

H. said one region having a concave part at least partially containing said flap part, 

I. said concave region connected with a marginal part of the upper side of said one region, through the middle region, 

J. lid body. 
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(4) Procedural History 

March 12, 2010 : Registration of patent right (See above "The Claims") 

March 12, 2013 : Request for Trial for Invalidation (Muko No.2013-800039) 

August 20, 2013 : Trial Decision of "the request for the trial is dismissed."  

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

    Difference 3 : A flap part comprises, in Claimed Invention 1, being equipped with "one region," and a 

"base edge part" of it being "integrally connected with one region" and  "arranged in a position near from the 

center of said lid body toward said tip part of said flap part," and said "tip part" being "incapable of reaching 

the margin of marginal region," while the container of Kureha comprises an "base edge part" being "integrally 

connected with picking part protruding outward from the marginal region of the lid" and "arranged far from the 

center of said lid body toward said tip part of flap part," and said "tip part" being "incapable of reaching the 

margin of concave part." 

... 

    Assuming that the direction of opening and closing of the flap of the container of Kureha is reversed, 

    the "base edge part" of the flap of the container of Kureha is connected with a "picking part protruding 

outward from the marginal region of the lid." In addition, in relation to this connection, the cross-sectional shape 

of the flap is formed not in a plate shape but in ɋ shape, for climbing over the marginal region. 

    This is different from the well-known shape (cross-sectional plate shape) and way of attachment (connected 

with marginal region) as stated in Exhibit A4 and A5 and is a specific way of attachment. Moreover, since the 

distance between hole part and base edge part becomes larger by being connected with the "picking part 

protruding outward," it obviously makes the flap easier to open in view of technology. 

    Accordingly, in case of reversing in the direction of opening and closing of the flap of the container of 

Kureha, such technological advantage is lost. 

 

    The applicant asserts that there are possibilities of modification of design in view of appearance. Although, 

setting aside the case that modification of design results in an equal technical advantage or other technical 

advantages, it cannot be assumed that modification of design is made which results in mere losing of technical 

advantage. 

    Therefore, there is no motivation to reverse the direction of opening and closing of the flap, with regard to 

the container of Kureha. 

Decision 

Allegations by Plaintiff 

    A person skilled in the art encountering the 

container of Kureha recognizes, at the same time, [1] 

Allegations by Defendant 

A The Invention of Exhibit A6 is a container for 

vacuum preserving of foods, and is used for thawing 
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the problem that there is a necessity of changing the 

position of the flap from the marginal part of lid body 

to the vicinity of the center and [2] the problem that 

there is a necessity of changing the direction of flap 

into outward-opening, maintaining such a feature of 

the container of Kureha that the flap is integrally 

formed in the lid body. 

    Accordingly, Exhibit A6 states the container for 

foods equipped with the lid body where a flap is 

formed not in the marginal part of lid body but 

integrally formed in the vicinity of the center, and also 

the direction of the flap is outward-opening and there 

is no concave part for inserting one's finger. In the lid 

body as stated in Invention of Exhibit A6, [1] since the 

flap is connected with the vicinity of the center of the 

lid body, if adopting the lid body, it can be avoided 

that the opened flap breaks by colliding with another 

object, needs wasteful space, and collides with the 

inner wall of a microwave oven, as well as avoiding 

the problem in design that the opened flap protrudes 

outward. In addition, [2] since the flap is inward-

opening, if adopting this lid body, there is no necessity 

of setting a concave part in the center of the lid body. 

Thus, it can be avoided that dirt accumulates in the 

concave part, that the concave part oppresses foods as 

well as reduces the volume of the container, by 

protruding into the container, and the impression of 

simple is curtailed. Moreover, water draining after 

washing is not prevented. Furthermore, [3] since the 

flap protrudes from the raised part of the center of the 

lid body ("one region" as stated in the description) 

toward the outside of said region, although there is no 

concave part in the vicinity of center of lid body, the 

flap can be easily opened. 

    Accordingly, it is natural that a person skilled in 

the art who recognizes the problems of the container 

of Kureha attempts to apply the lid body of Invention 

foods but is not used for heating foods. In addition, the 

hole part of Invention of Exhibit A6 is a mere vent hole 

which air goes through when forming a state of vacuum 

or normal pressure in the container. In contrast, a 

container of Kureha is the container for preserving 

foods, and for heating foods with lid in a microwave 

oven or the like, and the hole part is a hole which 

discharges the steam generated by foods in the 

container when heating. Accordingly, the vacuum 

preserving container relating to Invention of A Exhibit 

6 and the container of Kureha are entirely different 

inventions in terms of use, function and technical field. 

    Moreover, to be different from the container as 

stated in Exhibit A7 and A8, it cannot be said that the 

container of Kureha is designed to contain the object in 

a state of powder. Furthermore, the container of Kureha 

is the container capable of being heated and the hole 

part is to discharge steam, while the container as stated 

in Exhibit A7 and A8 is not capable of being heated and 

the hole part is to pour powder contained articles 

outside. In this respect, the use, function and technical 

field of the two inventions are entirely different. 

Therefore, the container of Kureha and the container as 

stated in Exhibit A7 and A8 relate to different technical 

fields. 

    As mentioned above, since the container of 

Kureha and the container as stated in Exhibit A6-A8 

relate to different technical fields, it cannot be said that 

a person skilled in the art can easily conceive of 

combining the two inventions. 

B Plaintiff asserts that it is important to assort a wide 

variety of products so as to satisfy the tastes of 

consumers, as a supplier manufacturing and 

distributing containers for foods, and there is necessity 

of applying Exhibit A6 stating the flap in a shape 

different from that of the container of Kureha to the 

container of Kureha in order to diversify the shapes of 



Annex D: Court precedents relating to Novelty and Inventive Step 

- 140 - 

of Exhibit A6 to the container of Kureha, after 

encountering Exhibit A6, and thus there is strong 

motivation to combine both items. Therefore, a person 

skilled in the art could easily conceive of the 

constitution relating to the Invention 1, based on the 

container of Kureha and Exhibit A6. 

    In addition, since the container for foods in a 

shape that the flap of outward-opening is integrally 

formed in a part other than marginal one of lid body 

is not only disclosed in Exhibit A6 but in Exhibit A7 

and A8, it can be said that a person skilled in the art 

similarly attempts to apply the lid body as stated in 

Exhibit A7 and A8 to the container of Kureha. 

Therefore, a person skilled in the art could easily 

conceive of constitution relating to Difference 3 of the 

Invention 1, based on the container of Kureha, and 

Exhibit A7 and A8. 

containers, and thus there is positive motivation to 

combine Exhibit A6-A8 with the container of Kureha. 

    Though, similarity of problems, similarity of 

action and function, and suggestion in cited invention 

and the like can be indicated as factors for motivation 

to affirm the combination of multiple inventions, in 

addition to the relevance of technical field. Plaintiff 

abstractly asserts a generality that is not related to these 

factors, and the generality does not constitute the 

reasons for affirming positive motivation. 

Judgment by the Court 

5 Reason 1 - (1) for cancellartion (errors concerning determination on Difference 3 between the Claimed 

Invention 1 and the container of Kureha) 

(1) Reason 1 - (1) for cancellation pertaining to the Claimed Invention 1 is discussed below. 

... 

D (A) ... 

(B) ... It is recognized that the container of Kureha is a container for containing foods and for heating foods with 

a lid by a microwave oven or the like, and the hole part is a hole for discharging steam generated in foods in the 

container during heating, and the protruding part for closing the hole part and the opening and closing part 

equipped with the protruding part are provided for the purpose of maintainng sanitary conditions of the internal 

environment of the container by the closing hole part when preserving the foods in the container and of 

discharging steam or excess air in the container out of the container by the opening hole part during heating. 

(C) Otherwise, it is recognized that Invention of Exhibit A6 is ... a container for keeping foods in a vacuum state 

in the container, and it is naturally assumed to keep in a vacuum state in the container, and the hole part is a hole 

as constituting parts (the vacuum-detective inlet port 5, the vent hole 4) relating to vacuum, and the seal segment 

3 is an opening and closing part for closing the vent hole and for maintaining or releasing the vacuum state. 

 It should be said that, as a result, the container of Kureha and the container of Invention of Exhibit A6 relate 

to different technical fields, and the hole part, protruding part and opening and closing part of the container of 

Kureha are different from the vent hole 4, seal segment 3 and cover 7 of the container relating to the Invention 

of Exhibit A6 in terms of use and function, and thus there is no motivation to apply the Invention of Exhibit A6 
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to the container of Kureha. 

(D) It is recognized that the container relating to Exhibit 7 is a container for powder and granular materials such 

as powdery coffee and sugar, granulated seasonings and foods, or powdery medicine and tablets, and is different 

from the container of Kureha, not being a container which can be heated with a microwave oven or the like. In 

addition, the container relating to Invention 7 has a lid body made capable of selecting take-out opening 

according to the quantity of use, in a way that, when taking contained articles from the container, the articles 

are taken, removing the lid body with a tool such as a spoon in case of using large quantity and are taken in such 

a manner as being poured from the opening part in case of using small quantity, and the pour spout is a hole for 

pouring objects in a powder state as contained articles outside, and a connected cylinder wall 3a and hinge lid 

3 are to close or open pour spout 4a. 

    It should be said that, as a result, the container of Kureha and the container pertaining to Invention of 

Exhibit A7 relate to different technical fields, and the hole part, protruding part and opening and closing part of 

the container of Kureha are different from the pour spout 4a, connected cylinder wall 3a and hinge lid 3 of the 

container pertaining to Exhibit A7 in terms of use and function, and thus there is no motivation to apply the 

invention as stated in Exhibit A7 to the container of Kureha. 

(E) According to the statement of the above 4 (2), the container pertaining to Exhibit A8 is a container containing 

powdery materials (finely divided solid material) and is not a container which can be heated with a microwave 

oven or the like as is the container of Kureha. Moreover, it is recognized that the hole a for distribution is a hole 

for shaking the powdery materials as contained articles out of the container, and the protruding part 35 and lid 

flap 27 are to open or close the hole a for distribution. 

    It should be said that, as a result, the container of Kureha and the container pertaining to Exhibit A8 relate 

to different technical fields, and the hole part, protruding part and opening and closing part of the container of 

Kureha are different from the hole a for distribution, protruding part 35 and lid flap 27 pertaining to Exhibit A8 

in terms of use and function, and thus there is no motivation to apply the invention as stated in Exhibit A8 to 

the container of Kureha. 

(F) As mentioned above, the container of Kureha and the container pertaining to Exhibits A6-8 belong to 

different technical fields, and the hole part, protruding part and opening and closing part of the container of 

Kureha are different from the corresponding parts of the container pertaining to Exhibits A6-8 in terms of use 

and function. Accordingly, it cannot be found any motivation daringly applying the invention as stated in 

Exhibits A6-8 to the container of Kureha which is different in terms of technical field, use and function. 

... In request for trial for invalidation, as the reason 1 for invalidation, the plaintiff asserts that, the Invention 1 

is, when compared with the container of Kureha, different in terms of Differences 1-3, but a person skilled in 

the art can easily conceive of the constitution pertaining to Differences 1-3 by replacing the inward-opening 

type with outward-opening type of Exhibits A6-8 concerning the opening and closing part (flap) of the lid of 

the container of Kureha, and thus it can be easily conceived, considering respectively easily conceiving based 

on the combination of the container of Kureha and Exhibit A6, that based on the container of Kureha and Exhibit 

A7 and that based on the container of Kureha and Exhibit A8. 
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    The trial decision has determined that there is no special technical advantage in terms of the direction of 

opening and closing in view of Exhibits A6 and A7, considering that, in judgement on Difference 3, "with regard 

to containers, it is well-known that the 'base edge part' is the center side and 'tip part' is the marginal side (for 

example, Exhibist of A6 and A7) and the 'base edge part' is the marginal side and the 'tip part' is center side (for 

example, Exhibits of A4 and A5) and that either is timely selected. Accordingly, the direction of opening and 

closing of flap is not special." On the other hand, the trial decision has determined that the constitution of 

Invention 1 pertaining to Difference 3 cannot be easily conceived, without considering easily conceiving based 

on the combination of the container of Kureha and Exhibits A6-8 on considering whether a person skilled in the 

art can easily conceive of the constitution by reversing the direction of opening and closing of the flap. 

Therefore, it should be said that there was premature decision in the trial decision. 

    Although, as mentioned above A-D, there is no motivation to apply the inventions as stated in Exhibits A6-

8 to the container of Kureha, and thus it is not considered that a person skilled in the art can easily conceive of 

the constitution such as the matter specifying the invention pertaining to Difference 3, by applying the inventions 

as stated in Exhibits A6-8 to the container of Kureha. 

    Therefore, as mentioned above, there was a premature decision in the trial decision. However, this point is 

not considered to affect the conclusion of the trial decision, and thus the above assertion cannot be adopted. 
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(43)-1 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.2(1) 

Classification 

of the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword  

 

1. Bibliographic Items 

Case "System and method for prize competition" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, February 23, 2006 (2005 (Gyo KE) No. 10448) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2000-233126 (JP2002-49721A) 

Classification G06F 17/60 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Katsumi SHINOHARA, Mitsuru SHISHIDO, Yoshiaki 

SHIBATA 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention is to provide a system for prize competition where a user can acquire information 

concerning prize gifts at the user's request. A server computer is provided with a database storing data of information 

concerning prize gifts; a means for displaying information concerning prize gifts on an information communication 

device; a means for prompting the input of personal information of a user containing at least an e-mail address, for 

the user who operates the information communication device; a means for storing said inputted personal 

information; a means for prompting the input of application for prescribed prize gifts as requested, for the user who 

operates the information communication device; a means for displaying a screen asking whether a user requests 

provision of information concerning prize gifts on the information communication device, when the input of 

application for prize gifts is made; and a means for sending an e-mail including information concerning prize gifts, 

when the input of request for provision of information concerning prize gifts is made. 

 

(2) State of the art 

(i) Citation (Cited Invention):"Win! the law of prize completion by using internet" (Author: Katsuhito Kiida, March 

23, 2000, published by Ohmsha) (Finding of Trial Decision) 
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    "A system for prize competition by using a personal computer connected to a wired and/or wireless network, 

comprising: a database storing data of information concerning prize gifts; a means for displaying information 

concerning prize gifts on the personal computer; a means for prompting the input of personal information of a user 

containing at least an e-mail address, for the user who operates the personal computer; a means for storing said 

inputted personal information; a means for prompting the input of application for prescribed prize gifts as requested, 

for the user who operates the personal computer; a means for storing the matter that the application for prescribed 

prize gifts has been made, in association with the user's personal information, when the input of the application for 

said prize gifts is made; a means for displaying a screen asking whether a user requests provision of information 

concerning prize gifts on the personal computer, when the input of application for prize gifts is made; a means for 

storing the matter that the user's request has been made, in association with personal information of said user, when 

the input of the request for provision of information concerning prize gifts is made; and a means for sending an e-

mail including information concerning prize gifts to the e-mail address of the user who requests for provision of 

information concerning prize gifts." (cited from the Court Decision) 

 

(3) The Claims (Claimed Invention) 

[Claim 1] "A system for prize competition by using an information communication device connected to wired and/or 

wireless network, comprising: a database storing data of information concerning prize gifts; a means for displaying 

information concerning prize gifts on the information communication device; means for prompting the input of 

personal information of a user containing at least an e-mail address, for the user who operates the information 

communication device; a means for storing said inputted personal information; a means for prompting the input of 

application for prescribed prize gifts as requested, for the user who operates the information communication device; 

a means for storing the matter that the application for prescribed prize gifts has been made, in association with user's 

personal information, when the input of the application for said prize gifts is made; a means for displaying a screen 

asking whether the user requests provision of information concerning prize gifts on the information communication 

device; a means for storing the matter that the user's request has been made, in association with personal information 

of said user, when the input of the request for provision of information concerning prize gifts is made; a means for 

sending an e-mail including information concerning prize gifts to the e-mail address of the user who requests for 

provision of information concerning prize gifts; means for determining whether a receipt of responding e-mail is 

the application for said prize gifts for which information is provided, when said response mail is sent to said e-mail 

address." 

 

(4) Procedural History 

August 1, 2000 : Filing of Patent Application 

August 30, 2002 : Amendment of Proceeding (See above "The Claims") 

September 26, 2002 : Decision of Refusal 

November 7, 2002 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2002-

21640) 

March 15, 2005 : Trial Decision that "the request of appeal is dismissed." 
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3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

"(Differences) 

    The point that the claimed invention sets up "means for determining whether a receipt of response mail is 

the application for said prize gifts for which information is provided, when said response mail is sent to said e-

mail address (after sending an e-mail including information concerning prize gifts to the e-mail address of the 

user who requests for provision of information concerning prize gifts). 

    On the other hand, the invention as stated in Citation 1 sets up "means for sending an e-mail including 

information concerning prize gifts to the e-mail address of the user who requests for provision of information 

concerning prize gifts," but it is not clear whether the mail itself plays a role of an advertisement for prize 

competition or otherwise information including prize gifts is only sent by a mail, and the invention as stated in 

Citation 1 does not state "means for determining whether a receipt of response mail is the application for said 

prize gifts for which information is provided, when said response mail is sent to said e-mail address." 

"Generally, when selling/purchasing goods, it is well-known as business practice that a customer purchases 

desired goods by willingly accessing goods and a customer purchases desired goods among proposed goods 

after a seller proposes goods to registered customers (for example, sales of goods by using DM). 

    Moreover, it is well-known to use a responding e-mail as the response to e-mail, and Citation 1 states the 

application for prize competition on the Internet by using e-mail. 

    Therefore, the competition prize system as stated in Citation 1 is based on an assumption that a user 

accesses advertisement for prize competition (that is, a user accesses the web page of an advertisement for prize 

competition), as well as the advertising side for competition prize advertises prize competition to registered 

customers, and for this reason, it is recognized that a person skilled in the art can easily conceive of providing 

a role for advertising prize competition with an e-mail including the information concerning prize gifts sent to 

the e-mail address of a user, and of using responding e-mail (in other words, 'means for determining whether a 

receipt of response mail is the application for said prize gifts for which information is provided, when said 

response mail is sent to said e-mail address') as the response to the e-mail (in other words, application for prize 

competition). 

    In addition, the effect of the invention pertaining to Claim 1 of the application is within a range as naturally 

foreseeable from the invention as stated in above Citation 1 and well-known technology, and is not especially 

outstanding." 

Decision 

Allegations by Plaintiff 

    "To use responding e-mail as the response to e-

mail" is well-known in the technical field of regular 

network via e-mail but not well-known in the 

technical field of e-mail network in the system for 

Allegations by Defendant 

    Plaintiff asserts that "to use responding e-mail as 

the response to e-mail" is well-known in the technical 

field of regular network via e-mail but not well-known 

in the technical field of e-mail network in the system 
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prize competition. In addition, Citation states "there is 

application made by using e-mail, in prize 

competition on the Internet," but does not state how to 

use e-mail when applying for prize completion on the 

internet, it is not disclosed and suggested to use 

responding e-mail on application for prize completion 

on the Internet. 

... 

 

for prize competition. In addition, Citation states "there 

is application made by using e-mail, in prize 

competition on the internet," but does not state how to 

use e-mail when applying for prize completion on the 

Internet, it is not disclosed and suggested to use 

responding e-mail on application for prize completion 

on the Internet. 

    However, it is well-known to use responding e-

mail as the response to e-mail, not only on a regular e-

mail network but also a network by e-mail of a service 

providing system on the internet, and it is a well-known 

technical matter to use responding e-mail to the e-mail 

providing information of services as the application for 

said services. 

    To be specific, the publication of B3 states the 

matters of sending e-mail including information 

concerning services to the e-mail address of the user 

who requests provision of the information concerning 

services and of determining as the input of the 

application for the services whose information is 

provided, when responding e-mail is sent to said e-

mail, and the publication of B4 states the matters of 

sending e-mail including the information concerning 

services and of determining as the input of the 

application for the services whose information is 

provided, when responding e-mail is sent to said e-

mail. 

     Therefore, a person skilled in the art can easily 

conceive of determining the responding e-mail sent to 

e-mail including the information concerning prize gifts 

as the application for prize gifts; in other words, as the 

application for an advertisement, by applying well-

known technology to the cited invention. 

Judgment by the Court 

    There is no dispute among the parties concerned that it is a well-known technical matter "to use a reply e-

mail in response to an e-mail," and as mentioned above in 1 (1) B, the citation realtes to a system using 

telecommunications with a personal computer and an e-mail. Thus, since the cited invention utilizes an e-mail, 
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a person skilled in the art can easily conceive of adopting the constitution as using "the receipt of a reply e-mail, 

when said reply e-mail is sent to said e-mail address" among "a means for determining whether a receipt of a 

reply e-mail is the application for said prize gifts for which information is provided, when said reply e-mail is 

sent to said e-mail address" as a difference between the claimed invention and the cited invention, and there is 

no special impediment to the use. 

    Next, concerning "a means for determining whether a receipt of a reply e-mail is the application for said 

prize gifts for which information is provided," it is the matter to be properly arranged artificially according to 

the aspect of the business transaction by the person implementing a prize competition on the internet that what 

kind of reply from a user constitutes the input of the application for the prize competition, and there is no room 

for discussing the technical problems. 

    By the way, there is no dispute among the parties concerned that it is well-known as business practices that 

generally, when selling or purchasing goods, customers purchase desired goods by willingly accessing the 

goods, and they purchase desired goods among the goods proposed by the seller to registered customers (for 

example, the sales of goods by using DM). Considering non-dispute business practices, with regard to the cited 

invention equipped with "a means for sending an e-mail including the information concerning prize gifts to the 

e-mail address of the user who requests for provision of information concerning prize gifts," in terms of what 

kind of reply from a user constitutes the input of the application for prize competition, when sending an e-mail 

including information concerning prize gifts to the e-mail address of a user, it is the matter to be properly 

arranged artificially according to the aspect of the business transaction "to determine the receipt of a reply e-

mail as the input of the application for the prize gifts whose information is provided, when said reply e-mail is 

sent to said e-mail." 
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(43)-2 

Relevant 

portion of 

Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.2(1) 

Classification 

of the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword  

 

1. Bibliographic Items 

Case "An optical detecting part of a discrimination device for paper sheet" (Appeals against an 

Examiner's Decision) 

Intellectual Property High Court Decision, June 29, 2006 (2005 (Gyo KE) No.10490) 

Source Website of Intellectual Property High Court, HANREI TIMES No. 1229, Page 306 

Application 

No. 

Japanese Patent Application No. H6-322201 (JP H8-180237A) 

Classification G07D 7/12 

Conclusion Acceptance 

Related 

Provision 

Article 29(2) 

Judges IP High Court First Division, Presiding Judge: Katsumi SHINOHARA, Judge: Mitsuru 

SHISHIDO, Judge: Yoshiaki SHIBATA 

 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention relates to an optical detecting part of a 

discrimination device for a paper sheet, capable of being set in a 

limited narrow setting space and of efficiently sampling optical data 

from a paper sheet. In an optical detecting part, light-emitting 

elements LS1, LS2 and light-receiving elements LR1, LR2 are respectively arranged in a substrate of one side in 

the vicinity of a conveying path 3, in these elements where a paper money 1 is conveyed, between the light emitting 

elements LS1 and the light receiving elements LR1, and between the light-emitting element LS2 and the light-

receiving element LR2 are optically connected respectively by fiber optic 6a, 6b as light guides part arranged on the 

other side in the vicinity of the conveying path 3, concerning irradiation light emitted by each of light emitting 

elements LS1, LS2, transmitted light attenuated by transmitting through two points of paper money 1 being 

conveyed is detected by each of light receiving elements LR1, LR2. There, absorption quantity in light energy 

[FIG. 1] 



- 149 - 

changes depending on shades in printing part of paper money 1. Thus the data for discriminating and determining 

paper money 1 are obtained by detecting this change. 

 

(2) State of the art 

(i) Citation (Cited Invention): Microfilm of Japanese Utility Model Application No. S60-141873 (JP S 62-051461U) 

(Finding of Trial Decision) 

    "a device for detecting layered-state of a paper sheet, being equipped with an optical detecting part comprising 

light-emitting elements emitting an irradiated light irradiating a part of a paper sheet conveyed in a prescribed 

direction, a light guide part optically connected as irradiating other than a part of the paper sheet with transmitting 

light where said irradiated light transmits a part of said paper sheet, and light-receiving elements receiving 

transmitting light transmitting through said other than a part of said paper sheet, said light-emitting elements, and 

consisting of said light guide part and said light-receiving elements, being respectively arranged at another position 

in a conveying path for conveying said paper sheet" 

 

(3) The Claims (Claimed Invention) 

[Claim 1] A optical detecting part of discrimination device for a paper sheet, comprising, light-emitting elements 

emitting an irradiated light irradiating a part of a paper sheet conveyed in a prescribed direction, a light guide part 

optically connected as irradiating other than said part of paper sheet with transmitting light where said irradiated 

light transmits through a part of said paper sheet in the direction perpendicular to said prescribed direction, and 

light-receiving elements receiving a transmitting light transmitting through another part of said paper sheet, and 

consisting of said light-emitting elements, said light guide part, and said light-receiving elements, being respectively 

arranged at another position in the vicinity of a conveying path for conveying said paper sheet. 

 

(4) Procedural History 

December 26, 1994 : Filing of Patent Application 

November 15, 2002 : Amendment of Proceeding (See above "The Claims")  

August 14, 2003 : Decision of Refusal 

September 19, 2003 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2003-

18348) 

April 12, 2005 : Trial Decision that "the request for appeal is dismissal." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

"Generally, when discriminating a paper sheet, a person skilled in the art could easily conceive of selecting a 

characteristic part of a paper sheet. 

    Therefore, in the invention as stated in Citation, in case of irradiating other than a part of said paper sheet 

with transmitting light that transmits through a part of a paper sheet, it is mere modification of design to irradiate 
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other than said part of paper sheet in the direction perpendicular to said prescribed direction." (cited from the 

Court Decision) 

Decision 

Allegations by Plaintiff 

    As mentioned above in (2), the claimed invention 

generates action and effect as discriminating 

authenticity, etc. of a paper sheet in high precision by 

efficiently sampling optical data from a conveyed 

paper sheet.  Detection lines number two and then, 

in case of altered notes in a way that real money paper 

is cut in half in a longer direction and white paper is 

pasted to the cut part, alteration cannot be recognized 

if there is one detection line, while alteration can be 

recognized if there are two detection lines. In this way, 

in the claimed invention, discrimination and 

determination can be precisely performed by 

obtaining the data of transmitting light at two points 

by means of a pair of sensors. Compared with cited 

invention, since there are two detection lines in the 

direction of conveyance of the paper sheet where 

irradiated light transmits, the action and effect is 

generated in which discrimination of the paper sheet 

can be made twice as precise. Therefore, it cannot be 

said that there is no special difference between one 

detection line and two detection lines in terms of 

action and effect. 

     From the first, "mere modification of design" 

means the modification of well-known technology, 

etc. with regard to the constitution and the means. In 

addition, it should be said for the case that there no 

special difference generated in terms of the purpose 

and the action and effect, and thus it is apparent that 

the claimed invention does not fall under the above 

matters. 

Allegations by Defendant 

    Even if, as plaintiff's assertion, detection line of 

cited invention is one, since measurement light 

transmitting a part of paper sheet is irradiated to other 

than the above one part in the invention in which cited 

invention is applied to an optical detective part of a 

discrimination device for a paper sheet, the 

discrimination of a paper sheet is made in a way 

measurement light transmits at two points in the 

direction of conveyance of paper sheet. In addition, 

until a part of the paper sheet to which measurement 

light is firstly irradiated comes at the position of light-

receiving elements, this part and the other part, even if 

detection line is one, are not at the same place. For this 

reason, measurement light always transmits at two 

different points, similarly as when detection lines 

number two. Moreover, even after a part of the paper 

sheet to which measurement light is firstly irradiated 

passes the position of light-receiving elements, this part 

is always a new place where measurement light has 

never transmitted, and thus the combination of this part 

and the other part does not conform to the place where 

measurement light has ever transmitted. Therefore, 

since there is no special difference between one 

detection line and two detection lines in terms of action 

and effect, it is mere modification of design to make 

two detection lines. 

Judgment by the Court 

    The cited invention has a constitution that is common to the claimed invention, such as "an optical detecting 

section comprising light-emitting elements emitting an irradiated light irradiating a part of paper sheet conveyed 
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in a prescribed direction, a light guide member optically connected as irradiating other than a part of a paper 

sheet with transmitting light where said irradiated light transmits a part of said paper sheet, and light-receiving 

elements receiving a transmitting light transmitting said other than a part of paper sheet, and in which said light-

emitting elements, said light guide section and said light-receiving elements are respectively arranged at 

difference positions in a conveying path for conveying said paper sheet". However, as long as it is a device for 

detecting layered-state of paper sheet, ... it is to merely transmit irradiated light with a paper sheet, to detect the 

number of sheets of paper and to detect any part of sheets of paper. there is no room for technical ideas of 

multiple detecting lines. 

    The above determination of the trial decision perhaps has the idea that a device for detecting the layered-

state of paper sheets and a discrimination device for paper sheets fall under the common or closely related 

technology. 

    However, while the former detects the number of sheets of paper by using an increase of the difference of 

the measuring light amount received by the receiving means, the latter discriminates paper sheets by using the 

transmitting light containing the information such as printed pattern or colors obtained by transmission of a 

detection part of the paper sheet. Although the two are common in terms of the constitution such as "an optical 

detecting section comprising light-emitting elements emitting an irradiated light irradiating a part of a paper 

sheet conveyed in a prescribed direction, a light guide member optically connected as irradiating other than a 

part of paper sheet with transmitting light where said irradiated light transmits a part of said paper sheet, and 

light-receiving elements receiving a transmitting light transmitting said other than a part of paper sheet, and in 

which said light-emitting elements, said light guide part and said light-receiving elements are respectively 

arranged at different positions in a conveying path for conveying said paper sheet". However, it should be said 

that there are not a few differences in terms of function, action, and concrete technology. Accordingly, although 

a device for detecting layered-state of paper sheets and a discrimination device for paper sheets belong to 

relevant technical fields, the difference cannot be overlooked. Thus, for saying that, concerning the constitution, 

a device for detecting layered-state of paper sheets can be easily replaced by a discrimination device for paper 

sheets, there is necessity of some degree of motivation, and it is not considered to be mere modification of 

design. 
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(43)-3 
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of Examination 
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Part III, Chapter 2, Section 2, 3.1.2(1) 

Classification of 

the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword  

 

1.  Bibliographic Items 

Case "Pinball game machine" (Trial for Correction) 

Intellectual Property High Court Decision, July 30, 2007 (2006 (Gyo KE) No. 10483) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. H11-315495 (JP 2001-96019A) 

Classification A63F 7/02 

Conclusion Dismissal 

Related 

Provision 

Article 29(2), Article 126(5) 

Judges IP High Court Third Division, Presiding Judge: Toshiaki IIMURA, Judge: Ichiro OTAKA, 

Judge: Kazuhide SHIMASUE 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention is a pinball game machine having a backup execution control section that performs 

processing for preventing loss of game information stored in game information storage means in case of detection 

of an irregularity of a power voltage drop due to power shutdown. 

 

(2) State of the Art 

(i) Publication A (Cited Invention): JP H6-71028A 

 "...from paragraph [0121] and FIG. 29, etc., it is admitted that, in the cited invention, after "power failure 

storage" (storage showing a state of processing at the time of detection of a power failure (at the time of execution 

of power failure interrupt processing) and occurrence of a power failure) is executed by means of "power failure 

interrupt processing" performed by the discharge controller 58, operation of the discharge controller 58 is ceased by 

a stop command "STOP.""  (Cited from the Decision) 

 "...stating "as shown in FIG. 33, an access to the backup data storage area 595 is inhibited simultaneously 

with setting of a power shutdown flag, and the program can be left unable to return to a main job routine after 

completion of backup processing by insertion of the stop command (STOP) or setting of an infinite loop.  This 
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makes it possible to yield the following effects.  After completion of backup processing (1) ...(2), the voltage of 

auxiliary power is maintained for a given period of time, and continued processing of a program is possible.  

However, the auxiliary power voltage becomes unstable, normal operation of the program becomes difficult.  In 

extreme cases, the program will run away, which may in turn result in corruption of data in the backup data storage 

area 595.  However, if the program is ceased as mentioned above, occurrence of such a glitch can be prevented."   

(paragraph [0179]) ..."  (Cited from the Court Detection) 

(ii) Common General Knowledge 

"...When a certain program has entered an "infinite loop," the computer becomes impossible to execute another 

processing because the program cannot complete processing indefinitely, so that the computer will substantially be 

shut down.  This is admitted to be common general knowledge."  (Cited from the Decision) 

 

(3) The Claims (After correction)(Corrected Invention) 

[Claim 1] A pinball game machine ... wherein ... a processing routine for writing the irregularity determination 

information into the irregularity determination information storage means is a sub-routine by means of which a CPU 

of the backup execution control section voluntarily makes an access at predetermined timing to another input-output 

circuit to which the CPU is connected and which is executed when an irregularity detection input is input to the 

input-output circuit at the time of the access; the CPU is guaranteed to perform the operation for a given period of 

time by means of an auxiliary power source even after completion of backup processing; and the sub-routine is set 

such that the main program does not return to the main job routine in the given period after completion of backup 

processing by means of setting of the infinite loop; and 

when the power switch of the pinball game machine is turned off, an end signal is generated, and backup processing 

is hindered by means which inhibits generation of the irregularity determination information by the end signal. 

 

(4) Procedural History 

January 5, 1999 : Patent Application (the date of priority claimed: November 9, 1998) 

August 15, 2003 : Registration and establishment of a patent right 

April 14, 2006 : Trial for Correction (Correction of the Case) (Teisei No. 2006-39055) 

(See "The Claims" above) 

September 20, 2006 : The appeal decision stating that the trial for correction shall not lie. 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    ...the amended invention can be easily conceived by a person skilled in the art on the basis of the inventions 

stated in JP H6-71028A (...hereinafter called "Publication A"...), JP H8-202633A (...hereinafter called 

"Publication B"...), and JP H10-234990A (...hereinafter called "Publication C"...) and well-known matters.  

Since the invention cannot be independently granted a patent under the provision of Article 29(2) of the Patent 

Act, the trial for correction does not conform to the provision of Article 126(5) of the Patent Act. 
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  The trial decision admitted existence of a Difference as will be described below, when compared with the 

inventions stated in the amended invention and the invention (...called "cited invention") stated in Publication 

A. 

    (Difference 2) 

    A Difference lies in that, when an irregularity of a power voltage drop occurs, the amended invention 

performs ... (ii) processing in which the main program does not return to the routine of the main job after backup 

processing is performed through an infinite loop and that..., by contrast, ... (ii) it is uncertain whether or not the 

cited invention performs through, an infinite loop, processing in which the program does not return to the routine 

of the main job after backup processing. 

    ...about a Difference 2(ii), ...since a routine work other than the sub-routine of the interrupt processing is 

not executed, it is obvious that the program does not return to the main routine even after completion of the sub-

routine.  Hence, ...adopting the infinite routine as means for preventing the program from returning to the main 

routine is only a matter that a person skilled in the art can adopt as necessary.  ...therefore, any remarkable 

working-effect attributable to adoption of the infinite routine is not admitted. 

Decision 

Allegations by Plaintiff 

    ...when backup processing is completed, 

operation of the program is usually stopped by the 

stop command "STOP" to prevent from the program 

returning to the main routine.  On the contrary, in the 

amended invention, the program is continuously held 

unable to return to the main routine for a given period 

even after completion of backup processing by means 

of setting of the "infinite loop" (processing is iterated 

after completion of backup processing). 

    As mentioned above, Publications A through 

C...and JP H5-35614A (...called "Known Publication 

D"...) or JP H4-303225A (...called "Known 

Publication E"...) do not state or suggest such a 

configuration (of the amended invention about a 

Difference 2(ii)) for performing processing which 

prevents the program from returning to the routine of 

the main job for a given period after completion of 

backup processing by means of an infinite loop. 

    ...In the amended invention, when there is, other 

than main job, processing required after completion of 

backup processing, there is yielded a working-effect 

Allegations by Defendant 

(A)    (1) In the state of a power failure; namely, 

when power is turned off, electrical equipment does not 

operate.  This is common general knowledge.  

Therefore, when electric equipment operates in a state 

of power shutdown, the operation is backed up by a 

backup power source, etc.  This is a natural matter of 

technique.  (2) In light of the fact that Publication A 

does not state processing operation of the CPU to be 

performed after completion of the sub-routine of power 

failure interrupt processing, the CPU does not need to 

be operated after completion of the sub-routine of 

power failure interrupt processing, serving as 

countermeasures against a power failure, in the cited 

invention.  Therefore, it is understood that the CPU 

does not operate after completion of the sub-routine. 

(B)    Paragraph [0179] of the description of the 

present case states that "(2) ... continued processing of 

a program is possible.  However, the auxiliary power 

voltage becomes unstable, normal operation of the 

program becomes difficult.  In extreme cases, the 

program will run away, "  Thus, there is a negative 
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of processing being able to be performed in iteration 

of the routine of the infinite loop.  The working-

effect is a special effect which can never be yielded 

when the operation of the program is stopped by the 

stop command "STOP" after completion of backup 

processing, as performed in connection with the cited 

invention.  Therefore, the decision stating that "any 

remarkable working-effect ... is admitted" due to 

adoption of the configuration of the amended 

invention of Difference 2(ii) is faulty. 

description about causing the program to perform 

processing after backup processing; namely, causing 

the program to perform processing through an infinite 

loop.  Therefore, "...working-effect" alleged by 

Plaintiff is not special. 

Judgment by the Court 

    ...it is comprehensible that the cited invention adopts the stop command "STOP" as a means of "preventing 

the program from returning to the main routine" after a completion of a "power failure interrupt process" that is 

a backup process at the time of the power failure. 

...at the time of the priority date of the claimed invention, ...it is admitted as the common general knowledge 

when a certain program enters an infinite loop, the program does not end indefinitely, resulting in making  the 

computer unable to execute another processing and substantially halted. 

    In light of the common general knowledge mentioned above, it is obvious for a person skilled in the art if 

the "infinite loop" is adopted at the end of the sub-routine, the routine does not end indefinitely, so that execution 

of the main routine and other processing becomes impossible, which implements the same function as that of 

the stop command "STOP." 

    It is merely a design variation which can be properly performed by a person skilled in the art who has come 

to know Publication A (Exhibit A1), that in the cited invention, the "infinite loop" (the configuration of the 

amended invention of Difference 2(ii)) is adopted in place of the stop command "STOP," means for "preventing 

the program from returning to the main routine" after completion of the "power failure interrupt processing," 

which is backup processing at the time of a power failure. Therefore, it is admitted to be easily conceivable. 

    ...preventing the CPU from operating after a completion of a backup process by stopping the program is 

achieved even by "insertion of the stop command "STOP"" as described in paragraph [0179].  This cannot be 

said that it is a remarkable working-effect yielded by "setting the infinite loop." 
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(43)-4 

Relevant 
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Examination 

Guidelines 

Part III Chapter 2 Section 2 3.1.2(1) 

Classification 

of the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword  

 

1. Bibliographic Items 

Case "A processing system of scholarship provision for life insurance subscribers and its 

processing method" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, October 29, 2009 (2009 (Gyo KE) No. 10090) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No.2003-64295 (JP 2004-272720A) 

Classification G06F 17/60 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Second Division, Presiding Judge: Tetsuhiro NAKANO, Judge: Hiroaki IMAI, 

Judge: Tomoko MANABE 
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2. Overview of the Case 

(1) Summary of Claimed Invention 

    The claimed invention is to provide a processing 

system of scholarship provision for insured members 

that rapidly provides a scholarship for a child of an 

insured member insured by life insurance. The 

processing system of scholarship provision for insured 

members, comprises: a means 3 for storing the contract 

information that stores the information of insurance 

contract of insured members; an input means 2 for 

inputting either of application information concerning 

any of death benefits, insurance payments in case of 

advanced injury, and care insurance payments, or 

payments completion information concerning any of 

death benefits, insurance payments in case of advanced 

injury, and care insurance payments; an arithmetic 

processing part 4 for retrieving existence of a child that attends school at any time of insured member's death, having 

advanced injury, or being in need of care, based on any of said application information or any of said payments 

completion information that is inputted by said input means; and output parts 5, 6 for outputting at least a name and 

an address of said child if the child that attends school exists. 

 

(2) State of the art 

(i) Publication 1 (Cited Invention): JP 2003-044666A (Finding of Trial Decision) 

"A system providing living information for insured members is to provide the information (living information) 

necessary for living environment of insured members and their families, based on the information obtained from 

insured members at the time of contract or maintenance and modification, and comprises: a means for storing 

contract information that stores the information of insurance contracts of insured members; a means for inputting 

the information of maintenance and modification; a processing means for retrieving the personal information 

necessary for provision of living information from personal information of insured members and their families based 

on inputted information of maintenance and modification; a means for providing information on the web or by 

postal mail, obtaining the information necessary for living environment of insured members and their families." 

(cited from the Court Decision) 

 

(3) The Claims (Claimed Amended Invention) 

[Claim 1] A processing system of scholarship provision for insured members that provides scholarship for a child 

of an insured member insured by life insurance, comprising: a means for storing contract information that stores the 

information of insurance contract of insured members; an input means for inputting either of application information 

concerning any of death benefits, insurance payments in case of advanced injury, and care insurance payments, or 

2  INPUT PART 

3  PART FOR STORING CONTRACT 

 INFORMATION OF CUSTOMERS 

4  ARITHMETIC PROCESSING PART 

5  DISPLAY PART 

6  PRINT PART 

 

[FIG. 1] 
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payments completion information concerning any of death benefits, insurance payments in case of advanced injury, 

and care insurance payments; an arithmetic processing part for retrieving existence of a child from the information 

concerning insurance contract of said insured members at any time of insured member's death, having advanced 

injury, and being in need of care, based on any of said application information or any of said payments completion 

information that is inputted by said input means and also, in case that child exists, calculating the age of said child 

from the age or birth date at the time of contract to retrieve whether said child attends school; print and/or display 

parts for outputting at least a name and an address of said child, and the letter of a guide for said child of scholarship 

provision stored in insurance contract information of the assured member if it is found that the assured member has 

a school attending child as a result of the search by the arithmetic processing part. 

 

(4) Procedural History 

March 11, 2003 : Filing of Patent Application 

May 24, 2005 : Decision of Refusal 

June 20, 2005 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2005-

11606) 

Amendment of Proceeding (The Amendment. See above "The Claims") 

February 20, 2009  : The above amendment of proceeding is rejected, Trial Decision that "the request for 

appeal is dismissed." 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Trial Decision 

"In light of the situation that it is well-known that an insurance company provides scholarship or supports the 

provision of scholarship at the time of the filing date of the application, a person skilled in the art can easily 

conceive of the system that makes scholarship provided if there is a child that attends school, in cases where 

material change in circumstances of an insured member occurs. In addition, as material events for maintenance 

and modification connected to scholarship provision, the person skilled in the art can naturally conceive of 

application information concerning any of death benefits, insurance payments in case of advanced injury, and 

care insurance payments, or payments completion information concerning any of death benefits, insurance 

payments in case of advanced injury, and care insurance payments." (cited from the Court Decision) 

Decision 

Allegations by Plaintiff 

    The claimed invention is equipped with "a means 

for inputting application information concerning any 

of death benefits, insurance payments in case of 

advanced injury, and care insurance payments or a 

payment completion information concerning any of 

death benefits, insurance payments in case of 

Allegations by Defendant 

According to the cited invention, obtaining and storing 

of information concerning insurance contract, 

obtaining and input of information concerning 

maintenance and modification, retrieval of necessary 

personal information, obtaining of necessary living 

information, and presentation and print of living 
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advanced injury, and care insurance payments." On 

the other hand, the cited invention is equipped with "a 

means for inputting the information of maintenance 

and modification." 

    The "information of maintenance and 

modification" in the cited invention is modification 

information as presuming the continuation of a 

contract, while the "application information and 

payments completion information" in the claimed 

amended invention means "contract performance 

information or the information concerning completion 

of contract performance," and is inherently different 

information. 

    Therefore, "an input means" pertaining to the 

claimed amended invention and "an input means" 

pertaining to the cited invention are different. 

information, when the design of the provision system 

for living information relating to cited invention is 

modified so as to provide such services as stated in the 

claimed amended invention, technical problems to be 

solved and technical difficulty are not found. Thus, it is 

considered that "the constitution relating to differences 

is within a range that a person skilled in the art can 

easily conceive of." 

     In this way, the trial decision deduced the 

conclusion as easily conceived from the finding of fact 

based on evidence and the comprehensive evaluation 

based on rational inference, and is reasonable. 

Judgment by the Court 

    In light of the situation that it is well-known that an insurance company supports provision of scholarship 

and provides scholarship by establishing an incorporated foundation, it is understood that a person skilled in the 

art can naturally conceive that an insurance company directly provides scholarship if there is a child that attends 

school, in cases where any material change in circumstances of an insured members occurs. In addition, as 

above material change, the person skilled in the art can naturally conceive that there are death benefits payments 

or the like as indicated in the claimed amended invention. 

    B Moreover, as indicated in above 2 (1) A (B), Publication 1 (Exhibit A1) stating the cited invention states 

that ñé various guides of national, municipal, and private junior high schools, high schools, and universities 

can be displayed depending on every age of child's admission year. Furthermore, messages for celebration for 

every family's or child's birthday can be displayed. ...," (Paragraph [0050]) and as stated in Figure 3 as indicated 

in (C) of the same, considering that the constitution of family, sex, age, hobby, and the like are stated as the 

information registered by customers, it is understood that the cited invention is equipped with the function for 

obtaining and printing the information deemed to be necessary, by retrieving the personal information of insured 

members and their families. Therefore, with regard to the cited invention, since there is no special technical 

problem in making the information to be inputted to be the information of insurance payments or the like as 

stated in the claimed amended invention and making the information to be printed and provided to be the guides 

of scholarship provision, as a result, it is recognized that the differences of these constitution are within a range 

of the matter of design variation that a person skilled in the art can easily conceive of. Thus, there is no error in 

the trial decision which has determined that the constitution relating to the differences can be easily conceived. 
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(43)-5 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.2(1) 

Classification of 

the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword Suggestion based on the content of the cited invention 

 

1. Bibliographic Items 

Case "Petrolatum-based nasal ointment" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, September 8, 2011 (2010 (Gyo KE) No. 10296) 

Source Website of Intellectual Property High Court, HANREI JIHO No. 2136, page 107, HANREI 

TIMES No. 1382, page 303 

Application 

No. 

Japanese Patent Application No. 2000-257825 (JP 2001-342131A) 

Classification A61K 31/01 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Fourth Division, Presiding judge: Takaomi TAKIZAWA, Judge: Makiko 

TAKABE, Judge: Iwao SAITO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention relates to a nasal ointment to provide a prophylactic for allergic reaction to 

inhalation, comprising at least one mixture of saturated hydrocarbons, the ointment being safe and having extensive 

action, comfortable usability and low treatment cost, and the mixture being characterized by having the viscosity of 

a certain value or greater. 

 

(2) State of the Art 

(i) The Citation (the Cited Invention): DAS No. 4117887 (Published on December 12, 1991) (Identification of the 

Appeal Decision) 

 ...a "nasal ointment to prevent allergic reaction to inhalation, comprising a publicly known mixture, 

gelatinous at room temperature, of basically consisting of saturated hydrocarbons" (cited from the court decision) 

(ii) Well-known Art (Identification of the Court Decision) 

 "...according to the Handbook of Pharmaceutical Excipients (Exhibit A41), a petrolatum can be said to be 

a mixture of saturated hydrocarbons.  Moreover, a petrolatum is stated to be characterized by having a viscosity at 
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98.9 C̄ of "60-75 S.U.S.* in case of white petrolatum and 57-82 S.U.S.* in case of yellow petrolatum (*Saybolt 

Universal Seconds)"..., and when converted using 1 S.U.S. = 0.2158 mm2/sec, the above viscosity is 12.9-16.2 

mm2/sec in case of white petrolatum, and 12.3-17.7 mm2/sec in case of yellow petrolatum. 

 Thus, the viscosity of petrolatum used for a medicament at 98.9 C̄ is, for example, in the range of 13-16 

mm2/sec in case of white petrolatum, which is not thought to be greatly different from that when measured by the 

DIN51 562 method (100C̄).  Therefore, a mixture of saturated hydrocarbons having a viscosity of 8 mm2/sec or 

greater when measured by the DIN51 562 method at 100C̄ can be said to be a material well-known before the 

priority date as a petrolatum to combine into a medicament."  (Cited from the court decision) 

 

(3) The Claims (Amended) (the Claimed Invention) 

[Claim 1] A prophylactic nasal ointment to prevent allergic reaction to inhalation, comprising at least one mixture 

of saturated hydrocarbons, and at least one optionally added additive for procedure, the mixture being characterized 

by having a viscosity of 8 mm2/sec (100C̄) or greater by the DIN51 562 method. 

 

(4) Procedural History 

August 28, 2000 : the patent application ( the date from which priority is claimed: May 31, 2000, in 

Germany) 

January 19, 2006 : amendment (see "The Claims" above) 

February 21, 2006 : the decision of refusal 

May 29, 2006 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku No. 2006-

11063) 

May 6, 2010 : the appeal decision that "the request of the trial and appeal of this case does not 

materialize" 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    ...the reason of the appeal decision of this case is, in essence, that the claimed invention, ..., based on the 

invention stated in the citation, could be easily invented by a person skilled in the art, and therefore, a patent 

could not be granted thereto in accordance with the regulation of Article 29(2) of the Patent Act. 

    ...the difference between the claimed invention and the cited invention was identified as follows. 

    C    Difference 1: at least one mixture of saturated hydrocarbons has a viscosity of 8 mm2/sec (100C̄) 

or greater by the DIN51 562 method in the claimed invention, whereas such mixture is a publicly known material 

that is gelatinous at room temperature in the cited invention. 

Decision 

Allegations by Plaintiff 

    (1)    About the Cause of Motivation and 

Viscosity 

Allegations by Defendant 

    (1)    About the Cause of Motivation and 

Viscosity 
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    A    What characterizes the claimed invention 

    The claimed invention is essentially 

characterized in that, by focusing attention on the 

"viscosity" among the parameters of a publicly known 

mixture comprising saturated hydrocarbons, and 

choosing a constitution having a "viscosity" of "8 

mm2/sec (100C̄) or greater," an effect was produced 

by which allergic reaction can be truly prevented via 

"a certain physical character" arising from that 

viscosity ...." 

    Namely, although it was commonly known in the 

relevant industry that the cited invention was 

ineffective in the prevention of allergic reaction and 

posed a danger to the body, the inventor(s) of the 

claimed invention had his/her unique technical idea 

to, by adjusting the viscosity of a publicly known 

mixture comprising saturated hydrocarbons, via the 

physical character thereof, try to truly develop a 

prophylactic effect on allergic reaction.  Under such 

technical idea, for the first time, he/she truly 

succeeded in preventing allergic reaction in a way that 

the "viscosity" of the publicly known mixture 

comprising saturated hydrocarbons was adjusted to 

make it more viscous, and as a result, via the "certain 

physical character," without penetrating the nasal 

mucosa, the mixture remained at the same place as a 

protective film to produce a mechanical barrier 

against allergen carriers. 

    B    The Cause of Motivation 

    In Examples 1 and 3 of the citation, there is no 

description about the "viscosity" at all.  ...it is 

apparent that the citation has no purpose to adjust the 

viscosity and confirm the prophylactic effect on 

allergic reaction; the viscosity is "6 mm2/sec 

(100C̄)", and there is no disclosure or suggestion at 

all of 8 mm 2/sec or greater (100C̄) of the claimed 

invention. 

    A    For a "publicly known mixture, gelatinous 

at room temperature, of basically consisting of 

saturated hydrocarbons" in the cited invention, is used 

a "mixture of hydrocarbons defined 

pharmaceutically/cosmetically as 'petrolatum'."  This 

"petrolatum" ...is widely used as a base for medicinal 

ointments."  The viscosity of the petrolatum used for 

pharmaceutical formulation is in the range of 8 

mm2/sec or greater by DIN51 562 (100C̄), and 

therefore, it is apparent that the above "mixture of 

hydrocarbons defined pharmaceutically/cosmetically 

as 'petrolatum'" used for the "publicly known mixture, 

gelatinous at room temperature, of basically consisting 

of saturated hydrocarbons" ...in the cited invention 

includes those of 8 mm2/sec or greater.... 

    Based on the entire description of the citation, the 

purpose and effect of the cited invention is 

accomplished basically by a mixture of saturated 

hydrocarbons that "remains gelatinous at room 

temperature," and such saturated hydrocarbons include 

the "petrolatum" widely used in the relevant technical 

field, and therefore, the "publicly known mixture 

consisting of saturated hydrocarbons" in the cited 

invention, when is expressed in terms of viscosity, is a 

mixture of saturated hydrocarbons having a viscosity of 

8 mm2/sec or greater. 

    Thus, even if there is no direct description about 

the use of petrolatum having a viscosity of 8 mm2/sec 

or greater in the citation, a person skilled in the art, 

upon encounter of the description of the citation, as far 

as there is a description of the specific use of the 

"mixture of saturated hydrocarbons that remains 

gelatinous at room temperature" in the cited invention, 

it is apparent that the use of a petrolatum, the viscosity 

of which is 8 mm2/sec or greater, is suggested .... 

    B    In citation, the use of a petrolatum, the 

viscosity of which is 8.0 mm2/sec or greater, is 
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    C    The Relation to the Viscosity Range of the 

Widely Used Petrolatum 

    In addition, the claimed invention is 

characterized in that... Without such finding, it cannot 

be said that the citation can be easily devised from the 

claimed invention, only because some of the 

commercially available petrolatum has by chance the 

viscosity corresponding to that defined in the claimed 

invention.  The novelty characteristic of the claimed 

invention lies in the finding in which attention was 

focused on the viscosity of the saturated hydrocarbon 

compounds, while the citation includes no suggestion 

at all that any trial has been done to prevent allergic 

reaction by adjusting the viscosity.   The judgement 

of the appeal decision of this case is merely an 

afterthought based on the current knowledge.  

Unless an analytical approach in an ex-post manner 

for decision is employed, a person skilled in the art 

cannot start with the citation to reach to said novelty 

characteristic of the claimed invention. 

suggested for the "mixture of saturated hydrocarbons 

that remains gelatinous at room temperature" of the 

cited invention. 

    The cited invention can select a "mixture of 

hydrocarbons defined pharmaceutically/cosmetically 

as 'petrolatum'" for a "publicly known mixture, 

gelatinous at room temperature, of basically consisting 

of saturated hydrocarbons."  As described in Prior Art 

in the citation, petrolatum is an additive widely used in 

the field of pharmaceutical formulation such as 

ointment, and is not the one that "has by chance a 

viscosity corresponding to that defined by the claimed 

invention." 

Judgment by the Court 

    A    Difference 1 between the claimed invention and the cited invention lies in that at least one mixture 

of saturated hydrocarbons is the one having a viscosity of 8 mm2/sec (100C̄) or greater according to DIN51 

562 in the claimed invention vs. the one publicly known that is gelatinous at room temperature in the cited 

invention. 

    B    In the citation, there is a description that "it is known that as long as a gel-like viscosity at room 

temperature is provided, the purpose of this invention can be attained by any mixture consisting of substantially 

saturated hydrocarbons.  ...similar to various types of petrolatum, the action by this invention is provided."  

Also in Test Example 1 to 3, there is a description that a nasal ointment using yellow petrolatum, white 

petrolatum and soft paraffin prevents allergic reaction to inhalation.  Therefore, it is recognized that, in the 

citation, the suggestion is stated that a nasal ointment comprising a mixture, which is gelatinous at room 

temperature and has other various physical properties, basically consisting of saturated hydrocarbons is useful 

for prevention of allergic reaction to inhalation. 

    C    Thus, the use of petrolatum, well-known before the priority date as mentioned above (1), having a 

viscosity of 8 mm2/sec or greater measured at 100C̄ according to DIN51 562  for a mixture of saturated 

hydrocarbons, gelatinous at room temperature,  as a component of the nasal ointment used for prevention of 

allergic reaction to inhalation is not said to be a matter that requires exceptional inventive idea for any person 
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skilled in the art. 

    (3)    About the Allegation of the Plaintiff 

    A    About Motivation and Viscosity 

    The plaintiff alleges that, for example, there is no suggestion in the citation that an allergic reaction will be 

prevented by adjusting the viscosity of a mixture of saturated hydrocarbons, and therefore, there is no  

motivation to arrive the present invention from the description of the citation, and the judgement of the appeal 

decision of this case is merely an afterthought. 

    In Claim 3 of the citation, ..., although there is a description, by which, the viscosity can be understood to 

be one of the physical properties to identify a mixture of saturated hydrocarbons, definitely no direct suggestion 

exists to focus attention on the viscosity of the mixture of saturated hydrocarbons in relation to the prevention 

of an allergic reaction to inhalation. 

    However, in the first place, even in the specification of the application concerned, there is no description 

that is recognized that the value of 8 mm2/sec has special technical significance for the viscosity of the mixture 

of saturated hydrocarbons.  Among various physical properties of petrolatum (density, solidifying point, 

viscosity, cone penetration (a type of viscosity, Exhibit A42), average carbon number, distribution of carbon 

numbers of hydrocarbons), the technical significance of focusing attention to the viscosity is not described, 

either. Therefore, in the specification of the application concerned, it cannot be said that the technical 

significance for the viscosity and the value of 8 mm2/sec is disclosed. 

    Thus, in light of no description provided in the specification of the application concerned of the technical 

significance of focusing attention to the viscosity as well as of the technical significance of specifying the value 

of the viscosity as 8 mm2/sec or greater, even when there is no direct suggestion in the citation to prevent an 

allergic reaction by adjusting the viscosity of the mixture of saturated hydrocarbons, the claimed invention 

cannot be said to have an inventive step based on the matter specifying the invention of the present invention. 
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(43)-6 

Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.2(1) 

Classification of 

the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword Suggestion based on the content of the cited invention 

 

1. Bibliographic Items 

Case "Extermination method of imago of mosquito" (Trial for Invalidation) 

Intellectual Property High Court Decision, December 26, 2011 (2011 (Gyo KE) No. 10017) 

Source Website of Intellectual Property High Court 

Application 

No. 

Japanese Patent Application No. H9-19854 (JP H10-194902A) 

Classification A01N 25/02 

Conclusion Dismissal 

Related 

Provision 

Article 29(2) 

Judges IP High Court Third Division Presiding judge: Toshiaki IIMURA Judge: Kimiko YAGI Judge: 

Akira CHINO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention provides a repellent for imagoes of mosquito which rapidly increases the 

concentration of an insecticide component in air compared to conventional smoke and misting formulations, by 

retaining a medicament in air in an amount capable of exterminating imagoes of mosquito in several hours after 

treatment, has sufficient efficiency to mosquitoes in a place behind something, and has high safety with waste use 

suppressed, and an extermination method. The extermination method for imagoes of mosquito comprises the steps 

of: accommodating raw liquid comprising an insecticide and a propellant in a pressure container having an openable 

spraying port provided; and spraying a specific amount of the repellent for imagoes of mosquito as an active 

ingredient per space of 30 m3 in which the volume ratio of the raw liquid is equal to or less than 15% of the total 

volume of the pressure container. 

 

(2) State of the Art 

(i) Exhibit A1 (Invention of Exhibit A1): JP S63-203649A 

 "An active compound stated in the present invention is suitable for controlling animal pests which are 

generated inside the house, are sanitary pests, or are animal pests for stored products, especially insects. The active 
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compound has activity to species having sensitivity and/or resistance. The animal pests comprise Anopheles species, 

Culex species, Musca species of Diptera order." (cited from the Court Decision) 

(ii) Common General Knowledge (Exhibit A3, Exhibit A15, Exhibit A24 and Exhibit A26) (Finding of Decision) 

 "It has been common general knowledge that insecticides having effect for exterminating flies has effect 

for exterminating mosquitoes regardless of an extermination method."(cited from the Court Decision) 

 

(3) The Claims (After the Correction) (only Claim 1 stated) (Present Invention 1) 

[Claim 1] An extermination method for imagoes of mosquito comprising the steps of: accommodating raw liquid 

consisting of an insecticide and a propellant in a pressure container having an openable spraying port provided; and 

spraying 2.78 to 15 mg of the repellent for imagoes of mosquito as an active ingredient per space of 30 m3 in which 

the volume ratio of the raw liquid is equal to or less than 15% of the total volume of the pressure container, wherein 

the insecticide in the raw liquid is used by itself without being dissolved in an organic solvent composed of aliphatic 

hydrocarbon or alcohol and emulsifying or suspending in water together with an active agent, the propellant is at 

least one material selected from the group consisting of liquefied petroleum gas, dimethyl ether and halogenated 

hydrocarbon, and extermination is performed by maintaining the extermination effect after spray treatment. 

 

(4) Procedural History 

June 13, 2008 : Request for trial for invalidation by defendant (Muko No. 2008-800109)  

October 14, 2008 : Request for trial for correction by plaintiff (patentee) 

March 26, 2009 : Primary appeal decision that the correction is permitted. ...The patent is invalidated 

April 29, 2009 : Reverse of the primary appeal decision by plaintiff (2009 (Gyo KE) No. 10115) 

June 5, 2009 : Request for trial for correction by plaintiff (the trial for correction was considered as 

demand for correction) 

July 10, 2009 : Decision that the primary appeal decision is dismissed 

April 7, 2010 : Secondary appeal decision that the correction is permitted. ...The patent is invalidated 

May 13, 2010 : Reverse of the secondary appeal decision by plaintiff (2010 (Gyo KE) No. 10151)  

August 6, 2010 : Request for trial for correction by plaintiff (the trial for correction was considered as 

demand for correction) 

(present correction) (see the above-mentioned "The Claims") 

September 8, 2010 : Decision that the secondary appeal decision is dismissed 

December 13, 2010 : Present appeal decision that the correction is permitted. ...The patent is invalidated 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) 

    The reason of the present appeal decision, that is, the present appeal decision judged that the present 

invention could have easily arrived based on the inventions stated in Exhibit A1 to Exhibit A9 and well-known 

art. 



Annex D: Court precedents relating to Novelty and Inventive Step 

- 168 - 

    Leading to the conclusion, the present appeal decision found difference between the present invention 1 

and the invention stated in Exhibit A1 (hereinafter referred to as "Invention of Exhibit A1") as follows. 

    (1)    Identical Features 

    An extermination method for pests comprising the steps of: accommodating raw liquid comprising an 

insecticide and a propellant in a pressure container having an openable spraying port provided; and spraying 

4.96 mg of the repellent for imagoes of mosquito as an active ingredient per space of 30 m3 in which the volume 

ratio of the raw liquid is equal to or less than 3.68% of the total volume of the pressure container, in which the 

raw liquid comprises the insecticide. 

    (2)    Difference 

    A    The point that "pests" are "imagoes of mosquito" in the present invention 1, on the other hand, 

"pests" are "houseflies" in Invention of Exhibit A1. 

    The present appeal decision judged that in the difference A, aerosol insecticides are usually used for 

houseflies and imagoes of mosquito; in the aerosol insecticides, similar efficacy tests are performed for 

houseflies and imagoes of mosquito; in extermination of pests, houseflies and imagoes are not discriminated; 

trying to exterminate imagoes of mosquito in an extermination method by which houseflies are evaluated, is a 

probable extent of a person skilled in the art; and a person skilled in the art would have been able to easily 

substitute imagoes of mosquito for houseflies in Invention of Exhibit A1. 

Decision 

Allegations by Plaintiff 

    (1)    Errors of judgement about inventive 

step in a component related to the difference A 

    ...The above-mentioned judgement of the 

appeal decision has errors. The present invention 1 is 

different from conventional extermination methods of 

direct spray type and is the invention related to a novel 

extermination method in which the extermination 

effect is exhibited for imagoes of mosquito coming in 

the room after spraying with the extermination effect 

maintained. In the extermination method, it is not easy 

to substitute imagoes of mosquito for houseflies as a 

target of extermination. In Invention of Exhibit A1, 

applying aerosol insecticides in which 100% death of 

imagoes of mosquito is impossible instead of an 

electric evaporation furnace by which 100% death of 

imagoes of mosquito is possible does not become 

motivation for the present invention 1. According to 

Exhibit A15, KT50 (time until 50% of individuals is 

Allegations by Defendant 

    (1)    Errors of judgement about inventive step 

in a component related to the difference A 

    ...Aerosol insecticides having the same 

classification are similarly used for flies and 

mosquitoes. The plaintiff alleges that the insecticide 

effect is low in the experimental result in working 

example A (applying the aerosol insecticide to 

houseflies) in Exhibit A1, but working example B in 

which the tablet was subjected to heat and misting 

treatment indicated that a drug compound had the 

insecticide activity for imagoes of mosquito. Thus, it is 

naturally deemed that the drug compound has 

insecticide effect even applying to imagoes of 

mosquito in an aerosol state. The insecticide effect 

depends on insecticide activity of the used drug 

compound. Since the drug compound is not specified 

in the present invention 1, the experimental results in 

Exhibit A1 and examples in the present invention 1 
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knockdown) of the insecticide is generally longer in 

imagoes of Culex pipiens than that in houseflies. 

Consequently, it is natural to deem that in Invention 

of Exhibit A1, expression of the insecticide effect is 

not expected when applying an aerosol insecticide of 

working example A by which 100% death of imagoes 

of mosquito is impossible to imagoes of mosquito by 

itself with one spraying operation. 

cannot be compared to each other. In the examples in 

the present invention 1, effect 2 hours after spraying 

was not exhibited, thus effect does not maintain after 

several hours. 

    The plaintiff alleges that the present invention is a 

novel extermination method in which the 

extermination effect is exhibited for imagoes of 

mosquito coming in the room after spraying with the 

extermination effect maintained, on the other hand 

there is no problem related to the extermination method 

in Exhibit A1. 

    However, the spray condition distinguishing a 

method of directly spraying and the other methods is 

not stated in the claims of the patent, the originally 

attached description and the corrected description. 

Conventional extermination methods for pests are not 

a method of directly spraying to flying pests at all. 

Effect for exhibiting extermination effect for imagoes 

of mosquito coming in the room after spraying is not 

stated in the claims of the patent, the originally attached 

description and the corrected description. 

Consequently, allegations by the plaintiff are 

allegations not based on the statement of the claims and 

the description, and are improper. 

Judgment by the Court 

    (1)    Errors of judgement about easily arriving in a constitution of Difference A 

    ...The above-mentioned allegations of the plaintiff is improper as follows. According to Exhibit A3, it is 

the common general knowledge that an insecticide having extermination effects for houseflies also has 

extermination effects for imagoes of mosquito in regardless of extermination methods. Exhibit A1 states that an 

active compound stated in the present invention is suitable for controlling animal pests generated inside the 

house including sanitary pests or harmful organisms for stored products, especially insects. The active 

compound is active on species having sensitivity and/or resistance. The animal pests comprise Anopheles 

species, Culex species, Musca species of Diptera order, and indicates that the active compound (insecticide) has 

effect for controlling not only houseflies but also imagoes of mosquito. The present invention 1 specifies that 

extermination is performed by maintaining the extermination effect after spray treatment, and thus, an 

extermination method for directly spraying to flying imagoes of mosquito is not excluded therefrom. 

Consequently,, it would have been easily substitute imagoes of mosquito for houseflies as a target of 
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extermination in the invention of Exhibit A1. 

    On the other hand, the plaintiff alleges that in Invention of Exhibit A1, applying aerosol insecticides in 

which 100% death of imagoes of mosquito is impossible is not motivated instead of an electric evaporation 

furnace by which 100% death of imagoes of mosquito is possible However, as mentioned above, in Exhibit A1 

the active compound (insecticide) in Invention of Exhibit A1 has effect for controlling not only houseflies but 

also imagoes of mosquito, and since Working example B (an extermination method using an electric evaporation 

furnace) shows controlling effect for imagoes of mosquito even if an extermination method is different, it cannot 

be said that an aerosol insecticide of Working example A cannot be applied to imagoes of mosquito. 

    Further, the plaintiff alleges that according to Exhibit A15, since KT50 of the insecticide is generally longer 

in imagoes of Culex pipiens, it is natural to deem that in Invention of Exhibit A1, the expression of the 

insecticide effect is not further expected when applying an aerosol insecticide of Working example A by which 

100% death of imagoes of mosquito is impossible to imagoes of mosquito by itself with one spraying operation. 

However, in Exhibit A15, in a case that "pyrethrin" is used as an insecticide, KT50 of imagoes of housefly is 

equivalent to that of imagoes of Culex pipiens, or that of imagoes of Culex pipiens is shorter than that of imagoes 

of housefly. Consequently, since it would have been able to expect that effects on imagoes of mosquito are 

equivalent or more to that of imagoes of housefly according to kinds of insecticide, the above-mentioned 

allegations by the plaintiff cannot be adopted. 
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Relevant portion 

of Examination 

Guidelines 

Part III, Chapter 2, Section 2, 3.1.2(1) 

Classification of 

the Case 

43: Whether or not difference between Claimed Invention and main cited invention can be 

deemed as a workshop modification 

Keyword  

 

1. Bibliographic Items 

Case "Cellulose acylate" (Appeals against an Examiner's Decision) 

Intellectual Property High Court Decision, February 22, 2012 (2011 (Gyo KE) No. 

10178) 

Source Website of Intellectual Property High Court 

Application No. Japanese Patent Application No. 2004-311370 (JP 2005-68438A) 

Classification C08L 1/10 

Conclusion Dismissal 

Related Provision Article 29(2) 

Judges IP High Court Fourth Division, Presiding Judge: Takaomi TAKIZAWA, Judge: Makiko 

TAKABE, Judge: Iwao SAITO 

 

2. Overview of the Case 

(1) Summary of Claimed Invention 

 The claimed invention aims at providing cellulose acylate that exhibits superior temporal stability and 

that enables manufacture of a solution of cellulose acylate exhibiting a low degree of viscosity in a practical doping 

level region and manufacture of a film with a superior planar condition.  A total of acyl substitution degrees at the 

2- and 3-positions is from 1.70 to 1.90; an acyl substitution degree at the 6-position is 0.88 or more; and the acyl 

group is cellulose acylate that is acetyl. 
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(2) State of the Art 

 "A  The Embodiment 2 of the citation 

states a "cellulose acetate film containing cellulose 

acetate in which the total of acetyl substitution 

degrees at the 2-, 3-, and 6-positions is 2.67 or more 

and in which the total of acetyl substitution degrees at 

the 2- and 3-positions is 1.97 or less." 

 B  A hatched area in FIG. 1 (FIG. 1 of another 

sheet) of the citation shows a range of specified 

cellulose acetate."  (Cited from the Decision) 

 

(3) The Claims (before amendment of the case) (the 

invention stated in Claim 2 is called a "claimed 

invention") 

[Claim 1] Cellulose acylate in which a total of acyl substitution degrees at 2- and 3-positions is from 1.70 to 1.90, 

and an acyl substitution degree at 6-position is 0.88 or more. 

[Claim 2] Cellulose acylate according to claim 1, wherein the acyl group is acetyl. 

 

(4) Procedural History 

October 26, 2004 : Patent Application (Original filing date: January 17, 2001) 

December 27, 2007 : Amendment (see "The Claims" above) 

February 22, 2008 : Decision of Refusal 

March 26, 2008 : Request for Appeals against an Examiner's Decision of Refusal (Fufuku 2008-7402) 

April 23, 2008 : Amendment (Amendment of the Case) 

April 19, 2011 : The amendment was rejected, and the appeal decision stating that the request for trial 

and appeal shall not lie. 

 

3. Portions of Appeal/Trial Decisions relevant to the Holding 

Appeal Decision (cited from the Court Decision) * Italicized letters provided hereunder refer to matters added 

to excerpts. 

    (1) The ground of the decision is that a person skilled in the art can have easily conceived the claimed 

invention (2) on the basis of the invention stated in the citation, and therefore the claimed invention is 

unpatentable under Article 29(2) of the Patent Act. 

 Citation: JP H11-5851A (Exhibit A5) 

   (2)...the decision presumes a point of match and a difference between the claimed invention and the cited 

invention as follows. 

    B  Point of match: Cellulose acylate having an acyl substitution degree at the 6-position is 0.88 or more, 

Total of acetyl substitution degrees at the 

2- and 3-positions 

Acetyl substitution degree at the 6-position 

Example:1 
Example:2 

Example:3 Comparative Example:3 
Comparative Example:2 

Comparative Example:1 

(another sheet) FIG. 1 


