PPH using the national work products from the EAPO

Procedures to file a request to the JPO (Japan Patent Office) for Patent
Prosecution Highway Program between the JPO and the EAPO (Eurasian
Patent Organization)

Applicants can request accelerated examination by a prescribed procedure including submission of
relevant documents on an application which is filed with the JPO and satisfies the following requirements
under the JPO-EAPO Patent Prosecution Highway program based on the EAPO application.

When filing a request for the PPH program, an applicant must submit a request form “The Explanation of
Circumstances Concerning Accelerated Examination” based on the procedure prescribed in “the
Guidelines of the Accelerated Examination and Appeal."* Under the PPH program, an applicant is not
required to fill in the section “2. the disclosure of prior arts and comparison between the claimed invention
and prior art” in “The Explanation of Circumstances Concerning Accelerated Examination”.

The PPH program was commenced on a trial basis on 15.02.2018 and will be fully implemented on a
permanent basis on 01.05.2020.

1. Requirements
(a) Both the JPO application on which PPH is requested and the EAPO application(s) forming the

basis of the PPH request shall have the same earliest date (whether this be a priority date or a
filing date).

For example, the JPO application (including PCT national phase application) may be either:

(Case 1) an application which validly claims priority under the Paris Convention from the EAPO
application(s) (examples are provided in ANNEX |, Figures A, B, C, H, I and J), or

(Case Il) an application which provides the basis of a valid priority claim under the Paris Convention
for the EAPO application(s) (including PCT national phase application(s)) (examples are provided in
ANNEX I, Figures D and E), or

(Case Ill) an application which shares a common priority document with the EAPO application(s)
(including PCT national phase application(s)) (examples are provided in ANNEX I, Figures F, G, L, M
and N), or

(Case IV) a PCT national phase application where both the JPO application and the EAPO
application(s) are derived from a common PCT international application having no priority claim (an

example is provided in ANNEX I, Figure K).

The JPO application, which validly claims priority to multiple EAPO or direct PCT applications, or

which is the divisional application validly based on the originally filed application that is included in (i)

1 https://www.jpo.go.jp/system/laws/rule/guideline/patent/document/index/guideline.pdf
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to (iii) above, is also eligible.

(b) At least one corresponding application exists in the EAPO and has one or more claims that are

determined to be patentable/allowable by the EAPO.
The corresponding application can be the application which forms the basis of the priority claim, an
application which derived from the EAPO application which forms the basis of the priority claim (e.g. a
divisional application of the EAPO application), or an EAPO national phase application of a PCT
application.
Claims are “determined to be allowable/patentable” when the EAPO examiner clearly identifies the
claims to be allowable/patentable in the latest office action, even if the application is not granted for
patent yet. The office action may be either:

0] Decision to grant a patent (form 301)

(i) Notification of readiness to grant a patent (form 300)

(i)  Decision on maintenance of Eurasian patent with amended claim(s) (form 500)

(c) All claims on file, as originally filed or as amended, for examination under the PPH must
sufficiently correspond to one or more of those claims indicated as allowable in the EAPO.
Claims are considered to "sufficiently correspond” where, accounting for differences due to
translations and claim format, the claims in the JPO are of the same or similar scope as the claims in
the EAPO, or the claims in the JPO are narrower in scope than the claims in the EAPO.

In this regard, a claim that is narrower in scope occurs when an EAPO claim is amended to be further
limited by an additional feature that is supported in the specification (description and/or claims).

A claim in the JPO which introduces a new/different category of claims to those claims indicated as
allowable in the EAPO is not considered to sufficiently correspond. For example, where the EAPO
claims only contain claims to a process of manufacturing a product, then the claims in the JPO are not
considered to sufficiently correspond if the JPO claims introduce product claims that are dependent on
the corresponding process claims.

Any claims amended or added after the grant of the request for participation in the PPH program need

not to sufficiently correspond to the claims indicated as allowable in the EAPO application.

(d) The JPO has not begun examination of the application at the time of request for the PPH (an

example is provided in ANNEX, figure O).

(e) A*“Reqguest for Substantive Examination” must have been filed at the JPO either at the time of

the PPH request or previously.
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2. Documents to be submitted

Documents (a) to (d) below must be submitted by attaching to “The Explanation of Circumstances
Concerning Accelerated Examination”.

Note that even when it is not needed to submit documents below, the name of the documents must be
listed in “The Explanation of Circumstances Concerning Accelerated Examination” (Please refer to the

Example form for the detail).

(a) Copies of all office actions (which are relevant to substantial examination for patentability in
the EAPO), which were sent for the corresponding application by the EAPO, and translations of
them?if they are not in English.

Either Japanese or English is acceptable as translation language.

(b) Copies of all claims determined to be patentable/allowable by the EAPO, and translations of
them? if they are not in English.

Either Japanese or English is acceptable as translation language.

(c) Copies of references cited by the EAPO examiner
If the references are patent documents, the applicant doesn’t have to submit them because the JPO
usually possesses them. When the JPO does not possess the patent document, the applicant has to
submit the patent document at the examiner’s request. Non-patent literature must always be
submitted.

The translations of the references are unnecessatry.

(d) Claim correspondence table
The applicant requesting PPH must submit a claim correspondence table, which indicates how all
claims in the JPO application sufficiently correspond to the patentable/allowable claims in the EAPO
application.
When claims are just literal translation, the applicant can just write down that “they are the same” in the
table. When claims are not just literal translation, it is necessary to explain the sufficient

correspondence of each claim based on the criteria 1. (c) (Please refer to the Example form).

When the applicant has already submitted above documents (a) to (d) to the JPO through simultaneous

or past procedures, the applicant may incorporate the documents by reference and does not have to

2 Machine translations will be admissible, but if it is impossible for the examiner to understand the outline
of the translated office action or claims due to insufficient translation, the examiner can request the
applicant to resubmit translations.
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attach them.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PPH program

(1) Circumstances

When an applicant files a request for an accelerated examination under the PPH program to the JPO,
an applicant must submit a request form “The Explanation of Circumstances Concerning Accelerated
Examination” based on the procedure prescribed in “the Guidelines of the Accelerated Examination

and Appeal"3.

The applicant must indicate that the application is included in (i) to (iii) of 1. (a), and that the
accelerated examination is requested under the PPH program. The application number, publication

number, or a patent number of the corresponding EAPO application(s) also must be written.

*In the case that the application which has one or more claims that are determined to be
patentable/allowable is different from the EAPO application(s) included in (i) to (iii) of 1. (a) (for
example, the divisional application of the basic application), the application number, publication
number, or a patent number of the application(s) which has claims determined to be

patentable/allowable and the relationship between those applications also must be written.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an identifiable way, even when

applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are different between
on-line procedure and paper procedure. Please refer to the examples of forms when filling in (“Form 1 for
Accelerated Examination” for on-line procedures, and “Form 2 for Accelerated Examination” for paper

procedures.).

3 httpsi//www.jpo.go.jp/system/laws/rule/guideline/patent/document/index/guideline.pdf



PPH using the national work products from the EAPO

Example form of on—line procedures
(Example of the request based on the claims indicated patentable/allowable in the written opinion of the

report on the state of the art)

€ 5D FHERICRT HEERAE
| The name of thispaper

GRiiB)] ________ $HO0%00R00H , Bibliographical items
i Dateof filing E

(bTk]  WHTRER
1 Destination

ETIETY

([HFEES] B8 0000—000000

(RE#E]
(G HIEE=) 000000000
[FAXIEER] OOBROOMOTH
[E&XIF£FH] OO000O0

i The name and address of who submit this E

[REA]
(G HIEE=) 000000000
[FAXIEER] OOBROOMOTH
[KE&XIF£FH] OO OO0

_______________________________________________________________________________

1. 15

RABENAVIAIE LK EBHEEORFET,

AHRBIFXI -5 T7HRFT~OHRE(HFFHEZES00000000) Z/\) EHICE IBLRIEDORATEHREL
THHBETH D, AT T7THRBISHLTIE, A5 7RFTICEYRTFEENREITIA TS,

Circumstances

! 1
P L !
E The accelerated examination is requested under the PPH program. i
! This application is an application validly claiming the priority under the Paris E
! Convention to the corresponding EAPO application (the application number is !
E 000000000), and the Decision to Grant a Patent has been issued by the EAPO. i

UTICEWNT, M5 AERFFCE 1 1&E, THRAFE—F. OV E2—3 YA IO RAKREHEE (F 11 %)
AVEL—2T7—FTOF v, F 2 . kXt RIFE. 1985 F 11 B.p. 123 - 1271 TH5.

i In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer :
u Science (vol.11) computer architecture, 2nd edition, Scientist com, Nov. 1985,
l p-123-127.7

T If the name of the document is long (over than 50 letters), it is impossible to

\ write it down directly to the column “[#)#44]” Please write down the full
name of the document in the column “[ RHAFEEICEI T 5E1HEA]” and name it
properly. Then write the name in the column “[#1¥441].”
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List up the documents to be
UrmproBR] € s

----------------------------------------- i submitted

[(44]) PPH HEEZ 1

[ER] *Fxx BB OIEHERBNEOELRVFOERX 1
(4] +FxFxxBHORHFEENDELEVZOERT 1
(2] HHFaaesHEIn-FREODELRVFDERYT 1
(2] SIRIERFCEi 1

(The name of the document) PPH request form 1

(The name of the document) Copy and translation of Notification of Readiness to grant a
patent in the EAPO on (date) 1

(The name of the document) Copy and translation of Decision to grant a patent in the
EAPO on (date) 1

(The name of the document) Copy and translation of the claims indicated patentable
Notification of readiness to grant a patent in the EAPO on (date) 1

(The name of the document) Cited non patent literaturel 1

Use the same name as “[#%44]" under
“LIREED BE])

(FHfi]

Attach the document here as image file or
text.

[¥iE42] PPH HEE
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PPHEE
(REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) (PILOT) PROGRAM)

A BEFE (Bibliographic Data)

HEEZES  (Application Number) ##/R0000-000000

B. EEIH (Request)

HEAZEDLTICEIHFHETENIVIAOBE:
(Applicant requests participation in the Patent Prosecution Highway (PPH) (pilot) program based on:)

HKATIT
(ERAEHMAR IEET HEEHREEST) 1—-5 74T (EAPO)
(Office of Earlier Examination (OEE))

B ENHEOEEEREFIB (PPHXIZPPH MOTTAINAI
EEFOEERERS (National/Regional Office Action(s))

(OEE Work Products Type) O PCTEIR PSR 2% FIF (PCT—PPH)
(WO-ISA, WO-IPEA or IPER)

EEFONGE A ERLAESST) (00000000 ]
(OEE Application Number)
(Incl. PCT Apglication Number) [ I

C. L E B/ (Required Documents)

L £ITFFDAI4RT722aVDEL, RU., TOERX
(OEE Work Products and, if required, Translations)

L B ETFOAT(AFT I AVDELERMNTS
(A copy of OEE work products is attached: or)
ORI PH4ER L ATLRIEPATENTSCOPEIZE T, A 74 AT Va0 DIERARMEN TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

2 W LR OBFRENFIEBOMRIERMITS
(A translation of documents in 1 in a language accepted by the Office is attached; or)
OFYI-PHER - RTLRIFPATENTSCOPEIZHINT, £i21. OEBHRARBEIATVS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I BTFICET 2R ATRELGEHERIA. RU. TOBRX
(Patentable/Allowable Claims Determined by OEE and, if required, Translations)

3 W ETFHEREICBVTHEFTREL YIS -2ERBOELERTTS
(A copy of all claims determined to be patentable/allowable by OEE is attached; or)

ORI 7R AT LRITZPATENTSCOPEIZHLVT, 4#‘#‘1“&9:#!1ﬁéhf—%‘iwﬁmmﬂh%ﬁtéhu\é
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

4 W L3 OBFBRITEBOMRIERTTS
(A translation of documents in 3 in a language accepted by the Office is attached:; or)
ORI PH4R L ATLRIEPATENTSCOPEIZHNT, £523. OEEFEMRMARMEA TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

m. 5IAX# (Documents Cited in OEE Work Products (if required))

5 M SIAFERIXHERGTS

(A copy of all documents cited in OEE work products is attached (excluding patent documents); or)

O 51 AFEREr Xt 5 | AtFaT Xt L

(No references cited)
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V. EORHEEBBTDERDE TR (Previously submitted documents)

6. O LRICHEWVTIREATRIEFvILE-BEDSSL, EITREL-BEEIERTD

(If any of the above mentioned documents have been submitted before, please specify:)

(ETFDFA T AT 223V DEL, RU., TOBRX)

[ )

(ETFIZE 5B ATREGFARE, U, ZOFRX)

| |

(51 A 57 Cik)

| |

V. RH P ERT5PE1XB2<) (List of names of documents submitted)
EYMETICHITHIEHESHAEICEROLEY.,

VI 2 %E & BT 594 (List of names of documents omitted for submission)

(T DFAIT4AT22aVDEL, BT, TOBRX)

[ |

(EATFICH T DHFF AT REGFARIEA, RU. TOHRX)

| l

(51 A%EFTHk)

KEHEF 00000005 2248

[F»f“)&jﬁiﬁﬁﬁﬁoo 0000 000 000.02 7438

|

l
l |
| |
| l
l )
| |
| l
[ |
| |
| |
[ l
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D. ¥ RBE D> >BAfE (Claims Correspondence)

B ETTOBHAREL L RALTLIC—HTD
(FAREDHIER. B, TUBEZ AR FHRBAOXENTLIC—HTH)
(All the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O HRAOFGEFIE, LLTFDEIZEEH (Claims correspondence is explained in the following table)

E ) TR B ] CATROFS I B ] HAGRRICHNY 20AVF (WROBEE AT 285 2AVFMCHIEY 2
(Application  Claims) | (Corresponding OEE | IBA# S ML TFEL.)
claims) (Explanation regarding the correspondence)

l /|l /|l

ERRE. PREERSOEWH(EEREHEICHILIER) ICHTHIRH
(explaining any Box VII observations of WO/ISA, WO/IPEA or IPER)

HEEA X IZLE A (Name(s) of applicant(s) or representative(s))
BEMEEICEILBHERBARCREBOLEY,

{24 8 (Date)
BEMEEICATIEWNRARICREROLEY,

23 (Signature(e) of the applicant/representative)
BEMEEICMILIBRRABICETOLEY,

[%#%l sfoxfErok fook B (T OEBEHBNEDOELERUEDFRX

N Use the same name as “[##44]” under
[(ME] Attach the copy of the document. “(EHEn BiE)”

(8] *FrxFrxB T DRFFEENELRUVEDEIRX

[RZE] | Attach the copy of the document.

(8] Feral et lich -3 RADELRUEDFERX

l Copy and translation of the claims indicated patentable in Notification of readiness to
, grant a patent in the EAPO on (date)

(M5

I Attach the copy of the document.
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(8] 51IR3EREFCRRT

__________________________________

i Cited non—patent literaturel E

Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the request for PPH

and the first office action) tends to be longer than on-line procedure.
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