PPH based on the INPI patent application

Procedures to file a request with the JPO (Japan Patent Office)
for the Patent Prosecution Highway Pilot Program between the
JPO and the INPI (National Institute of Industrial Property of
France)

Amended on January 1, 2025

Under the JPO-INPI Patent Prosecution Highway pilot program, applicants can request
accelerated examination for an application which is filed with the JPO and satisfies the
following requirements based on an INPI application by prescribed procedures including
submission of relevant documents.

When filing a request for the PPH pilot program, applicants must submit a PPH request
form presented in “Example form for on-line procedures” of these guidelines.

The offices may terminate the PPH pilot program if the volume of participation exceeds a
manageable level, or for any other reason. An ex-ante notice will be published if the PPH
pilot program is terminated.

The PPH pilot program will be in effect from January 1, 2025 and will end on December 31,
2029. However, the program may be extended after a joint INPI-JPO review and

assessment of the program implementation.

1. Requirements

(@) Both the JPO application for which the PPH is requested and the INPI
application(s) forming the basis of the PPH request shall have the same earliest
date (whether this be a priority date or a filing date).

For example, the JPO application (including PCT national phase application) is

either:

(Case I) an application which validly claims priority under the Paris Convention to the INPI
application(s) (examples are provided in ANNEX I, Figures A, B, C, D and E);

(Case IlI) an application which is the basis of a valid priority claim under the Paris
Convention for the INPI application(s) (examples are provided in ANNEX |,
Figures F and G); or

(Case Ill) an application which shares a common priority document with the INPI

application(s) (examples are provided in ANNEX I, Figures H, | and J).

(note) Note that the INPI application(s) does not include a PCT national phase

application(s) .
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(b) At least one corresponding application exists in the INPI and has one or more

claims that are determined to be patentable by the INPI.

Claims are “determined to be patentable” when the INPI clearly identifies the claims to
be patentable in the latest office action, even if the application is not granted for patent
yet. If the PPH request to the JPO is based on an application filed with the INPI before
May 22, 2020, only (i) preliminary search report or (ii) written opinion is regarded as such
an office action.

The office action includes one of the following:

(i) Preliminary search report

(i) Written opinion

(i) "B" publication

(iv) Search report (attached to "B" publication)

(v) Draft Rejection Decision ("Projet de décision de rejet")
(vi) Rejection Decision ("Décision de rejet")

(vii) Decision after opposition procedure ("Décision statuant sur I'opposition")

(c) All claims on file, as originally filed or as amended, for examination under the PPH
must sufficiently correspond to one or more of those claims indicated as
patentable in the INPI.

Claims are considered to "sufficiently correspond” where, accounting for differences
due to translations and claim format, the claims in the JPO are of the same or similar
scope as the claims indicated as patentable in the INPI, or the claims in the JPO are
narrower in scope than the claims indicated as patentable in the INPI. In this regard, a
claim that is narrower in scope occurs when a claim indicated as patentable in the INPI is
amended to be further limited by an additional feature that is supported in the
specification (description and/or claims).

A claim in the JPO which introduces a new/different category of claims to those claims
indicated as patentable in the INPI is not considered to sufficiently correspond. For
example, where the claims indicated as patentable in the INPI only contain claims to a
process of manufacturing a product, then the claims in the JPO are not considered to
sufficiently correspond if the JPO claims introduce product claims that are dependent on
the corresponding process claims.

If the PPH request is granted, any claims amended or added after a first office action
need not to sufficiently correspond to the claims indicated as patentable in the INPI

application.

(d) The JPO has not begun examination of the application at the time of request for
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the PPH (an example is provided in ANNEX I, Figure K).

(e) A “Request for Substantive Examination” must have been filed with the JPO either

at the time of the PPH request or previously.

2. Documents to be submitted
Documents (a) to (d) below must be submitted as attachment to “The Explanation of

Circumstances Concerning Accelerated Examination”.

Some of the documents may not be required in certain cases. Please note that the name of
the documents omitted from submission still have to be listed in “The Explanation of
Circumstances Concerning Accelerated Examination” (Please refer to the Example form for

details).

(a) Copies of all office actions (which are relevant to substantial examination for
patentability in the INPI), which were issued for the corresponding application by
the INPI, and their translations?.

Either Japanese or English is acceptable as translation language. The applicant does
not have to submit copies of all office actions if they are available via the INPI Patent

Database, but has to attach their Japanese or English translations by him/herself.

(b) Copies of all claims determined to be patentable by the INPI, and their
translations?.
Either Japanese or English is acceptable as translation language. The applicant does
not have to submit a copy of the claims if they are available via the INPI Patent
Database or EPO dossier access system regardless of language. Besides, if the claims
are in English, the applicant does not have to submit their Japanese or English

translations by him/herself.

(c) Copies of references cited by the INPI
If the references are patent documents, the applicant doesn’t have to submit them
because the JPO usually possesses them. When the JPO does not possess any patent
document, the applicant has to submit the patent document at the examiner’s request.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

(d) Claim correspondence table

! Machine translations will be admissible, but if it is impossible for the examiner to
understand the outline of the translated office action or claims due to insufficient translation,
the applicant may be requested to resubmit translations.
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The applicant requesting PPH must submit a claim correspondence table, which
indicates how all claims in the JPO application sufficiently correspond to the patentable
claims in the INPI application.

When claims are just literal translation, the applicant can just write down that “they are
the same” in the table. When claims are not just literal translation, it is necessary to
explain the sufficient correspondence of each claim based on above requirement 1. (c)

(Please refer to the Example form).
When the applicant has already submitted above documents (a) to (d) to the JPO through

simultaneous or past procedures, the applicant may incorporate the documents by
reference and does not have to attach them.

3. Example of “The Explanation of Circumstances Concerning Accelerated

Examination” for requesting an accelerated examination under the PPH
pilot program

(1) Circumstances

When filing a request for an accelerated examination under the PPH pilot program to the
JPO, the applicant must submit a request form “The Explanation of Circumstances
Concerning Accelerated Examination” based on the procedure prescribed in the

“Guidelines for Accelerated Examination and Appeal"?.

The applicant must indicate that the application meets above requirement 1. (a), and that
the accelerated examination is requested under the PPH pilot program. The application
number, publication number, or patent number of the corresponding INPI application(s)

must also be provided.

*In the case that the application which has one or more claims that are determined to be
patentable is different from the INPI application(s) included in (Case I) to (Case Ill) of 1.
(a) (for example, a divisional application of the basic application), the application number,
publication number, or patent number of the application(s) which has claims determined

to be patentable and the relationship between those applications must also be provided.

(2) Documents to be submitted
The applicant must list all the required documents mentioned in above 2. in an identifiable

way, even when omitting certain documents from submission.

2 https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/guideline.pdf
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(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are
different between the on-line procedures and the paper procedures. Please refer to the
“Guidelines for Accelerated Examination and Appeal” for examples of respective forms
(“Form 1 for Accelerated Examination” for on-line procedures, and “Form 2 for Accelerated
Examination” for paper procedures).
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Example Form for the on-line PPH filing procedures
(Example of the request based on the claims indicated patentable in the written

opinion of the report on the state of the art)

(EFa] RAEEISHTOFRGHE

| Thename of thispaper

”?.@E_]_ e - :%_*_IJ_QQ?E O0HOOH \ Bibliographical items
| Date of filing :

(bTk]  WHTRER

: Destination

EXELS

(HFEES] $F8 0000—000000

(REE)
[(EBRHES] 000000000
[FFrXIZER] OOROOMOTH
[KE&XIE£FK] OO00O0

[REA]
[(EBRHES] 000000000
(FFrXIEZER] OOROOMOTH
[KEE&XIFE£FE] OO OO

_______________________________________________________________________________

1- EN
BHBEENAVIAIZEIRPBEDHFEEITS,
AHEREIETSREEMET~OHFE$FFEEFS00000000) %/ EHIZEIUEL
EOREBHFELT SHBETH S, BRIV ABREICHLTIE, IV REXMETICKYEES
BEENREITINTNS,

1. Circumstances

i The accelerated examination is requested under the PPH program. i
E This application is an application validly claiming the priority under the Paris !
' Convention to the corresponding INPI application (the application number is |
' 000000000), and the Decision to Grant a Patent has been issued by the INPI. i

LTFIZEWT, M5B XE1 1EE, TH@F—F. AV E1a—3 Y AT AKREHBE (F
NH)AVE1—5-T—FTOFvI. F 2R B EKRFEE 1985 F 11 A, p. 123127
TH%,

_______________________________________________________________________________

i In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer ! '
 Science (vol.ll) computer architecture, 2nd edition, Scientist com, Nov. 1985,
1 p.123-127.

f If the name of the document is long (more than 50 letters), it is impossible to

\ write it down directly to the column “[#1{44].” Please write down the full
name of the document in the column “[ REAEEICEAT 5F1EERHA)” and name it
properly. Then write the name in the column “[¥{44]”
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(EHE B i2) < ———— List up the documents to be

""""""""""""""""""""""" ! submitted

(#1144 ] PPH HEEZE 1

(4] skfExk B+ BT DIERERBENZNELRUZDERT 1
(8] »+Ex BB DEHFEENDELEVZDOEERT 1
(2] $SHFrIRELHIBEN B REODELRUZDERI 1
(4] 5IAIESEFCEk1 1

i (The name of the document) PPH request form 1 !
' (The name of the document) Copy and translation of Notification of Reasons for Refusal in 1
\ the INPI on (date) 1 i
i (The name of the document) Copy and translation of grant in the INPI on (date) 1 !
i (The name of the document) Copy and translation of the claims indicated patentable in |
' the report on the state of the art and written opinion in the INPI on (date) 1 i
i (The name of the document) Cited non patent literaturel 1 !

Use the same name as “[##4 ) under
“EHYHD B ]

Attach the document here as image file or

(Rf ]

““““““““““““““““““““““ ! text.

(#1#44] PPH BREEE
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PPHERE
(REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) (PILOT) PROGRAM)

A BEEE (Bibliographic Data)

HFEES (Application Number) #/fE0000-000000

B. E$IA (Request)

HEACEDUTICEISHIETENMIT/OBHE:
(Applicant requests participation in the Patent Prosecution Highway (PPH) (pilot) program based on:)

FATIT
(EFFAEHAX IERT REEHEEST)

. L T35V AEREMER(INPI)
(Office of Earlier Examination (OEE))

B ERHEOEERREZHA (PPHRIEPPH MOTTAINAI
AEOEERELT (National/Regional Office Action(s))

(OEE Work Products Type) O PCTERSERE R 4% F B (PCT—PPH)
(WO-ISA, WO-IPEA or IPER)

EEFONGEAES(DREBESST) (00000000 |

(OEE Application Numkber)
(Incl. PCT Application Number) ’ ]

C. HEEH (Required Documents)

L RTTFOAI4ART232DEL, RU. TOBERX
(OEE Work Products and, if required, Translations)

L B ETFOAI4RAT I3 DELERMTTS
(A copy of OEE work products is attached; or)
O Ry T-7HtR Y AT LRIZPATENTSCOPEIZENT A 74 A7 723 DIFRARBEShTND
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

2. W R OBXRBEXIIEBORRXERITS
(A translation of documents in 1 in a language accepted by the Office is attached:; or)
OFYIT-7HOERA-LATLRIEPATENTSCOPEIZE T, L5211, OEFMRMRBEIhTD
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I EfTFICE T 5B iR IE. BRU. TOEERX
(Patentable/Allowable Claims Determined by OEE and, if required, Translations)

3 W ETFHREICEVTIFF R YIS N -2 RBEOSELEFTTS
(A copy of all claims determined to be patentable/allowable by OEE is attached; or)
O RFY - 792 P RTLRIFPATENTSCOPEIZHLVT  AFHF A REL HIBTSh - 2 RIADIFRARBEA TLS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

4 W L33 OBREXEXITHBOBRXEEREMSTS
(A translation of documents in 3 in a language accepted by the Office is attached:; or)
ORI 7HER L ATLRIEPATENTSCOPEIZE T, £EE3. MHEEFHRHM’ RESh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

1. 5|AX#E (Documents Cited in OEE Work Products (if required))

5 M SIRAEBHXBERTTS

(A copy of all documents cited in OEE work products is attached (excluding patent documents); or)

O SRk s A kbl

(No references cited)
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V. DRHEEBBOERDET (Previously submitted documents)

6. O ERICHVTIHEATDIEFTVILI-BEDSS, KICIREL-BBEIEATS

(If any of the above mentioned documents have been submitted before, please specify:)

(AT DAT1RAT7I23VDEL., R, TOERX)

[

(ETFICHETHRFTRGHFRA. RV, TOFRX)

[

(51 A FERFEF TAk)

l

V. REDY (ERT 5P (EBR<) (List of names of documents submitted)
BMESICHAILIEHSATICEROLEY,

VL. RHEZ AT 5P (List of names of documents omitted for submission)

(BT DAT1RAT7 923V DEL., R, TOERX)

1

(ETFICETHRFTRRGFERE. RV, TOFRX)

[

(51 A%FaT k)

EREHEF$00000005 248

[F»f HFEZA BAEE00 0000 000 000.05 22 %R

1

[

D. KRB D %} -BAf% (Claims Correspondence)

B AT OB ARG EFHRALTLIC—HT S
(GERIADHIFR, B0, TUVEZAREL FHREADOXENTRIT—ETDH)

(All the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O FRIEOXEEFRIE. LT DORIZEEH (Claims correspondence is explained in the following table)

XD FHKE FiTF O ERE SAGRRICREYT 30AV (WHRO BEEA T 285 aAVMRCHAIET B
(Application  Claims) (Corresponding OEE HEHE SO EHLTTFSL,)
claims) (Explanation regarding the correspondence)

1 /| /|l

E.RRE. PREZSBRSOFWR(ERERICHIHER)ICHTHRHA
(explaining any Box VIII observations of WO/ISA, WO/IPEA or IPER)

HBEEA XA (Name(s) of applicant(s) or representative(s))
BHEEICEILBIERBAEICRBOLRY,

{2 B (Date)
BEHEEICEIIEENRAEICEROLESBY,

iR #& (Signature(e) of the applicant/representative)
BEEEICHILIEERAFICREOLBY,
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(2] sk BB DIERERBHERVZDOFIRX

Use the same name as “[#1#4%)” under
“IRREMEDOBER]”

(m#] Attach the copy of the document.

(#HR] oEe BB DRFFEES SV EDERX

[(R%A] | Attach the copy of the document.

(2] HEFrIBECHIMSN-BEREDELR U ZEDFERX

Copy and translation of the claims indicated patentable in the report on the state of i
the art and written opinion in the INPI on (date) !

Attach the copy of the document.

(4] 5IREREFCRR T

Attach the copy of the document.

Note that in the case of the paper procedures, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than in the on-line procedures.
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(Case |)
- Paris route & Complex priority -

INPI application I , Patentable

ZZ application

Priority | |
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vV | Request
JPO application | for PPH
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(Case l)
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(Case I
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(Case Ill)

- Paris route, but the first application is from the third country -

YY application

Priority
claim
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Patentable

INPI application

Priority
claim
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Request

JPO application
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YY application
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claim
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INPI application

Priority
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—{ Patentable ‘——\l

claim

<_________________
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application
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Request
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A case not meeting requirement (d)
- Examination has begun before a request for PPH -

INPI application I . Patentable

E Priority

' claim

v First office action Request
JPO application |_ (examination) | | for PPH
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