Procedures to file a request to the JPO for
Patent Prosecution Highway Pilot Program
using the PCT international work products from the JPO

Applicants can request accelerated examination by a prescribed procedure
including submission of relevant documents on an application which is filed with
the Japan Patent Office (JPO) and satisfies the following requirements under the
JPO Patent Prosecution Highway pilot programs based on PCT international
work products (PCT-PPH pilot program).

When filing a request for the PCT-PPH pilot program, an applicant must submit a
request form “The Explanation of Circumstances Concerning Accelerated
Examination” based on the procedure prescribed in “the Guidelines of the
Accelerated Examination and Appeal."t Under the PCT-PPH Pilot program, an
applicant is not required to fill in the section “2. the disclosure of prior arts and
comparison between the claimed invention and prior art” in “The Explanation of
Circumstances Concerning Accelerated Examination”.

1. Requirements
The application which is filed with the JPO and on which the applicant files a
request under the PCT-PPH must satisfy the following requirements:

(1) The latest work product in the international phase of a PCT application
corresponding to the application (“international work product”), namely the
Written Opinion of International Search Authority (WO/ISA), the Written
Opinion of International Preliminary Examination Authority (WO/IPEA) or the
International Preliminary Examination Report (IPER), indicates at least one
claim as allowable (from the aspect of novelty, inventive steps and industrial
applicability).

Note that the ISA and the IPEA which produced the WO/ISA, WO/IPEA and
the IPER are limited to the JPO, but, if priority is claimed, the priority claim
can be to an application in any Office, see example A’ in Annex (application
ZZ can be any national application).

The applicant cannot file a request under PCT-PPH on the basis of an
International Search Report (ISR) only.

1 https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/quideline.pdf
“The Explanation of Circumstances Concerning Accelerated Examination” is described on
pages 62-64.
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https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/guideline.pdf

In case any observation is described in Box VIII of WO/ISA, WO/IPEA or IPER
which forms the basis of a PCT-PPH request, the applicant must identify and
explain which claim(s) is/are allowable whether or not an amendment is
submitted to correct the observation noted in Box VIII. The application will not
be eligible for participating in PCT-PPH pilot program if the applicant does not
identify and explain which claim(s) is/are allowable. In this regard, however, it
does not affect the decision on the eligibility of the application whether the
explanation is adequate and/or whether the amendment submitted
overcomes the observation noted in Box VIII.

(2) The relationship between the application and the corresponding international
application satisfies one of the following requirements:

(A) The application is a national phase application of the corresponding
international application. (See Diagrams A, A’, and A” in Annex)

(B) The application is a national application as a basis of the priority claim of
the corresponding international application. (See Diagram B in Annex)

(C) The application is a national phase application of an international
application claiming priority from the corresponding international
application. (See Diagram C in Annex)

(D) The application is a national application claiming foreign/domestic priority
from the corresponding international application. (See Diagram D in
Annex)

(E) The application is the derivative application (divisional application and
application claiming domestic priority etc.) of the application which
satisfies one of the above requirements (i) — (iv). (See Diagrams E1 and
E2 in Annex)

(3) All claims on file, as originally filed or as amended, for examination under the
PCT-PPH must sufficiently correspond to one or more of those claims
indicated to be allowable in the latest international work product of the
corresponding international application.

Claims are considered to "sufficiently correspond" where, accounting for
differences due to translations and claim format, the claims of the application
are of the same or similar scope as the claims indicated to be allowable in the
latest international work product, or the claims of the application are narrower
in scope than the claims indicated to be allowable in the latest international



work product.

In this regard, a claim that is narrower in scope occurs when a claim indicated
to be allowable in the latest international work product is amended to be further
limited by an additional feature that is supported in the specification
(description and/or claims) of the application.

A claim of the application which introduces a new/different category of claims
to those claims indicated to be allowable in the latest international work
product is not considered to sufficiently correspond. For example, the claims
indicated to be allowable in the latest international work product only contain
claims to a process of manufacturing a product, then the claims of the
application are not considered to sufficiently correspond if the claims of the
application introduce product claims that are dependent on the corresponding
process claims.

(4) The JPO has not begun examination of the application at the time of request
under PCT-PPH.

2. Documents to be submitted
The applicant is required to attach a claims correspondence table which
indicates how all claims in the application sufficiently correspond to the claims

indicated to be allowable in the latest international work product to the request
form. It is necessary to explain the sufficient correspondence of each claim
based on the criteria 1. (3) in the table (please refer to the Example form below).

If all claims in the corresponding international application which is in Japanese
are indicated to be allowable in the latest international work product and all
claims in the application for which the PPH is requested are completely the
same as all claims in corresponding international application (i.e. claims of both
applications are literally identical to each other without deletion, addition or
rearrangement of claims), the applicant can just write down that both claims
are the same on the request form and thereby will not be required to attach the
above claims correspondence table.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PCT-
PPH pilot program




(1) Circumstances

The applicant must indicate that the application is included in (A) to (E) of 1.
(2), and that the accelerated examination is requested under the PCT-PPH
pilot program. The application number(s) of the corresponding international

application(s) also must be written.

In case any observation is described in Box VIII of WO/ISA, WO/IPEA or
IPER which forms the basis of a PCT-PPH request, the applicant must
identify and explain which claim(s) is/are allowable.

(2) Documents to be submitted
The applicant must list the required document mentioned above 2. in an
identifiable way.

(3) Notice
Forms of “The Explanation of Circumstances Concerning Accelerated
Examination” are different between on-line procedure and paper procedure.
Please refer to the examples of forms when filling in (“Form 1 for Accelerated
Examination” for on-line procedures, and “Form 2 for Accelerated Examination”
for paper procedures.).



Example form of on-line procedures
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1. Circumstances

This application is a national phase application of a PCT international application
(the application number is PCT/JP0000/000000), and the accelerated examination
1s requested under the PPH program.

The WO/ISA issued by the JPO as an ISA indicates at least one claim to be
allowable.
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Note that in the case of paper procedure, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than on-line procedure.



(A) The application is a national phase application
of the corresponding international application.
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(A’) The application is a national phase application of
the corresponding international application.

(The corresponding international application claims priority
from a national application.)

ZZ Application
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(A”) The application is a national phase application of
the corresponding international application.

(The corresponding international application claims priority
from an international application.)
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(B) The application is a national application as a basis
of the priority claim of the corresponding
international application.
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(C) The application is a national phase application of an
international application claiming priority from the
corresponding international application.
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(D) The application is a national application claiming
foreign/domestic priority from the corresponding
international application.
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(E1) The application is a divisional application of
an application which satisfies the requirement (A).
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(E2) The application is an application claiming domestic
priority from an application which satisfies
the requirement (B).
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