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62-03   P   

Handl ing  of  an  Appl icat ion When I t  Has  Been  Refused on the  

Grounds  of  No  Invent ive  Step in  the  Examiner ' s  Deci s ion,  

However ,  Cons ider  I t  Appropriate  to  Refuse  the  Same 

Appl icat ion on the  Grounds  of  No  Novel ty  a t  Appeal  

 

I n  an  a p p ea l  ag a i n s t  t h e  e x am i n e r ’ s  d ec i s i o n  o f  r e f u s a l  f o r  a  p a t en t  

ap p l i c a t i o n  t h a t  h a s  b e en  g i v en  a  d ec i s i o n  o f  r e f u s a l  o n  t h e  g r o u n d s  o f  n o  

i n v e n t i v e  s t ep  b a s e d  o n  t h e  c i t ed  r e f e r e n c es ,  w h en  i t  i s  f o u n d  ap p r o p r i a t e  t o  

r e f u s e  an  i n v e n t i o n  i n  t h e  ap p l i c a t i o n  o n  t h e  g r o u n d s  o f  d en y i n g  n o v e l t y  b a s ed  

o n  t h e  s a m e  c i t ed  r e f e r e n c es  a s  ab o v e  ( w h en  i t  i s  d i f f i cu l t  t o  d e n y  i n v e n t i v e  

s t ep  d u e  t o  d i f f e r e n c es  i n  p r o b l em s ,  e t c . ) ,  a  n e w  r e a s o n  f o r  r e f u s a l  s h a l l  b e  

n o t i f i ed .  I n  a  c a s e  o f  d i s m i s s a l  o f  am en d m en t ,  a  r e s p o n s e  s h a l l  b e  m a d e  w i t h  

s p e c i a l  a t t en t i o n .   

H o w ev e r ,  i t  i s  s u b s t a n t i a l l y  an d  f o r m e r l y  ap p a r en t  t h a t  an  ap p e l l an t  

r e s p o n d s  t o  t h e  r e a s o n s  f o r  r e f u s a l  b y  g i v i n g  a n  o p i n i o n ,  e t c .  o n  n o v e l t y ,  i t  

m ay  m ak e  an  ap p e a l  d ec i s i o n  w i t h o u t  n o t i f y i n g  a n o t h e r  r e a s o n  f o r  r e f u s a l  

( N o t e s  1 ~ 3 ) .  

 

( N o t e  1 )  ( ( 1 9 8 1 ( G y o - k e ) 8 ) ,  J u d g m en t  o f  T o k y o  H i g h  C o u r t ,  S ep t  2 6 , 1 9 8 4 )  

( N o t e  2 )  ( ( 1 9 8 7 ( G y o - k e ) 2 2 5 ) ,  J u d g m e n t  o f  T o k y o  H i g h  C o u r t ,  M ay  3 1 ,  

1 9 8 9 )  

( N o t e  3 )  ( ( 1 9 9 1 ( G y o - k e )  8 2 ) ,  J u d g m e n t  o f  T o k y o  H i g h  C o u r t ,  N o v  2 1 ,  

1 9 9 1 )  

  

 

( R e v i s ed  F eb  2 0 1 5 )  


