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REASONS FOR PARTICIPATING 
– Where US is the OSF

Cost
Reduced cost of US prosecution
Reduced RCE’s and Appeals
Avoid cost of US accelerated exam requirements

Quality
Quality of Examination in US is Based on OFF Quality
USPTO adds Quality for unique US Requirements

Speed 
Consistent with Compact Prosecution
Consistent with Early Interviews 

Strategy
Permits rapid grant of claims allowed in OFF and filing of continuations for 
broader claims if desired.
May Avoid Prosecution Estoppels
Consistency in Claims and Prosecution World Wide



AIPLA Update on PPH 3March 2011

Advantages to the USPTO 

Reduction in Backlog 
Reduction in Pendency
Increase in Worksharing and Quality
Reduced duplication of search, examination and 
attorney interaction
Reduction in RCE’s and Appeals
Overall Reduction in USPTO Costs
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USPTO Experiences to Date: Paris
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USPTO Experiences to Date: PCT/EPO
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Observations from US Experience

USPTO Allowance Rates:
Paris PPH Cases – 92.16%
PCT-PPH Cases – 97.85%
Non-PPH Cases – 46%

USPTO Actions Per Disposal
Paris-PPH Cases – 1.88 (Δ=.53)
PCT-PPH Cases – 1.17 (Δ=1.24)
Non-PPH Cases – 2.41

How Does That Translate Into Cost Savings?
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AIPLA 2009 Economic Survey
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Cost of Action per Disposal: 
AIPLA 2009 Economic Survey
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AIPLA 2009 Economic Survey: 
Cost of Action per Disposal – 

Minimally Complex Application
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Observations from US Experience: 
Reply to Action with Minimal Complexity

Cost Savings at $2,322 per Action (Average)
Paris-PPH Cases - $1,231
PCT-PPH Cases - $2,879
Notes:

Does not include client overhead savings or local law firm fee 
savings for response to Action
Does not consider fewer RCEs and Appeals
Does not consider Fees/Costs for requesting PPH

Assumes request fees are equal to savings of client overhead
Assumes no government fee
Assumes for foreign applicants that the total local and US attorney 
costs equal the above average of $2322 per Action
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AIPLA 2009 Economic Survey: 
Cost of Action per Disposal – Relatively Complex Application
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Observations from US Experience: 
Reply to Action with Relative Complexity

Cost Savings at $3,135-$5,021 per Action (Average)
Paris-PPH Cases - $1662-$2661 per application
PCT-PPH Cases - $3887-$6226 per application
Notes:

Does not include client overhead savings or local law firm fee 
savings for response to Action
Does not consider fewer RCEs and Appeals
Does not consider Fees/Costs for requesting PPH

Assumes request fees are equal to savings of client overhead
Assumes no government fee
Can assume for foreign applicants that the total local and US 
attorney costs equal the above average of $3135-$5021 per Action
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Observations from US Experience: 
Reply to Action with Minimal Complexity

Average Added Cost Savings for RCE’s and Appeals
USPTO Statistics for past 2 years

RCE’s
30% of all non-PPH applications completing examination (allowed, abandoned, appealed or RCE filed)
17% of all PPH applications (13% more for non-PPH applications)

Appeals
2.5% of all non-PPH applications completing examination 
0.3% of all PPH applications (2.2% more for non-PPH applications)

Applicable USPTO Fees
RCE’s - $810
Appeals - $1000 ($500 Appeal and $500 Brief)

Cost savings – government fees only
RCE’s – on average 13% of $810 = $100
Appeals – on average 2.2% of $1000 = $22
Total added savings on average = $122

Does NOT Consider US or EP Associate Service Charges for RCE or appeal
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AIPLA 2009 Economic Survey: 
Cost of Appeals – with and without oral argument
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Observations from US Experience: 
Savings in a Hypothetical Complex Case ($5021 per 
action) that avoids an RCE and an Appeal due to PPH:

PPH/Paris
Savings on Action - $2661 per application
Savings on RCE fees - $810
Savings on Appeal fees - $1000
Savings on Appeal services - $5,547
Total savings - $10,018

PCT-PPH 
Savings on Action - $6226 per application
Savings on RCE fees - $810
Savings on Appeal fees - $1000
Savings on Appeal services - $5,547
Total savings - $13,583
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CONCLUSIONS from US Experience
USPTO Has Increased Experience

Paris route has >4,300 to date, particularly where 
OFF is the JPO (3231) and KIPO (612)
PCT route has >700 to date (only since 28.1.10), 
particularly where from the EPO (264), KIPO (323) 
and JPO (180)

Speed of Examination is High
Paris route - 4.0-10.0 Months from PPH/Paris 
request to First Office Action (7 months w/o bio)
PCT route - 1.5 to 5.0 Months from PPH/PCT 
request to First Office Action
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CONCLUSIONS from US Experience

Quality of Search and Examination is High
Based on OFF competence where USPTO is 
OSF and EPO is OFF

Cost Savings are Dramatic
Users filing into the USPTO as OSF can save 
approx. $1300 - $6,300 per application in 
prosecution costs
Important Applications that otherwise would 
have RCE and be appealed can save approx 
$10,000-$13,000.
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CONCLUSIONS from US Experience:

IMPROVEMENTS ARE NEEDED AND ARE COMING:
Change OFF to Office of First Examination (OFE)
Enhancement of Plurilateral arrangements
Streamlining and simplifying of PPH requirements and procedures
Acceptance of Machine Translation for Some Documents
Promotion and Education will be increased

Strategies for Use
Benefits to Users
Perceived Disadvantages addressed

Quality Procedures and Metrics will be adopted in parallel to prove 
value and reliability

SIGNIFICANT ADVANTAGES ARE AVAILABLE FROM 
PPH
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