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Judicial Symposium on Intellectual Property / TOKYO 2017

Second day (October 31), Panel discussion concerning trademark based on

a model case

- Tuna Corporation (with HQs in
California, U.S) (hereinafter “Tuna”) has the
following trademark registered for clothes as
designated goods in your country (hereinafter
“trademark in this case”) (hereinafter the right
granted in your country based on the registration
of the trademark in this case is called “trademark
right in this case”).

Trademark in this case: DOlﬁN

Sardine Ltd. with its HQs in your country
(““hereinafter referred to as “Sardine”) has
imported and sold T-shirts of Tuna for over 10
years as a sole importer and distributor in your
country. Tuna and Sardine are completely
separate companies with no capital ties binding
them. Sardine has, through a contract with Tuna,
the right to import and sell Tuna’s genuine T shirts
1n your country.

Many Tshirts of Tuna have the trademark in this
case attached on the upper left side of the shirt.
The trademark in this case is globally well-known
as a T-shirt brand. It is also known by many people
in urban areas in your country.

Sardine found nine types of T-shirts with the
marks 1 through 9 (as shown in the annex)
attached conspicuously on the upper part of T
shirts (hereinafter referred to as “Accused Marks 1
through 9”) being sold in the market. Through
investigation it was further discovered that all
nine types of T-shirts had been produced or
imported by Bonito Corporation (hereinafter
“Bonito”), based in your country. It was also found

38

that Bonito not only sold but also exported these T
shirts to neighboring countries.

1. In your country, can an act of infringing a
trademark right be punishable through both civil
and criminal procedures? How many cases of
trademark infringement are subject to each
procedure annually and what percentage does
each account for?

2. there
requirements (e.g. the issuance of prior public

In your country, are any
notice or warning), in addition to the registration
of arelevant trademark, in order to commence civil
or criminal procedures against an act of infringing

the trademark?

3.
being the holder of the trademark right in this case

In the model case, is Sardine, albeit not

but simply a sole importer and distributor, entitled
to stand as a plaintiff in civil litigation to demand
injunction and/or damages on the grounds of
infringement of the trademark right in this case?

4,
importing, selling and exporting goods with
Accused Marks 1 through 9 constitute the
infringement of the trademark right in this case?

Does each of Bonito’s acts of producing,

5.
criteria, standard or guidelines for judging the

Do courts in your country have general

similarity of trademarks? If so, what types of
criteria, standard or guidelines do they have?

Does the global profile of the trademark



in this case affect the judgment on the similarity of
the trademarks? For example, in cases where the
trademark in this case is a totally unknown brand,
will the judgment on the similarity of the
trademarks be different? Will the judgment on the
similarity of the trademarks also be different in
cases where it is famous only in the U.S. or Japan?

7.
Tuna is not completely the same as the trademark

In cases where the trademark used by

1n this case; more specifically, in cases where Tuna
uses the following trademark:

DoIfiN

7-1) Is
trademark right in this case be cancelled or have

there any possibility that the

its validity be denied on the grounds of no use or
for any other reasons?

7-2) should the wvalidity of the
trademark right in this case not be affected, does

Even

no use thereof affect:

1) the judgment on the similarity between the
trademark in this case and the Accused Marks; or
2) the judgment on whether Bonito infringes the
trademark right in this case?

8.

registration of a trademark examined by an

In your country, is an application for the

administrative agency? If so, assuming the
examination on the registration of the trademark
in this case has gone through the following
procedures:

1
rejecting the registration of the applied trademark

The examiner initially issued a notice of

as it was similar to a prior trademark registered by
another individual: “Dolphin.”

2)
examiner, Tuna presented its arguments to the

Against the above office action by the

examiner which stated, “While ‘Dolphin’ is an
English term which means a marine, cetacean
mammal, the applied trademark in this case is a
coined term with a different concept. Moreover, it
has a distinctive feature in appearance for using
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capitals of D and N. Therefore, the applied
trademark is not similar to ‘Dolphin’ and should be
granted for registration.” As a result, “DolfiN” was
registered as a trademark.

3) Subsequently, Tuna filed a lawsuit
against Accused Mark 2: “DolphiN” and Accused
Mark 3: “Dolphin,” for their similarities.

Will Tuna’s arguments at the time of applying for
the registration of its trademark that it was not
similar to “Dolphin” (as explained in 2) above)
affect the judgment on the similarity between
Mark 2/Mark 3 and the trademark in this case?

9. In cases where Tuna has not registered
the trademark in this case, is Tuna entitled to take

any legal actions against Bonito?



Annex

[Mark 1 being suspected
trademark in this casel

Dolfin

[Mark 2 being suspected
trademark in this casel

DolphiN

[Mark 3 being suspected
trademark in this case]

Dolphin

[Mark 4 being suspected
trademark in this case]

Dollfine

[Mark 5 being suspected
trademark in this casel

DOllerﬁNance

[Mark 6 being suspected
trademark in this case]

of infringing

of infringing

of infringing

of infringing

of infringing

of infringing

the

the

the

the

the

the

A word which means dolphin in your country’s

language

[Mark 7 being suspected of infringing the

trademark in this case]

A word which pronunciation is the same as

‘dolphin’ (ddlft n) in your country’s language

[Mark 8 being suspected of infringing the

trademark in this casel
A design of a dolphin
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[Mark 9 being suspected of infringing the
trademark in this casel

T love Dolf1N but it's too expensive.
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