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— Case Studies Provided by the “T'rial and Appeal Practitioner Study Group” —

About the Trial and Appeal Practitioner
Study Group

The Trial and Appeal Department of the Japan
Patent Office (JPO) convenes a study group every
year, called the “Trial and Appeal Practitioner
Study Group,” in cooperation with the Japan
Intellectual Property Association, the Japan
Patent
Federation of Bar Associations, the Intellectual
Property High Court, and the Tokyo District Court.
The study group has been regularly held since 2006

Attorneys Association, the Japan

and has deliberated on trial/appeal decisions and
court decisions of actual cases.

The study group is comprised of intellectual
property practitioners with a diverse background,
including administrative judges of the JPO,
employees of IP departments of companies, patent
attorneys, lawyers and judges!, and discussions are
held from each member’s viewpoint. The results of
the case studies are consolidated into a report.

The report is published on the JPO website and
a summary of the report is translated into English?.

In 2016, the study group was comprised of 7
subcommittees (5 for patents, 1 for designs and 1
for trademarks), approximately 50 participants (6-
10 participants in each subcommittee), and
discussed 20 case studies (2-4 case studies at each
subcommittee).

In this panel discussions, the following two case
studies from the study group in 2016 will be
introduced.

1 Judges participate as observers.

Theme 1
Case Study on Determination of
Inventive Step

1. Outline of the Case
(1) Patent Application at Issue and Docket
Numbers

* Int. Application No.: PCT/US2001/14886
(Int. Publication No.: WO 01/89494 A2)

* Patent Application No. 2001-585739
(Publication No.: JP 2004-501104 A)

* Title of Invention:
“Usage of Zoledronate for Manufacturing Drugs
to Treat Bone Metabolism Disorders”

* JPO Docket No.: Appeal No. 2013-7030

* Court Docket No.: 2014 (Gyo Ke) 10045

(2) Outline

This is a case in which the inventive step of an
invention concerning a drug with zoledronic acid as
an active ingredient was disputed. The JPO
rendered an appeal decision maintaining an
examiner’s decision of refusal in appeal against the
examiner’s decision. However, the IP High Court
revoked this appeal decision in a revocation action
against an appeal decision. The appeal decision
read: On the difference between the claimed
invention and the cited invention (disclosed in
document D1), whereas “certain time per unit of
minutes” in “intravenous administration of
zoledronic acid over a certain time per unit of
minutes” is “5 minutes” in the cited invention, it is

“15 minutes” in the claimed invention; and, with

2 http/lwww,]jpo.go.jp/english/reference_room/reports/jitsumusya_kenkyukai_e.htm



that said, a person skilled in the art could have
easily invented the claimed invention, based on the
cited invention and secondary prior art disclosed in
documents D2 and D3. Therefore, a patent shall
not be granted for such an invention under the
Patent Act Article 29-2. In response, the court
decision read: It is difficult to find a motivation to
further extend the administration time of the cited
invention, and revoked the appeal decision, saying
that there is an error in the decision of inventive

step concerning the difference.

2. Background of the Case

(1) May 9, 2001: International Application
(Priority Date: May 19, 2000)

December 13, 2012: Decision of refusal
April 17, 2013: Request for appeal against

()
(6)
examiner's decision of refusal [Appeal No.
2013-7030]; written amendment filed.
September 30, 2013: Appeal decision (board
decision maintaining an examiner’s decision
of refusal)

February 10, 2014: Revocation action against

4)

(5)
an appeal decision made [2014 (Gyo Ke)
10045

December 24, 2014: Court decision (Appeal
decision revoked)

©)

3. Present Application
(1) Claimed Invention (Claim 1)

Claim 1 amended on April 17, 2013 reads as
follows:
“[Claim 1] A processing agent comprising
2-(Imidazole-1-yl)-1-hydroxyethane-1,1-
diphosphonic acid (zoledronic acid) or pharma-
ceutically acceptable salts thereof as an active
ingredient, and the processing agent in that 4mg of
zoledronic acid is administered intravenously to a
patient in need of bisphosphonate treatment over

15 minutes.”
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(2) Description of the Present Application
Concerning the claimed invention, the descrip-
tion of the present application includes the follow-
ing passages (omitted and excerpted as needed):
“loo02] Bisphosphonates are widely used to
inhibit osteoclastic activity in a variety of both
benign and malignant diseases that involve
excessive or inappropriate bone resorption...”
“[0005] 1-hydroxy-2(1H-imidazole-1-yl)-
phosphono-ethylphosphonic acid (zoledronic acid,
zoledronate) is a third generation bisphosphonate
compound. In animal models zoledronic acid shows
high affinity to the mineralised bone matrix and
inhibits
effectively than earlier generation bisphosphonates,

osteoclastic bone resorption more
at doses that do not affect bone formation and
mineralization and have no appreciable impact on
renal function. This results in an improved ratio of
antiresorptive versus renal effects [omitted].
Zoledronic acid (ZOMETA™) is currently under
regulator review for the treatment of tumor-
induced hypercalcemia (TTH) [omitted] The clinical
studies demonstrate that the pharmacological
action of zoledronic acid in reducing osteoclastic
hyperactivity results in an effective clinical
inhibition of bone resorption and calcium release
into blood in TTH patients.”

“[o006] It has been found that an intravenously
administered 4mg dose of zoledronic acid infused
over an interval of approximately 15 minutes
showed 1) 2)
potentially more reproducible infusion rate when

improved clinical practicality,

using 100 mi over 15 min vs. lower volume infused
over shorter period, 3) shows comparable efficacy to
the current standard treatment, Aredia® (disodium
pamidronate) 90 mg dosed over a period of 2-4

hours, and 4) 4 mg/15 minutes shows improved



renal safety versus 4 mg/5 minutes and higher
zoledronic acid dose/15 minutes. [omitted]”

“l0032] In summary, 4 mg zoledronic acid
infused in a 100 mL volume over 15 minutes offers
an input rate of drug into the patients' systemic
circulation of 1 micromole per minute, which can be
precisely administered and is considerably lower
than the infusion rate wused for other
bisphosphonate drugs. The shorter duration of the
infusion, 15 minutes for zoledronic acid versus 2
hours for pamidronate, offers a greater degree of
flexibility and practicality in the clinical setting.
The clinical studies attest to a clinical benefit in the
choice of zoledronic acid 4 mg dose infused over 15
minutes in terms of improved renal tolerability
versus a shorter infusion period of 5 minutes, but
without impacting clinical efficacy, which 1is
comparable to the current standard therapy
pamidronate, and superior to placebo.”

Efficacy data (Table 6 of the description)

Percentage of patients showing a | Statistical
skeletal related adverse event | significance
Zoledronic acid Comparator:
am Placebo or
9 pamidronate

Study 10:
breast cancer patients 42% 47% P>0.05
multiple myeloma patients 47% 49% P>0.05
Study 11:
hypercalcemic lung cancer 42% 48% P =0.036
patients
hypercalcemic patients 33% 46% P =0.047
with other solid tumors
Study 39:
prostate cancer patients 33% 44% P =0.021

Table 6 shows that a 4 mg administration of
zoledronic acid for 15 minutes is more clinically
efficacious as compared with the control group
(placebo or pamidronate (90 mg, 120 minutes)).

Comparative data on administration times of
zoledronic acid (Table 7 of the description)

zoledronic acid 4 mg
15 minutes infusion | 5 minutes infusion

Study 10: 24/272 patients 36/272 patients
breast cancer and multiple 8.8% 13.2%
myeloma patients

Study 11: 18/165 patients 10/61 patients
lung cancer patients 10.9% 16.4%
Study 39: 14/78 patients 22/111 patients
prostate cancer patients 15.2% 19.8%

Table 7 shows that a 4 mg administration of
zoledronic acid for 15 minutes further reduced
than did a 4 mg
administration of zoledronic acid for 5 minutes

renal adverse events

(creatinine level was used as the decision criteria).

4. Cited Invention
(1) Cited Documents

Document D1 was cited as primary prior art, and
documents D2 and D3 were cited as secondary
prior art.

* D1 (Evidence A No. 1):
Cancer Investigation, Jan 2000, vol. 18, no.
suppl., p. 68-69, “Phase II trial of zoledronate vs.
pamidronate in multiple myeloma and breast

cancer”’

Efficacy data described in D1

Efficacy of Z and P Related to Bone

04mgZ 20mgZ 40mgZ 90mgP

(N=68) (N=72) (N=67) (N=73)
RT to Bone 24% 19% 21% 18%
SRE (+HCM) 46% 35% 33% 30%*
Fracture 28% 22% 21% 21%
SMR (Events/yr) (+HCM) 2.27 1.59 1.45 1.13*
Bone lesion response (PR + S) 56% 55% 60% 44%
Bone mineral density (mean) +6% +9%* +10%* +9%*
Calcreatinine (median) -31% -43% -58%* -32%
N-telopeptides (median) -37% -59%* -61%* -58%*
* Statistically superior to 0.4 mg Z.

D1 shows that a 4 mg administration of
zoledronic acid over 5 minutes is efficacious for
bone related events.



* D2 (Evidence A No. 2):

Cancer, 1997, vol. 80, no. 8 suppl., p. 1699-1701
* D3 (Evidence A No. 3):

Endocrine Reviews, 1998, vol. 19, no. 1, p. 80-100

(2) Cited Invention

The cited invention (disclosed in D1) is as follows
(appeal decision confirmed; court decision also
accepted):

“A pharmaceutical agent containing zoledronic
acid as an active ingredient, and its patients with
an osteolytic disease such as breast cancer and
multiple myeloma were given an infusion of 4mg of
zoledronic acid over 5 minutes.”

5. Comparison between the Claimed Invention
and the Cited Invention

(1) Identical Feature

A processing agent containing
2-(imidazole-1-yl)-1-hydroxyethane-1,1-diphos-
phonate (zoledronic acid) or a pharmaceutically
accepted salt thereof as an active ingredient, and
the processing agent in that 4 mg of zoledronic acid
1s administered intravenously to a patient in need
of bisphosphonate treatment over a certain time
that is measured in minutes.

(2) Difference
The certain time that i1s measured in minutes
was “b minutes”’ in the cited invention whereas it

was “15 minutes” in the claimed invention.

6. Outline of the Appeal Decision

The appeal decision in summary read as follows
and rejected the inventive step of the claimed
invention.

D1 is a document concerning a phase II trial on
zoledronate, and writes that some benefits were
confirmed as a result of the trial, and that this trial
progressed to a phase III trial. If this is the case,
then a person skilled in the art who is familiar with
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D1 will naturally move to a phase III trial and
conduct further trials in detail. Furthermore, phase
IIT trial is conducted based on results obtained in a
phase II trial in order to study effects and side
effects when the clinical trial scope is further
expanded and when the investigational drug is
used in actual clinical practice; and the objectives
are to determine ultimately the dosage and
administration, precautions, and effect and efficacy
(indication) for the application for drug approval in
consideration of both validity and safety. In the
event information is obtained after progressing to a
phase III trial that raises serious questions on
safety and validity, the trial shall be stopped; and
because there is a need to reconsider everything
including re-conducting the non-clinical trials and
phases I and II trials with regard to those raised
questions, it is possible that side effects not seen in
the phase II trial would be seen in a phase III trial,
and a person skilled in the art generally would set
up dosage and administration to avoid those side
effects.

Moreover, D3 writes that slow infusion of a large
quantity of fluid is desirable when bisphosphonate
1s administered intravenously because an infusion
at high speed causes renal failure; therefore, it is
difficult to believe that a person skilled in the art
has read this would have
extraordinary imagination to modify the infusion

who needed
time of 5 minutes to a slower infusion time in the
cited invention, in pursuit of improved safety. In
addition, this person at this time will need to decide
on how slow to set the infusion rate, and because
D2 writes that zoledronic acid was administered by
infusion over 5-30 minutes and that the serum
calcium level had dropped after a 20-minute
infusion, a person skilled in the art who has seen
D1-D3 would have reviewed this during the 5-30
minutes or near the 20 minute point and, as a
result, would have been able to arrive at a time of
15 minutes through experimentation, in working

towards slowing the 5 minutes infusion in the cited



invention down to a slower rate.

Furthermore, the effect of the claimed invention
that “The dose of 4 mg zoledronic acid infused over
15 minutes offers a safety advantage in terms of
renal tolerability over the shorter infusion time of 5
minutes” (paragraph 0030 in the description) can
be predicted by a person skilled in the art; and the
effect of the claimed invention that “Zoledronic acid
4 mg infused over 15 minutes showed similar renal
tolerability
infused over 2 hours, 8.8% versus 8.2%, respec-

compared to pamidronate 90mg

tively.” (paragraph 0031 in the description) can be
predicted by a person skilled in the art. And
furthermore, we cannot say a superior effect that a
person skilled in the art could not have predicted
would have been displayed, based on D1-D3 in the
invention of this patent, even when we studied
other sections of the description.

7. Outline of the Court Decision

A plaintiff (applicant) claimed reason for
rescission 1 (error in decision on inventive step
concerning the differences) and reason for
rescission 2 (error in the appeal decision concerning
the effect of the claimed invention), and the court
decision was in summary as follows, and revoked
the appeal decision on the ground that reason for

rescission 1 of the plaintiff has its basis.

(1) Reason for Rescission 1 (error in the decision of
inventive step concerning the differences)

The plaintiff argues that (1) it is clear that the
dosages of 4 and 8 mg in D2 were not administered
for 20 minutes; (2) D1 evaluated the efficacy and
safety when 4 mg of zoledronic acid was given
intravenously for 5 minutes, and because no
toxicity was observed in the dosage and admin-
istration, it is difficult to find improvement in safety
to kidneys from the description in D1 alone; (3) D2
describes a phase I trial at a further earlier stage
than D1, and has a purpose to collect information

by which a decision to move forward to a phase 11
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trial was made; however, because it describes that
no toxicity to the kidneys was confirmed in a 5
minutes administration of 8 mg which is the
maximum dosage, it is clear that improvement in
safety to the kidneys could not be confirmed in a 5
minutes administration of 4 mg; and (4) D3
concerns a first generation bisphosphonate, and
because it is clear that the description in D3 does
not correspond to zoledronic acid, which is a third
generation bisphosphonate with a particularly
high activity, the inventions that are described in
D1 and D2 indicate nothing about the subject of the
claimed invention;
combined, it is difficult to understand the subject of
the claimed invention; and the claimed invention

and even when these are

which is the method to resolve this issue cannot be
arrived at easily; and the plaintiff claims that there
1s no motivation to combine D1-D3, therefore a
decision shall be made as follows:

A. Clinical Trials
(A) D2 is a document reporting the results of a
phase I trial on zoledronic acid in patients with
hypercalcemia with oncogenic property and
patients with osteolytic bone metastasis; and D1 is
a document reporting the results of a phase II trial
on zoledronic acid in patients with breast cancer
and patients with multiple myeloma, which
followed on this earlier trial. And according to
Evidence A No. 29, it is acknowledged that a phase
IIT trial on zoledronic acid was then conducted to
treat patients with osteolytic lesions of multiple
myeloma and breast cancer, and that the results of
the trial were published after this patent was filed.
(B) Clinical trials that are conducted with the
purpose to apply for an approval on a new drug that
1s an ethical drug are generally conducted in the
order of phase I, phase II, and phase III.

In view of the characteristics of each stage of a
chinical trial and how phase I trial, phase II trial
and phase I1I trial are positioned, even when safety

was confirmed in the dosage and administration in



phase I and II trials, because further clinical trials
data are collected in a phase III trial, and the
validity and safety for an indication of an
investigational drug are closely and objectively
clarified, and the utility and positioning in clinical
practice for the indications of an investigational
drug will be evaluated, there therefore can be
results that force us to conclude that the dosage
and administration are not safe, and we should
note that we cannot deny the probability of having
to modify this to a safer dosage and administration.

In also this case, a phase II trial (D1) was
conducted after confirming the safety of intra-
venous administration of zoledronic acid to the
kidneys in a phase I trial (D2) and then it moved to
the next clinical trial stage, so we believe a person
skilled in the art reasonably understood that the
dosage and administration may be modified in
view of safety to the kidneys.

B. Descriptions in D1 and D2

Zoledronic acid is a third generation bisphospho-
nate that strongly functionally inhibits osteoclasts,
and is more fast-acting than the other bisphospho-
nates which were clinically studied in the phase I
clinical trial described in D2, and has displayed an
effect of continuous drop in serum calcium, and no
signs of renal toxicity was observed in all of the 5
minutes intravenous infusion to the 58 osteolytic
bone metastasis patients with normal calcium
plasma, thus indicating safety in short-period
intravenous infusion.

Similar safety characteristics were displayed in a
phase II trial described in D1 that follows, as by 90
mg of pamidronic acid infused over 2 hours, in all 5
minutes infusions of 0.4 mg, 2.0 mg, and 4.0 mg of
the investigational drug to the 280 patients with
breast cancer and multiple myeloma, and a 5
minutes infusion of 4.0 mg of zoledronic acid
displayed a preventive effect, similar to that of 90
mg of pamidronic acid, on osteolytic complications.

From the results of the phase I and phase II trials
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on zoledronic acid noted in D1 and D2 above, we see
that the drug effect of zoledronic acid is similar to
90 mg of pamidronic acid, which is traditionally
used at a low dosage of 4 mg, and that the safety
can be guaranteed in a short-period intravenous
infusion of 5 minutes. If this is the case, even if we
considered the stepwise characteristics of a clinical
trial and considered the possibility that different
results safety from the
administration in a phase III trial would modify the

on dosage and
dosage and administration to something safer,
because still there is no result that raise questions
on safety in the phase I and II trials, we should
conclude that it is difficult to find a motivation to
extend the administration time in the cited
Invention to that of an infusion of 4 mg of zoledronic
acid over 5 minutes, based on what we note from
D1 and D2, and from the standpoints of
convenience to and reducing the burden on the
patient.

C. Description in D3
(A) D3 cites Reference 269 (Evidence A No. 24) and
notes that we must pay caution when a large
quantity of bisphosphonate at any dosages will be
administered intravenously, because infusion in a
short period causes renal failure, and that adverse
events are prevented when large quantity of fluid
is infused slowly, because bisphosphonate forms
into a solid in blood and protects the kidneys.
Furthermore, because Reference 269 (Evidence
A No. 24) notes that a renal disorder occurred from
administration of etidronate (EHDP) and
clodronate (C2MDP), and that the drug must be
administered slowly at a dosage per day not
exceeding 1 g and kidney functions must be
monitored, it is clear the description in D3 above
had taken etidronate and clodronate into consider-
ation.
(B) Incidentally, there is the following note
(omitted) in Evidences B No. 5-7, which were
published before the priority date of this patent.



According to Evidences B No. 5-7, it is acknowl-
edged that etidronate and clodronate are first
generation bisphosphonates that were used in the
initial clinical trials, and after there was a report of
death from renal disorder from a short-period
infusion of etidronate from around the time when
an optimum administration method was not yet
established, many bisphosphonates developed
since were also recommended for slow infusion;
and because the second and third generation
bisphosphonates, such as pamidronic acid,
alendronic acid, and incadronate acid, which have
a medicinal effect of bone resorption inhibition that
1s 100 to 1000 times that of etidronate, can be used
in small amounts, high speed administration was
considered in view of convenience to patients, and
not only was the safety confirmed for high speed
administration of 1-1.5 mg/min of pamidronic acid
and 10 mg/30 min of incadronic acid and alendronic
acid, there also are reports that renal function
disorders actually improved for these three
preparations.

From these data on high speed administration of
and history of developments in second and third
generation bisphosphonates from the priority date
of the claimed invention, it is acknowledged that a
person skilled in the art would also understand
that the finding noted in D3 concerning an adverse
event to the kidneys by high speed administration
of first generation bisphosphonate is not directly
true for zoledronic acid, which is a third generation
bisphosphonate.

If this is the case, when we consider the facts that
zoledronic acid is a bisphosphonate that is 100 to
850 times more active than pamidronic acid and
that it has a higher bone resorption inhibition effect
than incadronic acid or alendronic acid and thus an
administration of a small quantity suffices, it is
difficult to acknowledge that there is a motivation
to extend the administration time of 5 minutes for
4 mg of zoledronic acid for which safety was

confirmed in D1 and D2, based also on convenience
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to and reduction of burden on the patient.

D. Summary

It is not acknowledged that there is a motivation
to extend the administration time from 5 minutes
for 4 mg of zoledronic acid, for which its safety was
provisionally confirmed in D1 and D2, to 15
minutes.

Therefore, reason for rescission 1 claimed by the
plaintiff has it
acknowledged that the claimed invention could

its basis, because i1s not
have been easily invented based on the cited
inventions, applying D2 and D3 to the cited

inventions.

8. Main Discussion Points Discussed at the Trial
and Appeal Practitioner Study Group:
Determination of inventive step (motivation)

In this case, the primary argument was finding a
motivation to extend the administration time. The
study group therefore studied, among other things,
when ruling on inventive step of an invention in
which a well- known drug’s
administration was further optimized, as to

dosage and

whether there is a need to find a specific motivation
for the configuration in the invention at issue
concerning the drug, whether it is sufficient if there
is a general motivation concerning all drugs for the
configuration of the invention at issue, etc.

While it is generally true regarding drugs in
general that a person skilled in the art generally
has the capacity to find a preferable dosage and
administration to resolve issues widely known to
persons skilled in the art, such as reduction in side
effects, there was an opinion that in this case a
specific and unique decision on the motivation
perhaps was made by the court. Moreover, there
was an opinion regarding drugs for which its safety
has been approved and which are sold that it
perhaps is practically impossible to find a specific
motivation in prior art for modifying dosage and

administration to improve on safety.



Theme 2
Case Study on Determination of
Similarity of Trademarks

1. Outline of the Case

(1) Trademark at Issue and Docket Numbers

* Trademark Registration No. 5494262

* JPO Docket No.: Invalidation No. 2012-890054
* Court Docket No.: 2013 (Gyo Ke) 10065

* The Registered Trademark:

Raffine

Style&®

* Designated Goods: Product containing Class 3
“Cosmetics”

(2) Outline

The plaintiff requested for a trial for invalidation
on the grounds that the registered trademark falls
under the Trademark Act Article 4(1)-11, 15, 19
and 7 for the reasons that the registration of
“Cosmetics” in the designated goods of the
registered trademark is similar to the trademark
cited by the plaintiff. However, the case was
dismissed since the panel of administrative judges
of the JPO found no reason. The plaintiff made a
revocation action against a trial decision, claiming
reasons for invalidation against all reasons for the
request. The court decided that the registered
trademark falls under the Trademark Act Article 4
(1)-11 so that it should be revoked.

2. The Registered Trademark

(1) November 11, 2011: Application filed

(2) May 18, 2012: Trademark registered
[Trademark Registration No. 5494262]

3. Background of the Case
(1) June 19, 2012: Trial for invalidation requested

[Invalidation No. 2012-890054]

(2) February 1, 2013: Trial decision (the case
dismissed)

(3) March 7, 2013: Revocation action against a
trial decision made [2013 (Gyo Ke) 10065]

(4) December 18, 2013: Court decision (court
decision of revocation of the trial decision)

4. Cited Trademarks

The following trademarks 1-3 held by the
plaintiff were cited as trademarks in the trial
decision and court decision.

(1) Cited Trademark 1
* Trademark Registration No. 5408589
* Application Filing Date: November 2, 2010
* Registration Date: April 22, 2011
* Trademark Configuration:
RAFFINE (standard characters)
* Designated Goods:
Product containing Class 3 “Cosmetics”

(2) Cited Trademark 2
* Trademark Registration No. 5411218
* Application Filing Date: August 24, 2010
* Registration Date: May 13, 2011
* Trademark Configuration:
RASfINE (standard characters)
* Designated Goods:
Product containing Class 3 “Cosmetics”

(3) Cited Trademark 3

* Trademark Registration No. 5431315

* Application Filing Date: February 4, 2011
* Registration Date: August 12, 2011

* Trademark Configuration:

RA]TINE

* Designated Goods:



Product containing Class 3 “Cosmetics”

5. Outline of the Trial Decision

The trial decision was rendered by the JPO
stating in summary as follows with regard to the
Trademark Act Article 4 (1)-11 and determining
that there is no reason for invalidation.

(In the trial decision, it is determined that there
is also no reason for invalidation with regard to the
Trademark Act Article 4 (1)-15, 19 and 7. The
details are omitted.)

(1) Whether the Trademark Falls under the
Trademark Act Article 4 (1)-11
A. Trademark at Issue

Trademark at issue is a mark displaying “Raffine”
and “Style” on two lines and in large green Western
written alphabet, and a green text that reads “WE
LOVE HEARTFUL RELAXATION -” inside a
circular layout that is drawn as a ring in light green
to the right of the text that reads “Style,” and a
layout of four hexagon flower petals at the top,
bottom, left, and right inside the center of a green
circle.

Moreover, because pronunciation of “rafine-
sutairu uirabu haatofuru rirakuzeishon,” which is
created from a character configuration of all
characters of the trademark at issue, is highly
redundant, and because the characters “Raffine”
and “Style” in the configuration are of the same font,
size, and color, and displayed significantly larger
than the other characters, the trademark at issue
should include pronunciation “rafinesutairu” in
addition to the pronunciation above that is created
from all characters, based on the characters of
“Raffine” and “Style.”

Furthermore, because in French the word (char-
acters) “Raffine” in the trademark configuration
has meanings such as “elegant, refined,” and in
English and French the word (characters) “Style”
has meanings such as “mode, type, form,” and in
Japan this word is generally used alongside the
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word “A % A )L (style’ in Japanese Katakana
characters),” both words have a concept that is
roughly “elegant and refined style; elegant and
refined lifestyle.”

In addition, based on the points that the
characters comprising “Raffine” and “Style” are
displayed in the same font, size, and color as noted
earlier, and is shown as a well-organized body, and
that the characters of “Style” cannot be describing,
for instance, quality of the cosmetics, it is difficult
to say that further separating the characters of
“Raffine” from here would be used in commerce.

B. Cited Trademarks

Cited trademark 1 displays the Western written
alphabet of “RAFFINE” and cited trademark 2
displays the Western written alphabet of “RAffINE”
in standard characters, and cited trademark 3
somewhat stylized the characters “ff” in the middle
and displays them in lettering that is vertically
longer than the other characters, that is, as
“RAffINE” in Western written alphabet.

Therefore, pronunciation of “rafine” and a
concept that is roughly “elegant, refined” come from
each character configuration in each of the cited
trademarks.

C. Similarity between the Trademark at Issue and
the Cited Trademarks

(A) Appearance

Although, as noted above, the configuration of
the trademark at issue is displayed overall in green,
and displays the characters of “Raffine” and “Style”
on two lines, because it is displayed in one body and
in the same font and size, even if it has the
configuration that is shown on two lines, it is
reasonable to assume that the character part of
“Raffine” and “Style” is understood to comprise one
body.

Whereas, because as noted above each cited
trademark is composed of Western written
alphabet of either “RAFFINE” or “RAffINE,” the



trademark at issue and each cited trademark can
be differentiated by appearance from each other.
(B) Concept

Because a concept that is roughly “elegant and
refined style; elegant and refined lifestyle” comes
from the trademark at issue, and a concept that is
roughly “elegant, refined” comes from each cited
trademark, it is possible to differentiate both from
each other in concept.

(O Pronunciation

Pronunciation of “rafinesutairu” that comes from
the trademark at issue and pronunciation of “rafine”
that comes from each cited trademark cannot be
said to be similar in pronunciation because one has
the sound “sutairu” on the second half of this word,
which is a difference.

In addition, pronunciation of “rafinesutairu
uirabu haatofuru rirakuzeishon” that comes from
the full configuration of the trademark at issue and
pronunciation of “rafine” that comes from each
cited trademark are clearly different in syllables
and sound configuration, and can be differentiated
from each other.

D. Summary

As noted above, because the trademark at issue
and each cited trademark are dissimilar trade-
marks that can be differentiated from each other by
appearance, concept, and pronunciation, it is not
reasonable to assume that the trademark at issue
falls under the Trademark Act Article 4 (1)-11.

(2) Conclusion

Because the registration of designated goods of
the trademark at issue as “Cosmetics” does not
violate the Trademark Act Article 4 (1)-11, this
registration cannot be invalidated under the
Trademark Act Article 46 (1).

6. Outline of the Court Decision
When the plaintiff (the demandant in a trial for

invalidation) claimed four reasons for invalidation
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including reason for invalidation 1 (the point that
the trademark at issue and cited trademarks are
similar) in a revocation action against an trial
decision, the court ruled in summary as follows and
that the reason for invalidation 1 has its basis and
revoked the trial decision rendered by the JPO.

(1) Reason for invalidation 1 (trademark at issue
and cited trademarks are similar)

A. Configuration of the trademark at issue

The trademark at issue is comprised of the each
characters of “Raffine” and “Style” displayed in
green and on two lines (hereinafter referred to as
‘Raffine/Style”), and to the right of “Style,” the
characters “WE LOVE HEARTFUL RELAXA-
TION” in green are annularly arranged, and a
circular figure in yellowish green with green four-
leaf clover or flower petal shaped pattern
(hereinafter referred to as four-leaf clover mark) at
the center. The same font is used for each letter of
“Raffine/Style,” and when this is compared with
“WE LOVE HEARTFUL RELAXATION” inside
the four-leaf clover mark, it is displayed considera-
bly large. Therefore, it is acknowledged that what
draws attention are the “Raffine/Style” and the
four-leaf clover mark, and these are recognized by
traders and consumers as one organized body.
Moreover, because the characters themselves
shown above and inside the four-leaf clover mark
are shown very small, it is rather difficult for

traders and consumers to recognize the characters.

B. Configuration of the cited trademarks

Cited trademark 1 is a trademark that is com-
posed of a standard characters of “RAFFINE” and
the cited trademark 2 is a trademark that is
composed of characters of “RAffINE.” Cited
Trademark 3 is a trademark that is composed of a
standard characters of “RAffINE,” however, the “ff’
section is different from other sections, in that it is
shown in a font that is somewhat stylized.



C. Similarity between the trademark at issue and
cited trademarks

The word “Raffine” is an adjective word, and
“raffiné” in French with an accent mark at the end
has meanings that include “purified, refined,
elegant, considerable, and sophisticated,” however,
this is not a word that is generally known in Japan.
Therefore it 1s acknowledged that the appearance
and pronunciation of “Raffine” and “rafine”
consequently give a unique impression to traders
and consumers.

Whereas the word “Style” is a noun with the
meanings in English that include “way, mode, form,
design, format, configuration, attitude, appearance,
sense, output, fashion, shape, prose, expression
method, manner,” and “A % 1 /L'” as shown in
Japanese Katakana characters is widely used as
an imported foreign word with the meanings that
include “appearance, sense, fashion, style, shape,”
and it is acknowledged that the word is generally
known in Japan. Furthermore, it is a well-known
fact that the word “Style” is combined with certain
trademarks to say for example “XX Style” to mean
“XX type” and “XX format,” and in this case it is
acknowledged that it is used to indicate the origin
of the same goods and services as those in “XX”
trademark. Therefore, it is acknowledged that
traders and consumers who see the trademark at
issue assume that mainly the section “Raffine” is a
sign distinguishing the origin of the goods and
services, and the section “Style” only has the
meanings “XX type” and “XX format,” and such
information alone does not suffice as a sign
distinguishing the origin, and ultimately the
trademark at issue is assumed to be a trademark
that has “Raffine” as its main sign distinguishing
the origin.

In addition, with regard to the four-leaf clover
mark in the trademark at issue, because the four-
leaf clover mark itself is a common pattern, it is
weak as a sign distinguishing the origin; and

because this character part inside this mark is
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shown considerably smaller as compared to the
character part of "Raffine/Style,” and because, to
start, it is translated as “We love heartfelt
relaxation.” and this only shows mainly the
defendant’s corporate and business philosophy and
not the origin of the goods and services, it is
reasonable to acknowledge that the four-leaf clover
mark is overall nothing more than a picture
trademark with a weak function for identifying
origin.

Furthermore, when the section of “Raffine” of the
trademark at issue and cited trademarks are
compared, while, with respect to appearance, both
are different in where lower case and upper case
letters are used and in font type, however, because
both were taken from the same French word
“raffiné” and are organized in the same spelling,
one can say that they are almost the same, and
both are identical in the point that pronunciation of
both are the same “rafine” in a reading in Roman
letters (The word “raffiné” is pronounced as
“rafine.”). If this is the case, because this word is not
generally known in Japan, we cannot necessarily
say that this word has special concept, but we
should still say that both are nearly identical.

Therefore, it is acknowledged that the cited
trademarks are almost identical in appearance and
to the
trademark at issue and its sign distinguishing the

origin.

pronunciation, and similar overall,

D. Summary

Based on the above, because the trademark at
issue is the one that is similar to the registered
trademark of the plaintiff relating to a trademark
registration that was filed prior to the filing date of
the trademark at issue, and because its designated
product is identical to a Class 3 “Cosmetics,” the
plaintiff has basis for invalidation under the
Trademark Act Article 4 (1)-11.



(2) Conclusion

Based on the above, because reason for
invalidation 1 which the plaintiff claims has its
basis, the demand of the plaintiff has basis, and
there is no need to make judgments on the other
reasons for invalidation.

7. Main Discussion Points Discussed at the Trial
and Appeal Practitioner Study Group:
Appropriateness of the decision that the
trademark falls under the Trademark Act
Article 4 (1-11

(1) Whether a trademark may be observed

separately

The court decision wrote “Raffine’ is a French
word, and an adjective that means for example
‘refined, purified, ...’; however, it is not a word that
is generally known in Japan, and as a result
Raffine’ and ‘7 7 1 % (raffine in Japanese
Katakana characters) instead invoke an unique
impression to traders and consumers by its
appearance and pronunciation,” and therefore,
ruled that “Raffine” is the main section that serves
as a sign distinguishing the origin of the goods and
services.

The study group did not raise an objection to this
court decision.

Meanwhile, at the study group, with regard to
whether the trademark “** Style” may be observed
separately, there was an opinion that, at any rate,
it depends on how the characters are configured
because there can be both cases; either a case
where the trademark may be observed separately,
or a case where the trademark shall be viewed as a
singular body.

(2) Capability to distinguish of “Style”

The court decision wrote “The section ‘Style’ only
has the meanings of XX type’ and XX format’, and
the court finds that this alone cannot be a sign
distinguishing the origin.” However, at this study

group, there was no objection in particular to the
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point that capability to distinguish of the word
“Style” is weak.

At the study group, there also was an opinion
that, it is possible for trademarks comprised of
“Style” by itself to exert capability to distinguish as
seen In apparel, etc., depending on the goods and
services.





