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Judicial Symposium on Intellectual Property / TOKYO 2017

Third Day (November 1), Panel Discussion, Theme 3

— IP Dispute Resolution in ASEAN —

Case Example

Tiger Company headquartered in country A
(hereafter referred to as "Tiger") has a registered
trademark "Dragon Camera" that falls under the
designated goods "camera" in country A. This
trademark is a well-known trademark in country A
(hereafter referred to as "the well-known
trademark").

Snake Holdings Corp. headquartered in your
country (hereafter referred to as "Snake") learned
that Tiger was considering the expansion of its
business to your country, and entered into
negotiation with Tiger in order to make an import
agency contract. Snake filed an application for
of the

trademark with the competent authority in your

trademark registration well-known
country without obtaining the consent of Tiger
while negotiating with Tiger. Then the trademark
was registered by the authority in your country.
Then, Tiger and Snake were not able to reach an
agreement. Tiger expanded its business of “Dragon
Camera” product to your country on its own, and it
realized that the well-known trademark was
already filed by Snake and registered as a

trademark in your country.
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1.

Question

Is the trademark filed by Snake the one that
shall be essentially registered in your country?
Please answer this question for both cases
(1) the trademark
Camera" is a well-known trademark in your

respectively; "Dragon
country; and (2) the trademark "Dragon
Camera" is not a well-known trademark in

your country.

What type of active remedies shall be
considered which Tiger may request with
courts and/or an intellectual property (IP) office
in your country (e.g. invalidation of rights, an
action for declaratory judgment on non-
infringement, etc.)? Moreover, what are the
requirements for those remedies to be

accepted?

Where Snake makes an action for an injunctive
relief against the use of "Dragon Camera" in
your country, what type of inactive remedies
shall be considered which Tiger may request, in
response to the action, with courts in your
of right
invalidation defense, etc.)? Moreover, what are

country (e.g. abuse defense,
the requirements for those remedies to be

accepted?
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