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Judicial Symposium on Intellectual Property / TOKYO 2018
Second day (November 1), Panel Discussion

(Case Study on Trial and Appeal Procedures for Patent Invalidation)

<Comparison table of correction/amendment’ after grant in proceedings for patent invalidation >

§134-2 (1))

JPO (Invalidation Trial) USPTO (IPR) EPO (Inter Partes)?
Substantive - Restriction of the - Responding to a - Responding to a
requirements of scope of claims ground of ground for
correction/amendment - Correction of errors unpatentability opposition
- Clarification of an - Noenlargementof |- No enlargement of
ambiguous claims claims
description - Prohibition of - Prohibition of
- Dissolve citation addition of new addition of new
relation between matters matters
claims - Supportin an - Other
- No substantial earlier-filed requirements for
enlargement or disclosure amendment
modification of ((35 USC §316 (d) (3), | (R.80EPC, Art. 123
claims 37 CFR §42.121 (a) EPC)
- Prohibition of (2), (b))
addition of new
matters
(PA§134-2 (1), (9) —
§126 (5), (6))
Time limit for Designated time limitin | Three (3) months after | Any amendment to a
correction/amendment multiple timing (PA the proceedings begin | party's case after it

has filed its grounds
of appeal or reply may
be admitted until oral
proceedings have
been arranged

(Any amendment to a
party's case may be
considered at the
Board's discretion)
(Art. 13 RPBA)

The number of times of
corrections/amendments

More than once, or
more than twice if a
patent right is to be
revoked (an earlier
request for correction
shall be deemed
withdrawn)

(PA §134-2 (1), (6))

Once in principle

(35 USC §316 (d) (1),
(2), 37 CFR §42.121
(c)

N/A (Any amendment
to a party's case may
be considered at the
Board's discretion)
(Art. 13 RPBA)

' Japanese terms for amendment before and after grant are different. We used here for JPO, term
“correction” (teisei) after grant and “amendment” (hosei) before grant.
2 An appeal against the opposition division’s decision handled by the Board of Appeal of the EPO.
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Aucxiliary requests

No

No

Yes (both a main
request and an
auxiliary request for
amendment may be
filed while priority
shall be set)

Relationship between
permission of
correction/amendment
and conclusion of
decision

Permission of correction
and conclusion of
decision to maintain or
invalidate a patent are
independent. (A trial
decision to invalidate a
patent may be made to
corrected claims after
permissible correction.)

No amendment shall
be permitted if a trial
decision is the one that
is to invalidate a patent

No amendment shall
be permitted in any of
the main and auxiliary
requests if a trial
decision is the one
that is to invalidate a
patent (There are
cases remanded to
the opposition
division.)

Effect of correction

Correction has
retroactive effect.

Intervening rights
occurred by

Amendment has
retroactive effect.

period for deciding to
commence

proceedings from the
filing of the request, and
the 12-month statutory

time period for
rendering a trial
decision  after the

decision to commence
proceedings is made
(The time <can be
extended by up to six
months as an
exceptional measure.)
(35 USC §316 (a) (11)
— 37 CFR §42.100
(c)

(PA §134-2 (9) — §128) | correction.? (Art. 68 EPC)
(35 USC §318 (c) —
§252)
Pendency period* 10.5 months About 6-month time | 35 months

(Reference) Position of
oral proceedings / oral
arguments

To help the panel
precisely understand
the issues to be argued
(opinions of the panel
may be given but no
conclusion)

(PA §145 (1))

A party may request
oral argument (to help
the party and the panel
precisely understand
the issues to be
argued)

(35 USC §316 (a) (10)
— 37 CFR §42.70)

The Board shall
determine all of the
issues to be argued at
the oral proceedings
and ensure that each
case is ready for
decision at the
conclusion of the oral
proceedings

(Art.15 RPBA)

3 When claims are substantially amended after the grant of patent, intervening rights are provided to enable
any person to continue to sell the product even if the product infringes a valid claim of the reissued patent.
4 Please note that the pendency period is taken from the latest annual report by each Office, however, the
basis for calculation differs depending on the Office.
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Hypothetical Case 1

1. Company X (in country A) files patent applications to the EPO and the USPTO
respectively, claiming a priority based on the first application filed in the JPO, then
obtains grants of patents with the same claims (hereafter referred to as "the Patent(s)")
from three Offices, the EPO, the JPO and the USPTO.

2. Company Y (in country B), a competitor of the company X in Japan, the U.S. and
Europe, claims that the patented invention of the company X does not involve an
inventive step / is obvious, therefore, the Patent shall be invalidated. The company Y
then files a request for a trial for invalidation to the JPO, a petition for Inter Partes
Review to the USPTO, and an opposition to the EPO (at the EPO, the opposition
division of the EPO concluded that the patent shall be maintained. The company Y then
files an appeal against the opposition division’s decision with additional evidence).

3. When the company X checks the contents of trial/appeal requests/petitions filed to three
Offices, a non-patent literature, which was neither presented at the examination phases
at any of three Offices nor previously known by the company X, was cited as a prior art
document.

4. This non-patent literature has been publically known more than one year before the
priority date of the Patent. A consulted expert (patent attorney specialized in this
technical field) gave an opinion that based on this non-patent literature and one of the
documents cited at the examination phases, the Patents may be invalidated at all of
three Offices due to lack of inventive step or obviousness as long as the present claims
unchanged.

5. Therefore, by making corrections/amendment, the company X wants to avoid a
situation where the Patents will be either invalidated or revoked by the JPO, the USPTO
and the EPO.

6. Company A has not filed an infringement lawsuit in any country so far.
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Judicial Symposium on Intellectual Property / TOKYO 2018

Second day (November 1), Panel discussion

(Case Study Related to Whether or Not Claims Can Be Corrected/Amended
in a Trial for Invalidation/IPR/Opposition)

Hypothetical Case 2

[Claim 1] as granted and before any correction or amendment:

The apparatus for transporting racks comprising:
a rack holding multiple containers;
a conveyor belt supporting the rack;
a scanning device which scans labels on the multiple containers which the rack
holds;
a moving device for moving the scanning device along the longitudinal direction of
the rack on the conveyor belt, characterized in that:
the scanning device alternately moves and halts, and scans labels on the multiple
containers while the scanning device is moving.

The Description or Specification contains the following items:

A According to the prior art discussed in the Description, the scanning device is fixed and
the rack is moved by the conveyor belt when labels are scanned. However, this setup is
not favorable, because the next process following the label scanning is influenced by the
motion of the conveyor belt during scanning.

B According to the present invention, the scanning device alternately moves and halts,
and the scanning of labels on the containers is carried out when the scanning device
moves, so that the conveyor belt does not have to move the racks when labels are
scanned.

C If attempts are made to have the scanning device move during scanning, due to design
constraints, a guide means for moving the scanning device cannot be placed on either
side of the conveyor belt. Therefore, the mechanism for moving the scanning device
preferably comprises:

a guide means provided above and along the conveyor belt on one side of the conveyor
belt,

a frame that moves along the guide means and extends from the one side to the other
side of the conveyor belt above the conveyor belt, and

a scanning device that is held by the frame in a hanging manner on the other side of the
conveyor belt, so as to scan the labels that face the scanning device.
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Drawing 1l (top view) Drawing 2 (side view)

(scanning device is moving)
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During substantive examination, no prior art document was found concerning a scanning
device that alternately repeats movements and stops, and reads labels on containers while
it is moving. However, a non-patent literature that describes that reliability would be
improved by executing the reading when the reading device is moving was submitted to the
JPO for a trial for invalidation, to the USPTO for Inter Partes Review, and to the EPO for an
opposition.

The patentee wants to avoid either invalidation or revocation by the JPO, USPTO or EPO
through corrections or amendments adding a specific feature to claim 1.
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Questionnaire

Can the patentee successfully make the following corrections or amendments to claim 1 so
as to avoid a negative decision? (Assuming that no prior art document has been or will be
found for the configuration in the corrected or amended portion.)

e Proposal 1 (most generic amendment):

The apparatus for transporting racks comprising:
a rack holding multiple containers;
a conveyor belt supporting the rack;
a scanning device which scans labels on the multiple containers that are held on
the rack;
a moving device for moving the scanning device along the longitudinal direction of
the rack on the conveyor belt, characterized in that:
the scanning device alternately moves and halts, and scans labels on the multiple
containers while the scanning device is moving, and the moving device includes a
frame that holds and moves the scanning device along the conveyor belt.

eProposal 2: (to limit the way the scanning device is held)

the moving device includes a frame that moves along the conveyor belt, holding the

scanning device hanging from the frame

eProposal 3: (to limit the moving device in part)

the moving device includes a quide provided along the conveyor belt; and a frame
that moves along the quide and the conveyor belt, holding the scanning device

eProposal 4: (combine proposals 2 and 3)

the moving device includes a quide provided along the conveyor belt; and a frame
that moves along the guide and the conveyor belt, holding the scanning device
hanging from the frame
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eProposal 5: (to further limit the moving device)

the moving device includes a guide provided along the conveyor belt; and a frame
that extends from the one side to the other side of the conveyor belt above the
conveyor belt and moves along the guide and the conveyor belt, holding the
scanning device hanging from the frame on the other side of the conveyor belt,
which is the side the labels are put
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