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Greetings

The Intellectual Property High Court is co-hosting the Judicial Symposium on Intellectual Property
/ TOKYO 2018 with the Supreme Court of Japan, the Ministry of Justice of Japan, the Japan Patent
Office, the Japan Federation of Bar Associations and the Intellectual Property Lawyers Network

Japan.

The Judicial Symposium on Intellectual Property / TOKYO 2017 focused on the theme of IP dispute
resolution in Japan, China, Korea and ASEAN countries last fall. This year, we are inviting prominent
judges and other legal professionals from Europe and the U.S. as speakers to work on the theme of

“Global Collaboration for IP Dispute Resolution”.

In the program provided by the Intellectual Property High Court, judges and lawyers from Japan,
Germany, France, the U.K. and the U.S. will conduct mock trials under the judicial system of each
country based on a common case. Through the mock trials, we intend to boost mutual understanding
of the judicial systems for IP related lawsuits by elucidating the differences between countries. In the
subsequent panel discussion by the participants of the mock trials, we would like to review the current
proceedings of IP related lawsuits and discuss advisable practices. The Japan Patent Office plans to
provide various programs, such as presentations on the current practices of patent trials in Japan,
the U.S. and Europe.

The internationalization of IP related disputes has been promoted due to the globalization of business
activities and the rapid progress of information and communication technology. The Intellectual
Property High Court has been continuously striving to keep up with the trends in the world, and we
expect the Symposium held by the court of Japan to contribute to the further development of the

practice of IP related lawsuits.

I am convinced that the Judicial Symposium on Intellectual Property / TOKYO 2018 will be a valuable
opportunity, not only for lawyers and patent attorneys who involve in IP related lawsuits but also for
those in the industrial circles and researchers, to obtain the latest information about intellectual
property judiciary in Europe and the U.S., as well as to further deepen the understanding of the

judicial system for IP related lawsuits in Japan.

Makiko Takabe
Chief Judge of the Intellectual Property High Court
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We are very pleased with the opening of the Judicial Symposium on Intellectual Property / TOKYO
2018.

This symposium has been held since 2017 by the co-sponsorship of the Ministry of Justice, the
Supreme Court, the Intellectual Property High Court, the Japan Patent Office, the Japan Federation
of Bar Associations and the Intellectual Property Lawyers Network Japan, for the purpose of ensuring
the international cooperation, etc. in the area of intellectual property law by sharing and transmitting
the information regarding the legal system, etc. on intellectual property of various countries,

including Japan, and by inviting legal practitioners from overseas.

As the government’s Intellectual Property Strategic Program shows, it is quite important to develop
the international cooperation in this area in order to promote the creation, protection and utilization
of intellectual property. The Ministry of Justice has been engaged in international cooperation in this
area in such a way as to conduct researches of the dispute resolution systems for intellectual property
in European and American countries and publicize the results, and to provide legal technical

assistance primarily to ASEAN regions, etc. in various legal fields including intellectual property law.

The symposium of this year has very substantial programs, such as the mock trial and panel
discussion regarding patent rights, with the practitioners, each having rich knowledge and experience
of intellectual property law, invited from four countries of the U.S., the U.K., Germany and France,
and the European Patent Office, along with the Japanese practitioners, as well as lectures by

representatives of the intellectual property authorities of Japan, Europe and the United States.

By having the experts of these countries get together at this symposium and sharing their knowledge,
we can expect further development of intellectual property law of participating countries including
Japan, and we trust that it will lead to strengthening of network for the international cooperation in

this area among the participating countries.

We hope that this symposium will be a valuable opportunity for all the people who are interested in

the intellectual property.

Hiromu Kurokawa

Vice-Minister of Justice
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I am pleased to announce that the “Judicial Symposium on Intellectual Property / TOKYO 2018”
will be held in Tokyo, Japan from October 31st to November 1st, 2018. It is an honor for the
Japan Patent Office (JPO) to co-host this symposium.

With the globalization of business activities, it has become difficult to resolve disputes over

intellectual property (IP) rights within one country.

In particular, disputes over so-called “standard essential patents (SEPs)” which are essential to
implement standards, could arise simultaneously in multiple countries. In response to these
trends, the JPO released the "GUIDE TO LICENSING NEGOTIATIONS INVOLVING
STANDARD ESSENTIAL PATENTS" in June this year. We hope that this guide will help prevent

disputes over SEPs as well as encourage early dispute resolution.

In order to prevent international IP disputes, it is essential to make efforts to improve the
predictability of IP systems for IP users through collaboration among IP offices. Furthermore,
from now on, it will become important to corporate with judiciaries around the world. I believe
that this symposium is one of the critically important opportunities to understand each other’s

perspectives on trial, appeal and judicial systems for IP in Japan, Europe and the United States.

The JPO will introduce a trial for patent invalidation followed by a panel discussion using a
hypothetical case on the second day of this symposium. In particular, we will present differences
in trial and appeal systems, practices and perspectives among the JPO, the European Patent
Office (EPO) and the United States Patent and Trademark Office (USPTO) using specific cases.
Moreover, a mock trial for the subject of "patent validity issues in patent infringement litigation"

will be conducted on the first day.

I am confident that this symposium will help share best practices through discussions among the
speakers as well as users of IP systems, such as the industry, lawyers and patent attorneys, and
eventually contribute toward improving international IP dispute resolution.

We look forward to welcoming guests and representatives to this symposium.

Naoko Munakata

Commissioner of the Japan Patent Office
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Following on from the success of last year, the “Judicial Symposium on Intellectual Property/TOKYO
2018” will be held this year for two days from October 31 at Bar Associations Building.

Once again, lawyers belonging to the Japan Federation of Bar Associations (JFBA), as well as to the
Intellectual Property Lawyers Network Japan that was derived from the JFBA’s activities and was
established by volunteer lawyers, will appear in the program in coordination with the co-sponsor

organizations.

This year in the symposium, judges and lawyers actively working on the front line in Japan, the US,
the UK, Germany and France will appear on stage to perform a moot court and panel discussions,

among others, all under the theme of “Global Collaboration for IP Dispute Resolution”.

With the rapid development of information and communications technology seen in recent years, we
are seeing more and more progression of the globalization of economic activities of corporations and
individuals, and of the absence of borders in the creation, spread and exercise of intellectual property
rights that provide fundamental support for economic activities. In this connection, we anticipate that
transactions and disputes relating to intellectual property will become even more globalized and

complicated.

As such, it is important to work on developing an improved judicial system for intellectual property
in order to adequately support the globalized activities pertaining to intellectual property. This is not

something that our country can achieve on its own.

As we head toward an age in which cooperation with those concerned with IP laws in and out of the
country is becoming more necessary than ever, the symposium this year has invited experts from the
US and across Europe and should therefore be a highly beneficial event for those who participate, as

was the case last year.

The JFBA also aims to further expand the involvement of lawyers in civil and administrative cases,
including in the area of intellectual property, by promoting civil judiciary reform. From the standpoint
of law practitioners who play a part in the judicial system, we intend to work on the development of
the judicial system for intellectual property in cooperation with each relevant organization, whether

inside or outside of our country.

I am confident that the “Judicial Symposium on Intellectual Property/TOKYO 2018” will be of
tremendous value to all those who take part in the intellectual property judiciary.
Yutaro Kikuchi

President of the Japan Federation of Bar Associations
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We are pleased and proud to be co-hosting the “Judicial Symposium on Intellectual Property / TOKYO
2018”. The symposium will feature the participation of judges and lawyers who are experts on

intellectual property ("IP") in the US, the UK, Germany, France and Japan.

The Intellectual Property Lawyers Network Japan ("iPLNET Japan") was founded in April 2005 when
the Intellectual Property High Court was established in Japan. This was one of the achievements
resulting from activities aimed at advancing intellectual property systems and services in Japan,
which was possible with the assistance of the Japan Federation of Bar Associations ("JFBA"). Since

its establishment, the iPLNET Japan has hosted various events, including international symposiums.

We believe it is necessary for IP practitioners across the globe to proactively seek fair and efficient
ways to resolve IP disputes. From that viewpoint, the iPLNET Japan has hosted and participated in
various international symposiums around the world. Those symposiums have attracted a great deal
of attention from insightful practitioners and achieved tremendous results. We are confident that this

symposium will provide all participants with a fascinating and informative experience.

Finally, I would like to say a few words in honor of Dr. Shooen Ono (1932-2018), who was a leader and
pioneer in Japanese IP law. Dr. Ono had a great affection for people from all countries and, together
with his wife, he generously took care of and guided foreign students in Japan for many years. Thanks
to Dr. Ono’s research, education, and humble virtues, Japan’s IP practitioners have been able to take
part in profound intellectual property law issues being discussed around the world. With sincere
gratitude toward Dr. Ono, we will continue to humbly strive to achieve positive results this year and

in the future.

Wataru Sueyoshi
President of IP Lawyers Network Japan
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Program

First Day , Wednesday 31st October , 2018

9:30-9:45

9:45-10:45

10:45-11:45

11:45-11:55

11:56-12:55

12:55-14°10

Greeting
Tsuneyuki Yamamoto, Justice, Supreme Court

Case Explanation ~ patent validity issues in patent infringement litigation ~
Hiromitsu Magira, Judge, Intellectual Property High Court

Mock Trial (Japan)
Makiko Takabe, Chief Judge, Intellectual Property High Court
Masaki Sugiura, Judge, Intellectual Property High Court
Ayako Morioka, Judge, Intellectual Property High Court
Ken Furushou, Judge, Intellectual Property High Court
Daisuke Kumagai, Judge, Intellectual Property High Court
Shoji Kemmoku, Judicial Research Official, Intellectual Property High
Court
Yoichiro Komatsu, Attorney at Law, Komatsu Law & Patent Office
Makoto Hattori, Attorney at Law, Abe, Ikubo & Katayama

Mock Trial (Germany)
Peter Meier-Beck, Presiding Judge, German Federal Supreme Court
Christof Augenstein, Attorney at Law, Kather Augenstein
Christopher Weber, Attorney at Law, Kather Augenstein

Break
Mock Trial (France)
Sabine Agé, Attorney at Law, Véron & Associés

Amandine Métier, Attorney at Law, Véron & Associés

Lunch Break
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14:10-15:10

15:10-16:10

16:10-16:20

16:20-17:30

17:30

Mock Trial (U.K.)
Richard Hacon, Presiding Judge, Intellectual Property Enterprise Court
Alex Wilson, Attorney at Law, Powell Gilbert LLP
Z0é Butler, Attorney at Law, Powell Gilbert LLP

Mock Trial (U.S.)
Richard Linn, Judge, United States Court of Appeals for the Federal
Circuit
Maxwell A. Fox, Attorney at Law, Jones Day

Ryan S. Goldstein, Attorney at Law, Quinn Emanuel Urghart & Sullivan
LLP

Break

Panel Discussion ~Overview of Mock Trial~

Moderators
Yoshiyuki Mori, Presiding Judge, Intellectual Property High Court
Akira Katase, Judge, Intellectual Property High Court
Makoto Hattori, Attorney at Law, Abe, Ikubo & Katayama

Panelists
Makiko Takabe, Chief Judge, Intellectual Property High Court
Yoichiro Komatsu, Attorney at Law, Komatsu Law & Patent Office
Peter Meier-Beck, Presiding Judge, German Federal Supreme Court
Richard Hacon, Presiding Judge, Intellectual Property Enterprise Court
Richard Linn, Judge, United States Court of Appeals for the Federal
Circuit

Attorneys at Law from each country

End on the First Day

17



Second Day , Thursday 1st November , 2018

9:30-9:40 Keynote Speech
Kunihiko Shimano, Deputy Commissioner, Japan Patent Office (JPO)

9:45-10:30 Speech (The Latest Situation of Trials and Appeals of Each Office)
Reeko Imamura, Director-General, Trial and Appeal Department, JPO
Carl Josefsson, President, Boards of Appeal, European Patent Office
(EPO)
Scott Weidenfeller, Vice Chief Patent Judge, Patent Trial and Appeal
Board, United States Patent and Trademark Office (USPTO)

10:30-10:40 Break

10:40-12:10 Speech (Introduction of Trial and Appeal System for Patent Invalidation of
Each Office)
Toshihide Abe, Executive Chief Administrative Judge, Trial and Appeal
Department, JPO
Carl Josefsson, President, Boards of Appeal, EPO
Scott Weidenfeller, Vice Chief Patent Judge, Patent Trial and Appeal
Board, USPTO

12:10-13:30 Lunch Break

13:30-15:15 Panel Discussion (Case Study on Trial and Appeal Procedures for Patent
Invalidation)
Moderator
Shoichi Okuyama, Patent Attorney, Okuyama & Sasajima
Panelists
Reeko Imamura, Director-General, Trial and Appeal Department, JPO
Ingo Beckedorf , Chairman, Technical Board of Appeal, EPO
Scott Weidenfeller, Vice Chief Patent Judge, Patent Trial and Appeal
Board, USPTO

15:15-15:30 Break
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15:30-16:30 Panel Discussion (Case Study Related to Whether or Not Claims Can Be
Corrected/Amended in a Trial for Invalidation/TPR/Opposition)

Moderator
Shimako Kato, Patent Attorney, Abe, Ikubo & Katayama

Panelists
Toshihide Abe, Executive Chief Administrative Judge, Trial and Appeal
Department, JPO
Marco Alvazzi Delfrate, Member, Boards of Appeal, EPO
Scott Weidenfeller, Vice Chief Patent Judge, Patent Trial and Appeal
Board, USPTO

16:30-17:00 Q&A
All Speakers

17:00-17:10 Closing Remarks

Yutaro Kikuchi, President, Japan Federation of Bar Associations
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Judicial Symposium on Intellectual Property / TOKYO 2018
First day (October 31), Case of the Mock Trial

1 Case Summary

Pony Corp. (P) filed a patent application for an invention relating to a piston compressor. The patent
based on this application was registered on 21 Nov. 2007 (JP/US/EP 35811710. Patented Invention,
Patent).

Donkey Corp. (D) started to produce and sell piston compressor Y (Product Y) from 30 Mar. 2010.
Upon research and development, D launched piston compressor X (Product X) on 5 May 2015. Since
then, Product X has become the main product of D.

P sent a cease and desist letter to D on 16 Sep. 2017, asserting that Products X and Y fell within
the technical scope of the Patented Invention.

However, D refuted that Product Y does not fall within the technical scope of the Patented Invention.
D also refuted that although Product X does fall within the technical scope of the Patented Invention,
Patent should be invalidated because the Patented Invention lacks an inventive step (non-
obviousness) based on the invention pertaining to Patent Gazette 34085 (Gazette 085, Main Cited
Invention) and the invention pertaining to Patent Gazette 63165 (Gazette 165, Sub Cited Invention).

P filed the infringement lawsuit against D on 4 Jul. 2018, in which P seeks [i] an injunction against
the act of producing and assigning Product X, Y and [ii] a payment of 450M Yen (4.5M US Dollars,
4.5M Euro) for Product X, 50M Yen (0.5M US Dollars, 0.5M Euro) for Product Y, 500M Yen (5M US
Dollars, 5M Euro) in total.

2 Brief illustration on a piston compressor
(1) Piston compressor

A piston compressor can be used as a refrigerant compressor for an automobile air conditioning
system.

In a piston compressor, the swash plate(l) is
supported by the rotary shaft(2) and rotates with it
integrally. The piston(4) makes reciprocal motion
through this swash plate(1) in accordance with the
rotation of the rotary shaft(2). This reciprocal motion
of the piston(4) makes refrigerant be taken into the

cylinder(3), compressed in it, then exhausted from it.

(Abr. General editor; Kenichi Fujiwara, Author and editor; A study

group for car air-con “Car air-con” (Sankaidou, 1996) p113)
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(2) Reed valve compressor / Rotary valve compressor

In a piston compressor, refrigerant shall be taken into compression chambers(3) from suction
chambers(10), and its one-way current shall be controlled by suction valves.

Piston compressor is classified into reed valve compressor and rotary valve compressor according
to the differences in suction valves structures.

Reed valve compressor uses one-way flap valves (reed valve) as such suction valves. The Main Cited
Invention corresponds to a reed valve compressor.

Rotary valve compressor is rather complex. In a rotary valve compressor, rotary valves are
integrated with a rotary shaft(2). Rotary valves have, on the outer peripheral surfaces, the outlets of
introduction passages(12). Shaft hole(5) has, on the inner peripheral surface, the inlets of suction
passages(13). The outlet of introduction passages(12) intermittently communicate with the inlets of
the suction passages(13) in accordance with the rotation of the rotary shaft(2). This intermittent
communication is equivalent to the openings and closings of valves. The Patented Invention and the
Sub Cited Invention correspond to a rotary valve compressor.

Concerning exhaust valves(7) structure, same structures are adopted in both reed valve compressor

and rotary valve compressor.

(3) Problems in a piston compressor

In a piston compressor, the compression 3: eylinder 4 piston  Sompression
(compressi;nn chamber) ? force

reaction force is generated on the piston(4) 11; exhaust £ 7; exhaust
chamber /// 7 A////// valve
S

at the time of compressing motion. As the i 3

piston(4) is being synchronized with the g rotary [ F
valve

73; suction
ssage

swash plate(1), the compression reaction

force acts on the swash plate(1) as the S / l N
reaction force (P). Since the reaction force 1isdrtroduction § rotation < 7
(P) acts on a position away from the center SN SN \\§
of the rotary shafts(2), the reaction force 2: rotary §/
(P) generates moment(M) which may cause shaft E S
the tilt of the rotary shaft(2). E;olsehaﬁ [ I A
The tilt of the rotary shaft(2) disturbs 9 roIIing/ bearing 1;\swash plate lﬁ;;”;;i?”

the smooth rotation of the rotary shaft(2).

Enlarged view of the clearance between

Furth i 1
urthermore, n  a rotary valve the rotary shaft(2) and the shaft hole(5)

compressor, due to the tilt of the rotary

shaft(2), clearance between the outer u
peripheral surfaces of rotary valves(6) and <
the inner peripheral surface of a shaft M ..

hole(5) tends to become wide. It causes

refrigerant to leak into the clearance

=

through the inlets of suction passages(13).
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(4) Means adopted in a prior art

In a conventional piston compressor, rolling bearings(9) were used between the outer peripheral
surfaces of rotary valves(6) and the inner peripheral surface of a shaft hole(5). Those rolling
bearings(9) held the rotary shaft(2) so firmly that they could prevent the tilt of the rotary shaft(2) and
mitigate the expansion of the clearance even when the reaction force (P) generates moment(M) which
may cause the tilt of the rotary shaft(2).

However, rolling bearings(9) were obstacles for cost reduction of compressors because they were
expensive and assembly procedures became complex by using them.

The Sub Cited Invention adopts such rolling bearings(9) in prior art in order to mitigate the tilt of
the rotary shaft(2).

Components other than rolling bearings(9) are adopted in the Patented Invention and the Main

Cited Invention respectively for mitigating the tilt of the rotary shaft(2).

3 Patented Invention
(1) Claim No.1

A: A piston compressor, \Y/éalf)/);haUSt compression . 4;piston ?ccfr?ggg;.on chamber)
B:  which has rotary valves(6), has LG // % \

rotary shafts(2) that are integrated with 2. rotary shaft ]

said rotary valves(6) and has a shaft

hole(5) that accommodates said rotary 4 A )

valves(6) in a rotatable manner, %“_"’_'_ . 6; {Btiam/ yyalve = o S | N
C: which causes pistons(4) to make

reciprocal motions through swash

plates(1) in accordance with the rotation 5. shaft e [ = X

of said rotary shaft(2), /IIDIEL R \dl/ \)( )EQ )
D: said shaft hole(5) has, on the {: swash plate 10 suetion

chamber

inner peripheral surface, the inlets of

suction passages(13) to intake refrigerant Drawing of the Patented Invention

into compression chambers(3),

E: said rotary valves(6) have, on the outer peripheral surfaces, the outlets of introduction
passages(12) that intermittently communicate with the inlets of said suction passages(13) in
accordance with the rotation of said rotary shafts(2),

F: the inner peripheral surface of said shaft hole(5) directly supports the outer peripheral

surfaces of said rotary valves(6) and the clearance between them is set as less than 20pm.
(2) Corrected claim or dependent claim

The claim can be corrected during the litigation procedure. In the country in which claim

correction is unrealistic in this procedure, a dependent claim(Claim No.2) can be set beforehand.
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While correcting the claim or setting the dependent claim, each country is only allowed to add the
following underlined elements to the abovementioned Element E.

E’:  said rotary valves(6) have, on the outer peripheral surfaces, the outlets of introduction
passages(12) that intermittently communicate with the inlets of said suction passages(13) in

accordance with the rotation of said rotary shafts(2), the outer peripheral surfaces of said rotary

valves(6) are cylindrically-shaped, except for the outlets of said introduction passages(12),

(3) Description

[0001] This invention relates to a rotary valve compressor.

[0002] Rotary valve compressor is superior to reed valve compressor in terms of energy conversion
efficiency.

[0003] In a rotary valve compressor, the compression reaction force generates moment(M) which
may cause the tilt of the rotary shaft(2). The tilt of the rotary shaft(2) tends to make clearance between
the outer peripheral surfaces of rotary valves(6) and the inner peripheral surface of shaft hole(5) wider.
It causes the problem that refrigerant leaks into the clearance through the inlets of suction
passages(13).

[0004] In the conventional rotary valve compressor, rolling bearings were used to hold the rotary
shaft(2) firmly, between the outer peripheral surfaces of rotary valves(6) and the inner peripheral
surface of shaft hole(5). However, rolling bearings were obstacles for cost reduction of compressors
because they were expensive and assembly procedures became complex by using them.

[0005] Inventors recognized it crucial that the clearance between the inner peripheral surface of
the shaft hole(5) and the outer peripheral surfaces of the rotary valves(6) should be adjusted precisely.
Surprisingly, inventors found that the clearance being set as less than 20pm mitigates the expansion
of it drastically without using rolling bearings.

[0030] This invention can reduce production costs because it does not have to use rolling bearings.

(4) Drawings
Above “Drawing of the Patented Invention” is shown as description of one of the embodiments. In
all drawings to describe embodiments, the outer peripheral surfaces of rotary valves(6) are being

cylindrically-shaped except for the outlets of introduction passages(12).

(5) Prosecution history

Initial claim did not mention “the clearance between them is set as less than 20pm”, therefore,
there was no limitation on the width of the clearance between the inner peripheral surface of the
shaft hole(5) and the outer peripheral surfaces of the rotary valves(6).

In the application process, P received a notice of reasons for refusal from the Patent Office examiner,
pointing that the invention for which a patent is sought is not explained in the description since the

description only shows an invention in which clearance is being set as less than 20pm.
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Therefore, P amended the scope of the claim, wherein P added “the clearance between them is set
as less than 20pm”.

P also submitted a written opinion (Written Opinion). Written Opinion stated “Reason for refusal
indicated by the examiner should have been resolved because of the amendment in which the element
“the clearance between them is set as less than 20um” was added. The tilt of a rotary shaft(2) could
be prevented if all clearance was being set as less than 20um, between the inner peripheral surface

of the shaft hole(5) and the outer peripheral surfaces of the rotary valves(6).
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4 Products XandY

In Product X, the outer peripheral Overall structure of D’s product

surface of the rotary valve is cylindrically- 5 oylinder 4 iston compression

shaped. All other components fall within 11: exhaust (compression chamber) foroe

Y 7;exhaust
the technical scope of the Patented chamber\ (N\\f¢ /// //I /1 4// / {//\ ,Va?‘i(eaus
Invention. SS \1 o \’%

1
N
.

In Product Y, the outer peripheral
W, &

surface of the rotary valve has concave RN

\

AY

R

LA L7

portions, which high-pressure gas 1is

SN R

introduced into, although most of it is

%7/////|

cylindrically-shaped. All other components Zﬁ rotary
shaft

P>

fall within the technical scope of the 1
E;shaﬁ 1\

ole E=x

1 rd LN

Patented Invention.

\ 10; suction
1, swash plate chamber

A A

rotary valve

rotary valve

cross-section cross-section
(A-AD (A-AY)
Loa / Loa

conhcave portion

rotary valve rotary valve

\\

Product X Product Y

5 Main Cited Invention
(1) Distinctive Features

Gazette 085 describes the Main Cited Invention. The Main Cited Invention corresponds to a reed
valve compressor.

One of the embodiments shows; a shaft hole(5) accommodates a rotary shaft(2) in a rotatable
manner, and pistons(4) make reciprocal motion through swash plates(1) in accordance with the
rotation of the rotary shaft(2).

That embodiment also shows; the outer peripheral surface of the rotary shaft(2) has a concave
portion(8), the inner peripheral surface of the shaft hole(5) directly supports the outer peripheral

surfaces of the rotary shaft(2) without using rolling bearings.
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(2) Description of Gazette 085

[0003] In a piston compressor, the compression | 3 cyinder 10: suction
compression reaction force causes the tilt 5 reod valvgoroe 4; piston  (compression chamber) - chamber
) N
of the rotary shaft(2). Such tilt of the 7: exhaust A NN\ W < s \\\
rotary shaft(2) disturbs the smooth valve . “r
) 2: rotary shaft b
rotation of the rotary shaft(2). 2 Jb .
Iy
[0004] In the conventional piston o
compressor, rolling bearings were used to 6 M F
hold the rotary shaft(2).
However, they were increasing costs of 8 ﬁon e /
ortio g
CoOmpressors. 5; shaft hole [ N s l/ o
[0007] The invention adopts a system, in PR /W / ™
1, swash plate 11; exhaust chamber

which a concave portion(8) is formed on _ o )
Drawing of the Main Cited Invention

the outer surface of the rotary shaft(2) and

high-pressure gas is introduced into the
concave portion(8).

[0008] In the invention, the moment(M), which is generated on the rotary shaft(2), is offset by the
opposite force(F) applied to the rotary shaft(2) by the high-pressure gas. Therefore, the rotary shaft(2)
is not firmly pressed against the shaft hole(5) without using rolling bearings.

[0020] The invention can reduce production costs because it does not use rolling bearings.

[0048] The size of the concave portion(8) is designed appropriately in accordance with the
moment(M) acted on the rotary shaft(2) in order to ensure the smooth rotation of the rotary shaft(2).

[0049] For example, as disclosed in Patent Gazette 63165 (Gazette 165), in a compressor in which
rotary valves are provided on the parts corresponding to the rotary shaft, this invention can be applied
to these rotary valves.

[0058] It is preferable that the width of the clearance is adjusted, for example, being less than 20um,
between the inner peripheral surface of the shaft hole(5) and the outer peripheral surfaces of the

rotary shaft(2)
(3) Drawings of Gazette 085

Above “Drawing of the Main Cited Invention” is shown as description of one of the embodiments.

In all drawings to describe embodiments, suction valves(6) are one-way flap valves (reed valve) .
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6 Sub Cited Invention
(1) Distinctive Features

Gazette 165 describes the Sub Cited
Invention. The Sub Cited Invention
corresponds to a rotary valve compressor
in a piston compressor.

One of the embodiments shows; rotary
valves(6) and a rotary shaft(2) are
integrated, a shaft hole(5) accommodates
rotary valves(6) in a rotatable manner,
rotary valves(6) have, on the outer
peripheral surfaces, the outlets of
introduction
passages(12) to introduce refrigerant
into compression chambers(3), a shaft
hole(5) has, on the inner peripheral surface,
the inlets of suction passages(13) to take

refrigerant into compression

3; cylinder i compression
11 exh (c’or}lwpression chamber)4’ piston fOFICE
; &xhaust f / 7;exhaust
chamber /// W// valve
i \\‘\
- ' d43; suction
o foteny N P
12 d \\
; int i
passage L
~ SNNVEAN \\§
2 rotar
shaft Y
N
'y
5; shaft 1
hole ~F A s LN
) S ) \ 10; suction
9; rolling bearing 1, swash plate chamber

Drawing of the Sub Cited Invention

chambers(3), the outlets of introduction passages(12) and the inlets of suction passages(13) are

intermittently communicated in accordance with the rotation of a rotary shaft(2), pistons(4) make

reciprocal motion through swash plates(l) in accordance with the rotation of the rotary shaft(2).

That embodiment also shows; the outer peripheral surfaces of rotary valves(6) are cylindrically-

shaped, and the inner peripheral surface of a shaft hole(5) supports the outer peripheral surfaces of

rotary shaft(2) through rolling bearings(9).

(2) Drawing of Gazette 165

Above “Drawing of the Sub Cited Invention” is shown as description of one of the embodiments.
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The technical scope

3; cylind compression
r_ A 11; exhaust (cocnyu‘)r;egsr\’on chamber)A' ?'Stoﬂ forlce

7,exhaust
BN A AN
1 > A A -
rotary valve 7
N Sr

N N

A

cross-section //
AA o
La il Jlw

concave portion

rotary valve

cross-section
(A-R)

rotary valve 3 rotary valve

2; rotar
Sha o

Y /
5, shaft \ 1 concave portion
hole e v Y

\ 10; suction
1; swash plate

chamber

7; exhaust compression  4; piston  3; cylinder
valve force / (compression chamber)

Product X 11: expaust NN 7 j Product Y

Within the scope

—= 5 ! ial
V e K

Patented Invention

Corrected Invention

chamber e
b 2oy shat S AT x d
P

Within the scope ?

: 5; shaft hole \
(or Claim No.2) St —-— ;
towaspte 1% in
Patented Invention (Claim No.1) X Y

A A piston compressor, v v
B which has rotary valves(6), has a rotary shaft(2) that is integrated with said rotary valves(6)
and has a shaft hole(5) that accommodates said rotary valves(6) in a rotatable manner, 7 7
C which causes pistons(4) to make reciprocal motions through swash plates(1) in accordance
with the rotation of said rotary shaft(2), Y Y
D said shaft hole(5) has, on the inner peripheral surface, the inlets of suction passages(13) to
intake refrigerant into compression chambers(3), d d
E said rotary valves(6) have, on the outer peripheral surfaces, the outlets of introduction
passages(12) that intermittently communicate with the inlets of said suction passages(13) in v v
accordance with the rotation of said rotary shafts(2),
F the inner peripheral surface of said shaft hole(5) directly supports the outer peripheral ,
surfaces of said rotary valves(6) and the clearance between them is set as less than 20pm. d

Corrected Invention (or Claim No.2) X Y
A~D, F Same as above Same as above
E’ said rotary valves(6) have, on the outer peripheral surfaces, the outlets of introduction
passages(12) that intermittently communicate with the inlets of said suction passages(13) in
accordance with the rotation of said rotary shafts(2), the outer peripheral surfaces of said rotary d X
valves(6) are cylindrically-shaped, except for the outlets of said introduction passages(12),
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T 7; exhaust compression  4; piston 3, cylinder
Invalldlt Y| valve force / {compression chamber)

B

7,exhaust
valve

10; suction
chamber

2; rotary shaft P
Patented Invention 3 i
=i L
. b N/
Corrected Invention //]M A e | N
(Claim No.2)
\
=T, T T
NG,
U .
1; swash plate lg;;“;:;w
compression 3; cyinder 10; suction _ ,

5 reed Valv;orce 4; piston  (compression chamber) chamber 1 extout ?éoc I;I)rll(ejsesriPn chamber)4; ?lston fcs)rlrgepresswon
7; exhaust N NI J Inventive / chamber G A,
valve N

: . Fdd43; sucti
2; rotary gha .- ObVl ous ;) Sélz/oetary pass;; gg" i
S
M F 12; introduction 2 |
passage
8; con| //
portiol 2; rotary
5; shaft hole = /I shaft ﬂ
< 1 7 T Vv j
s T A / =~ ﬁ; lshaft | ) |
1; swash plate 11; exhaust chamber 0lE a \
9; rolling bearing 1, swash plate
Main Cited Invention 1/ Main Cited Invention 2 Sub Cited Invention

Comparison between Patented Invention and Main Cited Invention 1

(Difference 1)  Patented Invention has rotary valves(6), has a rotary shaft(2) that is integrated
with said rotary valves(6) and has a shaft hole(5) that has, on the inner peripheral surface, the inlets
of suction passages(13) to intake refrigerant into compression chambers(3), said rotary valves(6) have,
on the outer peripheral surfaces, the outlets of introduction passages(12) that intermittently
communicate with the inlets of said suction passages(13) in accordance with the rotation of said rotary
shafts(2) and the inner peripheral surface of said shaft hole(5) directly supports the outer peripheral
surfaces of said rotary valves(6).

On the other hand, Main Cited Invention 1 does not have rotary valves so that a rotary shaft(2)
is not integrated with rotary valves, it’s shaft hole(5) does not have, on the inner peripheral surface,
the inlets of suction passages to intake refrigerant into compression chambers(3) and the inner
peripheral surface of said shaft hole(5) directly supports the outer peripheral surfaces of said rotary
shaft(2).

Comparison between Corrected Invention (or Claim No.2) and Main Cited Invention 2

(Difference 1)  Same as above

(Difference 2)  Corrected Invention (or Claim No.2) has rotary valves(6) whose outer peripheral
surfaces are cylindrically-shaped, except for the outlets of said introduction passages(12).

On the other hand, Main Cited Invention 2 has a rotary shaft(2) that has concave portions(8)

on the outer peripheral surfaces.
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Judicial Symposium on Intellectual Property / TOKYO 2018
Second day (November 1), Panel Discussion

(Case Study on Trial and Appeal Procedures for Patent Invalidation)

<Comparison table of correction/amendment’ after grant in proceedings for patent invalidation >

§134-2 (1))

JPO (Invalidation Trial) USPTO (IPR) EPO (Inter Partes)?
Substantive - Restriction of the - Responding to a - Responding to a
requirements of scope of claims ground of ground for
correction/amendment - Correction of errors unpatentability opposition
- Clarification of an - Noenlargementof |- No enlargement of
ambiguous claims claims
description - Prohibition of - Prohibition of
- Dissolve citation addition of new addition of new
relation between matters matters
claims - Supportin an - Other
- No substantial earlier-filed requirements for
enlargement or disclosure amendment
modification of ((35 USC §316 (d) (3), | (R.80EPC, Art. 123
claims 37 CFR §42.121 (a) EPC)
- Prohibition of (2), (b))
addition of new
matters
(PA§134-2 (1), (9) —
§126 (5), (6))
Time limit for Designated time limitin | Three (3) months after | Any amendment to a
correction/amendment multiple timing (PA the proceedings begin | party's case after it

has filed its grounds
of appeal or reply may
be admitted until oral
proceedings have
been arranged

(Any amendment to a
party's case may be
considered at the
Board's discretion)
(Art. 13 RPBA)

The number of times of
corrections/amendments

More than once, or
more than twice if a
patent right is to be
revoked (an earlier
request for correction
shall be deemed
withdrawn)

(PA §134-2 (1), (6))

Once in principle

(35 USC §316 (d) (1),
(2), 37 CFR §42.121
(c)

N/A (Any amendment
to a party's case may
be considered at the
Board's discretion)
(Art. 13 RPBA)

' Japanese terms for amendment before and after grant are different. We used here for JPO, term
“correction” (teisei) after grant and “amendment” (hosei) before grant.
2 An appeal against the opposition division’s decision handled by the Board of Appeal of the EPO.
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Aucxiliary requests

No

No

Yes (both a main
request and an
auxiliary request for
amendment may be
filed while priority
shall be set)

Relationship between
permission of
correction/amendment
and conclusion of
decision

Permission of correction
and conclusion of
decision to maintain or
invalidate a patent are
independent. (A trial
decision to invalidate a
patent may be made to
corrected claims after
permissible correction.)

No amendment shall
be permitted if a trial
decision is the one that
is to invalidate a patent

No amendment shall
be permitted in any of
the main and auxiliary
requests if a trial
decision is the one
that is to invalidate a
patent (There are
cases remanded to
the opposition
division.)

Effect of correction

Correction has
retroactive effect.

Intervening rights
occurred by

Amendment has
retroactive effect.

period for deciding to
commence

proceedings from the
filing of the request, and
the 12-month statutory

time period for
rendering a trial
decision  after the

decision to commence
proceedings is made
(The time <can be
extended by up to six
months as an
exceptional measure.)
(35 USC §316 (a) (11)
— 37 CFR §42.100
(c)

(PA §134-2 (9) — §128) | correction.? (Art. 68 EPC)
(35 USC §318 (c) —
§252)
Pendency period* 10.5 months About 6-month time | 35 months

(Reference) Position of
oral proceedings / oral
arguments

To help the panel
precisely understand
the issues to be argued
(opinions of the panel
may be given but no
conclusion)

(PA §145 (1))

A party may request
oral argument (to help
the party and the panel
precisely understand
the issues to be
argued)

(35 USC §316 (a) (10)
— 37 CFR §42.70)

The Board shall
determine all of the
issues to be argued at
the oral proceedings
and ensure that each
case is ready for
decision at the
conclusion of the oral
proceedings

(Art.15 RPBA)

3 When claims are substantially amended after the grant of patent, intervening rights are provided to enable
any person to continue to sell the product even if the product infringes a valid claim of the reissued patent.
4 Please note that the pendency period is taken from the latest annual report by each Office, however, the
basis for calculation differs depending on the Office.
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Hypothetical Case 1

1. Company X (in country A) files patent applications to the EPO and the USPTO
respectively, claiming a priority based on the first application filed in the JPO, then
obtains grants of patents with the same claims (hereafter referred to as "the Patent(s)")
from three Offices, the EPO, the JPO and the USPTO.

2. Company Y (in country B), a competitor of the company X in Japan, the U.S. and
Europe, claims that the patented invention of the company X does not involve an
inventive step / is obvious, therefore, the Patent shall be invalidated. The company Y
then files a request for a trial for invalidation to the JPO, a petition for Inter Partes
Review to the USPTO, and an opposition to the EPO (at the EPO, the opposition
division of the EPO concluded that the patent shall be maintained. The company Y then
files an appeal against the opposition division’s decision with additional evidence).

3. When the company X checks the contents of trial/appeal requests/petitions filed to three
Offices, a non-patent literature, which was neither presented at the examination phases
at any of three Offices nor previously known by the company X, was cited as a prior art
document.

4. This non-patent literature has been publically known more than one year before the
priority date of the Patent. A consulted expert (patent attorney specialized in this
technical field) gave an opinion that based on this non-patent literature and one of the
documents cited at the examination phases, the Patents may be invalidated at all of
three Offices due to lack of inventive step or obviousness as long as the present claims
unchanged.

5. Therefore, by making corrections/amendment, the company X wants to avoid a
situation where the Patents will be either invalidated or revoked by the JPO, the USPTO
and the EPO.

6. Company A has not filed an infringement lawsuit in any country so far.
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(Case Study Related to Whether or Not Claims Can Be Corrected/Amended
in a Trial for Invalidation/IPR/Opposition)

Hypothetical Case 2

[Claim 1] as granted and before any correction or amendment:

The apparatus for transporting racks comprising:
a rack holding multiple containers;
a conveyor belt supporting the rack;
a scanning device which scans labels on the multiple containers which the rack
holds;
a moving device for moving the scanning device along the longitudinal direction of
the rack on the conveyor belt, characterized in that:
the scanning device alternately moves and halts, and scans labels on the multiple
containers while the scanning device is moving.

The Description or Specification contains the following items:

A According to the prior art discussed in the Description, the scanning device is fixed and
the rack is moved by the conveyor belt when labels are scanned. However, this setup is
not favorable, because the next process following the label scanning is influenced by the
motion of the conveyor belt during scanning.

B According to the present invention, the scanning device alternately moves and halts,
and the scanning of labels on the containers is carried out when the scanning device
moves, so that the conveyor belt does not have to move the racks when labels are
scanned.

C If attempts are made to have the scanning device move during scanning, due to design
constraints, a guide means for moving the scanning device cannot be placed on either
side of the conveyor belt. Therefore, the mechanism for moving the scanning device
preferably comprises:

a guide means provided above and along the conveyor belt on one side of the conveyor
belt,

a frame that moves along the guide means and extends from the one side to the other
side of the conveyor belt above the conveyor belt, and

a scanning device that is held by the frame in a hanging manner on the other side of the
conveyor belt, so as to scan the labels that face the scanning device.
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Drawing 1l (top view) Drawing 2 (side view)
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During substantive examination, no prior art document was found concerning a scanning
device that alternately repeats movements and stops, and reads labels on containers while
it is moving. However, a non-patent literature that describes that reliability would be
improved by executing the reading when the reading device is moving was submitted to the
JPO for a trial for invalidation, to the USPTO for Inter Partes Review, and to the EPO for an
opposition.

The patentee wants to avoid either invalidation or revocation by the JPO, USPTO or EPO
through corrections or amendments adding a specific feature to claim 1.
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Questionnaire

Can the patentee successfully make the following corrections or amendments to claim 1 so
as to avoid a negative decision? (Assuming that no prior art document has been or will be
found for the configuration in the corrected or amended portion.)

e Proposal 1 (most generic amendment):

The apparatus for transporting racks comprising:
a rack holding multiple containers;
a conveyor belt supporting the rack;
a scanning device which scans labels on the multiple containers that are held on
the rack;
a moving device for moving the scanning device along the longitudinal direction of
the rack on the conveyor belt, characterized in that:
the scanning device alternately moves and halts, and scans labels on the multiple
containers while the scanning device is moving, and the moving device includes a
frame that holds and moves the scanning device along the conveyor belt.

eProposal 2: (to limit the way the scanning device is held)

the moving device includes a frame that moves along the conveyor belt, holding the

scanning device hanging from the frame

eProposal 3: (to limit the moving device in part)

the moving device includes a quide provided along the conveyor belt; and a frame
that moves along the quide and the conveyor belt, holding the scanning device

eProposal 4: (combine proposals 2 and 3)

the moving device includes a quide provided along the conveyor belt; and a frame
that moves along the guide and the conveyor belt, holding the scanning device
hanging from the frame

52



eProposal 5: (to further limit the moving device)

the moving device includes a guide provided along the conveyor belt; and a frame
that extends from the one side to the other side of the conveyor belt above the
conveyor belt and moves along the guide and the conveyor belt, holding the
scanning device hanging from the frame on the other side of the conveyor belt,
which is the side the labels are put
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Education:
Graduated from Kyoto University, Faculty of Law in 1973
Professional Career:

1972
1973

1985

1988

1989

1994

1996

1998

1999

2002

2004

2006

2008

2010

2011

2013

Passed Higher Civil Service Examination
Entered the Ministry of International Trade and
Industry

Director, Industrial Property Legislation Office,
General Administration Division,

General Administration Department, Patent
Office

Director, Commercial and Consumer Credit
Office, Commerce Policy Division,

Industrial Policy Bureau, the Ministry of
International Trade and Industry

Counsellor, the Fourth Department, the Cabinet
Legislation Bureau

Director, Textile Products Division, Consumer
Goods and Service Industries Bureau,

the Ministry of International Trade and
Industry

Director-General, Planning Department,
JETRO Headquarters

Director-General, Central Government Reform
Legislation Office, the First Department,

the Cabinet Legislation Bureau
Director-General, the Fourth Department, the
Cabinet Legislation Bureau

Director-General, the Second Department, the
Cabinet Legislation Bureau

Director-General, the Third Department, the
Cabinet Legislation Bureau

Director-General, the First Department, the
Cabinet Legislation Bureau,

Holding the additional post of Visiting Professor
of Graduate School of Public Policy,

the University of Tokyo

Holding the additional post of Visiting Professor
of Waseda Law School

Deputy Director-General, the Cabinet
Legislation Bureau

Director-General, the Cabinet Legislation
Bureau

August 20, 2013 Justice of the Supreme Court
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1979 Graduated from Faculty of Law,
University of Tokyo

1981 Appointed judge (Tokyo District Court)

1994 - 1998 Judge, Nagoya District Court (in charge
of intellectual property cases)

1998 - 2003 Judge, Tokyo District Court (Intellectual
Property Division)

2002 Presiding Judge, Ditto

2003 - 2006 Judicial Research Official, Supreme
Court (Civil / Intellectual Property)

2006 - 2010 Judge, Intellectual Property High Court

2010 - 2012 Presiding Judge, Yokohama District
Court

2012 - 2014 Chief Judge, Wakayama District/Family
Court

2014 - 2017 Presiding Judge, Osaka High Court

2017 to Present Presiding Judge, Intellectual Property

High Court

In addition to the above, judged cases at Morioka District
Court and Osaka District Court
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Judge, Intellectual Property High Court

1996 Appointed judge (Urawa District
Court)

2004 - 2007 Professor, International Cooperation
Department, Research and Training
Institute of Ministry of Justice

2007 - 2010 Judge, Tokyo District Court
(Intellectual Property Division)

2013 - 2017 Professor, Legal Training and

Research Institute (Civil Litigation)
Judge, Intellectual Property High
Court

2017 to Present
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1997 Appointed judge (Osaka District Court)

2005 - 2008 Government Attorney, Civil Affairs
Bureau, Ministry of Justice

2009 - 2011 Professor, Training and Research
Institute for Court Officials

2011 - 2013 Judge, Tokyo District Court, and
Lecturer, Sophia Law School

2013 - 2016 Presiding Judge, Sasebo Branch of

Nagasaki District Court
2016 to Present Judge, Intellectual Property High Court

Memberships

Council of Industrial Property Rights at Ministry of
Economy, Trade and Industry (2016 - 2017), Council of
Industrial Structure at Ministry of Economy, Trade and
Industry (2017 - 2018)

In addition to the above, judged cases at Kanazawa
District Court, Toyohashi Branch of Nagoya
District/Family Court, Tokyo Family Court

Graduated from Faculty of Law at Kyoto University,
Completed credits at Kyoto University Graduate School at
Law, Visiting Scholar, Notre Dame Law School
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University
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2005 - 2007 Attorney-at-Law, Hayashi Law Office
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2003 Appointed judge (Osaka District
Court)
2009 - 2011 Second Secretary, the Permanent

Mission of the International
Organizations in Geneva of the
Ministry of Foreign Affairs
Judge, Intellectual Property High
Court

2016 to Present

In addition to the above, judged cases at Fukuoka District
Court, Nago Branch of Naha District/Family Court.
Graduated from the Faculty of Law, University of Tokyo,
Visiting Scholar, Southern Methodist University, School of
Law.
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Law Center
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Government Attorney, General Affairs
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and Training Institute of Ministry of
Justice

JICA Long-term Expert of Technical
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Graduated from Master’s Course, Interdisciplinary
Graduate School of Science and Engineering, Tokyo
Institute of Technology

1990
2013 - 2015

2015 - 2016

2016 to Present

Joined the Japan Patent Office
Director, Motive Machinery Division,
Patent Examination Department
(Mechanical Technology), JPO

Chief Administrative Judge, Trial and
Appeal Department, JPO

Judicial Research Official, Intellectual
Property High Court



N >3 FnEFederal Republic of Germany

B—X— <A ¥Y—~v 7 Peter Meier-Beck

HARBEH BT BHE

Presiding Judge, Bundesgerichtshof (German Federal Supreme Court)

KA O @& HIFTCd 5 Bundesgerichtshof M#
HECTHD, 19554F KA VEENT, RyREL T
TATNI RETEFEEEZ T, 198044198
AR R, T LTI TA Ty RETHESEE S
E 157,

19844 FEICHTELLLTES, 1985FE1~5199
SEFE T, F = vt K7 ORI OS5
FICHHE L LTEO%, 7= v n Fr7ii#d
PR ER (VI =02 A M 77— LM
FHEEHAF) OFHRITHTE L2, 2 0 0 04FIZITH
HHCHVE R ORI T O A VR —ITEMm &, O
TR OMEE O S281RTE) OFFE2HS 352 L L
oz, BEFIEMPICER LI-FE, 201041 1HU
Sk, HHRFE GFFEM) oHELHED TN D,
REICDIZY . MMPELR, FRFEEZ BTV D,
200 54E2 QLKL T2 vk A7 REOHZFH
BLihoTno,

59

Peter Meier-Beck is a Judge at the Bundesgerichtshof, the
German Federal Supreme Court. He is a German national,
born in 1955, who received his law education at the
Universities of Bonn and Freiburg, taking law degrees in
1980 and 1984 and a doctorate in law from the University
of Freiburg.

He practiced as an attorney-at-law in 1984. After stages as
a judge at the Diisseldorf Landgericht (Regional Court) and
Oberlandesgericht (Higher Regional Court) from 1985 to
1993 he assumed the position of the Presiding Judge of
Diisseldorf Regional Court's 4th Civil Chamber which acted
as North-Rhine Westphalia Patent Litigation State Court.
In 2000 he was appointed Federal Judge and member of the
Bundesgerichtshof where, again, he deals with patent and
competition (anti-trust) cases. While remaining a member
of the competition law division he serves as the Presiding
Judge of the 10th Civil Senate (Patent Division) since
November 2010.

Presiding Judge Meier-Beck has been teaching intellectual
property law and especially patent law for many years.
Since February 2005 he holds an Honorary Professorship
at the University of Diisseldorf.
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Richard Hacon is the Presiding Judge of the Intellectual
Property Enterprise Court (“the IPEC”). The IPEC is part
of the High Court and is based in London. It hears
intellectual property cases and is designed to resolve cases
more quickly than in the rest of the High Court. Rules of
court which apply only to the IPEC allow the judge to
exclude inessential arguments and evidence and to focus
the case on the core dispute between the parties. He also
sits in the Patents Court, which hears more complex patent
litigation, and in other lists within the Business and
Property Courts, a division of the High Court.

Richard Hacon became the Presiding Judge of the IPEC on
3 December 2013. Before then he was a barrister
practising in intellectual property law. He argued many
cases in the English courts, before the Court of Justice of
the European Union in Luxembourg and at the European
Patent Office in Germany.
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RICHARD LINN was appointed by President William dJ.
Clinton in 1999 and assumed the duties of the office on
January 1, 2000. Prior to his appointment, Judge Linn was
a Partner and Practice Group Leader at Foley and Lardner
from 1997 to 1999. He was a Partner and head of the
intellectual property department at Marks and Murase,
L.L.P. from 1977 to 1997. Judge Linn served as Patent
Advisor, United States Naval Air Systems Command from
1971 to 1972, was a Patent Agent at the United States
Naval Research Laboratory from 1968 to 1969, and served
as a Patent Examiner at the United States Patent Office
from 1965 to 1968. He was a member of the founding Board
of Governors of the Virginia Bar Section on Patent,
Trademark, and Copyright Law and served as Chairman in
1975. He received a Bachelor of Electrical Engineering
degree from Rensselaer Polytechnic Institute in 1965 and a
Juris Doctor degree from Georgetown University Law
Center in 1969. He served as an Adjunct Professor and
Professorial Lecturer in Law at George Washington
University Law School from 2001 to 2003, and served on
the Law School’s Intellectual Property Advisory Board from
2001 to 2012.
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Born in Hokkaido. Graduated from Hakodate LaSalle
Senior High School and the Faculty of Law, Tokyo
University. Registered at Tokyo Bar Association in 1981
(the 33rd Term).

Principal Bar Association Roles & Positions:

2000 Standing Director of the Japan

Federation of Bar Associations (JFBA)

2003 — 2004 Vice President of the Tokyo Bar

Association

April 2006 — June 2008  Director of the Center for

General Business Promotion of

the JFBA

September 2008 — March 2010  Director of the Review
Conference for the

Population of Legal
Professionals
2013  Vice President of the JFBA; President of the
Tokyo Bar Association
2018 - 2019  President of the JFBA

At the JFBA, he has been working hard over a number of
years to secure further development of the legal
profession, in addition to being involved in handling the
issues surrounding the population of legal professionals
and the promotion of business, especially the expansion of
activity areas for attorneys, and coordination with
administrative organs. For this year, he hopes to
primarily push forward with civil judiciary reform in order
to improve and expand access to the judiciary, as well as
focusing on international outreach activities, such as
international arbitrations.

Attorney-at-law , Managing Partner of Komatsu Law & Patent Office
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Attorney at Law and Patent Attorney: Japan, 1980
Managing Partner, 1995-Present, Komatsu Law and
Patent Office, Osaka, Japan

Adjunct Professor , 2004- 2009 School of Law,
Ritsumeikan University, Kyoto, Japan

Specially Appointed Professor (“Litigation Practice on
Intellectual Property”, and others), 2009-2014 School of
Law, Kansai University, Osaka, Japan

Chair, Committee on Intellectual Property Rights System,
the Japan Federation of Bar Associations, 2003
Administrator, the Committee on Intellectual Property
Rights, the Japan Federation of Bar Associations, 2014 —
Present

Board-Chair, the Intellectual Property Lawyers Network
Japan, June 2014-2018

Technical Arbitrator for the Osaka District Court and
Osaka Summary Court1999-Present
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Attorney-at-law, Partner, Abe, Ikubo & Katayama

Born in Tokyo. Graduated from Komaba Toho Senior
High School and the Faculty of Law, the University of
Tokyo. Registered at Daini Tokyo Bar Association in
1983 (the 35th Term).

Principal Roles & Positions at the iPLNET Japan:

April 2005 — Standing Director
May 2012 — Senior Director
April 2018 — President

At JFBA, Sueyoshi has held the following positions:
Deputy Secretary of the Central Board on Promotion of
Intellectual Property Rights Policies (June 2002 — May
2009), Chief Secretary of the Committee on Intellectual
Property Rights (CIP) (June 2009 — May 2011),
Chairperson of CIP (June 2011 — May 2012), and Head of
the Training and Business Development Project Team of
CIP (June 2012 —).
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Graduated from the Faculty of Law, Keio University,
Department of Law. Registered as an attorney in 1998
and joined the Abe, Ikubo & Katayama law office. Worked
in 2001 at the Ministry of Economy, Trade and Industry,
Intellectual Property Policy Office, pursuant to the term-
limited appointment system (Assistant Manager). In
2002 to 2004, University of Pennsylvania Law School,
visiting researcher at the Max Planck Institute for
Intellectual Property. Passed bar exam of New York State,
U.S.,in 2003. Part-time lecturer at the Faculty of Science
and Engineering, Keio University, in 2007. Visiting
professor at Kobe University Graduate School of Law in
2016. In 2018, chairman of the Trademark, Design, and
Unfair Competition Law Project Team of the Japan
Federation of Bar Associations Intellectual Property
Center.

Primarily engaging in corporate law, handles many cases of
litigations, representation in petitions, and client
consultations in regard to the areas of intellectual property,
corporate law, reorganization and bankruptcy and human
resources management. Also providing advices and
instructions on matters relating to international disputes
in each area, making use of the New York State attorney
license and the experience of studying abroad in the U.S.
and Europe.
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Managing Partner at Kather Augenstein Rechtsanwalte
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Christof is Managing Partner at Kather Augenstein
Rechtsanwilte. He has been active as a litigator for more
than 10 years and became a Certified Specialist in
Intellectual Property in 2007, enforcing intellectual
property rights such as patents, trademarks, and designs
in litigation.

Since the split-off from the previous firm in the beginning
of 2016, Christof and his team have been continuously
working for all of their existing clients and within the first-
year various new mandates have been acquired. Christof's
advice, especially in extensive, technically complex patent
infringement litigations, is valued by clients around the
world. He has been widely recommended in directories (e.g.
Best Lawyers/Handelsblatt, IP Stars, JUVE) for his legal
advice in the field of intellectual property rights. His
awards confirm not only his technical expertise, but also his
relentless dedication to the interest of his clients. Christof
is also active as an author and editor of scientific
publications. He is acting as Co-Chair of the Standing
Committee on Unitary Patent (UPC) and is a member of
the Standing Committee on Enforcement at the AIPPI. He
also holds seminars at the German Association of
Intellectual Property Experts (VPP).
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Partner at Kather Augenstein Rechtsanwiélte
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Christopher was admitted to the bar in Germany as a
lawyer in 2007. Before joining Kather Augenstein as a
partner at its inception, he worked in patent law with a
leading international law firm in Disseldorf. The focus of
Christopher’s work is in the field of technical intellectual
property rights. His experience ranges from the
management of individual national proceedings to the
coordination of international disputes concerning a wide
variety of intellectual property rights. The proceedings
conducted by him cover virtually the entire range of
technologies, including the fields of software, electronic,
pharmaceutical, chemical, mechanic, and plastic
proceedings. He represents his clients before the civil
courts and assists in legal validity proceedings before the
European Patent Office, the Federal Patent Court, and the
Federal Court of Justice. He is a member of the German
Association for Intellectual Property and Copyright
(GRUR), the Licensing Executives Society (LES) and the
International Trademark Association (INTA). Further,
Christopher is a published author inter alia on FRAND, the
UPC and the development of patent case-law. He is
highlighted in the 2017 issue of IP Stars by Managing
Intellectual Property and a “recommended lawyer”
according to The Legal 500.
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Attorney at Law, Véron & Associés
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Amandine Métier joined Véron & Associés in 2006 as soon
as she was admitted to the Paris Bar. She had specialized
in intellectual property even before law school, through the
Industrial Property Law Master 2 of the University
Pantheon-Assas Paris II. She became a partner with Véron
& Associés in 2013.

Véron & Associés is a law firm of 9 lawyers, assisted by one
scientific consultant, dealing exclusively with patent
litigation for French and international clients.

Amandine Métier works in all technical fields. However,
she is very active in the pharmaceutical field, in chemistry
and mechanics. She has also gained special expertise in the
field of telecoms through some of the highest profile cases
disputed in France involving FRAND issues.

Amandine is also involved in the works of AIPPI
(International Association for the Protection of Intellectual
Property) and of EPLAW (European Patent Lawyers
Association); she is also a member of APEB (Association of
the European patent practitioners).

She lectures about securing evidence in intellectual
property matters at Sciences Po Paris. She regularly
intervenes in various conferences and seminars, such as
seminars organized by the WIPO Centre of arbitration and
mediation.

Amandine is also the co-author of the chapter on France of
the book Patent Enforcement Worldwide, under the
direction of Christopher Heath, published by the Hart
Publishing editions in 2015 (3rd edition).

Véron & Associés will soon join forces with HOYNG ROKH
MONEGIER, which will become HOYNG ROKH
MONEGIER VERON AARPI in France. With offices in
Paris and Lyon, the French team will have 25 specialists in
TP and pharmaceutical law, including 8 partners.
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Attorney at Law, Véron & Associés
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Admitted to the Paris Bar in 1994, Sabine Agé has been
dedicating herself exclusively to patent litigation since she
became a partner of Véron & Associés at the creation of the
firm in 2001.

Véron & Associés is a law firm of 9 lawyers, assisted by one
scientific  consultant, dealing exclusively with patent
litigation for French and international clients.

Sabine handles standard related cases in the multimedia
systems and telecommunications fields. She is also active
in cases relating to pharmaceuticals, chemicals and
medical instruments as well as household appliances and
consumer goods, for international and domestic industry-
based clients as well as research organizations, most of the
time for the French part of worldwide cross-border patent
litigations. She deals with legal issues extending from
contractual disputes, patent ownership (and co-ownership)
to validity and infringement.

Sabine lectures on patent litigation at the International
Centre of Intellectual Property Studies (CEIPD) in
Strasbourg, Sciences Po Paris and Politecnico of Milano, in
addition to her speaking engagements for conferences.

Sabine Agé is an active member of the International
Association for the Protection of Intellectual Property
(AIPPI) and is the former secretary to the European Patent
Lawyers Association (EPLAW). She is also a member of
LES, as well as IPO and AIPLA through Véron & Associés.

Véron & Associés will soon join forces with HOYNG ROKH
MONEGIER, which will become HOYNG ROKH
MONEGIER VERON AARPI in France. With offices in
Paris and Lyon, the French team will have 25 specialists in
IP and pharmaceutical law, including 8 partners.
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Alex Wilson is a Partner at Powell Gilbert LLP
(www.powellgilbert.com), a specialist Intellectual Property
Law firm based in London.

Alex qualified as a Solicitor in 1996 (England & Wales), in
2000 (New South Wales) and a Solicitor Advocate in 2007.
He is an experienced IP litigator with a strong technical
background and a degree in Biochemistry from University
College London and a Postgraduate Diploma in Intellectual
Property Law and Practice from Bristol University.

Alex advises clients from a wide range of industries on
strategies for exploiting and enforcing of intellectual
property rights across Europe. He has an international
practice acting particularly in matters of a multi-
jurisdictional character.

He advises clients on Europe-wide IP enforcement and
defensive strategies, appearing regularly before the
English courts and the European Patent Office.

His scientific background has put him in a good position to
handle highly technical and standards related patent cases.
He has acted in matters relating to technologies as diverse
as pharmaceuticals, semi-conductors, graphics processing,
medical devices, biotechnology, explosives, oil and gas,
paints and mobile phones.

Alex’s fluency in French and German allowed him to spend
periods working in leading law firms in Paris and
Disseldorf. He regularly supports and attends proceedings
before the German Courts and is a recognised foreign
expert in the German system (Chambers Global). He has
also practised as a solicitor in Australia and as an examiner
at the European Patent Office for a number of years.

Alex is a regular conference lecturer and author on
intellectual property matters. He is co-editor of an
upcoming international commentary on the Unified Patent
Court and is actively involved in teaching legal and
technical Judges for the Unified Patent Court.
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Zoé Butler is a Partner at Powell Gilbert LLP
(www.powellgilbert.com), a specialist Intellectual Property
Law firm based in London.

Zoé qualified as a Solicitor in 1996 and a Solicitor Advocate
in 2007. She is an experienced IP litigator with a strong
technical background and a degree in Natural Sciences and
Law from Cambridge University and a Postgraduate
Diploma in Intellectual Property Law and Practice from
Bristol University.

She acts for clients ranging from pharmaceutical / biotech
companies to mobile phone, electronics and software
companies. Zoé is particularly known for her expertise in
advising clients in complex, multijurisdictional patent
disputes, with a wealth of experience in advising on, and
coordinating, European litigation strategies. She
regularly advises on related issues arising from, for
example, international technology standards, such as
patent pools, competition law and FRAND, as well as
regulatory issues and SPCs in the life sciences sector.
Recent cases include Samsung Bioepis & Biogen v. AbbVie
(biosimilar litigation) and Unwired Planet v Huawei
(telecommunications / SEPs / FRAND).

In addition to representing clients before the UK courts,
Zoé has experience of European Patent Office opposition
proceedings, and has represented clients in arbitrations
and mediations. Zoé contributes to the CIPA Guide on
Patent Law, and has taught for over 10 years on the Oxford
University IP Postgraduate Diploma.
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One of the few Japanese speaking U.S. litigators based in
Japan, Mac handles intellectual property infringement
litigation, licensing, and counseling matters and represents
clients ranging from electronics manufacturers to life
sciences companies. He practiced in Los Angeles for nearly
a decade before relocating to Tokyo in 2006. Mac advises
clients in both English and Japanese.

Mac has litigated cases throughout the U.S. and has
experience before the International Trade Commission and
Federal Circuit as well as the United States Supreme
Court. In addition to his litigation practice, he frequently
counsels clients regarding patent licensing matters and
also advises regarding the purchase and sale of intellectual
property assets.

He is a member of the Daini Tokyo Bar Association,
American Bar Association, and American Intellectual
Property Law Association and has served as a master of the
Tokyo IP American Inn of Court.
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Partner, Head of Tokyo Office, Quinn Emanuel Urquhart & Sullivan LLP
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Ryan Goldstein is the head of Quinn Emanuel's Tokyo
Office and lives full time in Japan. Ryan has been named
one of the world’s leading patent professionals for his work
in Japan by IAM Patent 1000, where he was described as a
“polyglot” and “terrific communicator...who notched up
courtroom victories for a wide array of electronics entities.”
He has also been recognized by The Nikkei as one of
Japan's Top 10 Lawyers for Foreign Law.

Ryan's practice is devoted to complex business litigation,
including patent and intellectual property litigation,
antitrust, class actions, product liability, criminal
investigations, defamation, and contract/fraud disputes.
With respect to patent work, he has litigated and advised
clients in a wide range of technologies, including complex
cellular communications technology, television technology,
encryption systems, GPS and other navigation systems,
automobile technology, internet provider systems, printers
and print heads, fiber optics, and home and office products,
amongst others. He has also litigated extensively in the
fields of software and hardware implementation and
aerospace contracts, and mechanical engineering. In
addition to being involved in approximately 20 ITC
lawsuits, Ryan also frequently appears in the ICC in
international arbitrations.

Moreover, Mr. Goldstein has unique expertise in advising
Japanese clients and litigating on their behalf. His
fluency has allowed him to work closely with Japanese
clients on all phases of litigation, from document collection
and production to the preparation and defending of key
witnesses (including numerous patent inventors), all in
Japanese. He has also appeared in over 50 publications,
including Chambers, Legal 500, TAM Patent 100 and
feature articles in the Nikkei Newspaper, Sankei
Newspaper, Lawyers Magazine, Nikkei Business Journal,
and Business Law Journal.



¥iFIT / Patent Offices
H KERF)T /Japan Patent Office

B ¥ # =/ Kunihiko Shimano

LSRN S s d
Deputy Commissioner, Japan Patent Office

19854
19894

199841
20054

200 84F
20124
201 34
20154
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S E¥T /Reeko Imamura
Wb R
Director General, Trial and Appeal Department, Japan Patent Office

1985. 4
1989. 4

1998.10

2005. 1

2008. 7

2012.7

2013.7

2015. 7

2017. 7

Joined the Japan Patent Office

Patent Examiner, Power-generation Control
Division (Automatic Controls)
Administrative Judge, Trial and Appeal
Department (Business Machinery)
Counselor, Intellectual Property Strategy
Promotion Headquarters in the Cabinet
Secretariat

Director, Policy Planning and Research
Division of the Policy Planning and
Coordination Department

Director, Administrative Affairs Division,
Patent Examination Department
Director-General, Patent Examination
Department (Electronic Technology)
Director-General, Trial and Appeal
Department

Deputy Commissioner

19854
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199741
200 24
200 54
200541
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20104
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20154
201 74
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1985. 4

1989. 7

1997.10

2002. 4

2005. 4

2005.10

2008. 7

2010. 4

2012. 1

2013. 4

2014. 4

2015. 7

2017. 7

Joined the Japan Patent Office (Plastic
Engineering Division, Patent Examination
Department (Chemistry, Life Science and
Material Science))

Examiner, Plastic Engineering Division,
Patent Examination Department

(Chemistry, Life Science and Material

Science )

Administrative Judge, the 4th Board of Trial
and Appeal Plastic Engineering

Judicial Research Official, the Tokyo High
Court

Judicial Research Official, the Intellectual
Property High Court

Director, Pharmaceutical Compounds Sub-
Division, Patent Examination Department
(Chemistry, Life Science and Material Science)
Director, Biotechnology Division, Patent
Examination Department

(Chemistry, Life Science and Material Science)
Director, Examination Standards Office,
Administrative Affairs Division,

Patent Examination Department (Physics,
Optics, and Social Infrastructure)

Chief Administrative Judge (the 21st Board of
Trial and Appeal Medical Science)

Director of the Board of Trial and Appeal, the
22nd Board of Trial and Appeal Biotechnology
Director of the Board of Trial and Appeal, the
25th Board of Trial and Appeal Biotechnology
Director-General, Patent Examination
Department (Chemistry, Life Science and
Material Science)

Director-General, Trial and Appeal
Department



RIS A% Toshihide Abe
Frdb T S EREEHE
Executive Chief Administrative Judge, Trial and Appeal Department, Japan Patent Office
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19844
19884
19924
199741
200141
200 24
200341

20054
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201341
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1984. 3

1984. 4

1988. 4

1992. 7

1997.10

2001.11

2002. 6

2003.10

2005. 7

2007. 7

2008. 7

2010. 7

2012. 7

2013. 7

2013.10

2016.10

2017. 4

Graduated from the Waseda University School
of Science and Engineering (Department of
Resources and Engineering)

Joined the Japan Patent Office (JPO)
Examiner, Patent Examination Dept.
(Chemistry, Life Science and Material Science)
Deputy Director, Nonferrous Metals Div.,
Basic Industries Bureau, Ministry of
International Trade and Industry
Administrative Judge, 13th Board of Trial and
Appeal

Director for IP Management, General
Coordination Div., Policy Planning and
Coordination Dept.

Director, Technology Research Div.,
Intellectual Property Support Office
Managing Examiner, Patent Examination
Dept. (Textile Processing and Packaging
Machinery Div.)

Director-General, Distribution Dept., the
National Center for Industrial Property
Information and Training (INPIT)

Director, Policy Planning and Research Div.,
Policy Planning and Coordination Dept.
Director, Patent Examination Dept. (Logistics
Assembling Div.)

Senior Director, Patent Examination Dept.
(Production Machinery Div.)

Deputy Director-General, Patent Examination
Dept. (Automatic Control Div.)

Director of the Board of Trial and Appeal, 10th
Board of Trial and Appeal

Judicial Research Official, the Intellectual
Property High Court (IP High Court)

Director of the Board of Trial and Appeal, 12th
Board of Trial and Appeal

Executive Chief Administrative Judge



B AR, Shintaro Takahara
FrdbT SR SRR
Director, Trial and Appeal Division, Trial and Appeal Department, Japan Patent Office

19904
19944
19984
200 34

200 614
200 84
20104

201 24

201 34
20144
201 64
20174
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1990. 4

1994. 4

1998. 7

2003. 6

2006. 7

2008. 7

2010. 4

2012. 4

2013. 4

2014.7

2016. 1

2017. 7

Graduated from School of Science, the
University of Tokyo (MSc)

Joined Japan Patent Office (JPO)

Examiner, Polymer Division, Patent
Examination Department (Chemistry, Life
Science and Material Science), JPO

Deputy Director, First International
Organization Division (WTO & WIPO),
Economic Bureau, Ministry of Foreign Affairs
First Secretary, Permanent Mission of Japan to
the International Organizations in Geneva
Administrative Patent Judge, 24th Board of
Trial and Appeal (Polymer),

Trial and Appeal Department, JPO

Director for Multilateral Policy Office,
International Affairs Division, Policy

Planning and Coordination Department, JPO
Director, Secretariat of the Intellectual Property
Strategy Headquarters, Cabinet Secretariat
Director, Protein Engineering Sub-Division,
Patent Examination Department

(Chemistry, Life Science and Material Science),
JPO

Director, Polymer Division, Patent Examination
Department

(Chemistry, Life Science and Material Science),
JPO

Director, International Policy Division, Policy
Planning and Coordination Department, JPO
Director, Organic Chemistry Division, Patent
Examination Department

(Chemistry, Life Science and Material Science),
JPO

Director, Trial and Appeal Division, Trial and
Appeal Department, JPO



MRIN4F7F )T/ European Patent Office

H—)v - a7,/ Carl Josefsson
RNRERFT  FHEE
President, Boards of Appeal, European Patent Office

2017 4~ RROMNESFFT SR 2017- President of the Boards of Appeal, European
2013~2017 £ AU = THEREHT « A0 = —F 45 Patent Office

e TIPSR ECHIET IR Bk 2013-2017 Senior Judge of Appeal, vice-chairman, Svea

G-l Court of Appeal and Swedish Patent and
2013~2016 4= BRI —FEFFECHIPT(UPC)  §EMIZE R Market Court of Appeal

DAV IN— 2013-2016 Member of the UPC Advisory Panel
2013 4= AV =—T VHEE BHBRE 2013 Director-General for Legal Affairs, Swedish
2005~2013 4 AU =—F EEE  FME - Eik Ministry of Education

IR BRRAE 2005-2013 Deputy Director, Swedish Ministry of Justice,
2009 4F HEMPE (F57F) FEBSEET S @R Division for Intellectual Property and
2006 4 ETTVN « AT =—F KM Transport Law

—EERE 2009 Chair of the Council Working Party on
2000~2005 & AU = —T LIEEE MM E - Eik Intellectual Property (Patents)

TERR AR R ORR R Al 2006 First Secretary, Swedish Embassy in Brazil
1998~2000 /£ AU =—7 VIEBE  SIRBORHR 2000-2005 Legal Adviser and Deputy Director, Swedish

AR Ministry of Justice, Division for Intellectual
1995 4 RAY SNV TN TH T — Property and Transport Law

TRETFTU I TN T h<Ar 1998-2000 Legal Adviser, Swedish Ministry of Justice,

EU i ik EH@LLM) Division for Crime Policy
1992 4 Ay xz—FT Yy AbvrZARNLARE 1995 LL.M., Johann Wolfgang Goethe-Universitat,

#EF (LB Frankfurt am Main, Germany, EU-law

1992 LL.B., Stockholm University

A2« Ry r K7 /Ingo Beckedorf
RRONFFRFIT BN R
Chairman, Technical Board of Appeal, European Patent Office

2007- W A5 R T S R A e R ) 2007- Legally qualified member of the Boards of
BUE . HlERHRTM 8.2.07 - Hi % Appeal, European Patent Office
R M QR R HEBEAESR H E at present : Chairman of Technical Board of
1997-2008 2TV EAEFCHIPT (FEERECHIET) B Appeal 3.2.07 — Mechanics and Regular legally
B RO TV 7 G T v A qualified member of the Enlarged Board of
(kA1) Appeal
2001-2003  FERINGEE FA VYT Z o=z 7L 1997-2008 Judge at the Higher Regional Court of
2 (AR—r 2= ) ROTE RA VN Hamburg (Appeal Court) and
SEMER=ER Legal Counsel to the Constitutional Court of
1998-2007 NV TN REWG NI AN T VT U Hamburg, Germany
A TSR R LA (KA ) 2001-2003 Attaché de Presse (spokesman) of the
1994-1997 YV = U@ERHFYY —HIN - 1 F—0 v European Parliament for Germany and Deputy
v 7 (KA) Head of the European Parliament Information
1993-1997  BWMFES VIV —F ¥ —, 7V 2 vk (R Office in Germany
NF—=) LA T AT = (77 A)  1998-2007 Lecturer in law at the University of Hamburg
1997 %2 WEFRBRAHE (FAY) and at the Universities of Applied Sciences in
1995 EHEELEERS, N —T =TT = Hamburg and Heide, Germany
Y RF (KAY) 1994-1997 Legal clerkship at the Higher Regional Court of
1993 B 1REZRBEHK (F1>Y) Celle, Germany
1991 WMEE LB, N/ —7 7 — K% (K 1993-1997 Researcher at the European Parliament,
A7) BT U R RVRY (5E) Brussels and Strasbourg
1997 Second State Examination in Law, Germany
1995 Doctor’s Degree in Law (Dr. jur.), Leibnitz
University of Hannover (Germany)
1993 First State Examination in Law, Germany
1991 Magister Legum Europae (MLE), Leibnitz
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University of Hannover (Germany) and
University of Bristol (United Kingdom)



<3 e TAT VA « FATF—F /Marco Alvazzi Delfrate
RRNRERFIT  SHRS FHE
Member, Boards of Appeal, European Patent Office

2009-

1998-2008
1995-1998
1994-1995

1994

1992-1993

1991
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TYAZLN (A2VT)

MU = AT KREMETHEY —F - 7
VAEL N (AHVT)
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2009-

1998-2008
1995-1998

1994-1995

1994

1992-1993

1991

Member of Board of Appeal 3.2.08, European Patent
Office

Patent Examiner, European Patent Office

Research Assistant, Centro Sviluppo Materiali SpA-
Genova (Italy).

Research ~ Assistant, =~ Materials ~ Engineering
Department- University of Trieste (Italy)

Research Assistant, Laboratory of Powder Technology
— Swiss Federal Institute of Technology EPFL
Lausanne- (Switzerland)

Research Assistant, Institute of Applied Physical
Chemistry for the Materials CNR- Genova (ltaly)
Degree in Physics - University of Genova (Italy)



KIE R FFPERE T United States Patent and Trademark Office

Aay b Yr7AF 7 x5 —,/Scott Weidenfeller
KERFFFRAET  REFEER BlE R
Vice Chief Patent Judge, Patent Trial and Appeal Board, United States Patent and Trademark Office

i Education
Ta—VE Y RET—k L F— Georgetown University Law Center
T A AKRF Rice University

Wik fiE Professional Experience
K E R R PR T R R R D Patent Trial and Appeal Board, United States Patent
KERFFRAE T B = and Trademark Office
Ay g v R &= BRI Office of the Solicitor, United States Patent and
THLHEK ] AR T Trademark Office

Covington & Burling
United States Court of Appeals for the Federal Circuit
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FrEL 1 Patent Attorneys

B(11%—,Shoichi Okuyama
FRELL, KRR BT

Patent Attorney, Principal, Okuyama & Sasajima

FEL, AARFEHEETSRE, AEFFTFEEITRE, &
Fi K22 HE T2 2e, o b S R REF b RHE A
ET, AAREREMAMERERS (AIPPIJAPAN) f@l&
Fo 2017 45 TR R M PE RIS HEE AT Al A
HEAEZHD D, 2003 4£IZPE M PERERI D) 78 & LT
TITEERE, 2011 42 AIPPI L Y Award of Merit,
2013 4-1Z1% the American Inns of Court X Y Award of
Distinguished Service Medal # ZhEh%HE, FEIZ

[Patent Infringement in Japan) ($$7F/7. 2000 4F,
2007 4, 2016 4F), [HFraFOHFERIL - SCBIE] Gt
YA LT 47 47, 2004 4, 2016 4F) fl%HK,

JNEE MR/ Shimako Kato
FREE . BES - REE - A HEARER T S— hh—

Patent Attorney, Partner, Abe, Ikubo & Katayama

Dr. Shoichi Okuyama has been Principal of Okuyama &
Sasajima since 2009. Prior to that, he had been Principal
Partner at Okuyama & Co. from 2001 to 2009. He
graduated from Waseda University, Tokyo, Japan, with a
bachelor's degree in electrical engineering with emphasis
on electronics, from Iowa State University with another
bachelor's degree in chemistry, and from the University of
Chicago with a Ph. D. in physical chemistry. Registered
as Japanese patent attorney in 1990. Dr. Okuyama has
received several awards including an Award of Merit from
AIPPI in 2011, and a Distinguished Service Medal from The
Linn Inn Alliance of the American Inns of Court in 2013.
He was President of the Japan Patent Attorneys
Association from 2011 to 2013. He also served as an
expert member of the Intellectual Property Strategy
Headquarters organized by the Prime Minister of Japan
until 2017.

Falis « HEE - FiEEEEi S— P —fE L, BRiH
KRBT TR, HFaEE., FHE L LT
FATICENE L (1988-2006) . 1998 4EIZIX N FPEfd % T,
—n y T RO R A Y BT ICIRE S WD, BN
G ECHIFTIRA S (2002-2005) Z#%T. 2006 (2R HL
X g L. BUES - HREE - AINEREE TS AT, BUE,
F2 & U CHRRIFERR Baraa Kk O HIC e LT B,
2013 ElZ, F =2 v R 7 &% AT O Thomas
Kithnen H|HF O T T KA Y ORFFHERFFRDIZONT
5, 2018 4F 4 A X0 BARH KA EELE LLM 3E
HEEERT, BOR ORI E LT T RAVICBIT D ian 7
L — AR K O55612 oW T 235 >~ Vol.68 No.1
(2015 4 1 ) (363) | TSl — BB DT
FEDE RO T2 12— | RS — R TEAEA R
PEWE FEH LTS AR AR E LA U] B
HEE 2 (201545 7 H) | [ R4 Y OFFFFFRICEB T 58
ERHEOBUR) Bt T b1 85 MEFENER —%
RO -] — BRSSP R M ERFZERT  AFZE
WEH4 35— (2017412 A 31 B) EBnd b,
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Ms. Kato is a partner of Abe, Ikubo and Katayama (Patent
attorney). She received a Bachelor of Engineering Degree
from Waseda University in 1988. She had a working
experience in the Japan Patent Office as a patent examiner
and a member of board of Appeal in the field of metal
processing and polymer processing (1988-2006). She won a
scholarship by the National Personnel Authority to
European Patent Office and German Patent Office (1998).
She seconded to the Tokyo District Court as a Judicial
Research Official (2002-2005). In the IP division at the
Tokyo District Court, she provided expert advices on
technicality of patent properties to judges when they make
judicial decisions of patent infringement cases in the
chemical field and of other intellectual property cases. In
2006, she registered as patent attorney and joined Abe
Tkubo, and Katayama. She has been mainly involved in
patent infringement cases and invalidation trials. She
learned German patent litigation practice under Judge
Thomas Kithnen in the Higher Regional Court of
Diisseldorf (2013). Since April 2018, she teaches at Waseda
University for LL.M. in Intellectual Property Law.
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#1%2 Supported by

N#EE Ministry of Foreign Affairs of Japan

ERsRE#EEEt S — International Civil and Commercial Law Centre Foundation
HROBAEERRBRAER Intellectual Property Strategy Headquarters

BAEFEEESE KEIDANREN (Japan Business Federation)

BAEREAAOBEREERS  International Association for the Protection of Intellectual Property of Japan
BAKNAOELEES  Japan Intellectual Property Association

BAFfELSR Japan Patent Attorneys Association
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