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I The Trial and Appeal System Covered by Q1
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[EX parte]

- Appeal against an
examiner’s decision of
refusal

- Opposition to grant of
patent (“opposition”)

- Trial for correction
[Inter partes]

- Trial for invalidation
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- Appeal

[AIA Trials]

- Post Grant Review (PGR)
- Inter Partes Review (IPR)
- Derivation Proceeding
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- Appeals against decisions taken
by the administrative departments
of the EPO, including the
followings:

[Ex parte]

Appeal against rejection decisions
[Inter partes]

Appeal against decisions on
opposition
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I Questions regarding oral proceedings
B 1

-
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(1C) LEEFIEZITOENMEN ? EEEFEEER U TCEDISRBFENHDDIH ?

Question 1

(1a) Do your office conduct documentary proceedings or oral proceedings / oral
hearings under the main trial and appeal systems at your office?

(1b) If oral proceedings / oral hearings are not necessarily conducted, how is it
decided whether to conduct oral proceedings / oral hearings? What is the ratio of
documentary to oral proceedings under the main trial and appeal systems at your
office? Please answer the percentage of oral proceedings / oral hearings.

(1c) What is the purpose of conducting oral proceedings / oral hearings at your
office? What advantages do they have over documentary proceedings?
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Ratio of oral
proceedings/
hearings
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Purpose(s)
and
advantage(s)
of oral
proceedings/
hearings
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- About 95% of trials for
invalidations.
- Almost 0% of appeals
- Oppositions: documentary
proceedings only
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- Accurate understanding of
issues in dispute and
technological content.

- Expediting trial
proceedings.
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- Nearly every AlA trial.
- About 9% of appeals.

- BEEHEICLZELD
%D ER A

- PTABIC & 2 454
~ D& A
- Parties to explain their
positions.
- PTAB to ask the
parties questions.
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Approximately 60% of the
proceedings before the
boards of appeal.
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- To safeguard a party's right
to be heard.

- To speed up proceedings.

- EPO always strives to reach
a final decision at the end of
oral proceedings.
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Questions regarding examination of a withess
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(2 A) SEASHENEBENSHENRSNTEHZS(CHENT, ZOERZH T IDHEE
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(2 C) SEASZHEZITIZEIC. MICBEINRSTHIAEHDIN ?

Question 2

(2a) If examination of a witness is requested by one of the parties, can your office
reject the request? How is the determination of whether to accept the request
made”?

(2b) What is the process to be followed when examining a witness?

(2c) Are there any other matters that should be kept in mind when examining a
witness?
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Handling of
requests for
examination
of a witness
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- Whether to accept a
request can be decided
ex officio by a panel.
- Panel accepts requests
in principle.
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Panel communicates with
parties as necessary to
encourage limitation or
withdrawal of examination
of a witness.
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- Not allowed in appeals.
- Ordinarily, PTAB will not
reject the request.
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Requests for examination
of a witnesses can be
denied if, for example,
the request for witness
examination is not
relevant or in the
interests of justice.
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- The decision to order
a witness hearing or reject the
request is subject to the
decision of the deciding body
- The request must, as a rule,
be accepted if the testimony is
decisive for the issue.
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The administrative department
and/or the board may reject

the request if the testimony is
not relevant to the case.
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Reason for Invalidation 1: Lack of Novelty due to the Publicly Worked Invention

mouseftDE G

[{RFE2aM] (CE89 B3EHL / Evidence regarding Mouse’s product "Storage Container M"

- BB 1S3/ A1 7—+1 T =NEBERY - I/ Archived mail-order website
- B2 S5/ A-2 : fAADT O | Personal blog

- H35JEE/ A-3: L E1—H+1 &~/ Review website

20195 7H AR ? 20204F10H 2021 10H
(ESEEAEY AHFEAA A
AR5TR HFEH Yt aixH
Prior to July 20197 Oct. 2020 Oct. 2021
Sales of the product Filing date of the Registration date of the
started patented invention patented invention
~~~~~~~~~~~~ —~\ >
_— U _—/ N
S=M EEE\
20194E7H 2019485 20214E28 =R
FH D 25f FRA3E:f R 1 25f Request for Invalidation*
JOJ8EH L E1—#%sH 7—h-1TH *USPTOD#H 4 IEPGR, EPODHE
Jul. 2019 Aug. 2019 Feb. 2021 BEZEZOREIST & EADIS
A_2 A'3 A_l /EE,HH FlEﬁm L\—— Eﬁjz é ﬂf: (\:. T}Y_\E
. . *Assuming that a PGR (for USPTO) or
Publication date of Date of the Date of the Opposition and Appeal (for EPO)
the blog article review posted website archived | was/were requested within the
statutory period. 7
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I Questions regarding Reason for Invalidation 1
Sfo] 3
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(3B—2) (ZBEFTERVES) EVER1OEOANZIE CERUN?EH2SIEPHEI3I S
EEICDULT, EAXFIBImRMNEBIMNESNB S ECEKD T, HIIEENDDSBM?

Question 3

(3a) Do you support the allegation that the Storage Container M was publicly worked
prior to the filing of the application for the patent? Do you support the reason for
invalidation 17?

(3b-1) (If you do support) What sort of determination would lead you to find that the
A-1 invention is a publicly worked invention? How are A-2 and A-3 taken into
consideration in making the determination?

(3b-2) (If you do not support) Please explain any point of the reason for invalidation 1
you do not support. Will your determination on A-2 and A-3 be changed by the
addition of any condition or information?
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I Points of the Answers of Q3

mIER 1 FHTE CXFF FHTE CXFF
INPRETE Conditional support. Conditional support.
FTAR

Reason for

invalidation 1

- Publicly worked

invention

- Novelty
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Taking A-2 and A-3 INICNF S N7 FHHA
together, the TAD If A-2 or A-3 is the exact
concludes that the same container as A-1,

“Storage Container M” in  then we would conclude
A-1 was publicly worked that A-1 was a publicly
prior to the filing of the worked invention.
application.
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Not support.
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- A-1 lacks information on

when the prior use occurred.

- A-2 appears to be a mere

internal document.

- A-3 lacks technical

information (cross-sectional

view).
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| The differences between the patented invention and A-4 invention

ZE{c
Protrusion

EEfLOFZEE
Means for closing the
through hole

% IEED
Engaging Portion

I=BGE{ROD)

FAZEIRRE

How to maintain the
closed state of the
through hole

YFsTFEEA
Patented

Invention

230)

Included

Zeitc
protrusion

AN,
Not included

ZEE(C K> CTHIZE

IRRE 2 T

By the protrusion

EH 4 5504

A-4 Invention

/AN,
Not included

JSw JED
Flap

oD
Included

RIEEBC KD CRAZE
By the engaging
portion

¥ P S EA D FHER
Features of the
present invention

75 T8 Rl
flap base end
portion

- Zee
Bi8fL  Protrusion
through hole
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lid
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top plate
portion

BR 4 S£BADFEER
Features of the
present invention
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I Is there a Reason for Invalidation 2 (Lack of Inventive Step)?

ZIFHL / Evidence

- B4 S35E /A4 B> 7 X hORERMNEESH SNIZILERES / Public relations magazine of describing the results of

the invention competition

H4SEE/A4

| - RTFEER S DFFHH

- BABCKZBET: [JSVIT=HE
CREECUTE. BREMEIIZIRCEETL
D SRENT BT EN G

- Details of Storage Container S

t - Comment by the judge: “even with the

t flap closed, liquid sometimes leaked from
i the through hole when the container was
tilted”

»

[EX0FL 4T / Well-known art ‘
&/ Issue in dispute | “~ :

RESZ:ES (FR/NEWLD |
BEAEREZRB L CLDH? | |
L BaEfl

Does Storage Container S | trough 2
have the obvious problem of | |  hole protrusion=" |
liquid leakage?

- RN OFRRE (IR FSE: S DEAERE

- HEGRREDEBROTZE, R DEA
FEZ

Demandant
- The problem of liquid leakage is an obvious
problem with the Storage Container S.

- In order to solve the problem, a person
ordinarily skilled in the art would have easily
applied the well-known art.

#HEERA

- RIRNDFRE(L. FHRE A DETES

- B4 AT (LERBE T SRE I DITHDIHL E TR 5780
Demandee
- The problem of liquid leakage was unexpected for inventor A
of the storage container S.
- The comment on A-4 cannot be considered evidence for

finding the problem.

SEA

BB SHEANRND L SMEVANETND C &(FEES
Witness

It was unexpected that the container would be used in such a
way that liquid would leak from the through hole.
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I Questions regarding Reason for Invalidation 2
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ZDHICENWTEDLD(CEBE=NDIN?

Question 4

The demandant alleged that the problem of liquid leakage could have been
recognized by a person ordinarily skilled in the art based on the description of the
comment in A-4. In response to the allegation, the demandee alleged that the problem
could not have been recognized by a person ordinarily skilled in the art based on the
results of the examination of a witness.

Based on these allegations, do you find that the problem with the A-4 invention
could have been recognized by a person ordinarily skilled in the art at the time of filing
the application for the patent? How are the description of the comment in A-4 and the
results of the examination of a witness taken into consideration in making the
determination?

12
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o |USPTO

EMER 2 (EHY)
Reason for invalidation 2
- Inventive step

EASZE DRSS

- Whether to adopt
results of witness
examination

¥
Reason

N DAL
(ES 1 4N)
- There is a reason for
invalidation. (Lack of
inventive step)
REORBEICHWT, G
ASHEOBERIIEFRIN
787 LY
The witness examination
results are not
considered in the finding
of the problem.
B4 DFEFEREFERERS
DEFMN O, BEEIIR
IR DR % 783 Al BE
From the comments on
A4 and the details of the
Storage Container S, a
person ordinarily skilled
in the art can recognize
the problem of liquid
leakage.

ENIB AR AL
GESMEXRn)

There is a reason for

invalidation. (Obvious)

REEFIDHZEIL. B4 D
OX Y M PREASHEORER
. BEGRL,

Neither the comment in A-4
nor the withess examination
results are -necessary in this
case.

[REEES | DHEURLE,
K5 5T A O B A = E5%[0009]

ICEREL S LT B RRIEAN
A EDEBZ & T, &
RN O HE % fBR R Ee
The problem of liquid
leakage can be solved by
combining the teachings of
the prior art “Storage
Container S” and the well-
known art as described in
paragraph [0009].

ENEBR ML GESMEXRAN)
There is a reason for invalidation.
(Lack of inventive step)

AEAZA T 2RI E 7 R
FICEE AR,

The examination of withess
would play only a secondary role.

R4 AL R L I25EDARN
FrETFE B O ARV E & SRS
DEEED D, BEALIMAIER
BIZEBILY O DREDRTNER
IEE %

Based on the technical features
of the patented invention when
compared with the A-4 and on the
description of the patented
invention, the objective technical
problem could well be defined as
preventing the leakage of liquids
through the lid hole.

13
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I Questions regarding Reason for Invalidation 2
BE 5 ARESH(CHITSERNIER 2 (C DUV C

XD (5A) RO (5B) OENENDHZS(ICHWNT, B4 DOE EERMNENDDIN? ZE
NI GEETOER(E?

(5A) B4SECHNT, [ZFZL. ISV I ZRBRREICLTE. BRzEITZRICER
L SRRENIT D ENDoEEd. EDRMHESNTONEE>EERMDETY. | &D
EREMEND DI ERELITHS

(5B) ASTADIEEDEREICEEND D T, WINDIEEEIHLE UTHRATERWES

Question 5 Reason for invalidation 4 in the hypothetical case

(5a) Assumption: There was no statement in A-4 that “[hJowever, even with the flap
closed, liquid sometimes leaked from the through hole when the container was tilted,
so it would have been better if this point had been improved.”

(5b) Assumption: A question arises as to the credibility of the inventor A’s testimony,
and none of the inventor A’s testimony can be adopted as evidence.

14
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Points of the Answers of Q5
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(5a) If there
was no
statement on
A-4

5B

AEE OERME
ICRE&=

(5b) A guestion
arises as to
the credibility
of the inventor

A’s testimony

MERED Y5

et ﬁ&#k%én&
7’—6:\/\ 7JJ_|:I\ uﬁ—k/\@E
RIS S N7 WAl g
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Yes. If no other
evidence is presented,
the demandant’s
allegation may not be
adopted.
YBT3 L
SNSRI R (L)
B 2 ORI B
ICIFS2E LW

No. The withess
examination results do
not directly affect the
determination of the

reason for invalidation 2.

REZLEL L
RALCET 23X b
j: E Hﬂ Ii@%mnﬁﬂ %Ej] U—
DB TIE L

No. The leakage
comment aids a
conclusion of
obviousness but is not
required.

YW EE L L
AEITR L DHTDE
E2xZZHHDTIEL
LY

No. Inventor A’s
testimony does not
alter the fact that A-4
teaches.

A AP

4 OFEFTIE. BERY
IERITRIERBE D E (S
[ERE3-ORANE L E AN A
No. The comment on
A-4 has no direct
bearing for defining
the objective technical
problem.

FIMTAEE R L

AEE 1. BERRY RN
HIERRE D E & IC[EHEN
72 BB A R Uy

No. The testimony has
no direct bearing for
defining the objective
technical problem.
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I Questions regarding Reason for Invalidation 2
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(CKDOCTHEFFSND KD (TR ST

Question 6

Assuming that the configuration E in the claims of the patented invention had been
the configuration E” in the scope of claim originally attached to the application (the
underlined part is the part that differs from configuration E), does the claimed
invention in the hypothetical claim have the same reason for invalidation as the
reason for invalidation 27?

[Hypothetical claim]

E” wherein the flap is configured such that the protrusion is spaced apart from the
through hole in a natural condition so that water can be drained from the through hole
without hitting the flap, and the through hole is maintained in a closed state by the

protrusion, 16
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I Points of the Answers of Q6

LI 2
(&)

Reason for

invalidation 2

- Inventive step

R
Reason

EIERH V)

(ES 142 4n)
There is a reason for
invalidation. (Lack of
inventive step)

EME N/ BRES, FHE

HIERH Y
GES 14 4n)

There is a reason for

invalidation. (Obvious)

EANE N RTE IS, FBK

EREET % BEM DY =
ZREET B I 22 TDY

HICESH S N/IEBADE
SN fER /o FFER

HEBRL TWD LR,
BEmILIC D W TIEARESR
BHE B4 FARIIMEESR &
ANORA A

The added limitation is
interpreted to mean that
each component of the lid
is everything that has the
said function. As for the
through hole, the patented
invention and the A4
invention do not differ.

(an intended use or
result) & BRI & E
X B X7,

The added limitation may

wmIERH V)
GES4E R 4n)

There is a reason for

invalidation. (Lack of

inventive step)

EMENLREIF,. £

Ela g GRS )
HORFE T IE 4 <. HERERY
BEHEBRT %, TD

LOBEFHEERET B I
IIBENERDDE
The added limitation

be considered an
intended use or result of
the claimed invention
such that the limitation

would not distinguish over

the same structure used
for a different purpose.

does not constitute a
distinguishing technical
feature but a functional
feature.

To take such a feature
into account, requires
structural elements.
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