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Chart 1 : Changes in the number of applications awaiting the FA and

the average FA pendency
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While our IP policies toward “IP-based Nation”
formulated in 2002 have been implemented, the Japan
Patent Office (JPO) has taken initiatives for these ten
years in order to enhance acceleration and efficiency of
patent examination as the top priorities.

Specifically, the JPO secured 490 fixed-term patent
examiners from FY2004, realizing an increase in the
number of patent examiners. Also the JPO promoted
the entry of registered search organizations to which
preliminary prior art searches are outsourced as the
measures for efficient examination procedures. As
the result, eleven organization has been registered,
and the number of outsourcing preliminary prior art
searches has been increased. The results of preliminary
searches have been reported in a dialogue style
between examiners and searchers. Through the overall
measures for efficiency, the number of the first action
(FA) conducted in one year by the JPO examiners was
2.9 times higher in comparison with that of the U.S.
Patent and Trademark Office (USPTO) and 4.5 times
higher in comparison with that of the European Patent
Office (EPO).

Furthermore, the JPO encouraged the applicants to
convert their emphasis from the quantity to the quality,
and to deepening IP strategy. To this end, the JPO
encouraged the applicants to increase the number of
international applications, and to enrich the prior check
by the applicants themselves in order to reduce the
ratio of requests-for-examination for the applications
for which a patent would not be granted.

As the result, the First Action pendency (hereinafter
referred to as “FA pendency”) was shortened to 10.4
months at the end of the FY2013. That is, the JPO
achieved the decade goal of FAT1 set in 2004, which
was to make the FA pendency shortened to 11 months
or less by March 2014.
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*1 3,000 applications were
reported only in paper basis,
and 146,000 applications
were reported not only in
paper basis but also with oral
explanations by searchers to
improve efficiency and quality.
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Towards the World’s Fastest and Utmost
Quality in Patent Examination
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Now the time when the FA11, one of the utmost
important issues over these 10 years, was achieved,
the JPO is heading towards realization of “the World’s
Fastest and Utmost Quality in Patent Examination,”
while considering the changing situation surrounding
the patent system in these 10 years and new issues.

In order to realize “the World’s Fastest and
Utmot Quality in Patent Examination,” the JPO has
been implementing various measures according to
“maintaining speed” “granting high-quality rights,” and
“cooperation and collaboration with foreign IP offices.”

Specifically, the JPO set a goal for reducing
“examination total pendency” and the “FA pendency”
to 14 months and 10 months or less on average,
respectively, within the next 10 years. What is more,
the JPO intends to further promote innovation by
supporting smooth and global business expansion
through utilizing globally reliable patents of high quality.

Initiatives for Timely Examination

(i) ZHEEOHER

2014FEICHVWTIHE T DA A EEEN—5
ZHERAT0E EELEENDOHE [ EER 72,2015
FEFECHBVTE 14B2DEREEENV 1002 DEHMT
BFEEZERL O EFRRE - REREDREFEAICHITT,
SHESIESHSMELBEEDERICEDDDHENHD,

(i) FEATRIMNBREEDO THEDHE
FABDTORTRMNEMAED THEZ S RAEKEIC
SHEL EEENOMBIC R ZBEILRIEDIEEZR STV D,
TREZTOERFAEKBEDOEIE. 201 4FZ(H12IC1HES
PEAL. 2014F12BRETIHETH D, 2014FED
FEIHHI1 4.9 THY . ZDIEDHIEDD7. 7T HIC
DVTIEANEBORHFBICETHRERAZILRL TV S,

(i) Ensuring the Necessary Number of Examiners

In the FY2014, the JPO made efforts to maintain and
enhance its capabilities of examination, for example,
by rehiring some of the examiners whose fixed-term
employment contracts expired. For the budget for
FY2015, the seats of 14 permanent examiners and
100 fixed-term examiners are requested. The JPO
continuously needs to ensure the number of examiners
for the World's Fastest and Utmost Quality in Patent
Examination.

(ii) Outsourcing Preliminary Prior Art Search

The JPO has been promoting the speeding up of
examination through utilizing private sector vitality.
That is, as mentioned above, the JPO outsources prior
art searches, which examiners are primarily responsible
for, to registered search organizations for preliminary
searches. With additional entry of one organization in
FY2014, the number of registered search organizations
for conducting prior art searches is 11 as of December
2014. 149,000 applications*! were outsourced in the
FY2014. Regarding 77,000, nearly half of the total,
the coverage of search was expanded even to foreign
patent documents.
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(iii) Accelerated Examination System

The JPO implements the accelerated examination
system, in which an examination can be initiated
more quickly than in the regular examination upon the
request from the applicant under certain requirements.
The accelerated examination system is applicable to
(i) applications whose claimed invention has already
been put into practice, (i) applications that were
also filed with foreign IP offices, and (iii) applications
filed by SMEs and venture businesses. In addition,
the system is applicable to (iv) applications involving
green technologies, which is currently at a pilot stage.
Moreover, the accelerated examination system has
been applicable to (v) patent applications filed by all
or some of applicants who were affected by the Great
East Japan Earthquake since August 2011.

In 2014, the accelerated examination was requested
for 17,086 cases, and the average FA pendency under
the accelerated examination system was about 2.1
months.

Measures towards Improvement in
Quality of Examination
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Chart 2 : Changes in the number of requests for accelerated examination
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(i) Measures for Quality Management

In April 2007, the JPO established the “Quality
Management Office” that is responsible for planning and
making proposals for measures for quality management.
Specifically, the JPO implements measures mentioned
below, aiming to achieve examination that comply
with relevant laws, regulations and the examination
guidelines, make uniform decisions among examiners,
conduct necessary and sufficient prior art searches, and
conduct smooth communication with applicants.

a. Announcement of Quality Policy and

Quality Manual

In April 2014, the JPO announced the “Quality Policy
on Patent Examination” as fundamental principles
of quality management. In August 2014, the JPO
released the “Quality Management Manual for Patent
Examination”, in  which the quality management
system that consists of quality management and its
implementation system is documented.
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b. Measures for Minimizing Discrepancies in Patent

Examinations

In order to eliminate or at least to minimize any
discrepancies in prior art searches and judgements on
patentability, the examiners conduct consultations to
have discussions with other examiners. In addition to
the consultations on voluntary basis, examiners need
to discuss all the designated cases such as the cases
where the reason for refusal are repeatedly notified as
obligatory consultations, in FY2014.

C. Quality Audit

In April 2014, the JPO set up “Quality Management
Officers”™ and assigned them to each technical field
for quality audits on patent examination. The Quality
Management Officers are selected from ex-directors
and examiners who have a great deal of knowledge
and high level of judgements in their respective
technical field, and conducts quality audits on the
appropriateness of searches and reasoning.

d. Quality Assurance

The director checks the documents notifying the
contents of disposition etc. by examiners for all the
cases, in order to ensure quality assurance of the
notices sent to representatives etc. from the JPO.

€. Understanding of Users’ Needs

In order to understand users’ evaluation and users’
needs concerning the quality of patent examination,
the JPO conducts a survey on the overall quality of
examination covering domestic / foreign companies
and representatives. Also, the JPO holds meetings
for exchanging opinions with companies and accepts
provision of information on individual cases.

B 3 O 2014 FE1—F—FHREDER
Chart 3 : Result of User Satisfaction Survey in FY2014
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Chart 4 : Roadmap for development of Search system for Chinese and Korean documents
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(i) Establishment of the Subcommittee on
Examination Quality Management

In August, 2014, the JPO established the Subcommittee
on Examination Quality Management under the
Intellectual Property Committee of the Industrial
Structure Council, the Ministry of Economy, Trade
and Industry, for the purpose of receiving objective
evaluation from external point of view about the
current status and implementation system of quality
management for examination conducted in the JPO, and
then reflecting the evaluation results to further improve
examination quality. In FY2014, the Subcommittee
deliberated evaluation items and criteria, and gave the
proposal to the JPO on improvement points about the
current status and system of the quality management
through the evaluation based on the evaluation items
and criteria mentioned above.

(iii) Search for Foreign Documents

Recently, in the patent and utility model documents in
the world, the rate of overseas patent and utility model
document written in languages other than Japanese
increases rapidly. In order to grant rights that are stable
and valid in the world, it is indispensable for examiners
to perform prior art searches of foreign patent and utility
model documents accurately and efficiently. Therefore,
the JPO has developed a search system for the overseas
patent and utility model documents and has been
considering to introduce more advanced search system.

As for the remarkable increase of Chinese patent
documents, the JPO started providing abstracts of
Chinese documents manually translated into Japanese in
March, 2013 in order to establish a search environment
where users can access Chinese documents in
Japanese. Also, since March 2014, the JPO has been
providing Japanese Classification (FI/F-term) to Chinese

Search for abstracts of Chinese utity model documents machmellans\a ed into Japanese
W26, Ddvelopment & da .m

hEEFY (AFBIIRE) Ok
Search for absracts of Chinese patent documents manuaﬂy ranslated nto Japanese
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SStarted providing FI/F-term to Chinese documents in"2013
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Termination date s not fired.
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the beta version in November 2014 (The full version was released in January 2015)
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patent documents in some technical fields. Moreover,
in January 2015, the JPO released the “Translation and
Search System for Chinese and Korean Documents™*? to
the examiners and general users. This system makes it
possible to perform a full text search of the patent and
utility model documents of China and the Republic of
Korea using Japanese (The beta version of the system
was released in November 2014).

Measures for Examination in Response to
Variety of Users’ Needs

(i) mEEE

BT TR BABLAEAFEOBICSVT.ABICER
BREZN5CcZBNEL T BESEEZRBL TS (201445
KHE3,9620) o fER RN DHEGEAEICE SR CHIHrE
N3BEICHBEEEZHE LBV EEH 1N BOBE VT
EERETBEHICB EEELAREAFEOIIZ = -3
PIEHBEEFERD NSROBVERZFEIZLLER THY.
CNFETUULECEEBEZLFTL TV ENKDEND. T
T2014F 10B(IC[EBEATRS1 > 1ZHEI L REAZHSD
BEOEFNHOILBE. R OFEESEERHI DL
<l 0/

(i) BREBHINEEHBEE

EFREFED T I —/NIAEPBEREOSHFIEITHL.
CEOHANMEHEEEEERERELLEDICBYDDHD.
ZZTUREHT Tl REDANE S (CE D BRI
T BIeHDEEFHICDOVWTIRFIEED . BETTASN AN
WD UEN L EUSEXIE T BIeh(C BRADBEICHBU DL
BHOANHE 55 BE-B1R) 2N REL T 0 BRI

Chart 5 : Collective Examination for IP portfolio supporting Business Strategy
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(i) Interview Examination

The JPO carries out interview examination for the
purpose of good communication between examiners
and attorneys, etc. (3,962 cases in 2014). In order to
establish a patent right of high quality, it is important
to deepen communication and mutual understanding
between examiners and attorneys, etc., and to obtain
the highly convinced conclusion. In view of the above,
the interview examination will be required to be
enhanced more and more. In the conventional cases, if
it was determined that an application was unworthy of
the prompt and accurate examination, the request for
interview examination was sometimes not accepted.
However, the JPO revised the “Interview Examination
Guidelines” in October 2014, to accept the interview
examination at least once.

(ii) Collective Examination for IP portfolio supporting
Business Strategy
With the recent globalization of business activities
and diversification of business models, the strategy of
company for intellectual property is moving to those
started from the business. Therefore, the JPO has

PELFMWEAENOHERIE / Building an IP Portfolio

BE &R
Design Trademark
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advanced deliberation on the examination system for
handling the application filed based on the strategy for
intellectual property. In April 2013, in order to support
comprehensive acquisition of the intellectual property
which is to be utilized in the business, the JPO started
the Collective Examination for IP portfolio supporting
Business Strategy, for implementing examination and
acquisition of rights along with the timing of cross-
sectional business deployment targeting at a plurality
of IP rights (for patent, design, and trademark) useful
for the businesses in and outside the country (26 cases
in 2014 (267 patent applications were targeted by this
examination)). In October, 2014, the JPO revised the
“Guidelines for Collective Examination for IP portfolio
supporting Business Strategy”. By this revision, it
became possible to request the collective examination,
in so far as a group of applications which are involved
with business field, even when an application of
which applicant is not the same person as the person
requested the collective examination is included in the
group of applications.

Association and Cooperation with
Overseas Offices
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(i) Patent Prosecution Highway

The Patent Prosecution Highway (PPH) is a framework
set up to allow an application that was determined to
be patentable in the Office of First Filing (an office to
which the applicant first filed the patent application
earliest) to be given an accelerated examination with
simple procedures in the Office of Second Filing that
cooperates with the Office of First Filing upon his/her
request. This supports efficient acquisition of stable
and strong patent rights in a plurality of countries and
regions by enabling use of search and examination
results of the Office of First Filing in examination in the
Office of Second Filing.

The PPH was advocated by the JPO in 2006, and was
started between Japan and the U.S. for the first time in
the world. The number of PPH participating countries
and regions is expanding to 33 (as of December
2014). The accumulative number of requests for PPH
in the world reached about 74,000 (as of the end of
December 2014).

The JPO started the PPH with Thailand and Australia
in January, with Colombia in September, and with
Malaysia in  October, 2014. Currently, the JPO
implements the PPH in association with 30 countries
and regions.

The “Global Patent Prosecution Highway” which is the
multilateral framework was started among 17 countries
and regions in January 2014. The all PPHs** become
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Chart 6 : Outline of Patent Prosecution Highway (PPH)
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available between IP offices which participated
in this framework without any distinction in
availability of PPH among countries. Austria
and Singapore participated in this framework
in November 2014. As a result, the number of
countries and regions participating in the global
PPH is currently expanding to 19 countries
and regions. The PPH is expected to become
a more convenient system according to the
future expanding of this framework.
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(ii) International Examiner Exchange Program

For the purpose of promotion of work-sharing of the
patent examination based on the mutual understanding
of the prior art document search and the examination
practice, spreading of the examination practice and the
examination result of the JPO to the overseas offices,
harmonization of the quality of patent examination at
high level, harmonization of the patent classification,
promotion of measures of the JPO, etc., the JPO
implements the International Examiner Exchange
Program for causing the examiners to have a direct
relationship. The JPO has implemented a short term or
a mid and long term Examiner Exchange Program with
cumulative 22 IP offices during the period from April
2000 to the end of December 2014.

In 2014, the JPO dispatched 41 examiners mainly to
emerging countries including ASEAN countries and India
in addition to the five major offices as well as received
42 examiners from other IP offices.

Hx 7 O EFBEERHEDEE (2000 £ 4 B~ 2014 £ 12 AXEH)

Chart 7 : Actual Records of Examiner Exchange Programs
(accumulative total from April 2000 to the end of December 2014)
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(iii) Promotion of Examination Cooperation with
Other Offices

With respect to the PCT international applications,
the JPO is actively expanding its competency as the
International Searching Authority, specifically focusing
on ASEAN countries, so that the JPO can make up an
international search report for the applications received
by other offices.

In June 2014, the JPO made a fundamental
agreement on the patent examination cooperation
with the U.S. Patent and Trademark Office. According
to the agreement, the following works will be started
on a trial basis from FY2015 in order to support the
acquisition of rights for the globally activating Japanese
companies.

+ For the international patent application via the Patent
Cooperation Treaty in the U.S., the JPO is liable to
conduct international search and international
preliminary examination for a certain number of
applications in a certain technical field.

+ To improve the quality of examination via cooperation
between patent examiners of Japan and the U.S. in
conducting the examination.
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The average period from the filing date to the notice
of the first action (FA pendency period) was about
6.2 months on average, and has been shortened
steadily. The number of first actions (FAs) in design
examination in 2014 was 30,581, and has remained
almost unchanged as that of applications. The number
of decisions of registration has remained a little less
than 30,000 since 2010.

Accelerated Examination

2012 2013 2014 &/ vear
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Ex 9

registration

2010

20M

Under the accelerated examination system for design
applications, (i) working-related applications that
urgently need to be registered and (ii) applications
that have been filed with both the JPO and at
least one of foreign IP Offices can be subject to
accelerated examination on request. From August,
2011, the accelerated examination is also available to
applications filed by companies, etc. damaged by the
Great East Japan Earthquake. In 2014, 119 requests
were made for the accelerated examination, and the

BREEEOFAHBRUEREEHHRDER
Chart 9 : Changes in the number of first actions and decisions of

2012 2013 2014 4/ Year
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average period required to notify first action results
was about 1.9 months from the time of request for
accelerated examination.

In April, 2005, the JPO started a new operation of
accelerated examination designed to respond to anti-
counterfeiting measures, in order for applicants to
combat counterfeiting by using design rights at an early
stage. Among working-related applications that urgently
need to be registered (i.e., the above mentioned (i)),
if counterfeit products are already being in market,
such applications can be subject to this accelerated
examination on request. Under the new operation,
the JPO aims to notify first action results within one
month from the time of request for accelerated
examination in so far as no problems are found in the
application procedure. In 2014, 9 requests were made
for accelerated examination, and the average period
required to notify first action results was 0.7 months
from the time of request.

Measures towards Improvement in
Quality of Examination

(i) EEEICEYSEHE

BT CR.BEOEDHY N LzM5H. EEFESR
FINEERICEZBENTDTF VY (RH) . BEESEEED
BEIPIRERY AT ADFTEREDEEZT O TCE /. BEEEAHD
BAPRAFEFNZ P RELCEEBRERMAL TLID,
FAEM CHheEFEEREEEREREREL. REERIC
B9 3EERRDEEMROWECEWEA TS,

(i) Measures for Quality Management

In order to maintain and improve the quality of
examination, the JPO have taken initiatives such as
checking (approving) the contents of examination by
the managerial personnel of the design examination
divisions, revision of the design examination guidelines,
development of search system, etc. While increase of
the amount of examination material to be searched is
expected, in order to provide the examination result
at a constant level, the JPO established the Design
Examination Quality Management Committee that is
an organization in the JPO, and addresses operation
and improvement of various initiatives on quality
management.
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a. Announcement of Quality Policy and Quality

Manual

In August 2014, the JPO announced the “Quality
Policy on Design Examination”, as the fundamental
principles of quality management aiming to grant
high-quality design rights. In December 2014, the
JPO announced the “Quality Management Manual for
Design Examination™ in which the quality management
system that consists of quality management and its
implementation system is documented.

b. Measures for Minimizing Discrepancies in Design
Examinations
In order to eliminate or at least to minimize any
discrepancies in processing policies for individual
application etc., the JPO conducts consultations
between examiners and approvers, and information
sharing among divisions, as required.

C. Quality Assurance

The directors of the design examination divisions
check (give approvals to) all the contents of examination
(judgements of examination, description in notices,
etc.) conducted by examiners.

d. Quality Audit

Quality audit is conducted to a sample extracted
from the applications to which approvals have been
given from the following perspective:

-Whether the examination thereof was conducted

in a unified manner in accordance with applicable

statutes, the examination guidelines, etc.

-Whether the examination thereof was conducted

efficiently through good communication with the

applicant and/or the representative thereof.

€. Understanding of Users’ Needs

Questionnaire surveys are conducted by giving the
user questionnaires about the individual applications
targeted for the quality audit, in order to use the survey
result for improvement of design examination quality.
Also, the JPO holds meetings for exchanging opinions
with companies and accepts provision of information
on individual cases.
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(ii) Establishment of the Subcommittee on
Examination Quality Management

In August 2014, the JPO established the Subcommittee
on Examination Quality Management under the
Intellectual Property Committee of the Industrial
Structure Council, the Ministry of Economy, Trade
and Industry, for the purpose of receiving objective
evaluation from external point of view about the
current status and implementation system of quality
management for examination conducted in the JPO,
and then reflecting the evaluation results to further
improve examination quality.

Initiatives towards Accession to the
Geneva Act of the Hague Agreement

(1) EXBEEASANMESHS
BEHENEERICHTBIRE

201451 B EERSTHS

NHESP=HIOREHE

NEERICBVTHREEIRIBNET T 1 DEFRECED
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RUOEBEZ0RECT 5 [BEENERSRICETDN-THED
PaAR—TRERBEI LT [P 22— TWERED ANDMAIC
B eAEEN RSNz ([BR102858).

Ex 10
Chart 10 : Directionality of correspondences
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MInDFEEE / Solutions
BHRFE—BLERZERIANS / Accept

NERDIEH / Deferment of publication

REI0NBDIERZERHS /Permit max. 30 months

EFRERENDER / Applicability to international

applications

FARIETRL A / Exception to lack of novelty

BETS / Yes

B EIE / Partial design

ERATS / Yes

WERIFE / Secret design

ALV / No

NFRFATRBERE / Publication of gazettes and
administration of the design register

BAENTORRFI TN RESRETS /
Publish design gazettes and maintain the
design register in Japan

o

FHREHNEZ /
Payment of fees (Individual designation fee)

—IET (B DB G FEREES D TRE) /
One-time payment (Payment in two parts NOT
applicable) (In case of refusals, the amount
equivalent to the registration fee may be refunded.)

BCIERE / Self designation

BT/ Yes

EANEFrZ@CIZHR /
Indirect filing through the JPO
o o

Z(FN3 / Yes

ERRREDHETHERE /
Right to compensation after the international publication

EAY / introduce

EHENFEEEARRESFE / International and

domestic design classification

@ ¥E=HATS / Both applicable

(i) Design System Subcommittee of Intellectual
Property Committee of Industrial Structure
Council, the Ministry of Economy, Trade and
Industry

In the 3rd Design System Subcommittee of the
Intellectual Property Committee of the Industrial
Structure Council, the Ministry of Economy, Trade and
Industry, a report on “Support for Japanese Companies
to Expand Their Businesses Overseas by Rights on
Creative Designs” was concluded in January 2014,
and the report was approved at the 5th Intellectual
Property Committee in February 2014.

In the above mentioned report, the Subcommitte
suggested the direction toward accession to the
“Geneva Act of the Hague Agreement Concerning
the International Registration of Industrial Designs”
(hereinafter referred to as the “Geneva Act of the Hague
Agreement”) , which allows applicants to obtain and
manage industrial design rights in multiple countries
through a simple procedure (see the Chart 10).
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(ii) Amendment to the Design Act and Accession to the
Geneva Act of the Hague Agreement

The amendement bill of the Design Act based on the
above-mentioned report was submitted to the 186th
ordinary session of the Diet, and it was approved in April
2014. Subsequently, the accession to the Geneva Act of
the Hague Agreement was approved by the Diet in May
2014 (see CHAPTER 5 1®).

Responding to this, the JPO issued government and
ministerial ordinances to enact Amendment to the
Design Act, and the government of Japan deposited an
instrument of accession to the Geneva Act of the Hague
Agreement with the Director General of the World
Intellectual Property Organization (WIPO) on February
13, 2015.

The Geneva Act will enter into force on May 13,
2015, three months after depositing the instrument.
Simultaneously, the revised Design Act will come into
force.

From that day on, the JPO will deal with international
design applications as an office of a contracting party of
the Geneva Act of the Hague Agreement.

(iii) Revision of the Design Examination Standards

As for international applications designating Japan, the
Working Group on the Design Examination Standards
of the Design System Subcommittee deliberated on
the revision of the Design Examination Guidelines to
promote proper performance of substantive examination
according to the provisions of the Design Act under the
rules of the Geneva Act of the Hague Agreement. The
contents of the revised Design Examination Standards
were approved in December 2014 after inviting public
comments thereon.

Initiatives for Accession to the Locarno
Agreement

EEXmEEAINHTEDPEEHE/NZERTOREY
Z## T 2014F58. F1860BEERICHVLTI1979F98
28BICEIEESNIZ1968F10B88ICONIL/ TELZSNT
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BEDNFEMU,

BHACHTEENERS B U TERREDEIEND.)
DRIBYIGANSCREBICATEBCEL. BEEEEET—
FUTTIW=FICBVTRETEITV N T Uy T IANERR T,
20141 2B 1CTOAN/ BEICED<EREFRSEDERS
EIERELIZ,
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After the deliberation by the Design System
Subcommittee of the Intellectual Property Committee
of the Industrial Structure Council, accession to the
Locarno Agreement (“Locarno Agreement Establishing an
International Classification for Industrial Designs Signed at
Locarno on October 8, 1968, as amended on September
28, 1979") was approved at the 186th Ordinary Diet
Sessions in May, 2014. The Locarno Agreement entered
into force with respect to Japan on September 24 of the
same year.

The Working Group on the Design Examination
Standards deliberated the initiatives towards more
appropriate  implementation of the International
Classification for Industrial Designs based on the
Locarno Agreement in Japan, and through the public
comment, “operating policy of the Locarno International
Classification” was approved in December 2014.
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Trademarks

a EBENIERE Performance of Examination

20145 (CHTDFAHIRIF4. 3N B2 (HKR1188) . In 2014, the period from the filing date to the date
201 4EDF AR O BERE R4 Z. 201 3 kg Of issuing the first notice of examination resullts, i.e., the
RN (M1 285) first action (FA) pendency was 4.3 months (see Chart

-° Zrmie 11). The numbers of FAs and granting decisions in 2014
have remained almost unchanged compared with those
in 2013 (see Chart 12).

BHIEE Accelerated Examination

ERORREEHER.OLEERZEERR BERBIC The accelerated examination system for trademarks is
BCERLTLNEET. ADKEFLICOLWTRatsEgs  applicable to (i) applications that the filed trademarks

. O R B B LT B S B DAL have already been used in designated goods and/or
B OthR BRI -ERL T B BBDHEEELE  orices, and requiring urgent need to acquire rights

HESEHRELTNS. F/ 201 TFANS REAKEKIC (i) applications designating only goods and/or services
SRWEAZ (TR EEORESFHBIC OV TLRMESD  that have already been used with the filed trademark

HRELF. 201 4EQDEIRE (21,7814 DB LA G € etc. I.\/\or.eovgr. from A.ugust 2011, .the‘ accellerated
examination is also available to applications filed by

EPS—REEGBROBAEHEXT SF COMMETIIN8  ompanies, etc. damaged by the Great East Japan

HT&olz, Earthquake.
The number of requests filed in 2014 was 1,781, and
the average period to notify first action results was
1.8 months from the date of request for accelerated

examination.

Ex 11 O EIREED FARIFOHRE EHX 12 O BIEEED FA (FHNUERETHHOHER
Chart 11 : Changes in the Average FA Pendency Chart 12 : Changes in the Number of FAs and the

in Trademark Examination Number of Decisions to Register Trademark
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Measures towards Improvement in
Quality of Examination
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In order to maintain and improve the quality of
trademark examination, the JPO has been taking
initiatives, such as, checking the contents of trademark
examination by approvers, revision of the Trademark
Examination Guidelines, development of the search
system, etc. In addition, in order to systematically
plan and implement the quality related measures and
collect various data related to the quality of trademark
examination, etc., Quality Management Officers were
established in the Trademark Division in April 2014.
The Examination Quality Management Committee for
Trademarks as an organization in the JPO provides
advices and determines the policy about the measures
which the Quality Management Officers planned.

(i) Publication of “Quality Policy” and “Quality
Manual”

In August 2014, the JPO published the “Quality
Policy on Trademark Examination” (Quality Policy) as
the fundamental principles of quality management.
In December 2014, the JPO published the “Quality
Management Manual for Trademark Examination”
which documented the quality management system
for trademark examination that consists of both quality
management itself and the system for implementing it.

(i) Measures for Minimizing Discrepancies in
Trademark Examination
In order to conduct a prompt and accurate decision
by sharing examiners’ expertise and knowledge, etc.
with each other, consultations are held among the
examiners and the directors to exchange opinions.

(iii) Quality Assurance

The approvers check all the results of the trademark
examinations (decisions of examinations, descriptions
in drafted notification, etc.) performed by examiners.

(iv) Quality Audit

The Quality Management Officers conduct sample
checks of drafted documents after final approvals and
checks have been made.
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(v) Understanding of Users’ Needs

With respect to the quality of overall trademark
examination procedures and the quality of examination
procedures on specific trademark applications, a
questionnaire for trademark examination quality is
conducted-in order to clarify points to be improved
based on issues pointed out by the users and reflects
the result to the measures taken for maintaining and
improving the quality of trademark examination. The
questionnaire is used for collection and analysis of
the evaluations from the users. Also, the JPO holds
meetings for exchanging opinions with companies and
accepts provision of information on individual cases.

(vi) Establishment of the Subcommittee on Examination
Quality Management

In August 2014, The JPO established the
“Subcommittee on Examination Quality Management”
under the Intellectual Property Committee of the
Industrial Structure Council, the Ministry of Economy,
Trade and Industry for the purpose of receiving
objective evaluation from external point of view about
the current status and system of quality management
for examination conducted in the JPO, and then
reflecting the evaluation results to further improve
examination quality.

Initiatives for Regional Collective
Trademarks

@ IR EHARIRIC RS9 S ENHE

(i) HugEFERHEOME

I ARG I T 5> Re R EEICREL. EE
RSP IIDBRIEEHIIEDEM L E3HE T 5726, 20065473
([CBASNT M E+EE (T—ER) BIHSBRINSEER
[EDVW T CNETEF2ENSHLENRTNEIERDRHEN
BHSEN . —EHEOBES CRHSNTONEERZTAE
ELECET.CNSOEEN LN RVRETEREZ(T5NS
ESltarAxoya

BHEZDERTHIEEREEGHCRSN TV
2014 F DEIRERUE(CLWUB LR B IRBMNRUKEIH E
FLEENEANPOEN) (CETIFLIZ (ESETOSR) -

(i) Outline of Regional Collective Trademark System

The Regional Collective Trademark System was
introduced in April 2006 in order to provide proper
protection for regional brands, to enhance industrial
competitiveness, and to revitalize local economies.
The trademarks composed of “regional name + goods
(services) name” could not be registered without gaining
nationwide public recognition. However, it has become
able to register trademarks even before being widely
throughout the nation recognized as long as they are
recognized by users within a certain range of area.

The subject to the registration used to be limited to
business cooperative associations, etc. However, it has
been expanded to include commercial and industry
associations, chambers of commerce and industry,
and specified nonprofit organizations (NPO) due to the
amendments to the Trademark Act in 2014 (see Chapter

51@).
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(ii) Filing/Registration Status of
Regional Collective Trademarks

As of the end of December 2014, 1,080 regional
collective trademark applications have been filed and
570 of them were registered.

When the registration number is viewed for each
region, 26 applications in Hokkaido, 40 in Tohoku, 85 in
Kanto and Koshin-etsu, 52 in Hokuriku, 77 in Tokai, 139
in Kinki, 36 in Chugoku, 26 in Shikoku, 73 in Kyushu,
and 15 in Okinawa have been registered as well as 3
foreign applications have been registered (applications
filed in a plurality of regions are counted in each region).

(i) Publicity Activities for Regional Collective
Trademarks

The JPO created a booklet to introduce the Regional
Collective Trademark system and has been distributing
them to users such as participants, of seminars In June
2014, the JPO created an English edition to introduce
registered Regional Collective Trademarks in Japan
in order to support businesses on the international
expansion of their regional brands, etc., widely
disseminating them inside and outside the country.

In accordance with amendment to the Trademark
Act in 2014, a new pamphlet was created and now
under the distribution.

O fF
[MBHEAEIE 2013] KU [Regional Brands in JAPAN]

Booklets of “Regionally Based Collective Trademarks in 2013”
and “Regional Brands in JAPAN”

O N>TLy b
NugEFEREREZ CFUTI D]

Pamphlet of “Do You Know Regional
Collective Trademark System?”
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jor issues shared among the
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Association and Cooperation
between TM5
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(i) Past Initiatives for TM5

In the field of trademark, international cooperation
had been promoted among three offices (Three
Trademark Offices), the Japan Patent Office (JPO),
the U.S. Patent and Trademark Office (USPTO), and
the Office for Harmonization in the Internal Market
(Trademarks and Designs) (OHIM) since 2001. In
December 2011, a new cooperation framework, Five
Trademark Offices (hereinafter referred to as TM5), was
founded by the five trademark offices newly including
the Korean Intellectual Property Office (KIPO) and the
State Administration for Industry & Commerce (SAIC).
TM5 exchanges information on the latest measures
taken by each office and examination opearation,
etc. at each office, and has been working on projects
of working-level cooperation. At the latest, the 3rd
Meeting was held in Tokyo in December 2014 and the
followings were discussed or presented.

a. Continuation/Expansion of Bad Faith Project(Bad
Faith Trademark Filing*4 Project)

A report, titled “Laws and Examination Guidelines/
Practices of the TM5 Offices against Bad Faith
Trademark Filings,” which was compiled by the JPO,
was highly appraised because of the report’s potential
contribution to information sharing and provision
among and with the offices concerning the worldwide
trademark systems and practices.

Moreover, the offices agreed to hold regular seminars
concerning bad faith trademark filings so as to develop
the research for such filings and study the measures for
addressing them.

b. Image Search (Joint Research on Figurative

Trademark Search) Project

The JPO compiled the results of the joint project,
including the challenges in retrieving images of
trademarks with similar features and the measures for
overcoming the challenges, an approach to introducing
an image-search system, and other achievements, into
a report.

Furthermore, the offices agreed to continue the joint
research project.
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%5 The average processing
period is an average period
from the request for ap-
peal/trial to the day when
the appeal/trial decision is
dispatched, the conclusive
day of the withdrawal/aban-
donment, or the day when
the notice of dismissal is
dispatched. However, in the
case of patents, the average
period of the cases in the
course of reconsiderations
by examiners before appeal
proceedings is calculated
from the day when the case
is placed in a state capable of
being subjected to proceed-
ing.
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C. Project to Improve Convenience of Madrid
Protocol Applicants by Enriching Information
Provision (New)

Aiming to encourage applicants to use the Madrid
System, the offices agreed that the JPO, in cooperation
with the WIPO, will lead an initiative to provide the
offices with information, in a user-friendly format, on
such domestic systems and procedures adopted by
designated countries with which applicants file an
application.

(ii) Others

On December 5, 2014, during the period of the
meeting, a trademark user session was held for public
users.

At the session, TM5 offices reported measures
conducted in the trademark field in a variety of
countries. They also made a presentation concerning
non-traditional trademarks such as sound marks and
motion marks, and many users attended it.

Trials and Appeals

Performance of Trial/Appeal

EHCHOTIF IEREETIREFYODLRGEERCERVEA
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In trials and appeals, the JPO addresses smooth
proceedings in appeals against an examiner’s
decision of refusal. In 2014, an average period for the
proceedings*> was 12.4 months for patent, 8.5 months
for design, and 7.9 months for trademark, respectively
(see Chart 13).
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*6 The trial for invalidation
is a trial against the JPO for
demanding invalidation of
patent, utility model, design,
or trademark which has
already been registered.

®*7 EREBROTERPERE
BILLBREFEANRHENDH
lc. BREROEBEEFKRTS
=4

%7 The trial for rescission is a
trial for demanding rescission
of registration of a registered
trademark when the registered
trademark is not used or is
misused by the owner of the
trademark right.
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Initiatives for Enhancing Contents
of Proceedings
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(i) Positive Communication with Party Concerned

In an inter-parties trial case such as an trial for
invalidation*® and a trial for rescission,*” in order to
improve grasp and arrangement of the exact points
at issue and the feeling of conviction of the party
concerned, oral proceeding is positively utilized. In the
oral proceeding, the party concerned communicates
with a panel orally, and thus it is useful for pulling
out the opinion of the party concerned which being
indescribable by letter as well as for grasping and
arranging the opposing point at issue.As for patent,
utility model and industrial design, a trial for invalidation,
in principle, is conducted through an oral proceeding
as long as all parties concerned did not file a request
for a documentary proceeding. As for trademark,
a trial for invalidation for which a written response
and a counter-statement have been submitted is, in
principle, conducted through an oral proceeding as
long as all parties concerned did not file a request for a
documentary proceeding.

In order to carry out the oral proceeding more
smoothly, the appeal court was equipped with IT
apparatuses. With the IT apparatuses, materials and
evidence articles for the technical explanation etc.
which the party concerned brought, and contents of
draft statement, which the trial clerk made, etc. can be
grasped promptly and exactly by all the participants.
This enables parties concerned to make points more
thoroughly.

In order to support companies, universities, etc. of
the region, the panel visits every place nationwide
and performs circuit trial in which the oral proceeding
of the trial for invalidation is conducted and district

20145 FJEORR
Chart 13 : States of Proceedings in 2014

B EETIREY /
Appeals against an
examiner’s decision of
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Invalidation trial

STIEEH /
Trial for correction
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FEEEILT / Opposition Trial for rescission
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/ Average
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period*?

12408 / 9.2M8 / 2208/
12.4 months 192 9.2 months 228 2.2 months

/ Average
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period*?

/ Average
processing
period*?

/ Average
processing
period*?

/ Average
processing
period*?

Number of
disposition*!

Number of
disposition*!

Number of

Number of
8 disposition*!

Number of
& disposition*
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¥55F-% A / Patents
and utility models

154108 /

8.5HnH / 18
15.4 months

BIE / Designs 8.5 months

79m8 / 8.4HH8 / 7708/ 5.6Hh8 /
itR / Trademarks 79'months 82 8.4 months 77'months  1:056 5.6 months

(f#Z) %1 Ffza6.
¥2:FERED SRR (/R RE) £ OO (7272 U RO Rz
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(Notes)*1: Including withdrawal
*2: An average period from the request to the final decision (decision or ruling)
(Among them, for the cases to which an advance notice of a trial decision
is notified in the trial for patent invalidation, the average period is from the

request to the advance notice.)
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interview processing which facilitates communication
about processing of the appeal against an examiner's
decision of refusal.

In addition, the JPO promotes television interview for
making communication with the panel in a manner that
a demandant, etc. participates in interview processing
through its own PC.

(ii) Understanding and Analyzing the Trends in Court Desition

For the sake of exact proceeding, the holding of
the suit against appeal/trial decision and the holding
about the validity of right in the infringement suit are
analyzed and shared. In the trial for invalidation etc.,
the corroborative materials about the opinion of an
argument against decision of invalidity, which was
presented in the infringement suit, were obtained
through exchange of information with the court and
confirmation to the parties concerned, and thus
obtained corroborative materials are utilized in the
proceeding.

(iii) Sharing of Instruction Experience in Proceeding

In order to utilize instruction experiences in
proceeding of the chief administrative judges who
have many experiences in proceeding of invalidation
trial cases and proceeding in oral interviews, the chief
administrative judges participate in panels beyond the
field and share knowledge of how to advance difficult
cases including particular cases. The experiences will
contribute to improvement of the proceeding.

(iv) Contribution for Keeping and Improving Quality
of Examination

The Trial and Appeal Department performs
information exchange with the Examination Department
by feeding back results of proceeding to the
Examination Department, through meeting with the
Examination Department, etc. Thereby, the Trial and
Appeal Department contributes to the maintenance and
improvement of quality of examination from the position
as an upper instance in the Examination Department.

Better Rationalization of Proceeding
Utilizing External Knowledge

9 NEARRZ/EHA L -TEO—BDEIE(L

(i) BUEBEHRAS
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(i) Trial and Appeal Practitioner Study Group

The “Case Study on the Inventive Step” has been
held every year from FY2006 by patent practitioners
as members, e.g., members of IP section of companies,
patent attorneys, lawyers, and administrative judges. In
the “Case Study on the Inventive Step”, deliberation has
been made on how to make decisions and holdings on
individual cases in which novelty and/or inventive step
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was at issue. The deliberation result was summarized
into a report, which is publicly announced via the web
site of the JPO in order to spread it to the public.

In order to ensure step up of this initiative, the “Case
Study on the Inventive Step” was renamed to the “Trial
and Appeal Practitioner Study Group” in FY2011. The
target to be studied was expanded to also designs and
trademarks in addition to patents (policy committee
in each field), and also a policy committee (Trial and
Appeal Practitioner Policy Committee) was established
aiming at improvement of oral proceedings. In FY2014,
it was a target of the JPO as the practicing office to
analyze important trial decisions for the sake of
improvement of trial and appeal practice and announce
at least 20 analysis results thereof. To this end, the
“Trial and Appeal Practitioner Study Group” was held,
and points at issue of, for example, determination of
inventive step, admission of cited invention, etc. were
deliberated for 20 cases (composed of 14 patent and
utility model cases, 2 design cases and 4 trademark
cases).

(i) Executive Legal Advisor on Trials and Appeals

From the end of FY2007, former judges and academic
experts who have sufficient experiences in the IP field
have been invited as executive legal advisers on trials
and appeals in order to obtain advices on advanced
legal issues from them as well as request them for
lectures at training sessions.

The Meeting of Executive Legal Advisors on Trials
and Appeals is held by the legal advisors in order to
receive proposals about the desirable system and its
operation in trials and appeals, which facilitates further
rationalization of the operation in Trial and Appeal
Department.

(iii) Consultant on Trials and Appeals

In order to contribute to improvement of satisfactory
feeling of conviction of the party concerned and
more improvement in transparency of proceeding,
a consultant on trials and appeals who has a judicial
officer qualification, etc. is utilized to create a reference
opinion on the contents of the oral proceeding and
notice/record about proceeded matters from the
external viewpoint. The reference opinion is fed back
to the chief administrative judge who instructed the
oral proceeding. The consultant on trials and appeals is
positively utilized in their proceedings, for example, the
consultation from an aspect of a civil law, etc.
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*8 With respect to patents,
cases of appeals against an
examiner’s decision of refusal
that satisfies any of the fol-
lowing requirements are tar-
geted: 1) an application relat-
ing to use, i.e., the invention
of the application has already
been used by the demandant;
2) an overseas-related appli-
cation having a counterpart in
a foreign country; 3) an appli-
cation of which demandant is
any one of a small and medi-
um-sized company, a private
person, an university, a TLO,
or a public institution; 4) an
application of which invention
is carried out in a course of
trade by the one who is not
the demandant (third party)
after the publication of the
patent application of the ap-
peal case; 5) a patent appli-
cation to which a patent right
is sought on a green invention
(an invention effective in sav-
ing energy, reduction of CO2,
etc.); 6) an application whose
demandant is the one, etc.
suffered from the damage,
etc. due to the Earthquake;
and 7) an application relating
to the Asian Industrial Center
Promotion Law.

Further, in the cases of
designs and trademarks,
cases of appeals against an
examiner's decision of refusal
that satisfies the requirement
similar to those of the accel-
erated examination are also
targeted.
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Initiatives for Speeding-Up of Proceeding
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(i) Accelerated Resolution of Dispute -Post-grant Trial-

With respect to the trial case in which validity
of right is put in issue after the grant thereof, e.g.,
trial for invalidation, etc., proceeding thereof will
be preferentially carried out aiming at accelerated
resolution of the dispute.

(ii) Accelerated Acquisition of Right -Pre-grant Appeal-

In response to the needs for accelerated decision,
the accelerated appeal examination system
where proceeding of a case will be preferentially
conducted upon request is applied to the case of
appeal against an examiner’s decision of refusal in
so far as the case satisfies a specific requirement.
*8In 2014, the accelerated appeal examination was
requested in 156 patent cases, O design cases, and
8 trademark cases.

Initiatives towards Strengthening of
International Association
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(i) Trial and Appeal Expert Meeting

In order to exchange information of the trial/appeal
field, etc., the Trial and Appeal Expert Meeting is held
to activate the argument between the practitioners
of the Trial and Appeal Department of each country
(Intellectual Property Trial and Appeal Board in KIPO,
the Patent Reexamination Board of SIPO, the Trial and
Appeal Department in the JPO).

a. JPO-SIPO-KIPO Trial and Appeal Expert Meeting

In August 2013, the 1st JPO-SIPO-KIPO Trial
and Appeal Expert Meeting was held in Tokyo. In
September 2014, the 2nd JPO-SIPO-KIPO Trial and
Appeal Expert Meeting was held in the Republic of
Korea. In the 2nd Meeting, procedures taken in the
appeals against an examiner’s decision of refusal were
studied and compared with each other between the
three offices. Further, an agreement was made to
expand the administrative judge Exchange program to
the framework of three countries including China after
the following fiscal year.

b. JPO-KIPO Trial and Appeal Expert Meeting

The 1st JPO-KIPO Trial and Appeal Expert Meeting
was held in December 2010. Since then, the meeting is
continuously held every year.
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The 5th JPO-KIPO Trial and Appeal Experts Meeting
was held in the Republic of Korea in July 2014. In the
5th Meeting, a seminar was given by administrative
judges of the JPO on the specific system and operation
of the Trial and Appeal system of the JPO in order to
promote understanding of the system for the authorized
personnel of KIPO, and an agreement was made on the
continuous implementation of the Administrative judge
program.

C. JPO-SIPO Trial and Appeal Expert Meeting

In November 2013, administrative judges of the
JPO visited the Patent Reexamination Board of SIPO
(counterpart to the Trial and Appeal Department of
the JPO) in China to collect information on possible
cooperation between both countries in the trial
and appeal field, trial and appeal system, etc. In the
following Meeting by the Commissioners of the JPO
and the SIPO, agreement was made on regular-base
holding of the JPO-SIPO Trial and Appeal Expert
Meeting in the field of trial and appeal to strengthen
exchange between them.

(ii) Administrative judge exchange program
a. JPO-KIPO Administrative judge exchange program

In November 2013, the JPO dispatched administrative
judges to Intellectual Property Trial and Appeal Board
of the KIPO (counterpart to the Trial and Appeal
Department of the JPO), for the first Administrative
judge exchange program. In the 2nd JPO-KIPO
administrative judge exchange program in November
2014, the Trial and Appeal Department of the JPO
accepted the administrative judges of the KIPO, and
conducted a meeting based on hearing of an oral
proceeding of the JPO and investigation of processing
practices of Trials and Appeals.

b. JPO-TIPO Administrative judge exchange program

In June 2014 the JPO dispatched administrative
judges to the Intellectual Property Section, the Economic
Department of the Taiwan Intellectual Property Office
(TIPO) (in charge of reexamination, an invalidation
examination, etc.), and the JPO-TIPO Administrative
judges exchange program was held. At the JPO-TIPO
administrative judges exchange program, exchange of
the fundamental information and mutual understanding
of organizations and systems of trial and appeal
proceeding of the JPO and the reexamination and
invalidity examination of the TIPO were advanced, and
opinions were exchanged about possible cooperation
in the field of trial and appeal.
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