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The JPO has been aiming to realize the “world’s fastest and utmost
quality patent examination” so that once applicants obtain patents in
Japan, they may also be able to obtain patents abroad, even smoothly,
on the ground that the JPO’s examination results are used as trustworthy
judgements when foreign IP Offices conduct examinations. To this end,
the JPO has been implementing various measures with three pillars,
which are “maintaining speed,” “granting high-quality rights” and
“cooperation and collaboration with foreign IP offices.”

In response to the increasing needs for shortening the total pendency
period in accelerating the Intellectual Creation Cycle, consisting of
intellectual creation, establishment of rights and utilization of rights, the
JPO set the next decade goal in March 2014, which is further shortening
the “total pendency period” (standard examination pendency™") and the
“period to issuing the first action” (FA pendency) to 14 months or less on
average and 10 months or less on average, respectively, by FY2023.
Now, the JPO is steadily moving toward this goal. In FY2015, the JPO
achieved the goal for the fiscal year, which was to shorten the “total
pendency period” and the “period to issuing the first action” to 16 months
or less on average and 11 months or less on average, respectively.

In 2016, the number of first actions issued (FAs) was 246,879, the
number of patent grants was 191,032, and the number of international
search reports prepared and issued by the JPO as the International
Searching Authority under the Patent Cooperation Treaty (PCT) was
44,321,
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*1 Excluding some cases where the JPO requests an applicant to respond to the second
notification of reasons for refusal and where the applicant performs procedures they are
allowed to use, such as requests for extension of the period of response and for an
accelerated examination
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2-1-18  {SSFEEDFARRE (BET) DOHR

Chart 2-1-1 : Changes in the FA Pendency (CY annual average) of Patent Examination

B/ Months
25
20.1
20 -
15 14.1
10 9.6 9.5 9.5
0= -O O
5
0
2012 2013 2014 2015 2016 £ / Year
(#Z) (Notes)
BHBAOFASR (BFETY) . FAFEKDLS. B The FA Pendency (CY annual average) of patent exam-
BEICLPEEBRORIDEA (EICRFEENFE ination is a calendar year annual average of the period
EIERENE) PERAFAFEXINDF TOHEOE from filing a request for examination to issuing the first
FFPTH D, notice of an examination result (which is mainly a notice

of patent grant or reasons for refusal for a patent appli-
cation) by an examiner to the applicant.

2-1-2F : FEFEEOFAGE. HEIEEHERURRRERSEREBOHE
Chart 2-1-2 : Changes in the Number of FAs Patent Grants, and International Search Reports Prepared
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1 BSHEEOFAHHIE. BEBICKDEERBROSEIID 1 The number of FAs in patent examination is the number of first notices of examina-
B (EICHHEEFEREMENE) HHEAS tion results (which are mainly notices of patent grants or reasons for refusal) issued
NFEERSNIHHTH D, by examiners to applicants.

2 BEHEEANICE. BREEIREYFERUE FIE 2 The number of patent grants excludes the number of patents granted after a re-
FBEZZO) [CRHFSNcHBIEZ IR, quest for appeal against an examiner’s decision of refusal was filed (including those

3 ERAERSERGHRE. PCTOERAGKES LT granted in “reconsideration by examiners before appeal proceeding”).

BAERZTOMER - FEXUIC IERSDFEEF 3 The number of international search reports prepared is the number by year of issu-
B TH D, [BRAERS] CF [EERERAERS ance of international search reports prepared and issued by the JPO as the Inter-

AR UIRVRE] H'E&EN 2. national Search Authority under the PCT. The number of “international search re-
ports” includes that of “decisions of not preparing an international search report.”
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(i) Securing the Necessary Number of Examiners

In FY2016, continuing from FY2015, the JPO made efforts to maintain
and enhance its capabilities of examination, for example, by rehiring
some of the examiners whose fixed-term employment contracts expired.
For the FY2017 budget, the seats of 13 permanent examiners and 101
fixed-term examiners were requested. The JPO will continue to make
efforts to ensure further improving and strengthening the patent
examination system by way of securing the necessary number of patent
examiners.

(ii) Outsourcing Preliminary Prior Art Search

The JPO has been promoting the speeding up of examination through
utilizing private sector ability by outsourcing prior art searches, which
examiners are primarily responsible for, to registered search
organizations. As of December 2016, there are ten registered search
organizations that conduct prior art searches. In FY2016, prior art
searches for 161 thousand applications were outsourced. For nearly two
thirds of them, that is, 112 thousand applications, the coverage of prior
art search was expanded to foreign patent documents in addition to
Japanese patent documents.
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FEFT Cld. —EOEHDOT T, HEANSDHREEES The JPO implements the accelerated examination system, in which an
P TEBOEFHREBEEICLNTESSZEMEARFIEAR  examination can be initiated more quickly than in a regular examination
EMEL TWS, FFFEFEICET 2RHEESIETIE. (i) system upon a request from the applicant under certain requirements.
BLICSRMEL TWBFEBICHRDHEE. (i) AEICHEEL  The accelerated examination system is applicable to (i) an application
TWB B, (i) fIEZEDOEEE. (v) EXIck2%  whose claimed invention has already been put into practice, (i) an
ExRITtEZEOHEZNRELTWSIEN, (v) IR application that was also filed with foreign IP offices, (iii) an application
BEEERMICEYT 2HBEZATHICRRE LTV, filed by SMEs, and (iv) an application filed by all or some of applicants

2016FICRITZEHBEOHBHHIZ10492#4:T%H  who were affected by the earthquakes. In addition, the accelerated
h, RPHEBFEZFABULLEBEOREEI S —REZTEHN  examination system is applicable to (v) an application involving green
FTOHEIEFE2ENATH o 1o, technologies and this system is currently at the pilot stage.

In 2016, the number of requests for accelerated examination was
19,492, and the average period from requesting the accelerated
examination by an applicant to issuing the first action by an examiner to
the applicant was approximately 2.5 months.

2-1-3 : FFFFRBFEOHREHOHR

Chart 2-1-3 : Changes in the Number of Requests for Accelerated Examination
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PHEBOBHAHE. [FHEEICEHI 2RIEHRAS] The number of requests for accelerated examination is the
PRESNHETH S, number of request cases where the “Written Explanation

of Circumstances Concerning Accelerated Examination”
was submitted.
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(i) Measures for Quality Management

In April 2014, the JPO announced the “Quality Policy on Patent
Examination” as fundamental principles of quality management. In
August 2014, the JPO released the “Quality Management Manual for
(Quality Manual) outlining JPO’s quality
management and its implementation system in documents. Under the

Patent Examination”
Quality Policy and Quality Manual, the JPO has been implementing the
following measures toward realization of the world’s utmost quality patent
examination. For further details, please see the JPO website™.

a. Quality Assurance

For the purpose of quality assurance of patent examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases before issuing the documents to applicants/
agents.

Additionally, in order to share search know-how and knowledge and
minimize discrepancies among examiners in searches and judgements,
examiners consult with each other to seek other opinions. In FY2016, a
measure has been implemented that an examiner must conduct a
consultation in cases of a PCT international application that has been
filed in English with foreign IP Offices as a receiving office, and in cases
of issuing a third or later notice of reasons for refusal for a patent
application.

b. Quality Verification

Quality verification aims to identify the quality of patent examination by
auditing documents concerning dispositions by examiners, which are
randomly selected by quality management officers, through evaluation on
the appropriateness of examiners’ judgements including dispositions and
official notices drafted as a result of such judgments. Since July 2015,
official written notices have been audited before being issued. Therefore,
official written notices can be sent to applicants/agents after errors found
in the drafts through auditing have been corrected.

Additionally, in order to identify users’ needs concerning the quality of
patent examination, the JPO has continued to conduct User Satisfaction
Survey since FY2012, on the quality of patent examination targeting
domestic companies, foreign ones and agents. Furthermore, the JPO
holds meetings for exchanging opinions with companies and accepts
information provided on individual cases.

%2 BAER <ﬁ§§>

Japanese

http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm

JEERR
http://www.jpo.go.jp/seido_e/quality mgt/quality_mgt.htm
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*2 Japanese version ( WEE )
http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm E”g“h

O A

English version
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.htm
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2-1-48 : 1—5'—SHEAEDRER
Chart 2-1-4 : Results of User Satisfaction Survey
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c. BEEREEEINES c. Subcommittee on Examination Quality Management
FFETITIC S‘DH%uu’Eﬁﬁﬂ)%ﬁE%%‘J C ERIRRICDOWT In August 2014, the JPO established the Subcommittee on
DEBHLRI - SMEEF S, TNEBEDREEE Y X Examination Quality Management, which consists of external experts
TAICRMTZZEZEMNE LT, 20144F8ICEZEME  under the Intellectual Property Committee of the Industrial Structure
EEZSTNFEIRESDTIC, AME#RENSHRDEE  Council, the Ministry of Economy, Trade and Industry, for the purpose of
REEHENEESERBE U, BFT Cld. EEMEEIE  receiving objective validation and evaluation regarding the
INEESDREXRFZ T EEOREEEICKSWVWTED  implementation system of examination quality management at the JPO
HONSER, 2ESH. HF - BF - BEOBEDREE  and its implementation status, and reflecting them on the quality
lCBITZHBEZERL TW3, management system of examination. Based on the report from the
Subcommittee on Examination Quality Management, the JPO identified
the “matters to be addressed in the examination quality management”
and has been implementing measures in the examination quality
management for patent, design and trademark.

JPO STATUS REPORT 2017 055
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(ii) Revision of the Examination Guidelines for Patent and Utility
Model

The JPO revised the “Examination Guidelines for Patent and Utility
Model™®” base on the results of deliberations in the Working Group on
the Patent Examination Standards, which includes the revision concerning
the use invention of foods, the revision associated with legislative
amendments to the Patent Act, etc., for the purpose of accession to the
Patent Law Treaty, and the revision concerning the extension of patent
term. The JPO published the revised version of the Examination
Guidelines in both Japanese and English in March 2016, and became
effective on April 1, 2016.

The JPO also revised the “Examination Handbook for Patent and Utility
Model **" along with the Examination Guidelines. In March and
September 2016, it was revised by reviewing and organizing the concepts
of clarity requirements for the product-by-process claim and adding more
case examples. In September 2016, 12 case examples were added
regarding “technologies that utilize information obtained by connecting
“Things” to a network, thereby finding new values/services” (loT related
technology).

X3 HAEEMR
http://www.jpo.go.jp/shiryou/kijun/kijun2/tukujitu_kijun.htm
FEFERR
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/1312-002_e.htm

X4 BAGEMR
http://www.jpo.go.jp/shiryou/kijun/kijun2/handbook_shinsa.htm
FFEhR
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/handbook sinsa_e.htm
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* 3 Japanese version
http://www.jpo.go.jp/shiryou/kijun/kijun2/tukuijitu_kijun.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/1312-002 e.htm

*4 Japanese version
http://www.jpo.go.jp/shiryou/kijun/kijun2/handbook_shinsa.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/handbook_sinsa_e.htm
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Measures for Examination in Response to Variety of Users’
Needs

(i) Interview Examination

The JPO carries out interview examinations (3,893 cases in 2016) for
the purpose of establishing good communication between examiners
and agents, etc. In response to users’ needs for improvement of
convenience of on-site interview examinations, the JPO started to use a
video conference system for on-site interview examinations in November
2016 so that inventors and patent attorneys in remote areas can
participate in interviews.

(ii) Patent Promotion Program for Regional-Bases

For the purpose of acquisition of patent rights and support for
utilization of patents in enterprises and universities that play a central role
in regional R&D, the JPO commenced the “Patent Promotion Program for
Regional-Bases” in November 2016 to carry out on-site interview
examinations and hold patent seminars simultaneously targeting in the
area of agglomerations of enterprises (regional bases)™®.

(iii) Collective Examination for IP Porifolio Supporting Business
Strategy

With the recent globalization of business activities and diversification of
business models, the company’s strategy for intellectual property is
shifting to business-based strategy.

The Collective Examination for IP Portfolio Supporting Business
Strategy is a measure for supporting acquisition of intellectual property
rights at the best timing for the development of a business project, in
which, regarding multiple applications (patent applications, design
applications and trademark applications) related to the business project,
examiners specialized in respective fields collaboratively conduct
examinations. The JPO implemented this measure in April 2013. In
October 2014, the JPO revised the “Guidelines for Collective Examination
By this revision,
requirements for a request for the Collective Examination have been

for IP Portfolio Supporting Business Strategy™*®.”

relaxed. For example, it has become possible to request the collective
examination, even if a group of applications that concerns the same
business project contains an application whose applicant is not a
requester for collective examination, the request shall be accepted.

In 2016, 36 requests for the Collective Examination were filed, which
contained 360 patent applications, 2 design applications, and 8
trademark applications.

X5 IR D HNDEPARY F ¢ —RE ARERIEXSE U T —F /(=7
REE

X6 HAREhR
https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/matome. pdf

*5 Research parks and universities, etc. where local SMEs, venture companies or research
facilities have been gathered.

* 6 Japanese version
https://www.jpo.go.jp/torikumi/t_torikumi/pdf/matome_sinsa/matome.pdf
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Prior art search is one of the important pillars for maintaining and
improving examination quality, and therefore, it is crucial to constantly
keep on improving the environment.

In order to allow users to efficiently search national and foreign patent
documents, the JPO revises and reclassifies search indexes on a regular
basis by making the File Index (F)*’, which is the Japanese patent
classification system, updated and compliant with the latest International
Patent Classification (IPC), etc. In FY2016, the JPO revised the Fl scheme
with 172 main groups and conducted F-term*® maintenance with 36
themes. Additionally, the JPO has newly created ZIT, a national patent
classification called “broad facet™®”. The applicable area of the ZIT is set
as the all technical fields to enable search patent documents relating to
loT (Internet of Things)-based technologies comprehensively. The JPO
further conducted CS-term™'°
technical trends to allow users to efficiently search non-patent literatures

maintenance according to the latest

relating to computer software technologies.

In addition, in order to allow users to efficiently and accurately search
foreign patent documents, the JPO has improved the examination
environment to enable high-precision machine translation of foreign
languages.

%7 Fl (File Index) &3, IPCEMER L c BAERTTIRE 0548

%8 F%— L (File forming Term) &id, 9% (F—<) S &ICEAL
OEAMNE R (BR. A& @E. Mel &5 LIBREAE. §IHE
FEBE) ZEMUICBEAERSTIRE 0548

KO LRE T 7ty NSRS L. E0TICE D EMNRE S S EIY
KRR ZTEET2HDOTHD, BEHRIM(ZAA), RERERN
(ZAB). EFMEG| (ZEC) 2EN B 2,

%10 CS% — LA (Computer Software Term) &k, IvEa—4Y 7~
U PNRERAICERE LB, VI N PN a Tl R
i EE 201 Y2 —9 VY7 D 2 PEERNOXMEERE L
7=CSDB (Computer Software Database) IC&8WT, CS¥—AIC
& BREN AL,
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%7 Fl (File Index) is the JPO’s unique classification subdividing the International Patent
Classification (IPC).

*8 F-term (File Forming Term) is the JPO’s unique classification dividing each technical field
(theme) into various technical viewpoints (purpose, use, construction, materials,
manufacturing method, processing operation method, control means, etc.)

*9 The broad facet enables document collection (search) across the fields from the cross-
sectional viewpoint, and includes superconductive technology (ZAA), environmental
maintenance technology (ZAB), E-commerce technology (ZEC), or the like.

*10 CS term (Computer Software Term) is a classification developed for searching non-

patent literatures relating to computer software technologies JPO examiners can use the
CS term for searching the non-patent literatures in the CSDB (Computer Software
Database) in which literatures relating to computer software technologies including
software manuals and non-technical magazines have been stored.
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BE Design

KT Tl BYREBREORE®C I—F —OFEER £ For appropriate protection of designs and improvement of convenience
Dy, BHIEE, REEE. BRTY 1V OBFHRD  for users, the JPO has been implementing various measures including
ILFE, BADOEMEZERL TW5, accelerated examination, quality management and expansion of the

scope of registerable design including graphic images.

BEEE Performance of Examination

2016FICH T2 HENI S—REEBME COHA (FA In 2016, the average period from filing an application by an applicant
M) EFHe2hB. —REBEEHH FABES) (& toissuing the first action (FA pendency) by an examiner to the applicant
30,4484, EFEEHEL26,156M4FTH >, was 6.2 months, the number of first actions issued (FAs) was 30,448, and

the number of decisions of registration was 26,156.

2-1-5H : BEEZEEDFARIRDOHR
Chart 2-1-5 : Changes in the FA Pendency of Design Examination
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6.3 6.3 6.2 6.1 6.2
6 o o———0— o —0
5
4
B
2
1
0
2012 2013 2014 2015 2016 £/ Year
(%) (Notes)
RESTEDOFARBIE. HENS. BAEICLDIEAER The FA Pendency of design examination is a CY annual
ROBYDBA (E(CEFEENFIEREHBOSE) H average of the period from filing an application by an
HEAZARESN D F TCOHREDBEHICTHD. applicant to issuing the first notice of an examination

result (which is mainly a decision of registration or a no-
tice of reasons for refusal for a design application) by
an examiner to the applicant.

2-1-68 BEZFEOFAHHRUSEREEMHHOME

Chart 2-1-6 : Changes in the Number of FAs and Decisions of Registration in Design Examination

e s 1 01s | zora | a0i | a0t |

FAHE
NI @f FAG 31,848 31,268 30,581 29,752 30,448

e ==
SRETEMH

Number of Decisions of Registration 28eeN 28208 | 27,358 | 26,286 | 26,156
(%) (Notes)

BEFEDOFATHIF. FEBICKLKZFTEBRORIDRE The number of FAs in design examination is the number of
A (EICEREENSBEERHENE) NHEAZSA RS first notices of examination results (which are mainly deci-
SNIHETH B, sions of registration or notices of reasons for refusal) issued

by examiners to applicants.
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REEREMEICHIZRHEEHEE. (1) EMLIC
DWIEANZEY 2EMRAEORFEEHKHME. (i) 2
EHIcbHEL W BRREERHE. (i) BEXICL2ES
ERTICPEZORESFEFZNREL TWVWS, 2016
FILB T2 RHABEOREHEHIIN13MMFTH D, RIREE
FEZMBULHEOBREN S —REEFHEROBHMETD
BARIEFEET1 9N B TH > T

BIEE (i) EFMEICDOWTRERAKZET 2EMEEDE
FEEIREEDO S5 RICEMBDIREELLHDICDNTIE,
RREECLINREZBICRHPICNZ I ENTED LS,
PHEEFEOERZT> TWd, ZOERTIE. HEF
MCABORWEHETHNIL, FHEEOHENSINA
DN —REBEBBENETDIEEBEELTWS, 2016
FEILH T 2 BMEBIRICHIG U - RHEEDRHGHRG T
HD. UZPHEEZFMBULHEOREN S —REETE
METOBMBIE. HEFHICRE0RWEEDISRE., i3
0.7ThBTHoi,

Under the accelerated examination system for design applications,
(i) a working-related application that needs to be urgently registered,
(i) an application that has also been also filed with foreign IP offices, and
(i) an application filed by a company, etc., damaged by an earthquake
can be subject to accelerated examination upon the request. In 2016
113 requests for accelerated examination were made, and the average
period from filing an application for design registration by an applicant
under the accelerated examination system to issuing the first action by an
examiner to the applicant was 1.9 months.

Among the above (i) working-related applications that need to be
urgently registered, applications for registration of the design, based on
which the products have been already commercialized and its
counterfeited products have also been in the market, shall be subject to
further accelerated examination so that applicants can take immediate
measures by registering design rights. This special operation aims to
issue the first action within one month from the time of request for
accelerated examination unless formality problems are found in the
application procedure. In 2016, 22 requests for accelerated examination
concerning counterfeit-related applications were filed, and the average
period from requesting the accelerated examination by an applicant to
issuing the first action by an examiner to the applicant was 0.7 months.

2-1-78 : EEFHRBEDHLAHOHER

Chart 2-1-7 : Changes in the Number of Requests for Accelerated Examination for Design
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The number of requests for accelerated examination is
the number of request cases where the “Written Expla-
nation of Circumstances Concerning Accelerated Exam-
ination” was submitted.
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(i) Measures for Quality Management

In August 2014, the JPO announced the “Quality Policy on Design
Examination,”
December 2014, the JPO announced the “Quality Management Manual
for Design Examination” (Quality Manual) in which quality management

as the fundamental principles of quality management. In

and its implementation system are documented. Under the Quality Policy
and the Quality Manual, the JPO has been implementing the following
measures toward realization of the world’s utmost quality in design

examination. For further details, please see the JPO website™"".

a. Quality Assurance

For the purpose of quality assurance of design examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases.

Additionally, in order to minimize any discrepancies among examiners
in searches and judgments, design examiners consult with senior
examiners for cases falling under certain conditions.

b. Quality Verification

Quality verification aims to identify the quality of design examinations
by auditing documents concerning dispositions by examiners, which
were randomly selected by quality management officers, from the
viewpoint of whether examiners’ dispositions, etc., were made in
accordance with principles such as laws, regulations and examination
guidelines.

Additionally, in order to identify users’ needs concerning the quality of
design examinations, the JPO has continued to conduct a user
satisfaction survey since FY2015, on the quality of design examinations
targeting domestic companies, agents representing foreign companies.
Furthermore, the JPO holds hearings in meetings for exchanging
opinions with companies and accepts information provided on individual

cases.

c. Subcommittee on Examination Quality Management

Based on the report from the Subcommittee on Examination Quality
Management, the JPO defined the “matters to be addressed in the
examination quality management” and has been implementing measures

(FE28FE1E1.4) (i) c. B8, in the examination quality management for patent, design and trademark
(See Part Il, Chapter 1, 1.4) (i)c).
X171, %11 X171, %11
%11 BARGE ( BAZE ) *11 Japanese version ( = )
Japanese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm E”91“5h

http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm

B
http://www.jpo.go.jp/seido_e/quality mgt/quality_mgt.htm

English version
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm
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Expansion of the scope of Registerable Design including
Graphic Images

(i) EEBEEE 20w (i) Revision of the Examination Guidelines for Design™ 2
2014F1BOEIDEBEFIENEERTRDREHEN In response to the report consolidated at the third Design System

feREEXE 2015F ICTbNcBESEE%ET—F>%  Subcommittee™" held in January 2014, and based on the results of the
TI—T DR O#REREFEZ. "RICEEBMICETIFZS  deliberations at the Working Group on the Design Examination Standards
nicBER #EEEFONREMEMNITEIE%#EET  of the Design System Subcommittee in 2015, the JPO revised the Design
3. BEGBERCERICET ZEEEEREEDNRE]%®1T>7.  Examination Guidelines concerning designs including graphic images
COUETEREEEEEICDOWNTIH, 2016481, SHE  with a view to covering design including “graphic images recorded in the

BLTW3, article afterward” as the subject of design registration. The revised
version of the Design Examination Guidelines became effective on April 1,
2016.
%12 HARE *12 Japanese version
https://www.jpo.go.jp/shiryou/kijun/kijun2/isyou-shinsa_kijun.htm https://www.jpo.go.jp/shiryou/kijun/kijun2/isyou-shinsa_kijun.htm
BEELR English version

http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/design_es.htm
*13 “Support for Japanese Companies to Expand Their Businesses Overseas by Rights on
Creative Designs”

http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/design_es.htm
X13 TRSERRTY 1 ¥ OEFFREIC L 2ERIBELEOEBRERXZEICD
W<,
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[ Trademark

FFEFT Cld. BYSRIEDRE Y 1 —F—OF@E kR L For appropriate protection of trademarks and improvement of
D, REAET. REBTE. ILLWY 1 TOBIZEDHFE#E.  convenience for users, the JPO has been implementing various measures
ISR REIEDORESE. BRAOEEZEMRL TW2, including accelerated examination, quality management, protection of

non-traditional trademarks and protection of regional collective

trademarks.
EEFEE Performance of Examination
2016FIC KT 2 HENI S —REEBME COHA (FA In 2016, the average period from filing an application by an applicant
M) EFH48h B, —REBEHH FABHEX) (& toissuing the first action (FA pendency) by an examiner to the applicant
131,624, BHRETHEUF113,0256TH >, was 4.8 months, the number of first actions issued (FAs) was 131,624,

and the number of decisions of registration was 113,025.

2-1-8H : BIFEEDFAHR DR
Chart 2-1-8 : Changes in the FA Pendency of Trademark Examination

A / Months
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(BE) (Notes)
EIREEDOFABEIR. LENS. BABICLDEER The FA Pendency of trademark examination is a CY an-
FERORADBH (E(CERET X FEHEELEISE) nual average of the period from filing an application by
HHEBAZANFEX SN D F TOYPBDBEFITH . an applicant to issuing the first notice of an examination

result (which is mainly a decision of registration or a no-
tice of reasons for refusal for a trademark application) by
an examiner to the applicant.

2-1-9H : [BAFREEOFAHHRUSREEHHRDHR

Chart 2-1-9 : Changes in the Number of FAs and Decisions of Registration in Trademark Examination

FA%H
Number of FAs 117,135 121,254 122,048 111,831 131,624
SRETEHY
Number of Decisions of Regis- 100,002 106,885 105,637 100,244 113,025
tration

() (Notes)

AIFREEOFAGHHIE. BEEICL2TERBRORIIOBA (E(CE The number of FAs in trademark examination is the number of first

REENFEEEHBNE) NHERAFAFEESNHETH D, notices of examination results (which are mainly decisions of regis-

tration or notices of reasons for refusal) issued by examiners to ap-
plicants.
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PEEREFEICE I 2 RHEEHEE. (1) HE/mE The accelerated examination system for trademark applications is
EIRTEEG - BERBICEICERL TWBXIEERDO®EE  applicable to (i) applications for trademarks that have been already used
HEHEYUEEES TWNT, hD, EIMLICDOWTREMEZE  in designated goods and/or services, or have been prepared for use to a
IZHEE. (i) LEEEERICHERLTWSES - %% considerable extent, and therefore, need to be urgently registered, (ii)
RIFERAOEFHERYRELED TWIEM - BREDH%ZT]E  applications designating only goods and/or services for which registered
FEUHRE, (i) BRICLD2BEEEXZ T EESFDOHERE  trademarks have been already used, or have been prepared for use to a
EXRRELTWD, 2016FICH T2 RHEBEDHEBHE  considerable extent and (i) applications filed by companies, etc.,
22100 cHh,. REHBEHEZFIBLUCEBEORED  damaged by an earthquake. In 2016, 2,210 requests for accelerated
5—REBEEROBANE TCOHBIEFYI 8NATH >z,  examination were filed, and the average period from requesting the

accelerated examination by an applicant to issuing the first action by an
examiner to the applicant was 1.8 months.

2-1-10H : EiRFHEEOHHAHROHE

Chart 2-1-10 : Changes in the Number of Requests for Accelerated Examination for Trade-

mark
% / Number
2,500
2,210
2,000 2,024
1,781
1,500 1,504 15D
1,000
500
0
2012 2013 2014 2015 2016 £ / Year
(=) (Notes)
PHEEOBHHHG. [RPEEICEAT 2 BIEHAE] The number of requests for accelerated examination is
PMRESNIHH TS S, the number of request cases where the “Written Explana-

tion of Circumstances Concerning Accelerated Examina-
tion” was submitted.
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(i) Measures for Quality Management

In August 2014, the JPO announced the “Quality Policy on Trademark
Examination,” as the fundamental principles of quality management. In
December 2014, the JPO announced the “Quality Management Manual
(Quality Manual)

management and its implementation system are documented. Under the

for Trademark Examination” in which quality
Quality Policy and Quality Manual, the JPO has been implementing the
following measures to maintain and improve the quality of trademark

examination. For further details, please see the JPO website ™.

a. Quality Assurance

For the purpose of quality assurance of trademark examination, the
managerial personnel of the examination office check and confirm
substantive/formality aspects of documents concerning dispositions by
examiners for all cases before issuing the documents to applicants/
agents.

Additionally, trademark examiners consult with peer examiners for the
purpose of sharing knowledge and information that examiners have
accumulated through experiences to make prompt and accurate
decisions.

b. Quality Verification

Quality verification aims to identify the quality of trademark
examinations by auditing documents concerning dispositions by
examiners, which were randomly selected by quality management
officers, from the viewpoint of whether examiners’ dispositions, etc., were
made in accordance with principles such as laws, regulations and
examination guidelines.

Additionally, in order to identify users’ needs concerning the quality of
trademark examinations, the JPO has continued to conduct a user
satisfaction survey since FY2014, on the quality of trademark
examinations targeting domestic companies, agents representing foreign
companies. Furthermore, the JPO holds hearings in meetings for
exchanging opinions with companies and accepts information provided

on individual cases.

c. Subcommittee on Examination Quality Management

Based on the report from the Subcommittee on Examination Quality
Management, the JPO defined the “matters to be addressed in the
examination quality management” and has been implementing measures

(B28E1EL. 4) (i)c. &R), in the examination quality management for patent, design and trademark
(See Part Il, Chapter 1, 1.4 (i)c).
B %14, %14 14, %14
%14 HAGE ( AAZE ) *14 Japanese version ( S )
http://Awww.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.ntm Jlgpa”ese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm Eng“sh

HEERR
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm

English version
http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm
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—Z0BREOESENSITS>HDTH S, 2015FE .
EIROHEA N (EICERAEIR) CBHTIEEEEDYK
T&4TV, 2016548 1ENSHEAL TW5, 20165FEE .
FICEHEDAZIRER (EICHIEERFELIFR) BT 285
BEHEDRETEITVN.2017FE4B1BH SEAT 2 FETH .

(iii) ——AEEIMELELER - SEEEELEORS

BT I, BESFREEOEEERXIFEEN. tHAD
FTEIEDIEERARXIIRBE BT I2NENDEEICH
T5H—EEE LT, BIEEETRIAINECRICEWTE
HBARICEBHOERBROEE W6T4EH) ICEDETE
LEm - REEEEE) 28FERL. IhZzARLTWL
%, FFEFT Tld, ABEEEDERICH D, FBLERIC
BHBEWET IERXIEBREETIL—EV T L. KT IL—
TICRROIHOEBEDI—R (ELEI1—R) =250
W3,

Sk, FFEFTIE. T —XEEZ A OERROEE (19
1) 22ZBRELTBELL EBUER - REER
H¥E [ERSEEI1-2017THREE], Z/EK L. 20164
12RleAFELIEHS,

KNIRBICARZIETE U ABEEEG, 21— —DOFEE
ZALESE, FATICBIT2EEDOTREEE—BHDFER
BB EICET BT ENBHFEENS,

(i) Revision of the Examination Guidelines for Trademark™'®

The Working Group on the Trademark Examination Standards has
been deliberating under the two-year plan for FY2015 and FY2016 toward
comprehensive review of the Trademark Examination Guidelines. This
review is being made from the viewpoint of contents based on changes
in the environment surrounding the commercial transactions or user
needs, and the trends of recent court precedents, as well as from the
viewpoint of constituent of overall the guideline and unifying terms, etc. In
FY2015, the JPO
concerning distinctiveness of trademark (mainly related to Article 3 of the

revised the Trademark Examination Guidelines

Trademark Act). The revised version of the Trademark Examination
Guidelines became effective on April 1, 2016. In FY2016, the JPO revised
the Trademark Examination Guidelines mainly concerning the grounds of
unregistability (mainly related to Article 4 of the Trademark Act). The
revised version of the Trademark Examination Guidelines will become
effective on April 1, 2017.

(iii) Integration of the Nice International Classification and the
Examination Guidelines for Similar Goods and Services

As unified criteria in the examination to determine whether or not goods
or services designated in a trademark application are similar to those in
another’s prior trademark, the JPO prepares and publishes the
“Examination Guidelines for Similar Goods and Services” every year
based on goods and services listed in the Appended Table stipulated in
Article 6 of the Ordinance for Enforcement of the Trademark Act
(approximately 6.4 thousand items). In preparations for this Examination
Guidelines, the JPO divides goods or services that are assumed to be
similar to each other into groups and provides a specific code (similar
group code) for each group.

Lately, the JPO prepared the “Examination Guidelines for Similar
Goods and Services [corresponding to the 11-2017 version of the Nice
International Classification]” listing, as reference information, goods and
services of the “Nice International Classification” (approximately 10,000
items) and published it in December 2016™.

This Examination Guidelines provided with significantly expanded
contents are expected to improve convenience for uses and further
improve predictability and consistency of trademark examinations in the
JPO.

¥15 BARE
https://www.jpo.go.jp/shiryou/kijun/kijun2/syouhyou_kijun.htm
EES
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/tt1302-002.htm

%16 BARE
https://www.jpo.go.jp/shiryou/kijun/kijun2/ruiji_kijun10.htm
TEEERR
http://www.jpo.go.jp/english/ip-rights/trademarks/classification/
index.ntml
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https://www.jpo.go.jp/shiryou/kijun/kijun2/syouhyou_kijun.htm
English version
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/tt1302-002.htm

* 16 Japanese version
English version
http://www.jpo.go.jp/english/ip-rights/trademarks/classification/index.htmi
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The Act for Partial Amendment to the Patent Act and Other Acts (Act
No. 36 of 2014), which included expansion of subjects to be protected by
trademarks and was enforced on April 1, 2015, has newly enabled
registration of non-traditional trademarks, such as motion trademarks,
hologram trademarks, color trademarks, sound trademarks, and position
trademarks. As of the end of December 2016, 1,446 applications for
registration of non-traditional trademarks had been filed, out of which 183
trademarks were registered. It would be highly expected that non-
traditional trademarks would play a great role in brand strategies as an
eloquent communication medium for brand which could be more
effective than words.

(i) Outline of Regional Collective Trademark System

The Regional Collective Trademark System was introduced in April
2006 in order to provide proper protection of trademark rights for regional
brands composed of a combination of regional name and goods
(services) name. Prior to this, the trademarks composed of “regional
name + goods (services) name” could not be registered without gaining
nationwide public recognition. After the introduction of the Regional
Collective Trademark System, however, it became possible to register
trademarks at an earlier phase, even before being widely recognized
throughout the nation as long as they are recognized by users within a
certain range of area. In 2014, the JPO revised the Trademark Act to relax
requirements for the subject who can file for an application for trademark
registration, which used to be limited to business cooperative
associations, etc., under the former Regional Collective Trademark
System, expanding to include commercial and industry associations,
chambers of commerce and industry, and specified non-profit
organizations (NPO), who would play a major role in disseminating the
regional brands.

As of the end of December 2016, 1,156 applications had been filed for
*17

registration of regional collective trademarks, out of which 598
trademarks were registered.

(i) Publicity Activities for Regional Collective Trademarks

To promote further dissemination and utilization of regional collective
trademarks, the JPO creates “Case Examples of Regional Collective
Trademarks” every year and distributes it to participants of seminars on
the regional collective trademark system.

In 2016, in addition to the “Case Examples of Regional Collective

X7 BEABEEICR S & duEE28t, w444, BR - BER
89, JLEEL3M. FBSOM. #1434 FE4TMH. ME274.
FUNTT7HE HEBIBHCINZ T, AED 5 DHEES3FERS N TL
5 (BHHEFNRICIDDDDIEREBENZNATY ),

*17 The breakdown of registrations by region is as follows: 28 in Hokkaido, 44 in Tohoku, 89
in Kanto and Koshinetsu, 53 in Hokuriku, 80 in Tokai, 143 in Kinki, 41 in Chugoku, 27 in
Shikoku, 77 in Kyushu, and 15 in Okinawa. In addition, 3 trademarks from abroad have
been registered (trademarks across more than one region are counted for each).
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Trademarks,” the JPO also created a brochure (in Japanese and English
version) that explains the outline of the regional collective trademark
system in an easily understandable manner. The English version of the
brochure has been distributed through relevant foreign organizations
such as JETRO in order to promote dissemination of the Regional
Collective Trademark System overseas.

Additionally in 2016, in the “Circuit Japan Patent Office” that has been
conducted to reach users in the local regions for the purpose of
expanding the range of enterprises utilizing IP rights, and promoting
measures regarding IP rights, the JPO held lectures and displayed
panels to commemorate the 10th anniversary of the start of the regional
collective trademark system. Particularly in the “Circuit Japan Patent
Office in KANSAI” held in Kansai region in November 2016, the JPO held
the “Regional Collective Trademark 10th Anniversary Seminar” in which
explanation on the system and panel discussions were presented.
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Trials and Appeals
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As an upper instance of examination, Trials and Appeals play roles in
reviewing examiners’ decisions of refusal, and in contributing to early
resolution of disputes over the validity of IP rights. To fulfill these roles,
various measures have been taken toward expeditious examination and
enhancement of the contents of examination.

The JPO has been working on expeditious and precise examination for
trial and appeal cases. In 2016, the average pendency period for an
appeal against an examiner’s decision of refusal was 13.1 months for
patents, 6.8 months for designs, and 7.2 months for trademarks. Please
see Chart 2-1-11 for the status of other types of proceedings.

In addition, in response to the needs for early decision, the JPO
implements the accelerated appeal examination system under which the
case of appeal against an examiner’s decision of refusal is prioritized in
proceedings upon the request, if the case satisfies the specific
requirements. In 2016, the number of requests for accelerated appeal
examination™'® was 176 for patents, 3 for designs, and 5 for trademarks,
and the average pendency period™"® was 4.3 months for patents, 2.4
months for designs, and 2.5 months for trademarks. In addition, trial
cases, including trials for invalidation, where the validity of granted rights
is disputed, will be, in principle, prioritized over ex-parte appeal cases to

solve the disputes earlier.

X18 TRMAFIBICHY 2FBHAZ, NMEHSEPIBES NI, 28
FBESnGh > Ich FIBERSNILERE) 2805 L,
2016F e B\ 2 RHFIBORHARIE, FFN2466, BEH 3,
BIENSHTH 5 Tco

K19 REABEONREB S LBHICDOVWT, BENB S NEEAREE B>
THEERNFE S ND T TOHBEOBEFT,

*18 The number of cases where the “Written Explanation of Circumstances Concerning
Accelerated Appeal Examination” was submitted and the cases were transferred to the
board in charge. When the cases that were not transferred to the board in charge
(including cases that involve decision to grant a patent upon reconsideration by
examiner before appeal proceeding) are included, the number of requests for
accelerated appeal examination made in 2016 was 246 for patents, 3 for designs, and 5
for trademarks.

*19 In the cases that are subject to accelerated appeal examination, the average pendency
period is an average CY period from the day when the proceedings can be initiated after
a request for appeal to the day when a appeal decision is dispatched.
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2-1-11H : 20165 BEOKR
Chart 2-1-11 : Status of Proceedings in 2016

EHEEETIREH
Appeals against an HEEH ETIEEH ST EGHEH
examiner’s decision of Trial for Invalidation Trial for correction Opposition Trial for rescission
refusal
snER s EIPHIRS  ERMEE SR IR HIRER  NERGE EIPHIR R EIRHR’
Number of Number of Number of Number of Number of
Disposi- ~ Fendency  pjspogi.  Pendency - pigposi  Pendency  pigpogi. Pendency pjgpog. Pendency
tions' Period tions' Period tions' Period tions' Period tions' Period
5T - RAAFE
Patents & Utility 11,562 13.1 238 10.5 165 2.7 707 5.8 — —
Models
BE
Designs 462 6.8 29 15.5
e 741 7.2 103 1.3 — — 480 8.3 969 6.4
Trademarks : : : :
(HZ) (Notes)
1 BRWIL (WD) FRARIL (SHTF). RUWT - RROHHOESt, RHEDPILIIHE 1 The total number of requests granted (including requests partly granted). requests not
FEBAIDHE granted (including dismissals), and withdrawals/abandonments. The number of oppositions
2 BHIFEKE (x1) 15, BROFED (%2). T - BEOEEH. XEATOREEFE is counted by opposed patent.
TOHBOBFETY, BIFER. 2 Average processing period in a calendar year from the date a request is filed (*1), to the
(%1) RFPIUICOVTIFRFPIH. HIHEEEEARBNICBV THIBSEICHRDBH date a trial/appeal decision is dispatched (*2), to the date a withdrawal or abandonment is
[COVWCRBETREEB>cE (ErPBED) . finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.
(3% 2) BHFEFPIICHBVTCECHERELN CREDTFE) £T5HDEFZ0DHRXH. 1R (*1) The date for opposition is the date an opposition is requested. The date for cases con-
DEHCBNTERDFEZT O DD ZDFEH, cerning “reconsiderations by examiners before appeal proceedings” in “appeal against ex-
3 EHFHOMSHCEIERAFENSEND. aminer's decision of refusal” is the date it becomes ready to conduct proceedings (the date

the case has been transferred to the board in charge).
(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice
of a trial decision) is to be made, it is the date the notice is dispatched. In trial for patent
invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the
notice is dispatched.

3 Trial for invalidation statistics include invalidation trials for utility models.
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(i) Trial and Appeal Practitioner Study Group

The Trial and Appeal Department convenes a study group every year,
called the “Trial and Appeal Practitioner Study Group” comprised of the
practitioners including administrative judges, employees of IP
departments of companies, patent attorneys and lawyers. Each Study
Group deliberates on the method of judgements in making trial/appeal
decisions or rulings in actual cases.

In 2016, the Study Group studied 20 cases in total composed of 14
patent cases, 2 design cases and 4 trademark cases, and deliberated on
judgements of inventive step and description requirements, etc. The
results of the case studies were consolidated into a report which has

been published and made available to the public at the JPO’s website .

(ii) Executive Legal Advisers on Trials and Appeals

The JPO has invited former judges and academic experts who have
sufficient experience in the IP field as Executive Legal Advisers on trials
and appeals. Executive Legal Advisers play a role in giving advice on
advanced legal issues as well as teaching at training sessions, etc.

(iii) Consultants on Trial/Appeal Decisions and Court Judgements

In order to contribute to further improvement of conduct of the
examination, the JPO has appointed those who have judicial qualification,
etc.,, as consultants on trial/appeal decisions and court rulings.
Consultants on trial/appeal decisions and court judgements provide
advice on the aspect of civil law, and prepare and provide feedback on
the contents of oral proceedings as well as written notice of proceeding
matters and record of oral proceedings.

%20 BARGE
https://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei_
kentoukai.htm
https://www.jpo.go.jp/english/reference_room/reports/
Jitsumusya_kenkyukai_e.htm

* 20 Japanese version
https://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei_kentoukai.htm
English version
https://www.jpo.go.jp/english/reference_room/reports/jitsumusya_kenkyukai_e.htm
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(i) Enhancing Oral Proceedings

In inter-partes trial cases, including trials for invalidation and trials for
rescission, oral proceedings are actively utilized. Oral proceedings, where
the panel orally communicates with both parties concerned, are helpful to
grasp and sort out the points of dispute accurately, and to settle the
dispute with both parties feeling well convinced and satisfied with the
results. As for trials for invalidation for patents, utility models and designs,
in principle, oral proceedings are held for all cases except for those
where all parties concerned request documentary proceedings. As for
trials for rescission of trademark registration for which a written reply and
a written refutation has been submitted, in principle, oral proceedings are
held for all cases except for those where all parties concerned request
documentary proceedings.

Additionally, the trial/appeal court is equipped with IT apparatuses
including monitors so that all the participants can grasp, in a prompt and
accurate manner, materials and evidences brought by the parties
concerned, as well as the contents of draft trial records prepared by the
trial clerks, etc. This would allow both parties to argue to the full extent,
enabling oral proceedings to be carried out smoothly.

In 2016, 241 oral proceedings were conducted.

Interviews and

(i) Circuit Trial On-site

Video-conferencing Interviews

Examinations,

When companies, universities, etc. in the local regions are the parties
concerned, the panel may visit their regions at their request to conduct
circuit trial examinations (oral proceedings conducted in the local regions
for trials for invalidation) and on-site interviews (interviews conducted in
local regions, aiming for facilitating smoother communication on trials/
appeals). In addition, video-conferencing interviews are also conducted
to facilitate smoother communication between the panel and the parties
concerned through the video conference systems.

In 2016, 22 circuit trial examinations, 8 on-site interviews and 3 video-
conferencing interviews were conducted.

(iii) Understanding and Analyzing the Trends of Court Judgements

To conduct accurate and appropriate examination, the JPO analyzes
and shares judicial judgements regarding the validity of rights in suits
against appeal/trial decisions made by the JPO or infringement litigations.
As for trials for invalidation, etc., the JPO obtains evidences submitted for
invalidity defense in patent infringement suits, through exchange of
information with the court and confirmation to the parties concerned, and
utilizes them for examination.

(iv) Contributing to Maintenance and Improvement of Quality of
Examination
In order to contribute to maintaining and improving examination quality,
the Trial and Appeal Department provides feedback on the examination
results to the examination divisions and exchanges opinions with the
examination divisions on a regular basis.
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Demonstration at the “Circuit Japan Patent Office in HIROSHIMA”
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Disseminating and Raising Awareness of Trial and Appeal Sys-
tem

(i) English Translation of Trial/Appeal Decisions

In order to enhance international dissemination of information on trials
and appeals of the JPO, the JPO has been providing manually-translated
English edition of trial/appeal decisions, decisions on opposition, and
Hantei (advisory opinions on the scope of industrial property rights) that
would help users with the understanding of the law interpretation and its
practices in Japan at the JPO’s website ™'
2016.

In 2016, 143 translated English editions of trial/appeal decisions were

provided.

sequentially since January

(i) Demonstrating Mock Oral Proceedings through Mock Trial Courts

The JPO has been disseminating measures including enhanced oral
proceedings and circuit trial examinations to IP system users in order to
further promote utilization of these measures, and has been
demonstrating mock oral proceedings through mock trial courts in order
to disseminate and raise awareness of the trial/appeal system.

In 2016, the JPO demonstrated oral proceedings through mock trial
courts at the “Circuit Japan Patent Office” series and user seminars
outlining the patent trial and appeal systems. The JPO also published the
video footage of demonstration of oral proceedings through mock trial

courts as one of educational materials for IP-e learning™*.

WOHFEFFT in UM ICSBIFBEE
Demonstration at the “Circuit Japan Patent Office in
KYUSHU”

%21 BARE
http://www.jpo.go.jp/seido/shinpan/shinketsu-eiyaku.html

FREERR

- =
%22 HARERR https://ipe.inpit.go.jp/inaviipe/service

REBRR https://ipe.inpit.go.jp/inaviipe/service/?lang=en

X22, %22

https://www.jpo.go.jp/torikumi_e/t_torikumi_e/decisions.htm (J BAE
apanese

*21 Japanese version
http://www.jpo.go.jp/seido/shinpan/shinketsu-eiyaku.html

English version %22, %22
https://www.jpo.go.jp/torikumi_e/t_torikumi_e/decisions.htm ( Er?;?ih)

k22 Japanese version https://ipe.inpit.go.jp/inaviipe/service
English version https://ipe.inpit.go.jp/inaviipe/service/?lang=en
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Chapter 2 International Initiatives
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Globalization of corporate activities is advancing with expansion of
export destinations due to the growth of emerging markets, overseas
advancement of production plants, R&D centers, and others. Protection
and utilization of intellectual property in emerging countries, etc., is
extremely important for companies to operate their businesses in these
countries and for these countries to attract investment from foreign
companies. The JPO is making efforts toward further harmonization of
the IP systems and operations among countries and regions, and
improvement and enhancement of the IP systems in emerging countries,
etc.

Harmonization of the IP Systems and Operations

HEADE—HEZEREICTSHBEa0MEEZR L
TaicoH, WRAPAEEKE (WIPO) PRERFT L
WAL TN ERE - EROERSHMICEH TN,

WIPOIMEE#HRE=(F. WIPOREKDFTEDRKRE. BB
ROESD. FHFHHAFRHOPIRY v RIBFEBEEDHEIK
EAERE., WIPORKICEDZ2FEICDOWTDRERRE.
I528THH., BEREINTWS, 20165FEDWIPO
IBERETIE. WIPOASSEZFTOMERKR. RIFEAS
¥ (RFR) (DLT) K2 ARLBOHESE. ELAOEE
FHEICOWTCERLRERNM TN,

The JPO strives to further harmonize IP systems and operations in
cooperation with the World Intellectual Property Organization (WIPO) and
foreign IP Offices in order to improve convenience when applicants file
the same applications in multiple countries.

The annual Assemblies of WIPO’s member states are the series of
meetings to decide matters related to the entire organization, such as the
formulation of budgets, appointment of the Director General, and
approval of amendments to Regulations under the PCT and the Madrid
Protocol. During the WIPO Assemblies held in 2016, various important
issues were discussed, such as the establishment of new external offices
and the convening of a diplomatic conference regarding a Design Law
Treaty (DLT).
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The B+ Meeting is composed of IP Offices of 46 countries and two
organizations including the WIPO’s Group B members (developed
countries), the EU member countries, the EPC member countries, the
EPO, the European Commission, and South Korea. This Meeting is held
every year with the aim of deciding the direction of discussions to move
toward the harmonization of substantive aspects of patent law.

At the Meeting in 2016, the members reported on “grace period,”
“conflicting applications” and “prior user rights,” which are the focused
themes that have been considered since 2015, and agreed to hold a
symposium for users on harmonization of patent law in 2017.

The Meeting of the IP5 Heads of Office is a framework established in
2007 by the IP5 Offices, namely the JPO, the USPTO, the EPO, the SIPO
and the KIPO that have been working together in handling various issues,
such as mutually accessing examination results, simplifying application
procedures, and enhancing the quality of patent examinations. The
number of patent applications filed with the IP5 Offices reached 2.384
million in 2015, accounting for approximately 80% of the total patent
applications filed worldwide (2.889 million).

At the 9th Meeting of the IP5 Heads of Office held in Japan in June
2016, the IP5 Offices agreed on the IP5 Joint Statement in Tokyo 2016
(Tokyo Statement) proclaiming the future direction that IP5 cooperation
should move toward, including (i) enhancement of the relationship with
users, (i) providing high-quality and reliable examination results, (iii)
exploring the IP Offices’ readiness to respond to emerging technologies.
They also agreed on the launching of a pilot framework under which the
IP5 Offices will collaboratively prepare international search reports
involving PCT international applications, and extend the pilot period of the
IP5 PPH (Patent Prosecution Highway among IP5). On the eve of this
Meeting, a user meeting was held, and the attendees actively exchanged
views regarding patent system harmonization, etc.
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The ID5 Meeting is a framework established in 2015 to promote
international cooperation in the field of industrial design among the 1D5
Partner Offices, namely the JPO, the USPTO, the EUIPO, the SIPO, and
the KIPO.

At the second ID5 Annual Meeting held in China in November 2016, a
joint statement was adopted, which proclaimed that the ID5 Partner
Offices will work collaboratively on a variety of projects aiming to promote
their mutual understanding of industrial design systems and to enhance
user-friendliness of the industrial design services. Additionally, the 1D5
Partner Offices approved the establishment of 12 cooperation projects
focusing on specific subjects, including studies on industrial design
systems and examination practices in ID5 Partner Offices, IT support
industrial design classification systems, statistics, etc. This
approval has enabled international cooperation in the field of industrial

systems,

design to be officially initiated. The JPO will serve as a lead office in four
projects that would contribute to bringing about benefits to both users of
industrial design systems and the ID5 Partner Offices, which are
“Compilation of Industrial

Design Statistics,” “Study of Design

Classification Conventions & Practices,” “Comparative Study of the
Application of a Grace Period for Industrial Design Applications,” and
“Comparative Study of Partial Designs as an Effective Means of

Protection for Industrial Design Innovation.”

The TM5 Meeting is a framework established in 2011 to support the
global business expansion of companies by creating an environment in
which trademarks of companies from around the world can be
adequately protected and utilized in every country in the world, through
the international cooperation by the TM5, namely, the KIPO, the EUIPO,
the SAIC, the USPTO, and the JPO.

At the Fifth TM5 Annual Meeting held in China in October 2016, the JPO
took the initiative of the “Continuation/Expansion of Bad Faith Project.”
The TM5 agreed to complete the “Case Examples of Bad-Faith
Trademark Filings” by March 2017, and for the International Trademark
Association (INTA) to co-host the
group. The JPO also proposed a new project related to quality
management, and agreed with the other members to proceed to adjust

“first joint workshop” with the user

its specific contents in the future.
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The total number of patent applications filed with the JPO, the SIPO,
and the KIPO (TRIPO) in 2015 reached 1.634 million accounting for
approximately 60% of the total patent applications filed worldwide (2.889
million). Taking this into account, it is vital to enhance cooperation among
Japan, China, and South Korea for the advancement of global IP
systems.

At the 28th Heads Meeting between the JPO and the KIPO held in
Japan on December 7, 2016, the JPO and the KIPO signed the revised
version of the Memorandums of Cooperation to expand the scope of the
exchange of the lists of regional collective trademarks and geographical
indications (Gl), which has been implemented since 2010. Through this,
the Gls of agricultural, forestry and fishery products to be protected by
the Geographical Indications Act in Japan, which was enforced in June
2015, and the “Certification Mark for Geographical Indications” registered
under the Trademark Act in South Korea will be added to the scope of the
exchange of the lists.

At the 23rd Heads Meeting between the JPO and the SIPO held on
December 8, 2016, the JPO and the SIPO agreed not only to continue to
implement the JPO-SIPO Examiner Exchange Program through utilization
of cases under the Patent Prosecution Highway (PPH), etc., but also to
expand its scope to a larger scale, to continuously invite examiners of
Patent Examination Cooperation Center under the SIPO to participate in
the Program, to ensure opportunities to exchange opinions between
participating examiners and users in their partner countries, and to
enhance contents of the Program. The JPO and the SIPO also agreed, in
relation to accession of China to the Geneva Act of the Hague
Agreement, that the JPO would further provide cooperation for the SIPO
through sharing information on the experiences when Japan acceded to
the Geneva Act of the Hague Agreement, as well as the status after its
accession.

At the 16th Trilateral Policy Dialogue Meeting among the JPO, the SIPO
and the KIPO held on December 8, 2016, the JPO, the SIPO and the
KIPO agreed to publish the reports outlining the results of the
comparative studies and case studies that had been conducted at the
Joint Experts Group for Patent Examination (JEGPE), to publish the
results of the comparative studies on the trial systems for patent
invalidation among Japan, China, and Korea, and to exchange statistical
information on trials/appeals periodically from now onward. The JPO, the
SIPO and the KIPO also exchanged opinions on the future TRIPO
cooperation, resulting in the agreement to hold the Joint Experts Group
for Patent Examination (JEGPE) and the Joint Experts Group for
Automation (JEGA) Meeting, which had been held periodically on a
necessary basis, and to consider on how to hold experts’ meetings in a
more efficient manner.
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Accession to the Patent Law Treaty (PLT) and the Singapore
Treaty on the Law of Trademarks (STLT)

The PLT and the STLT are treaties aiming to harmonize and streamline
national application procedures that differ from country to country in
order to make such procedures more user friendly.

The PLT and the STLT took effect on June 11, 2016 in Japan. In order
to be in compliance with those treaties, the "Act for Partial Amendment to
the Patent Act and Other Acts (Act No. 55 of 2015),” including relevant
provisions to implement procedures stipulated in both Treaties, was
enforced on April 1, 2016. This has completed legislative measures
having been taken in the past to make available the procedures in
accordance with both treaties.
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Support for Improvement of IP System
in Emerging Countries and Developing Countries
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Emerging countries, such as the ASEAN countries and India, are
deemed to be a promising place for companies from around the world to
develop their businesses. Therefore, the improvement and enhancement
of the IP system in these emerging countries must be urgent issues from
the viewpoint of improving the investment environment.

(i) Multilateral Cooperation with ASEAN Countries

The JPO established a cooperative framework of the ASEAN -Japan
Heads of IP Offices Meeting in February 2012, which serves as an
opportunity for high-level dialogues between the JPO and IP Offices in
ASEAN countries. Since then, the Meeting has been held every year to
formulate and review the ASEAN IPOs - JPO IPR Action Plan. At the 6th
ASEAN -Japan Heads of IP Offices Meeting held in Indonesia in July 2016,
the JPO agreed to the “the ASEAN IPOs - JPO IPR Action Plan 2016-
2017” with ASEAN IPOs, including the cooperation toward formulating and
revising the patent examination guidelines in ASEAN countries, the
support for accession to international treaties and its operations, and the
sharing of the JPO’s knowledge and know-hows regarding training
examiners and managing examination practices. As the cooperation
toward formulating and revising the patent examination guidelines based
on this Action Plan, the JPO hosted the patent examination guidelines
seminar in Japan in September 2016, and shared the JPO’s experiences
and knowledge with practitioners from ASEAN IPOs.

(i) Bilateral Cooperation with ASEAN Countries

In addition to the multilateral cooperation with ASEAN countries, the
JPO signed Memorandums of Cooperation with each IP Office of the ten
ASEAN countries to provide support tailored to each country’s
circumstances, and has been advancing bilateral cooperation with each
of these countries. The major achievements of FY2016 were as follows;

a. Patent Prosecution Highway (PPH)
The JPO commenced the PPH program with the National Office of
Intellectual Property (NOIP) of Vietnam in April 2016. As a result, the JPO
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has been operating the PPH program with six major ASEAN countries (the
Philippines, Indonesia, Malaysia, Singapore, Thailand and Vietham) since
then, which means that the PPH program is now available for almost all
applications filed with IP Offices in ASEAN countries by Japanese
applicants. As for the PPH program with the Directorate General of
Intellectual Property (DGIP) of Indonesia, the JPO agreed to extend its
pilot period for another three years from June 2016 and provided
cooperation to improve operations of the PPH program by sending
experts from the JPO to the DGIP of Indonesia several times.

b. Support for Acceding to International Treaties

In order to share the JPO'’s knowledge and know-hows on preparations for
accession to the Madrid Protocol and the operations thereof, the JPO hosted
a training session for the personnel from the Department of Intellectual
Property (DIP) of the Ministry of Commerce of Thailand, the DGIP of
Indonesia, the Intellectual Property Cooperation of Malaysia (MylPO), the
Ministry of Commerce (MoC) of Cambodia, and the Department of Intellectual
Property (DIP) of Laos. The JPO also sent its personnel for the training
session hosted by the WIPO to share the JPO’s knowledge and know-hows
on preparations for accession to the Geneva Act of the Hague Agreement
and the operations thereof with the personnel from the NOIP of Vietnam. The
JPO further provided support to the Ministry of Industry and Handicraft (MIH)
of Cambodia for accession to the Patent Cooperation Treaty (PCT) by
hosting a seminar there. Cambodia acceded to the PCT in December 2016.

c. Sending Patent Examiners to Training Session for New Examiners

in the DIP of Thailand

The DIP of Thailand has been working on a three-year recruiting project
to for a large scale of employment of patent examiners, starting from
2016, aiming to speed up patent examinations. Approximately 20
examiners were employed in October 2016. Based on the Memorandum
of Cooperation signed by the JPO and the DIP of Thailand in May 2015,
the JPO sent four patent examiners to teach at the training session for the
new examiners in the DIP of Thailand. The JPO also provided training on
the training method for senior examiners of the DIP of Thailand who are
responsible for training new examiners.

d. Support for Establishing an Intellectual Property Office for Myanmar
For Myanmar that has been making preparations to establish its own
IP Office, the JPO accepted trainees to provide training specialized in the
formulation of the internal work flows in the IP Office. The JPO also sent
examiners in order to help them with formulating examination guidelines.

e. Exchanging IP Information Data such as Patent Gazettes

The JPO agreed to exchange data such as patent gazettes with the
Intellectual Property Office of Singapore (IPOS), the Intellectual Property
Office of the Philippines (IPOPHL), the NOIP of Vietnam and the DIP of
Thailand, and has been providing a service in which users can browse
data received from these IP Offices via the Internet. In July 2016, the JPO
also agreed to exchange data such as patent gazettes with the DGIP of
Indonesia and started preparations to receive data from the DGIP of
Indonesia.
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f. Other Types of Cooperation

In 2016, the JPO commenced the Cooperation for facilitating Patent
Grant (CPG) with the MIH of Cambodia and the DIP of Laos (See Part Il
Chapter 2, Section 3-2)).

In March 2016, to commemorate the 50th Anniversary of the
Establishment of Diplomatic Relations between Japan and Singapore,
the JPO held the Japan-Singapore IP symposium in Japan, in which the
JPO and the IPOS introduced their respective latest initiatives, and
corporations and also introduced the actual status of their IP utilization.
Additionally, at the annual intellectual property conference (IP WEEK)
hosted by the IPOS and held in Singapore in August 2016, the JPO
hosted a special session to share information on the initiatives of the JPO
and IP strategies of the global companies.

At the Second Indonesia-Japan IP Forum held in Tokyo in October
2016, the latest status concerning the IP systems in both countries, the
amendments to the Patent Act and the Trademark Act in Indonesia, and
judicial dispute resolutions were shared

In June 2015, the JPO and the Department of Industrial Policy and
Promotion (DIPP), Ministry of Commerce and Industry of India signed a
Memorandum of Cooperation stipulating the sharing of information on the
legal systems and operational practices, human resource development for
the improvement of examination capacity, including utilization of the Examiner
Exchange Programs, and others. Through this, the JPO has been supporting
Japanese corporations with investing and expanding their businesses in
India that has been an attractive emerging market, from the aspect of
intellectual property, by deepening its cooperative relationship with the DIPP
of India in the IP field. In 2016, the JPO provided cooperation to improve
examination capacity at the DIPP of India by sending 12 JPO’s patent
examiners in total for two occasions from April to May and in August to
teach at the training sessions for approximately 400 new examiners in India.

The JPO has been providing cooperation for the Federal Service for
Intellectual Property (ROSPATENT) of Russia in various areas, including
commencing the Patent Prosecution Highway (PPH) in 2009. In December
2016, for the purpose of further strengthening the cooperative relationship
with the ROSPATENT and supporting Japanese industries with their
investment and expansion of their businesses in Russia from the aspect of
intellectual property, the two Offices signed a Memorandum of Cooperation
stipulating the sharing of information on national policies for IP rights, legal
systems, examination guidelines, etc., the cooperation in the area of the
examination, such as sharing examination experiences through
communication among examiners, the cooperation on the protection of
intellectual property rights, such as anti-counterfeiting measures.
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(i) Expansion of IP Cooperation with Brazil

The JPO has been building a close cooperative relationship with the
National Institute of Industrial Property (INPI) of Brazil by continuously
providing cooperation in the area of human resource development and
examination. At the Meeting of the Japan-Brazil Joint Committee on
Promoting Trade, Investment, and Industrial Cooperation held in October
2016, the Ministry of Economy, Trade and Industry of Japan (METI) and
the Ministry of Industry, Foreign Trade and Services of Brazil (MDIC)
adopted the joint statement on collaboration of patent examination, and
established the working group to consider the work sharing of patent
examinations results between both Offices.

(ii) Expansion of IP Cooperation with Argentina

The JPO has been deepening its cooperative relationship with the
National Institute of Industrial Property (INPI) of Argentina. As one of such
efforts, in October 2015, the JPO and the INPI of Argentina signed a
Memorandum of Cooperation stipulating the promotion of mutual
understanding of their respective IP systems, the sharing of experiences
regarding improvements of examination efficiency and workload capacity,
and the enhancement of interactions between the IP Offices and the IP
system users by, for example, providing information through holding
seminars.. Furthermore, in October 2016, the two Offices agreed to
commence the PPH in April 2017, which helped further strengthen their
cooperation in the IP field.

(iii) Expansion of IP Cooperation with Chile

The JPO has been providing cooperation for the National Institute of
Industrial Property (INAPI) of Chile by, for example, accepting trainees
from the INAPI. In October 2016, for the purpose of further strengthening
the cooperative relationship, the two Offices signed a Memorandum of
Cooperation stipulating the promotion of mutual understanding of their
respective IP systems, the cooperation in the area of human resource
development, the promotion of dissemination and raising public
awareness of the importance of IP rights, and others.

(i) Expansion of IP Cooperation with Turkey

In October 2016, the JPO and the Turkish Patent Institute (TPI)
(Currently named as the Turkish Patent and Trademark Office
(TURKPATENT)) signed a Memorandum of Cooperation stipulating the
promotion of mutual understanding of their respective IP systems and
operations, the improvement of the IP systems through mutual
cooperation toward introduction of the PPH and cooperation in the area
of human resource development, the enhancement of interactions with
the IP system users by, for example, providing information, and others.
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The 6th Tokyo International Conference on African Development
(TICAD-VI) Summit was held for the first time ever in Africa in August
2016. At the Uapan Fair” held as part of the Conference, the JPO
introduced, to government officials and others in African countries, its
supporting initiatives in the areas of, for example, development and
improvement of the IP legal system and the enforcement system, and
human resource development in the IP field. To support Africa, in addition
to the budget of the JPO, the WIPO/Japan Funds-in-Trust (voluntary
contributions)*® that the Japanese government provides to the WIPO
every year are utilized.

Sending Experts to and Accepting Foreign Trainees from Emerg-
ing Countries and Developing Countries

For improving and strengthening the IP systems in emerging countries
and developing countries, the JPO has been sending experts and
accepting foreign trainees, etc.

In FY2016 as well, long-term experts continued to be assigned in
Vietnam, Indonesia and Myanmar continuously. The JPO also sent
experts to workshops, etc., related to utilization of the international
application system, dissemination of patent information, IT, and
enforcement, targeting for government officials, etc.

X23 WO EF 1987 FICEXMEENFTOR LEXED D, EEFIT
RPFEREHLREES (ESCAP) HIHOWIPOIIE D& EEZ 5K
& ULIEWIPONDEFEESR "WIPOY v/t - RS XK - 77V R
ZBlER. 2008 FE(CIF. 77 U OB UMNEARBEIEDHDT 7
Y RERIRR, V—0 ¥ 3 v TEHEDORE THEERCRIBFIRAEZ AN,
HRRME. MNMEET OBRIEBEDEEEZEEL TW5,

*23 The Japanese government established the “WIPO/Japan Funds-in-Trust” in 1987 as a
trust fund to the WIPO for supporting developing countries in the field of IP rights,
targeting for WIPO-member developing countries in the region of the Economic and
Social Commission for Asia and the Pacific (ESCAP). In FY2008, the Japanese
government established a fund for supporting self-sustaining economic development in
Africa and has been implementing programs such as holding workshops, accepting
foreign trainees and long-term research students, sending experts and computerization
of IP Offices.

JPO STATUS REPORT 2017 083

Part 2



BHVETIT - BAfREEREE O
&5 - h

Association and Cooperation
with Foreign IP Offices and Related Organizations

PPHE &, S5—F CHEFFIBEC BT S NicHBEICD W
T, HEADOBRBFBICLD, E—FTEIOEMEZEMRL TW
PEZTICEWCHSBFRTCRHEENT TSNS LS
I 2HHEHTH Do

HREFOPPHIE, BAERFTORBICED. 200645
7EICBXETRHITEB SN, 2016F128IR7E. PPH
ST OEIFA5 AL THE D, 2016FICH T BHERD
PPHERSEH #1327, 137#RITEL 1o

HAERHTTIE. 2016F4B ICN N F ABERMOME
fre DB TPPHERIA L. 20165128 RAE. 350F &
PPH%5EHE L T W\ %,

o, BAEBHTIE. 2014F1 B ICBBE N L8E
MOBEATH2 FO—NILEHFEENL T A
(GPPH), 0EBE=EHKEHTWS, GPPHTIZ. ST
[ & L\ TPPH-MOTTAINAI®PCT-PPHE & 8 2 T D
PPH DHMIFHREE 2574, 2017€18(Cid. R—3F VR
BEFTAHF (TNt O GPPHEIT O EUIL22ICHEA U oo

BE. BT OPPHEREIR L P HEHEHREE. PPHR—
YA KPS TR Ny T TESHEETH .

2-2-18 : {5FEE/N\A1 D4 (PPH) OHIE

Chart 2-2-1 : Outline of Patent Prosecution Highway (PPH)
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The PPH is a framework in which an application judged to be
patentable by the Office of First Filing will be subject to accelerated
examination with simple procedures, upon the request of the applicant, in
the Office of Second Filing that is in cooperation with the Office of First
Filing for this program.

The world’s first pilot program of the PPH advocated by the JPO was
launched between Japan and the US in July 2006. Since then, the
number of PPH participating Offices has expanded to 45 as of December
2016, and the cumulative number of requests for PPH in the world
reached approximately 27,137 in 2016.

The JPO commenced the PPH with the National Office of Intellectual
Property (NOIP) of Vietnam in April 2016,
implementing the PPH with 35 Offices as of December 2016.

resulting in currently

The JPO also undertakes administrative responsibilities for the “Global
Patent Prosecution Highway (GPPH)” which is the multinational
framework launched in January 2014. In the GPPH, all types of PPHs
including PPH-MOTTAINAI and PCT-PPH are available among the
participating Offices ™. The Patent Office of the Republic of Poland newly
participated in this framework in January 2017 and, as a result, the
number of Offices participating in the GPPH has expanded to 22.

The PPH Portal Site™* allows one-stop access to PPH implementation
status and statistical information of the participating IP Offices.

YSEFOJRE / Patentable

PHES
Accelerated Examination

PPHERZE
Request for PPH

¥24 PPHICIE, BEOPPHICIIZ. PPH MOTTAINAIKR O'PCT-PPHAY$%
%, PPH MOTTAINAI(EY &1 F ) &lid. EDFTICHICRTHEE
ZUDIChDDET, HBTBETICK DR E DFIRTICED
=, PPHOREZ gL I 28EA#TH D, PCT-PPHE 1. PCTH
BREEICEWTRBEXCERTHEERS CRFIRELH SN
ERBICEDE, RIIEEZHET I N TS DRHEH,

%25 http://www.jpo.go.jp/ppph-portal/index.htm
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%24 Other than ordinary PPH, there are PPH MOTTAINAI and PCT-PPH. The PPH MOTTAINAI
enables an applicant to request for PPH based on the patentability judgment made by
any of the participating IP Offices that conducted prior examination regardless of which
IP Office received a request for patent application. The PCT-PPH enables an applicant to
request for accelerated examination based on the patentability judgement in the written
opinion or opinion of international preliminary examination report at the PCT international
phase.

25 http://www.jpo.go.jp/ppph-portal/index.htm
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2-2-2[ : $SEFEE/NA DA (PPH) ST
Chart 2-2-2 : Offices Participating in the Patent Prosecution Highway (PPH)
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2-2-3H : tHFROHFBEE/NA DA (PPH) EREEHEIDIHERE
Chart 2-2-3 : Changes in the Number of Requests for the Patent Prosecution Highway (PPH) in the World
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The CPG is a framework in which as for an application that has already
been examined and granted in Japan, if the applicant files a request for
accelerated decision on patent granting for the same application with the
IP Office in the country which has participated in this CPG framework, the
decision on patent granting will be made without conducting an
examination in effect. The CPG allows rapid patent granting for
applications filed in countries whose examination systems have not been
sufficiently developed, through utilization of the JPO’s examination
results. The JPO commenced the CPG with the Ministry of Industry and
Handicraft (MIH) of Cambodia in July 2016 and with the Department of
Intellectual Property(DIP) of Laos in November 2016.

As a new form of patent examination cooperation, the JPO and the
USPTO commenced the US-JP Collaborative Search Pilot Program (US-
JP CSP), starting from August 1, 2015.

The US-JP CSP is an initiative in which concerning inventions for which
patent applications were filed in both Japan and the U.S., examiners in
both the JPO and the USPTO conduct their own prior art searches and
share search results along with their opinions before independently but
simultaneously sending a first examination result to the applicant at an
earlier stage. Through this initiative, it would be expected that users can
predict, more accurately, the timing of examination and patent granting
on their filed inventions, and that stronger and more stable patent rights
can be granted to applicants based on prior art search results conducted
by both the JPO and the USPTO examiners.

Both the JPO and the USPTO relaxed the requirement for filing a
request for the US-JP CSP starting from August 1, 2016 and thereby,
applicants have also become able to file a request for the US-JP CSP
concerning their unpublished patent applications.

2-2-4F : BRGBBFEERT OIS LOHE
Chart 2-2-4 : Outline of the US-JP Collaborative Search Pilot Program
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4 PCTEREEOEFREE - ERFHZEED Increased Competency over International Search/International
(=32 N Preliminary Examination for PCT International Application

HAERFTUANZRIEET &9 5PCTEERLEIC D The JPO has expanded its competency as the International Searching
WTH, BREESHFTHEEAELRE - ERTHEESIEEE  Authorty (ISA) and the International Preliminary Examining Authority
EUTEBRRATRS - BT HEEREE/ER - 2t TE  (IPEA) under the PCT so that the JPO can prepare International Search
&5, TEFVEEEDDICEEOWTRILAZES TV Reports and International Preliminary Examination Reports for PCT
%, TDNREKIF. 2016F128BETIIMEE L -7z,  international applications filed from other members states, mainly those

2016FEE. TRED., ZAROEEXIZEEENEFEL  of the ASEAN countries. As of December 2016, eleven countries specify
FEPCTEEHFEICDWT, 12BLD. AVRY TP TEIE  the JPO as a competent ISA/IPEA.

SINPCTEEHFEIC D W, HAERSHT = EE A In January 2016, Laotian national or resident applicants became able to

B ERTaEEiEiE s U OBIRT 2 &N FREE >z, choose the JPO as an ISA/IPEA for PCT international applications, and in
December 2016, applicants who filed PCT international applications in
Cambodia became also able to choose the JPO as the ISA/IPEA.

2-2-51 : BAREHFETFTIC K ZPCTEIRLHBOEGREE - BIFFREBEDOEEINT (20165F1271R%E)
Chart 2-2-5 : JPO’s Competency as an ISA/IPEA under the PCT (as of December 2016)
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SEEEMRCE. 1) ETENXBAERVEERE The International Examiner Exchange Program is a measure through
BOWABRICEDBFBEEDT—U Y7 VT DM which examiners from different IP Offices communicate directly to build
. 2) BAERFTOEEER EEEROMTADEX.  up agood work relationship with each other for the following purposes;1)
3) BEDEDOEWLARILTOREM. 4) FFF2EOHAM. promoting work-sharing of patent examination among the IP Offices
5) HAESFTOREOHESEZEME LT, £EFFH  based on mutual understanding of prior art search and examination
TOEEE EBEIMRT 2BETH 5, HAERETTIE. practices, 2) disseminating the JPQO’s examination practices and
2000F4B N 52016F12B £ CORBET. MEAXIEFR  examination results to foreign IP Offices, 3) harmonizing patent
REBOEREEERGZEEZ. 290TEEEL TWLW5, examination at a higher level of quality, 4) harmonizing patent

2016FE. AXEFHTICIAZ,. 1> R, PEF7>%IE  classification, 5) promoting the JPO’s initiatives, etc. The JPO has
UCoHET2HmBEEZ O, BRESFTOEEEZ66 implemented a short term or a mid-to-long term Examiner Exchange
ZRETDEEBIC, FEEBFTOEEE28Z2DF AN Program with 29 IP Offices and organizations in total during the period
T2 o from April 2000 to December 2016.

In 2016, the JPO dispatched 66 examiners mainly to emerging
countries including India and the ASEAN countries in addition to the five
major IP Offices, and received 28 examiners from other IP Offices.

2-2-6H : EIFEEERBRDREE (2000F4A~20165F12R%RH)
Chart 2-2-6 : Records of Examiner Exchange Programs (Cumulative Total from April 2000 to December 2016)
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BHNTFICET 2BERIMEDCH. BEEBFTOEY For the purpose of information exchange in the trial/appeal field, etc.,
D EBEB TCOZME TSI TN, BHEMFR  the Trial and Appeal Expert Meeting is held, aiming to encourage active
26zfEL TWd, 20165 (1F. 6AICHFETE2BHA+  arguments among practitioners of the Trial and Appeal Departments of 1P
BYEMR2EG., SAICEE TE/OHERHEMREA. Offices. In 2016, the second JPO-SIPO Trial and Appeal Expert Meeting
9B ICEATEANIHHBEEYEFIREEZMEL I, was held in China in June, the 7th JPO-KIPO Trial and Appeal Expert

Fro, EROEHEZAVWCERTIBROSERPOEREEFE  Meeting was held in Korea in August, and then the 4th JPO-KIPO-SIPO
EEEL T, REBHFTOEHE & BHERBOERCHE  Trial and Appeal Expert Meeting (‘Joint Experts Group for Trial and
T2, ERBHEREZHEL TWa, 20164 (3. Appeal”) was held in Japan in September.

2RICEETEICHBREREYERHE. 68ICHETE] Additionally, in order to exchange information on trial and appeal
EHAEEREHERZE. OBICHATE2LHFEEKE  practices among administrative judges of IP Offices through the
HERETFEL . exchange of opinions using actual trial/appeal cases and listening to oral

=5, 2016FE10BICHAT, AEEEUNFOEME  proceedings in court, the JPO has been holding the International
RRMFICDOWTERRERRZIT o I, Administrative Judge Discussion. In 2016, the 3rd JPO-KIPO International

Administrative Judge Discussion was held in Korea in February, the first
JPO-SIPO International Administrative Judge Discussion was held in
China in June, and then the second JPO-KIPO-SIPO International
Administrative Judge Discussion was held in Japan in September.
Furthermore, the JPO exchanged opinions with the TIPO in Japan in
October 2016 regarding international exchange in the trial/appeal field, etc.
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(i) the United States/Japan Patent Symposium

The United States/Japan Patent Symposium, hosted by Giles S. Rich Inn,
that provides US legal professionals with a place to exchange their opinions
in the IP field, was held in the U. S. in May 2016. The JPO sent speakers to
the Symposium, where both parties were able to deepen mutual
understanding of IP litigations and trials/appeals in Japan and the U.S.

(i) 2016 International Conference on IP
The 2016 International Conference on IP was held in Korea in May
2016. At the conference, lectures were given by and panel discussions
were held among participants from the JPO, the Intellectual Property High
Court of Japan, the KIPO, the Patent Court of Korea, and the USPTO, etc.
Through the conference, the participants were able to deepen mutual
understanding of their respective IP judicial systems and trial/appeal
systems.
(iii) Europe/Japan Mock Trial: in Patent
Proceedings
An international symposium was held in France in September 2016,

Gathering Evidence

co-hosted by the European Patent Lawyers Association (EPLAW), the
Japan Federation of Bar Associations (JFBA), and the Intellectual
Property Lawyers Network Japan (IPLNet), and attended by people
working in the IP field in the UK., France, Germany and Japan. At this
Symposium, mock trials focusing on gathering evidence in patent
litigations, etc., were demonstrated by representatives of each country,
assuming the proceedings were conducted in Japanese, French,
German and UK courts. Through the Symposium, the participants were
able to deepen mutual understanding of their respective IP judicial

systems and trial/appeal systems.

(iv) Symposium on Patent Litigation in Europe and Japan 2016

The “Symposium on Patent Litigation in Europe and Japan 2016” was
held in Japan in November 2016, attended by more than 400 people in
total, including judicial professionals in Japan and Europe, such as those
from the German Federal Court of Justice and Japan’s IP High Court;
officials of the IP Offices in Japan and Europe; people from academia; IP
system users including lawyers, patent attorneys and industries. Keynote
speeches with the theme of patent infringement and validity were
delivered, and mock trials with the theme of the Unified Patent Court in
Europe and panel discussions on doctrine of equivalents and patent
validity were presented. Through the Symposium, the participants were
able to deepen mutual understanding of IP judicial systems and trial/
appeal systems in Japan and Europe.

(v) Japan-Korea-China IP Symposium

The Japan-Korea-China IP Symposium was held in Japan in December
2016, co-hosted by the JPO, the KIPO and the SIPO, attended by judges,
academic experts and government officials from Japan, Korea and
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China. At this Symposium, speeches on the latest trends of IP litigations
in Japan, Korea and China were delivered and panel discussions on
interpretation of product-by-process claims were presented. Through the
Symposium, the participants were able to deepen mutual understanding
of IP protections by the administrations and the judiciaries in Japan,
Korea, and China.

The JPO assigns IP experts (researchers) specialized in the IP-right
systems to be stationed in overseas offices of groups and organizations
that have bases in major countries and regions in order to conduct a
wide range of information collection and research activities related to the
IP-right systems and operations in respective countries and regions. The
JPO also collects information and conducts field research on IP-right
infringement cases in each country, and provides these results to the
general public through printed publications, internet and seminars.
Further, in consultations on counterfeits, legal advice is provided for
Japanese companies operating overseas through local law offices and
patent attorneys’ offices in respective countries and regions. The JPO
had an IP expert newly assigned in Brazil in October 2016.

2-2-78 : BN TOHMEFIROEE (20165 12F%HE)
Chart 2-2-7 : Assignment of IP Experts Overseas (as of December 2016) **

:China: JETRO Beijing Office
|Korea: JETRO Seoul Office
I Taiwan: Japan-Taiwan Exchange | ~

| Association, Taipei Office °

{ PR, iy

ey ——————————— bl r—-—————————————————— a

=2 (FMN/Europe) I - IETYT (hE. #E. 55)/ |

| K1Yz b0 Fav I NV TSR | East Asia (China,Korea,Taiwan)) |

1 Germany: JETRO Dusseldorf Office L b : Y1 b O - LREEHR !

----------------- { . mEOINO - UYL :
575 BASERHR - BIEBHEH =

|

|

| P hOY AR LB
JETRO Singapore Office

[(E@% - 7771 #/Middle East and Africa}]
| 7S 7EREESS : 1 hO - KANTBHBA
LUAE: JETRO Dubai Office

[ (a7 97 /South Asiay |
l1>R Vb0 Za—FU—SEHR|
Undia: JETRO New Delhi Office J

(8Rm 7 27 /Southeast Asiay

e
|
V91 o1 NONY T TEHHR

| Thailand : JETRO Bangkok Office

[ g g iy

F————————————— =
|

{dE#/North America) s T
I KE - ¥ hOZ2—3—JHHHH |
73 USA: JETRO New York Office |

RN G

b —a

| 7Z2) - H2 /o OEHE
!_Brazil S&o Paulo Office
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https://www.jetro.go.jp/themetop/ip/

* 26 Japan External Trade Organization (JETRO) website > Intellectual Property Protection
https://www.jetro.go.jp/themetop/ip/
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The“Global Dossier” concept aims for building up a virtual common
system by mutually linking the information technology (IT) systems of IP
Offices so that the information concerning patent application procedures
and examinations (dossier information) held by IP Offices can be shared
and that IT-based new service can be provided. The IP5 Offices and their
industries have been working together to promote the following initiatives
through the Global Dossier Task Force.

(i) Dossier Information Sharing System

Under the Global Dossier concept, the system called “One Portal
Dossier (OPD)” has been developed, which allows examiners of the IP5
Offices to retrieve dossier information of other offices collectively. The
JPO played a leading role in the development of the OPD among the IP5
Offices, and in July 2013, the OPD service for IP5 examiners was
launched. Through this service, examiners of respective IP5 Offices
mutually retrieve dossier information for effective examinations.

In cooperation with the WIPO, the JPO established the technology to
link between the OPD system of the JPO and the WIPO-CASE*#, which
is a dossier information sharing system developed by the WIPO, and both
systems were connected in March 2014. Through utilization of this
technology, the SIPO established the linkage between its OPD system
and the WIPO-CASE in July 2014, and the USPTO and the KIPO
established the linkage between their OPD systems and the WIPO-CASE
in 2015. Subsequently, the EPO also established the linkage between its
OPD system and the WIPO-CASE in July 2016. As a result, the dossier
information sharing network has expanded beyond the framework of the
IP5 Offices.

Meanwhile, the IP5 Offices have been working together to make the
OPD service available to public users. Since July 2016, in Japan, dossier
information™® of inventions whose applications were filed with the IP5
Offices or other IP Offices participating in the WIPO-CASE, has been
available to public users through the Japan Platform for Patent
Information (J-PlatPat) (see Part Il, Chapter 3, Section 1-1)-(i) Provision of
Information on Patent Applications and Examinations Results in Each
Country to Users).

%27 World Intellectual Property Organization - Centralized Access to Search
and Examination

%28 2016F12AKE. 21— —HJ-PlatPatz N L T RV TiERZz SR
TEBFIE. ERFFFT. AT HNMETROWIPOTH® %,
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*27 World Intellectual Property Organization - Centralized Access to Search and Examination

*28 As of December 2016, IP Offices which users can retrieve dossier information from
through the J-PlatPat are limited to the IP5 Offices, the Canadian Intellectual Property
Office (CIPO), and the WIPO.
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WIPO-CASE

® AXAFHATICIZ . 21DE - #BIAS
(201651281R77%)
21 countries/organizations’
participated, in addition to the IP5
Offices (as of December 2016)

O SHDERBIANEITEND
Further expansion is expected in the
future
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(Note) 1 Azerbaijan, England, Israel, India, Indonesia, Australia, Canada, Cambodia,
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Chart 2-2-9 : Outline of Five Short-Term Priorities

Singapore, Thailand, Chile, New Zealand, Papua New Guinea, Philippines,
Brunei, Vietnam, Malaysia, Mongolia, Laos, EAPO, WIPO

(i) Five Short-Term Priorities

At the Global Dossier Task Force Meeting held in January 2015, the
request was made by the industries to work on five short-term Priorities
(XML Based Documents, Active Component—Inter-Office  Document
Sharing, Alerting, Legal Status, Applicant Name Standardization) as the
immediate goals, while moving toward the realization of cross-filing as
the ultimate goal of the Global Dossier that allows users to file the
application with multiple offices simultaneously. Based on this request,
the IP5 Offices have been considering specific steps and issues to be
addressed toward the realization of five short-term priorities.

At the Meeting of IP5 Heads of Offices held in Japan in June 2016, the
IP5 Offices agreed to the specific contents of implementation items and
the future course of action, etc.

FEHARESEAIEE U—RFF BE
Five Short-Term Priorities Lead Office Outline

HREEPFHREEZOXMLE BAERSTT
XML Based Documents JPO

POIT 4 T AVIR—2 Y NREFT

BCOEEHLE KEREFEIRT
Active Component—Inter- USPTO

Office Document Sharing

72— MERE BRANASFEF T
Alerting EPO
U—HIVAT—F R PEERIHEES
Legal Status SIPO
HREAZMOF— o
Applicant Name gﬁﬁ;}gﬁ

Standardization

AXRKHFTOLRENE - FREESFZXMLTRHT DD,
Provide applicants with documents of applications and procedures in
XML format.

BEADNRXRERITOSH B FICT o cFmn'. OARFICBVTEEMBFHREL
TEIFNICNESND T —E RDEIFEE,

Conduct proof of concept of the service in which a procedure completed
by an applicant at one of the IP5 Offices is also processed automatically
in the remaining IP5 Offices as an effective procedure.

AARFHTICHES e —EDHREICEL T, HHE - SEEEERCEEN B
CEZASEBZBD,

Notify applicants or the public of status changes and file wrapper chang-
es in a series of an application filed with the IP5 Offices.

FARKFFTICHBES NI —EDHERICDOVT, ENRIREZRHE T2 DD,
Share legal status data of patents and applications across the IP5 Offices.

BE—HEATHD(CHNND S T HFEIC K > TR > THRo S NUCHBARBIRZRR
—32HD,

Standardize applicant names that are written differently even though they
belong to the same applicant.
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Support Measures
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In order to support companies including SMEs, universities and users
in the local regions with their IP activities, the JPO implements a wide
ranging supporting measures, such as providing information, consultation
services, and fee reductions/exemptions. The JPO formulated the “Action
Plan for Regional Intellectual Property Revitalization” in September 2016
to further promote local and SME support in the IP field.

The J-PlatPat is a patent information providing service equipped with
the functions of gazette retrieval for patents, utility models, designs and
trademarks, reference to legal status of applications, and others™?. In
2016, the functions of the J-PlatPat were enhanced, through which (i)
provision of information on patent applications and examinations in each
country to users, and (i) fixed address service for patent information (pilot

stage) were newly launched.

(i) Provision of Information on Patent Applications and Examinations

in Each Country to Users

The service to provide users with information concerning patent
application procedures and examinations (dossier information) in each
country was launched through the J-PlatPat in July 2016™*%.

The service allows user-friendly consolidated display of dossier
information**® provided by the IP5 Offices and other IP Offices

participating in the WIPO-CASE™®'. Users are able to access the latest

¥29 HAGERR  https//www. j-platpatinpit.go.jp/web/all/top/BTmTopPage
WEEAR  https://www j-platpat.inpit.go.jp/web/all/top/BTmTop
EnglishPage

¥30 HAGMR https://www10 j-platpat.inpit.go.jp/pop/all/popd/POPD_

GMT101_Top.action

BE MTIRETZT—EIND YV 7iE. LToEsDh,

USPTO Global Dossier http://globaldossier.uspto.gov/#/

European Patent Register https://register.epo.org/

advancedSearch?Ing=en

Espacenet https://worldwide.espacenet.com/advanced

Search?locale=en_EP

China and Global Patent Examination Information Inquiry

http://cpquery.sipo.gov.cn/

KIPO One Portal Dossier http://kopd.kipo.go.kr/

WIPO-CASE It RAMATEHERES (WIPO) DBEF L R TIER

HEVRATLATH 2,

¥322016F12AHKE. 12— —hJ-PlatPatz N LT R ITERZSHR
TEBTIE. EXFHFT. DT THNMETROWIPOTH %,

%3

—
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*29 Japanese version https://www.j-platpat.inpit.go.jp/web/all/top/BTmTopPage
English version https://www.j-platpat.inpit.go.jp/web/all/top/BTmTopEnglishPage

*30 Japanese version https://www10.j-platpat.inpit.go.jp/pop/all/popd/POPD_GM101 Top.
action
The following links connect to services provided by the rest of the IP5 Offices.
USPTO Global Dossier  http://globaldossier.uspto.gov/#/
European Patent Register https://register.epo.org/advancedSearch?ing=en
Espacenet https://worldwide.espacenet.com/advancedSearch?locale=en EP
China and Global Patent Examination Information Inquiry http://cpquery.sipo.
gov.cn/
KIPO One Portal Dossier  http://kopd.kipo.go.kr/

* 31 WIPO-CASE is the dossier information sharing system developed by the World
Intellectual Property Organization (WIPO).

*32 As of December 2016, IP Offices which users can retrieve dossier information from
through the J-PlatPat are limited to the IP5 Offices, the Canadian Intellectual Property
Office (CIPO), and the WIPO.


https://www.j-platpat.inpit.go.jp/web/all/top/BTmTopEnglishPage
https://www10.j-platpat.inpit.go.jp/pop/all/popd/POPD_GM101_Top.action
https://www10.j-platpat.inpit.go.jp/pop/all/popd/POPD_GM101_Top.action
https://register.epo.org/advancedSearch?lng=en
https://worldwide.espacenet.com/advancedSearch?locale=en_EP
http://cpquery.sipo.gov.cn/
http://cpquery.sipo.gov.cn/
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BITBIENTED, £ic. EEERICE D 70 )LFHEEE  information through real-time search for databases in those IP Offices,

P EDEEP IO — B R REEENFIATAETH D,  and to obtain English version of dossier Information owned by them.
Furthermore, a filtering function by document type and a displaying
function for displaying a list of assigned classifications and cited
documents are available.

2-3-18 : FYIIEROI—V—RHET—EX
Chart 2-3-1 : Dossier Information Providing Service to Users

BHITICHBESNZE—FBAD K> TiEHz —1ERn ERENCERERTRIEE
Collective display of dossier information of the Selected document can be
identical invention filed with multiple IP Offices displayed

| Dz M—Fh FI(OPD)EE « sanoma

R & FEERNEIRTTBE
Original or English
translation can be selected

(i) FEFEREE7 RLAY—ER (B17) (i) Fixed Address Service for Patent Information (pilot stage)

BEODABBRICT IV ERATZLHODR—IDETE A pilot program was launched in December 2016 for services to
URLZ 1 —H—[CR#tI 22— X DRTAE. J-PlatPat  provide users with fixed URLs uniquely assigned to each application to
[CBWT2016F 128 & DAL, X—ILETOREFIE  access the specific gazette information in J-PlatPat (available only in
ROHBERZ ET D, ARITTIE. FEESBEDHER Japanese). In this pilot program, in order to make it easier for users to
ELTESNZXEETREREIC. BEURLEZAR T /R share patent information by e-mail, etc., an icon to generate fixed URL is
YZEBEL T\, placed on the document display screen obtained as a result of number

inquiry.
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The JPO formulated the “Plan for Optimization Operations and
Systems of the JPO** ” which is the 10-year plan between FY2013 and
FY2022, in March 2013. Currently, the JPO is working on system
development according to the plan, which stipulates that the system
development will be preferentially conducted responding to policies with
higher priorities in parallel with the review of the current system structure.

The major achievements in FY2016 were as follows;

(i) Modifying the Patent and Utility Model Filing Systems

(Completion of real-time system for part of business)

As a result of the review of the current system structure, the JPO
modified the data transfer processing among the receiving system the
formality check system for patents and utility models, the peripheral
examination assistance systems for patents and utility models, and the
record copy management system, and it was shifted from “batch
processing” to “real-time processing” in January 2017. This contributed
to realization of dissolving operational delay within the JPO and speeding
up provision of information to users through on-line inspection, etc.

(i) Development of Electronic Filing Software for English Text of PCT
International Applications
As a result of the system development that needs to be preferentially
conducted responding to policies with higher priorities, the JPO
enhanced the functions of electronic filing software provided by the JPO,
and launched the service to receive PCT international application in
English through the enhanced electronic filing software in October 2016.

X33 BAREERR
https://www.jpo.go.jp/sesaku/sesaku/gyomu/index.ntml
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* 33 Japanese version
https://www.jpo.go.jp/sesaku/sesaku/gyomu/index.html
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Formulation of the “Action Plan for Regional Intellectual Property
Revitalization™**”

In the “Intellectual Property Strategic Program 2016” formulated in May
2016, the “promotion of IP strategies in various fields including local
regions, SMEs, and agriculture, forestry and fisheries” is positioned as
one of the major challenges. The ‘Japan Revitalization Strategy 2016”
decided by the Cabinet in June 2016 also stipulates the “enhancement of
IP Strategies for SMEs.” In response to the these initiatives, the JPO
Intellectual Property
Revitalization” through deliberations at the 9th Intellectual Property

formulated the “Action Plan for Regional
Committee Meeting of the Industrial Structure Council held in September
2016.

This Plan stipulates enhancement of support systems for local regions
and SMEs according to the three fundamental principles that are (i)
implementing local/SME support measures steadily, (i) building local/
SME support systems, and (i) establishing the Key Performance
Indicator (KPI) and the Plan-Do-Check-Act (PDCA) cycle.

(i) Implementing Local/SME Support Measures Steadily

As for the local/SME support measures, the JPO and the National
Center for Industrial Property Information and Training (INPIT) will
continue to take the lead in steadily implementing core support
measures, etc., including dissemination and raising awareness of IP-
related systems and support measures, information provision, various
consultation services, support actions. In the implementation of such
support measures, cross-sectional support systems will continue to be
improved for not only the IP rights (patents, utility models, designs, and
trademarks) for which the JPO is competent, but also trade secrets and
rights in the agricultural sector (breeder’s right and geographical
Indication (Gl)), and meticulous support measures will be taken
according to the needs at each stage of IP acquisition, utilization, and
protection.

(i) Building Local/SME Support Systems

Under close collaboration with the Small and Medium Enterprises
Agency, the “IP Comprehensive Support Counters™*®” and “General
Support Bases” will continue to take the lead in building a system to
develop meticulous support measures comprehensively and integrally
from the viewpoint of users, responding to the actual situations in local
regions.

(iii) Establishing the KPI and the PDCA cycle

In order to enhance effectiveness of the support measures and the
support systems to local regions and SMEs, the JPO will validate results
and effects thereof on a regular basis, and continuously review them for

¥34 HAZERR http://www.jpo.go.jp/sesaku/chiiki/files/index/chizai_
kasseika_honpen.pdf

¥35 FNBEDPHEBELEENREOFRTIEZ D, 71 T TEENSHE
BHECOMMNMEICET 2INACHEKZ. ROXZIREBLENT Y
ANy T TR ZEHXBL, £E4I7THEFRICHKE.

*34 Japanese version http://www.jpo.go.jp/sesaku/chiiki/files/index/chizai_kasseika
honpen.pdf

* 35 One-stop consultation counters have been established in 47 prefectures, in which
counter support staff will provide consultation services for IP-related issues encountered
by SMEs in their businesses, ranging from those at the stage of creating and shaping
ideas to those at the stage of the business development.
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improvement.

The KPI has been established so that results of the support measures
can be evaluated from an objective view point in the central level and the
regional level, respectively. The achievement status of the goals will be
validated on a regular basis. A PDCA cycle will also be established by
revising the goals as well as reviewing and enhancing policy actions,
based on user needs and the results of the satisfaction survey.

The rise in the number of Japanese enterprises’ filing patent
applications overseas has been accompanied by a growing tendency for
such enterprises to become embroiled in IP litigations in other countries.
In particular, for Japanese SMEs, it would raise concerns over the
deterioration in the business environment overseas, due to which, for
example, they may be exposed to greater risk of being forced to withdraw
from the business or facing crises that threaten the very survival of the
companies, because they are unable to pay the vast sums required to
deal with such litigations.

For this reason, in FY2016, the JPO established the group insurance
system to cover the cost of IP litigations overseas as a safety net for
SMEs that become embroiled in IP litigations in other countries.

This insurance is limited to member companies of the following
nationwide organizations that includes SMEs among its members.

5 IZRBRSHE
Underwriting Insurance Companies

=HERB EAK R, RRE_ EHEIANSKRIRIATU
=it BEREY v /VYHAEHERR ST

Mitsui Sumitomo Insurance Co., Ltd., Tokio Marine &
Nichido Fire Insurance Co., Ltd., Sompo Japan Nip-
ponkoa Insurance Inc.

RRE EBEINSRRGH A, BERRY v/ BAERE
L7 SRt

Tokio Marine & Nichido Fire Insurance Co., Ltd., Som-
po Japan Nipponkoa Insurance Inc.

THEG. BXRESE EEPINEEDEF =HEREEANKRRKIST. RavE BN SRR

=tt. BERRY v/\VBAEBKRA AT

Cooperative associations, industrial associations, and Mitsui Sumitomo Insurance Co., Ltd., Tokio Marine &
merchant associations (National Federation of Small Nichido Fire Insurance Co., Ltd., Sompo Japan Nip-

Business Associations)

ARG, BAE - LBBER< 7 Y 7HRICE W TR
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ponkoa Insurance Inc.

This Insurance compensates SMEs for litigation costs such as fees for
lawyers and patent attorneys for IP litigations filed in countries in the
Asian region excluding Japan and North Korea, and compensation
coverage is limited to litigations on those corresponding to rights of
patent, utility model, design and trademark in Japan. In the case of SMEs
defined by the Basic Act on Small and Medium-Sized Enterprise, the
premium will be halved with state subsidy covering the rest, which
indicates the government encourages SMEs to utilize this insurance
scheme.
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Enhancement of the Consultation Service System for Intellectual
Property Related to Agriculture, Forestry and Fisheries

In order to enhance the brand value of agricultural, forestry and fishery
products and protect them as intellectual properties, it is important to
utilize various IP systems in combination including the trademark system,
the design system and the patent system under the jurisdiction of the
JPO, and the geographical indication (Gl) protection system and the
variety registration systems under the jurisdiction of the Ministry of
Agriculture, Forestry and Fisheries (MAFF).

The JPO has been working with the MAFF to promote association
between the IP Comprehensive Support Counters in each prefecture
established by the INPIT and consultation counters under the MAFF in
order to further enhance the consultation service system. As part of such
efforts, the IP Comprehensive Support Counters have actively responded
to a consultation since October 2016, on the Gl protection system and
the plant breeder’s rights as prescribed in the Plant Variety Protection and
Seed Act.
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The JPO compiled information on various support measures provided
by the JPO and the INPIT in an easy-to-understand manner for SMEs,

*36

and posted it on the JPO’s website

(i) Overall support measures
a. Seminars on IP-right systems
b. Personal visits by industrial property right specialist and dispatch of
lecturers to seminars

c. Patent fees reduction and exemption system

d. Support for analyzing and utilizing patent information

e. Consultation counters for trade secrets and IP strategies

f. Accelerated examination and proceeding system (See Part I,
Chapter 1, Section 1-3), Same Chapter, Section 2-2), Section 3-2),
Section 4-1))

g. Interview examination system

h. Interview proceeding system

(ii) Support Measures for International Business Expansion

a. Global Intellectual Property Producers

b. Consultation desk for SMEs encountering issues on counterfeit
goods made in foreign countries

c. Fee reduction and exemption system for PCT international
applications

d. Fee grant system for PCT international applications

e. Subsidy for filling foreign applications

f. Subsidy against IP infringements overseas

(iii) Others

a. Intellectual property finance portal site
This portal site introduces various measures to help lead to financing

by financial institutions through visualization of IP values of SMEs.

*37

B %36, %36

%36 HANGERR EExEE

https://www.jpo.go.jp/sesaku/chusho/index.html ?, 7
[E]e*E

X 37 HAEERR
http://chizai-kinyu.go.jp/
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*36 Japanese version E? =
https://www.jpo.go.jp/sesaku/chusho/index.html

* 37 Japanese version
http://chizai-kinyu.go.jp/
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Information on Support Measures for Universities and Research
Institutes

In order to promote IP activities in universities, etc., the JPO and the
INPIT have developed comprehensive support measures for IP activities
from creation of inventions to utilization and successful commercialization

of rights. For more information, see the JPO’s website .

(i) Utilization of advisers
The JPO has been supporting each institution in the following projects
by dispatching IP experts to universities, etc.
a. Dispatch project of intellectual property producers
b. Dispatch project of intellectual property advisors for University-
Industry collaboration

(ii) Promotion of Utilization of Patent Information

Through effective utilization of patent information mainly on patent
gazettes, etc., IP users will be able to prevent redundant R&D, to promote
R&D utilizing prior arts, and to avoid unnecessary disputes, etc. The JPO
provides the following services to promote utilization of patent
information.

a. Japan Platform for Patent Information (J-PlatPat)

b. Gazette fixed-address service for universities

(iii) Support in Patent Applications/Examinations

a. Fee reduction and exemption of patent application and examinations

b. Refund of part of international search fee

c. Accelerated examination system (See Part I, Chapter 1, Section
1-3))

d. Patent Prosecution Highway (PPH) (See Part Il, Chapter 2, Section
3-1))

e. Interview examination (See Part Il, Chapter 1, Section 1-5)-(i))

(iv) Utilization of Rights
a. Patent Licensing Information Database
b. Research Tool Patent Database
c. Intellectual Property Transaction Specialists Database

(v) Research, Development, and Human Resource Development for
IP rights

a. Research report on issues of industrial property right systems

b. Research report on promotion project for research about issues of
IP in universities

c. IP-e-learning

d. Materials for IP-learning

e. Lecture materials for seminars on IP-right systems for science and
engineering students

f. Patent contest/Design patent contest

%38 HAGEhR
http://www.jpo.go.jp/sesaku/daigaku/index.html

%38, *38
* 38 Japanese version "
http://www.jpo.go.jp/sesaku/daigaku/index.html
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For implementing the Trans-Pacific Partnership Agreement (TPP
Agreement), the "Act on the Development of the Related Acts along with
the Conclusion of the TPP Agreement,” including the bill to amend the
Patent Act and the Trademark Act, was approved and established on
December 9, 2016, and announced as Act No. 108 of 2016 on December
16, 2016.

Adjustment to the Existing Industrial Property Rights System
for Implementing TPP Agreement in Japan

The TPP Agreement was signed in February 2016. This Agreement
aims at realizing a high level of free trade in the Asia-Pacific region, and
formulates common rules among the contracting parties not only for
goods market access or service trade but also for non-tariff fields such
as the IP field. Amendment was made to relevant provisions of the Patent
Act and the Trademark Act as follows to ensure the implementation of the
TPP Agreement.

(i) Extending the period for claiming an exception to lack of novelty of
invention, during which novelty of an invention is not denied by
publication of the invention at an applicant’s will prior to filing a
patent application, from six months to one year (Patent Act);

(i) Introducing the system of patent term extension in cases where the
establishment of the patent right is registered after 5 years from the
filing date of an application, or 3 years from the filing date of a
request for examination, whichever is later (Patent Act); and

(iii) Introducing a statutory damages system pertaining to trademark
counterfeiting (Trademark Act).

The above “ Act on the Development of the Related Acts along with the
Conclusion of the TPP Agreement,” including the bill to amend the Patent
Act and the Trademark Act, was approved by the Cabinet on March 8,
2016 and submitted to the 190th Ordinary Diet Session on the same day.
The same Bill was approved and established in the192nd Extraordinary
Diet Session on December 9, 2016, and announced as Act No. 108 of
2016 on December 16, 2016
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Consideration of New IP system
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In the Fourth Industrial Revolution, which is driving the rise of the
Internet of Things (loT) and artificial intelligence (Al), more and more
things are connected to the internet, so that the amount of usable and
applicable data will increase dramatically. Such data, data analysis
technologies and business models based on the data are highly
expected not only to become major sources of competitive advantages
for many companies, serving as important intellectual property, but also
to bring about socioeconomic innovation.

In order to consider the existing systems and operations related to
intellectual property, standardization and data that adapt to such
revolutionary changes in the industrial structure, in October 2016, the
JPO established the “Intellectual Property System Study Group for the
Fourth Industrial Revolution” consisting of experts from industry and
academia, in cooperation with other relating authorities under the Ministry
of Economy, Trade and Industry. This Study Group discusses on such as
“Industrial Property Rights Systems Adapting to Changes of Industrial
Structure”, “Promotion of Strategic International Standardization” and
“Promotion of Using and Applying Data” intending to report an interim
summary in April 2017.
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