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Chapter 1 Examinations/Trials and Appeals
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Figure 2-1-1: Total Pendency and FA Pendency for Patent Examinations in FY2016
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The JPO has been aiming to achieve the “world’s fastest and utmost
quality patent examinations” so that once applicants obtain patents in
Japan, they may also be able to obtain patents abroad, even smoothly on
the ground that the JPO’s examination results are used as trustworthy
judgements when foreign IP offices conduct examinations. To this end, the
JPO has been implementing various measures focused on “maintaining
speed”, “granting high quality rights”, and “cooperating and collaborating
with foreign IP offices”.

1) Examination Performance
With the acceleration of the intellectual property creation cycle, which
comprises of intellectual property creation, the establishment of rights, and
utilization of rights, there is a growing need to reduce the time of total
pendency. To do so, the JPO has been focusing on speeding up
examinations with the next decade goal established in March 2014.
® The next decade goal is to bring the “total pendency” and the “first action
pendency” (“FA pendency”) to an average of 14 months or less and an
average of 10 months or less by 2023 respectively.
e In FY2016 (April 2016 — March 2017), the JPO achieved the periods
shown in Figure 2-1-1.
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Notes:

- The total pendency (also called the “standard pendency”) is the period
from the request for examination to withdrawal or abandonment or
until a final disposition (excluding cases where the JPO requests an
applicant to respond to the second notice of reasons for refusal and
where the applicant performs procedures they are allowed to use,
such as requests for extension of the period of response and for an
accelerated examination.

- The FA pendency is the period from the request for examination to
issuing the first notice of examination (which are mainly notices of
patent grants or reasons for refusal for a patent application) by an
examiner to the applicant.
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Figure 2-1-2: Number of Patent Examination FAs, Number of Patents Granted, and Number
of International Search Reports Established
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356,179 255,001 235,809 246,879 239,236
260,046 205,711 173,015 191,032 183,919
42,384 40,079 43,571 44,321 45,948

Notes:

1. The number of first actions in patent examination is the number of first notice of
examination results (which are mainly notices of patent grants or reasons for refusal)
issued by examiners to applicants.

2. The number of patents grants excludes the number of patents granted after a request
for appeals against an examiner’s decision of refusal was filed(including patents
granted through reconsideration by examiners before appeal proceedings).

3. The number of international search reports prepared is the number by year of
issuance of international search reports prepared and issued by the JPO as the
International Searching Authority (ISA) under the PCT (the number of international
search reports includes that of “"decisions of not preparing an international search
report.”)

2) Initiatives to Speed up Examinations
(i) Securing the Necessary Number of Examiners
In order to maintain and strengthen the patent examination system, the JPO
is working to secure the necessary number of patent examiners and to rehire
some of the fixed-term examiners whose term of employment had expired.
e For FY2017, the JPO secured a capacity of 1,696 examiners (including
fixed-term examiners).

(ii) Outsourcing of Prior Art Searches
By outsourcing prior art searches to registered search organizations, the
JPO promotes the speeding up of examinations through utilization of the
private sector.
® As of December 2017, there were ten registered search organizations.
® In FY2017, the number of search outsourced was approximately 153,000,
and of those, approximately three-quarters (or approximately 114,000
searches) also involved searches of foreign patent documents in addition

to patent documents in Japanese.

ERAEREORRED SEEENDHAEERRSDEF
A searcher from a registered search organization
reports search results to an examiner.

JPO STATUS REPORT 2018 DHE



—EQEHDTT, HEADSDREZRIT TEERED
EFRPZEEICHRNTRED 2 RAEEFIEZEBL T
W2,

RFEEICE T 2 RREEFEONRIE. (i) Bl

KL TWSHBAICHRBEE (i) AEICHHEL

TWa LR (i) FNEEFOHE. (iv) BRICK

SWEERITLEEFOHE. (v) RERBERKIMIC

By aHE AT,

20175 1&, RHBEEOHEN S —REEENETO

HAM & F92.3D Ho

Under certain conditions, the JPO offers an accelerated examination
system that expedites the commencement of an examination, upon the
request of an applicant.

The accelerated examination system for patent applications may be
allowed in the following conditions: (i) applications for inventions that
have already been put into practice; (ii) applications that are also filed in
one more other countries; (i) applications by small and medium-size
enterprises, etc.; (iv) applications by businesses, etc. that have suffered
damage due to an earthquake; or (v) applications involving environment-
related technologies (pilot program).

In 2017, there was 2.3 months on average from a request for accelerated

examination to the first action.

Figure 2-1-3: Number of Requests for Accelerated Examinations for
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Note:

The number of requests for accelerated examinations
is the number of Explanations of Circumstances
Concerning Accelerated Examination that were
submitted.

(i) Quality Management Initiatives

The JPO has published its “Quality Policy on Patent Examination”, which
constitutes the JPO’s fundamental principles of quality management, and its
“Quality Management Manual for Patent Examination” (Quality Management
Manual), which documents quality management and its implementation
system. Under the Quality Policy and the Quality Management Manual, the
JPO has been engaging in the following initiatives towards realizing the
utmost quality of patent examinations in the world. Moreover, in March 2017,
the JPO established quantitative goals for the quality of patent examinations
to be achieved in FY2017.*' For more details, please see the JPO’s website.*?

X1 HAFE X1, %1

http://www.meti.go.jp/policy/policy_ management/ <J6E§ie>
jissityou-hyouka/29fy-mokuhyou/29fy-jissityou- memuum
mokuhyou.pdf
REE &
http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711
goals_2017/01.pdf
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*1 Japanese
http://www.meti.go.jp/policy/policy management/jissityou-hyouka/29fy- (
mokuhyou/29fy-jissityou-mokuhyou.pdf

x1, k1
REE
English
o]
p)

English
http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711_goals_2017/01.pdf
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a. Quality Assurance

Before sending applicants and agents documents by examiners
regarding notices and decisions, etc., managers in the examination office
check substantive and formal aspects of such documents for all cases.
Examiners consult with other examiners to share search know-how and
knowledge, etc., in order to curb search and decision discrepancies
among examiners.

In FY2017, it became a requirement for examiners to conduct a
consultation with other examiners in cases of a PCT international
application that has been filed in English with foreign IP offices as a
receiving office, and in cases of issuing a third or later notice of reasons
for refusal for a patent application.

. Quality Verification

The JPO randomly selects notices and decisions, etc. prepared by
examiners and quality management officers audit them as to the
appropriateness of examiners’ judgements including notices and
decisions, etc. and official notices drafted as a result of such
judgements.

Since July 2015, quality management officers have conducted audits
prior to sending documents. Therefore, it became possible to send
documents to applicants or agents after resolving mistakes that are
discovered through the audit.

The JPO conducts user satisfaction surveys targeting Japanese
businesses, foreign businesses, and agents in order to ascertain user
needs.

The JPO conducts interviews at informal meetings with businesses and
accepts the provision of information concerning individual cases.

. Subcommittee on Examination Quality Management

In August 2014, the JPO established the Subcommittee on Examination
Quality Management, which consists of external experts, under the
Intellectual Property Committee of the Industrial Structure Council of the
Ministry of Economy, Trade and Industry, for the purpose of receiving
objective validation and evaluation regarding the implementation system
of the quality management implementation system and its
implementation status, and reflecting them in the quality management
system.

The JPO implements initiatives in the quality management of patent,
design, and trademark examinations based on reports by the
Subcommittee on Examination Quality Management.

%2 HAE K2, %2

, . . P . ( Bx=E
http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri. (Japanese)
htm :
REE
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.
htm

*2 Japanese *2, k2

http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm ( Erﬁih)

English
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.htm
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Figure 2-1-4: Results of User Satisfaction Survey on Quality of Patent Examinations
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(ii) Initiatives to Respond to New Technologies such as loT and Al

In the “fourth industrial revolution”, there is a trend towards patent
applications for inventions relating to businesses that connect services and
things and inventions of trained models and data structures and the like,
amidst active study into the utilization of the Internet of things (loT), artificial
intelligence (Al), big data and the like.

Under these circumstances, the JPO is implementing initiatives to
maintain and improve the quality of patent application examinations.

a. Initiatives Related to the Examination Handbook for Patent and Utility Model

© In March 2017, in order to clearly show the practice of examination to the
users, the JPO added 11 case examples to the Examination Handbook™?
for Patent and Utility Model, including the cases of trained Al models and
the cases of data, data structures and the like of loT or 3D printing
related technologies, and published it in Japanese and English.

%3 BAKZE  hittp://www.jpo.go.jp/shiryou/kijun/kijun2/ 3. %3
handbook_shinsa.htm Ja%azr:fse)
KEE hitp://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/ gun,

handbook_sinsa_e.htm K
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*3 Japanese http://www.jpo.go.jp/shiryou/kijun/kijun2/handbook_shinsa.htm
English  http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/handbook sinsa_e.htm
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b.

Initiatives Related to Improvement of Patent Classifications

The JPO assigns the broad facet classification code™ ZIT for cross-
sectional extraction of patent documents that concern loT-related
technologies.

In April 2017, to make extraction of loT-related technologies possible
according to classified by use, the JPO established new classifications entries
by subdividing ZIT by use, such as healthcare use and manufacturing use. ™
As of March 8, 2018, there were 1,424 official gazettes for which the JPO
assigned the broad facet classification codes ZIT-ZJX, and the
breakdown of the number of assignments of each broad facet
classification code is as shown in Figure 2-1-5.°

* The JPO has proposed to foreign IP offices that such classification entry

by use be made into an international patent classification (IPC) so as to
make it possible to extract not only Japanese patent documents, but also
patent documents in foreign languages from the same perspective.
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Figure 2-1-5: Number of Assignments of Broad Facet Classification Codes
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C.

Initiatives concerning Improvement of the Examination System

® In April 2017, the loT Committee, which is comprised of managers, etc.,

and the loT Examination Team, which is comprised of members of the loT

Committee and loT advisers who are well versed in loT-related inventions,

were launched. These were established to ensure uniform quality in

patent examinations, which would lead to high quality patent rights.

® The loT Examination Team shares knowledge of the newest loT-related

technologies and examples of examinations.

o The loT advisers consult with examiners in various fields who examine

oT-related inventions.
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BRhSNE5EN2 04,
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https://www.jpo.go.jp/shiryou/s_sonota/iot_bunrui_
saibunka.htm
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*5

*6

A broad facet classification code means a classification that is assigned from a
cross-sectional perspective spanning multiple fields.

Refer to the following website for the specific subdivided classification entries.
Subdivision of Patent Classification for loT-Related Technologies:

Japanese https://www.jpo.go.jp/shiryou/s_sonota/iot_bunrui_saibunka.htm

Since there may be multiple broad facet classification codes assigned to one official
gazette, the total number of official gazettes in Figure 2-1-5 exceeds 1,424,
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(i) Interview Examinations
The JPO conducts interview examinations to facilitate communication
between examiners and agents, etc.
In 2017 there were 4,239 interview examinations (of these, 1,168 were
conducted on-site and 52 were conducted by video conference).
A video conferencing interview system is employed to meet user needs
such as greater convenience in on-site interview examinations. This
system allows inventors and patent attorneys, etc. who are in remote
areas to participate.
In April 2017, the JPO newly established the Regional Innovation Promotion
Office. This office develops robust interview examination support systems
in conjunction with the expansion of interview examinations.
At INPIT-KANSAI (see Part 2, Chapter 3, 1.3), which was opened in July
2017, on-site interview examinations are given especially on certain days
(the first and third Fridays of the month as of the end of December 2017).

(i) Collective Examination for IP Portfolio Supporting Business Strategy
The Collective Examination for IP Portfolio Supporting Business Strategy
is a measure that supports the acquisition of rights in time with operations
of businesses by having examiners for multiple applications related to the
business (patent, design, and trademark applications) coordinate with each
other to conduct their respective examinations.
In 2017, there were 42 applications for IP Portfolio Collective Examinations
to Support Business Strategy.
Of these, there were 471 patent applications, 4 applications for design
registration, and 13 applications for trademark registration.

Prior art searches are one of the important pillars for maintaining and
improving examination quality, and a constant improvement of the
foundation for prior art searches for both patent documents and non-patent
literature is therefore crucial.

As part of improving the foundation for prior art searches, the JPO

actively proposes to revise International Patent Classification (IPC) so as

to make the superior classification entries of FI*” and F-Term™® the IPCs.

In FY2017, the JPO made IPC revision proposals for eight broad

technical fields in mechanical, chemical, and electrical areas.

As part of improving the search environment for standards-related

documents, in FY2017 the JPO made a formal agreement with the

International Telecommunication Union (ITU) to provide standards-

related documents to the JPO.

The JPO is beginning to assign further subdivided CS Terms ™’ in order to

search for computer software-related non-patent literature efficiently.

X7 Fl (File Index) &3, IPC=#MERM L fc BAERFFTHRE D9¥E,

%8 F&—LI (File forming Term) & &, BfiH%H (F—<) Z&icfEL
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%9 CS#—LA (Computer Software Term) &k, IvEa1—%FY
TR PXERRBICAR LS8, VIR 7N Za 7).
ERMMFEEEL IV 2 —9 V7 NY x PTRERNO @M%
Z#E L 7zCSDB(Computer Software Database) lc& W T, CS
5 — LT & BTN TIHE,
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*7 An FI (File Index) means an original classification by the JPO that is a further development
of the IPC.

*8 An F-Term (File Forming Term) means an original classification by the JPO expanded to
various technical aspects (e.g., purpose, use, structure, material, manufacturing method,
processing and operational method, and means of control) by technical area (theme).

*9 A CS Term (Computer Software Term) means a classification developed for use in
searching for computer software literature. CS term searches can be made in the CSDB
(Computer Software Database), where computer software-related technical literature,
including software manuals and non-technical magazines, etc., are accumulated.
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The JPO has been implementing various initiatives including accelerated
examinations, quality management, and revision of the Examination

BAXOBMEZERL T\, Guidelines for Design in order to appropriately protect designs and to
improve convenience for users.
1) EBEXE 1) Examination Performance

1I—F—DMEEZSBICEEDONEILZED TH The JPO is working to make examinations more efficient for user
D, 2016 E (20165F48 —2017F38) (. 2-1-6  convenience. In FY2016 (April 2016-March 2017), the JPO achieved the
XD "HEFEE OB RO T—REBEEEHECTCOE  “total pendency” and “first action pendency” (“FA pendency”) periods
fE, (FAHRR) &3ERL 7o shown in Figure 2-1-6.

2-1-6H : 20165FEICHIT ZREBEDIEFNLE TOHIR R UFAHIRK
Figure 2-1-6: Total Pendency and FA Pendency for Design Examinations in FY2016

i} —REEEA HEFIE
Application Filling First Action Establishment
of Right

FAHAR Ti56.1H8
FA Pendency | 6.1 months on average

EF L X TOHIRE
Total Pendency

() Notes:

HERNEE TOHIR . BN S BRI F TR (BREELEZR< &
T HEADHIE ERH SN TV BHEZEVMVBEIESZET 5 EICR>TL
BT SBEDINEERD SNDBEEFEIR).

‘FARAR (3. LEN SEEE(C L D EERBRORIDBA (EICEFREEX

The total pendency is the period from the application filing to a final
disposition (excluding international applications filed to register designs
under the Hague Agreement, as well as cases in which applicants are
required to respond to the second notices from the JPO for

IEHEIBERBAIE) PHEBEABANFX SN S & TOHR, amendments submitted by the applicants within a certain period of
time.).

The FA pendency is the period from the application filing until the JPO
sends the first notice of examination results to the applicant, etc. (for
the most part, either a decision to grant a registration or a notice of
reasons for refusal).

2-1-78 : EEFEEOFAHHRUSHREEHHOHRE
Figure 2-1-7: Number of FAs and Registration Decisions for Design Examinations

FAH#

T NUFsEr 6f FAG 31,268 30,581 29,752 30,448 31,600

ERETH

The Number of Registration Decisions 28.208 27.358 26.286 26.156 27.976
(f&E) Note:

FAHHIZ BEBIC L DBFERBRORIDE (EICEHER

The number of first actions is the number of first notices of examination results sent by
BEENFEHEIBHBEHE) NEEASANFEE S NI,

examiners to applicants, etc. (for the most part, either decisions to grant a registration or
notices of reasons for refusal).

JPO STATUS REPORT 2018 DI_ILi
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Under certain conditions, the JPO offers an accelerated examination
that,
commencement of an examination.

system upon the request of an applicant, expedites the
The accelerated examination system may be allowed in the following
applications for design

implementations with an urgent need for registration; (ii) applications for

conditions: (i) registration related to
design registration that are concurrently filed in one more other countries;
or (iii) applications by businesses, etc. that have suffered damage due to
an earthquake.

In 2017, the period from an application for accelerated examination to the
first action was 1.9 months on average.

Among the applications under (i) above, the JPO is implementing an initiative
to commence examination even earlier for applications where there are
counterfeits already in existence and there are no problems in the application

procedure. In 2017, the above period was 0.7 months on average.

Figure 2-1-8: Number of Requests for Accelerated Examinations

for Design

# / Number
250
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119
100

113

50

2013 2014

(1BZ)
FPHEEDPBLAHI. [FHEEICEH I 2BEHRPE] MRE SN

(i) HEEEICEIZEE

REEEOEARAEGZ TEREEEICET 2HEN
Vy—; RN REBERVGZOEBEHICD VT
EHULETBEEREEOREBEICETSZY =27/ (B
BYZa7I)) #2AKLTW3, ZORERYY—ER
BYZa7)LOTF, tRAREREORERFEDRIRICH
T TUTOEMEZIT>TWS, £o. 2017FE38 T
2017TFEICERINE, BEEBEDEICEHIT 2 EER
EAERELLY, BRBZFMCOVTIE. BTV T
THA N ESBEINEZL,

2015

2016 2017 £/ Year

Note:

The number of requests for accelerated examinations is the
number of Explanations of Circumstances Concerning Accelerated
Examination that were submitted.

(i) Quality Management Initiatives

The JPO has published its “Quality Policy on Design Examination”, which
constitutes the JPO’s fundamental principles of quality management, and its
“Quality Management Manual for Design Examination” (Quality Management
Manual), which documents quality management and its implementation
system. Under the Quality Policy and the Quality Management Manual, the
JPO has been engaging in the following initiatives towards realizing the utmost
quality of design examinations in the world. Moreover, in March 2017, the JPO
established quantitative goals for the quality of design examinations to be

achieved in FY2017.*" For more details, please see the JPO’s website.™"

X10BAFE http://www.meti.go.jp/policy/policy  *10. *10
management/jissityou-hyouka/29fy-mokuhyou/29fy- (Ja%azil:se)
jissityou-mokuhyou.pdf EER:
HEE  http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/ .
170711_goals_2017/01.pdf :

I:ll-|5 JPO STATUS REPORT 2018

*10 Japanese http://www.meti.go.jp/policy/policy_management/jissityou- XTQ;HO
hyouka/29fy-mokuhyou/29fy-jissityou-mokuhyou.pdf ( E:ZT;Q

English  http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711_goals 2017/01.pdf



http://www.meti.go.jp/policy/policy_management/jissityou-hyouka/29fy-mokuhyou/29fy-jissityou-mokuhyou.pdf
http://www.meti.go.jp/policy/policy_management/jissityou-hyouka/29fy-mokuhyou/29fy-jissityou-mokuhyou.pdf
http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711_goals_2017/01.pdf
http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711_goals_2017/01.pdf

a. mERI
BEBICL 2B - BEEEICHRZE@ICOWVWT, HEE
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BEHEBOBEOY —F LY OBEZ G T 5 7cH, —
FEDEHICEYE T IEAFICDOVNTIE. BEEIXEIER
& imEER T E,

b. RERIE

BEEBICL 2B - EEZCHRI2EMENRIC (R
FEEAICHE)., REEBENFOBA - AEEN
ED. BEEEZDEHICDO- E->TThhTWah
EWS B A S EE & R,
HEEEEICLPHILEEICDOVWT, 2017F48 &
DREZDOREICER, Ihickh, BEEEEUT
HKEINFLEBOERE L ET, BEEZLEA - R
BAICHEKT DI ENHEE
I—HP—"—XBREO ., BARMPE. NELEOR
BAZNRE U1 —Y —SHERAEZE £,
PEEOERTHMETOET Y VI PERIEAICRET
3 IERBH DO % £,

a. Quality Assurance
Before sending applicants and agents documents by examiners
regarding notices and decisions, etc., managers of the examination office
check substantive and formal aspects of such documents for all cases.
Examiners consult with supervisors about cases that meet certain
conditions in order to curb search and decision discrepancies among
examiners.

b. Quality Verification
The JPO randomly selects notices and decisions, etc. prepared by
examiners and quality management officers audit them as to whether
those notices and decisions, etc. follow laws and regulations,
examination guidelines and other guidelines.
In April 2017, quality management officers began to conduct audits prior
to sending documents. With this, it became possible to send documents
to applicants or agents after resolving mistakes that are discovered
through the audit.
The JPO conducts user satisfaction surveys targeting Japanese
businesses and agents of foreign businesses in order to ascertain user
needs.
The JPO conducts interviews at informal meetings with businesses and
accepts the provision of information concerning individual cases.

Figure 2-1-9: Results of User Satisfaction Survey on Quality of Design Examinations

FE/FY

2015 41.1
2016 46.4
2017 46.5

0 10 20 30 40

c. EEMEERIERR
BEREERNEZEROREZHEX. 157 - BE -
BREOBRBEDOMREERICKE T 2EEZERE (E28058
181, 4) (i) c. 2R,

42.7 4.9
|
\ Satisfied

0.0  itmEvEE

Somewhat Satisfied

36.0 3.0 @

Neutral
] B

Somewhat Unsatisfied
38.8 29 Unsatisfied
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c. Subcommittee on Examination Quality Management
The JPO implements initiatives in the quality management of patent,
design, and trademark examinations based on reports by the
Subcommittee on Examination Quality Management (see Part 2, Chapter
1,1.4) ()c.).

X11THARFE http://www.jpo.go.jp/seido/hinshitsukanri/ %11, %11

hinshitsukanri.htm HAzE )
Japanese

HEE  hitp://www.jpo.go.jp/seido_e/quality mgt/quality
mgt.htm E

*11 Japanese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm ¥11, %11
HEE
English  http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm (E:;T;Q

JPO STATUS REPORT 2018 DLlE


http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.htm
http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm
http://www.jpo.go.jp/seido_e/quality_mgt/quality_mgt.htm

BEEHO/ O/ N\—THENDIMAZE R Under the circumstances of the globalization of corporate business
. BEFIEOMEEZR ESE 2R FRobklk: activities, and in line with Japan’s accession to the Hague Agreement, in
BRRELZE (A et R T TR A F XA, TdDsa  order for the design system to improve its user-friendliness, the JPO revised
COWTEREEEE " “DWETZ{TV. 2017F481  the Examination Guidelines for Design™'® with respect to the following

HNoBEEINDRREEFLMICERL TV, points based on the results of studies and deliberations to simplify and
BEDFHHFELRROFINREDBERICHRZBRADESE  clarify filing procedures, etc. The revised version of the Examination
{t - BAtELL Guidelines for Design has been applied to applications for design
FEEXR OCNE DL HEHFOREM registration to be examined on April 1st, 2017 and after.

SZE X OB WD BEREL Simplification and clarification of the operational standards for application

of the provisions on the exception to the lack of novelty of design
Relaxation of requirements for the statements in the application and
drawings

Clarification of handling of a reference view

*12 Japanese https://www.jpo.go.jp/shiryou/kijun/kijun2/isyou-shinsa_kijun.htm %12, %12

English  http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/design_es.htm Ef‘;gih)

.'ﬂ";. =

¥12HAFE https://www.jpo.go.jp/shiryou/kijun/ %12, %12
kijun2/isyou-shinsa_kijun.htm Ja%:;geiﬁse
&EE  http://www jpo.go.jp/tetuzuki_e/t_tokkyo_e/ L
design_es.htm §
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FFEFIT Tl BYIREEOFREY I —F —OFIEER The JPO has been implementing various initiatives including accelerated
o, BHRES, REEE. ILLWIA TOEED  examinations, quality management, protection of non-traditional
1RE, HMIBMEEZEDRES. BAOBMEEERL TV trademarks, and protection of regional collective trademarks in order to

%o appropriately protect trademarks and to improve convenience for users.
1) EBEXRE 1) Examination Performance
1I—F—DMEEZSBICEEDONEILZED TH The JPO is working to make examinations more efficient for user

h. 2016&EE (20165F48-2017438) &, 2-1-10  convenience. In FY2016 (April 2016-March 2017), the JPO achieved the
XD "HEFEETOEE RO T—RBEBEHETOE  “total pendency” and the “first action pendency” (“FA pendency”) shown in
fE, (FAHRR) &3ERL 7o Figure 2-1-10.

2-1-10H : 2016FECH (I ZEHIFBEDENLE TORR R U FARRK
Figure 2-1-10: Total Pendency and FA Pendency for Trademark Examinations in

FY2016
tHFE —REEE HEFIE
Application Filling First Action Establishment
of Right
FAHARS T94.9hH
FA Pendency 4.9 months on average
HEF L TOHAR
Total Pendency
(%) Notes:
- HERMEE TOMRIE. BEDSRELH T TOHY FHLLI A TD - The total pendency is the period from application filing to final disposition
EIRDLEE (F285183. 5) 88) 2] Flo. HEANGIE (excluding non-traditional trademarks (see Part 2, Chapter 1, 3. 5)); also,
BHSNTVDHPEEE > THEFZT D EICK>THRIFTNS excluding cases such as where the JPO asks the applicant to make a

BEONEEFEHEBAICKD DL SBRBEEEZER ). second response or the like as a result of the applicant taking advantage

- FAHBRE. HRND SBAEBICLPBEARBRORIIOB (EICBEF of the period allowed under the system to make an amendment, etc.).
BEN FEEREENS) NMERASAFRESNZ X TOHH, - The FA pendency is the period from the application filing until the JPO
sends the first notice of examination results to the applicant, etc. (for the

most part, either a decision to grant a registration or a notice of reasons
for refusal).

2-1-11H : BIREEOFAGHRUERETEHHDHRS
Figure 2-1-11: Number of FAs and Registration Decisions for Trademark Examinations

FALEEL

The Number of FAs 121,254 122,048 111,831 131,624 126,407

SIRETHH

The Number of Registration Decisions LS R Ee LoEn Loz s
() Note:
FAHEIZ, BABICKDEERRORDBEA (E(CEREEN SEREDBENE) The number of first actions is the number of first notices of examination results
DHEEAFANFGES NI

sent to applicants, etc. (for the most part, either a decision to grant a
registration or a notice of reasons for refusal).
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FTOEMIEFE1.8H A,

Under certain conditions, the JPO offers an accelerated examination

system that, upon the request of an applicant, expedites the

commencement of an examination.

The accelerated examination system may be allowed in the following

conditions: **®

(@ applications that the trademark is already used in designated goods or
designated services, or preparations for use of the trademark are

considerably advanced, and that there is an urgent need for registering

the trademark;

(@ applications that designate only goods or services in which the
trademark is already used or goods or services for which preparations
for use are considerably advanced;

(® applications that the trademark is already used in designated goods
or designated services, or preparations for use of the trademark are
considerably advanced, and that only goods or services listed on the
Examination Guidelines for Similar Goods and Services or the like are
designated; or

@ applications by businesses, etc. that have suffered damage due to
natural disasters.

In 2017, the period from an application for accelerated examination to the

first action was 1.8 months on average.

Figure 2-1-12: Number of Requests for Accelerated Examinations
for Trademark

# / Number
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Note:

The number of requests for accelerated examinations is the
number of Explanations of Circumstances Concerning Accelerated
Examination that were submitted.

(i) Quality Management Initiatives
The JPO has published its “Quality Policy on Trademark Examinations”,
which constitutes the JPO’s fundamental principles of quality management,

EtLic BEEEOREEREICEIZY =127/l (&
BYZa7)) ZRARLTWS, TORBRYY—ER
BYZa7)OT., BIEEEOEDHR - MLEXS/
. LTOEREZT> TW3, £, 2017F3AICIE,

and its “Quality Management Manual for Trademark Examination” (Quality
Management Manual), which documents quality management and its
implementation system. Under the Quality Policy and the Quality
Management Manual, the JPO has been engaging in the following initiatives

XKIBHL W TOBER (B285£1583.5) £R) F. TOREDH
KN SBEBEDEEMRRY BlcthH. FHEEDONRN .

* 13 Non-traditional trademarks (see Part 2, Chapter 1, 3. 5)), due to the special characteristics
of their examination, are excluded from accelerated examination in order to maintain the
quality of examination.
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in order to maintain and improve the quality of trademark examinations.

Moreover, in March 2017, the JPO established quantitative goals for the

quality of trademark examinations to be achieved in FY2017.*" For more

details, please see the JPO’s website. ™™

a. Quality Assurance

Before sending applicants and agents documents by examiners
regarding notices and decisions, etc., managers in the examination office
check substantive and formal aspects of such documents for all cases.
Examiners consult with other examiners in order to share knowledge and
to make prompt and appropriate decisions.

. Quality Verification

The JPO randomly selects notices and decisions, etc. prepared by
examiners and quality management officers audit them as to whether
those notices and decisions, etc. follow laws and regulations,
examination guidelines and other guidelines.

The JPO conducts user satisfaction surveys targeting Japanese businesses
and agents of foreign businesses in order to ascertain user needs.

The JPO conducts interviews at informal meetings with businesses and

accepts the provision of information concerning individual cases.

Figure 2-1-13: Results of User Satisfaction Survey on Quality of Trademark Examinations

o / FY
| | | |
2015 42.1
2016 438
2017 427
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c. Subcommittee on Examination Quality Management

The JPO implements initiatives in the quality management of patent, design,
and trademark examinations based on reports by the Subcommittee on

181, 4) (i) c. &8), Examination Quality Management (see Part 2, Chapter 1, 1.4) (i) c.).
XT4HAEEE http://www.meti.go.jp/policy/policy *14 *x14 *14 Japanese http://www.meti.go.jp/policy/policy management/jissityou- 14, *14
management/jissityou-hyouka/29fy-mokuhyou/29fy- Ja%inense) hyouka/29fy-mokuhyou/29fy-jissityou-mokuhyou.pdf (Eri;?;h)

jissityou-mokuhyou.pdf O
3[EE  http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/ imess
170711 _goals_2017/01.pdf

M15HARE  http://www.jpo.go.jp/seido/hinshitsukanri/ 515*15
HAE )

Japanese

hinshitsukanri.ntm (
%EE  http://www.jpo.go.jp/seido_e/quality_mgt/
quality_mgt.htm

*15 Japanese http://www.jpo.go.jp/seido/hinshitsukanri/hinshitsukanri.htm

English  http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/170711_goals 2017/01.pdf

English  http://www.jpo.go.jp/seido_e/quality mgt/quality mgt.htm

(s )
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Over the two years in FY2015 and FY2016, the JPO completely revised
the Examination Guidelines for Trademark™'®. Along with making revisions
to the Guidelines’ contents with respect to the following two aspects in view
of changes in the environment surrounding commercial transactions and
trends in user needs and recent judicial precedents, etc., the JPO also
made structural revisions to reorganize the overall structure and to
standardize terms among other things.

In FY2015, trademark distinctiveness (primarily Article 3 of the Trademark

Act) (applied from April 1, 2016)

In FY2016, primarily grounds for unregistrable trademarks (primarily

Article 4 of the Trademark Act) (applied from April 1, 2017)

Non-traditional trademarks also became registrable from April 1, 2015.
These types of trademarks are expected to play an important role in
branding strategies as a means of brand delivery that extends beyond
words.

A non-traditional trademark means a (i) motion mark, (ii) hologram mark,

(iii) color per se mark, (iv) sound mark, or (v) position mark.

Overall there have been 1,607 applications filed, and 352 trademarks

have been registered (as of the end of December 2017).

(i) Outline of Regional Collective Trademark System
The regional collective trademark system was introduced in April 2006 in
order to more appropriately protect as trademarks regional brands that
combine the name of a region and the name of the goods (or service).
Prior to the introduction of the system, registration of the regional brand
was not allowed unless it had national recognition. However, with the
introduction of this system, registration became allowed as long as there
is recognition by consumers within a certain range. This makes it
possible to obtain a trademark registration at an earlier stage.
As of the end of December 2017 there were 1,192 applications filed, and
of those, 617*" were registered.

16 HAEE  https://www.jpo.go.jp/shiryou/kijun/kijun2/ X186, i;l 6
syouhyou_kijun.htm ( Jaiﬁaeﬂse)
HEE  http://www.jpo.go.jp/tetuzuki_e/t tokkyo e/ &

tt1302-002.htm
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*16 Japanese https://www.jpo.go.jp/shiryou/kijun/kijun2/syouhyou_kijun.htm
English  http://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/tt1302-002.htm

*17 Registration numbers by region are 28 for Hokkaido, 48 for the Tohoku region, 94 for the
Kanto-Koshinetsu region, 54 for the Hokuriku region, 83 for the Tokai region, 144 for the
Kinki region, 40 for the Chugoku region, 28 for Shikoku, 80 for Kyushu, 17 for Okinawa, and
in addition, there were three registrations from abroad (registrations spanning more than
one prefecture are counted as one in each region).
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(i) Activities to Publicize the Regional Collective Trademark System
The JPO is undertaking various initiatives to further spread and to

promote the use of the regional collective trademark system.

eIn 2017, the JPO held regional brand seminars in five locations
nationwide through the Circuit Japan Patent Office that is held in areas
throughout Japan.

°In order to also publicize the regional collective trademark system
internationally, the JPO conducted seminars at the WIPO SCT held in
Taiwan in February and in Geneva in March 2017. In addition, the JPO
displayed panels and distributed brochures at the INTA annual meeting
held in Barcelona in May.

» The JPO created the “Regional Collective Trademark System Guidebook”
and distributed it to participants in seminars to explain the system.

® The “The mark of Regional Collective Trademark” was devised as the
symbol mark for the system. Going forward, the JPO aims to promote the
spread and use of the regional collective trademark system through the
use of this symbol mark by the JPO and the holders of regional collective
trademark.

i ERAEIRY — 7
The mark of Regional Collective Trademark
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Figure 2-1-14: Status of Proceedings in 2017

Trials and Appeals

Trials and Appeals play roles in reviewing examiner’s decision of refusal
as the upper instance of examination, and in contributing to early resolution
of disputes over the validity of IP rights. To fulfill these roles, various
initiatives have been taken toward expeditious proceedings and
improvement of the contents of proceedings.

1) Performance of Trials and Appeals
The JPO has been working on expeditious and precise proceedings for

trial and appeal cases. The status of the proceedings in 2017 is as shown

in Figure 2-1-14.

®In response to the needs for early determination, the JPO conducts
accelerated appeal proceedings under which the appeal against an
examiner’'s decision of refusal case is prioritized in proceedings upon
request, if the case satisfies the specific requirements.

®In 2017, the number of requests for accelerated appeal proceedings ™'
was 173 for patents, 3 for designs, and 7 for trademarks. The average
pendency period ™" was 3.7 months for patents, 2.9 months for designs,
and 2.7 months for trademarks.

© Inter-partes trial cases, including trial for invalidation, where the validity of
granted rights is disputed, are prioritized over ex-parte appeal cases in principle.

EEEETIREH )
Appeals against an EEY STIEEY FHEIL BGHEH
examiner’s decision of | Trial for invalidation Trial for correction Opposition Trial for rescission
refusal
IR | BIEHRY | QB | EIENIRRY | QUBGR | BEHRY | QB | EENR | QuRe | BEHR
Number of | Pendency | Number of [ Pendency | Number of | Pendency | Number of [ Pendency | Number of | Pendency
Disposi- Disposi- Disposi- Disposi- Disposi-
tions tions tions tions tions
455r - RS
Patents & 9,622 12.6 171 10.6 139 2.7 1.214 7.2 - -
Utility Models
=E
Designs 388 6.2 24 9.6 - - - - - -
[EE
s O 464 6.0 89 10.3 - - 463 6.4 983 6.5
(%) Notes:
1 @RI (B—8MI) . ERARIL (BHF). NORTS - REOHHOEST. RRPILF 1. The total number of requests granted (including requests partly granted), requests not

HERIBRI DI
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DWCIFBEIREEB-cH @PIBEH).

(%2) HHRBPIULCSV THUHEDRBEN (REDFS) 27500 TOFEEL. HEHEY

FHCBVWTERDFEZT S BDEFZDFHXH,
3 HEHOMEHIRAMRZ ST

granted (including dismissals), and withdrawals/abandonments. The number of oppositions

is counted by opposed patent.

2. Average processing period in a calendar year from the date a request is filed (*1), to the
date a trial/appeal decision is dispatched (*2), to the date a withdrawal or abandonment is
finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.

(*1) The date for opposition is the date an opposition is requested. The date for cases
concerning “reconsiderations by examiners as one of appeal proceedings” in “appeal
against examiner’s decision of refusal” is the date it becomes ready to conduct
proceedings (the date the case has been transferred to the board in charge).

(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice
of a trial decision) is to be made, it is the date the notice is dispatched. In trial for
patent invalidation cases, if an “advance notice of a trial decision” is to be made, it is
the date the notice is dispatched.

3. Trial for invalidation statistics include invalidation trials for utility models.

X18TRMFIRICE T 2 FEHAF) NMEHSWEBFIBE S .
BFIBESnGh >l FIBESRSNICENE) 2a8dd .
20175 & 1T 2 RHAFRE OB HALKI. HEFL 1814 BEMNS
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*18 The number of cases where the “the Written Explanation of Circumstances Concerning
Accelerated Appeal Proceedings” was submitted and the cases were transferred to the
board in charge. When the cases that were not transferred to the board in charge (including
cases that involve decision to grant a patent upon reconsideration by examiner before
appeal proceeding) are included, the number of requests for accelerated appeal
proceedings made in 2017 was 181 for patents, 3 for designs, and 7 for trademarks.
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The JPO is implementing the following initiatives in order to further
improve proceedings by utilizing external knowledge:

(i) BHEBEARS (i) Trial and Appeal Practitioner Study Group
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The Trial and Appeal Practitioner Study Group, which is comprised of
practitioners such as corporate IP personnel, patent attorneys, and
lawyers, etc., in addition to JPO administrative judges, is convened every
year.

The Study Group has welcomed the judges as observers since 2016.
The Study Group deliberates on the method of determination in making
trial/appeal decisions or court decisions in actual cases, and publishes a
report“* that summarizes the results of its studies.

In 2017, the Study Group studied a total of 20 cases: 14 patent cases, 2
design cases, and 4 trademark cases.

(ii) Executive Legal Advisors on Trials and Appeals

The JPO has invited former judges and academic experts who have
sufficient experience in the IP field as Executive Legal Advisers on Trials
and Appeals.

Executive Legal Advisers play a role in giving advice on advanced legal
issues as well as teaching at training sessions, etc.

(iii) Consultants on Trial/Appeal Decisions and Court Judgements

In order to contribute to further improvement in the proceedings, the JPO
has appointed those who have judicial qualification, etc., as Consultants
on Trial/Appeal Decisions and Court Judgements.

Consultants on Trial/Appeal Decisions and Court Judgements provide
advice on the aspect of civil law, and prepare and provide feedback on
the contents of oral proceedings as well as written notice of proceeding
matters and trial record.

The JPO is implementing the following initiatives in order to further

improve the contents of proceedings:

(i) Utilization of Oral Proceedings

In inter-partes trial cases (including trials for invalidation and trials for
rescission), oral proceedings, where the panel and the parties orally
communicate with each other, are proactively utilized in order to
accurately grasp and sort out the points of dispute and to increase the
parties’ acceptance of the results.

As for trials for invalidation for patents, utility models and designs, oral
proceedings are conducted for all cases in principle except for those
cases where all parties concerned request documentary proceedings.
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*20 Japanese https://www.jpo.go.jp/shiryou/toushin/kenkyukai/sinposei_ (Ehg‘ish

*19 In the cases that are subject to accelerated appeal proceedings, the average pendency is

an average CY period from the day when the proceedings can be initiated, after a request

for appeal, to the day when an appeal decision is dispatched. %20, 20
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kentoukai.htm
English  https://www.jpo.go.jp/english/reference_room/reports/jitsumusya_
kenkyukai_e.htm
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As for trials for rescission of trademark registration for which a written
reply and a written refutation have been submitted, oral proceedings are
conducted for all cases in principle except for those where all parties
concerned request documentary proceedings.

The trial/appeal court is equipped with IT apparatuses including monitors,
etc., so that all the participants can grasp, in a prompt and accurate
manner, materials and evidence brought by the parties concerned, as
well as the contents of draft trial records prepared by the trial clerks, etc.
and so that oral proceedings are more smoothly conducted.

In 2017, 233 oral proceedings were conducted.

(ii) Promotion of Circuit Trials and Appeals On-Site Interviews, etc.

When companies, universities, etc. in the local regions are the parties
concerned, the panel may visit their regions at their request to conduct
circuit trials and appeals (oral proceedings conducted for trials for
invalidation) or on-site interviews (interviews aimed at facilitating
communication on trial and appeal proceedings).

The JPO also offers video conference interviews to facilitate
communications between the panel and the parties concerned using a
video conference system to support regional users.

In 2017, 35 circuit trials and appeals, 19 on-site interviews, and 4 video
conference interviews were conducted.

(iii) Understanding and Analyzing the Trends in Court Decisions

To conduct accurate and appropriate proceedings, the JPO analyzes and
shares court decisions regarding the validity of rights in revocation
actions against trial/appeal decisions and infringement lawsuits.
Regarding trials for invalidation, etc., the JPO obtains evidence submitted
for invalidity defense in patent infringement lawsuits, through exchange
of information with the court and confirmation to the parties concerned,
and utilizes them for proceedings.

(iv) Contributing to the Maintenance and Improvement of Quality of

Examination
In order to contribute to maintaining and improving quality of
examination, the Trial and Appeal Department provides the results of
proceedings to the examination departments and exchanges opinions
with the examination departments on a regular basis.
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Demonstration at “Circuit JPO in Tohoku”

The JPO is engaged in the following initiatives to disseminate and raise
awareness of the trial and appeal system:

(i) Providing English Translations of Trial/Appeal Decisions

In order to improve international dissemination of information on trials
and appeals of the JPO, the JPO has been providing manually-translated
English edition of trial/appeal decisions, decisions on opposition, and
Hantei (advisory opinions on the scope of industrial property rights), at
the JPO’s website, “*' that would help users with the understanding of the
law interpretation and its practices in Japan.

In 2017, the JPO provided English translations for 97 trial/appeal
decisions.

(ii) Demonstrating Mock Oral Proceedings
The JPO holds mock oral proceedings in order to improve oral
proceedings, to further promote the use of circuit trials and appeals and
to disseminate and raise awareness of the trial/appeal system.
In 2017, the JPO demonstrated mock oral proceedings at the Circuit JPO
sessions and at JPO IP seminars.

Demonstration at “Circuit JPO in KANSAI”
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