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Examinations/

Trials and Appeals

#8 &Y

@ Patents

The JPO has been aiming to achieve the “world’s fastest and
utmost quality patent examinations”, so that once applicants
obtain patents in Japan, the associated examination results
will be upheld overseas to facilitate the smooth acquisition of
rights abroad. To this end, the JPO has been implementing
various measures focused on “maintaining speed”, “granting
high quality rights”, and “cooperating and collaborating with
foreign IP offices™.

1) Examination Performance

With the acceleration of the intellectual property creation

cycle, comprised of intellectual property creation, the

establishment of rights, and utilization of rights, there is a

growing need to shorten total pendency, and the JPO has

been engaging in initiatives to speed up examinations.

« In FY2017 (April 2017-March 2018), the JPO achieved the
periods shown in Figure 2-1-1. [Figure 2-1-1] [Figure 2-1-2]
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Figure 2-1-1 | 2-1-1
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9.3 months on average/ ¥199.3 18

2) Initiatives to Speed up Examinations

(i) Securing the Necessary Number of Examiners

In order to maintain and strengthen the patent examination

system, the JPO is working to secure the necessary number

of patent examiners and to rehire some of the fixed-term

examiners whose terms of employment had expired.

« For FY2018, the JPO secured a capacity of 1690 examiners
(including fixed-term examiners).

(ii) Outsourcing Prior Art Searches

The JPO is working to promote the speeding up of

examinations by outsourcing prior art searches to registered

search organizations.

« As of December 2018, there were 10 registered search
organizations.

« In FY2018, the number of outsourced searches was approx.
152,000 (of which approx. 116,000 involved searches for
foreign patent documents.).

Establishment

First Action of Right
—REEEH HEFHE
® ®

14.1 months on average / ¥#914.10H

Note: e The total pendency (also called the “standard pendency”) is the period from the request for examination to
withdrawal or abandonment or until a final disposition (excluding cases where the JPO requests an applicant to
respond to the second notice of reasons for refusal and where the applicant performs procedures they are allowed
to use, such as requests for extension of the period of response and for an accelerated examination.

« The FA pendency is the period from the request for examination to issuing the first notice of examination (which are
mainly notices of patent grants or reasons for refusal for a patent application) by an examiner to the applicant.

HE: o FA BB HEISEERICSIBE/RORNOBM (EICEBREEXISECBRBAE) NMHBAZSAFEZNDETOHH,

o HEFMERTORRM G HEN SRELD X TOHHE (EREEHEER Fic, HBEADSIE LROSN TV HHERVWEESFETSZ
EIRESTHHTHOBEDINEZRDENDIHEEFER ).
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_ Year / & 2014 2015 2016 2017 2018
Figure 2-1-2 | 2-1-2

Number of Patent Mo of Fas! 255001 235809 246879 239236 232,701
Examination FAs, Number
of Patents Granted, and pumber of Patents Granted 205,711 173015 191032 183,919 177,852
Number of International ¥
Search Reports Established Number of International Search

Reports Established 3 40,079 43,571 44321 45,948 47934
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Note: 1. The number of first actions in patent examinations is the number of first notices of examination results (which are
mainly notices of patent granted or reasons for refusal) issued by examiners to applicants.
2. The number of patents granted excludes the number of patents granted after a request for appeals against an
examiner’s decision of refusal was filed (including patents granted through reconsideration by examiners before

appeal proceedings).

3. The number of international search reports prepared is the number by year of issuance of international search
reports prepared and issued by the JPO as the International Searching Authority (ISA) under the PCT (the number
of international search reports includes that of “decisions of not preparing an international search report™.
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3) Accelerated Examination System/
Super-accelerated Examination System
Under certain conditions, the JPO offers an accelerated
examination system/super-accelerated examination system
that, upon the request of an applicant, expedites the
commencement of an examination. [Figure 2-1-3]

(i) Accelerated Examination System

 The accelerated examination system for patent applications
may be applied for applications that are also filed in one or
more other countries and applications by small and
medium-sized enterprises, etc. For more details, please visit
the JPO website. *'

« In 2018, first action pendency from request for accelerated
examination was 2.3 months on average.

(ii) Super-accelerated Examination System

e The JPO is running pilot programs for a super-accelerated
examination system for highly important applications, such
as applications for inventions that have already been put
into practice and that are also filed in one or more other
countries.

« In July 2018, in relation to applicable startups, conditions
were eased to allow super-accelerated examinations for
applications for inventions that have already been put into
practice.

« In principle, this system aims for the period from request to
first action to be within one month (within two months for
DO *? applications). For more details, please visit the JPO
website.

« In 2018, there were 685 requests, and first action pendency
from request for super-accelerated examination was 0.7

months on average (11 months for DO applications).

*1 English *#3 i English
« https//wwwjpogojp/e/system/patent/shi 'P jE
&:  nsa/jp-soki/index.html 2

* 2 Applications that have entered the national
phase after international application.
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4) Further Improvement of Examination
Quality

(i) Quality Management Initiatives

Under the “Quality Policy on Patent Examination”, which

constitutes the JPO’s fundamental principles of quality

management, and the “Quality Management Manual for

Patent Examination” (Quality Management Manual), the JPO

has been engaging in the following initiatives in order to

realize the utmost quality of patent examinations in the

world. For more details, please visit the JPO website *°.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
in the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with other examiners in order to share
search know-how and knowledge, etc, in order to curb
search and decision discrepancies among examiners.

http://www.jpo.go.jp/e/introduction/hinshi
tu/shinsa/index.html
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Note: The number of requests for accelerated examinations is the number of “Explanation of
Circumstances Concerning Accelerated Examination” that were submitted.

#E: FHEZORHARE. 'RPRECHI Z2FEFPERI/RES NI

3) RHHEEFIE - A—/\—RHEEHE
—EDEHDOT T HEANSDEEAZIF CTEEDEFH
HEBEICHERNTED ZRHPAEEHE - A —/\—RHEEH
EEEELTWS, [2-1-3E]

(i) RHAEEHIE

cFFHFHFEICHET 2 RHREEHEONRII.AEICHEHEL
TW2 HFE PN EEDHES, BEARDFMICDOVWTIE.
BET O YA N EBRINEW,

e 2018 F i BHHEEOHEI S —RETEHNE COHRIE
FH23h B

(ii) R—/X—FRHIEEFIE

o BEICEME L TWSHBITHD BB DAEICHHEL TWL
ZHETHZ. LNEEEODSVWVHEEEZTRELTA—
N—BRRBEEHIEZHT.

e 2018FETBELDARYF ¥ —DRFEICDWTIEBEICEMRL TV
ZHERBIRBIEEBTHNIEA—/IN—ERPEBEOTRELR S
LS EHEEN,

s HENS—RETBEME TEFRAUTIMAURNDO*2 HEEIC
DWTEHRR2NBUR) TITSHE. BERBFMICDNT
I FFTY 70 M zsRaInk,

¢ 2018 FEF BB HDEENH D A—/N—BHETOHREHN
S5—REFTBME TCOHBIFFHOTIHB(DOEREICDW

TE1IDA).
*1 [EIREEAE BAE BAGE
2 i https://wwwipogojp/system/patent/shins
: %'l a/soki/v3soukihtml
(O 2l sa.pdf
* 2 EREER ERRREICBTU . BAE

4) BEEREDELSMEE

(i) REERICEI3E
BEEEOEARARA L BT ETICEITIRERY
V- B EEOREEEICEITEY-a 7 I (REY
ZaZ) 0T HREEREOHHEEORBFICA T TUUT
DOEEZIT> TWR.BRZIFHMBICOVWTIE RFTY7 7
A4 ~emBsBBINL,

a. mER:E

cBEBILL BN BEEZICHRBEMMCDOVWT HEAK
BACEXINZRIC.BEEEOEERIEAE -FXEIC
brbetFzv Y,

cH—F/UNY HFHEEHEH L. EEFOBEOY —F P
HETOBEEZMH T 2. BEEBEMOBEEE LHEE
ESiR

https://www.jpo.go.jp/fag/yokuaru/patent/
document/super_souki_ga/supersoukisin

:. http://www.jpo.go.jp/introduction/hinshit
h  U/shinsa/indexhtml
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b. Quality Verification

« Decisions and notices, etc. prepared by examiners are
audited by quality management officers to check
compliance and validity in terms of content and format
before sending official documents to applicants and agents.

« In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
expands user satisfaction surveys covering overseas users
and small-scale users. [Figure 2-1-4]

* In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by the
subcommittee.

(ii) Revision of Examination Guidelines for patent and
utility model and Examination Handbook for patent
and utility model

a. Revision of patent examination guidelines/handbook

for CS-related inventions

Regarding patent examination guidelines/handbook for

software-related inventions, revisions intended to clarify

issues concerning the patent eligibility and inventiveness of
inventions without making any changes to the basic

principles were published in March 2018.

60

b. Revision of patent examination guidelines/handbook

for expansion of exception period for loss of novelty
With greater activities in joint research and university-
industry collaboration through open innovation, there is
increasing risk of losing novelty of invention due to disclosure
by persons other than the principal parties. In view of these
circumstances, Article 30 of the Patent Act was amended in
2018, and the exception period for loss of novelty was
expanded from six months to one year. In line with this
amendment, the patent examination guidelines/handbook
was revised and published in June of the same year.

5) Examination Measures for Addressing
Various User Needs

(i) Interview Examinations

The JPO conducts interviews examinations to facilitate

communication between examiners and agents, etc.

« In 2018, there were 4,128 interview examinations (of these,
1158 were conducted on-site, and 155 were conducted by
video conference).

» To meet user needs, the video conferencing interview
system is installed. It allows inventors and patent attorneys,
etc. in remote areas to participate the interview
examination.



Figure 2-1-4 | 2-1-4
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Results of User Satisfaction Survey on Patent Examination Quality
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[2-1-4E]
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(ii) Collective Examinations for IP Portfolio Supporting
Business Strategy
The Collective Examinations for IP Portfolio Supporting
Business Strategy is a measure that supports the acquisition
of rights in time with operations of businesses by having
examiners for multiple applications related to the business
(patent, design, and trademark applications) coordinate with
each other to conduct their respective examinations.
[Figure 2-1-5]
« In 2018, there were 41 applications for Collective
Examinations for IP Portfolio Supporting Business Strategy.
« Of these, there were 461 patent applications, 2 applications
for design registration, and 1 applications for trademark
registration.

(iii) New Patent Examination-related Support Measures
for Startups
In order to support early registration for startups, the JPO
initiated accelerated examinations using interviews for
start-ups from July 2018, as a patent examination-related
support measure for startups, that will lead to the strategic
acquisition of patent rights through interviews conducted
prior to first action. At the same time, the JPO eased
conditions for super-accelerated examinations for startups.
« In 2018, there were 9 requests for accelerated examinations
using interviews for startups.
« In 2018, there were 42 requests for super-accelerated
examinations for startups.

6) Improvement of Foundation for Prior
Art Searches

Prior art searches are one of the important pillars for

maintaining and improving examination quality, and a

constant improvement of the foundation for prior art

searches for both patent documents and non-patent

literature is therefore crucial.

(i) Initiatives Related to Machine Translation Texts

« In order to expand prior art searches, the JPO is currently
accumulating full text Japanese machine translations of
US, EP and WIPO patent documents in English that have
been created to date, and patent documents from China
and South Korea, on a retrieval system for patents and
utility models.

(ii) Initiatives Related to Improvement of Patent
Classifications
« As part of improving the foundation for prior art searches,
the JPO actively proposes to revise International Patent
Classifications (IPC) so as to make the superior
classification entries of FI*® and F-Term*7, JPO’s original
classifications, the IPCs, and is currently engaged in
discussions to this end (In 2018, discussions covered 20
JPO proposals in broad technical fields in mechanical,
chemical, and electrical areas.).
The JPO is in the process of further improving search
index, under the principle that FI must be compliant with
the latest International Patent Classifications (IPC), in order
to search efficiently for domestic and foreign patent
documents. In FY2018, the JPO amended the Fl scheme for
the 431 main groups, and conducted F-Term maintenance
for 8 themes.
Regarding the newly established and allocated broad facet
classification code *® ZIT for cross-sectional extraction of

patent documents that concern loT-related technologies,
the JPO has proposed incorporation of ZIT into
International Patent Classifications (IPC) to foreign IP
offices, for enabling extraction of foreign language
documents from the same perspective, as well as Japanese
documents, and is currently engaged in discussions to this
end.

6 An FI (File Index) means an original classification ~ *7 An F-Term (File forming Term) means an original ~ * 8 A broad facet classification code means a

by the JPO that is a further development of the

classification by the JPO expanded to various
IPC. technical aspects (e.g, purpose, use, structure,

classification that is assigned from a cross-
sectional perspective spanning multiple fields.

material, manufacturing method, processing and
operational method, and means of control) by

technical area (theme).
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© Designs

The JPO has been implementing a variety of initiatives including
accelerated examinations, quality management, and the
compilation of the “Design-Driven Management”, in order to
appropriately protect designs, improve convenience for users, and
strengthen the competitiveness of Japan’s companies.

1) Examination Performance

The JPO is working to make examinations more efficient for
user convenience. In FY2017 (April 2017-March 2018), the
JPO achieved the “first action pendency” (FA pendency) and
“total pendency” periods shown in Figure 2-1-6.

[Figure 2-1-6] [Figure 2-1-7]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated

examination system that, upon the request of an applicant,

expedites the commencement of an examination.

[Figure 2-1-8]

» The accelerated examination system may be applied under
the following conditions: (i) applications for design
registration related to implementations with an urgent need
for registration *7; (ii) applications for design registration
that are concurrently filed in one or more other countries;
or (iii) applications for design registration by businesses,
etc. that have suffered earthquake damage.

« In 2018, first action pendency from request for accelerated
examination was 2.0 months on average.

Figure 2-1-6 | 2-1-6H Application
Filling
A Pendency and Total HER
Pendency for Design .
Examinations in FY2017 FA Pendency
2017 FEICBITZRESZED FAHARS
FARRRE R OMEFI{E X TOHAR

Total Pendency
EFLETOM

3) Further Improvement of Examination
Quality
(i) Quality Management Initiatives
Under the “Quality Policy on Design Examination”, which
constitutes the JPO’s fundamental principles of quality
management, and the “Quality Management Manual for
Design Examination” (Quality Management Manual), which
documents quality management and its implementation
system, the JPO has been engaging in the following
initiatives in order to realize the utmost quality of design
examinations in the world *2. Moreover, in March 2018, the
JPO established quantitative goals for the quality of design
examinations to be achieved in FY2018.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
of the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with managers about cases that meet
certain conditions in order to curb search and decision
discrepancies among examiners.

Establishment
First Action of Right
—REEEH 1EFL
ﬂ. H

5.9 months on average/ ¥#55.9 A

6.7 months on average / ¥#16.7 h'A

Note: « The FA pendency is the period from the application filing until the JPO sends the first notice of examination results
to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal).
 The total pendency is the period from the application filing to a final disposition (excluding international applications
filed to register designs under the Hague Agreement, as well as cases in which applicants are required to respond to
the second notices from the JPO for amendments submitted by the applicants within a certain period of time).

HE: o FAHREG HEASBRERICLZEFEHROKRPOBA (EICBFEE N IFEBERBEMNE) MHBASAFKE SN ZTOHM,

o EFLETOHEE BRI SHAELDETOHRE (EREEREER Xlc HEADGE LROSN TV PEZEVWEIESETST
EIRESTHFTHSBEDINEERDENDHBEFER ).

*71  Among the applications under (i) above, the JPO is implementing an initiative to commence
examinations even earlier for applications where there are counterfeits already in existence and there
are no problems in the application procedure. In 2018, the above period was 0.5 months on average.
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. Year / & 2014 2015 2016 2017 2018
Figure 2-1-7 | 2-1-7&
Number of FAs
30,581 29,752 30,448 31,600 31,266

Number of FAs and FARE
Decisions of Registration Number of Decisions of Registration
for Design Examinations BREEA 27,358 26,286 26,156 27976 27,301
BESEOFAHRRUSRE Note: Th ber of first acti isth ber of first noti f inati It t b i t licants, et
U DA ote: The number of first actions is the number of first notices of examination results sent by examiners to applicants, etc.

(for the most part, either a decision of registration or notices of reasons for refusal).
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EFEEOMEEEBICEIZY_ 27/ (REYZa 7))
OT HERARERECEREEOERICHEFT TUTORERZ
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a. mER

cEBEICLIBA - BEEFICHRIEMMOVWT. HEA-K
BACEEINZHIC.EEEOEER)EFAE - FREIC
blebetFz v,

cEBFFEOBMOY—FPHEOBEEEINH T ZH. —FED
EUICHYTRZEMICOVWTIR. BEEEREERE HE%
ES;iH

241
21

13

2016 2017 2018
Year / &

Note: The number of requests for accelerated examinations is the number of “Explanation of
Circumstances Concerning Accelerated Examination” that were submitted.

#%:. FHEZTOHHARE. 'RPRECHI ZFERPEIMRES AR

. Number / #
Figure 2-1-8 | 2-1-8X
250
Number of Requests for
Accelerated Examinations 200
. m
for Design
150
BRERHETORHEFROHE 19
100
50
0
2014 2015
*1  CRREESEOBEZRLEOS 5. REICHHRN AL

EUREDTH > THEBEFHRICAEDORWHEEICD
W LD —BRBICEFIDRMEERBL THD.
2018 F DRI FH 051 Ao

' http://www,jpo.go.jp/introduction/hinshitu
! /shinsa/index html

http://www.metigojp/policy/policy_mana
gement/jissityou-hyouka/30fy-mokuhyo
W u/30fy-jissityou-mokuhyou.pdf
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b. Quality Verification

» The JPO randomly selects notices and decisions, etc.
prepared by examiners, which are subsequently audited by
quality management officers to verify compliance with laws
and regulations, examination guidelines and other
guidelines before sending official documents to applicants
and agents.

In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
overseas users and small-scale users. [Figure 2-1-9]

In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by this
subcommittee.

4) “Design-Driven Management”

In July 2017 the JPO jointly formed the “Study Group on
Competitiveness and Design” with the Ministry of Economy,
Trade and Industry, compiled and published the “Design-
Driven Management” report *° on May 23, 2018. This report
organizes the methods and effects of utilizing “Design-
Driven Management”, which utilizes design as an important

Figure 2-1-9 | 2-1-9K

management resource for the improvement of corporate
value, and policy recommendations for the promotion of
“Design-Driven Management.” Taking the policy
recommendations of this report on board, the JPO has
implemented reviews of the design registration system to
protect designs responding to social innovation caused by
emerging technologies and designs contributing to brand
building and has discussed revision of examination
guidelines for design pertaining to appropriate disclosure
requirement for a design, along with the following initiatives.
[Figure 2-1-10] [Picture 1]
« Launch of the Design-Driven Management Project Team
(Part 2, Chapter 3 - 4.2).
« Establishment of a new “Companies Adopting Design-
Driven Management” award category for the Intellectual
Property Achievement Awards.

(i) Japan-China-South Korea Design Forum

The JPO hosted the 9" Japan-China-South Korea Design
Forum in Tokyo in May 2018, under the theme, “Future of
Design Management and Design Protection System”.
Following the opening address by Commissioner Munakata
of the JPO, speakers of the forum, consisting of management
executives from design sensible global companies and the IP
offices of the three countries, gave profound lectures and
engaged in lively discussions concerning Design-Driven
Management practices in companies and effective use of
design protection systems. [Picture 2] [Picture 3]

Results of User Satisfaction Y 20 60 80 100 %
Survey on Quality of Design
BEEBBEDEICETZ1—H— BR h N
= Somewhat Satisfie
Neutral
=58
BT TR PR ——
BT
Unsatisfied
FY /&5

English
http://www.jpo.go.jp/e/resources/report/
document/design_driven_e/O1.pdf
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ZREITIHOERREHEDREBEL DR KU\ BEREDEY]
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2018 5. 71 VvRE L ERFEDOR K, ZT—V &L
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OREHTOPIERFTOEFEUHTICL2BEEZBL
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http://www.meti.go.jp/press/2018/05/20180
bl 523002/20180523002-1.pdf
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Figure 2-1-10 | 2-1-10

Effect of “Design-Driven Management”
IFH4 U REIOMR

3

Design for Innovation
A/R—23VIERTS
FHI1Y

Design for Branding
TIVREBRICETS
FH1Y

Picture 1 BEH1

Design-Driven Management
REE YA UREIES

Picture 2 BE?

Commissioner Munakata (JPO)

RERE

7 L0 F A R MR

e e e ot 1 Y Mg SRR TS e

Picture 3 BEES3

From left to right: Director General Lin (CNIPA),
Commissioner Munakata (JPO), Director-
General Sawai (UPO), and Director General Lee
(KIPO).

Ehs,. UYCNIPAABRRSIBEIR. FERRE.
EHEEE—IR. UKIPOBETY1 VEBERR
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© Trademarks

The JPO has been implementing various initiatives including
accelerated examinations, fast track examinations, quality
management, and protection of regional collective
trademarks in order to appropriately protect trademarks, and
to improve convenience for users.

1) Examination Performance

In order to promptly and appropriately protect users’
trademarks and contribute to smooth business activities, the
JPO is working to make examinations more efficient and
reinforce the examination system. In FY2017 (April 2017-
March 2018), the JPO achieved the “first action pendency”
(FA pendency) and “total pendency” periods shown in Figure

2-1-11. [Figure 2-1-11] [Figure 2-1-12]

Figure 2-1-11 2-1-1 Application
Filling
FA Pendency and Total B
Pendency in FY2017 .
20174 Ic# 3 B AR A Pendenc ’
RUIER{LETOLAR 4

FA AR

Total Pendency
EFEETOHARK

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated

examination system that, upon the request of the applicant,

expedites the commencement of an examination (for further
details, please see “Outline of Accelerated Examinations and

Accelerated Appeal Proceedings for Trademarks”*" at the

JPO website). [Figure 2-1-13]

» The number of requests for accelerated examinations in
2018 was 5,278 an increase of approx. 53% over the
previous year.

« In 2018, first action pendency from request for accelerated
examination was 1.7 months on average.

Establishment
First Action of Right

—REEEH -2l (4
j .

6.3 months on average / ¥196.3h°A

7.7 months on average /¥ 7.7 8

Note:  The FA pendency is the period from the application filing until the JPO sends the first notice of examination results
to the applicant, etc. (for the most part, either a decision of registration or a notice of reasons for refusal) (excluding
applications related to non-traditional trademarks and regional collective trademarks).

« The total pendency is the period from the application filing to the registration (excluding applications related to
non-traditional trademarks and regional collective trademarks, as well as cases in which applicants are required to
respond to the second notices from the JPO for amendments submitted by the applicants within a certain period).

#E: o FABRBR EENSEBBICLZEER/RRORNOBA (E(CEFEEXIIIEBBEHENE) NEBEASARKEINDETOHBE GFEHLL
517 OERERCHIBFRBRICRDHEZER) .
o HEFLETOHM . HED S RIS E TOHE FTL WY 1 7 ORIER U HIRFARIRIC R D MR Z IR<o E/o AL HIE LR S
NTWBHRZER > THIESE T2 LIC L > TRRFT D SBEDREFEHBAICKRD DL SBIHAFER).

*71  *Outline of Accelerated Examinations and
Accelerated Appeal Examinations for Trademarks”
=

I A

English
https://www,jpo.gojp/e/system/trademark/shi
nsa/outline_accelerated_trademark.html|
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Figure 2-112 | 2-1-12

Number of FAs and
Decisions of Registration
for Trademark
Examinations

BREEOFAGERUERE
EHBOHE

Figure 2-1-13 | 2-1-13K

Number of Requests for
Accelerated Examinations
for Trademark

EIRFHEEORHEROHD

O wi=

Examinations/Trials and Appeals | &FZ&-&¥

Year / & 2014 2015 2016 2017 2018
Number of FAs
A 122,048 111,831 131,624 126,407 137,463

Number of Decisions of Registration

BREEY 105,637 100,244 13,025 115,754 119,610

Note:  The number of first actions is the number of first notices of examination results sent by examiners to applicants, etc.
(for the most part, either a decision of registration or notices of reasons for refusal).

#E:  FAHRRBEBICLIBE/RRORNOEN (ZICBREEX FEEEHENE) BERASAFES N,

Number / #
5,278
6,000
5000
4000 3,447
3,000
2,024 2,210

1,781
2,000
’I'OOO I

0
2014 2015 2016 2017 2018
Year / &

Note: The number of requests for accelerated examinations is the number of applications for
which “Explanation of Circumstances Concerning Accelerated Examination” were
submitted.

#E: FREEOHBERE. (REEEICETIFERPERI SRES NICHBEOHR.

BT TRBEYGBERORErI—Y—DfEER LD
. REEE. 77 A~ T v I BE REEE WEAGEE
DREEELZ DBEZREL T\ 2,

1) BEXR
A—Y—DOEFEERE B ICREL . HBLEXREHCET
ERLBEOHR-BEFHOR(LZEDHTH D, 2017
FEQO17TE4LA~2018F3R)IE 2-1-1MRADEEH DT—
REEBEME TOHRE (FAERE) RO THEFEZ TOHME, %
ER U, [2-1-1E] [2-1-12E]

*1 "HERHEE FHREOHRE

E  BAE
& https://www.jpo.go,jp/system/trademark/s
3 hinsa/soki/shkouhou.html

2) RHAEE

—EDEHDT T HERANSOREHZRITEEZBE(ICL

NELITSRPEEFEZRREL TWVWS GHIFSEFTHP

HRPHEE FHEEOBE, Z22R L), [2-1-13E]

¢ 2018 FIc & 1T 5 RHAEE DB HAEHUT. BIF LI 53% BN
&35 527814,

¢ 2018 F 3. RFHBEDHREHN S —REEBERDOBHXTO
HEIE¥FHE17 0B,
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3) Fast Track Examination
As a policy for the reinforcement and organization of the
trademark examination system, the JPO has initiated “Fast
Track Examination”*? pilot programs (for further details,
please see “Fast Track Examination” at the JPO website).
This is a new initiative aimed at conducting examinations
about two months earlier than usual for applications that
meet certain conditions.By offering beneficial services in the
form of earlier than usual examination in relation to
applications in which there are clearly no problems
concerning designated goods or designated services, an
increase in the number of such applications, which will in
turn lead to a reduction in examination burden, can be
expected. As well as allowing early registration for
applications for which fast track examination applies, the
promotion of overall examination processing can also be
expected. [Figure 2-1-14]
 Applications that meet all the following conditions are
eligible for fast track examination.
[Condition 1] Applications submitted after October 1, 2018.
[Condition 2] Applications that only designated goods or
services listed in any of the following at the time of filling.
@ Examination guidelines for similar goods and services
@ Enforcement Regulation of the Trademark Act
@ International Classification of Goods and Services(the
Nice Classification)

*?2  “Fast Track Examination”

*3 FF"

; English

English
http://www.,jpo.gojp/e/system/trademark/
shinsa/shohyo_fast_e.html

70

[Condition 3] Applications that do not contain voluntary
amendments related to designated goods or designated
services prior to the initiation of examination.

« As the relevant conditions are checked automatically at the
JPO, additional application procedures and handling fees
are not required.

4) Further Improvement of Examination
Quality
(i) Quality Management Initiatives
Under the “Quality Policy on Trademark Examination”, which
constitutes the JPO’s fundamental principles of quality
management, and the “Quality Management Manual for
Trademark Examination” (Quality Management Manual), the
JPO has been engaging in the following initiatives in order to
maintain and improve the quality of trademark examinations.
Moreover, in March 2018, the JPO established quantitative
goals for the quality of trademark examinations to be
achieved in FY2018. For more details, please visit the JPO
website *°.

a. Quality Assurance

« Before sending applicants and agents documents by
examiners regarding notices and decisions, etc, managers
of the examination office check substantive and formal
aspects of such documents for all cases.

» Examiners consult with other examiners in order to share
knowledge and to make prompt and appropriate decisions.

http://www.jpo.gojp/e/introduction/hinshi
tu/shinsa/index.html
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Figure 2-1-14 | 2-1-14% 2018 2019

Envisaged Pendency for
Fast Track Examination
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about 8 months
on average*!
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FehBEE

W Case eligible for fast track examination
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: H2hHEE*?
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1.8 AEE

*1 Expected as of December 2018 /20181288 = BiAd
*2 May fluctuate depending on the status of ordinary examinations /BHEBEEDRIRICEDEEDRIEEIESRD
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https://www,jpo.go.jp/system/trademark/s
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BAE
http://www.meti.go.jp/policy/policy_
management/jissityou-hyouka/30fy-
mokuhyou/30fy-jissityou-mokuhyou.pdf
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b. Quality Verification

« Decisions and notices, etc, prepared by examiners are
audited by quality management officers to check
compliance in terms of content and format before sending
relevant official documents to applicants and agents.

« In order to ascertain various user needs, the JPO conducts
interviews at informal meetings with businesses, accepts
information provided in relation to individual cases, and
implements user satisfaction surveys that also cover
domestic users, agents of overseas users, and small-scale
users. [Figure 2-1-15]

« In August 2014, the JPO established the Subcommittee on
Examination Quality Management, which consists of
external experts, under the Intellectual Property Committee
of the Industrial Structure Council of the Ministry of
Economy, Trade and Industry, and has been implementing
initiatives in the quality management of patent, design, and
trademark examinations, based on reports by this
subcommittee..

5) Non-Traditional Trademarks

Non-traditional trademarks also became registrable from

April 1, 2015. These types of trademarks are expected to play

an important role in branding strategies, as a means of brand

delivery that extends beyond words.

« “Non-traditional trademark™ means (i) motion mark, (i)
hologram mark, (iii) color per se mark, (iv) sound mark, or
(v) position mark.

Figure 2-1-15 | 2-1-15K

« Overall, there have been 1,746 applications filed, and 433
trademarks have been registered (as of the end of
December 2018).

6) Regional Collective Trademarks

The regional collective trademark system was introduced in

April 2006 in order to more appropriately protect, as

trademarks, regional brands that combine the name of a

region and the name of the goods (or services) (for further

details about this system, please see the “Regional Collective

Trademark System” at the JPO website *°).

Prior to the introduction of this system, trademarks

comprised of “region name + goods (services) name” were

not approved for registration unless they already possessed
nationwide recognition. However, with this system, such
trademarks can be now registered as long as there is
recognition by consumers within a certain range.

[Figure 2-1-16]

* As of the end of December 2018, there were 1,224
applications filed, and of those 645 were registered
(2 applications from overseas were registered).

« Each year, the JPO creates a “Regional Collective
Trademark System Guidebook”, which is used in seminars,
etc. to explain the system.

« In 2018, the JPO held “Contest for Regional Brands”, in Oita
(Kyushu) in March, and in Aichi (covering 7 Tokai/Hokuriku
prefectures) in December, with the objective of publicizing
this system.

Results of User Satisfaction Y 20 60 80 100 %
Survey on Quality of
Trademark Examinations 2015 _ 38.3 - 23 Satisfied
BEREOEICET 21— — fﬂ —
=T B mew ISTI
Neutral
5E
2017 _ 445 . 0.8 I Somewhat Unsatisfied
BT
Unsatisfied

FY /%K

*5 “Regional Collective Trademark System”

O] English
http://www.jpo.gojp/e/system/trademark/
gaiyo/chidan/index.html

72

* 6 Registration numbers by region are 31 for Hokkaido,53 for the Tohoku region, 123for the Kanto-
Koshinetsu region, 60for the Hokuriku region, 86for the Tokai region, 162for the Kinki region,
44for the Chugoku region, 28for the Shikoku region, 81 for the Kyushu region,and 18 for Okinawa
(registrations spanning multiple regions are counted as one in each region).
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Note: Regional names include former place names, names of rivers, names of mountains, etc, as well as current place names.
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© Trials and Appeals

Trials and Appeals play a role in reviewing examiner’s
decision of refusal as the upper instance of examination, and
in contributing to early resolution of disputes over the
validity of IP rights. To fulfill these roles, various initiatives to
expedite and improve proceedings have been taken.

1) Performance of Trials and Appeals

The JPO has been working on expeditious and precise

proceedings for trial and appeal cases. The status of the

proceedings in 2018 is as shown in Figure 2-1-17.

[Figure 2-1-17]1

« In response to the needs for early determination, the JPO
conducts accelerated appeal proceedings under which the
appeal against an examiner’s decision of refusal case is
prioritized in proceedings upon request if the case satisfies
the specific requirements.

« In 2018, the number of requests for accelerated appeal
proceedings ' was 188 for patents, 2 for designs, and 11 for
trademarks. The average pendency period *? was 3.8
months for patents, 1.8 months for designs, and 3.5 months
for trademarks.

« Inter-partes trial cases, including a trial for invalidation,
where the validity of granted rights is disputed, are
prioritized over ex-parte appeal cases in principle for early
dispute resolution.

2) Revision of the Manual for Trial and
Appeal Proceedings

Revised version of “Manual for Trial and Appeal Proceedings”

aimed at reviewing operation of the System of Opposition to

Grant of Patent, clarifying explanation of correction

procedures in general, etc. has been used from October 1,

2018. Details of the revision regarding the System of

Opposition to Grant of Patent are as follows.

» Enhance the contents of a notice of reasons for revocation

« Shorten pendency period by making the second notice of
reasons for revocation as an advance notice of reasons for
revocation in principle

» Make an inquiry with the opponent and hear opinions of
the opponent as necessary even if no request for correction
is filed

» Adopt any publication submitted by a third party after the
expiration of time limit for opposition to grant of patent
(opposition period) where it is at a glance obvious that the
reasons constitute appropriate reasons for revocation
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Figure 2-1-17 | 2-1-177

Status of Proceedings in 2018

2018 HFE DRI
Appeals against an Invalidation trial Trial for correction Opposition Trial for rescission
examiner’s decision mohEY ETIEEY FEBAI BUHEH
of refusal
BB EERIREL

Number of d , Number of d Number of d Number of d Number of d
dispositions’ Pendency?  gispositions  PeNdeNCY  gigpositions  FPeNAENCY  digpositions  FeNdeNcy  dispositions  Fendency

IBAEH EIDHAM B FIRHARS B HIEHAR B HIEHAR IR HIEHAR

Patents &

Utility Models® 8,418 124 129 m 202 28 1160 72 — —
LRSI ES

Designs
BE 367 6.7 n 9.8 — — — — — —

Tradég’rks 658 77 76 95 — — 329 66 1,026 61

Note: 1. The total number of requests granted (including requests partly granted), requests not granted (including dismissals), and withdrawals/abandonments. The
number of oppositions is counted by opposed patent.
2. Average processing period in CY from the date a request is filed (*1), to the date a trial/appeal decision is dispatched (*2), to the date a withdrawal or abandon-
ment is finalized and concluded, or to the date a dismissal is dispatched. The unit is a month.

(*1) The date a request is filed for opposition is the date an opposition is requested. The date for cases concerning “reconsiderations by examiners as one of
appeal proceedings” in “appeal against examiner’s decision of refusal” is the date it becomes ready to conduct proceedings (the date the case has been
transferred to the board in charge).

(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice of a decision) is to be made, it is the date the notice is dispatched. In
trial for patent invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the notice is dispatched.

3. Trial for invalidation statistics include invalidation trials for utility models.
&% 1 BRI (BB FRFEIL (BHT) RO T - WEOHHD AT, BFEHILISHEF BUOHH.
2 BHFERB (%) H'5, FROFXR (%2), T - MEOHRER. XEHTOREAETOHBOEFTY, BuFEAR,
(1) BERITICOVWTIIRBRTH, SHFEEEERNRELICEVTHIBERICRIBHICOVWTIIBBI L A>H ERIBER).
(x2) HHARBHLICEWTECHEREN CREDFE) ZT56DRFZOREH, HHFEPEFICEVTEBRDFEZTSHDIEZOHERH,
3 EHEHOHEHEERFRESTHE.

*71  The number of cases where the “the Written Explanation of Circumstances *1 TREBEICEI ZEERAFTINMRESNTIIBES NGB BPIBESLTLRW

Concerning Accelerated Appeal Proceedings” was submitted and the cases HHEIBEFRINCBHF) 2EHD L. 2018FICH T2 PHERORHERIS T
were transferred to the board in charge. When the cases that were not M262 4 EEM2 4. BIEH 11 1.

transferred to the board in charge (including cases that involve decision to

grant a patent upon reconsideration by examiner before appeal proceeding) *2 BHBEONREBS>LBHELCOVWT HENRSI BRI L > THSBRHFRE
are included, the number of requests for accelerated appeal proceedings T2 FTOHBEDOBETFA,

made in 2018 was 262 for patents, 2 for designs, and 11 for trademarks.

*2 Inthe cases that are subject to accelerated appeal proceedings, the average
pendency is an average Calendar Year (CY) period from the date it becomes
ready to conduct proceedings, after a request for appeal, to the date an
appeal decision is dispatched.

JPOSTATUS REPORT 2019 75

sawo00INQ Ad1jod 8107 ZHed

BEOW

A HE S o—0On



Chapter1 | 1%

3) Improvement of Proceedings
The JPO is implementing the following initiatives in order to
further improve proceedings:

(i) Oral Proceedings

« In inter-partes trial cases (including trials for invalidation
and trials for rescission), oral proceedings, where the panel
and the parties orally communicate with each other, are
proactively utilized in order to accurately grasp and sort
out the points of dispute and to increase the parties’
acceptance of the results. In 2018, 202 oral proceedings
were conducted.

(i) Circuit Trials and On-Site Interviews

* When companies, universities, etc. in the local regions are
the parties concerned, the panel may visit their regions at
their request to conduct circuit trials (oral proceedings
conducted for trials for invalidation) or on-site interviews
(interviews aimed at facilitating communication on trial and
appeal proceedings). In 2018, 34 circuit trials and 41
on-site interviews were conducted.

(iii) Trial and Appeal Practitioner Study Group

 “The Trial and Appeal Practitioner Study Group,” which is
comprised of; practitioners such as corporate IP personnel,
patent attorneys, lawyers, etc,; and the judges as observers;
in addition to JPO administrative judges, is convened every
year. The Study Group deliberates on the method of
determination in making trial/appeal decisions or court
decisions in actual cases, and publishes a report *° that
summarizes the results of its studies. In 2018, the Study
Group studied a total of 12 cases: 8 patent cases, 1 design
cases, and 3 trademark cases.

https://www.jpo.go.jp/e/resources/shingik
ai/kenkyukai/sinposei_kentoukai.html
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[ English
3 https://www.jpo.gojp/e/system/trial_appe
al/info-general-shinketsu-eiyaku.html

4) Dissemination and Awareness Raising
of the Trial and Appeal System

The JPO is implementing the following initiatives in order to

further improve proceedings:

(i) English Translations of Trial/Appeal Decisions

« In order to improve international dissemination of
information on trials and appeals of the JPO, the JPO has
been providing manually-translated English edition of trial/
appeal decisions, decisions on opposition, and Hantei
(advisory opinions on the scope of industrial property
rights), at the JPO’s website **, that would help users with
the understanding of the law interpretation and its
practices in Japan. In 2018, the JPO provided English
translations for 105 trial/appeal decisions.

(ii) Demonstration of Mock Oral Proceedings

e The JPO holds mock oral proceedings in order to improve
oral proceedings, to further promote the use of circuit trials
and to disseminate and raise awareness of the trial/appeal
system. In 2018, the JPO demonstrated mock oral
proceedings in seven locations at the Circuit JPO sessions,
etc. [Picture 4]

Picture 4 BE4

Demonstration of mock oral proceedings at the
Circuit JPO session
KERFFTICH T B REOEEEORE
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EREFROBE EEPUEEONEROA LDD. GE
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JEH. 2018 FICHEWTIF. 202D OEEEIE = E1Eo

(i) XEEEH - HIRE

o W DEE - REPFENBHEGHDOLUEETHLIBHICIE H
EEORLIISU TABRANE2ESICE = KEIEH (E
PEHOOREE) P HREZE(FECEL TERREZ
X% fc s DIEEE) Z X, 2018 FICHEWVWTIE, 34HDKE
BH. 41O HIREEZ R,

(iii) BHIRBEHARS

c BHEICMA T . CEOMNHERE. AEL. FELED
EBERCA T -—N—E LTORHELSEBREND
FEHRBEMAR ) Z FIF R RO Z B I, BR-FIR
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BAE [ *E HAE
@ https//www.jpo.go.jp/resources/shingikai/ F
kenkyukai/sinposei_kentoukaihtml
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4) EHHEOEREH
BHHEOERBEHDHICUTOIREZEREL TW5,

(i) FRZER

 BHICHY 2RBMOEBRRFEZRRS B IERIRY
BERDOEBDESE L RZPBR EFEREHEDEREAF
BRICEDER U BTV 2 781~ 4 IcigdE. 20184F
I&. 105 DB RERZ =M,

(ii) 1RO REE

e IABEDOARE KEFH D—EDFARE. RO FHH
EOERk BRZRZH RFOREEZ R 20184F
3. 7O THRERFTE TOREZ R, [EEA4]

http://www.jpo.go.jp/system/trial_appeal/
% info-shinketsu-eiyakuhtml
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International
Initiatives
= BRAYEHE

Globalization of corporate activities is progressing as the
growth of emerging markets drives the expansion of export
destinations, and the overseas advancement of production
plants and R&D centers, etc. The protection and utilization of
intellectual property in emerging countries, etc. are critical
both to companies in order to develop their business in such
countries, and to the emerging countries in order to attract
investment by foreign companies. The JPO is promoting
initiatives to further harmonize intellectual property systems
and their operations in various countries and regions, and to
improve and strengthen intellectual property systems in
emerging countries, etc.

€ Harmonization of IP
Systems and Operations

In cooperation with the World Intellectual Property
Organization (WIPO) and foreign IP offices, the JPO is
working to further harmonize intellectual property systems
and their operations in order to improve convenience when
an applicant files applications for the same invention in more
than one country.

1) Assemblies of the Member States of
WIPO
The Assemblies of the Member States of WIPO are a series
of meetings held annually to decide matters related to the
entire organization, such as the formulation of budgets,
appointment of the Director General, and approval of
amendments to regulations under the Patent Cooperation
Treaty (PCT), the Madrid Protocol, and the Geneva Act of
the Hague Agreement.

*71  WIPO B Group (developed countries) members,
EU member countries, European Patent
Convention (EPC) member countries, the
European Patent Office (EPO), the European
Commission, and South Korea
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(i) Assemblies of the Member States of WIPO: Fifty-
Eighth Series of Meetings (September 2018,
Switzerland)

« In 2018, the opening of the new WIPO external offices, the
Convening of a diplomatic conference for the adoption of a
Design Law Treaty (DLT), and various other important
issues were discussed. Commissioner Munakata,
representing Japan, gave a general statement at the
opening of the assembly, in which she expressed the
expectation for the WIPO to become a real model for other
international organization in terms of user-

friendliness. [Picture 5]

2) Meeting of Developed Countries
Concerning Patent System
Harmonization (B+ Meeting)

The B+ Meeting, a framework of developed countries

comprised of the IP offices of 46 countries and 2

organizations*’, is aimed to decide the direction of

discussion to harmonize substantive aspect of patent law.

(i) B+ Sub-Group Meeting (September 2018, Switzerland)

» A meeting of the B+ Sub Group*? was held to discuss the
main topics of grace periods, conflicting applications, prior
use rights, and prior art toward system harmonization with
users of Japan, the US, and Europe.

*2 A sub group established within the B+ Group
with fewer participating countries. The IP offices
of Japan, the US, Europe, the UK., Germany,
South Korea, Canada, Australia, Denmark,
Hungary, and Spain participate in this group.
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Commissioner Munakata’s General Statement
FERRBICLZ2—MWEROKT
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WIPOIEE#=IE. WIPOE2EDFEDKRE. EERERD
EREBTFHAEH- I RY Y RBEBREE - /N\—THEY 2
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k1 WIPO-BZ)L— 7 (EH#E) X > /N— EU
A2 N =R BRINFFEF AT (EPC) X > /X—
Bl RMFFFT (EPO) RN EZB R R UEE

(i) 5558 @ WIPO INHBE#% (2018 F9A. A1 R)

¢ 2018 3. WIPOS B E=HF OFRHAR. BEERK
DOLD IR BARSBOREF. ELDEEFHICOWVT
FR.SEEHE. BI’EEARL TREREN—RERZIT
W WIPOR I —H—ICRBIEVEREEOETILERS
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2) FHEFHIERTICEY 55 ERRE (B+ 28
B+&AE. 46N EDRIFTRU2EE THRENDEE
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BROAAMERVET L EANET 25D TH S,
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YR—=T N\YH)— ZARA Y OFEFTHEM,
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3) IP5 Meeting

The IP5 is a forum established in 2007 by the five IP offices
of Japan, the US, Europe, China, and South Korea. The IP5
offices cooperate broadly on issues such as harmonization
of practices and procedures in the field of patents, mutual
utilization of examination results, enhancing the quality of
patent examinations, and improving patent information
services.

(i) The 11" IP5 Heads Meeting (June 2018, the U.S.)
 The IP5 offices evaluated the progress and achievements
of all IP5 projects undertaken to date, and clarified which

projects will be focused on in the future.

» Working towards promoting the utilization of examination-
related information (dossier information) by users, the IP5
offices agreed on the new direction of the five priority
areas of the “Global Dossier” (a concept in which the IP5
offices will have their IT systems collaborate to share
dossier information with general users, etc.) for the next
couple of years, and finalized scope document of each
project.

» The IP5 offices agreed to initiate PCT Collaborative Search
and Examination Pilot Projects from July 1, 2018.

« In addition, at the IP5 Heads of Office with IP5 Industry
Meeting held on the day before the 11" IP5 Heads
Meeting, the Heads and the Industry discussed various
issues including “Quality” and “Evolution of the IP5".
[Picture 6]

Picture 6 EEG6

From left to right: Commissioner Shen

(CNIPA), Commissioner Sung (KIPO), Director
lancu (USPTO), President Battistelli (EPO),
Commissioner Munakata (JPO), Deputy
Director General Sandage (WIPO)

Eh5. BCNIPA BR. Y YKIPOFR. 1 7V7
USPTORE. \T+ X7 YEPORE. F&RRE. ¥
Y TF—IWIPOBHBRREK

*3 E :E http://id-five.org

e
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4) ID5 Meeting

The ID5 is a framework established in 2015 to promote
international cooperation in the field of industrial designs
among five IP offices, responsible for industrial designs, of
Japan, the US, Europe, China, and South Korea, who
collectively handle over 80% of the world’s applications for
design registration.

(i) The 4™ ID5 Annual Meeting (November 2018, South
Korea)

« With the rapid progress of the fourth industrial revolution,
the ID5 adopted the “ID5 Joint Statement”, which
represents the shared views of the five offices in
strengthening protection for new technological designs
such as Graphical User Interface (GUI) designs, which are
derived from progressing digital technologies.

« Of the existing cooperation projects, the ID5 approved the
reports compiling the following comparative study results;
current practices of protection for new technological
designs, eligibility for design protection (protectable
subject matter, entitlement as creator/applicant), partial
designs, and grace periods. These reports will be published
on the ID5 website *°.

 The ID5 also adopted six new cooperation projects, namely,
3D printing and design protection, design data resources
(design non-patent literature), quality management,
admissibility of Internet information as legitimate
disclosure for novelty examinations, remedies and relief for
industrial design infringement, and ID5 recommended
design practices.

» At the ID5 user session, outlines of the comparative study
results and the new cooperation projects both approved at
the plenary session were shared to the user group
participants from the five regions, and such issues as
protection of new technological designs and the need for
international harmonization of design systems were
discussed.

» The 2019 ID5 Meeting will be held in Japan, with the JPO
serving as the secretariat. [Picture 7]
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Picture 7 BB

From left to right: Director Bisson (The Hague
Registry, WIPO), Director Kuhl (EUIPO),

Deputy Director General Dong (CNIPA), Vice
Commissioner Kim (KIPO), Chief Policy Officer/
Director Perlmutter (USPTO), Director-General
Sawai (JPO), Director-General Lee (KIPO)
EnsS. EVYWIPON=TERBR., V-
EUIPO%(EIR. RYCNIPAEKRSEREIRIR. +
LKIPORE. /X=ILLv & —USPTOREBEREE
ERERTR. EFHEEFE TR, YKIPOBEERETY
1 VEERBR
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5) TM5 Meeting

The TM5 is a framework established in 2011 to promote
international cooperation in the field of trademarks by the IP
offices of Japan, the US, Europe, China, and South Korea.

(i) The 2018 TM5 Mid Term Meeting (June 2018, South
Korea)
 Reports were given on the progress status of the “Bad
Faith Trademarks Project”, the “Image Search Project”, and
the “Quality Management Project”, led by the JPO, and the
results of the 2nd INTA-TM5 Joint Workshop held in
Seattle in May.

(ii) The 7" TM5 Annual Meeting (November 2018, South
Korea)

» The TM5 agreed to publish the expanded “Case Examples
of Bad-Faith Trademark Filings” at the 2019 meeting.

» The TM5 agreed to hold the 3rd Joint Workshop at the
INTA Annual Meeting, which will be held in Boston in May
2019, under the theme “Bad-Faith Trademark Filings.”

« Regarding initiatives by each office concerning image
searches, the TM5 agreed to accelerate information
exchange through the TM5 website and Face-to-Face
meetings.

» The TM5 agreed to hold a meeting of quality management
experts around the same time as the 2019 annual meeting.

« [t was also agreed that the 2019 annual meeting will be
held in Japan, with the JPO serving as a host. [Picture 8]
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6) Meetings with China and South Korea
Meetings among the heads of the JPO, the CNIPA, and KIPO
have been held continuously, since 1994 between Japan
and China, since 1983 between Japan and South Korea, and
since 2001 among Japan, China, and South Korea, to
cooperate with each other in the fields of patents, designs,
and trademarks.

(i) The 25" Heads Meeting between JPO and CNIPA
(November 2018, Japan)

» As CNIPA became responsible for handling the field of
trademarks, the two parties agreed to promote cooperation
in the field of trademarks, and to extend the term of the
PPH Pilot Program.

(ii) The 18" TRIPO Heads Meeting among JPO, CNIPA
and KIPO, and the 6" Japan-China-South Korea IP
Symposium (December 2018, China)

« At the Heads Meeting, the three parties agreed to promote
new cooperation in the field of trademarks, and to review
the specific content of such cooperation in the future.

« The three parties agreed to hold the next meeting in
Japan, and to hold bilateral meetings on this occasion.

*» The IP Symposium was held together with the Heads
Meeting, and lectures on the theme of “New Era, Stronger
Intellectual Property Protection” were given by government
officials and corporate practitioners, etc. from each
country. [Picture 9]

Picture 8 EES

From left to right: Director-General Noguchi
(JPO), Director Kuhl (EUIPO), Commissioner
Park (KIPO), Commissioner Denison (USPTO),
Deputy Director-General Dong (CNIPA)
EnS. FOBEEBBR. 7 —LEUIPOEBER
K. XUKIPOTR. 7=V YUSPTOBEERER. K
YCNIPAEKREETIRIER
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The 18" TRIPO Heads Meeting |
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Picture 9 BE9

From left to right: Commissioner Munakata
(JPO), Commissioner Shen (CNIPA),
Commissioner Park (KIPO)

EnS. RERE. HCNIPABR. /XZKIPOFER
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€© Support for Improvement of IP Systems in Emerging and

Developing Countries

Companies from around the world regard emerging countries
such as ASEAN countries and India as promising locations
for their business development. In these emerging countries,
there is a pressing need to improve and strengthen IP
systems from the perspective of developing the investment
environment.

1) Support for Developing Countries
through WIPO Japan Fund
Japan established the WIPO Japan Funds-in-Trust in 1987 as
a trust fund to WIPO to provide support to developing
countries in the field of industrial property rights. The Japan
fund covered WIPO-member developing countries in the
United Nations Economic and Social Commission for Asia
and the Pacific (ESCAP). In FY2008, Japan established a
fund for supporting self-sustaining economic development in
Africa, and has since been implementing programs such as
workshops, accepting foreign trainees and long-term
fellowship, dispatching of experts, and computerizing of IP
offices.

(i) Agreement for New Cooperation between the JPO and

the WIPO (February 2018, Japan)

« 30 years have passed since the Japan Fund was
established, and the environment surrounding intellectual
property in developing countries has changed.
Consequently, the parties agreed to implement new
cooperation better suited for the demands of developing
countries through the funds, such as cooperation for the
building of environments that utilize IP and the branding of
superior local products, etc. while continuing cooperation
for IP offices in improving systems and developing human
resources.

(i) High-level Forum to Commemorate the 30"
Anniversary of Japan Fund (February 2018, Japan)

e In February 2018, the JPO and the WIPO hosted the “WIPO
High-Level Forum on the Utilizing on Intellectual Property
System for Economic, Social and Cultural Development”, in
Urayasu City, Chiba prefecture, to commemorate the 30™
anniversary of the Japan Fund.

« This forum was attended by about 100 participants
including IP office commissioners from 54 countries and
organizations. The participants discussed about future
cooperation through the Japan Fund while presenting
advancements in the IP systems of each country and
shared issues for the future.
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(i) 10" Anniversary of the Africa Fund (September 2018,
Switzerland)

On the occasion of the 4™ Tokyo International Conference

on African Development (TICAD IV), held in May 2008, the

WIPO Japan Fund was created in order to provide support

for the field of industrial property rights in African/Least-

Developed Countries (hereunder, the “Africa Fund”). JPO

promoted cooperation with Africa through the hosting of

workshops/training sessions with the objective of developing
human resources, provided support for the digitization of
application documents and for modernization of IP office
infrastructure.

« In September 2018, as a side-event to the 58" Series of
Meetings of the Assemblies of the Member States of the
World Intellectual Property Organization (WIPO) in Geneva,
an event to commemorate the 10" anniversary of the Africa
Fund was held, featuring performances and a fashion show
that combined Japanese and African tradition, culture, and
music. In addition, the Japan booth featured panels
showing contributions to Africa, and introduced Japanese
products that have acquired regional collective trademarks.

« Africa Fund initiatives to date were also introduced to
various African countries during the Administrative Council
of ARIPO, held in November 2018, and the Council of
Ministers of OAPI, held in December 2018.

[Picture 10] [Picture 11]

2) ASEAN

The JPO is cooperating with the ASEAN [P offices, not only
through bilateral support based on their respective needs,
but also through multilateral platform such as the ASEAN-
Japan Heads of IP Offices Meeting.

(i) ASEAN-Japan Heads of IP Offices Meeting
(September 2018, Singapore), etc.

« The 8" ASEAN-Japan Heads of IP Offices Meeting was
held in Singapore in September 2018, and the participants
agreed on the “ASEAN IPOs-JPO IPR Action Plan 2018-
2019”, which includes cooperation towards creating and
updating patent examination guidelines of ASEAN
countries, support for accession to and operation under
international treaties, sharing of knowledge on training of
examiners and management of examination operation, and
cooperation for commercialization and enforcement of
IP. [Picture 12]

» The ASEAN Economic Ministers (AEM)-METI consultations
in August 2018 and the ASEAN-Japan Summit in
November 2018 adopted the statements to laud the
cooperation on IP through ASEAN-Japan Heads of IP
Offices Meetings.
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ASEAN-Japan Heads of IP Offices Meeting
BHASEANFRTTRERA
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(ii) High Level Interactions

« The Director General of the Directorate General of
Intellectual Property (DGIP) of Indonesia and the Director
General of the Intellectual Property Office of Viet Nam (IP
Viet Nam) visited Japan and had talks with the JPO
Commissioner in February 2018. The Assistant Chief
Executive of the Intellectual Property Office of Singapore
(IPOS) visited the JPO in May, and the Deputy Director
General of the Intellectual Property Office of the Philippines
(IPOPHL) visited the JPO in July, for talks with the Deputy
Commissioner. The Director General of the DGIP and the
Deputy Director General of the IP Viet Nam also engaged
in further talks with the JPO Deputy Commissioner in
Geneva, in September 2018. Furthermore, officials of the
JPO visited Myanmar, Viet Nam, Malaysia, Singapore,
Indonesia, for talks with the officials of the IP offices.

(iii) Dispatching JPO Experts to ASEAN IP Offices

» The JPO dispatched experts to Indonesia, Myanmar and
Singapore, to continually provide timely and on-demand
support.

« In addition, the JPO dispatched examiners to Indonesia,
Malaysia, the Philippines, Thailand and Viet Nam to provide
training courses and seminars on examination of patent,
design, and trademark in 2018.

3) India

Through a deepening of cooperative relations in the field of

IP, the JPO is supporting the expansion of investments and

business by Japanese companies in India, which is attracting

attention as an emerging market.

« In February 2018, the office of Controller-General of Patents,
Designs, and Trademarks of India visited Japan to attend
the Japan Fund 30" Anniversary WIPO High Level Forum
as a panelist on the topic of “New Issues concerning IP
Policy for the Promotion of Innovation”.

« In August 2018, opinions were exchanged regarding the
content of IT infrastructure development cooperation
based on the action plan updated in 2017.

« In August 2018, the JPO and the Department of Industrial
Policy and Promotion (DIPP) of the Ministry of Commerce
and Industry of India held the 2nd JPO-DIPP Review
Meeting with the aim of maintaining and enhancing
cooperative relations. At the meeting, the two offices
discussed the implementation of the Japan-India Patent
Prosecution Highway (PPH) demanded by industry, and
after necessary coordination, adopted a joint statement in
September of the same year. In the joint statement both
sides agreed in principle to start the Japan-India PPH
program on a pilot basis in the 1st Quarter of FY2019, and
agreed to start the exchange of their s official gazette
Gazettes/Journal.
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« In October 2018, at the Japan-India Summit meeting, the
leaders of the two countries concurred to start the Japan-
India PPH pilot program in the 1st Quarter of FY2019.

4) Mexico

As well as cooperation between the two nations, the JPO has

deepened cooperative relations with the Mexican Institute of

Industrial Property (IMPD through cooperation under

international frameworks such as the Asia-Pacific Economic

Cooperation (APEC). [Picture 13]

* In February 2018, the Director General of IMPI attended the
Japan Fund 30™ Anniversary WIPO High Level Forum as a
panelist on the topic of “New Issues concerning IP Policy
for the Promotion of Innovation”.

« A delegation group headed by the Director General of IMPI
visited Japan in June 2018, and the Memorandum of
Cooperation was revised in relation to cooperation on
substantive examinations including the PPH, exchange of IP
data between the two offices, and providing general public
with information about each Office’s national IP rights system
in English. In addition, a Mexico IP Seminar was held.

« In September 2018, officers of the JPO visited the IMPI, and
exchanged opinions with the objective of expanding
cooperation between the two offices.

5) Africa

As well as providing support through the African Regional
Intellectual Property Organization (ARIPO), the JPO is also
building bilateral cooperative relationships with African
countries. [Picture 14]

Picture 13 BEE13

From left to right: Commissioner Munakata
(JPO), Director General Margain, (IMP1)
Ehs. RERE. N—A1VRE
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From left to right: Commissioner Voller (CIPC),
Commissioner Munakata (JPO)
Ebs. T45—RE. FRRE
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« In July 2018, JPO employees were dispatched to the
“Training-the-Trainers Workshop on IP Enforcement for
Police from ARIPO Member States” held in Zimbabwe, to
share knowledge on enforcement.

« In September 2018, the JPO and the Companies and
Intellectual Property Commission (CIPC) of South Africa
signed a Memorandum of Cooperation related to the
sharing of knowledge on human resource development and
accession to international treaties, etc.

« In December 2018, the JPO dispatched employees to
regional seminars related to PCT and PATENTSCOPE held
in Rwanda, to share knowledge on PCT.

6) Middle East

The JPO is building cooperative relationships with the

countries of the Middle East by strengthening support

provided through wide-area IP offices as well as establishing
bilateral ties, etc.

« In July 2018, The JPO and the Saudi Authority for
Intellectual Property (SAIP) exchanged opinions on
initiatives in the field of IP and future cooperation between
the two countries.

« In December 2018, the JPO and the Gulf Cooperation
Council (GCC) Patent Office signed a Memorandum of
Cooperation related to the exchange of IP data and the
acceleration of examinations.

7) Brazil

The JPO continues to cooperate with Brazil's National

Institute of Industrial Property (INPI) in relation to human

resource development and examinations. [Picture 15]

« In March and September 2018, officers from the two offices
exchanged opinions with the objective of expanding the
technical fields covered by the PPH.

« In September 2018, the JPO dispatched international
training instructors to Brazil to provide training courses on
patent examination practices for INPI patent examiners.

Picture 15 BE15

From the left to right: Deputy Commissioner
Shimano (JPO), Executive Director Mauro Maia
(INPD

EhS, IBFKE. YUO - Y1 FERIRE
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« In December 2018, in response to a request from INPI, the
JPO held a workshop on the Madrid Protocol at the INPI.

« In January 2019, INPI officers visited Japan and held a
Brazil IP Seminar.

8) Russia

In December 2016, the JPO and the Russian Federal Service

for Intellectual Property (ROSPATENT) deepened

cooperative relations between the two offices by executing a

Memorandum of Cooperation that includes the promotion of

understanding of the two countries’ IP systems and the

promotion of interaction with users by holding seminars to

provide information, etc.

« In October 2018, in accordance with the action plan
concluded in 2017, the JPO attended the 22nd Annual
Meeting of the ROSPATENT to introduce JPO initiatives.

9) Sending Experts to and Accepting
Trainees from Emerging and Developing
Countries

The JPO has been sending experts and accepting trainees

in order to improve and strengthen the IP systems in

emerging and developing countries.

* In FY2018, the JPO invited examiners and other IP-related
personnel from various countries (mainly the Asia-Pacific
region) and conducted 23 training courses.

« In 2018, as a follow-up to local training by the JPO’s
international training instructors, training courses on patent
examination practices were held in Japan in August for new
examiners from VietNam, and in November for new
examiners from Thailand.

« In FY2018, experts were sent on a short-term basis to hold
workshops, etc. for government officials on utilizing the
international application system, IT and enforcement, and
on a long-term and on-going basis to Indonesia and
Myanmar.

10) International Training Instructors

The JPO provides cooperation on the practical aspects of

patent examination practices, mainly through its international

training instructors, to examiners from emerging countries
including India and ASEAN countries, in order to support the
global expansion of business by Japanese companies to

emerging and other countries. [Picture 161

 The international training instructors are comprised of 29
examiners (as of December 2018) with extensive practical
experience in patent examinations.

« In 2018, the JPO dispatched international training
instructors to India, Indonesia, Thailand, the Philippines,
VietNam, Malaysia, and Brazil, and provided training mainly
for approx. 350 new and junior examiners.
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Training session for new examiners from
Thailand
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© Cooperation and Collaboration with Foreign IP Offices and

Related Agencies
1) Patent Prosecution Highway (PPH)

The PPH is a framework that allows an application that is
determined to be patentable by the Office of First Filing
(OFF) to undergo, at the request of the applicant, an
accelerated examination with simplified procedures at the
Office of Second Filing (OSF) that participates in the PPH
with the OFF. The world’s first PPH, advocated by the JPO,
was launched between Japan and the US. in July 2006 as a
pilot program. [Figure 2-2-1] [Figure 2-2-2] [Figure 2-2-3]
[Figure 2-2-4]
« As of December 2018, the number of IP offices participating
in the PPH has increased to 48.
« As of December 2018, the JPO has been implementing the
PPH with 42 IP offices, including new PPH collaboration
with the Visegrad Patent Institute (VPI) in January 2018,

and the Turkish Patent and Trademark Office
(TURKPATENT) in April 2018.

» The PPH Portal Site *" allows one-stop access to the PPH
implementation status and statistical information for
participating IP offices.

In addition, the JPO serves as the secretariat of the “Global
Patent Prosecution Highway” (GPPH), a multinational
framework launched in January 2014.

« In the GPPH, all types of PPH, including PPH-MOTTAINAI
and PCT-PPH*? are available among the participating IP
offices.

« In January 2018, the Visegrad Patent Institute (VP joined
the GPPH framework, bringing the number of IP offices
participating in GPPH to 25.

Figure 2-2-1 | 2-2-1 Office of First Filing/$8—/T Patentable
AR
Outline Of Patgnt Application Examination
Prosecution Highway B > =y
(PPH) 203
NHFEE/N\MU1 (PPH)D l Accelerated
e Examination
N Request BHEE
Application
p  for PPH >
iR PPH#
Office of Second Filing/$ =T
Figure 2-2-2 | 2-2-2 Shorter Increased Patent Increased Patent
FA Pendency Grant Rate Grant Rate at FA
Effect of the Patent FAZTOHEM ER ﬁE‘FEE$h‘J:E FA‘E’(DﬁE’FEE$b‘J:5‘-
Prosecution Highway
Months/B % %
'S
BHEE/\1 V11 (PPH) D 0 100 “0
MR 15
10

5 I
. im .

Japan US. South Canada
orea
BA  KE #BE HFY

Japan US. South Canada
Korea
BAx  KE #BE HFY

75 30
50 20
25 10

0 0

Japan US. South Canada
BA  KE %l Hh+y

Note: e« Period : July-December 2017
« US. PPH application statistics include PCT-PPH.
o FA (First Action): Issuance of first notice of examination.

o SRR 2017478 ~12R
o KEDOPPFEEDFEEICIEPCT-PPHZEATWS,
o FA(First Action) : —FF&EERER DB

Normal Applications
2HE

== PPH Applications
PPHHEE

%

*2  PPH-MOTTAINAI is a framework that enables an applicant to request for PPH based on a judgment that
an application is patentable, made by any IP office that first conducts an examination, regardless of which
IP office first received the patent application. The PCT-PPH is a framework that enables an applicant to
request an accelerated examination based on a judgment that an application is patentable in a written
opinion or opinion of international preliminary examination report at the PCT international phase.
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Offices Participating in the Patent Prosecution Highway (PPH)
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PPH Participating Offices
PPH&INT

INPI INPI INAPI
(AR: Argentina) ~ (BR: Brazil) (CL: Chile)

o RS Bem

EPO DGIP OMPIC*
(EP:Europe)  (ID:Indonesia) (MA: Morocco)

el

DINAPI* OSIM
(PY: Paraguay) (RO: Romania)
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GPPH Participating Offices
GPPHEMNFF

VPI APO IP Australia CIPO
(XV:Visegrad)  (AT: Austria)  (AU: Australia) ~ (CA: Canada)

EI—

PRH UKIPO HIPO
(FI: Finland) (GB: UK) (HU: Hungary)

5= —
AN
IPONZ PPO INPI
(NZ:New Zealand) (PL:Poland)  (PT: Portugal)

(TH: Thailand) ~ (TR: Turkey)

(CO: Colombia) (DE: Germany) (DK: Denmark)  (EE: Estonia)

As of December 2018 / 2018 12RR7E

CNIPA IPO CZ EAPO IEPI* EGYPO
(CN: China) (CZ: Czech) (EA: Eurasia)  (EC: Ecuador) (EG: Egypt)
*
IMPI MYIPO NRIP* INDECOPI IPOPHL
(MX: Mexico)  (MY: Malaysia) (NI Nicaragua) (PE: Peru)  (PH: Philippines)

= = M

DIP TPI* TIPO DNPI* IP Viet Nam
(TW: Taiwan)  (UY:Uruguay)  (VN: Vietnam)

4 e —
= a2
sic DPMA DKPTO EPA SPTO

(ES: Spain)

= == o R

ILPO IPO JPO KIPO NIPO
(IL: Israel) (IS: Iceland) (JP: JAPAN) (KR: Korea) (NO: Norway)
= I ® > .
Hl Ny i
ROSPATENT PRV IPOS USPTO NPI
(RU: Russia) (SE: Sweden) (SG:Singapore) — (US: USA) (XN: Nordic)
mIE = = o

* The IP offices that had not commenced PPH with the JPO as of December 2018 /2018 F 12 B3R HAERFFTE DR TIRPPHARIEDT

*1 .g . http://www,jpo.gojp/e/toppage/pph-portal/

index-html

*2 PPH MOTTAINAI (v &4 7F1) &3 EQFICEICKTFEEZ LM hN b5 T EITEEFICK 25T E
DY IcEDE, PPHORFEZAREE 9 2RMEHTH D, PCT-PPH &id. PCTEREMICE VW TRBEXISERTF
HEERS TR SN RBICE DS  RBRAZHRFB T 5 N TE 204H
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Figure 2-2-4 | 2-2-4%

Number of Worldwide
Patent Prosecution
Highway (PPH)
Applications
HRDOFFEE/NI VA
(PPH) EREEHE DR

Figure 2-2-5 | 2-2-5

Outline of PPH Plus and
CPG

PPHZSX&ECPGOE

Figure 2-2-6 | 2-2-6

Outline of the US-JP
Collaborative Search
Pilot Program
BRBEREAERTIOISA
DFE
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Number / ##

40,000 32,541
30,641
27,737 28,1

80,000 23,465

20,000

10,000

2014 2015 2016 2017 2018
Year / &

Note: The number of applications for 2018 is the total as of March 6, 2019.
8% 2018 FEDBRFHHIE. 2019438 6 AR R&st.

Application Examination Decision to
toJapan |- . —)> grant patent Accelerated
B#HE WEFEE Examination
T RHOBEETFR
: Priority Claim under Paris Convention
| IUBSBIEER
1
' Applicatigndto Reque?t for CPGI
oo prescribe Request for PPH Plus Patent Grant
> IP Office > CPGHi% > BEFHS
FREFBA T A DHFE PPHZ SR EEE
Cambodia/Laos/Brunei
AVRIT SAR-TILERA
-
Applicant requests The two Offices Each Office sends the

a US-JP Collaborative share search results first examination results

Search and opinions around the same time
Bk G EREDHRE MFIC&BY—FHER FRHBICRDBEERERE
REOHE Fhehixt
\

Prior art search Reevaluation

and patentability of patentability :;(r:rtnination
. judgment judgment » results
SEATIRA SR - ﬁ%ﬁﬂ)*ﬂw’r_ BUOEERS
KT DRIBT leonwTERs
Corresponding
application
WY S

Prior art search Reevaluation

and patentability of patentability :;(ras.tmnation
judgment judgment » results

FEATER M X R - T IEDHIBT BIOELEESR
KR DHINT EoWTERE "



2) International Cooperation Initiatives on
Examination

(i) Patent Prosecution Highway Plus (PPH Plus)

The PPH Plus is a framework that accelerates acquisition of

right for an application of the same invention which is

already granted a patent in Japan, by utilizing the

examination results by the JPO. The JPO is currently

implementing this framework with the Brunei Intellectual

Property Office. [Figure 2-2-5]

(i) Cooperation for facilitating Patent Grant (CPG)

CPG is a framework that accelerates patent grant without
conducting substantial examination, for an application of the
same invention which is already granted a patent in Japan.
The JPO is currently implementing this framework with the
Ministry of Industry and Handicraft of Cambodia, and the
Department of Intellectual Property, Ministry of Science and
Technology of Lao PDR.

[Figure 2-2-5]

3) US-JP Collaborative Search Pilot
Program

The JPO launched the US-JP Collaborative Search Pilot

Program (US-JP CSP) with the USPTO from August 1, 2015

with the aim of improving the predictability of the timing of

examination and acquisition of rights in the US. and Japan,
and supporting the acquisition of more robust and stable
patent rights by users. In this program, the JPO and the

USPTO examiners independently conduct their own prior art

searches for an invention for which a patent application has

been filed in both Japan and the U.S, and after sharing
search results and opinions with each other, the two offices
respectively send their first examination results to the

applicant early and around the same time. [Figure 2-2-6]

« The first phase of the US-JP CSP, which lasted for two
years, ended on July 31, 2017, and the second phase, which
will last for three years, commenced with new operations
on November 1, 2017.

International Initiatives | EFEAYEHE

2) ERMGEER ) OIE

() FHFEENMV A TFR(PPHT S R)

PPH 73 R & i BATHIFHS S nic HAE RNE O
HEEICOWT BADBERRZERT 2 T & T RHOER
MGEAEE T B TH B BAERFTIRAREE T
XA HWMEF & OB TEMEL TW2, [2-2-5H]

(ii) FEF O SMBLICET 51575 (CPG)

CPG L. BATRIFNEENicHBEERRADEEICD W
T RENICEZETCRRICHINNSSh2BEATH %,
BARERTFTREABAZ AVIRIPIEFIZHETAR
MMBER & DR TREL TW5,

[2-2-5E]

3) BXGEATERTIAI I L
BAESFT I BRAEICS T 2BE - EFHIEFHOFR
HOEEP. L DBCRELIEFNRBOXEZBENE LT,
KEKFEET OB T2015F8A 18D S BXGERE
RAT7AT I LZRBLILATOT S AR BREEICHET
HBREULERICOWT BROBEED TN ZNAETRIMN
BREZREL. T OHERRRVORBEZHE LIRIC.RH
P ORKHICRYOEERREHBAICENITZHDTH
%, [2-2-6H]
2017 7RINBIC2EEOFEIHRAITIOT I LNHRT
ULLEENMATBE,SHUWERTIEROE2HATIO
AN N
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Figure 2-2-7 | 2-2-7H

Status of JPO Compe-
tency as an ISA/IPEA for
PCT International
Applications

(as of December 2018)
BAERFTICKSPCTER
HEOEERAE EETFHRE
BEOEERR
(2018F12AKRE)

South Korea / &[E
(Application in Japanese only
| BABLEOH)

e Vietnam / XhFL
Launched on Jul. 1,2012
2012478188 %

Laos / AR
Launched on Jan. 1, 2016
2016&1818R%

Thailand / %1
Launched on Apr. 15, 2010
2010F4A15HM %

4) Increased Competency over
International Search/International
Preliminary Examination for PCT
International Application

The JPO has expanded its competency, mainly in ASEAN

countries, as an International Searching Authority (ISA) and

an International Preliminary Examining Authority (IPEA), so
that the JPO can prepare/provide International Search

Reports and International Preliminary Examination Reports

for PCT international applications filed to receiving offices

other than the JPO. [Figure 2-2-7]
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Malaysia / ¥L—>7
Launched on Apr. 1, 2013
2013F4A1HH%A

@ Singapore / ¥ HAKR—IL
Launched on Dec. 1, 2012

9 Philippines / 71UE>
Launched on Jan. 1, 2002
2002%18188%

@ Brunei / 7ILxA
Launched on Oct. 1, 2015

2012€12B 18 % 2015%10818/%
Indonesia / 1Y RR27 USA / XE

Launched on Jun. 1, 2013 Launched on Jul. 1,2015
2013E6A1HMHA 201557818 %
Cambodia / hviRI7

Launched on Dec. 8, 2016

2016%12888F %

5) PCT Collaborative Search and
Examination (CS&E) Pilot Project

The PCT collaborative search and examination is an initiative

aimed at producing high-quality products for PCT

international applications, whereby for one PCT application,

a main IP office collaborates with peer IP offices to determine

its patentability, and finally publishes a single International

Search Report, which is provided for the applicant.

[Figure 2-2-8]

« On July 1, 2018, the IP5 offices, consisting of the EPO, the
JPO, the KIPO, the CNIPA, and the USPTO, commenced the
PCT Collaborative Search and Examination (CS&E) Pilot
Project.

» Based on requests by applicants, each office accepts
approx. 100 applications (50 applications per year) into the
pilot, over the two-year pilot period.

« Additional fee is not required during the pilot period, and
applicants can acquire search results from the IP5 offices
only with the search fee of a regular PCT international
applicant.



Figure 2-2-8 | 2-2-8

PCT Collaborative Search and Examination Flow
PCTHEHRE7O—K

PCT International Application
(within 12 months from priority date)
PCTICED<EBRLE
(BHENS120AUM)

Normal PCT System (International Patent Application)
BEOPCTHIE (EFRFFHER)
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International publication
(18 months from priority date)
E5E /NG|
(BEBH5181A)

International Search Report
(Written Opinion of the InternationalSearching Authority)

Application filed with
ISA (One IP Office only)

ERAE#E (1ITOH)
ADLFE

PCT Collaborative Search
PCTiGERE

Provisional ISR
{ROEFFREHRE

Application filed with ISA
(Main IP Office)
EIFREAEHEE (EHELF)
ADHFE

(T

S

Collaborative Search Results by Peer IP Offices
(Publication on WIPO PATENTSCOPE)

EHEYTiHERERR (WIPO PATENTSCOPEIZ2AR)

4) PCTEIRLEOERRE ERFHREZOEE
X

BAERFTUNEREBETE T3 PCTEREEICOWT

b BRERFTHERAEHE ERTREDT®ES U CE

BREERES ERFREERS R BHTE2L5.7

7V #EEE PO EEONRILAZED T E e, [2-2-7H]

EEAESS (ERREHREORES)

Filling in Designated Offices/ &EHEE

|

S8W00INQ AdIj0d 8107 ZMed

Search result provided by only one Office
TFOHDRAERE

il

RENCERRERSE

Final ISR

NatC
3

Filling in Designated Offices/ &ELEE

|

Search results in the light of

search results by Peer IP Offices
*Not necessarily indicate the general
opinion of the IP5 Offices

BB TOREERERER ATRER
* Y UbATERDRBEERIRUIHDTIFAL

5) PCT ia@sAERIT 7O 35 L

PCT #@#ZEIE. PCT BRERICET2EOEVEREYD =

T2 EEBNELT.—o D PCT HEEICDWT. X8

LORTTHEBYORFT SHE L TSI eEicE T

YT E TV BRIRNIC—D DEBATRE X /ER L. HEEA

ICIEHT 2B TH B, [2-2-8E]

«2018F7BTH & D BRMEEFFFT(EPO). B AEFEFIT
(JPO). BT (KIPO) . FEIERAMHMEIER (CNIPA)
RUOKERETFEZET (USPTO) M5 22 AT PCT tHENR
BERTIOU S L%

e HEEADBRBICEDE. 2EBMORTHEFETIEH100
HG0H/F) DHEZ PCTIHERAEONRE LTEA,

o HATHRFR I GEMFHEHIAETHD LB ATBED PCT
ERHEOREFHROH THTOREERE AFILE,
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6) International Examiner Exchange
Program

The international examiner exchange program is an initiative

through which the JPO examiners directly discuss with or

provide training on examination practices with examiners of
foreign IP offices, primarily for the following purposes:

» Promotion of work-sharing of patent examinations among
the IP offices based on a mutual understanding of prior art
searches and examination practices.

« Propagation of the JPO’s examination practices and
examination results to other IP offices.

» Harmonization of examinations at a higher level of quality.

» Harmonization of patent classifications.

» Advancement of JPO policies.

In recent years, the JPO has also been striving to contribute
to the establishment of proper IP systems and the
development of human resources in emerging countries
such as India and the ASEAN countries by dispatching JPO
examiners and providing training on examination practices
as described in Part 2, Chapter 2, 210) International Training
Instructors. [Figure 2-2-9]

o Cumulatively, from April 2000 to December 2018, the JPO
has executed the international examiner exchange
program, either on a short-term or mid-to-long term basis,
with 29 IP offices.

« In 2018, the JPO dispatched 24 JPO examiners to foreign
IP offices and received 12 examiners from foreign IP offices.

96

6) EFEERN

EREERHE G FLCTEOREENE L. EESHTD

BEBLOEEORG L. BEEXRBHEEETSIMETH 5.

o TR XMAER VEEEREOEEEMRICE D CHFTE
BOT—02 7YY TDRE,

s HAERTOBEERYE EEREROMTNDOE K,

cBDEWLARILTOEEDH.

o KRN FE DA

o BAEFEFIT DMETR D HERE,

SAETIE E2HME2E210) BRMERERE TRBNL .
1Y RP 77 VHEEEOHEEICBAERTTOEEEZ
TOBEL TEBIEEETS 2 &tk b YKETOEY RN
MEHEOEFEPAMOBEROEEICERT 2EIcEH%E
AnTW3, [2-2-9HE]

o HAESRTIE. 2000 4ANS2018F12A£xTDR
BT REXIEPRIAOEREERN%Z. 29 DT & Ei,
e 2018 FIF. HAERHFTOEEEZ 24 L RET DL LD

I BERFTOBEE 122 0% T AN % £,
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Figure 2-2-9 | 2-2-9

International Examiner Exchange Program Results (Cumulative Total from April 2000 to December 2018)
EREEIHIOEE(2000F4A~2018F12ARK)

ASIA ASEAN
CN: China  KR:South Korea  IN: India TW: Taiwan  ID:Indonesia MY: Malaysia PH: Philippines SG: Singapore TH: Thai\and VN: Vietnam
FE BE 1Yk = AVRRYT NL—v7 T1UEY //hrr“—)b AL
il =
B e e @
g ateh 48 39 31 28 8 4 9 7 14 6
Mid long term
Dispatch — — — — 3 4 — 4 — —
FREARE
Racalve 51 38 — 30 — — — 4 — 28

Europe, etc.

DE: Germany DK:Denmark  EP: Europe EA: Eurasia GB: UK ES: Spain PT: Portuga RU: Russia SE: Sweden WIPO
Ry TUN—=Y EPO 1-2v7 REDFS ARAY RILRAII [mDe AT —TY
N L7 =
mmm L == —-—lr
I
Dispatch 51 — 285 8 8 6 2 16 9 —
Mid long term
Dispatch — — 1 — — — — I _— 1
FREGRE
Receive 50 1 195 2 5 - 2 10 6 -
. . 3 Middle East
North America Central/South America Oceania [Africa
CA: Canada US: USA AR: Argentina  BR: Brazil CL: Ch||e CO: Colombia  MX:Mexico  AU: Australia IL: Israel
hry FAUAN FILEYFY 7Y aaveEr? XFy0 A—ZAKZUT ARZTI
I
%lsapatch 2 3 1 6 2 2 4 - -
Mid long term
Dispatch — 10 — — — I _— 1 .
FREARE
Rﬁe)ﬁelve _ _ _ 2 — — 4 2 2
Examiner exchange programs have i i - e
. . . 1P5 Workshop (from 2009) Trilateral Examiner Exchange Harmony visit (classification)
been implemented with 29 IP offices EFT—533v7(2009~) SEBEERA BEESEHS (CEMEBHNIOVT o)
. . Dispatch: 13 ifki&: 13A Dispatch: 28 ifki&:28 A Dispatch: 73 ifi&73A
and organizations to date. Receive: 12 BA:12A Receive: 24 BAZ4A Receive: 1 BATIA
ZNETIC29DHEAT - HHB & EhE
s |P5 initiative / B (BKERHEDEE) Trilateral initiative / =& (HKER) DEHE
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7) International Cooperation in the Field of
Trials and Appeals

The JPO promotes international cooperation in order to

deepen mutual understanding by exchanging information

about trials and appeals with IP offices in the other countries
and regions.

« In February, the JPO exchanged views with the Intellectual
Property Corporation of Malaysia (MyIPO) in Japan;

« In March, the JPO held discussions with the USPTO’s
Patent Trial and Appeal Board (PTAB) and attended the
PTAB Bar Association in the United States;

« In April, the JPO attended the IPTAB (Korean Intellectual
Property Trial and Appeal Board) 2018 IP International
Symposium in South Korea;

« In May, the JPO exchanged views with the Intellectual
Property Office of Singapore (IPOS) in Japan;

« In June, the JPO attended the 9" JPO-KIPO Trial and
Appeal Experts Meeting and the Japan-Korea-China IP
User Seminar in South Koreg;

« In July, the JPO attended the MyIPO-JPO IP
Commercialization Forum in Malaysia;

« In July, the JPO attended the trial and appeal seminar in
Cambodia;

« In September, the JPO attended the 6" JPO-KIPO-CNIPA
Joint Experts Group for Trial and Appeal (JEGTA), the 4"
JPO-KIPO-CNIPA Administrative Judge Exchange Program,
Japan-South Korea-China IP User Seminar, and the 4™
JPO-CNIPA Trial and Appeal Expert Meeting (TAEM) in
Ching;

« In October, the JPO held the Heads Meeting of Trilateral
Patent Office’s Boards of Appeal in Japan;

* In November, the JPO attended the JPO-EUIPO Trial and
Appeal Experts Meeting for Trademark in Spain; and

« In December, the JPO exchanged views with the Taiwan
Intellectual Property Office (TIPO) in Japan.

8) Strengthening of cooperation with the
USPTO in the field of design
examination

In June, 2018, the JPO and the USPTO signed a

Memorandum of Cooperation (MOC) in the area of industrial

design examination with a view to further strengthen their

cooperative relationship in this field. In the MOC, both Offices
agreed to regularly hold design examination meetings to
enhance mutual understanding of substantive examination
practices and to explore common tools for assisting more
effective and harmonized practices of design examination.

98

9) Cooperation in the Area of IP Judicial
Systems

On October 31 and November 1, the JPO held the Judicial

Symposium on Intellectual Property / TOKYO 2018 to

facilitate mutual understanding in the area of IP judicial

systems among participating countries, to provide

information to users, etc. [Picture 17]

» The Symposium was co-hosted by the JPO, the Supreme
Court of Japan, the Intellectual Property High Court, the
Ministry of Justice, the Japan Federation of Bar
Associations, and the IP Lawyers Network Japan

» Approximately 900 IP-related persons including lawyers,
patent attorneys, and people involved in IP from the
industry participated.

« Judges and lawyers from Japan, the United States, the
United Kingdom, Germany, and France held mock trials
with a focus on patent validity issues in patent infringement
litigation.

» Speeches on the subject of “The Latest Situation of Trials
and Appeals of Each Office” and “Introduction to Trial and
Appeal System for Patent Invalidation of Each Office” were
given, followed by panel discussions on “Trial and Appeal
Procedures for Patent Invalidation” and “Whether or Not
Claims Can Be Corrected/Amended in a Trial for
Invalidation/IPR/Opposition” by the administrative judges
from the JPO, the EPO and the USPTO.

10) Initiatives on Anti-Counterfeiting
Measures

The JPO is implementing the following initiatives as

measures against counterfeit goods:

» Responding to each inquiry from the police and customs
concerning infringements of industrial property rights in
order to crack down on counterfeit goods in Japan.

« Strengthening cooperation with enforcement agencies,
such as by sending experts on patents, designs, and
trademarks to act as instructors in IP training for customs
officers in order to strengthen the enforcement of IP rights.

» Annually implementing the “Anti-Counterfeiting Campaign”,
which publicizes the importance of IP rights and the
harmful effects of counterfeit goods, to further improve
consumer awareness. [Figure 2-2-10]
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9) MMBLEDFDEHE

MMBEEN BRI Z2ZEROEEBERZRD S Z &P,
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FY2018 Campaign imageFY2018 Campaign image
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11) Development of Global Dossier

The “Global Dossier” concept aims to share information

related to patent application procedures and examinations,

and realize new services that utilize IT, in each country.

Under the “Global Dossier” concept, the IP5 offices have

commenced the provision of “One Portal Dossier (OPD)”

services, which allows users comprehensive access to
dossier information, and this dossier information sharing
network is being expanded through connection to WIPO-

CASE *?, the dossier information sharing system developed

by the WIPQO, etc. By sharing dossier information, (i) the

smooth establishment of rights at other IP offices, and i)

improved examination efficiency at the IP offices of each

country, can be anticipated as shown below. Furthermore,
the IP5 offices have been working together with industry to
establish the Global Dossier Task Force, and are endeavoring
to expand services with the demands of industry taken into

consideration. [Figure 2-2-11]

« In 2018, WIPO-CASE operations commenced in Ukraine
and Peru from February, and in Iran from November. As of
November 2018, in addition to the IP5 offices, 28 countries
and organizations have joined the WIPO-CASE.

1) 70—NRIb- RO ITORRE
rO—/Nb- Ry T iEB & SEORTFEBOFHRYBE
ICBIET BEMNYTHER) OHBELITEZERLHIE
P—EROERZBEEIBETH 2, 7O0—/NIL- RV I 18
BOT AXEHFTIF. RV ITERZ—FELU SRRV R
TLATHZ IV -R—=%)L- R T(OPD);DI—F—m@Sf
P—EXOREERBL. WIPODRHELL R TIEHRLEE
VAT LWIPO-CASE*° £ DR ZIT D70 & R TIFHRHE
BRYNT—UDIREEDTWD, RYTEROHEELIC
Lo T TRONITTRY & SBOMTICE T2 HBHETFE.
QBERFHITICHITZ2BEMNEROA LOWRNPERHEI N D,
TSI AKRBFTI EEReBRELT/O—/NNL- Ry T-
YRV T7A—R=BRU. EERINSOEFOREZ DD,
H—ERDILFRICEHTWS, [2-2-11E]
e 2018FIClE. 2ANS DI ZA4F RIL—D TMBEMSA
Z Y HWIPO-CASE D:ERZ k. 2018F1MARE. &
RFFRFTICINZ T 28 DE - #BINWIPO-CASE IC &1,

*3  World Intellectual Property Organization - Centralized Access to Search and Examination
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Figure 2-2-11 | 2-2-1X

OPD WIPO-CASE
Dossier Information Japan
Sharing System Bx
:3 HEDRT
RS IREOHFZRTL EPO E USA 28 countries/organizations*
FRINSSEE T RE participating, in addition to the IP5
= E offices (as of November 2018).
BAXHFTICINZ T, 28DE - HERE* HEhN
Sout " Cooperation / & (2018 11R K )
Korea China Further expansion is expected in
BE FE the future.
‘e’ SBROBERBHANMEEND.

With the promotion of global work-sharing between the IP offices of each country,
(i) the smooth establishment of rights at other IP offices,

(i) improved examination efficiency at the IP offices of each country,

can be anticipated.

SEMMFTOIO—/NILET—IY 7 ) v TSN,

OfeFIcEkF2AERERIL

QEERFTICRHIZBEEWERDMA L

HEIFEN D,

* Azerbaijan, UK, Israel, Iran, India, Indonesia, Ukraine, Egypt, Australia, Canada, Cambodia, Costa Rica, Georgia, Singapore,
Thailand, Chile, New Zealand, Papua New Guinea, The Philippines, Brunei, Vietnam, Peru, Portugal, Malaysia, Mongolia,
Laos, EAPO, WIPO
FENINA T AFVRARTTINATIHAYRAYRRY P VI AT IV TNA—RANZUT HFY AVRI T ARIUAN Ya—Y
T OVHAR=I A F I Za—I=FYRINTTZa—F =T T VEV TILRA RN LRI = RILNAIL L=V T BV TIL AR,
EAPO.WIPO
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Support Measures,
Law Amendments, etc.

ZIRHESR EUIES

€ Support Measures

The JPO has adopted a variety of measures from diverse
perspectives, such as providing information, consultation
services, and fee reduction/exemption, in order to support IP
activities by users such as businesses, universities, and local
regions, etc. In particular, in July 2018, a new startup Support
team was established to strengthen specialized support for
startups. For startups aiming for rapid growth through
innovative technologies and ideas, IP strategies are an
essential requirement for competing on the global stage, and
the JPO will be adopting the necessary support measures.

1) Startup Support
In order to promote the IP activities of startups, the JPO is
implementing support from multiple perspectives.

(i) IP Acceleration Program for Startups (IPAS)

 Aimed at startups in their initial phases, the JPO dispatches
teams of experts to provide support for the development of
|P strategies.

 The teams of experts are comprised of IP experts and
business experts such as venture capitalists, etc.

[Figure 2-3-1]
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(ii) Super-Accelerated Examination/Accelerated
Examination Using Interviews

» While the existing super-accelerated examination system
was aimed at “working-related applications” and “foreign-
related applications”, conditions were eased in July 2018 to
include patent applications for startups if they are
“working-related applications”.

« For the patent applications of startups utilizing the
accelerated examination system, the JPO initiated
accelerated examinations using interviews for startups, that
will lead to the strategic acquisition of patent rights through
interviews conducted prior to first action notification.

(iii) JETRO Innovation Program: JIP

 Aimed at startups and small and medium-sized enterprises
utilizing IP to expand overseas, this program provides
support for participation in major overseas trade shows,
etc. and business matching overseas.

« In 2018, the program was implemented in Silicon Valley,
Shenzhen, Berlin and ASEAN.
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Outline of IP Acceleration Program for Startups (IPAS)
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(iv) Dissemination of Information

» The JPO creates and publishes case examples of startup IP
strategies and standard operating procedures for IP due
diligence.

» The JPO holds regular IP seminars for startups.

» Commissioner Munakata took the stage as a panelist at the
“Infinity Ventures Summit (IVS)”, the largest startups
conference in Japan. [Picture 18] [Picture 19]

(v) Fee Reduction

« In relation to startups, examination fees, patent fees (for
years one through ten), and international application fees,
are reduced to one third.

2) Information on Support Measures for
Small and Medium-Sized Enterprises
The JPO provides small and medium-sized enterprises with

easy-to-understand information on the overall support
measures implemented by the JPO and INPIT, such as the
Intellectual Property Comprehensive Help Desk, the seminar
on IP rights systems, reduction and exemption of patent fees,
etc, the dispatch of global intellectual property producers,
and support measures for overseas expansion, such as fee
reduction systems for charges related to PCT international
applications, etc. In addition, the JPO has opened an IP
Finance Portal Site that evaluates the business potential of
small and medium-sized enterprises utilizing IP, and
introduces initiatives that will lead to financing and
management support from financial institutions (IP finance).

Picture 18 B5H18

Commissioner Munakata
RERRE
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3) Information on Support Measures for

Universities and Research Institutions
The JPO and INPIT (National Center for Industrial Property
Information and Training) are developing comprehensive
support measures, from the creation of inventions to
utilization of rights and commercialization, in order to
promote IP activities at universities, etc. For more details,
please visit the JPO website.

(i) Utilization of Advisors

e The JPO sends experts well-versed in IP to universities, etc.
through projects to dispatch IP producers and projects to
dispatch IP advisors for university-industry collaboration.

(ii) Support for Patent Applications and Examinations

» The JPO comprehensively supports patent applications by
universities, etc. through patent fee and examination fee
reduction and exemption, partial refund of international
search fees, and the implementation of accelerated
examination systems for applications (see Part 2, Chapter 1,
1.3) and interview examinations (see Part 2, Chapter 1,1.5 (D).

(iii) Research, Development, and Human Resource
Development for IP Rights

» The JPO investigates the status and issues related to IP
management by universities, etc. and university-industry
collaboration activities through project to investigate on
Issues in the Industrial Property Rights System, etc.

» The JPO provides instruction on IP systems to students
through the creation of IP-related learning materials, etc.
and patent contests/design patent contests.

IHFIHITY

Picture 19 EE19

Infinity Ventures Summit
IVSO#RF
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4) Japan Platform for Patent Information
(J-PlatPat)
J-PlatPat is an internet based patent information providing
service with the user-friendly search functions for official
gazette search of Patent, Utility Model, Design, Trademark and
for status checking of Legal Status of applications and the
like *1. As shown below, Patent and Utility Model related search
functions have been improved in March 2018, and further
improvements to benefit users are scheduled for FY2019.

(i) Improvements to Patent and Utility Model related
search functions (March 2018)
« Addition of English text search function for foreign official

gazettes (the US, European and international applications).

« Addition of search function that combines Classifications
and keywords.

« Expansion of range of years for the text searches of
Japanese Publication of Unexamined Applications, etc.

« Increased maximum number of search results displayed.

(ii) Function improvements scheduled for FY2019
« Shortening of the period required for the provision of the
information on Examination and Trial and Appeal, and Legal
Status of applications, from about three weeks to one day.
« Addition of large amount of Design and Trademark related
Examination/Trial and Appeal documents and Patent and
Utility Model related Trial and Appeal documents for
reference (e.g. notices of reasons for refusal, written
opinions, written amendments of procedures, interview
records, response records).
*Notes for Design and Trademark related documents from
January 2019 onwards will be available for reference.
As for Design, only “registered” documents will be
available.

1 EIEGENE English
o 4 https://www.j-platpat.inpit.go,jp/web/all/to
p/BTmTopEnglishPage
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 Addition of Chinese and Korean Gazette data provided by
the “Chinese/Korean Gazette Translation and Search
System” to searchable documents.

« Addition of Dead Trademark (e.g. trademarks for which
rights have expired) to searchable data. Also, the status of
remaining/dead rights will be displayed on the search
results screen.

» The machine translation will be renewed adopting the
latest neural machine translation (NMT) to improve the
quality of English translations of Japanese documents
including JPO’s examination documents and Japanese
gazettes.

5) System Development for Improvement

of Convenience for Users

The JPO has undertaken system development in line with

the “Plan for Optimization of Operations and Systems of the

JPO” formulated in March 2013. In June 2018, actions to be

implemented by FY2022 in the plan were incorporated into

the “METI Digital Transformation Plan”. And at present, in
line with the new plan, the JPO is advancing system
development to improve convenience for users along with
sweeping reviews of system structures.

The major achievements in 2018 were as shown below, and

function improvements of J-PlatPat (see also the above “4)

Japan Platform for Patent Information™), etc.

» Renovation of the database on the search system for
patents and utility models to allow public users and
examiners to search in the unified database in February
2018.

« Realizing fee payment through credit card settlements in
April 2019.
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© Amendments

< Patent Act >

While Japan has implemented successive initiatives to
improve IP litigation systems in order to facilitate sufficient
exercise of IP rights, in comparison to standards in Europe
and the United States, the effectiveness of Japan’s evidence
collection procedures is insufficient, and the litigation hurdle
remains high for SMEs, venture companies, etc. In recent
years, other countries have strengthened their litigation
systems to further improve effective rights protection, and
Japan must engage in persistent reviews of IP litigation
systems while keeping an eye on overseas trends.For this,
the JPO has engaged in discussions in meetings of the
Patent System Subcommittee under the Intellectual Property
Committee of the Industrial Structure Council, Minister of
Economy, Trade and Industry since October 2018. In
February 2019, the JPO presented a report entitled, “An
Intellectual Property Dispute Settlement System for Effective
Rights Protection”, which includes the following content.

(i) Strengthening of evidence collection procedures
« Establishing an examination and verification system that
enables on-site examination by neutral technical experts

(ii) Review of damages calculation methods

» Determining damages in relation to aspects that exceed
the patentee’s production/sales capabilities, etc.

» Approval for increases in amounts corresponding to
licensing fees

108

< Design Act >

With the permeation of Al and IoT in recent years, strategies
focused on design are becoming ever more important to the
survival of Japanese companies. In view of such
circumstances, the government drafted the “Intellectual
Property Strategic Program 2018” in June 2018, approved
the “Future Investment Strategy 2018 — Changes toward
‘Society 50" and the ‘Data-Driven Society”” by Cabinet
Decision, and announced the intent to conduct reviews of
the design system from the perspective of protecting
innovations that utilize new technologies and designs that
contribute to brand development, etc.For the steady
implementation of such reviews, the JPO has engaged in
discussions in meetings of the Design System Subcommittee
under the Intellectual Property Committee of the Industrial
Structure Council since August 2018. In February 2019, the
JPO presented a report entitled, “Reviews of Design Systems
that Contribute to the Strengthening of Industrial
Competitiveness”, which includes the following content.

(i) Protection of Graphic image designs

« Inclusion of operation and display images within the scope
of protection, regardless of whether such images are
recorded or displayed on goods

(ii) Protection of spatial designs

« Including buildings (real property) within the scope of
design protection, in addition to goods (movables)

« Allowing registration as one design in cases where an
interior produces an overall uniform aesthetic impression

(iii) Expansion of related design systems

« Extending the application period for related designs

« Allowing registration of designs that are similar only to
related designs
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© Initiatives on Standard Essential Patents

The spread of the loT (Internet of Things) is causing major
changes in licensing negotiations for Standard Essential
Patents (SEP), which are the patents essential in
implementing standards in the field of wireless
telecommunications and the like. SEP licensing negotiations
in the Information and Communication Technology C‘ICT™)
field, which traditionally took place chiefly among ICT
companies, now often take place between ICT companies
and companies in other industries, and it is becoming harder
to resolve disputes through cross-licensing. In addition,
divergent perspectives on essentiality and licensing rates are
fostering unease over SEP-related negotiations and disputes.
In these circumstances, the JPO is advancing initiatives to
enhance transparency and predictability of SEP licensing
negotiations, and to facilitate negotiations between rights
holders and implementers.

1) Guide to Licensing Negotiations

Involving Standard Essential Patents™
SEP disputes occur globally, and there are a wide range of
associated legal and practical issues. In addition, with
companies from a broad spectrum of industries now involved
in SEP licensing negotiations, it would be beneficial to
provided appropriate information that would help parties
without experience in this field to engage in licensing
negotiations more effectively and efficiently, forestall
disputes, and achieve early dispute resolution. Therefore, the
JPO analyzed international situations and created the “Guide
to Licensing Negotiations Involving Standard Essential
Patents” (published June 2018), to present factors to be
considered when engaging in negotiations.

Picture 20 BE20

International Symposium towards the
Resolution of Disputes Concerning SEPs
BERRRRTEK MR RICHITTERS VR Y A

English *2  [w]ph
: https://www.jpo.go.jp/e/system/laws/rule/ =
* guideline/patent/document/seps-tebiki/
guide-seps-en.pdf

10

» The guide is intended to summarize issues concerning
licensing negotiations as objectively as possible based on
the current state of court rulings, the judgment of
competition authorities, and licensing practices, etc.

» The guide describes what actions parties can take to be
recognized as “negotiating in good faith”, how to engage in
negotiations efficiently, and factors to be considered in
determining a reasonable royalty, etc.

 The guide will be updated continuously as a “living” guide.

2) Implementation of the New Operation of
Advisory Opinion System to Determine
Standard Essentiality

From April 1, 2018, the JPO commenced operation of the

Hantei (advisory opinion) system, which utilizes JPO’s

technical expertise to determine whether a specific patented

invention qualifies as a standard essential patent (SEP), with
the aim of facilitating licensing negotiations involving SEPs
and speeding up dispute resolution.

3) International Symposium towards
Solving Disputes over SEPs (March
2018, Japan)

The JPO and the Research Institute of Economy, Trade and

Industry (RIETD) jointly hosted an international symposium to

discuss issues concerning SEP licensing negotiations.

Debates of the major issues by experts from a variety of

backgrounds stimulated global discussion. [Picture 20]

« Prominent IP experts, legal professionals, and corporate IP
practitioners from various nations were on stage.

« Panel discussions were conducted as to how to approach
SEP licensing negotiations, royalty calculation methods and
utilization of international arbitration etc.

« Discussions were broadcast via online video *? (more than
27000 views).

E https:/live.nicovideojp/gate/Iv311499997
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4) "Mock International Arbitration -
Toward Early Dispute Resolution of
Standard Essential Patents (SEPs) in
the 5G Era -" (June 2018, Japan)

In Alternative Dispute Resolution (ADR), disputes over

multiple rights in multiple countries can be settled as a

package, and especially arbitration can be enforced

internationally under the New York Convention. For the
purpose of demonstrating the possibilities for resolving
disputes over Standard Essential Patents (SEPs) through
international arbitration in Tokyo, Japan, mock arbitration

exercise was held by the Japan Patent Office. [Picture 21]

« Arbitration experts from various nations, including former

Chief Judge at the United States Court of Appeals for the
Federal Circuit (CAFC), Randall R. Rader, were invited to
the mock arbitration exercise as arbitrators.

*#3 [m]y24[=] English
https://www.iactokyo.com/
[=154-a

n2

» Opening statement, oral hearing regarding infringement
theory and damage theory, summation, and arbitral award
were demonstrated based on a hypothetical case premised
on the coming 5G (the fifth-generation mobile
communications system) era.

» Around 650 attendees working in the field of intellectual
property (IP), such as lawyers, patent attorneys, the
industry, etc. were present. The mock trial was shown live
online.

« Subsequently, former Chief Judge Rader, who acted as a
mock arbitrator, and other experts established the
International Arbitration Center in Tokyo (JACT)*?in
September as an alternative dispute resolution institution.
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Mock International Arbitration — Towards Early Dispute Resolution of SEPs in the 5G Era —
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@ Initiatives for Operational Improvements at JPO

1) Utilization of Al Technologies at the JPO
The JPO published the “Action Plan towards Utilization of
Artificial Intelligence (AD at the JPO” in April 2017, and
verified the feasibility of utilizing Al technologies in JPO
operations. In FY2018, based upon the results of verifications
conducted in FY2017, the action plan was revised, and
initiatives were implemented in line with the revised version.
The specific contents of these initiatives are as shown below.
» Two operations (Patent classifications, Prior art searches)
were moved on to the implementation phase ahead of
schedule.

» Proofs of concept for three operations (Response to
inquiries, Trademark image searches, Classification of
goods and services) were continued for preparation.

» New proofs of concept have commenced for two
operations: Patent image searches (patent drawings);
Design image searches (planer designs).

N4

2) JPO Design-Driven Management
Practice

The “Design-Driven Management” summarized in the “Study

Group on Competitiveness and Design”, hosted by the METI

and the JPO in FY2017, proposes that there is also a need for

design-driven management to be put into practice in
government. Consequently, in August 2018, the JPO put
design-driven management into practice by establishing the

position of “Chief Design Officer (CDO)”, under whom a

“Design-Driven Management Project Team” was formed, in

order to improve the quality of administrative services.

» The JPO established the position of CDO as a role which
unifies JPO design-driven management activities such as the
formulation of policies that utilize design at the JPO,
improving the quality of administrative services, and putting
policies related to the strengthening of IP into practice, etc.
and the deputy commissioner (also serving as JPO Chief
Information Officer), assumed the position of CDO.

 The Design-Driven Management Project Team was
established as an implementation organization to undertake
reviews of policies that utilize design at the JPO. The
organization is comprised of four teams (PR, Domestic User
Support, Overseas User Support, and Ul Improvement),
which review specific measures for improvements to
administrative services from the users’ perspective.

« JPO personnel, from junior staff to executive officers, have
attended design-thinking training courses, and the JPO is
promoting the penetration of design-driven management
throughout the organization.
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