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Examinations/Trials and Appeals
=8 - &¥

I 7 Patents

The JPO has been aiming to achieve the “world’s fastest
and utmost quality patent examinations”, so that once
applicants obtain patents in Japan, the associated
examination results will be upheld overseas to facilitate
the smooth acquisition of rights abroad. To this end, the
JPO has been implementing various measures focused
on “maintaining speed”, “granting high quality rights”,
and “cooperating and collaborating with foreign IP
offices”.

1) Examination Performance

With the acceleration of the intellectual property
creation cycle, comprised of intellectual property
creation, the establishment of rights, and utilization
of rights, there is a growing need to shorten total
pendency, and the JPO has been engaging in initiatives
to speed up examinations. [Figure 2-1-1] [Figure 2-1-2]

2) Initiatives to Speed up Examinations

(i) Securing the Necessary Number of Examiners

In order to maintain and strengthen the patent

examination system, the JPO is working to secure the

necessary number of patent examiners, including fixed-

term examiners.

- For FY2021, the JPO secured a capacity of 1,665
examiners (including fixed-term examiners).

(ii) Outsourcing Prior Art Searches

By outsourcing prior art searches to registered search

organizations, the JPO promotes the speeding up

of examinations and improves examination quality
through utilization of the private sector.

- As of November 2021, there were 9 registered search
organizations.

- In FY2021, the number of outsourced searches was
approx. 134 thousand cases, covering not only patent
documents in Japanese, but also those in English
(approx. 99 thousand cases), in Chinese and Korean
(approx. 24 thousand cases in total) and in German
(approx. 3.3 thousand cases).
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Figure 2-1-1 FA Pendency and Total Pendency for Patent Examinations in FY2020
2020 FEEICH T 2 A EED FA IR HEFL £ TOHAM

Request for Establishment
Examination First Action of Right
BEFHK —REEBEM HEFE
® ®

@

FA Pendency
—REBEEEA

10.2 months on average /1510.20 8
ETOHRE

Total Pendency

TERIL £ TR 15.0 months on average /5915.008

Note: - The first action pendency (FA pendency) is the period from the date of examination request until the JPO sends the first notice of examination
results to the applicant, etc. (for the most part, either a notice of patent grant or a notice of reasons for refusal).

- The total pendency (also called the “standard pendency”) is the period from the date of examination request to withdrawal or abandonment or
until a final disposition (excluding cases where the JPO requests an applicant to respond to the second notice of reasons for refusal due to the
amendments submitted by the applicant, and where the applicant performs procedures they are allowed to use, such as requests to the JPO for
extension of the period of response and for an accelerated examination).

BE: - —RETEMNE TOHRE (FAHRE) 3. FEFRENLFEBICLZBFE/EORVOEN (ZICHFEEX FERERBNE) NPHEBEASAREINDIET
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FhOBEDINEEEZHBAILKRD 2 L5 BEEP. HFTICHEPROERPRHOEEZROZHEEND, HBEACROHONTVW2FHEFALISEZR
<o)o

Figure 2-1-2 Number of Patent Examination FAs, Number of Patents Granted, and Number of International
Search Reports Established / 3F 8B ED FA 8. HIFEEHEX VEBRRAERSEREROER

2017 2018 2019 2020 2021

Number of FAs 239,236 232,701 227,293 222,344 232,070

Number of Patents Granted 183,919 177,852 167,945 164,846 172,996

Number of International Search

Reports Established * 45,948 47,934 51,666 50,338 48,502
ERRERE R

Note: 1. The number of first actions in patent examinations is the number of first notices of examination results (for the most part, either a notice of patent
grant or a notice of reasons for refusal) issued by examiners to applicants, etc.

. The number of patents granted excludes the number of patents granted after a request for appeals against an examiner’s decision of refusal was

filed (including patents granted through reconsideration by examiners before appeal proceedings).

The number of international search reports established is the number by year of issuance of international search reports prepared and issued by

the JPO as the International Searching Authority (ISA) under the PCT (the number of international search reports includes that of “decisions of
not preparing an international search report”).

N

w

% : FA &3, BEBICL2BE/REORPOEN (ZIHFEEXIECEBRENS) NHEAASARES NIHFHR,

FFEEFRS, BEEERRENFRUE FIBEEZAL) ORIFSNLRFIEENBVEE,

ERRAEHRSERERIE. PCT OERBEMRE S U THAERFTOMER - %L -ERFERSEORXENEE (BRATRSE . [ERFATRSZER
LRBWRE] & ENS.).

wN =

JPO STATUS REPORT 2022

47



48

Chapter 1
£E1E

3) Accelerated Examination System/Super-
accelerated Examination System

Under certain conditions, the JPO offers an accelerated
examination system/super-accelerated examination
system that, upon the request of an applicant, expedites
the commencement of an examination. [Figure 2-1-3]

(i) Accelerated Examination System

- The accelerated examination system for patent
applications may be applied for applications that
are also filed in one or more other countries and
applications by small and medium-sized enterprises,
etc.*’

-In 2021, first action pendency from request for
accelerated examination was 2.7 months on average.

(ii) Super-accelerated Examination System

-The JPO is running pilot programs for a super-
accelerated examination system for highly important
applications, such as applications for inventions that
have already been put into practice and that are also
filed in one or more other countries.

- First action is issued within one month from the
request, in principle (within two months, in principle,
in the case of DO*? applications).*?

- In 2021, there were 1362 requests, and first action
pendency from request for super-accelerated
examination was 0.8 months on average (1.4 months
for DO applications).

3) BHIEE - A—N\—RHESE

—EDEHEDT T, HBANLOBEEZZ (T TEEDEFH
HEBEICKNTREDZRHESE - R—/N\—RHEELEH
LTW2, [2-1-3H]

(i) RHEE

- RFEEICE T2 RHEEOTRIE. ARICHEHELT
WD HIFE, RNREEDLES,

- 202150, RPFEEOREN > —RETRA F TOHME
[3F192. 79 R,

(i) R=N—BRHEE

- BEICEML TWAHRERBICHEZEEN DARICHHEL T
WBHEETHD. SNEEEOEVHEZNRELT
A—=N—BRHREEEZHT.

- BENSEREATABLUA (DOHEIZDWTIZRA2A,
BUA) [c—REBEEREEH,

- 2021 DHRFEEEIF,362(6F. A—/—BRHETOHEY
NO—REFBEAME TOHAREIEFH0.80 B (DOHFEIC
DWTIEFE.4DB),

shinsa/jp-soki/index.html

| BAE
https://www.jpo.go.jp/system/patent/
shinsa/soki/v3souki.html

*2  Applications that have entered the national  *3 EZ
phase after international application

ERRHER. ERREICBT L HE.

5 BAE
https://www.jpo.go.jp/system/laws/
rule/guideline/patent/document/index/
» supersoukisinsa.pdf
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Figure 2-1-3 Number of Requests for Accelerated Examinations for Patent / {§F RERBE D H HHBDH#ER

Number / #
25,000 22,912 22,401 22,219
20,529 21,137
20,000
15,000
10,000
5,000
0
2017 2018 2019 2020 2021
Year / &
Note:

- The number of requests for accelerated examinations is the number of “Written Explanation of
Circumstances Concerning Accelerated Examination” that were submitted.
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4) Quality Management Initiatives

Under the “Quality Policy on Patent Examination”, which
constitutes the JPO’s fundamental principles of quality
management, and the “Quality Management Manual
for Patent Examination”, which documents quality
management and its implementation system, the JPO
has been engaging in the following initiatives in order to
realize the utmost quality of patent examinations in the
world.**

(i) Quality Assurance

- Before sending applicants and agents documents
by examiners regarding notices and decisions, etc.,
managers of the examination office check substantive
and formal aspects of such documents for all cases.

- Examiners consult with other examiners in order to
share search know-how and knowledge, etc., in order
to curb search and decision discrepancies among
examiners.

(ii) Quality Verification

- Decisions and notices, etc. prepared by examiners
are audited by quality management officers to check
compliance and validity in terms of content and
format before sending official documents to applicants
and agents.

- In order to ascertain various user needs, the JPO
conducts interviews at informal meetings with
businesses, accepts information provided in relation
to individual cases, and implements user satisfaction
surveys. [Figure 2-1-4]

- In August 2014, the JPO established the Subcommittee
on Examination Quality Management, which consists
of external experts, under the Intellectual Property
Committee of the Industrial Structure Council of
the Ministry of Economy, Trade and Industry, and
has been implementing initiatives for the quality
management of patent examinations, based on reports
by this subcommittee.

4) REEEICEHYT 3EE
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Figure 2-1-4 Results of User Satisfaction Survey on Patent Examination Quality
BHABEDE(IC 2L\ IO — Y —THAREDER

Results of User Satisfaction Survey (Overall quality of patent examination on national applications)
A—Y—TERAEOHER (ENLFEICE T 2 HAEELBROEDOTH)

80 100 %
35.2 0.3
321 0.7
36.5 0.5
33.0 24103
32.0 1.2
Satisfied Somewhat Satisfied Neutral Somewhat Unsatisfied Unsatisfied
e HERE R e HEIRE i

Results of User Satisfaction Survey (Overall quality of the international search and international
preliminary examination on PCT international applications)
2A—Y—ERAEOFER (PCT BRLFEICH T2 ERAESLKROEDTM)

80 100 %
43.2 2.3/(0.3
38.3 0.3
‘ \

45.4 26 0.0
38.0 25(0.4
34.7 2.6 0.0

Satisfied Somewhat Satisfied Neutral Somewhat Unsatisfied Unsatisfied

e LB EiE HEHRE i
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5) Revision of Examination Guidelines and Handbook

The Fundamental Issues Subcommittee** under the
Intellectual Property Committee of the Industrial
Structure Council compiled and released a report titled
“Desirable Industrial Property Right Policy in the Post-
Corona/ Under the Corona Pandemic”*¢ (February
2021). The report indicated that, from the perspective of
harmonizing with international standards, the burden
of examination should be optimized by restricting
multiple dependent claims depending on other multiple
dependent claims, and thereby, reducing the discrepancy
between the number of claims and the number of
claims that would be listed if this citation format was not
adopted. In response, on December 15, 2021, discussions
were held at the 16th meeting of the Working Group on
the Patent Examination Standards*” under the Intellectual
Property Committee regarding the operational aspects of
restricting multiple dependent claims depending on other
multiple dependent claims. Based on the discussions,
a description of the restriction is to be added to the
“Examination Guidelines for Patent and Utility Model”,*®
and necessary amendments are to be made to the relevant
parts of the “Examination Handbook for Patent and Utility
Model”.*?

6) Examination Measures for Addressing
Various User Needs

(i) Interview Examinations
The JPO conducts interview examinations to facilitate
communication between examiners and applicants, etc.*° In
response to the needs of applicants and agents, etc. in remote
areas, the JPO not only conducts interview examinations
in the JPO’s building, but also conducts on-site interview
examinations and online interview examinations.*'" It is also
possible to conduct an interview examination with some
of the participants participating online. With the spread of
COVID-19, the JPO actively conducted online interviews from
the viewpoint of preventing infection. As a result, the number
of on-site interview examinations decreased by 93.3% from
the previous year, while the number of online interview
examinations increased by 40.2% from the previous year.
-In 2021, there were 1,689 interview examinations
(of these, 13 were conducted on-site, and 1,423 were
conducted online).
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*5  The Fundamental Issues Subcommittee was established under the Intellectual Property Committee of the Industrial Structure Council in September
2020 to sort out the current status of cross-sectoral and basic issues, identify issues, and discuss the direction for improvement, including response to
issues that surfaced in the COVID-19 pandemic, and also desirable improvement of the industrial property right systems for promoting innovation, as
well as improvement of the quality of the JPO’s procedures and examination work.
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(ii) Collective Examinations for IP Portfolio Supporting
Business Strategy
The Collective Examinations for IP Portfolio Supporting
Business Strategy is a measure that supports the
acquisition of rights in time with operations of businesses
by having examiners for multiple applications related to
the business (patent, design, and trademark applications)
coordinate with each other to conduct their respective
examinations.*'? [Figure 2-1-5]
- In 2021, there were 13 applications.
- Of these, there were 122 patent applications, 4
applications for design registration, and 4 applications

(i) BEBRYGE LHEE

BEBRBEWIGE L OBEEIL, BECEEYTIEBMOLE (5

#FERE BB 2NRELT. SNBOBEEN EE LA

NOBEETV., BLERICADELY A IV I TOERL

ERETHHETHD Y [2-1-5H]

- 2021 DHEREIL1 34,

SRR E SN HER122¢, BEEZBHEIAME. 7
EESREREIL 44,

for trademark registration.

Figure 2-1-5 Collective Examinations for IP Portfolio Supporting Business Strategy / B3 EBEN G £ & HEE

. : N Building an IP Portfolio /
Entire Project / % Company / {£% LA EDAERIE

Business strategies

Application contents

Manufacturing technology E-£5073 HEOAA
BB P;;;;‘t

Control unit Motor

HlfERE =% }

Battery Materials

Bt ® LLIFLEY ® E7)
Electric vehicle
: L=l In ling with corporate bus_iness activities, Design Trademark
Vehicle body Logotype examiners will collaboratively conduct BE =
ol 7 [mfmy examinations.
(Trademark / FG1Z) BEEHDREDELI AT
BABOEEEICLDHH

*6 B ook *9 5 English AAE

% https://www.jpo.go.jp/resources/shingikai/
i sangyo-kouzou/shousai/kihonmondai_
shoi/210203torimatome.html

*7 BAZE
https://www.jpo.go.jp/resources/
shingikai/sangyo-kouzou/shousai/kijun_

wg/index.html

*8 English
https://www.jpo.go.jp/e/system/laws/
rule/guideline/patent/tukujitu_kijun/
index.html

BAE
https://www.jpo.go.jp/system/laws/rule/
guideline/patent/tukujitu_kijun/index.
html

*10

https://www.jpo.go.jp/e/system/laws/
rule/guideline/patent/handbook_shinsa/
¢ index.html

BAE
https://www.jpo.go.jp/system/laws/rule/
guideline/patent/handbook_shinsa/
index.html

English
https://www.jpo.go.jp/e/system/patent/
shinsa/junkai.html

BAZE
https://www.jpo.go.jp/system/patent/
shinsa/mensetu/junkai.html

*12

https://www.jpo.go.jp/system/patent/
shinsa/mensetu/telesys_mensetu.html

English
https://www.jpo.go.jp/e/system/patent/
shinsa/matome_sinsa.html

BAE
https://www.jpo.go.jp/system/patent/
shinsa/general/matome_sinsa.html
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(iii) Phone Communication with Teleworking Examiners
As more examiners telework with the spread of
COVID-19, the JPO established a mechanism for
teleworking examiners to contact applicants, etc. by
phone from April 2021.%"* If examiners received a phone
call from applicants, etc. while teleworking, examiners
can call them back, enabling smooth communication
with users even in a telework environment.

(i) FL7—VHDBEEE L OEEER
FEIAFVAIILARBEELKICHEN, BEEEDTLT7—7
MER D5, 2021F4AL L, TLIT—OFDOBEEENEH
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BAZE
https://www.meti.go.jp/press/2021/04/
20210401001/20210401001.html
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7) Improvement of Foundation for Prior Art
Searches

Prior art searches are one of the important pillars for
maintaining and improving examination quality, and
a constant improvement of the foundation for prior art
searches for both patent documents and non-patent
literature is therefore crucial.

(i) Initiatives Related to Machine Translation Texts

- On the retrieval system for patents and utility models
used by examiners, the JPO continues to accumulate
full text Japanese machine translations of US, EP, and
the World Intellectual Property Organization (WIPO)
patent documents in English and CN and KR patent
documents in order to retrieve and screen documents
in Japanese.

(ii) Initiatives Related to Improvement of Patent
Classifications

- As part of improving the foundation for prior art
searches, the JPO actively discusses proposals to revise
International Patent Classifications (IPC) for example
aiming to make the superior classification entries of Fl
*14and F-term*'> the IPCs. In 2021, discussions were
held on approx. 70 technical areas.

- The JPO is further improving the search index, under
the principle that FI must be compliant with the
latest IPC, in order to search efficiently for Japanese
and foreign patent documents. In FY2021, the JPO
amended the FI scheme for approx. 200 main groups,
and conducted F-term maintenance for approx. 40
themes.

- By automatically assigning FI and F-term to foreign
patent documents utilizing Al, it is possible to search
both Japanese and foreign patent documents all at
once using common patent classifications.

7) FBTRMNXEHAED-HDOEBE R
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T D= DL AABHEMEI R & Mk L TEH,

(i) SFSERHEICET 2EE
CEBEBEO—BE LRI FYI—L " COBN S EE
BzEREHTS5E (IPO b2 2 &R EZBMIC. IPC
BEDREIZTOWTEBHICEREZT > TW5D, 202145
(3. H700FAM DT CHEBHIITHOILIZ,

- BARUAEORTF XM ENERRERT 5720, FlER
FHRDIPCIZEMEE 2 Z &R EZRAE LT, FFNEE
DBEFBEREL TWD, 2021FEE (L, 920041 v 7
IL—TFDOFIEREHREL, 40T —YDFY—LAVT
TV REERLUT=,

-AIZERAL T AESFXXEICFI. FY — LZEMRIC
59232 T, BARUAEORTXMZ, HBEORTS
HEAEBWC, —ETY—FaliEE LT W5,

*14 FI (File Index) is an original patent classification system that is a
subdivision of the IPC governed by the JPO.
FI (File Index) &I(&. IPC Z#iER L7 AAERFTIRE DD,

*15 F-term (File forming term) is an original classification JPO
expanded to various technical aspects (e.g., purpose, use, structure,
material, manufacturing method, processing and operational
method, and means of control) by technical scope (theme).

F % —L (File forming term) & (&, #&ii&EE (F—v) JEICEL4D
RSRR (BR0. AR, 85, Rl BiE WBRMERE. fIHFRE)
=B UBAERFTRE DD,
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8) Initiatives for Al- and loT-related Inventions

(i) Team for Supporting Al Examinations

In January 2021, in order to achieve efficient and high-
quality examinations of Al-related inventions, the JPO
inaugurated the Team for Supporting Al Examinations
to improve the examination environment for Al-related
inventions. The team consists of managers, etc. and
officials in charge of Al, who work together beyond
their responsible technical fields to accumulate and
share knowledge on the latest Al-related technologies
and case examples of examination results, and to hold
discussions on related measures for patent examinations.
The officials in charge of Al collect knowledge from the
respective examination divisions, serving as a hub of
examinations concerning Al-related inventions, provide
consultation services to examiners outside the team and
thereby support examiners in achieving efficient and
quality examinations.

(ii) Examination Guidelines in Manga: Al/loT Edition
In a new attempt that is unparalleled in the world, the
JPO released in April 2021 “Examination Guidelines in
Manga: Al/loT Edition”,*'¢ which introduces the basic
concepts of examination guidelines in manga format. As
users have a strong interest in examinations for Al- and
|oT-related inventions, Al and |oT were selected as the
subject matter to draw the interest of many non-patent
specialists to patent examinations. [Figure 2-1-6]

8) Al BESEA - loT BIEFAAICEE 9 5 EXHE

(i) AIBEXRF—L

202151R. AIBEXRAOHEN I OERELEEZRE
T B0, AIBERRICET 2BEREVEREBSAIR
BEXEF-LERRELU. AIBEXET— L3, EEBE
FLABEHENOBR SN, BYRNOTFEZBR TEEL.
RADAIBERMICET 2MELPEERFDOER - HEXK
VBEY 2 RABEMEORTFLZITI LD TH S, Al
LEIE. AIBERBICETZIREN NI L LT, &8
HPAIDHRZEN L. AIBEXEF —LADEEEHN LD
BRICIH L2 2 T RN OBRELEEORRICAIT
EXEZEIT>TWS,

(i) SEEEEEZE~AI - loTiHE~

202148, HRTHEEAZRBDWH-REAL LT, BEEE
EDEANBREZ FAEBELLL: BEEEEE~Al-l0T
T~ EZRAFR LI AL o TEERBADEEICDOWT(E2—
F—DBELEEWEH, Al - oTEBEMET B2 LT, B
DEMRMADZ DA ICEFHAERICEEKEZF >TELD
ZEHEENELTWS, [2-1-6H]

English
https://www.jpo.go.jp/e/system/laws/
rule/guideline/patent/comic_ai_iot_
& e.html

BAE
https://www.jpo.go.jp/system/laws/rule/
% guideline/patent/comic_ai_iot.html
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Figure 2-1-6 Examination Guidelines in Manga: Al/loT Edition / J@EEEE%E~ Al - 10T fR~

)
Huff, huff. - : ?

| Ai is always too fast to do RM—%b 7 g TE
f H@EEOR T
anything for me to follow::-. g2 g Aoz 3
N\ EHTHF TihF
‘ El i () THTI
4 La&xiEic i B b &
R B f2dxn
2187 |[\ Tiig
J:_g* 3 C &

&

b

)| Wow, Mr. Shinsaki ! ZORBOEBIHWTY T I T T EHAT 55E

Hey,
isn't that you, Ota? _ ArEa—#(RTFHRE)CHT BERTES T,
Long ﬁm:m’m RS —owRERAC LN TESL S AR
How have you been? irtbo
YFLGIT - _ axFa—RiCET I EECESTREL
’,;w.mj @gﬁ?"ﬁ EMF 0SS L E AL, 3
s x| BEEBON ¢ 2 OMEERETBLOL LI AT
LA FOYTLICENT AEREETALD

WMFE—SMEN [Tod7LICETELD]
ICEYTEILNHD

How do you do? HLgmasF

My name is EYEED

SHINSAKI Jun. REeTEns Lo oag

| am an examiner at Twas 2 "3 WEF
ALl & R

the Japan Patent Office. T S

Today, | came to the LA Ao B 1 ’; g

exhibition to learn (- + T

about the latest Jlo |18 3 ¢

technology trends. ; L3 :’) E

" v
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The JPO has been implementing a variety of initiatives
including accelerated examinations and quality
management, in order to appropriately protect designs,
improve convenience for users, and strengthen the
competitiveness of Japan’s companies.

1) Examination Performance

The JPO is working to make examinations more efficient
in order to protect designs promptly and appropriately.
[Figure 2-1-7] [Figure 2-1-8]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated
examination system that, upon the request of an
applicant, expedites the commencement of an
examination. [Figure 2-1-9]

- The accelerated examination system may be applied
under the following conditions: (i) applications for
design registration related to implementations with
an urgent need for registration;*' (ii) applications for
design registration that are concurrently filed in one or
more other countries; or (iii) applications for design
registration by businesses, etc. that have suffered
earthquake damage.

-In 2021, first action pendency from request for
accelerated examination was 2.3 months on average.

|2 =e

BEFF Tl BYREEMRECI—Y—0FEER L. F
ERVELEDRENBRIED-O, RHEE. REEESE,
B4 OBEEREL TW5,

1) BEEXRE
BEEZIENDEYCREIT AN, BEOWHR{ELEZEDHTW
%, [2-1-7E] [2-1-8F]

2) RPHAEE

—EDEHDOT T, EBANODOBREZRITTEEDEFH

HEBEICKONTREDL2REHEEFNEZEBEL TV 5,

[2-1-9K]

- PHEEFEONRIE. (1) EIMLISOWTRERKEZER
TLREEBEORESFEE". (i) AECHHELT
W RBREZHFHE. (i) BRICKIBREERIT XS
DEEEFHFE,

- 20215 (3, REABEORED > —REEBM & TOHM
319239 R,

*71  Among (i), the JPO is implementing an initiative to commence
examinations even earlier for applications where there are
counterfeits already in existence and there are no problems in the
application procedure. In 2021, the above period was 0.6 months
on average.

(i) o535, ZRICEMBILVREELLEDTH> T, HEFHICKE
DIEWHEICOWTIE, &N —BRHICEFILZIMEZREL THH.
20271 FORIHRFIET5 0.6 1" Ao
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Figure 2-1-7 FA Pendency and Total Pendency for Design Examinations in FY2020
2020 FEICH T2 BESED FA PRROEFLE TOHAM

Application Establishment
Filing First Action of Right
HiFR —REEBEHM  HEFML
® ® ®

FA Pendency

—REEBEAN 6.3 months on average /F#96.3 78
F TOHIA

Total Pendency
R & TDHRE

7.7 months on average /1971 h8

Note: - The FA pendency is the period from the application filing until the JPO sends the first notice of examination results to the applicant, etc. (excluding
international applications filed to register designs under the Hague Agreement, for the most part, either a decision of registration or a notice of
reasons for refusal).

- The total pendency is the period from the application filing to the establishment of right (excluding international applications filed to register
designs under the Hague Agreement, as well as cases in which applicants are required to respond to the second notices from the JPO for
amendments submitted by the applicants within a certain period of time).

- Excluding applications for graphic image, building and interior designs, which are newly eligible for protection under the revised Design Act of 2019.

&% -FABRE HENSEBEICLIBE/RROBIOEN (DFEERFREEEZR<, TICEFEEXFEREHREBNE) NMEBEASAFKEIND  TOMHH,
HEFMLE TOMMIE. HENSEFE TOME (ARBEERERER, £, HBEANVHELROON TV HBZHEVHESZTS ZLICh> T FEF
FhHOBEDISEERHONDZEEFEMR ).
c BMTFEREREEIC L DI ICRELRE B2 EEVRVERICKZBELVICAROBEZ (RS HEDBAZR

Figure 2-1-8 Number of FAs and Decisions of Registration for Design Examinations / EFE&®D FA &k M EREEHROHESR

2017 2018 2019 2020 2021

E:?;t;;rofFAs 31,600 31,266 31,749 30,164 31,959
Regtraton 27,976 27,301 27,909 26,465 27,773
BEREEGH

Note: - The number of first actions is the number of first notices of examination results sent by examiners to applicants, etc. (for the most part, either a
decision of registration or notices of reasons for refusal).

BE: FAHRIE BEBCLIBFERRORNOBN (ZICEFEEXIEEEHEMNE) NHBEASARESNIFH

Figure 2-1-9 Number of Requests for Accelerated Examinations for Design / EERHBEE DR HHBDHERE

Number / #
350
317
300
254
250 241
211 218
200
150
100
50
0
2017 2018 2019 2020 2021
Year / &

Note: - The number of requests for accelerated examinations is the number of “Written Explanation of Circumstances Concerning Accelerated Examination”
that were submitted.

BE: - FHETORBAHREG. [FHEECHTIBEHRAEE] NRESNARER
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3) Quality Management Initiatives

Under the “Quality Policy on Design Examination”,
which constitutes the JPO’s fundamental principles of
quality management, and the “Quality Management
Manual for Design Examination”, which documents
quality management and its implementation system,
the JPO has been engaging in the following initiatives
in order to realize the utmost quality of design
examinations in the world.*?

(i) Quality Assurance

- Before sending applicants and agents documents
by examiners regarding notices and decisions, etc.,
managers of the examination office check substantive
and formal aspects of such documents for all cases.

- Examiners consult with managers about cases that
meet certain conditions in order to curb search and
decision discrepancies among examiners.

(ii) Quality Verification

- Decisions and notices, etc. prepared by examiners
are audited by quality management officers to check
compliance and validity in terms of content and
format before sending official documents to applicants
and agents.

- In order to ascertain various user needs, the JPO
conducts interviews at informal meetings with
businesses, accepts information provided in relation
to individual cases, and implements user satisfaction
surveys. [Figure 2-1-10]

- In August 2014, the JPO established the Subcommittee
on Examination Quality Management, which consists
of external experts, under the Intellectual Property
Committee of the Industrial Structure Council of the
Ministry of Economy, Trade and Industry, and has been
implementing initiatives for the quality management
of design examinations, based on reports by this
subcommittee.

3) METEICEY I

REEEOEARINEAS (EREECHTZ2RERY
V— | RO, REEERVZFOEMAFICOVWTXELLE
(BEEEEOREERICEISY-a7/] OT. tRES
BEOERBENERICAT TUTOIEEZT>TWSE ™,

(i) mERE

-EBEICKDEN - BEEFICHRBIE@ICOWVWT, HEA -
REACEEINZFIC, BEEZOEEBNEAE - BRX
HIChIh2B#FT v,

- BBEEOBOY —FXRYHEOBEEZIH T 272H, —FD
KHICHYTIREICOVWTL, BEEEEEREHES
ES)iiz

(i) mRERE

- BBEICLDUDEOHM RS ZDRERE L TERIND
BREOEERICOWVWT, REEBEENERERXACESR
= K.

AR -Z—XZBET . PELOBRRE
=, EREGICEY 2EREMN. 21—V —FAERAEZ X,
[2-1-10E]

- 20145 8A L N EXBEBBINWMESBEDOTIZ, 4
HEHEN R I2EBERBERNEEREZREL TEN.
UNEEZOREEZEFA. EEOEEOREEEICE
1T % BN & Ko

22 English
https://www.jpo.go.jp/e/introduction/
hinshitu/shinsa/index.html

HAGE
https://www.jpo.go.jp/introduction/
=t hinshitu/shinsa/index.html
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Figure 2-1-10 Results of User Satisfaction Survey on Design Examination Quality

BREBEDE(ICODVWTOI—H —FHEFAEDER

2017

2018

2019

2020

2021

FY /FE
Somewhat Satisfied

I Satisfied
praba) LR R

4) Revision of the Examination Guidelines for
Design

Under the provisions of the revised Design Act of 2019
that came into force on April 1, 2021, the classifications of
articles in Article 7 of the former Design Act and Appended
Table 1 of the former Ordinance for Enforcement
of the Design Act were eliminated. Accordingly, the
“Examination Guidelines for Design”** was revised to
accommodate the amendments. At the same time,
for users to refer to in preparing their applications,
“Examples of the Article etc. to the Design”, which
lists specific examples of the statement in the column
of “Article to the Design” in applications, has been
published on the JPO website as an appendix in the
“Guide for making Applications and Drawings for Design
Registration”.**

Neutral Somewhat Unsatisfied

-
38.8
37.0
35.9‘

22

26.5

Unsatisfied
BT i

4) BEEEEEDYE]

2021 FARTHICHEIT SN SMTFEREREEDREICEL
D IHEEE/ZOYED [X5] L IBREEBTAHRBNRE
—HREEENZIEND, INICHIG L [EEEEEE
DHET#To12. ARIC, I—V—DESERBEOSE LR
585 EED BECKRZ2YE] OWMORLE#FZZF1-—
EX [BEEICRZ2YREDH] =2 [REEFEBEOBEZERY
NEZEDEHDFSIE] ORRE LTHEFT VT 7H1 ~C
AFRLEY,

*3 BEEE English *4
¥ https://www.jpo.go.jp/e/system/laws/
! rule/guideline/design/shinsa_kijun/
B index.html

BAE
= https://www.jpo.go.jp/system/laws/rule/
<% guideline/design/shinsa_kijun/index.

html html

English
https://www.jpo.go.jp/e/system/laws/
rule/guideline/design/h23_zumen_
¢ guideline.html

HAGE
https://www.jpo.go.jp/system/laws/rule/
guideline/design/h23_zumen_guideline.
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I 3 Trademarks

The JPO has been implementing various initiatives
including accelerated examinations, fast track
examinations, quality management, and protection of
regional collective trademarks in order to appropriately
protect trademarks, and to improve convenience for
users.

1) Examination Performance

In order to promptly and appropriately protect
trademarks, the JPO is working to make examinations
more efficient and reinforce the examination system.
[Figure 2-1-11] [Figure 2-1-12]

2) Accelerated Examination

Under certain conditions, the JPO offers an accelerated

examination system that, upon the request of the

applicant, expedites the commencement of an

examination.*" [Figure 2-1-13]

-In 2021, first action pendency from request for
accelerated examination was 2.1 months on average.

(3 ms

BEFF Cld. BYREEOREC LY —DOFEER LD
., FREE. 77 AN NIV OER. REEE MEEG
BEDORES, B4OEEEZERL TW5,

1) BEXRE
PIEATUEN DEY] (CIRET N, BEEOUMEL - EEEH
Db ZESH T WD, [2-1-11E] [2-1-12[]

2) RHEE

—EDEHFDT T, HEANLCOHREZRIEEEZEE LD

LRUTS RHEEHEEZRBLTVS " [2-1-13E]

$ 202153, RHBEOREN L —REEHRROBAET
DHARIEF92.15 A,

*71  “Outline of Accelerated Examinations and Accelerated Appeal
Examinations for Trademarks”
[EHREHEE - RHREEOHE)

wE .
English
% https://www.jpo.go.jp/e/system/trademark/shinsa/outline_accelerated_
trademark.html

3 -
P AAE
5 https://www.jpo.go.jp/system/trademark/shinsa/soki/shkouhou.html
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Figure 2-1-11 FA Pendency and Total Pendency for Trademark Examinations in FY2020
2020 EEICH T 2EIREED FA BB R HEFILE TOHAM

Application Establishment
Filing First Action of Right
HiFR —REEBAN R
e ¢
FA Pendency I E
—REBEEEA 10 months on average /157101 A d
F TOEME !

Total Pendency
HEFEETOHRE

17.2 months on average /911,208

Note: - The FA pendency is the period from the application filing until the JPO sends the first notice of examination results to the applicant, etc. (for the
most part, either a decision of registration or a notice of reasons for refusal) (excluding applications related to non-traditional trademarks and
regional collective trademarks).

- The total pendency is the period from the application filing to the registration (excluding applications related to non-traditional trademarks and
regional collective trademarks, as well as cases where the JPO requests an applicant to respond to the second notice of reasons for refusal due to
the amendments submitted by the applicant, and where the applicant performs procedures they are allowed to use, such as requests to the JPO for
extension of the period of response).

BE: -FABRIE. HEVSBEBICLZ2FERBRORNOBEM (EICEREEXFEEEHBENE) NMERAFARKEINDETOHE GFHLLY (1 TOBRERTH
BREAGEIRICHRD HEER<),
HEFMEE TOMMIE, HEN S BRIELS & TOHME FLWS A TOERERCHIBAGEEREICHRD HEEZR< £, HEAVBESZY 5 2 LICEE L TRF
FHOBEDINEEEZHBAILKRDZ &5 BEEP. HFTICHERROEREZRDZBAFEMR< ).

Figure 2-1-12 Number of FAs and Decisions of Registration for Trademark Examinations / FIIZEED FA 4Kk O EREEHBOHER

2017 2018 2019 2020 2021

Number of FAs 126,407 137,463 134,834 172,931 213,224
Number of Decisions of

Registration 115,754 119,610 117,186 146,708 185,415
BIREEHH

Figure 2-1-13 Number of Requests for Accelerated Examinations for Trademark / B2 REIEE D B HAHROHER

Number / #
12,000 11,204 11,450
10,000
8,110

8,000

6,000 5,278

4,000 3,447

2,000 l

0
2017 2018 2019 2020 2021
Year / &

Note: - The number of requests for accelerated examinations is the number of applications for which “Written Explanation of Circumstances Concerning
Accelerated Examination” was submitted.

BE: - RPHMETORLGREG. [RREEICETFBEHRBEE] PRESNHBEOHR,
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3) Fast Track Examination

In an effort to accelerate the processing of overall
examinations by increasing the number of applications
that impose little burden on the examination on goods
or services, while responding to the needs for early
trademark registration, the JPO carries out “Fast Track
Examination”.*? [Figure 2-1-14]

For an application that satisfies the following
requirements, the first action is issued about six months
from the filing of the application. Applications subject to
the fast track examination are automatically selected by
the JPO, so no special application procedure or fees are
required for this examination.

[Condition 1] Applications that only designated goods
or services listed in any of the following at
the time of filing.

@ Examination guidelines for similar
goods and services

@ Appended table of the Ordinance for
Enforcement of the Trademark Act

® International Classification of Goods
and Services (the Nice Classification)

[Condition 2] Applications that have not amended
the designated goods or designated
services until the commencement of the
examination.

3) 727 ANV IOEE
EIEORHENE=Z—XIZHA DD, B - REOBE(CH
HBHEEODHRVHELZEPT Z & TEELEONBERES
MERTT77RAMN NSy OBE | #RELTWS,[2-1-14
=]

ROBHAEH UHEICOWTIE, HENIH6NERET
—REEERIBEHN NS, ABEOTNRE LD RMEIS5FT
TCHEMMICHmEETS 720, ASEICETI2HEFHERS
FHEBIIRE,

(B1) HEEREIC. ROWTNNIZEHINTWIESR -
BBOHZEEL TWSHEE
OBELiER - REEEE%E
QO EETRADBIR
QFERm - Y- AEESER

(BH2) BEEEFRE CILEEAR BERBOMEZT
TWARWHEE

*2 .
English
https://www.jpo.go.jp/e/system/

2% trademark/shinsa/shohyo_fast_e.html

B
https://www.jpo.go.jp/system/trademark/
shinsa/fast/shohyo_fast.html
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Figure 2-1-14 Envisaged Pendency for Fast Track Examination / 77 XA k b5 v V BEOBEEHED A X —

Application Filing
HFE

Usual examination / @ 0%z A

“\o
>

Fast track examination/77xk h Sy o EENRES FA

|

About 6 months from application
wEH SO, A
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4) Quality Management Initiatives

Under the “Quality Policy on Trademark Examination”,
which constitutes the JPO’s fundamental principles of
quality management, and the “Quality Management
Manual for Trademark Examination”, which documents
quality management and its implementation system,
the JPO has been engaging in the following initiatives in
order to maintain and improve the quality of trademark
examinations.*?

(i) Quality Assurance

- Before sending applicants and agents documents
by examiners regarding notices and decisions, etc.,
managers of the examination office check substantive
and formal aspects of such documents for all cases.

- Examiners consult with other examiners in order to
share knowledge and to make prompt and appropriate
decisions.

(ii) Quality Verification

- Decisions and notices, etc. prepared by examiners
are audited by quality management officers to check
compliance and validity in terms of content and
format before sending official documents to applicants
and agents.

- In order to ascertain various user needs, the JPO
conducts interviews at informal meetings with
businesses, accepts information provided in relation
to individual cases, and implements user satisfaction
surveys. [Figure 2-1-15]

- In August 2014, the JPO established the Subcommittee
on Examination Quality Management, which consists
of external experts, under the Intellectual Property
Committee of the Industrial Structure Council of the
Ministry of Economy, Trade and Industry, and has been
implementing initiatives for the quality management
of trademark examinations, based on reports by this
subcommittee.
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Figure 2-1-15 Results of User Satisfaction Survey on Trademark Examination Quality
AEEENEICEY 2 11— —HERAEDORER

60 80 100 %
2017 445 0.8
2018 45.3 0.3
2019 48.0 0.8
2020 43.6 0.6
2021 41.8 0.5
FY /FE
I Satisfied Somewhat Satisfied Neutral Somewhat Unsatisfied Unsatisfied
by B 2 EiE HBHRE i
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5) Al x Trademark: Image Search Competition**

The JPO has been studying the possibility of using Al
technology in its operations. For searching figurative
trademarks, a tool that uses Al technology to search for
prior similar figurative trademarks (image search tool)
was introduced on a trial basis in 2019. Although this
image search tool has gained a certain reputation for
accuracy, there is room for improvement, for example, in
image searches for partial trademark matches.
Therefore, as a way to solve these issues, the JPO
decided to hold a machine learning competition,**
which has been attracting attention in recent years, in
order to solicit the development of prediction models
from the general public, and to apply excellent models
to the image search tool to improve its accuracy. This
was the JPO’s first attempt at holding a machine learning
competition.

(i) Overview of the Al Competition [Figure 2-1-16]

- The JPO furnishes actual image data used in trademark
examinations. Data scientists compete on the accuracy
of Al technology-based prediction models.

- Excellent models will be applied to the image search
tool being piloted by examiners.

- The competition period was November 2021 to
January 2022.

(ii) Expected Effects

- Improve the accuracy of the image search tool.

- Find new experts in Al who possess outstanding
technologies and ideas, and create opportunities
for their participation in the government’s system
development projects.

- Verification of efficient system development methods
and promotion of innovation.
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*#5 A machine learning competition is a machine learning
development method that is attracting attention in recent years. It
involves publishing specific challenges and related data and calls
on the wider public to develop models to solve them, in order to
develop models with higher accuracy and apply them to actual
systems.
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6) Regional Collective Trademarks

The regional collective trademark system was introduced
in April 2006 in order to more appropriately protect, as
trademarks, regional brands that combine the name of a
region and the name of the goods (or services).*¢ Prior to
the introduction of this system, trademarks comprised of
“region name + goods (services) name” were not approved
for registration unless they already possessed nationwide
recognition. However, with this system, such trademarks
can be now registered as long as there is recognition by
consumers to a certain extent. [Figure 2-1-17]

- As of the end of December 2021, there were 1,301

applications filed, and of those 717*” were registered.

(i) The Logo Mark of Regional Collective Trademarks
“The Logo Mark of Regional Collective Trademarks”, which
identifies that a local specialty is registered with the
JPO as a regional collective trademark, was established
with the aim of promoting the regional collective
trademark system and enhancing the brand power of
regional collective trademark products (services). In
principle, only associations that own regional collective
trademarks, the members of the associations, and those
who have been licensed by associations to use regional
collective trademarks may use the logo. The logo helps
to differentiate products (services) from those of third
parties. In addition, the logo is expected to help prevent
trademark infringement by third parties by using it on
product packaging, printed materials, and at events as a
tool to publicize registration with the JPO as a regional
brand. [Figure 2-1-18]

- As of the end of December 2021, 211 associations are

using the logo.

(ii) Dissemination and Awareness Raising

As a measure to further disseminate the regional
collective trademark system, the JPO published the
booklet “Regional Collective Trademark Guide Book:
Catalog Edition”,*® which contains an overview of the
regional collective trademark system, support measures
related to the system such as consultation services for
the filing of regional collective trademark applications
and subsidies for foreign applications, and information
on the registered regional collective trademarks. The
Guide Book is distributed to various parties, including
prefectures, municipalities, societies of commerce and
industry, chambers of commerce and industry, tourist
associations, and associations with regional collective
trademarks, for promoting widespread use of the system.
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Figure 2-1-17 Regional Collective Trademark Composition / #hisiFAEIZDERK

Common name of the goods (services)
A (R %) DEBEHRM

Regional name
HutR D F

Customary name of the goods (services)
A (&%) DERAM

* Can be combined with characters/terms commonly used when indicating place of origin.
Example) Genuine, specialty, local specialty, etc.

KREMZRTT 2RICASNEZXFE L TBASNTLWAXFLHAADE S Z LA TEET,
B) A5 KSEE R ES

Figure 2-1-18 The Logo Mark of Regional Collective Trademarks / #hsiFIAREIZE < —

ithiz [ A 1R
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*7  Registration numbers by region are 36 for Hokkaido, 57 for the Tohoku region, 110 for the Kanto-
Koshinetsu region, 64 for the Hokuriku region, 96 for the Tokai region, 159 for the Kinki region,
52 for the Chugoku region, 31 for the Shikoku region, and 93 for the Kyushu region, and 18 for
Okinawa region, along with 3 for overseas countries (registrations spanning multiple regions are
counted as one in each region).

*6 .
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& https://www.jpo.go.jp/e/system/
trademark/gaiyo/chidan/index.html
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https://www.jpo.go.jp/system/trademark/
gaiyo/chidan/document/tiikibrand/
guidebook-catalog.pdf
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I 4 Trials and Appeals

Trials and Appeals play a role in reviewing examiners’
decisions as the upper instance of examination, and in
achieving early resolution of disputes over the validity of
industrial property rights. To fulfill the role adequately,
various initiatives have been taken to ensure reliability
and timeliness of trial/appeal decisions.

1) Performance of Trials and Appeals

The status of the proceedings in 2021 is as shown in

Figure 2-1-19. [Figure 2-1-19]

- Inter-partes trial cases are prioritized over ex-parte
appeal cases in principle for early dispute resolution.

- The JPO gives priority to and conducts accelerated
appeal proceedings for appeal against an examiner’s
decision of refusal cases upon request when the cases
satisfy the specific requirements. In 2021, the number
of requests for accelerated appeal proceedings*' was
187 for patents, 1 for designs, and 25 for trademarks.
The average pendency period*? was 4.3 months for
patents, 6.2 months for designs, and 2.6 months for
trademarks.
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*71 The number of cases where the “Written Explanation of
Circumstances Concerning Accelerated Appeal Proceedings”
was submitted and the cases were transferred to the board in
charge. When the cases that were not transferred to the board in
charge (including cases that involve decision to grant a patent
upon reconsideration by examiner before appeal proceedings)
are included, the number of requests for accelerated appeal
proceedings made in 2021 was 288 for patents, 1 for designs, and
27 for trademarks.
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*2 Inthe cases that are subject to accelerated appeal proceedings, the
average pendency is an average Calendar Year (CY) period from
the date it becomes ready to conduct proceedings after a request is
made, to the date an appeal decision is dispatched.
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Figure 2-1-19 Status of Proceedings in 2021 / FE DR

Appeal against an examiner’s

decision of refusal Invalidation trial Trial for correction Opposition Trial for rescission
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Note: 1.The total number of requests granted (including requests partly granted), requests not granted (including dismissals), and withdrawals/
abandonments. The number of oppositions is counted by opposed patent.
2. Average processing period (in months) in CY from the date a request is filed (*1), to the date a trial/appeal decision is dispatched (*2), to the date

a withdrawal or abandonment is finalized and concluded, or to the date a dismissal is dispatched.

(*1) The date a request is filed for opposition is the date an opposition is requested. The date for cases concerning “reconsiderations by examiners
as one of appeal proceedings” in “appeal against examiner’s decision of refusal” is the date it becomes ready to conduct proceedings (the date
the case has been transferred to the board in charge).

(*2) In patent opposition cases, if a “notification of reasons for revocation” (advance notice of a decision) is to be made, it is the date the notice is
dispatched. In trial for patent invalidation cases, if an “advance notice of a trial decision” is to be made, it is the date the notice is dispatched.

3. Trial for invalidation statistics include invalidation trials for utility models.

BE: 1 FERRL (B—EMIZ). FERTEIL (BHT), RURTS - BEOHBDER, BEALIIEFRGDHEL,
2 BYIFERB 1) Ao TR (IFRE) OFEA (%2), BT - KEOREA. XEHNTOFKXAE COMEDEEFY, BOIEER,
(%1) BFEHILICOVWTIIRFARIH, HFEEEEFRBUCS VW CHBEREICRIBEICOVTEIRENEL A -H EHFBEH),
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2) Improvement of Proceedings

The JPO is implementing the following initiatives in
order to further improve proceedings:

(i) Oral Proceedings

-In inter-partes trial cases (including trials for
invalidation and trials for rescission), oral proceedings
where the panel and the parties orally assert against
each other are proactively utilized in order to accurately
grasp and sort out the points of dispute and to increase
the parties’ acceptance of the results.

- To allow oral proceedings to be conducted without
being affected by the COVID-19 outbreak, etc. and
to adapt to the changes in social structure such as
digitization, online oral proceedings that permit online
attendance were launched in October 2021 (of the 20
oral proceedings conducted since October 2021, 13
oral proceedings were conducted online).

- In 2021, 67 oral proceedings were conducted (including
online oral proceedings).

(ii) Circuit Trials and On-Site Interviews

- When companies, universities, etc. in the local regions
are the parties concerned in trial and appeal cases, the
panel may visit their regions at their request to conduct
circuit trials (oral proceedings conducted for trials for
invalidation) or on-site interviews (interviews aimed
at facilitating communication on trial and appeal
proceedings).

- In 2021, 5 circuit trials and 1 on-site interview were
conducted. Online interviews were conducted if on-
site visits were difficult due to the COVID-19 outbreak.

(iii) Trial and Appeal Practitioner Study Group

- The “Trial and Appeal Practitioner Study Group”, which
gathers together practitioners such as corporate IP
personnel, patent attorneys and lawyers, in addition
to JPO chief administrative judges and administrative
judges, and which studies trial/appeal decisions and
court decisions based on actual cases, is convened online.

- In 2021, the Study Group studied a total of 12 cases: 8
patent cases, 2 design cases, and 2 trademark cases. It
also published a report*: that compiles the findings of
the studies. Judges of the Intellectual Property High
Court and the Tokyo District Court also participated as
observers.
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3) Dissemination and Awareness Raising of the
Trial and Appeal System

The JPO is implementing the following initiatives in
order to disseminate and raise awareness of the trial and
appeal system:

(i) English Translations of Trial/Appeal Decisions

- In order to further disseminate information on trials
and appeals of the JPO internationally, the JPO has
been providing a manually-translated English edition
of trial/ appeal decisions, decisions on opposition, and
Hantei (advisory opinions on the technical scope of
industrial property rights), at the JPO’s website,* that
would help users with the understanding of the law
interpretation and its practices in Japan.

- In 2021, the JPO provided English translations for 124
trial/appeal decisions.

(ii) Mock Oral Proceedings

- The JPO conducts mock oral proceedings in order to
enhance oral proceedings, further promote the use of
circuit trials and disseminate and raise awareness of
the trial and appeal system.

- In 2021, a demonstration of mock oral proceedings
was held in Osaka at “Mock Oral Proceedings in
KANSAI”.

Demonstration of mock oral proceedings at “Mock Oral Proceedings in
KANSAI”
[EEOEEE in KANSAL] (CHIF 2 EROBEFBEOEE
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