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Foreword

The Foundation for Intellectual Property, Institute of Intellectual Property conducted the 2018
Collaborative Research Project on Harmonization of Industrial Property Right Systems under a
commission from the Japan Patent Office (JPO).

Various medium-term issues need to be addressed to encourage other countries to introduce
industrial property right systems helpful to the international expansion of Japanese companies and to
harmonize the industrial property right systems of major countries, including Japan. Accordingly,
this project provided researchers well-versed in the Japanese industrial property right systems with
an opportunity to carry out surveys and collaborative research on these issues with the goal of
promoting international harmonization of industrial property right systems through use of the
research results and researcher networks.

As part of this project, we dispatched Japanese researchers to foreign research institutes to
engage in collaborative research on the target issues.

This report presents the results of the research conducted by Prof. Takashi leda, Nanzan
University Faculty of Law, at Fordahm University School of Law.” We hope that the results of his
research will facilitate harmonization of industrial property right systems in the future.

Last but not least, we would like to express our sincere appreciation for the cooperation of all

concerned with the project, especially Prof. Susan Scafidi, Fordahm University School of Law.

Institute of Intellectual Property
Foundation for Intellectual Property
March 2019

* Period of research abroad: From November 21, 2018, to February 28, 2019
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Abstract

This report examines the problem of industrial property rights related to fashion law, mainly in the
United States. First, we examine the discussion of intellectual property rights on fashion in the United
States and confirm the situation where trademarks are emphasized. Next, we examine cases on
trademarks and fashion in the United States, and point out that cases related to fashion influenced
the formation of the legal theory related to trade dress. After that, we introduce views that
infringement of intellectual property such as piracy would benefit the fashion industry, and to utilize
trademarks in fashion business, being especially critical of the latter opinion. A study will be
conducted. Finally, we present problems in Japanese Law and summarize this report by giving

suggestions from examination of American law.

Summary

1. Introduction

In the United States, the intellectual property rights most closely related to fashion are
trademark rights. The negative reason is that copyrights and design patents are difficult to apply in
the fashion area. The positive reason is that a trademark is a perpetual right. Compared with a design
patent of 15 years in duration and a copyright of 70 years in duration, it has been pointed out that
trademarks are regarded as a brand's financial strategy due to the superiority of the validity period.

This report will consider industrial property rights in the area of fashion, focusing on issues
related to trademark. The legal system of trademarks in the United States is centered on a federal law
called the Lanham Act enacted in 1946. A new framework has been created to protect trademarks and
to prevent unfair competition by the Lanham Act. In addition to traditional trademark infringement,
the Federal Trademark Dilution Act enacted in the Congress in 1995 adds dilution of a trademark to
the causes of complaint. Thereafter, in the revised Federal Trademark Dilution Act enacted in 2006,
a trial could be initiated if proof of the possibility of dilution only proves the dilution of prominent
marks.

In the American fashion area, trade dress is protected by the Lanham Act. Originally, trade
dress was accepted for the package of a product, but it has come to be accepted for the configuration
and design of a product. In the fashion industry, trade dress is approved for handbags, tennis shoes,

jewelry, children's clothing and watch products.



II. Cases of trademark and trade dress in fashion area

1. Preface

This report will examine cases in the US related to fashion. There is a case that is not related

directly to fashion, such as the design of shops, but this case is a representative precedent trade dress.

2. Abercrombie & Fitch Co. v. Hunting World, Inc.

In the judgment of Abercrombie & Fitch Co. v. Hunting World, Inc.,' the term “safari” was
regarded as a problem. In this judgment, a decision was made from the lowest degree of protection
concerning the term, from (1) generic, (2) descriptive, (3) suggestive, and (4) arbitrary or fanciful®.
In generic terms, it is stated that eligibility for protection as a trademark is not recognized, while for
descriptive terms, it is said that eligibility for protection as a trademark is recognized by showing a
secondary meaning®. The court concluded that the term “safari” is generic, therefore a trademark is

allowed to use the term “safari.”

3. Two Pesos, Inc. v. Taco Cabana, Inc.

In Two Pesos, Inc. v. Taco Cabana, Inc.*

in 1992, the interior and exterior of a shop became a
problem as trade dress’. The Supreme Court showed that the classification set forth by Abercrombie
& Fitch also applies to trade dress® and that the standard related to the distinctiveness of trademarks
also applies to trade dress. In this case, the Supreme Court stated that the trade dress at issue has
inherent distinctiveness so that eligibility for legal protection would be recognized without proof of
a secondary meaning. At the same time, the Supreme Court insists that it is only when the trade dress

does not have sufficient distinctiveness to require proof of the secondary meaning’.

' Abercrombie & Fitch Co. v. Hunting World, Inc. 537 F. 2d 4 (2nd Cir 1976).

2 Id. at9.

3 Id. at 10.

4 Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

3 Darius C. Gambino and William L Bartow, Trade Dress: Evolution, Strategy & Practice (2015), 170.
% Two Pesos, 505 U.S. at 768.
7 Id. at 769.



4. Wal-Mart v. Samara Brothers, Inc.

In 2000, Wal-Mart v. Samara Brothers, Inc.8, fashion design and color were examined by the
Supreme Court, from the viewpoint of eligibility for protection under the Lanham Act. The Supreme
Court confirmed that the concept of trade dress applied to product packages also includes product
design’. The case indicates two ways that eligibility for legal protection in unregistered trade dresses
is obtained. The first, trade dress with inherent distinctiveness, is eligible. The second, trade dress
with a secondary meaning, has come to be protected. Regarding the trade dress of color, referring to
the position indicated in the Supreme Court decision on Qualitex, the position is shown that the
eligibility for protection of a trademark would be accepted only when showing a secondary meaning'’.
The Supreme Court also presented an opinion that designs of products as well as color do not have
inherent distinctiveness, so then, they would be protected as trade dress when showing a secondary

meaning!’.

5. Louis Vuitton Malletier v. Dooney & Bourke

In the case of Louis Vuitton Malletier v. Dooney & Bourke'? in the New York Southern District
Court 2008, the design of handbags printed in multicolored marks registered as a trademark was
contested. In this case, the eligibility for protection under the Lanham Act, the possibility of confusion,
and dilution of the trademark were at issue. This judgment considers the factors in the so-called
Polaroid test about the possibility of confusion, and most of the factors work favorably for D&B, the
defendant, regarding the consumer handbags in question!®. It was also judged that there was no
confusion among consumers as to whether there was a transmission source, partnership relationship,
or support relationship between the plaintiff and the defendant. Also, when considering whether
dilution by blurring has actually occurred, the court showed on the one hand that LV's multicolor
monogram was recognized as famous mark'#, and on the other hand that the psychological connection

was insufficient as a requirement for dilution'®.

8 Wal-Mart v. Samara Brothers, Inc., 529 U.S. 205, (2000).

9 Id. at 209.

10 Jd. at 212 (quoting Qualitex, 514 U.S. at 162-163).

1 Jd. at 213.

12 Luis Vuitton Malletier v. Dooney & Bourke, 561 F. Supp. 2d 368 (2008).
13 Id. at 389-390.

4 Id. at 391.

15 Id. at 392.
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6. Christian Louboutin v. Yves Sant Laurent America

In Christian Louboutin v. Yves Sant Laurent America'® in 2002, the Second Circuit considered
whether a single color would be recognized as a mark of a special style in high fashion in women's
shoes. Christian Louboutin is known as a high fashion designer of women's shoes and the shoes made
by Louboutin have been characterized by their feature: a bright, lacquered red outsole. In 2011, YSL
prepared to market a line of monochrome shoes in purple, green, yellow and red. The style of the
monochrome shoes uses the same color on the entire shoe so that the red version includes a red insole,
heel, upper, and outsole. Louboutin filed an action asserting claims under the Lanham Act for
trademark infringement, false designation of origin and unfair competition, and trademark dilution.
The court stated that there is a possibility that even a single color for apparel products may have
eligibility for protection as a trademark!’. In this judgment, as a result of the single color being
frequently and remarkably used by a specific designer, the main significance of the color is regarded
as functioning as a symbol indicating the origin of the product, not the product itself'®. The court
judged that Louboutin's Red Sole had obtained a limited secondary meaning'®. Though, because of
the fact that the shoe design by YSL applies the red color to the entire shoe, the court concluded that

there is no possibility of confusion?’.

7. Verification of cases in the United States

As a result of examining US cases, this report points out that the following points should be
discussed. First of all, this report points out that cases related to fashion have influenced the formation
of trade dress principles. There are two standards by which trade dresses are legally protected. The
first standard stated by the court is to distinguish between a product package and a product
configuration or design for trade dress. The second standard is that the product's package has its own
discriminating power, but with regard to trade dress of a product configuration or design, in order to
obtain eligibility for protection under the Lanham method, it is necessary to indicate a secondary
meaning.

Secondly, what this report states is that it is needed to show a secondary meaning in order to
protect a product design and color as trade dress. For these reasons, for protection as a trademark of

trade dress in the fashion area in the United States, the design of the product must have acquired a

16 Christian Louboutin v. Yves Sant Laurent America, 696 F.3d 206 (2012).
17" Christian Louboutin, 696 F.3d at 224.

18 Jd. at 226.

19 Id. at 225.

20 Id. at 228.
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secondary meaning. Secondary meaning referred to here indicates that the mark and trade dress are
related to a specific origin. So then, designs that can receive protection as a trademark or trade dress

will be limited to those that show their origins.

II1. Discussion on the relationship between fashion and trademark

1. The Piracy Paradox

In the United States, the theory of the so-called Piracy Paradox is advocated in connection with
the application of intellectual property rights to fashion?!. In the theory of the Piracy Paradox, copying
of a fashion design like piracy promotes innovation so then, it is desirable that there is no protection
by intellectual property rights. This opinion is supported by two theoretical explanation models. The
first is that copying encourage obsolescence of former designs and the second is that copying anchors
a particular design as a trend.

This theory positions it as a descriptive model that tries to explain the law situation of the
United States, that legal protection by intellectual property rights is not sufficient. This theory

presents why the US situation is reasonable in the fashion area.

2. The Devil Wears Trademark

A view to criticize the application of trademarks in the fashion area has been proposed in an article
titled "The Devil Wears Trademark."*? First of all, this article states that protection of quasi-designs
by trademark gives motivation to logo/fashion design™. As an objection to this assertion, this report
presents the opinion that it is not reasonable to take a position to criticize a specific design from the
viewpoint of law such as that a design related to a logo is not innovative. Second, according to the
argument of this article, protecting a designed logo with a trademark is convenient for existing
designers and it is disadvantageous for emerging designers?*. From this descriptive explanation, this
report would like to point out that caution is necessary as to whether we can directly lead a normative
argument that the protection of a fashion design by trademark should be restricted. Third, this article

points out that in the protection of quasi-designs by the court, it is impossible to introduce

2l Kal Raustiala & Christopher Sprigman, The Piracy Paradox: Innovation and Intellectual Property in Fashion Design, 92 VA. L.
REV. 1687 (2006).

22 Note, The Devil Wears Trademark: How the Fashion Industry Has Expanded Trademark Doctrine to its Detriment, HARV. L. REV.
vol. 127, 995 (2014).

% Note, supra note (22), at 1011.

* Note, supra note (22), at 1013.



comprehensive long-term protection that is sufficient for designers' trust”. Such a view is based on
an evaluation that the criteria indicated by the US cases are insufficient. On the contrary, this report
insists that judicial precedents on American trade dresses show a certain degree of clear standards for

protection of fashion designs.

IV. Review of Japanese law

This report examined the trademark issue related to the American fashion area. The center of this
consideration was problems related to trade dress.

If it is supposed to introduce the trade dress protection system in Japan as a whole, it will be seen
that in the United States, even for trade dresses which have not acquired a secondary meaning, they
are subject to preliminary registration®®.

Regarding trademarks in the United States, attention must be paid to the fact that the pre-use
principle is the basis of the trademark system. Trade dress in the United States also reflects the
principle of pre-use. Finally, this report points out that the adjustment between the pre-registration

principle and the pre-use principle is a fundamental problem in the trademark system.

* Note, supra note (22), at 1013.
26 Gambino & Bartow, supra note (5), at 431.
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2. Abercrombie & Fitch Co. v. Hunting World, Inc.EFEH —XK[E]FkHIFHIR
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3. Two Pesos, Inc. v. Taco Cabana, Inc.BEFExm#ECH I

19924F D F i = #2HIFTIC L B Two Pesos, Inc. v. Taco Cabana, Inc. EBFxE#d !
%, JEEOAE L NIEDRIE E > TeFRTHY . L— R RV ADERIZ Fm2Sgze L
TiHRbBEEHIN DG & L TET BT 5s,

Taco Cabanald, AF T aAftHOF = — 2 JEZER LTz, —F. Two Pesos®d L A
Z v D)JEEEIZ X Taco CabanalZBHEL L7 F — 7 3 HW G LTV V=, 19874E(Z, Taco Cabana
B, PL—F L ADREZBBIZ, Two Pesos% 7 5 A el #HIPTICHEF L. 7%
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DIF, BUEH 2N ST IR 01D > TORWGEIZOWTDATH D & T 5 Ll
AT TV D,

! Abercrombie & Fitch Co. v. Hunting World, Inc. 537 F.2d 4 (2nd Cir 1976).

2 Jd at 9.

3 Id. at 10.

4 Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

® Darius C. Gambino and William L Bartow, Trade Dress: Evolution, Strategy & Practice (2015), 170.
¢ Two Pesos, 505 U.S. at 768.

T Id at 702.
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8 Wal-Mart v. Samara Brothers, Inc., 529 U.S. 205, (2000).

¥ Jd at 209.

1074 529 at 212, (quoting Qualitex, 514 U.S. at 162-163).

' 7d. at 213.

2 Luis Vuitton Malletier v. Dooney & Bourke, 561 F Supp. 2d 368 (2008).
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16 Christian Louboutin v. Yves Sant Laurent America, 696 F.3d 206 (2012).
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3. [PE1EAE7-EEE (The Devil Wears Trademark) | IZBWTHRE I/~ R#E

77y a OIS L BEIR M A g D RN TRAEE &2 5 72 HEBE (The Devil
Wears Trademark)| &ET Dafas L CTIRBINTEY ., FEMEEIC X 2 REITHEUT VA

T 1d. at 224.

18 7d at 226.

9 Jd at 225.
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HY ., FEAIZHOWTIE, RRIZE > THERAGIEOHENS . — DOk b MOz~ &
BT 520, HOBAN DO T NV—TIZBWTHT DERN, MTIERRY H>5 2
. ZLT, AUEAR—2ORMIH L TREZHAWON T 2T 2R S 5 Z &0
fHfEZ & SICEMEIC L TWD E LTWNAEY,

AR T, — A 7e5EA) & Rl 70 3B & ORIZIE, PIE & L CORERESMEIC DU
THERHD Z E2EMRL TS, —RI7REM &, FFEORSOEMZ R 5503,
—OOfEERTHEALE LTEREND D, FHREBRENTE B TH D EALEAIT T,
PAME & L COMREBASIERTEO LIV 2 & 2T 25— 5 T, Gtib e sd s >0 T,
THF) == TR LI Ko TR E LTRERTE S L9757 T LEOREY
RN, —EDFRMOFIE & B & U TIREFEEMEDNRO DD Z L 2L T DY, &
DIZ, BESNTHEE TH - TH, ENDLWELE T IIMRITH T 2 H 0 SRl i4 #r
(272 5 T2 A IR, WO THREREROBHE LA TE 5 L35 7T MEOHECH, —i%
(73BN PR & L COREBSIMEZBO RN RENTND E LTINS,

B Id at 7.
9 Id at 9, 7eB. TORFIE, 1905 FEITHIE SN FIERICB VT, KRR (fanci ful) £ 72 13458k (arbitrary) 7otz
BDEEEOMBIZENEZ Ll T b0 EEZLNS,

0 7d at 10.

W Id at 9.

215 U.S.C. §1052(f).

B 1d at 10.

“ 15 U.S.C. §1064(c).

% 1d at 10.



AR T, @AW TIL, FRR A2 3B AT REIE & L CORERMS M 4 5 2 D&
ELTEMIT TS, T 2 CRINZHEN D ORI, Sk TIEH 5L 00— xryT
TR WVEERIZ DWW T, HEEEAMEM L, BBV THEEREDORM TH D Z & Ol
EEASLTWOIEEELRET AL 2T 200 TIERNWET 57 T LEOHEL D Z
ERLTNAY,

Z ORI ER LD BIZ, RERIZIBW T, AF (2L 5 Safari (ZBESHET 2 FIEIZ DV T
TR ZED TN, B2, FFEOKRICHNWSILTWD safari DFEAIE | FWEODINE
TAHEH STV D minisafari OFEAICOW L, &M THDHE L, F 7 —VEBX
UL AW BT D safari OFEANZ- DUV TIE, HUZFLREI D & D WITRBRII Th H & L
T, TT LEORENRE 72D REERH D E LN GG, =12, Camel Safari, Hippo
Safari, 3 JO%Safari Chukka OFEAICDOWTIL, HW IZ X » THiEHZEERAIICZE DT —Y
I LT SN TEY | 2o OHFEOME I T 2 EEDRFITS T ohiH & LT,
7T a— A FRTHIENBOLND EHRLTNDY,

(4) HRTRINTILYS

AR TIE, BRI ORI IIZE LT (1) —#&AY (generic) | (2) Rk (descriptive) . (3)
TRIRH (suggestive) . 8 L OV4) Birkny (arbltrary) F 721X RAY (fanciful) & 9 A A A
PR SAL, RRRY, FRERDY. B X ORI GE I, BA OB RO b h 1l

oY L RIFFIC, LIk R5EAI Cho T U & )““Zh—"‘/i%’fﬂ‘ﬁ‘ LT X - Tk
BN EER L, 7 MEOGEERIENRD DD & T D HEHENRI N TN DY, RIEEOFE
BUX, PAEORFZFFZ T2 AGF IDSRGEE & L OBER L TWZEEMICDWT, e LTo
RBEBIENRIE E S22 L I2H D, ZORMIC X » T AP T D ET o E AT
ED LD IRFEANS T T MEOREREEENRD BN DD TIEAR < ED X 5 72554 Lm\
G%%§E§ﬁ§ﬁ£ﬁ>mu&bE>%Liﬁb\0)ﬁ CEPNDZ LR o T, ZORBHIEWT, KA EE
MBLOED X ) — I —= U T EER L TORWREEIRARFEAIC OV TIE, FEiEE LT
DRFEBEEDRD DN N E W) EREN RSN LiE, KEROERTHDLZ L %,
ARTIHERMLIZV, 22 Th, —BRAEEMIZOWTIE, REBESENRD Hiven—7
T, FEAEEAIICOWTIE, B Y === TG LW I FIEE R THZ LT
PRAEREEENRBD OND E WV ) JUIZBWTITHENDH D Z EIZHEE LTz, AR TIE
T F MEOREREE DGO DR WVEEAIOEEN R I N b D THH M, AHRIZEB

%15 U.S.C. §1052(F) .
T 1d. at 9-10.

8 7d at 18.

9 1d at 9.

% Jd at 10.



TOEADHBIINCDONVTONEN R ST 2 & . OMRBEEKRE & 35 71 BT 5 B 1R
RS, B KON @A OB SRR N P D 2 ATREMER 5 2 7 2T —I,
LR REEAICTHD . ZZ TR H ) —I—=2 T OREL TWADONIEHEL 25
TEMRENT D Eid, AHTRA AR O R - BB 5 2 e LCREBTED L
. AFETIEREFE LV,

3. Two Pesos, Inc. v. Taco Cabana, Inc. B EiE &R

(1) HERONZEN T

WRIZHRRET BHIF E LT, 1992 D Two Pesos, Inc. v. Taco Cabana, Inc. BFE: =74
WA, [Two Pesos M Em#BHIE] & L5 2L 0 HIT D", ZOFHFL, AF T apiH
DIEEHIZDOWNT, ZDIME L NEELZ GO T RRR R EEI O NIE L 7o T2 FETHY . 7
ANV SRR & ST b DO TIEARWS, 7 A U I Okl EE O] - BHIFNZI T, B
L— R RV ADERIZ RO LTRBEEAIN LN HFIE L TEMNT N TE
N3 Fm, T CORINIZNYG TR, Abercrombie & Fitch #FE &[BIEHFTHIRE TR S
NTEHEZZIBINTWD Z LD, BEEOXR E LTz,

(2) HFEOWPE

Taco Cabana, Inc. (LAFTIL, lTaco Cabana] & £.5) 1%, AFx v apt#zdtd 3
77 =AM = FOF=—V)EEEE LTV, 1978 4 9 HITmIDIEHZ Y7 b=
FIZBHIE L, 1985 AEE Tz b JEsia Y7 > h=A4 2B L TV /=, Taco Cabana ® X 3
AFGHD Fb— R FLAZONWTE, TLES, A 0WER, REB L OREEIZ X > T 5
NEENORBREEFREICL S TELEINIBERRBEFOKRMS (a festive eating
atmosphere) T 5, TREITIL, BENB L OBAOKIENAH Y . RIFOHTL— R 7 THOD
I & T E D ENOFENZTENTWD, EMOERED D DIMEIL, RislIA—4—
DBIETIRFRA S TA T 2O TEHERTOH SN REOFMEAHE > TN D, HDHNEK
HERBNZOT —vEFHRITETND ] ERBE LTS, —F, Two Pesos, Inc. (LA
TTiX. ITwo Pesos] & L£L5) X, 1985 &F i 22— A M IZ VA M U Z2BR)E L7, Two
Pesos D LA 7 0ZiE, kiR Taco Cabana ® hL— K RV RIZEEEIL7=EF—7 1" H

' Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

2 Two Pesos v. Taco Cabana HIEmECHRIZOWTIL, MREESC TREICBIT S [Trade Dress) Off# iz
73 1 Vol. 60 No. 4, 76, 78-79 EIZHR,

% Darius C. Gsmbino and William L. Bartow, Trade Dress (LexisNesis, 2015), at 170.

 Two Pesos, 505 U.S. at 765.



WHILTW, Two Pesos [Ft 2 —A M Z XU & LIEHURTEOFEZ SHITILR S
HleboD, o7 0 =TT FEELRER Lo > 7, ZHUTK LT, 1986 41T, Taco
Cabana & =2 — A h ' BIUVA—AF U OHIRIZZ A L, Two Pesos AT CIZHEZER L
TWH T A ANV 2 EFLT 2V 2 NOM I F £ 4 R L7,

1987 4{Z, Taco Cabana 73, 7 A7 43(@)FRICHEL TS FL— R RLADRE
BHIZ, Two Pesos &7 ¥ A LG ECHIPTICHETF L2, 7 0 A FE MG e pT 1
Taco Cabana @ k L— K KL Z{ZOWT, BB b D TIE7R <, BEAOHEMN I ZA LT
WO, THRFRADTHFBIZB N TN F ) === T E2EHE LT RNE LRRLL,
Two Pesos IZX DIREFATHIIVA N T v OfEMmB IO —EXOH A & BREMEIC OV Tl
HOBE O BITIRF O FREMZ2 4 U ST D L Ol AR Lz, 2 OISV T,
Taco Cabana ® L' — R R L 21X, EAOAIMEZAH L TWDH0, £700E, B Z T —3
~:Vﬁ%ﬁﬁbf“éﬁ@wfhﬂ®ﬁA’i%%éhékﬂ?bfwé

PESRFE I I C LS O mIECHI T, BB — A O 4 3R 2352 " LTV %,
E VDO, A RKEIEFTL, B F T === I RRIE SN2V S DD D
7. .ﬁ@n&%”?ﬁ%mﬁ'@‘é EWCTFERDHDEDERZATLTNDY, Ziuixt LT,
Two Pesos 123, A mEIZ B& L7z,

(3) HRONE

F7, EAEEBAFTIL A (certiorari) WO LINDLONE BT HICEEL T, #
O T EIECHIFTIC X » TRE 372 Chevron Chemical Co. v. Voluntary Purchasing
Groups PIRPZ el & L TR L TWAD, ZOEFITIE, FF2ERED XY —I—=
VT OFEAZERT 500, M E STV D EIEICE ORISR 2B S 5 3+
D> TWRWERIZONTORTH D & DGR SIL, ZOMNEN FL— R KFLAD
REIZOWVWTHEA INDRETH D & OT TV DY, R m BT, EH K
[FIEHIFT OSLZT DN T, RBIRORIIE L2137 V1 > DR %%i#mw%ﬂém

EHF) === PRSI E SIZRESND & L) ﬁiﬂkk#&@%ﬂz#ﬂfﬁd)iiﬂ“
EIFETHLITREML TV b, HAOHIMEEZAT L FL—FFLVRIE, &L
YHEY == T ERBERLTND T EERT 2 LR T T A 43(a) ITE SR DX
® Jd at T65.

% Taco Cabana OEFFELHICIE, THFIAMOaTr o —ICESSHEEMBEOBM L EETN TS, Id at 765-766.

51 Taco Cabana Int’ 1, Inc. v. ITwo Pesos, Inc., 932 F 2d 1113.

% Two Pesos, 505 U.S. at 767.

% Chevron Chemical Co. v. Voluntary Purchasing Groups, Inc., 659 F. 2d 695 (CA5 1981).

80 7d at 702.

51 Vibrant Sales v. New Body Boutique, Inc., 652 F 2d 299 (1981), cert. denied, 455 U.S. 909, 71 L. Ed. 2d
448, 102 S. Ct. 1257 (1982).



T HNDDNENPITONTORNEZRETHE LT, EEEZREOLHMZR L TNDH%,

B ERIL, 7T HEOEEPTONWT, FERNB L OB 2B RO S HEED
FIRZFLBOMRIZTHZ LI o T, FEOHFE L RIERBRFNOIRET L LICH
L ERERRLTWVDY, £ LT, AHRIZB W CHMEmEIL. 7T 4743 () FRiT, B S
NTEREICEAIND 32 R T 5L, KVRWEHOITHZEEELTWDHDD, 7
T Lk 43 (a) RITEEMEZ AT O RBIOIEREZRENRLTLHDOTHY . 7T L 2
RDHUE T 2 PR Sk O 1 K 2 T 9~ 5 — XA Z2 JRRINCAE » T, ARBER DR T O PR i
FEAEDS T S D PR L TN D%,

I BT, T ANEICBITDEEOERIL, W7 2550, 47, oA, b LT
B, FLIEINOOMAEDE T, [Fadh 585 (unique product) Z &8, HC DR,
AT K o THROE F 7213 IRE STV DR & kAl S5, PO B2 HAL T2
G Tholcl LTH, TOHAZTRTO I ICHWOLNL D EHEINTNDZ %%
ARLT, FEREE U COBGFEEMIT, FIELE LTBRELEL Y LT 2EEICL > CTHEEOM
M DRSNS ARETH D EHE SN TWVAH Z L E R L TNDS, k57
2 DER B IO TUX, Abercrombie & Fitch FENE K [EIEHIFTHTREIC L » TR &
TR S U GBI DMERWIED S (1) —#1Y (generic) . (2) Fhali (descriptive) .
(3) /i) (suggestive) . (4) B8k (arbitrary) . F 72 (5) BiRE) (fanciful) 72 &2 45 4A
LY, oD 5 H (3) /RERHY (suggestive) . (4) Bk (arbitrary) . F 72 (5) BF <Y
(fanciful) @ =FARUZ SN TIEL, ZD[EA OMWEIZ L - TRICEET 2R E D H B % i3
SELZ LN, EREOEMBNNRBO BV, T LELIDREORNG LR LT, —
RAYREEFIZ DWW TIIPAIE L L ORERT 2 2 LIXTERVW I L 2R L TV DY,

ARA ) A PSRV LR T 5 Z LI L o T T AR X AR E A RS R RE &
725 DIXFEIR K (descriptive) 7 EFITK VIAEND Z L1270 D, AR TIE, B 25k
(7R IZIE, [BA OB BRBD LWt OO, #kAIT &2 EETIUEREIE & L ToOR
AR Z AT D &V ) FBIEINREN., 2 2T 2 ST BN, Wb b
FNV === T 5B Thd EHRENTWVDY, ZiUL, FRibi 7 e o 2 ik % i
HI & LTRDRNWETH—FHT, BEMICHET ORI TH D Z & MBI FTREIZ 72X,

% Two Pesos, 505 U.S. at 767.

B Z 2 TOFFAEOHEICIE, 1988 EWERDEDHEFNTWS, Id at 768.

8 74 at 768.

% Jd at T768.

% 15 U.S.C. §1127.

5 15 U.S.C. §1052.

% Two Pesos, 505 U.S. at 768.

% Abercrombie & Fitch, 537 F.2d at 9 TliL., $7%kfY (arbitrary) & B /Rf (fanciful) 2 £ & HT—oDFERE LT3
D, AT, WEEHFELTWD, Two Pesos, 505 U.S. at 768.

" Two Pesos, 505 U.S. at 768.

T Id. at 769.



BIREROD T DT T DE2ROBEZRWE T HHDOTHY, LT, 2OBIH
U= ==V 7 ORBIC Lo TREBERIEZGD &0 ) UL T A0k 43(a) RICHE S
NI —RRLRIZHEHINANGE R L TNDY,

AR T REINTEELZEATHZ LT, Pb—FFVREZHRE LT T L0543 () &
DU 2 HIWTT D BRICI W T, #BINICET 50— VIS 72 D, BRRIICIE,
(1) EAEOHIMNANZATI, FHIFQ I F ) —I—=0 7% LTkl &2 45
LGB OWTIICHOWTIREEKIEL A3 5 2 & 1225, Z OB E ¥ kgt
ICINZ CIEEEMI TH DL Z N, FL—FRRUVREHE LT 40 43@) RITBT D%
FEERSED T L 72 57,

ZDE DT, BRBIMEOBL D HAREER O YA SR LTI, E R FIE, Taco
Cabana @ b L— R L A TE 2 5500k b O TIiEeL, L LABEAR O N E2H8T5HHD
THY ., POWRENRLDOTIIRNI Enb, 7T MEIC X DREREBIEDOEEZ TR L
TWD & LI L OVEREO W 2 3R ofma s LT\ b, & 0 bit, Chevron
A EHE LCEAEDOBRM AT H FL— R RLZACONWTIRE I v A —I—=
T h R BT W E T AN, AR L, Taco Cabana @ kL — K R L X X[EA ORI )%
A TWDZEME, B AV === T RN 5 2 L Rk 2692 &
WO R A EN TN D,

(4) HRTHRSNTLS

Two Pesos HFREEF IR, T AV BIZBTFDH ML —RRLRADY —FT 4 T r—A
TH Y., ZDBOAPIFGHIZR b REREEL G THFIOOE DL LTHEMNIT LB D,
ZOMIRPSR LTeAE G s 3 %, £ AR T, FL—RFRFLRIZHOWT, 77T 4
EOREREME &Gk B ) & OB EMENH SN STV D, AERTIX, FL— R R X
(27 F 2EDORERMIENTRD LD, #IMEx v TW R U s 2nz &
oL, BAEOWMMNIDPEOBIL L — R RFLRAZONWTE, B F ) —I—=7%
FEAT 5 Z &R K IREEBMENPROOND ETHEELZRLTNDT, T 2 T,
Abercrombie & FitchHITHE " SKEIHHIFTHIRIZIWN T, FEAICEIT 2 POEE O PR A&
2T DIV O EER, FL— FRFLRICEHA SN TS 2 L2 s, &
512, AYIRTIE, Taco Cabana @ kL — K KL A ZHOWTCEA OB 2580, B &

215 U.S.C. § §1052(e) (f).

" Two Pesos, 505 U.S. at 769 (quoting lniversity of Georgia Athletic Assn. v. Laite, 756 F.2d 1535 (CA 11
1985)).

" Id. at 769.

™ Jd at 769.

" Jd at 769.

™ Id. at 770.



MR 72BOD

V===V 7 ORBEEHT L2 272 <, 7T LEOREHEKIEDFE D BV D LIHENR
SNDZ Lo TP GBI RO RERASMEIZ I T Dk N O EEHER, FL— R L X
IZHEH SN DIFRELBENTWND, RERTIZ L — R R X200 T, g s L ToORE
BASPEDRFE O DL DITIE, BT BN X —I—= T OFEAT 52 ENUELRDLD)
NEHERFRThHoTZ &b, PR L L TOMREREKME, %51, EA O, BX
N o X — == TORIHEMNH LN S, 2 2 TRINT-IEUENX, dbercrombie
& Fiteh HHEEE KEHEAH PP BT 2 5ER ORI N BEES 5 0 BICE SN TS Z
& aFRR L T2u,

4. Wal-Mart v. Samara Brothers, Inc. EF[ExE &I

(1) HERONZEN T

WRIZ . 2000 FE=DE R =m#IZ X D Wal-Mart v. Samara Brothers, Inc. ™

M

14



FTOBEIEZMZ 27200 OFERL 2 8E L, 1996 4512, Wal-Mart (T2 X 572, Wbwd
RS S DARFEIC & o T 115 15 RV ORI 2 815 L 7%,

1996 4E1Z, #F4+ A IZ & - T Samara Brothers O AR Wall-mart (2B TR A DHGE
kg L 0 2l TG S LT B & DOFeHE 252 1) T Samara Brothers |XFfA 2 32 L Wall-
Mart & 785 LoD EE /e )E 2 Judy-Philippine 2 X » CHbLE I 7- s i
Be L CWA Z EaEE ik Wall-Mart 2 & O 7-FH 2D/ 52 L O Judy-Philippine %
FIFG & LT, 77 L1E43 5@ ITHET D ARBEKD N L— K FLADRER ELHBEYIC, 8
=2 — I — 7 FE G EHIFTIC R 2 2482 L7=2%, % ClX. Samara Brothers @ ik
DR B AL, EFRE K EIFEHFTIC BT D EERFEICB W TS, BB O N RSz
Z EMD, Wal-Mark 23 mEFECHIPTIC B L7z,

(3) HPFORNE

R EEIT, £ T PEOBERIREE T 25E8E & 7 F 2E 43 5 (a) 2L, AR
TFTLEA K (@) DIETH D Z &2 L, RIS, 77 L5 2 RITBIT 588k ATHE 7R T
BEOEFRK T, AL 43 5K () PG OERZRORFITHESHR L TWAEEK, BERIZE, Ton
MWIRDEERA], AR, YA, b LLKIEME, I 60MAE DY) ONRHEFHIC
DN AR L5~ — V8B ELT FL—RRFRLALEEND T EE2RL, I BT,
FL—=FRRLRIZOWTIE, bbb &R0y r—2% D035 (dressing) IZFR 5
NTWEb OO0, ITFEICIE, < OEERBICL > TR OTFTH A U b & ENS E TITIEE
SNTELEZLEZMHERLTNDY,

W, B R EEIT. RBEED R L— F R L R2B T DRk & #kR 7 & o B
IZOWTHET L TWD, 22T, 7174143 K@ OXEE, WM hr— RN
ADHFHINERTHZEEERLTOARNEDOD, kL— K R LAZH#BIA 32 E,
RIAIZSIEEZ T &30 End 2 E2EBC, SAPNIB 2 BB D EEM L LT
MLTELE LTS, 22T, hb—RRUARENDEHZH%E L LT, B—ICH

8 14 at 207-208.

8RS A G LT/ NGE)E & LTI, Wal-Mart @1E2)>, Kmart, Caldor, Hills B X WX Goddy’ s MNZEITFHN TV 5,
Id. at 208.

M OIRFFHEE & LT, HIEICES S EEEDRE, NI = 2 —3 — 27 INEICE S EEHE ~DOFFERE L ORER
o7, Id at 208.

8 14 at 208.

8 = = Tl, PHEDBERCHO W THE LT F A1E 45 FRICBITAMEEDER (16 U.S.C. §1127.) . PEREDIEEIZ DN
THUE L72¥E 242 (15 U.S.C. §1052.) , BHEDOBRAFIXREITHZIRF TX 52 L A BUE L7zFiL 32 4 (15 U. S. C.
§1114.), BENEHTHD LHESNIEREBREEICEZAD E LIEREIETS (15 U.S.C. §1157(b)) . 3 X UMk
LT 5 FMOERABITERER S NI PEEICOWTEEICHERN ZF O Z en Tl 25 L LIZ[FE 16 (15 U.S.C §
1065. ) NEBBENTWAD, Id at 209.

8 Z 2T, Nike EWHFEAIRL, Nike DV VRNV THDIA T+ v amfll LTHEFTTND, Id at 209.

8 Jd at 209.

% Id at 210.



HO#EMNhEETHEEE, FE8 I HF) I —=2T52ATHEEEHITTND
Z D5 BIEA OB NI DOWTIL, Abercrombie & Fitch#EFH J@Etﬂé#UFﬁ#Uﬂifﬂ‘é
TR X AR O ILMEZ SR, Bk (arbitrary) . BRE) (fanciful) . 8 X OURE
E’J(suggestlve) Lo, EHEOHBBNDERETAHELTWDY, kI, XY —I—=
VI ERATHGEICONTIL, AROLMEEEESL LT, EEOTLERERN, MHZED
HOTIFL, WAOHBZHNSELZLIZHLLEETHLELTNDY
AR, BEHEOBMN NG THEREE, B H ) —I == T2 L - TlBI % 3%
BLIEEENIEG O THD Z L, 7T 205 2 FOHEICE > THREEIZEBE ST 6T
WHZEaRFET D, BARIZIZ. 77 A0E 2 RICBWTHIEE O MmMLOE DORgsh &
B TED Z LT BERAIREE R D T O HEP L, 61, FE2HFMIZBWTHH
WZE2THOWLNTWOEETH Y | FE3E AW THEEE O Zakamz LT
WHLDEREKT D LIZONTRALITOND Z &N ETHRE" O B &

V=== 7 % B LTI M A AL O R 2~ BRI T & DIEEDO A F(EL T
V. ZOEBRIZET D bOREAOBINN AT HEREE L TEMNTbND EHRLT
11\5950

DX, BT OBEND, T AR L D IRERERE OB EEAZ B SNz L
RIS, AR TR, ERIOERICHOWT, [EAOHMNAEATL0ERFTL TS, %
FLOEM R mEIL, ARIZOWTIE, BAOMR A EZA LN E T 53521 LTV D,
ZITHE, Y= F=V FOBEERLIZRTA 7 ) —= THO T VAR y RAE
Lo Te Qualitex W EBHR CRINTNGEZSR L T BRI OWTTED &Y
—X—=U T ER LT EEICRY REEBMELZRO D LT O ERLTWNDY, 2O

TlX. Abercrombie & Fitch N KEIFHFTHIIRIZ B W TREANIC L D IEE TR S 4
T-RELBEIC LN, " EIE, R (suggestive) . KR (fanciful) B L
Fegkf (arbitrary) RIEE L (TR D 54 L TEBY | ZOHBIZHOVWT, BAEIZ L -
TUBEEICIZEACHEIMICT 7 FEZRIEL L) RIERPMEESND Z L1137 <,
7Ty RERIFRGEOHERREI G 5NN LIZHDHE LTWnDY, £0—J7T, #
B, K & & Hic, MAERIZZEDO Ry r—IIli SN fFFEDBIZONT, 7T R
ZRLTWAHEDOE LTERYFKD AJREMEIZOWTHEALTEY, Z0HAB L LT, AF

0 = ZCIE. R (arbitrary) ZefEE el E LT H N3 d Camel %, BE/RAY (fanciful) ZefEEpflE LTY 4L AD
Kodak %, 3 L UVRIBH (suggestive) ZtZEOM & L CHHEMTEAID Tide 21T\ D, Wal-Mart, 529 U.S. at 210~
211.

92 Id. at 211(quoting Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844,851, n.11, 72 L. Ed.
2d 606, 102 S. Ct. 2182(1982)).

% 15 U.S.C §1052.

915 U.S.C §1052(f).

% Wal-Mart, 529 U.S. at 211.

% 1d at 212 (quoting Qualitex, 514 U.S. at 162-163).

9 Qualitex, 514 U.S. at 162-163.



[ZDWTUE, R ZREER & FRRIC, <D IF-HGEOHBZRTZLbHD 95T &
5, A H N === T ERT I IS o TREEKIEN 5 2 5D LS T
5%,

WIZ, R EEIL, T o TH, AR L RBRICEA ORI A Lane 3
éﬂ%%%bfﬁﬁ%::T@\#E®ﬁ73)~_%E¢6%ﬁ®@%%£@%%®ﬂ
7= UIZOWTERD B D [EA ORI T DFHEIZOW T, FrEOFER &2 RMICIRMAT 5
ZE. HONFREITMEEDO Ny S — U Z L O HII \i&&k®FA . ®io
mﬁ%mﬁéﬁé EIZHDHEVNI ZLICHELTRDOND O THY | (HHEM 7 HEEE

RNy = IZRO b E LTH, TOFEERMERITH A O H D Z & AR

L. 26OV RVEBIER 2R THITH D &, HEFENK LS L2 2, Zhb
DY RN L > THEMICEEN T 7 > RICERBEZRIT D, HDHWIE, BIEICT 7 v
RELFRGEOBEBADOY 7NV EEZEZDLZZLICLDLDOTHLELTWNDY, ZLT, iR
a7 E Iy r— VI > TGO BE N REND &, HEE N
THEHARH D EAET D Z E I EEAREE A0 & LT R 25tk LTV b aEA] (35
L (Tasty) 732) & D WIFHIBERY 22 H B 27~ 97584] (Georgia OHK) 1Zxt L TRHEA D%
BINERHTZ LIXTERWEAS D TG EIERLTVDY, ZoSiGE, LA H
IZFLIR L TV DIZE 22 WEEANZ DWW TIE 7 T A0 2 Sk(e) (1) OBE™IT L - T, F2,
FITHERA Rl 2 L CW A REEICOWTIERE 2 (o) Q) OHE "I L » T, ZREh
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