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Foreword

The Foundation for Intellectual Property, Institute of Intellectual Property conducted the 2022
Collaborative Research Project on Harmonization of Industrial Property Right Systems under a
commission from the Japan Patent Office (JPO).

Various medium-term issues need to be addressed to encourage other countries to introduce
industrial property right systems helpful to the international expansion of Japanese companies and
to harmonize the industrial property right systems of major countries, including Japan. Accordingly,
this project provided researchers well-versed in the Japanese industrial property right systems with
an opportunity to carry out surveys and collaborative research on these issues with the goal of
promoting international harmonization of industrial property right systems through use of the
research results and researcher networks.

As part of this project, we dispatched Japanese researchers to foreign research institutes to
engage in collaborative research on target issues.

This report presents the results of the research conducted by Prof. Dr. Yuko KIMIJIMA, Keio
University, Faculty of Law, at Technical University of Munich.” We hope that the results of her
research will facilitate harmonization of industrial property right systems in the future.

Last but not least, we would like to express our sincere appreciation for the cooperation of all

concerned with the project, especially Prof. Dr. Christoph Ann, Technical University of Munich.

Institute of Intellectual Property
Foundation for Intellectual Property
March 2023

* Period of research abroad: From August 1, 2022 until September 4, 2022
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Abstract

The objective of this study is to introduce the current status of the right to repair in Europe and its
legal positioning, and then to investigate problems that should be considered in the interpretation of
patent law in relation to the right to repair.

This study first outlines the fact that the theory of intellectual property law was developed in the
linear economy, and the newly advocated concept of the circular economy, along with right to repair
movements and actions taken by governments in Europe and the U.S. It then clarifies the legal
positioning of the right to repair in Europe.

Next, this study introduces European theories that point out the low level of predictability in the
application of product lifespan and the doctrine of exhaustion, and in judgments about whether an
act constitutes repair or reconstruction under patent law, noting that assertions by patent rights
holders are readily accepted at present. This study notes that repair or replacing parts or components
can extend lifespan, and that it will be regarded as the production of a patented product if a repair of
electronic devices or replacement of parts involves a characteristic part of the patented invention, or
will be regarded as an infringement if deemed to be reconstruction beyond the “normal” lifespan of
the product. As this would be an obstacle to achieving a circular economy, this study argues that
socioeconomic requirements should be taken into account in the issuance and enforcement of patents,
and points out the possibility that the question of whether something constitutes repair or
reconstruction could be regarded as a breach of competition law, and, in particular, as a type of

access control.

Summary

Movements demanding the right to repair have emerged in Western countries over the last few
years. In Europe, proponents argue that this would not only protect consumers, but also achieve a
circular economy and contribute to reducing both the volume of waste and the environmental burden
of mass production. There is also movement in the U.S. for right to repair. There, in order to protect
consumers and the fundamental property rights of product owners, it is discussed to regulate
manufacturers for actions that physically or legally prevent repairs. It is also proposed to prevent
manufacturers from monopolizing the aftermarket of product repairs.

Since 2021, in response to these developments, governments in Europe and the U.S. have begun
identifying problems in competition law, consumer protection law, and intellectual property law, and
have undertaken deliberations and instituted regulations and legislation to resolve them.

Manufacturers in various countries and regions, including Japan, need to consider putting in place



various arrangements to ensure compliance with these regulations, including publishing region-
specific product instruction manuals and the like, and storing and swiftly dispatching parts for repair.
Moreover, based on consideration of the advisability of exercising patent rights or copyright, and of
whether they are in violation of competition law, they must think about the pros and cons of filing
patent applications and implementing patented inventions, as well as the advisability of fitting
software or access controls to parts linking the main unit of a product to its parts and components.
Furthermore, in the Japanese domestic market as well, it is vital to form social and business models
that create new industries, while achieving a sustainable society, such as cultivating an aftermarket
for repairs. As such moves will also function to protect domestic and intraregional markets against
cheap and nasty foreign products, a swift response will be required, to ensure that Japanese industry
can turn the situation into one in which regulations enable it to expand its markets, rather than being
subject to regulation in the West.

This paper sheds light on the importance of repair in the transition from a linear to a circular
economy and, after establishing the legal positioning of the right to repair in Europe (chapters II to
V), undertakes an introductory consideration of the interpretation of patent laws in European
countries with a particular focus on the questions of repair and reconstruction, and the doctrine of
exhaustion and lifespan, and then examines their relationship to access controls and violations of
competition law (chapters VI and VII).

Chapter II points out that the theory of intellectual property law was built up in the linear economy.
More specifically, in the age of mass production and mass consumption made possible by the
investment of technology and capital amid the technological innovation that followed the Industrial
Revolution, intellectual property law has provided a system enabling the capital invested in research,
development, and marketing to be recovered and profits to be earned by allowing those who hold
rights such as patent rights, design rights, and trademark rights over products to maximize the profits
available from manufacturing and distributing those products. It has done so by protecting inventions
of items and methods implemented in industry—primarily mining and manufacturing industry—and
also by protecting the designs and brands of products distributed on the market. As a result, humanity
has achieved mass production for mass consumption by mining and investing large quantities of
minerals, fossil fuels, and other natural resources. This has generated a one-way, or linear economy,
in which the large number of products distributed on the market are discarded in large volumes within
a short cycle. However, people have become aware of the issues posed by this linear economy, in the
form of large volumes of “garbage” being discarded, shortages of natural resources, and increases in
carbon dioxide emissions.

Chapter III introduces the circular economy, which is a concept that has come to be advocated as

a solution to the issues that have become apparent in the linear economy, and sheds light on the
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positioning of repair in the circular economy.

A circular economy is “An economy in which the quantity of natural resource inputs is conserved
and the quantity of waste emitted into the natural world is kept to an absolute minimum, in order to
ensure the efficient use of resources and thereby avoid the generation of waste or ensure that any
waste emitted is sent for reuse or recycling.”!

Even if a product is no longer able to be used as it is due to its age, repairing it or replacing parts
or components so that it can continue to be used for as long as possible helps to avoid and reduce the
generation of waste by extending the duration for which the product can continue to be used. In
addition to the 3R’s of reduce, reuse, and recycle, which have often been used due to the focus on
waste disposal, it is recommended that the +3R’s of repair, refill, and refurbish—which assist in the
achievement of reducing and reusing—be used to create circular economy mechanisms and business
models from the product manufacture and use stages.

Chapter IV introduces the right to repair movement and government actions in Europe and the U.S.

The right to repair has come under the spotlight in both public and private sector moves to construct
a circular economy. One grassroots campaign formed in the EU in 2019, which demands the delivery
and enhancement of the right to repair, makes the argument below. “The products we use everyday
are getting harder and harder to repair. E-waste is one of the fastest growing waste streams in the
world, with phone and laptops manufacturers making their products harder to fix. And it’s not just
digital devices — the amount of household appliances failing within 5 years of their purchase is also
skyrocketing. We’ve had enough. On every metric — emissions, social impact, waste — this can’t go
on. So we’re committing to doing something about it. We want the Right to Repair.”

The U.S.-founded iFixit,*> which also participates in the aforementioned EU campaign, advocates
as follows:

“We must secure our right to repair everything we own.

Access to parts, tools, and repair information should be fair and affordable.”

“Right to Repair is a global movement to secure our access to:

- Parts and tools to get our stuff fixed

- Manuals and diagnostics manufacturers use

- Software to reset security locks and pair parts”™

In Europe, rules established since March 2021 prescribe the useful lifespan of each type of

electrical appliance, the period for which the components required for their repair must be stored, and

! Hosoda, Eiji, “The Role of Extended Producer Responsibility in the Circular Economy,” in Hosoda, E. and Onuma, A. (eds.)
Environmental Economics and Policy Design: Resource Circulation, Low Carbon, and Coexistence with Nature, p. 5 (Keio University
Press, 2019).

2 RIGHT TO REPAIR, Who we are https://repair.eu/about/ (26-11-2022).

3 Japanese top page of the iFixit website, https://jp.ifixit.com/ (26-11-2022).

4 https:/jp.ifixit.com/Right-to-Repairfirepair-is-freedom (26-11-2022)
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the length of time from component order to dispatch. The European Parliament is also considering
further legislation. The parliament put out a call for submissions of evidence on January 11, 2022,
and announced it would introduce legislation in the fourth quarter. In the U.S., the Federal Trade
Commission (FTC) published a report on its investigation into the right to repair in May 2021. The
Biden administration passed an executive order on July 9 that year, while the FTC issued a policy
statement on July 21, setting out the issues for consideration. As there is a possibility that product
manufacturers could be in violation of competition law when they act to obstruct the repair of products
by independent businesses and end users, the European Parliament and the U.S. FTC will consider
both the application of existing competition law and any new legislation required.

Chapter V introduces and considers the legal positioning of the right to repair, primarily in Europe.
1. Ownership of tangible objects: It is self-evident that owners have the right to repair and keep using
the things they own. While the question of whether or not the owner can assert a legal right to demand
that manufacturers make an item easily repairable requires consideration, it is more realistic to
regulate the manufacturers by means of competition law, consumer protection law, or environmental
law. On the other hand, hard-to-repair product design makes it difficult for the owner or possessor of
a tangible item to exercise full control. Further, installation or remote reprogramming of an item with
access control software, and IoT technology mean that manufacturers can control the methods by
which the owner uses a tangible item even after the manufacturer has transferred ownership.
Manufacturers can also profit financially by amassing data about the usage of the item. As such, the
legal meaning of ownership in modern society should be reconsidered.
2. Environmental law: In Europe, environmental protection is not merely a policy goal, but an
obligation imposed on EU governments by Article 3 (3) of the Treaty on European Union (TEU) and
Article 11 of the Treaty on the Functioning of the European Union (TFEU). European action plans
for achieving a circular economy and eco-design, and regulations and legislation creating a right to
repair in response are thus the performance of EU governments’ obligations based on those
overarching laws. As such, grassroots campaigns and lobbying for this right are grounded in law and
thus highly influential.
3. Competition law: As described above, deliberations on the right to repair in the U.S. are being
carried out by the FTC in the context of policy on competition law. In Japan, too, deliberations on
violations of antitrust law relating to printer ink and toner cartridges have been carried out within
such frameworks as the publication of research or position papers by the Japan Fair Trade
Commission, legal precedents from lower court’s rulings on violations of antitrust law, and defenses
relating to abuse of rights in patent infringement litigation. By contrast, discussions regarding
regulation under competition law are less visible in Europe, perhaps because European environmental

protection policies and legislative efforts are more advanced. Nevertheless, debate in the realm of
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competition law is progressing, centered on access controls to repair information.

4. Consumer protection law: EU governments are required to ensure the highest standard of consumer
protection (Article 169 of the TFEU and Article 38 of the EU Charter of Fundamental Rights) The
extension of warranty periods and enhancement of warranties under consideration in Europe as of
October 2022 could be described as regulations that will also help to protect consumers. On contrary,
a considered regulation obligates manufacturers to repair or to replace with a manufacturer
refurbished product, where a product has failed while still under warranty, even if the consumer
prefers replacement with a new product. As such, these regulations not only oblige the business
operator to repair the item or provide a refurbished one, but also restrict the benefits to consumers
wishing to have the item exchanged for a new one in order to protect the environment by reducing
waste.

Chapter VI introduces and examines the debate in Europe around patent rights in the context of
the right to repair, focusing on patent right infringement cases hinging on whether an action
constitutes repair permitted as an exercise of a patent right or construction deemed to be an
infringement, and also arguments around the doctrine of exhaustion asserted as a legal principle
limiting patent rights.

More specifically, the “normal lifespan” of a patented product has been taken into consideration
as a criterion for determining whether an action constitutes legal repair or illegal reconstruction, or
whether or not the patent right has been exhausted, but this lifespan is often influenced by the duration
of the repair service offered by the patent rights holder or product manufacturer, or by the length of
time for which the party concerned stores parts for repair. In addition, there is low predictability when
it comes to the success or failure of arguments based on the doctrine of exhaustion, and the lack of
harmonization between countries regarding international exhaustion is one reason why independent
repairers are hesitant to enter the market. It has been pointed out that repairing or replacing parts or
components can extend a product’s lifespan, and that it will be regarded as the production of a
patented product if this repair of electronic devices or replacement of parts involves a characteristic
part of the patented invention or will be regarded as an infringement if deemed to be reconstruction
beyond the “normal” lifespan. This would be an obstacle to achieving a circular economy.’

Japan, too, has a similarly low level of predictability, despite a Supreme Court ruling in the ink
tank case, as many of the factors were set out in the judgment criteria. In the patent infringement case,
defenses to restrict the enforcement of patent rights, abuse of competition or antitrust law,
socioeconomic needs of circular economy, shall be considered and established inside and outside the

patent regime in order to realize varied benefits in the society.

3 Taina Pihlajarinne, Repairing and re-using from an exclusive rights perspective: towards sustainable lifespan as part of a new normal?
in Intellectual Property and Sustainable Markets, Ole-Andreas Rognstad and Inger B. Ostavik eds. (Edward Elgar, 2021) 81ff.



Chapter VII notes the importance of considering socioeconomic demands in the acquisition and
exercise of patent rights, and points out the potential for analyzing the question of repair versus
reconstruction as a breach of competition law and a type of access control.

First, it should be reconsidered about enforcement of patents by construing patent claims always
according to the intention of the patent applicant in view of the purpose of patent regime under Article
1 of the Patent Act. It would probably be fair to say that encouraging inventions that reduce
environmental impact by improving the performance of the product as a whole and inventions that
create a different market from the existing market for the product as a whole or its aftermarket, thereby
creating a new industry or resulting in business models that contribute to a circular economy
becoming more prevalent in society for the purpose of the Patent Act to “contribute to the
development of industry.” Development of new shapes for connectors of joining parts or components
to the product as a whole without altering overall product performance, programs or IC chips used in
such connectors are much less relevant for the purpose of the patent regime. In this context,
considering socioeconomic demands is crucial in the issuance and enforcement of patents.

In addition, if we look beyond patent law, the question whether regeneration of consumable
components or exchange of parts of a product constitutes repair or reconstruction can be positioned
as a type of restraint of competition under the competition law or antitrust law, as it impedes entry
into the product’s aftermarket. There have been many cases in different jurisdiction in which market
access by repairers, maintenance businesses, or recycling companies is suspected to have been
impeded in the name of protecting patent rights, copyright, information security, or product quality.
Japan has itself seen a series of lower court cases in which breaches of the Antimonopoly Act were
recognized to have occurred or in which the enforcement of patent rights was limited as an abuse of
rights. Thus, it is anticipated that courts will go beyond the boundaries of intellectual property law to
interpret and apply law based on a broader perspective.

Chapter VIII describes the conclusions of this study, which undertook critical consideration of
repair or reconstruction in infringements of patent rights and the applicability of the doctrine of
exhaustion in Europe and Japan from the perspective of a transition to a circular economy that requires
the establishment of a right to repair. As a result of these deliberations, it notes the importance of
considering socioeconomic demands in the issuance or enforcement of patents, and points out the
potential for analyzing the question of repair versus reconstruction as a breach of competition law
and a type of access control.

Finally, this paper points out the following two issues as particular problems remaining from the
perspective of intellectual property law in relation to the right to repair.

First, Europe’s Community Designs Regulation has for many years contained a provision limiting

design rights under the repair clause. In recent cases in Italy and Germany concerning the
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interpretation of that clause, the European Court of Justice (CJEU) recognized the limitation of design
rights by the repair clause (the Acacia decision). This case hinged on the extent of actions that can be
taken by parts manufacturers and repairers for the repair of motor vehicles. In order to examine the
relationship between the right to repair and the design law regime, it is vital to study the repair clause
legislation history and the case law.

Next, the EU has had a cluster of cases focused on the question of whether or not the use of a
trademark (or erasure of a trademark attached to an item) by producers of components for use in
repairs, businesses involved in their distribution, and repairers constitutes an infringement of
trademark rights. Amid aspirations to transition to a circular economy, opinions on whether the
interpretation and application of the trademark law should be altered are divided even in Europe. As

such, comparative studies will also be crucial when considering the system in Japan.
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