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of Intellectual Property is entirely responsible for any errors in expressions or descriptions of the translation. When any
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Foreword

The Foundation for Intellectual Property, Institute of Intellectual Property conducted the 2022
Collaborative Research Project on Harmonization of Industrial Property Right Systems under a
commission from the Japan Patent Office (JPO).

Various medium-term issues need to be addressed to encourage other countries to introduce
industrial property right systems helpful to the international expansion of Japanese companies and to
harmonize the industrial property right systems of major countries, including Japan. Accordingly,
this project provided researchers well-versed in the Japanese industrial property right systems with
an opportunity to carry out surveys and collaborative research on these issues with the goal of
promoting international harmonization of industrial property right systems through use of the
research results and researcher networks.

As part of this project, we invited researchers from abroad to engage in collaborative research
on target issues. This report presents the results of research conducted by Prof. Robert BURRELL,
University of Oxford, an invited researcher at our Institute.” We hope that the results of his research
will facilitate harmonization of industrial property right systems in the future.

Last but not least, we would like to express our sincere appreciation for the cooperation of all

concerned with the project.

Institute of Intellectual Property
Foundation for Intellectual Property
March 2023

* Period of research in Japan: From December 12, 2022, to January 27, 2023
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Abstract

This study provides the first comprehensive analysis of the extent to which there is scope to
harmonize trade mark opposition procedures. It demonstrates that there is a remarkable degree of
divergence between jurisdictions in how trade mark oppositions are handled. These differences do
not, however, reflect deep differences in legal culture and nor, for the most part, are they a product
of different constitutional arrangements. In theory this means that harmonization of trade mark
oppositions ought not to confront insurmountable barriers. In practice, however, harmonization
would likely prove extremely difficult and would have to be approached in a slow and piecemeal
fashion. Taking steps in this direction is nevertheless something that should be explored. Brand
owners benefit from efficient, predictable and consistent outcomes, and in an ideal world there would
be greater uniformity in the nature and speed of opposition proceedings. Moreover, leaving aside
questions of future harmonization, a comparative study of the type undertaken here provides a useful
way of learning from best practice in other jurisdictions. This study therefore recommends a small
number of minimum standards that might act as a platform to set a discussion about future
harmonization in motion, but which deserve consideration on their own terms as a way of improving

opposition processes.

Summary

Trade mark oppositions provide a mechanism by which third parties can challenge trade
mark registrations. Surveys of international practice conducted by the World Intellectual Property
Organization show that a high proportion of countries have a trade mark opposition system, including
all of the world’s advanced economies.! There is a broad consensus that trade mark oppositions help
ensure the accuracy of the information recorded on the trade marks register. Indeed, oppositions are
perhaps best conceptualized as being part of the registration process. Trade mark offices will never
be able to assess all facets of whether a mark is registrable. Providing third parties with a means of
feeding additional information into the decision as to registrability therefore helps maintain the
credibility of the system.? Statistics produced by trade mark offices underscore the practical
importance of trade mark oppositions. For example, data published in 2021 show that trade mark

oppositions formed the majority of disputes dealt with by the UKIPO.?

! https://www.wipo.int/edocs/mdocs/sct/en/sct_16/sct_16_4.doc (last visited Feb. 28, 2023).

2 23rd Trademark System Sub-Committee Material 3, Revision of the Opposition System to Trademark Registration, December
2010, p.2 (English translation provided to the author by the IIP), noting that oppositions are ‘A system to increase the credibility of
registration by facilitating the revision of the registration”).

3 https://www.gov.uk/government/statistics/facts-and-figures-patents-trade-marks-designs-and-hearings-2021/facts-and-figures-

patents-trade-marks-designs-and-hearings-2021 (last visited Feb. 28, 2023).
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If trade mark oppositions are both conceptually and practically important, it is surprising
that they do not attract greater attention from scholars and policymakers. This is not to suggest that
no work has been done in this space, but compared to other elements of international and comparative
trade mark law, relatively little consideration has been given to oppositions. Particularly surprising
is the fact that it appears that almost no sustained thought has been given to the possibility of
achieving some degree of harmonization of opposition proceedings. In this regards it needs to be
kept in mind that commercial actors seeking to build an international brand benefit from fast, reliable
and predictable outcomes. A good deal of work has therefore gone into facilitating international
registration, including through the creation of the Madrid System. Differences in opposition
processes are a rate-limiting step on achieving enhanced levels of co-ordination. Such differences
also limit what can be achieved through co-operation around examination procedures (examination
processes are rightly influenced by the scope and timing of oppositions). It is therefore worth
initiating a discussion around harmonization of opposition proceedings, even if reform is a distant
goal.

The first thing that this study reveals is that there is an extraordinary range of differences
between jurisdictions when it comes to opposition proceedings. Secondly, this study demonstrates
that the range and degree of differences observed cannot be attributed to differences in legal culture
or to different constitutional arrangements. This is not to say that there are no differences of this type,
but more that any such differences are relatively inconsequential. There is therefore, in theory at least,
considerable space to move towards a more harmonized model.

In practice, however, harmonization of opposition proceedings would prove difficult unless
approached slowly and carefully. Japan provides an interesting case study in this regard. Japan
reformed its opposition system in 1996. It did so by moving from a pre-registration opposition system
to a post-registration system, thereby becoming only the second major industrialized country
(alongside Germany) to embrace post-registration oppositions. In undertaking this reform, Japan
concluded that this was the best way to comply with its obligations under Art 5 of the Madrid Protocol,
which sets out timeframes in which trade mark offices are to communicate refusal and invalidation
decisions to holders of international registrations. Subsequent research conducted by the Japan Patent
Office in 2010 has shown that practitioners are largely happy with the post-1996 system.* The 2010
study also demonstrates that the principal objection to post-registration opposition — namely, that it
creates a problematic overlap with invalidity proceedings — has not, in fact, proven to be an issue.
Japan would therefore be unlikely to agree to any harmonization agenda that required it to revert to

pre-registration opposition. Conversely, the vast majority of countries in the world have pre-

4 23rd Trademark System Sub-Committee Material 3, Revision of the Opposition System to Trademark Registration, December
2010, p.1 (English translation provided to the author by the IIP).
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registration opposition and would be unlikely to be amenable to adopting a system that only applies
in a handful of countries. A harmonization agenda that started from the perspective that the first step
is to agree on whether to have a pre- or post- registration opposition system would therefore be very
unlikely to gain traction.

The difficulty associated with achieving any degree of consensus around the harmonization
of trade mark oppositions is not to be underestimated. Systems are starting a long way apart and local
practitioners are generally content with the system they know. Moreover, the things that would
benefit brand owners most would be (i) quicker resolution of trade mark oppositions (without any
diminution in the quality of decision-making); and (ii) better alignment of timeframes between
jurisdictions in cases where an trade mark applicant is facing oppositions in multiple jurisdictions.
But these outcomes are among the things that are likely to be most difficult to achieve. Moreover,
even if common opposition timeframes could be agreed and implemented, this might mean little
without closer alignment of examination timetables. To explain, even if all jurisdictions were to
implement a system that resulted in trade mark oppositions being concluded in, say, 10 months this
might be of relatively little benefit if significant variation in examination timetables were such that
this 10-month period started at very different times in different countries.’

How, then, might we make any progress and what might harmonization look like? The
answer must lie in in identifying points of difference where significant issues of policy are at stake.
This will ensure that issues of harmonization are tied — and are seen to be tied — to matters of real
importance. Some examples of the sorts of issue that might provide a useful starting point are
identified and discussed below.

(1) Putting the opponent to proof of use. Trade mark law has a strong ‘use it or lose it’ rule.
This is connected to the justification for trade mark protection: trade marks can only function as
badges of origin and can only enhance consumer decision making or underpin consumer messaging
if they are in use. As Landes and Posner have put it, ‘[If] the good is not for sale, the trademark
confers no benefit. Thus conditioning trademark rights on use is a way of limiting the use of scarce
enforcement resources to situations in which the rights in question are likely to yield net social
benefits’.° We might also note that we have emerging evidence that the total supply of trade marks
may be finite. At first sight this may seem like a surprising conclusion, since in theory there are an
infinite number of letter combinations that a trader might use, and this is to say nothing of device
marks, marks rendered in different scripts and non-traditional marks such as shapes and colours.

However, Barton Beebe and Jeanne Fromer have noted that traders need in practice to be able to

5 It might be said that the possibility of appeals from the first instance decision-maker would also frustrate any attempt to agree a
common timeframe, but given the relatively low proportion of opposition cases that are appealed in most jurisdictions this is less of
a concern.

¢ William Landes and Richard Posner, ‘The Economics of Trademark Law’ (1988) 78 TMR 267, 280.
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access memorable and pronounceable words, and the supply of these may be much more limited.’
They go on to provide compelling evidence that the US is already running out of such marks for
some categories of goods and services. Against this backdrop, there are good reasons to suggest that
the trade mark system should be designed to pick up unused marks and have them taken off the
register. There are therefore good reasons for providing a facility to allow applicants to put opponents
to proof of use, as is already possible in a number of the jurisdictions examined in this study. However,
given the centrality of use to the trade mark system, there should also be a presumption that where
an opponent is unable to demonstrate use the opponent’s mark will be cancelled.

(1) Opposition on absolute grounds. The opposition system is predicated on the
understanding that trade mark offices will never be able to assess all facets of whether a mark is
registrable. It is for this reason that they are best understood as forming part of the registration process.
There is a good argument that this applies as much to issues like distinctiveness, deceptiveness and
functionality as it does to relative grounds of refusal. There is always a danger that trade mark
examiners will fail to appreciate why a word or phrase is problematic because of its potential to
describe (or misdescribe) the goods or services or some quality thereof. This danger is particularly
pronounced in technical fields and in emerging industries. Similarly, it can be difficult to determine
on the basis of two-dimensional representations when a shape mark might have a functional element.
In light of this there are strong grounds for concluding that opponents ought to be able to raise the
full range of reasons why a trade mark ought not to be protected. A defender of the status quo might
note that in jurisdictions where opposition on the basis of absolute grounds is not possible, third
parties can nevertheless still submit ‘observations’ to the Office. In other words, a third party can
make submission to the Office explaining why the contested mark ought not to be registered. This is,
however, no substitute for the more rigorous scrutiny that can be achieved in inter partes proceedings.
In this regard it is notable that jurisdictions that allow oppositions on the basis of absolute grounds
also maintain a system of observations, recognizing that the two processes do not and cannot perform
the same function.

(ii1) Standing requirement for relative grounds of refusal. In principle the identity of the
party that identifies a potential conflict with an earlier mark ought not to matter. Consider a case
where use of the contested trade mark would be likely to cause confusion in the marketplace because
of'a conflict with an earlier mark. In such a case the contested mark ought not to survive an opposition,
irrespective of whether the conflict is identified by the owner of the earlier mark or an unrelated third
part. In practice, however, matters are rather more complicated. The trade mark register only provides

an imperfect reflection of conditions in the marketplace and marks can co-exist in circumstances

7 Barton Beebe and Jeanne Fromer, ‘Are We Running Out of Trademarks? An Empirical Study of Trademark Depletion and
Congestion’ (2018) 131 Harv L Rev 945.
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where the register would suggest that a conflict is likely. To take a hypothetical example, an
application for BURRELL for leather garments in class 25 would seem to create an inevitable conflict
with BIRRELL for the same goods. In practice, however, the owners of the two marks might be
operating in very different segments of the market (e.g. cheap leather jackets for men compared to
expensive leather skirts for women). It is for this reason that we allow registration of conflicting
marks with consent. It is not possible (nor even desirable) to reach a point where there are no
conflicting marks on the register. It is therefore better to ensure that the owner of the relevant earlier
registered trade mark or other earlier right is concerned enough to take action, thereby heading off
the strategic misuse of third party rights by well-resourced third parties.

Harmonization around the type of issue identified above would provide a first step in
moving trade mark oppositions closer to one another. It would demonstrate that some progress is
possible and would provide a platform for greater co-operation in the future. Moreover, leaving aside
questions of future harmonization, the reforms recommended in this study ought to be viewed as a
set of minimum standards that deserve consideration on their own terms as a way of improving

opposition processes.
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Section 1: Introduction

A trade mark opposition is a mechanism by which a third party can challenge the registration
of a trade mark. Surveys of international practice conducted by the World Intellectual Property
Organization show that a high proportion of countries have a trade mark opposition system, including
all of the world’s advanced economies.! There is a broad consensus that trade mark oppositions help
ensure the accuracy of the information recorded on the trade marks register. Indeed, oppositions are
perhaps best conceptualized as being part of the registration process. Trade mark offices will never
be able to assess all facets of whether a mark is registrable. Providing third parties with a means of
feeding additional information into the decision as to registrability therefore helps maintain the
credibility of the system.? Understanding oppositions as part of the registration process helps explain
why opposition proceedings tend to be the province of administrative tribunals, often (although not
invariably) situated within intellectual property offices. The fact that oppositions perform a valuable
public function has other important implications. Above all, it means that potential opponents should
not be unduly discouraged from bringing proceedings. This means, for example, that the cost of
bringing an opposition should not be so high as to discourage those with bona fides concerns. It also
means that there should be no onerous standing requirements.

The broad international consensus that surrounds the importance of trade mark oppositions
does not extend to opposition processes or procedures. On the contrary, there is wide variation in the
nature and scope of trade mark oppositions. For example, as is explored in detail in the next section,
there are differences as to when an opposition can be brought (post-examination or post-registration),
the grounds on which an opposition can be based (relative grounds only or absolute and relative
grounds), and as to the procedure that will govern the conduct of the opposition (will there be an oral
hearing, is there a discovery process, what rules of evidence apply, etc). The range and scale of
differences are such that any attempt to harmonize trade mark oppositions is a daunting prospect.
Harmonization is made still more daunting by the fact that some of the differences that can be
observed are no doubt attributable to deep variations in legal culture. Such variations include the fact
that civil law and common law systems adopt different understandings of the nature and function of
adjudication. A further obstacle is that there is no immediate pressure for change. Neither trade mark
offices nor legal practitioners are demanding radical reform. It is notable, for example, that the main

finding to emerge from a 2012 INTA study that examined the relative merits of post-examination and

! Standing Committee on The Law of Trademarks, Industrial Designs and Geographical Indications, Seventeenth Session, Geneva,
May 7 to 11, 2007, Trademark Opposition Procedures, available at:
https://www.wipo.int/edocs/mdocs/sct/en/sct_16/sct_16_4.doc (last visited Feb. 28, 2023).

2 23rd Trademark System Sub-Committee Material 3, Revision of the Opposition System to Trademark Registration, December
2010, p.1 (English translation provided to the author by the IIP).
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post-registration opposition was that practitioners are generally happy with the system with which
they are familiar.> Resistance to change must also not be dismissed as mere conservatism or inertia.
There will always be a cost to change and if the current system appears to be working well there will
be an understandable reluctance to embrace reforms that may deliver worse outcomes.

The barriers to harmonization of opposition processes and procedures are therefore
formidable. There are, nevertheless, good reasons for exploring whether there is any possibility for
reform. Commercial actors seeking to build an international brand benefit from fast, reliable and
predictable outcomes. A good deal of work has therefore gone into facilitating international
registration, including through the creation of the Madrid System. Differences in opposition processes
are a rate-limiting step on achieving enhanced levels of co-ordination. Such differences also limit
what can be achieved through co-operation around examination procedures (examination processes
are rightly influenced by the scope and timing of oppositions). It is therefore worth initiating a
discussion around harmonization of opposition proceedings, even if reform is inevitably likely to be
slow and piecemeal.

This report proceeds as follows. The next section provides an overview of opposition
proceedings in six jurisdictions, namely, Australia, China, the European Union, Germany, the United
Kingdom and the United States. These jurisdictions have been chosen because of their economic
importance, because they reflect a range of legal traditions (both common law and civil law) and
because they otherwise display important differences in their approach to trade mark oppositions. The
third section is concerned with the trade mark oppositions in Japan. Japan provides an important case
study for this project because Japan provides a rare example of an advanced economy that decided to
radically reform its approach to trade mark oppositions. Japan therefore provides an opportunity to
conduct research in a jurisdiction that has had recent experience of operating two quite different
opposition systems. Japan also helps demonstrate that fundamental change is possible. The fourth
section explores possible reasons for divergence in more detail, and addressed the critical question of
the extent to which variations in legal culture account for the differences observed. The final section

of this report looks at options for harmonization, drawing on Japan’s experience.

3 https://www.inta.org/wp-content/uploads/public-files/advocacy/board-resolutions/Requirements-for-Pre-and-Post-Registration-
Opposition-System-Jurisdictions-11.07.2012.pdf (last visited Feb. 28, 2023).



Section 2: Trade Mark Oppositions in Selected Jurisdictions: an Overview

(1) Overview and Terminology

This section considers the trade mark opposition systems of six major jurisdictions. It begins

by setting out the key features of each jurisdiction in turn. This analysis should be read together with

the material on Japan in Section 3 and the comparative table set out in Section 4. As a preliminary

matter, however, it is first necessary to clarify the terminology that will be used in this section to

capture differences between jurisdictions, specifically:

Pre-registration and post-registration systems. In pre-registration systems the opposition process
is concluded before a trade mark is entered onto the trade marks register. The opposition period
generally commences on the date on which acceptance of the mark for registration is advertised
or published by the trade marks office. In contrast, in post-registration systems the registration
process will have been concluded and the mark will have been be entered onto the register before
the opposition commences. In post-registration systems the opposition period generally runs from
the date on which the registration is published or advertised.

Relative and absolute grounds. All of the countries considered in this study allow for opposition
on the basis of so-called relative grounds. As a minimum, this means that an opposition can be
based on the existence of a prior registered trade mark. In many jurisdictions, however, relative
grounds of refusal also extend to other allow an opposition to be grounded on other prior rights
and interests. Such prior rights and interests include unregistered trade signs that have acquired a
reputation in the marketplace (including unregistered well-known marks), protected geographical
indications, other intellectual property rights (including copyright), and personality rights (that is,
rights that afford control over a person’s name or likeness). In jurisdictions where opposition is
allowed on the basis of absolute grounds the opponent has an opportunity to reopen basic
questions of validity, that is, questions that will already have been considered during the
examination process. Such basic questions may include whether the trade mark is distinctive of
the goods and services in question, whether it is deceptive, whether it is functional, whether the
mark is contrary to morality or public order, and whether the mark consists of or contains a
protected emblem or device (including official signs and emblems of States and international
organizations protected under Article 6*" of the Paris Convention).

Integral and complementary systems. This distinction is introduced here for the first time. It seeks
to capture the idea that trade mark oppositions can be seen as integral to the registration process
where some issues are only explored at the opposition stage. For example, in jurisdictions where

the office does not examine for potential conflicts with earlier marks during examination it can



be said that oppositions are integral to the system. In contrast, in jurisdictions where the same
issues can be explored at both the opposition and examination stages it can be said that the
opposition system is complementary to the examination process. Is should be acknowledged that
the distinction being integral and complementary systems is imperfect and that jurisdictions
cannot always be neatly classified into these categories. Nevertheless, the distinction is important
in that it helps draw out differences between systems that would not otherwise be captured.
Having clarified the distinctions are terminology used in this section it is now possible to turn

to the comparative case studies.

(2) Australia

(1) Legislative Framework

The legislation governing the registered trade mark system in Australia is the 7Trade Marks
Act 1995 (Cth) (‘TMA 1995°). However, the Act needs to be read in conjunction with the Trade Mark
Regulations 1995 (Cth) (‘TMR 1995°), since many procedural matters, including those dealing with
trade mark oppositions, are dealt with in the TMR 1995 rather than in the body of the TMA 1995.

(i1) Timing

Australia, like the majority of countries in this study and most countries in the world, has a
pre-registration opposition system. Shortly after a trade mark application has received a clear report
from a trade mark examiner it will be advertised in the online Official Journal of Trade Marks. This
starts the opposition period: third parties have two months in which to file a Notice of Intention to
Oppose* and then a further month during which they must file a Statement of Grounds and Particulars
setting out the basis for the opposition.> An opposition will be taken to have been filed successfully
when both the notice of intention and the Statement of Grounds and Particulars have been lodged
with the Office. The opposition period can be extended, but only in exceptional circumstances. In
order to obtain an extension, the would-be opponent must be able to point to an error on the part of
the Office or on the part of an employee or professional representative,® or be able to point to
circumstances beyond its control (force majeure) that meant that it was unable to oppose within the

ordinary timeframe.

(ii1) Grounds for Mounting an Opposition

Section 57 TMA 1995 provides that opposition can be made on ‘any of the grounds on which

4 TMA 1995, s 52(2) and TMR, teg 5.6.
S TMA 1995, s 52(2) and TMR, reg 5.7.
6 TMR, reg. 5.9(4).



an application for the registration of a trade mark may be rejected under this Act’.” This provision
therefore explicitly points to the grounds of rejection contained in ss 39 and 41-44 TMA 1995 that
would have been considered during examination. This means that Australia allows for opposition on
the basis of absolute as well as relative grounds. Moreover, it should be noted that examination in
Australia includes consideration of whether the application conflicts with earlier trade marks — in
other words, as it is sometimes put, Australia has substantive examination of trade marks. The
opposition system in Australia is therefore primarily complementary in nature. However, it might be
noted that in practice policing conflicts with prior rights other than earlier registered trade marks is

8 Australia does not have any form of standing

left almost entirely to the opposition phase.
requirement. This means that an opposition can be based on earlier third party rights. Although this

possibility is largely hypothetical there are circumstances where it produces undesirable outcomes.’

(iv) Process and Procedure

Opposition proceedings in Australia are the province of the opposition division of the trade
marks office: in other words, trade mark oppositions are decided in the first instance by an
administrative tribunal that sits within the Office. Oppositions in Australia proceed through a number
of stages. Once an opposition has been filed successfully, that is, once the opponent has filed the
notice of intention to oppose and the Statement of Grounds and Particulars, the onus then shifts to the
trade mark applicant. The applicant must file a Notice of Intention to Defend within a month of
receiving a copy of the Statement of Grounds and Particulars.'® Failure to file a Notice of Intention
to Defend in the prescribed manner will result in the application for registration lapsing.'! This
ensures that opponents are not put to the cost of filing extensive evidence in circumstances where the
applicant has no further interest in pursuing its application for registration. There is no formal process

whereby applicants can require an opponent to prove that its mark is in use. An applicant that wishes

7 1t might, however, be noted that the requirement of graphic representation found in s 40 of the TMA 1995 is expressly excluded
from the opposition grounds, even though it is a basis on which a mark can be rejected by the Office. This is a point that is picked
up briefly in Section 5.

8 The statutory provisions in question are, in this regard, unfortunately complex. There are four principal provisions that allow for an
application for registration to be rejected on the basis of a conflict with a prior unregistered mark. Three of these provisions only
apply at the opposition stage, namely, s 58 (opponent had made prior use of a substantially identical mark for the same goods or
services), s 60 (conflict with an earlier mark that has a reputation in Australia) and s 62A (application made in bad faith). The fourth
provision, s 42(b) (use of the applied for mark would be contrary to law because it conflicts with a prior mark that enjoys legal
protection) is in theory available as a ground of rejection, but in practice has to be raised by the opponent save in the most
exceptional circumstances.

9 Specifically, this is true under s 58 TMA 1995, where the absence of a standing requirement has allowed opponents to use rights
accrued by a third party at common law as the basis of an opposition.

10 TMA 1995, s 52(2A) and TMR, reg 5.13(1).

1 TMA 1995, ss 52A(2) and 54A(1).



to challenge a mark on the grounds of non-use can file an action for removal before the Office, but

there is no automatic right to have the removal proceedings and the opposition proceedings joined.'?

If the opposition is defended there will then be three rounds of evidence: the opponent will
file evidence in support of the opposition, the applicant will file evidence in answer and then the
opponent will file evidence in reply. Strict time limits govern the filing of evidence, but it might be
noted that the overall timeframe to conclude an opposition is still relatively long: the 7MA4 and TMR
envisage that it will normally be 12 months from when an application is advertised for acceptance to
when the evidence stage will be complete. It may then be several more months before a decision is
handed down, with the process likely to take longer if either side requests an oral hearing, rather than
allowing a decision to be made on the basis of the written record. Moreover, either side may appeal
a decision to the federal courts. In the event of an appeal, an opposition is likely to take something in

the order of two years to resolve.

(3) China

(1) Legislative Framework

Trade mark law in China is governed by the Trademark Law of the People's Republic of
China, as amended in accordance with the Decision on Revising the Construction Law of the People's
Republic of China and Other Seven Laws at the 10th Meeting of the Standing Committee of the
Thirteenth National People's Congress on April 23, 2019 (‘Trademark Law’)."® This should be read
in conjunction with the Implementing Regulations of the PRC Trademark Law (‘Implementing

Regulations’).'*

(11) Timing
China operates a pre-registration opposition system. Trade marks that have been

provisionally approved are published in the Trademark Gazette. Publication in the Gazette marks the

12 Hearing Officers have the power to synchronise timetables so as to allow an opposition and a removal action to be heard at the
same time and this does occur with the consent of the parties. See, eg, AgCare Biotech Pty Ltd v Crop Smart Pty Ltd [2015] ATMO
7;(2015) 111 IPR 238. However, hearing officers have been reluctant to order opposition and non-use proceedings to be joined in
cases where this has been contested. See Lid! Stiftung & Co KG v Aquent LLC [2010] ATMO 21; (2010) 86 IPR 604; General Mills
Inc v Christofis [2012] ATMO 59; (2012) 97 IPR 110. If an order were to be made in a contested case it is clear, as a minimum, that
the parties would have to be identical, the application for removal would be likely to have a direct bearing on the outcome of the
opposition and the timetables would have to be closely aligned (i.e. the applicant would, as a minimum, have had to have filed for
removal as soon as it received the statement of grounds and particulars).

13" An English translation is available at: https://www.wipo.int/wipolex/en/text/579988 (last visited Feb. 28, 2023).

14 An English translation is available at: https://wipolex-res.wipo.int/edocs/lexdocs/laws/en/cn/cn342en.pdf (last visited Feb. 28,
2023).
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commencement of the opposition period. The opposition period in China lasts 3 months.! It cannot

be extended.

(ii1) Grounds for Mounting an Opposition

China operates a pre-registration opposition system. China has a substantive examination
system. As is the case in all of the countries with substantive examination looked at in this study,
oppositions can be based on both absolute and relative grounds of refusal. The opposition system in
is therefore complementary in nature. Any person can oppose on the basis of absolute grounds.
However, there is a standing requirement for triggering the relative grounds of opposition, namely,

that only the ‘holder of prior rights or an interested party’ may bring an opposition.'®

(iv) Process and Procedure

Opponents file preliminary evidence in support of the opposition at the time the opposition
is lodged. If the opponent’s case is deemed not to be properly made out the opposition will be
dismissed.!” If the opposition is properly substantiated, the applicant will have 30 days to file a
defence.!® Once the defence has been filed, both sides will have three months to file additional
evidence.!® During this period there is a discovery process that may include ‘interrogatories, requests
for production of documents, and requests for admissions’.>’ Depositions of key witnesses are also
common.?! Trade mark oppositions are decided on the papers, there are no oral hearings. Cases are
decided by the Trademark Review and Adjudication Board (TRAB), an administrative tribunal that
sits within the Office. Practitioners in China report that it will generally take at least 2 years before

the Office will hand down a decision in a contested opposition.??
(4) European Union (EUIPO)
(1) Legislative Framework

European Trade Mark law is harmonized at two levels. The Trade Marks Directive® is

aimed at Member States and harmonises the substantive law of the Member States. This means at the

5 Trademark Law, Art. 33.

16 Ibid.

17" Implementing Regulations, Art. 26.

18 Implementing Regulations, Art. 27.

19 Ibid. For discussion, see https://www.yrtrademark.com/china-trademark-opposition (last visited Feb. 28, 2023).

20 https://chinaiplawfirm.com/ip-practice-areas/trademark/trademark-opposition-
cancellation#:~:text=An%200opposition%20can%20be%20based.default%20and%20lose%20the%20application (last visited Feb.
28,2023).

21 Ibid.

22 https://www.gerbenlaw.com/blog/average-time-frame-for-trademark-proceedings-in-china/ (last visited Feb. 28, 2023).

23 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to approximate the laws of the
Member States relating to trade marks.
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national level procedural or adjectival law — including the rules relating to oppositions — remain a
matter of domestic law. At the supranational level the EU-wide trade mark system is administered by
the European Intellectual Property Office (‘EUIPO’). The supranational EU-wide trade mark system

is governed by the Trade Mark Regulation (‘Regulation’)**. This needs to be read in conjunction with

25 6

the Delegated Regulation® and Implementing Regulation.*
(i1) Timing

The EUIPO, like the majority of jurisdictions, operates a pre-registration opposition system.
The opposition period lasts for 3 months from the date the contested mark is published.?’” Extensions

of time are not available.”®

(ii1) Grounds for Mounting an Opposition

There is no substantive examination of trade marks at the EUIPO. In other words, trade mark
applications are not examined for potential for conflicts with earlier registered marks. The opposition
system is therefore integral to the registration process. The grounds of opposition are limited to
relative grounds of refusal, that is, to claims founded on an earlier registered trade mark or on some
other earlier right or interest. In order to bring an opposition an opponent must demonstrate that it is
the owner or authorized user of the earlier mark or right on which they are relying.?’ Because
oppositions are only available for relative grounds this means that there is a general standing

requirement for oppositions before the EUIPO.

(iv) Process and Procedure

Once the notice of opposition has been filed and checked by the EUIPO to confirm that it is
in an admissible form, a notification is sent to the parties advising them of the time limits. The
opposition period in the EUIPO commences with a 2-month ‘cooling off” period that is designed to
encourage the parties to reach a negotiated settlement.?° There is, moreover, a modest financial
incentive that is intended to facilitate settlement agreements, namely, that the opposition fee will be
refunded if an agreement can be reached in this 2-month period. The cooling off period can be

extended up to a maximum of 24 months. The EUIPO is not alone is having ‘cooling off” periods —

24 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union trade mark.

25 European Union Trade Mark Delegated Regulation (EU) 2018/625.

26 European Union Trade Mark Implementing Regulation (EU) 2018/626.

27 Regulation, Arts 46(1).

28 BUIPO, Trade Mark Guidelines, [7.2.1.1]. The Trade Mark Guidelines are available online at:
https://guidelines.euipo.europa.eu/1935303/2046574/trade-mark-guidelines/7-2-1-1-non-extendable-and-extendable-time-limits
(last visited Feb. 28, 2023).

2 Regulation, Art. 46(1).

3 Trade Mark Guidelines, [3.1].
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both Australia and the UK have something similar — but the EUIPO is unusual in building a cooling
off period into the usual opposition timeframe. In other jurisdictions a cooling off period has to be
initiated by the parties.

Once the cooling-off period has come to an end, the opponent will then have a period of 2
months to substantiate its opposition through the submission of evidence and legal arguments.’! The
applicant is then given 2 months to submit its case in answer to the opposition. At this stage the
applicant can also put the opponent to ‘proof of use’. The applicant can demand proof of use for any
registered mark on which the owner if that mark has been registered for 5 years at the start of the
opposition period (5 years being the period post-registration in which use of a mark must have
commenced). If the opponent is not able to satisfy the proof of use requirement the opposition will
be dismissed and the applicant’s mark will proceed to registration, but the opponent’s mark will not
automatically be revoked.*> The opponent has 2 months to provide evidence of use and to respond
to the applicant’s submissions. It should, however, be noted that the parties are entitled to request
extensions to the periods for the submission of evidence and arguments. Specifically, the parties will
be entitled to a 2-month extension that will be granted automatically. Consequently, if both sides
exercise their right to seek extensions the period for collecting and submitting evidence may take as
long as 12 months.** Moreover, in complex cases it is sometimes the case that the Office will decide
that there should be a further round of submissions and counter submissions.

The legislative scheme appears on its face to envisage that the opposition process will be
complete some 11 months after the contested mark has been filed: 3-month opposition period, +2-
month cooling off period, +6 months to file evidence and arguments. In practice, however, it seems
that oppositions will often take much longer to resolve. This is because of the combined effect of
extensions of the cooling off period, extensions to serve evidence and additional rounds of
submissions in complex cases. Once a decision is reached, which will normally take several months,
the unsuccessful party has 2 months to file an appeal and a further 2 months to file the grounds of
appeal. Appeals are heard by the Boards of Appeal. Decisions of the Boards are, in turn, liable to be

appealed to the General Court and, potentially, to the Court of Justice of the European Union.

(5) Germany

(1) Legislative Framework

German trade mark law is based on the European Trade Marks Directive.* The principal

31 Delegated Regulation, Art. 7(1)

32 Delegated Regulation, Art. 10(2)

3 Trade Mark Guidelines, [7.2.1.2].

3 Federal Law Gazette [BGBIL.] I p. 3082.



legislative instrument is the Act on the Protection of Trade Marks and other Signs 1994 (‘APTMOS
1994). This Act needs to be read in conjunction with the Trade Mark Ordinance (‘Ordinance’).?

(i1) Timing
Germany is, alongside Japan, one of only two countries in this study that operates a post-
registration opposition system. Oppositions must be filed within 3 months of the publication of the

registration of the trade mark.>® The opposition period cannot be extended.

(ii1) Grounds for Mounting an Opposition

There is no substantive examination of trade marks in Germany. In other words, much like at
the EUIPO, trade mark applications are not examined for conflicts with earlier marks or other rights.
The opposition system is therefore integral to the registration process. As at the EUIPO, the grounds
of opposition are limited to relative grounds of refusal, that is, to claims founded on an earlier
registered trade mark or on some other earlier right or interest. It is only the ‘proprietor of an earlier
trade mark or commercial designation’ that may file an opposition.*” Consequently, and again much
as at the EUIPO, this serves as a general standing requirement because oppositions can only be

brought on the basis of relative grounds.

(iv) Process and Procedure

Oppositions Proceedings are dealt with internally by the Trade Mark Divisions of the
Deutsches Patent-und Markenamt, (the German Trade Mark Office).>® The opponent is expected to
make out its case when it files its opposition, rather than being given a separate and subsequent period
to submit evidence and legal arguments. But in most cases opponents are under little burden in this
regard. This is because it was thought that the opposition grounds were so straightforward that the
opponent is under no duty to set out the details of its case.>> When relying on an earlier registered
mark, the assessment of the likelihood of confusion is largely a normative one in German law.
Evidence of actual confusion is rarely offered and opinion polls (which are the rule when it comes to
acquired distinctiveness) are also rarely employed. However, when the opposition is based on earlier
unregistered rights (such as an unregistered trade mark or the right to one's name), the opponent must
lead evidence as to the existence and priority of that right.** Since 2019 a cooling off period is

available, but this is not automatic (unlike at the EUIPO) and consequently is only granted ‘at the

35 An English translation of the Ordinance is available at: germany-e_shouhyou_kisoku.pdf (jpo.go.jp) (last visited Feb. 28, 2023).
36 APTMOS, s 42(1).

37 Tbid.

38 APTMOS, s 56(1).

3 Email from Professor Ansgar Ohly to the author, 19 January 2023.

40 Tbid.
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request of both parties’.*! Once the opposition has been examined to ensure that it complies with the
requirement set out in the legislation.** The applicant will be given a period to respond, there does
not appear to be a statutory period, but practitioners report that 2 months is standard.** At this point
the applicant can also require the opponent to furnish proof of use for any registered trade mark on
which it is relying. Proof of use can be requested for any mark registered for more than 5 years at the
‘date of filing or priority of the trade mark which is targeted by the opposition’.** The opponent will,
in the first instance, be asked required to demonstrate use within a short time period (generally 2
months) and German attorneys have reported that this timeframe can prove challenging and requires
opponents to prepare in advance.*> As noted above, the opposition will be decided by the Trade Mark
Office. Cases will generally be decided on the papers (oral hearings are rare). It has recently been
6

reported that it will generally take at least a year for the first instance decision to be handed down.*

Decisions of the Office can be appealed to the Federal Patent Court.*’

(6) United Kingdom

(1) Legislative Framework

The legislation governing the registered trade mark system in the UK is the Trade Marks Act
1994 (‘TMA 1994°). The TMA 1994 implements the EU Trade Mark Directive and remains more or
less unaltered, despite Brexit. The TMA 1994 needs to be read in conjunction with the Trade Mark
Rules 2008 (Rules 2008).

(11) Timing

The UK has a pre-registration opposition system. The opposition period runs for 2 months
from when the application is published.*® A potential opponent can extend this period by a further
month by filing a Notice of Threatened Opposition. However, such a notice must be filed within the
initial 2-month period. ¥ These time limits can only be extended in the most exceptional
circumstances, specifically where the would-be opponent is able to point to an ‘irregularity’ that is

attributable to an error or omission on the part of the Office or the International Bureau.>

4 APTMOS, s 42(4).

42 Ordinance, s 30.

43 https://www.mars-ip.eu/post/the-opposition-procedure-in-germany?lang=en (last visited Feb. 28, 2023).

4 APTMOS, s 43(1).

4 Udo W Herberth, Marcus Danisch and Eun Kyong Baek, ‘Opposition — an Underestimated Weapon®, World Trademark Review, 29
July 2021.

46 Erik Schéfer and Reinhard Fischer, ‘Germany: Trademark Procedures and Strategies’, World Trademark Review, 21 October 2022.

4T APTMOS, s 66.

48 Rules 2008, 1. 17(3).

4 Rules 2008, 1. 17(4).

30" Rules 2008, r. 75(5); Sched. 1.
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(ii1) Grounds for Mounting an Opposition

There is no examination for conflicts with earlier registered marks or other earlier registered
rights in the UK. Trade mark oppositions are therefore integral to the registration process. The UK
nevertheless allows oppositions to be based on absolute as well as relative grounds. Consequently,
opponents can revisit issues such as distinctiveness or functionality that would have been considered
during examination, as well as introducing arguments about conflicts with earlier registered trade

marks or other earlier rights for the first time.

(iv) Process and Procedure

Opposition proceedings in the UK are litigated before the Office. Opposition cases are
therefore decided in the first instance by an administrative tribunal. Either side can appeal a case to
the High Court. It should, however, be noted that one unusual feature of oppositions in the UK is the
so-called ‘appointed person’ system. As an alternative to appealing a case to the High Court, an appeal
can — where both parties agree — be heard by the appointed person.’! The appointed person will be a
senior legal practitioner experienced in intellectual property matters.

Opponents relying on an earlier mark must generally lodge a ‘statement of use’. A statement
of use is generally required for all marks registered from more than 5 years at the priority date (this
being the period post-registration in which use of a mark must have commenced). The statement of
use must detail whether the mark has been put to genuine use in relation to each of the goods and
services in respect of which the opposition is based or, in the alternative, claim that there are ‘proper
reasons’ for non-use. Applicants for registration who are not prepared to accept the statement of use
at face value can put opponents to proof of use simply by ticking a box on the ‘Notice of Defence and
Counterstatement’.>? If the opponent is not able to satisfy the proof of use requirement the opposition
will be dismissed and the applicant’s mark will proceed to registration, but the opponent’s mark will
not automatically be revoked.

Oppositions in the UK are conducted according to a fairly strict timetable. As noted above,
the opponent will have up to three months to file its notice of opposition, the applicant will then have
2 months in which to file its ‘Notice of Defence and Counterstatement’. The opposition will then
progress through three rounds of evidence (evidence in support of the opposition, evidence in defence
of the application, and evidence in reply to the evidence in defence). Once the evidence stage is
complete either side can request an oral hearing. If neither side requests such a hearing the opposition

will be decided on the written record, and the parties will have 2 weeks to file legal submissions.

31 See, as to these alternative avenues for appeal, TMA 1994, s 76(2).
52 TMA 1994, s 6A. This is the ordinary procedure for fast-track oppositions governed by r 17A opponents have to lodge proof of use
with the notice of opposition.
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Consequently, if the parties take full advantage of the standard time, periods it will be approximately
12 months from when the trade mark is advertised to when all relevant documents will have been
filed by the parties. The UK system has been designed with an awareness of the need to encourage
speedy resolution of disputes. Requiring applicants to file a Notice of Defence and Counterstatement
ensures that uncontested oppositions can be disposed of immediately. There is a fast-track opposition
process that is available where the opposition is based solely on an earlier registered trade mark.
Moreover, in any cases where an opposition is based on earlier rights (that is, on so-called relative
grounds of refusal) the hearing officer will issue a ‘preliminary indication’. Although not binding,
this is intended to ensure that parties abandon cases that they are unlikely to win at an early stage.
Ultimately, however, where a standard opposition is fully contested it may take 2 years or more to
resolve: the Hearing Officer will normally issue his or her decision within a period of 2 months after
the oral hearing or completion of the written submissions. The unsuccessful party will then have 28
days in which to decide whether to appeal and any decision to the High Court or (more commonly)

to the Appointed Person will inevitably take several months to resolve.

(7) United States

(1) Legislative Framework

Trade mark law in the United States is governed by the 1946 Lanham Act, as amended,
codified at 15 USC 1051 et seq. As regards trade mark oppositions, the Lanham Act needs to be read
in conjunction with the Trademark Rules of Practice of the Patent and Trademark Office (‘TMRP’),
codified in Part 37 of the Code of Federal Regulations.

(i1) Timing

The United States has a pre-registration opposition system. The initial opposition period runs
for 30 days from when the mark is published in the Official Gazette — a weekly online publication
that lists marks that have been cleared the examination stage. A party that is deciding whether to
oppose can apply as of right for a 30-day extension of time, provided that the extension request is
lodged within the initial 30-day period.>® Further extensions are possible, but only in special
circumstances. Specifically, a party that has obtained a 30-day extension can apply a further 60-day

extension, but only if it can demonstrate ‘good cause’.>* A party may then apply for a further and

33 Lanham Act § 13; 15 USC § 1063.
54 37 CFR § 2.102(c).
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final 60-day extension, but only if there are ‘extraordinary circumstances’. > The maximum

opposition period is thus 180-days (30+30+60+60).

(ii1) Grounds for Mounting an Opposition

There is ‘substantive’ examination of trade mark applications in the United States, in other
words, the trade mark examiner (or ‘examining attorney’ in US legal parlance) will examine for
relative as well as absolute grounds of refusal. Somewhat unusually the Lanham Act does not
expressly set out the available grounds of opposition, but it has been held that an opponent (or
‘opposer’ in US legal parlance) is entitled to raise any ‘legal defect or deficiency’ in the application.>®
The opposition system in is therefore primarily complementary in nature. It should, however, be noted
that dilution is not a ground on which a mark can be rejected at the examination stage.’’” Consequently,
prior to registration, claims that the applicant’s mark would cause dilution can only be entertained as

a ground of opposition. As a practical matter, moreover, some other legal issues, such as whether the

applicant has a bona fide intention to use the mark, will be best tested at the opposition stage.

(iv) Process and Procedure
Opposition cases in the US are dealt with by the Trademark Trial and Appeal Board (‘TTAB’),
an administrative tribunal that sits within the United States Patent and Trademark Office (USPTO).
Interestingly, the US allows the applicant to counterclaim for invalidity on a broad range of grounds.
Applicants can therefore challenge any registered trade mark on which the opponent is relying not
merely on the grounds of non-use, but on a full range of grounds.>®
The procedure and ordinary timeframes the apply in opposition cases are set out in the
Trademark Trial and Appeal Board Manual of Procedure.” Once the notice of opposition has been
received the TTAB will send out a notice to both parties that sets out a timeframe for the proceedings.
The Manual notes that the TTAB will normally allow the applicant 40 days to file an ‘Answer’ to the
Notice of Opposition. Failure to do so will result in the mark being rejected. There will then be a
period of approximately 6 months for Discovery. Proceedings before the USPTO in this respect
closely resemble court proceedings — during the discovery period there can be requests for documents,
requests for admissions and interrogatories. Once the discovery period has been concluded the parties
will have alternating periods in which to file their evidence. Specifically, there will be a 30-day period

for the opponent to set out its case, followed by a 30-day period for the applicant to present its case,

35 Ibid.

36 J. Thomas McCarthy, McCarthy on Trademarks & Unfair Competition (online edition), [20.13].
ST Lanham Act § 2(f); 15 USC 1052(f).

38 McCarthy, McCarthy on Trademarks & Unfair Competition (online edition), [20.22].

% tbmp.uspto.gov/RDMS/TBMP/current#/current/ TBMP-700d1¢1 .html.
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and then a 15-day period for the opponent to rebut the applicant’s case.®® The next stage in the process
is the filing of briefs and this also occurs in an alternating fashion: in general the opponent will have
60 days to file its brief, the applicant with then have 30 days to file its brief in answer and finally the
opponent will have 15 days to file a rebuttal brief. Cases can be determined either on the papers or
following an oral hearing. The TTAB will generally issue its decision within 6 months. Oppositions
in the US are thus generally a lengthy process. The timelines are such that it will generally take at
least 20 months to secure a decision in a contested case, but may well take considerably longer if the

parties seek repeated extensions or if the losing party exercises its right to appeal.

0 Trademark Trial and Appeal Board Manual of Procedure, [701].
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Section 3: Trade Mark Oppositions in Japan

(1) Background and the 1996 Reforms

It was noted in the introduction that Japan provides an important case study for this project.
Japan is unusual in adopting wholesale reform of its approach to trade mark oppositions. Japan
demonstrates that fundamental change is possible: the change to the opposition system in Japan went
significantly beyond the modest proposals outlined in part 6 of this study.

Japan first adopted a recognizably modern system of trade mark protection in the late
nineteenth century, with the promulgation of the Trademark Regulations 1884.°' Trade mark
oppositions were first introduced in the Trademark Act 1921.%* The 1921 Act introduced a pre-
registration opposition system. Pre-registration opposition was maintained under the Trademark Act
1959 up until the 1996 reforms. In 1996 Japan moved to adopt a post-registration opposition system.
In so doing Japan became only the second large industrialized country (with Germany) to employ a
post-registration opposition system. It is important, particularly in the context of a discussion of the
possibility of harmonizing trade mark oppositions, to be clear about the reasons why Japan made this
change. Part of the explanation appears to be that the new system was designed to expedite the grant
of trade mark rights.®> There was, around this time, some criticism of Japan, including by the
international community, of how long it was taking for trade mark registrations to be finalized.®
However, a further and conceptually much more important reason for the shift to post-registration
opposition, was to allow Japan to meet its obligations under the Madrid Protocol.%> Art. 5(2)(c) of
the Madrid Protocol sets up a series of strict time limits in which Member States have to process
applications for the extension of protection. These time limits extend to trade mark oppositions.
Relevantly, it is provided that the notification of a refusal based on an opposition should be ‘made
within a time limit of one month from the expiry of the opposition period and, in any case, not later
than seven months from the date on which the opposition period begins’. Member States with post-
registration opposition systems have interpreted this as creating no more than a requirement that a
notice of provisional refusal is given the trade mark applicant.®® In Japan, however, it was thought

that these timeframes should be taken more seriously and that the best way of complying with them

1 Kenneth Port, Trademark and Unfair Competition Law and Policy in Japan (Durham, NC: Carolina Academic Press, 2007), pp.
23-25.

2 The 23rd Trademark System Sub-Committee Material 3, ‘Revision of the Opposition System to Trademark Registration’ (Japan
Patent Office, December 2010), p. 4. Available at:
https://www.jpo.go.jp/resources/shingikai/sangyo-kouzou/shousai/shohyo_shoi/document/seisakubukai-23-shiryou/shiryou3.pdf
(last visited Feb. 28, 2023).

93 Industrial Property Right Law: Explanation of Provisions (18th edition).

% Port, op cit., p. 27.

95 My thanks go to Professor Soichi Ogawa for this insight.

% See, by way of example, Australia, Trade Marks Manual of Practice and Procedure, [60.4.17].
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was to introduce a post-registration opposition system.’” The decision to move to post-registration
opposition thus had a sound policy basis and was not motivated solely by the desire to reduce delays.

Moreover, the available evidence suggests that there is both general satisfaction with the post-
registration opposition system and little appetite for change among trade mark practitioners. It is also
particularly notable that the Japanese trade mark community is in general in favour of retaining post-
registration oppositions and invalidity proceedings as alternative lines of attack. Opposition and
invalidity proceedings were understood to perform a different function and to involve very different
financial and procedural burdens.®® The principal concern that is sometimes expressed about a post-
registration opposition system, namely, that it creates a greater overlap with invalidity / cancellation
proceedings appears to have caused few problems and little consternation in Japan.

In summary, the post-registration opposition system in Japan was intended to ensure careful
compliance with the Madrid Protocol, is generally understood to be working well, and there appears
to be little concern about the relationship between opposition and invalidity proceedings. It therefore
seems reasonable to conclude that there would be little appetite for returning to a pre-registration
opposition system. This is an important insight and one that needs to inform any discussion of the

future harmonization.®’

(2) Outline of the Current System in Japan

(1) Legislative Framework
Trade mark law in Japan is governed by the Trademark Act 1959 (‘TMA 1959°).”°

(11) Timing
Japan is unusual in operating a post-registration opposition system. Oppositions must be filed
within 2 months of the publication of the registration of the trade mark.”' The opposition period

cannot be extended.

(i11) Grounds for Mounting an Opposition
Japan has a substantive examination system. Applications for registration will therefore be
examined for conflicts with earlier marks, such that the opposition system is primarily complementary

in nature. Oppositions can be mounted on a full range of grounds, that is, opponents can rely on

7 My thanks go to Professor Soichi Ogawa for this insight.

% The 23rd Trademark System Sub-Committee Material 3, op cit., p. 19.
% See Parts 5 and 6 of this study.

70 Act No. 127 of 13 April, 1959.

7V TMA 1959, Art 43-2.
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absolute as well as relative grounds of refusal.”” Japan does not have any form of standing

requirement, such that (in theory at least) an opposition can be based on earlier third party rights.

(iv) Process and Procedure

The opponent is required to substantiate its case by setting out the grounds of oppositions and
providing supporting evidence within 30 days (if the opponent is a foreign resident, this period can
be extended to 90 days) from the end of the opposition period.”> The Office will then review the
opposition to determine whether it establishes a prima facie case. If satisfied that a prima facie case
has indeed been made out the Office will issue a provisional notice of cancellation. The applicant will
then be given the opportunity to file a response. Oppositions are decided by a panel of administrative
judges. Provision is made in the TMA 1959 for oral hearings to be held,”* but it seems that in practice
such hearings are vanishingly rare.”” If the opposition is made out applicants can appeal to the
Intellectual Property High Court. Unsuccessful opponents, in contrast, do not have a right of appeal
and are therefore required to institute invalidity proceedings in the event that they remain concerned.
The Japanese opposition system appears to be the fastest of those examined in this study, with cases
taking in Japan an average of 7.9 months to resolve.”® This provides a further reason for concluding

that Japan would have little incentive to return to a pre-registration opposition system.

72 Ibid.

3 TMA 1959, Art 43-4(2).

7 TMA 1959, Art 43-6 (1).

75 My thanks go to Mr Hitoshi Nakamura of Ohno & Partners for this insight.

76 Japan Patent Office "2022 Annual Report" (2022 B FFFATBUE RS E) p.38. Available at:
https://www.jpo.go.jp/resources/report/nenji/2022/document/index/0101.pdf (last visited Feb. 28, 2023).
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Section 4: Table Comparing Jurisdictions

Country| Timing Grounds Proof of Use Duration Costs Orders
Australia | Pre- Applications are examined for conflicts with earlier | Applicant cannot put |>12 months Awarded on a scale
registration |registered marks; applications can be opposed on the | opponent to proof of | The TMR set out in the TMR.
basis of both absolute and relative grounds. The|use. Applicant can contemplate a period
opposition  system is  therefore = primarily|bring an action for  |of 12 months from
complementary in nature. However, conflicts with |removal for non-use, |when acceptance is
other rights and interests (well-known marks,|but there is no advertised to the end
unregistered marks with a reputation, personality |automatic right to of the filing of
rights, copyright, etc) are in practice only dealt with at | have proceedings evidence. There will
the opposition stage. There are no standing|joined. then be a further
requirements of any kind: consequently, for example, delay waiting for the
oppositions can be based on third party rights. decision
China  |Pre- Applications are examined for conflicts with earlier | There is no procedure |>24 months. Each
registration |registered marks; applications can be opposed on the | for putting the Practitioners in China |party must bear its
basis of both absolute and relative grounds. The|opponent to proofor |report that it will Oown costs.
opposition  system is  therefore = primarily|use or for otherwise |generally take at least
complementary in nature. Inevitably, however, some |allowing applicants |2 years to complete
arguments are most likely to be raised for the first time | to counterclaim for | an opposition.
at the opposition stage. There is a standing requirement | invalidity.
for relative grounds of refusal: opponents who wish to
rely on a relative ground of refusal must demonstrate that
they are the holder of the underlying mark or right.
EUIPO |Pre- Applications are not examined for conflicts with earlier | Applicant can put > 11 months. The Very modest costs
registration |registered marks or with other earlier rights and interests. | opponent to proof of |legislative scheme | will be awarded to

The opposition system is therefore integral to the
registration process. Applications can only be opposed
on the basis of relative grounds. There is a standing
requirement insofar as opponents must demonstrate that

use where the senior
mark was registered
more than 5 years
before the start of the

envisages that it will
take 11 months from
when acceptance is

advertised to the end

the successful party.
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they are the owner of any earlier mark or right on which
they are relying.

opposition period.
But failure by the
opponent to
demonstrate use will
only result in the
opposition being
dismissed, and not in
the senior mark being

of the evidence
period. But in
practice the
availability of
extensions means
that it will often take
much longer for the
evidence stage to be

revoked. completed.
Germany | Post- Applications are not examined for conflicts with earlier | Applicant can put c. 12 months. Costs will only be
registration |registered marks or with other earlier rights and interests. | opponent to proof of | German practitioners |awarded in cases
The opposition system is therefore integral to the|use where the senior |report that it will where the opposition
registration process. Applications can only be opposed | mark was registered | generally take at least | was entirely without
on the basis of relative grounds. There is a standing|more than 5 years a year for the merit. Costs orders
requirement insofar as opponents must demonstrate that | before the start of the |decision to be handed | are therefore
they are the owner of any earlier mark or right on which | opposition period. down. exceptional in nature.
they are relying. But failure by the
opponent to
demonstrate use will
only result in the
opposition being
dismissed, and not in
the senior mark being
revoked.
Japan Post- Applications are examined for conflicts with earlier| There is no procedure | c. 8 moths Each
registration |registered marks; applications can be opposed on the | for putting the Data released by the |party must bear its
basis of both absolute and relative grounds. The|opponent to proof or |JPO indicates that the |own costs.

opposition system is therefore ~ primarily
complementary in nature. Inevitably, however, some
arguments are most likely to be raised for the first time
at the opposition stage. There are no standing

use or for otherwise
allowing applicants
to counterclaim for
invalidity.

average time to
resolve an opposition
in Japan is 7.9
months. Anecdotal
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requirements of any kind: consequently, for example,
oppositions can be based on third party rights (although
in practice this would seem to be rare).

evidence suggests
that this is a mode as
much as a mean.

UK Pre- Applications are not examined for conflicts with earlier | Applicant can put >12 months Costs will be
registration |registered marks or with other earlier rights and interests. | opponent to proof of | The system awarded on an
The opposition system is therefore integral to the|use where the senior |contemplates a official scale.
registration process. Applications can nevertheless be|mark was registered |period of around 12
opposed on the basis of both absolute and relative| more than 5 years months from when
grounds. There is a standing requirement for relative | before the start of the |acceptance is
grounds of refusal: opponents who wish to rely on an|opposition period. advertised to the end
earlier registered trade mark or some other earlier right | But failure by the of the filing of
must demonstrate that they are the owner of that earlier | opponent to submissions. There
mark or right. demonstrate use will |will then be a further
only result in the delay (usually of
opposition being around 2 months)
dismissed, and not in | waiting for the
the senior mark being | decision. The UK
revoked. system is, however,
set up to encourage
rapid resolution of
some types of case,
e.g., through the fast-
track procedure.
US Pre- Applications are examined for conflicts with earlier | Applicants can >20 months. The Each
registration |registered marks; applications can be opposed on the | counterclaim for parties will have a party must bear its
basis of both absolute and relative grounds. The|invalidity on a broad |period of at least 14 |own costs.

opposition  system  is  therefore = primarily
complementary in nature. However, claims of dilution
(i.e. that the applicant’s mark would causing a blurring
or tarnishment injury) can only be dealt with at the
opposition stage. The US has a general standing

range of grounds,
including non-use.
Opponents can
therefore be put to
proof of use and if

months in which to
set out their case and
the TTAB seeks to
hand down its
decision within 6
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requirement, namely, that an opposition can only be|they are unable to
brought by a person that believes on reasonable grounds | satisfy the use

that it will be damaged by the registration of the|requirement the mark
application. This operates as a low threshold. will be cancelled.

months of the close
of proceedings.




Section 5: Causes of Divergence and the Limits of Harmonization

There has been little comparative study of trade mark oppositions. Consequently, it is entirely
possible that even someone who was familiar with international and comparative trade mark law
would be surprised by the range and degree of differences that exist between jurisdictions when it
comes to such proceedings. One important finding of this study is that there is no necessary
correlation between examination practice and opposition practice. Nor is there any necessary
relationship between registry practice and ‘families’ of legal system. It is therefore important to be
wary of generalizations. For example, it may be true to say that the majority of jurisdictions that do
not have substantive examination only allow oppositions on relative grounds. Of the jurisdictions
examined in this study this is certainly true of Germany and the EUIPO. But there are exceptions,
most notably the UK, which does not have substantive examination, but nevertheless allows
opposition on a full range of grounds. In a similar vein, trade mark scholars based in Europe might
be likely to claim that civil law countries are generally unwilling to allow oppositions on the basis of
absolute grounds, but such a claim would not hold for the Asian civil law countries examined in this
study (Japan and China).

Some groupings are, admittedly, possible. It might, for instance, be noted that there are no
common law countries that operate a post-registration opposition system. Nor do there appear to be
any common law countries that restrict oppositions to relative grounds of refusal. However, neither
of these findings rests on any deep seated legal or constitutional principle nor on any deep-seated
matter of legal culture. The common law countries examined in this study already allow for registered
trade marks to be invalidated through Office proceedings.”” Consequently, there would be nothing to
prevent Australia, the United Kingdom or the United States moving to post-registration opposition
should that be thought desirable. In much the same vein, there is no obvious reason why oppositions
could not be narrowed to relative grounds of refusal in common law countries or expanded to
encompass absolute grounds of refusal in jurisdictions like Germany and the EU. Indeed, it might be
noted that one already finds partial exceptions that move in this direction. For example, earlier in this
study it was noted that although Australia in general allows opposition on this basis of absolute
grounds of refusal this is not true for the graphic representation requirement, which is therefore an
absolute ground of refusal that only applies at the examination stage. In a similar vein, it might be

noted that although the EUIPO in general only allows for opposition on relative grounds there is a

77 See, in Australia, TMA 1995, s. 92 (removal of a trade mark for non-use); s 84A (revocation by the Office within first 12 months),
in the UK TMA 1994, s 47; in the United States Lanham Act § 14; 15 USC § 1064
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partial exception where an agent of opponent has filed an application in his or her own name, without
the opponent’s consent.”®

This is not to say that there are not any differences that flow from more deep-seated concerns.
Attitudes toward survey evidence or expert testimony, costs orders, and the form that legal
submissions take are all influenced by how these matters are dealt with by the legal system at large.
There can, moreover, be points of departure — even between legal systems that are closely aligned —
that are necessitated by differing constitutional arrangements. This can be illustrated by reference to
a point of departure between the UK and Australia. Although these legal systems are in general
closely aligned, there is a notable difference in how appeals from the Office are dealt with. In the UK
appeals from a decision of the Office — irrespective of whether the appeal is heard by the Appointed
Person or the High Court — is a review and not a re-hearing.” This means that in order to succeed the
party bringing the appeal has to demonstrate that the Hearing Officer hearing the case at first instance
made a distinct error of principle or was clearly wrong. These are high hurdles and mean that the
appellant must demonstrate either that the Hearing Officer made an error of law or reached a
conclusion that ‘no reasonable tribunal could have reached on the facts’.®’ In contrast, in Australia
appeals are de novo, that is, the Court will consider matters afresh and will not be bound in any way
by the decision of the Hearing Officer (although the Court is likely to display a degree of deference
to the Hearing Officer, taking account the latter’s experience in trade mark matters). The Australian
system was designed with constitutional concerns in mind. The Australian Constitution has an
extremely strong separation between executive and judicial power and this was thought to mean that
an administrative decision-maker could not be given the conclusive power to determine questions of
fact in a matter that was to be determined by a judge.®!

Differences of the type outlined in the previous paragraph are important, but the overall
point stands, namely, that the dramatic differences that we see in trade mark opposition processes is
more a product of happenstance than anything else. Consequently, it must be concluded that there is
no fundamental barrier to the adoption of a harmonized (or at least much more closely aligned)
approach to trade mark oppositions. This is not to suggest that harmonization will occur any time
soon. It is something that, as yet, has no place on the policy agenda. Even if that can be changed,
there is likely to be resistance from local practitioners who seem generally content with the system
with which they are familiar. Still more fundamentally, it needs to be acknowledged that

harmonization of opposition processes would be most attractive if it were accompanied by greater

78 Regulation, Art. 8(3). See also Annette Kur and Martin Sentfleben, European Trade Mar Law — A Commentary (Oxford: Oxford
University Press 2016), p. 587 (noting that this provision provides an exception to the usual rule).

7 Reef Trade Mark [2002] EWCA Civ 763.

80 Royal Academy of Arts v Errea Sports SPA (0/10/16).

81 See James Stellios, Zines and Stellios’ The High Court and the Constitution, 7" ed. (Canberra: Federation Press, 2022), pp. 256-7.
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harmonization of examination standards and timeframes: the benefits of having a common approach
to trade mark oppositions are reduced considerably if the opposition process begins at very different
times in different jurisdictions. It should nevertheless be remembered that in an ideal world we would
be moving to a system where international trade mark applications were being dealt with on a
common timeline according to a common and predictable set of standards. In that world a more
closely aligned set of harmonization processes and procedures would be desirable. Moreover, in the
short to medium term, there is in any event value in developing greater understanding of the variation
in opposition processes and procedure, since this can provide us with a greater awareness of options

for reform.

5.



Section 6: A Framework for Future Harmonization

Any attempt to reduce differences between jurisdictions as regards opposition systems and
processes would have to begin modestly. It would also have to remain fixed on what harmonization
might ultimately help us achieve. There would, for example, be little to be gained from a
harmonization agenda that started from the perspective that the first step is to agree on whether to
have a pre- or post- registration opposition system. A harmonization agenda that took this issue as its
starting point would be very unlikely to gain traction. The vast majority of countries in the world
have pre-registration opposition and would be unlikely to be amenable to adopting a system that
applies in a handful of countries. This is particularly the case since the post-registration opposition
is often met with scepticism in pre-registration jurisdictions, largely because of the greater degree of
overlap with invalidity proceedings. Japan’s experience shows that such concerns may be unfounded,
but this issue is still likely to limit enthusiasm for what would be a radical departure from current
practice in most jurisdictions. Conversely, Germany and Japan operate effective post-registration
opposition systems and in Japan at least reverting to a pre-registration opposition system would feel
like a backward step. Still more importantly, from a policy perspective little turns on this issue. For
both brand owners and potential opponents the important issues are how long it takes to resolve
disputes and consistency and predictability of outcomes. The question of when a mark is entered onto
the register is less of a concern.

The difficulty associated with achieving any degree of consensus around the harmonization
of trade mark oppositions is not to be underestimated. Systems are starting a long way apart and local
practitioners are generally content with the system they know. Moreover, the thing that would benefit
brand owners most would be (1) quicker resolution of trade mark oppositions (without any diminution
in the quality of decision-making); and (ii) better alignment of timeframes between jurisdictions in
cases where an application is facing oppositions in multiple jurisdictions. But these outcomes are
among the things that are likely to be most difficult to achieve and even then common opposition
timeframes might mean little without closer alignment of examination timetables.

How, then, might we make any progress and what might harmonization look like? The answer
must lie in in identifying points of difference where there are significant issues of policy are at stake.
This will ensure that issues of harmonization are tied — and are seen to be tied — to matters of real
importance. Some examples of the sorts of issue that might provide a useful starting point are
identified and discussed below.

(1) Putting the opponent to proof of use. Trade mark law has a strong ‘use it or lose it’ rule.
This is connected to the justification for trade mark protection: trade marks can only function as

badges of origin and can only enhance consumer decision making or underpin consumer messaging
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if they are in use. As Landes and Posner have put it, ‘[If] the good is not for sale, the trademark
confers no benefit. Thus conditioning trademark rights on use is a way of limiting the use of scarce
enforcement resources to situations in which the rights in question are likely to yield net social
benefits’.8? We might also note that we have emerging evidence that the total supply of trade marks
may be finite. At first sight this may seem like a surprising conclusion, since in theory there are an
infinite number of letter combinations that a trader might use, and this is to say nothing of device
marks, marks rendered in different scripts and non-traditional marks such as shapes and colours.
However, Barton Beebe and Jeanne Fromer have noted that traders need in practice to be able to
access memorable and pronounceable words, and the supply of these may be much more limited.
They go on to provide compelling evidence that the US is already running out of such marks for
some categories of goods and services.? Against this backdrop there are good reasons to suggest that
the trade mark system should be designed to pick up and unused marks and have them taken off the
register. There are therefore good reasons for providing a facility to allow applicants to put opponents
to proof of use, as is already possible in a number of the jurisdictions examined in this study. However,
given the centrality of use to the trade mark system there should also be a presumption that where an
opponent is unable to demonstrate use the opponent’s mark should be cancelled.

(i) Opposition on absolute grounds. The opposition system is predicated on the
understanding that trade mark offices will never be able to assess all facets of whether a mark is
registrable. It is for this reason that they are best understood as forming part of the registration process.
There is a good argument that this applies as much to issues like distinctiveness, deceptiveness and
functionality as it does to relative grounds of refusal. There is always a danger that trade mark
examiners will fail to appreciate why a word or phrase is problematic because of its potential to
describe (or misdescribe) the goods or services or some quality thereof. This danger is particularly
pronounced in technical fields and in emerging industries. Similarly, it can be difficult to determine
on the basis of two-dimensional representations, when a shape mark might have a functional
element.? In light of this there are strong grounds for concluding that opponents ought to be able to
raise the full range of reasons why a trade mark ought not to be protected. A defender of the status
quo might note that in jurisdictions where opposition on the basis of absolute grounds is not possible,
third parties can nevertheless still submit ‘observations’ to the Office. In other words, a third party
can make submission to the Office explaining why the contested mark ought not to be registered.

This is, however, no substitute for the more rigorous scrutiny that can be achieved in inter partes

82 William Landes and Richard Posner, ‘The Economics of Trademark Law’ (1988) 78 TMR 267, 280.

8 Barton Beebe and Jeanne Fromer, ‘Are We Running Out of Trademarks? An Empirical Study of Trademark Depletion and
Congestion’ (2018) 131 Harv L Rev 945.

8 Cf. Yoshida [2014] ETMR 32 (not evident from representation that black circles on the handle of a knife performed a technical
function, namely, that they improved grip).
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proceedings. In this regard it is notable that jurisdictions that allow oppositions on the basis of
absolute grounds also maintain a system of observations, recognizing that the two processes do not
and cannot perform the same function.®®

(ii1) Standing requirement for relative grounds of refusal. In principle the identity of the
party that identifies a potential conflict with an earlier mark ought not to matter. Consider a case
where use of the contested trade mark would be likely to cause confusion in the marketplace because
of'a conflict with an earlier mark. In such a case the contested mark ought not to survive an opposition,
irrespective of whether the conflict is identified by the owner of the earlier mark or an unrelated third
part. In practice, however, matters are rather more complicated. The trade mark register only provides
an imperfect reflection of conditions in the marketplace and marks can co-exist in circumstances
where the register would suggest that a conflict is likely. To take a hypothetical example, an
application for BURRELL for leather garments in class 25 would seem to create an inevitable conflict
with BIRRELL for the same goods. In practice, however, the owners of the two marks might be
operating in very different segments of the market (e.g. cheap leather jackets for men compared to
expensive leather skirts for women). It is for this reason that we allow registration of conflicting
marks with consent. It is not possible (nor even desirable) to reach a point where there are no
conflicting marks on the register. It is therefore better to ensure that the owner of the relevant earlier
registered trade mark or other earlier right is concerned enough to take action, thereby heading off
the strategic misuse of third party rights by well-resourced third parties.

Harmonization around the type of issue identified above would provide a first step in moving
trade mark oppositions closer to one another. It would demonstrate that some progress is possible
and would provide a platform for greater co-operation in the future. Moreover, leaving aside
questions of future harmonization, the reforms recommended in this study ought to be viewed as a
set of minimum standards that deserve consideration on their own terms as a way of improving

opposition processes.

85 See, e.g., in Australia TMA 1995, s 38.
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