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Foreword

The Foundation for Intellectual Property, Institute of Intellectual Property conducted the
Measures Promotion Project on International Industrial-Property Right Issues (FY2024-2025) under
a commission from the Japan Patent Office (JPO).

Various medium-to-long term issues need to be addressed to encourage other countries to
introduce industrial property right systems helpful to the international expansion of Japanese
companies and to harmonize the industrial property right systems of major countries, including Japan.
Accordingly, this project provided researchers well-versed in the Japanese industrial property right
systems with an opportunity to carry out surveys and collaborative research on these issues with the
goal of promoting international harmonization of industrial property right systems through use of the
research results and researcher networks.

As part of this project, we invited researchers from abroad to engage in collaborative research
on target issues. This report presents the results of the research conducted by Cristiana SAPPA,
Professor, IESEG School of Management, France as an invited researcher at our Institute.” We hope
that the results of their research will facilitate harmonization of industrial property right systems in
the future.

Last but not least, we would like to express our sincere appreciation for the cooperation of all

concerned with the project.

Institute of Intellectual Property
Foundation for Intellectual Property
March 2026

* Period of research in Japan: From August 25, 2025, to December 20, 2025
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Summary

The ability of Cultural Heritage Institutions (CHlIs) to register trademarks is crucial for facilitating
their preservation and educational missions, as well as contributing to economic growth. In the EU
and in Japan CHIs register distinctive signs to leverage these economic assets for self-funding
purposes, to increase visitor numbers and signal the attractiveness of the countries where they are
located. This is particularly evident in Japan, where mascots are registered as trademarks by
museums and municipalities.

Questions may arise regarding the registration of signs with cultural value, such as cultural
properties, their images or titles, and artists' names. Currently, the registration of these signs is not
impeded in the EU or Japan. Several absolute grounds of refusal may deter their registration, though.
While Japan offers easier access to protection for CHIs, the EU allows also private market operators
meeting the requirements to register such signs, increasing the risk of cultural appropriation and
misappropriation. Overall, CHIs may be encouraged to apply for protection of culturally significant
signs only when these signs are inherently distinctive or acquired distinctiveness through use, and if
they do not conflict with an ongoing open data policy in the same jurisdiction where the application
is made. Certainly, the protection of these signs in the EFTA states is not viable, since it is considered

against public order and morality.

I. Introduction

Every country has entities responsible for the custody and management of goods with “historical,
artistic or scientific value”, commonly known as cultural property and part of cultural heritage. This
report focuses on some of them only: museums, castles and shrines or temples, not primarily as places
of worship, but as structures of historical and artistic significance. The term used to refer to these

entities will be: Cultural Heritage Institutions (CHIs).

CHIs manage cultural property to ensure its conservation, preservation, and dissemination of related
information for educational purposes. These tasks incur significant costs, regularly borne by CHIs,
which are supported through various means, such as taxes or donations. Diversifying financial sources
is crucial as it reduces dependence and helps boost CHIs’ revenues, allowing reinvestment in
preservation and educational missions. In this context, the question arises whether in the EU and in
Japan trademarks could introduce self-funding schemes for CHIs that complement income from taxes,
donations, and potentially copyright and other national provisions on cultural properties. If the answer

is affirmative, two sub-questions emerge: the first concerns the types of signs that may be registered,



and the second addresses alternative reasons for self-funding that would motivate trademark

registration.

I1. Examples and Remarks on CHIs’ Registrations*

1. Word and Semi-Figurative Trademarks Registered by CHIs.

Registering at least one trademark is a common practice among major CHIs in various countries. In
Europe, many of these registrations concern the CHI’s name, often visually represented. In Japan
there are fewer examples of registered CHI names. Apart from the aforementioned signs, it appears
that no other signs are regularly registered by European CHIs. In Japan, while some museums have
never considered registering a trademark, others have not registered their names, but alternative signs.
For instance, the National Institute for Cultural Heritage, managing five national museums, including
the Tokyo National Museum (TNM), registered two semi-figurative trademarks for celebrating the

first 100 years of the TNM main building, the Honkan.

Trademarks registrations in many renowned museums in Europe and Japan suggest that CHIs may
view trademarks as a tool for monetization. Their primary goal is to balance profit against the costs
associated with operating a museum or a castle. Monetization can occur through licensing agreements,
allowing the owner to earn royalties and potentially reduce costs. Licences are particularly useful for
selling merchandise in the CHI’s annexed shop or other venues. Income can also be generated through
collaboration agreements, often used to optimize visits to the concerned CHI, while accommodating

various interests, including advertising or exhibition spaces for companies in different fields.

Smaller CHIs may not register trademarks due to a lack of awareness about the potential benefits of
such exclusive right. Tey may also struggle to assess the return on investment, leading them to adopt
a conservative approach, or they might be understaffed, perceiving the management of a registered
sign as merely introducing additional costs. Reviewing the Progress Reports of various CHIs provides

valuable insights on the positive impact of trademarks. It’s therefore reasonable to consider that

* The author of this report wishes to thank the JPO for the generous support and the IIP team for the very kind and most efficient support
during her stay in Tokyo. Thanks to the thorough work of the IIP team, the author was able to arrange interviews with Mr. Uchi from
the Tokyo National Museum and Mr Yanagisawa from the National Institute for Cultural Heritage (on October 2"¢ 2025), Mr. Nariai
from the National Museum of Modern Art, Tokyo (MOMAT, on October 9% 2025), Prof. Yoshiyuki Tamura from University of Tokyo
(November 912025), Mr Yamamoto and Ms Tanaka from the Hikone-city office (November 121" 2025), Mr. Aoki from Yuasa & Hara
Firm (November 17% 2025) and Mr. Niki from Tsuyama City Museum (December 5" 2025). To each of them goes the author’s
deepest appreciation for the meticulous preparation and her sincere thanks for the help received through such interviews.



trademark registrations in smaller CHIs could also generate revenue, with profits potentially

outweighing costs, albeit at a lower level.

2. The Case of Mascots: a Japanese Peculiarity.

One of the distinctive aspects of Japanese culture is the affection for “kawaii” visual signs. This
fondness is evident in the creation of mascots like Hikonyan and Kumamon. These mascots enjoy
trademark protection for both their names and images. More recently, some CHIs have registered
figurative and semi-figurative trademarks representing mascots, such as the TNM, which registered

Tohaku-kun and Yurinoki-Chan, and the Kyoto National Museum, which registered Torarin.

The main difference between CHI mascots and those registered by municipalities lies in their purpose
and use. While CHIs use mascots for monetization purposes, municipalities do not pursue this aim.
Instead, municipalities use mascots as marketing and communication tools to promote tourism,
offering non-exclusive trademark licences without fees. The primary goal is to maintain the
consistency of the mascot’s image and name, with strict use conditions. This illustrates that CHIs may
commercially exploit their trademarks on mascots, but they can also use them in a defensive-offensive

manner could also benefit smaller CHIs that are more hesitant to register signs.

In addition to these signs, others may be considered for registration, such as the names of exhibited
artists, titles of (exhibited) works, sculptures or paintings or their graphical reproduction, or even the
graphical reproduction of the building housing the CHI collection. A legal analysis must be conducted
concerning the registration of signs that reflect artistic, technical, cultural, and historical significance

and values.

I11. Registrations of Signs Reflecting Cultural Significance and Value, and Related
Legal Issues

In Europe and in Japan, some CHIs have registered signs that reflect cultural significance and value,
such as cultural properties, their representations, titles of artworks, and artists' names. Certain cultural
properties or titles that CHIs (or other public entities) have registered, or could register, as trademarks
may encompass works of art that are still under copyright protection or in the public domain. This
results in a potential synchronous or diachronic combination of copyright and trademark protection,

raising concerns about free availability versus appropriation through trademarks.



Obtaining trademark protection in addition to copyright, or after a work enters the public domain, can
yield greater economic benefits than either regime alone. This may explain why in Europe, companies

have actively registered representations of paintings, titles and artists’ names.

TRIPS Agreement and the Paris Convention were designed with minimum standards, not binding
ceilings. Consequently, IPRs may be used cumulatively unless specifically prohibited. This means
that the combination of different protections is generally not problematic. While courts have often
recognized cumulation, there are however instances where it becomes dysfunctional, distorting
competition or causing one IPR to undermine the rationale and objectives of another. When
addressing dysfunctional cumulation, various arguments can be employed to deny trademark

protection.

(1) (Lack of) Distinctive Character and Descriptive signs.

Both EU and Japanese rules state that signs can be registered when distinctive and not descriptive.
In Europe, a couple of cases involving national applications by private parties across various member
states have determined that representations of cultural properties may lack distinctiveness, even when
the target products are not merchandising goods®. In Japan, two relevant sections of the JPO
Trademarks Examination Manual provide insights into how examiners might handle these signs?.

A sign must be used as an origin identifier. Thus, it should not be possible to register a sign with
cultural value, potentially extending expired copyright, unless it indicates the source of the goods.
Typically, it is challenging to demonstrate that the depiction or 3D reproduction of a work of art on
merchandise is regarded as a source identifier. Consumers usually perceive the motif as part of the
product or as a decorative element, not as information about the manufacturer.

The rejection of trademarks due to lack of distinctiveness or descriptive character presents several
challenges. Firstly, the assessment of a protectable trademark is fact-sensitive and can only be
analyzed on a case-by-case basis. Secondly, examiners may take different positions on very similar
cases, which does not contribute to a stable and harmonized set of outputs. Thirdly, the applicant may
achieve distinctiveness through the use of a sign, including through advertising or other business-

oriented strategies. This reduces legal certainty.

! German Federal Patent Court, 25 November 1997, case 24 W (pat) 188/96, Mona Lisa, GRUR 1998, 1022 ff.; Court of Appeals of
the Hague, 29 August 2017, Case 200.205.771/01, Nigh Watch.

2 Section 42.107.07 of the manual addresses signs consisting of famous illustrations and paintings, and section 42.107.05 pertains to
cultural products, including shapes and their representations.



(2) Bad faith Registration.

Under EU law, bad faith can be invoked as a ground for invalidation, while in Japan there is no
specific and autonomous absolute ground of refusal based on it. The EU Court of Justice (EUCJ) has
clarified that bad faith could potentially be present alongside the intent to prevent a third party from
using the trademark upon applying for protection, or when there is an intent to harm the interests of
third parties in a manner inconsistent with fair practice, that might occur in a trademark application
without any intention of using the trademark for the goods or services indicated. However, merely
finding that, at the time of filing, the applicant does not engage in an economic activity corresponding

to the goods and services indicated in the application is not sufficient to establish bad faith.

Two cases involving the famous graffiti artist Bansky were brought before the cancellation division
of the EUIPO. Bansky, whose identity remains anonymous, declared through his representatives that
he intended to register his works The Monkey and The Flower Thrower as EU trademarks merely to
prevent commercial use by third parties. The cancellation division ruled that the applications were
deemed to be in bad faith. The decision on The Monkey was appealed. The Board of Appeal rejected
the claim, stating that trademarks may be registered to prevent others from using the signs and this
does not immediately constitute bad faith3, If the case occurred in Japan, it is possible that the lack of
intention to use a sign would be considered contrary to art. 3.1.(main paragraph) since this provision
requires that registration is for signs “to be used”, and therefore, the applicant must confirm the use
or intention to use the trademark. However, the subjective intent remains difficult to examine.

Alternatively, art. 4.1.(xix) or, more likely, art. 4.1.(vii) may apply.

The assessment of bad faith is post-registration and is influenced by subjective elements closely
related to specific facts and contexts, which are not always easy to predict. For example, the intention
to genuinely use the trademark is necessary for establishing the good faith of the registration, but no

process for collecting evidence is established.

(3) Non-compliance with public order and morality.

Art. 7.1 f) of the EUTM Regulation and art. 4.1. f) of the TM Directive prohibit trademarks
registration in case of conflict with public order or morality. In addition to offensive and inappropriate

signs, these articles prohibit the registration of those with highly positive connotations and symbolic

3 Fifth Board of Appeal EUIPO, 25 October 2022, Case R 1246/2021-5.



value, such as signs referring to religion. Similarly, art. 4.1(vii) of the Japanese Trademark law
prevents the registration of signs that conflict with public policy. So, obscene, discriminatory, and
offensive signs cannot be registered, as well as signs prohibited from use under other laws, those
generally contrary to international good faith, and, more broadly, applications lacking social
appropriateness. This means the article covers cases where the trademark's composition is not
offensive, but its use on the designated goods or services would be contrary to public interest or

violate general moral standards.

A landmark case on this point comes from the Court of the European Free Trade Association (EFTA),
that is a non-EU body. The Municipality of Oslo attempted to register trademarks for visual works of
art created by the Norwegian sculptor Gustav Vigeland, when his production had just fallen in the
public domain. Some of these works are considered part of Norway’s cultural heritage. In 2017, the
EFTA Court clarified that trademarks can cover artworks and that previous copyright protection does
not automatically justify refusing trademark registration. However, for artworks that hold a special
status as significant parts of a nation's cultural heritage, a trademark may be seen as misappropriation
or desecration of the artist's work. The Court applied Art. 7(1)(f) of the EUTM Regulation to deny
protection for works of art of cultural significance. By doing so, it suggested that preserving the public
domain may be among a society's fundamental interests. This serves as a clear directive to refuse
certain trademark registrations, considering fundamental values and interests within a specific
societal context. This approach ensures legal certainty, as culturally significant works remain in the

public domain.

Section 42.107.05 of the JPO Trademark Examination Guidelines outlines elements to consider when
applying art. 4.1.(vii) to cultural properties, potentially hindering their registration. Among them, if
the applicant manages the cultural property and there are campaigns to boost tourism related to the
cultural product, the social and public interest reflected in the application should be prioritized. The
section also mentions that when the applicant is a public sector body, it is likely that the cultural
product will be used for initiatives that promote economic development in the region, increasing the
chances of registration approval. Conversely, when an unrelated third party applies for a trademark
with cultural significance, identifying the public interest that would justify granting the application is
challenging; such applications may be deemed to undermine fair competition and contravene the

public interest, leading to potential refusal under art. 4.1.(vii).

The application of the principle of public order and morality, or public policy excludes trademark

protection for certain distinctive signs with cultural significance with the aim of promoting the general

Vi



interest. The EFTA case uses the object as a benchmark to exclude protection, rather than the subject,
thereby ensuring space for the public domain. By applying art. 7(1)(f) EUTMR the EFTA Court has
enhanced legal certainty and supported interests related to free competition. The Japanese approach,
through the current broad interpretation of art. 4.1.(vii), seeks to prevent a system that incentivizes
unfair advantages. It provides a good level of legal certainty, while remaining flexible enough to adapt

to specific situations and scenarios.

IV. Recommendations and Conclusions

In the cultural heritage sector, trademarks prove to be valuable assets. CHIs register their logo or other
distinctive signs to protect them and leverage these economic assets for self-funding purposes.
Additionally, CHIs use trademarks to increase visitor numbers and signal the attractiveness of the
countries where they are located. Thus, trademarks can also serve as communication and marketing
tools. This is particularly evident in Japan, where mascots are registered as trademarks by museums

and municipalities.

Registering signs such as cultural properties, their images or titles, and artists' names can be more

problematic than protecting CHI's name, logo, or mascots.

In the EU, the registration of culturally significant signs is primarily prevented by arguing that they
lack distinctive character or are merely descriptive. In Japan, the JPO Trademarks Examination
Guidelines detail the use of Article 3.1.(ii1) of the Trademark Law to deny protection for non-
distinctive famous paintings, cultural products, or titles. These requirements do not create legal
certainty, as distinctiveness can be acquired through use, and the descriptive character is fact-sensitive.
This approach does not prevent private market operators from gaining protection after investing in
advertising their sign, as illustrated by examples in the EU.

Additionally, the post-registration requirement of bad faith could serve as a ground to discontinue
applications in the EU, but due to the difficulty in gathering evidence, it does not effectively exclude

the registration of signs with cultural value or establish legal certainty.

The exclusion of cultural properties significant to a nation’s cultural heritage was justified in the
EFTA case by referencing public order and morality. However, it remains to be seen how courts in
EFTA countries will apply this doctrine. EU countries remain not obliged to adopt it.

Art. 4.1.(vii) of the Japanese Trademark Law may reject applications for signs considered inherently

distinctive or having acquired distinctiveness through use if they contravene public order or morality.

vii



This clause is frequently used to reject applications for signs with cultural meaning, yet it does not
exclude their protection entirely. The latter may be granted if it is deemed beneficial to tourism
enhancement or the broader public interest. In this line of thoughts, applications from entities with no
connection to the sign are often perceived as attempts to capitalize on efforts and privatize social
benefits, leading to potential rejection under the soft law principles of the JPO Trademarks
Examination Guidelines. This interpretation of art. 4.1.(vii) sets legal boundaries for protection and

fosters legal certainty, while allowing CHIs to use distinctive signs for self-funding schemes.

The ability of CHIs to register trademarks is crucial for facilitating their conservation, preservation,
and educational missions, as well as contributing to economic growth. Currently, the registration of
signs with cultural value is not impeded in the EU or Japan. For these reasons, CHIs may be
encouraged to apply for protection of culturally significant signs such as cultural properties, their
images, or titles when these signs are inherently distinctive or acquired distinctiveness through use,
and if they do not conflict with an ongoing open data policy in the same jurisdiction where the

application is made. Certainly, applications for protecting these signs are not viable in the EFTA states.
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1. Introduction.

1. General Background.

Every country has entities responsible for the custody and management of goods with “historical,
artistic or scientific value”, commonly known as cultural property and part of cultural heritage®.
These entities typically include museums?, archives, libraries open to the public, theatres, operas,
ballets, organizations that collect audiovisual works, as well as castles, buildings and other sites
hosting cultural properties, including archaeological sites. Shrines or temples, not primarily as places
of worship, but as structures of historical and artistic significance, can also be included in this list.
This report will refer to these entities - whether in the private or public sector - as Cultural Heritage
Institutions (CHIs). For brevity, however, this report will focus exclusively on museums, castles and

the aforementioned shrines or temples.

CHIs manage cultural property to ensure its conservation, preservation, and dissemination of related
information for educational purposes. These tasks incur significant costs, regularly borne by CHIs,
which are supported through various means, such as taxes or donations. Diversifying financial
sources is crucial as it reduces dependence and helps boost CHIs’ revenues, allowing reinvestment
in preservation and educational missions. In this context, the question arises whether Intellectual

Property Rights (IPRs) could provide additional revenue for CHIs.

The doctrine has already examined how copyright is used by CHIs on cultural properties or their
images to generate revenue for conservation, preservation and educational activities®. This report
explores whether trademarks could introduce self-funding schemes for CHIs that complement
income from taxes, donations, and potentially copyright and other national provisions on cultural
properties. If the answer is affirmative, two sub-questions emerge: the first concerns the types of
signs that may be registered, and the second addresses alternative reasons for self-funding that would

motivate trademark registration. This report will highlight rules and practices in the EU and Japan.

Japan protects its cultural properties with the Act on Protection of Cultural Properties (Act No. 214 of 30 May 1950, as amended up
to Act No. 7, 30 March 2007). In this report, cultural property refers to paintings, sculptures, and other graphic works, as well as
buildings and architectural fragments, including those with religious significance, such as ancient funerary furnishings,
representations of deities, temple gates, and items collected in shrines.

On the notion of museum, see the Japanese Museum Act 285/1951, last amended in 2022.

Kenneth Crew (2012), Museum Policies and Art Images: Conflicting Objectives and Copyright Overreaching, Fordham Intellectual
Property, Media & Entertainment Law Journal, Vol. 22, 795 ff..
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2. Basic Elements of Trademarks.

Harmonized at the international level by TRIPs Agreement and the Paris Convention, national
trademark laws aim to establish a stable framework for the distribution of signs used as identifiers of
commercial sources in trade*. This ensures market transparency, reduces consumer search costs, and
enhances competition. The exclusive right granted to trademarks makes of them a strategic vehicle
for marketing in today’s global economy, and a legal tool that provides a competitive advantage in

the market®.

Art. 15 of the TRIPs Agreement offers a comprehensive definition of trademarks. In the EU, art. 3 of
the Trademark Directive 2015/2436 (hereinafter the TM Directive), and art. 4 of the Trademark
Regulation 2017/1001 (hereinafter the EUTM Regulation) provide an even broader definition, stating
that any sign capable of distinguishing the source of products and services can be protected as a mark.
Art 2 of Japanese Act No. 127 of the 13" April 1959, as amended (hereinafter Japanese TM law),
now defines trademarks more broadly than in the past®. In these countries, signs such as words and
visual elements, including logos, images and shapes, are covered as protectable subject matter.
Therefore, they can access protection as verbal, figurative, and shape trademarks when requirements

are met.

The EU, EU member states, and Japan adopt a registration-based system. Consequently, this report
will focus on questions, examples and implications related to the ability of CHIs to register signs in

these jurisdictions.

3. The Role of Trademarks in the Cultural Heritage Sector.

Trademarks serve to identify the origin of products and services, enhance trust and credibility by
ensuring consistent quality of products and services over time, prevent confusion, and promote
advertising-related investments’. They were not introduced to conserve or preserve cultural heritage,
nor to disseminate information about it. Trademarks do not aim to protect cultural property (unlike

national provisions on cultural heritage do) or works of art for a limited time (as copyright does).

The distinctive function is the most fundamental one, as stated by Shoen Ono - Shunji Miyama, Shin shohyoho gaisetsu (New
Overview of the Trademark Act), 3rd ed. 2021, Seirin-Shoin, 46 ff.

William Landes and Richard Posner (2003), The Economic Structure of Intellectual Property Law, Belknap Press of Harvard
University, Cambridge MA, 166 ff.

For the history of trademarks in Japan see Kenneth Port (1998), Japanese Trademark Jurisprudence, Kluwer Law International, 10
ff.; and Shoen Ono - Shunji Miyama, Shin shohyoho gaisetsu, cit.

See art. 1 of the Japanese TM Law and Kenneth Port (2007), Trademark and Unfair Competition Law and Policy in Japan, Carolina
Academic Press, 35.

(4]



However, trademarks are relevant to CHIs because they allow the protection of names, logos and
other signs that CHIs may use® within offensive or defensive strategies.

In an offensive strategy, CHIs register trademarks primarily to exploit them commercially through
licenses and collaboration agreements. Whether trademarks complement copyright or not, they offer
CHIs an opportunity to generate revenue that can support conservation, preservation, and educational
activities.

In a defensive strategy, CHIs register signs to prevent misuse by third parties®. This ensures
authenticity and security, protecting the value of products and services connected to cultural property.
A strategy may also combine defensive and offensive elements, where revenue generation is not the
primary goal. In such cases, trademarks can be used as marketing tools to promote the CHI or the

area where it is located, enhancing its attractiveness and boosting tourism.

Starting from these premises, examining the current state of art is a necessary first step in the

reasoning.

I1. The State of the Art: Examples and Remarks on CHIs’ Registrations.

1. Word and Semi-Figurative Trademarks Registered by CHIs.

(1) Initial Overview.

Registering at least one trademark is a common practice among major CHIs in various countries. In
Europe, many of these registrations concern the CHI’s name, as exemplified by the word trademark

registered by the Rijksmuseum in the Netherlands®®. Often, CHI names are visually represented, as

shown by the figurative or semi-figurative trademarks of the Louvre Museum in France®!, the Uffizi

8 Statement made during the interview with the Tokyo National Museum, held on the 2" of October 2025.

® Mira Burri, The protection of cultural heritage by trademarks, in Irini Stamatoudi (ed.), Research Handbook on Intellectual Property
and Cultural Heritage, EE, Cheltenham, 2022, 55 ff., spec. 61. The author refers to communities and traditional cultural expressions,
but defensive strategies can also be discussed here.

10 In 2015, the EU Trademark 014793137 was registered for the first time by the Stichting Het Rijksmuseum for classes 9, 13, 41. In
addition this CHI registered the EU word trademark 000738799 (Rijksmuseum Amsterdam) in 1999 for classes 9, 14, 16, 18, 20,
21,24,25,28,34,41.

11 The Etablissement Public du Musee du Louvre registered in 2011 the EU figurative trademarks 009856923 for classes 3, 4, 6, 8, 9,
14,16 - 21, 24, 25, 28, 35, 40 - 42, 011302775 for classes 9, 16, 18, 30 in 2012, and 012067583 for class 12 in 2013.



Galleries in Italy?, the Prado Museum in Spain3, the Neuschweinstein Castle in Germany'*, and the
Egyptian Museum in Turin (which is managed by a private foundation®®).

In Japan there are fewer examples of registered CHI names'®. Among them are the Museum of the
Imperial Collections!’ and the privately managed Karuizawa New Art Museum®®,

When a CHI’s name is generic or refers to a geographical area (e.g. National Gallery of Ireland?®), it
is likely that a secondary meaning has developed, or visual elements can easily contribute to
providing distinctive character to the sign. This indicates that the name of a CHI, along with its logo,
is not only the main “brand” of these institutions, but is also almost systematically eligible for

protection due to its distinctive character.

Apart from the aforementioned trademarks, it appears that no other signs are registered by European
CHIs. In Japan, while some museums have never considered registering a trademark?, others have
not registered their names, but alternative signs. For instance, the National Institute for Cultural
Heritage manages five national museums, including the Tokyo National Museum (TNM) and the
Kyoto National Museum (KNM). The TNM has not registered its name, but it has two semi-figurative

trademarks for celebrating the first 100 years of its main building, the Honkan?.
(2) Preliminary Observations.
Trademarks registrations and diversification in many renowned museums in Europe and Japan

suggest that CHIs capable of attracting large numbers of tourists view trademarks as a tool for

monetization. Their primary goal is to balance profit, which can be reinvested in preservation and

1

)

The Galleria degli Uffizi registered the EU figurative trademarks 017158114 for classes 3, 4, 6, 14, 16, 18 - 21, 24, 25, 27, 28 - 30,

35-37,39,41 —43in 2017; and 018764358 for class 14 in 2022.

13 The EU figurative Trademark 003814753 was registered by the Museo Nacional del Prado for classes 9, 16, 38 and 41 in 2004.
Interestingly, the word EU trademark 005789061 for classes 9, 16, 41 was registered by Museo Nacional del Prado Difusion, S.A.,
which is the company that manages the commercialization of the reproductions of the Museo Prado, products, printing and
publications based upon the museum exhibits since 2006. Related international registrations are now terminated because of
inactivity.

14 The figurative EU Trademark registration n. 003267945 for classes 3, 14, 18 by Freistaat Bayern dates of 2003.

15 The EU Trademark 1272402 was registered for classes 16, 25, 28, 41 by Fondazione Museo delle antichita Egizio di Torino (also
registered in Egypt and in the US).

16 After having led a search independently, Mr. Hiromichi Aoki, patent attorney at Yuasa and Hara, confirmed this information during

the interview of 17 November 2025

Semi-figurative trademark 6852935 for classes 16, 18 and 41, registered in 2023.

Trademark 6725999 for classes 16, 25 and 41 registered in 2023.

The Trademark 000259507 was registered in 1996 for classes 14, 16, 25 and the trademark 004873477 was registered in 2006 for

classes 16, 18, 20, 35, 37, 39 - 41. Both registrations were made by the Governors and Guardians of the National Gallery of Ireland,

a Board of up to seventeen members, of which ten are appointed by the Minister for Tourism, Culture, Arts, Gaeltacht, Sport and

Media, five are ex-officio holders, and two are nominated and appointed by the Royal Hibernian Academy pursuant to a power

bestowed on them in the 1854 Act. In 2016, the body also registered the figurative trademark 015123871 for classes 14, 16, 18, 20,

25, 35,37,39 - 41

Interview with the NationalMuseum of Modern Art,Tokyo (MOMAT), 9 October 2025.

Semi-figurative trademarks 6970011 (in Japanese characters and kanji) and 6970012 (in roman alphabet characters) for classes 9,

14, 16, 24, 28, 35, 41 and figurative trademark 6970010 for the same classes.

1
1
1
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educational missions, against the costs associated with operating a museum or a castle. Monetization
can occur through licensing agreements, allowing the owner to earn royalties and potentially reduce
costs??. Licences are particularly useful for selling merchandise in the CHI’s annexed shop or other
venues. Merchandising products are not grouped in a single class, so various (products and services
in several) of them must be selected. The willingness of CHIs to invest in merchandising initiatives
is evident in the number and (often) common classes of products and services chosen for registration.
With a registered trademark covering different classes, a CHI can conclude framework agreements
with third parties managing the museum shop?, or trademark licenses with market operators
interested in offering products for sales in the museum shop or nearby areas. Income can also be
generated through collaboration agreements, often used to optimize visits to the concerned CHI,
while accommodating various interests, including advertising or exhibition spaces for companies in
different fields?.

When a trademark is registered internationally, the ability to generate revenue increases in two ways.
First, through the conclusion of licenses or agreements at the international scale. Second, the presence
of a trademark abroad can pique the interest of locals to visit the concerned CHIs later. This leads to
medium- and long-term effects on the increased number of visits to the CHIs and the development
of the tourism economy surrounding them. In this context, regarding Japanese trademarks, it is
important to consider a double registration in Japanese and Roman characters, as overseas consumers

may not recognize signs in Kanji, Hiragana, or Katakana as source identifiers®.

Smaller CHIs may not register trademarks due to a lack of awareness about the potential benefits of
such exclusive right. Tey may also struggle to assess the return on investment, leading them to adopt
a conservative approach, or they might be understaffed, perceiving the management of a registered
sign as merely introducing additional costs.

Reviewing the Progress Reports of various CHIs provides valuable insights. The Louvre Museum’s
2024 report indicates impressively high profits generated from trademark use?®, while the Egyptian
Museum in Turin shows revenue from licences at approximately 65,000 Euros, with concessions
nearly doubling between 2023 and 20242". Given these features, it’s reasonable to consider that

trademark registrations in smaller CHIs could also generate revenue, with profits potentially

22 Among collaborations, see the ones between the Louvre and the Louvre Abu Dhabi.

2 Like it is the case for the TNM.

2 See, among others, the collaboration between the Louvre and Lancome, the Louvre and L’Oreal, the Galleria degli Uffizi and
Swatch, and the TNM and Sanrio.

%5 On this see Win Yan Lam (2017), Chinese Character Marks in the Eyes of the European Public, in EIPR 764, who argues that the
lack of distinctiveness does not appear to be an issue when applying for the protection of Chinese kanji before the EUIPO, partly
due to the limited knowledge of such characters.

% This is due to the long-term license that the Louvre Museum has with Louvre Abu-Dhabi (2007 —2047). The annual royalty/revenue
is of approximately of 20 million of Euros. See Louvre, Progress Report 2024,

27 See Report of 31 December 2024, B.1.4.



outweighing costs, albeit at a lower level. This is contingent upon prior planning of financial and
human resources dedicated to trademark management, alongside a merchandising or collaboration
strategy, ensuring genuine use of the registered sign and enabling the deployment of a defensive-
offensive strategy.

Regarding trademark management costs, beyond relatively low administrative expenses, policing
and enforcement costs must be considered?®. However, examining the databases reveals that
oppositions and other procedures concerning the aforementioned institutions are very limited in

number, suggesting that administrative and judicial enforcement costs are not substantial?°.

2. The Case of Mascots: a Japanese Peculiarity.

One of the distinctive aspects of Japanese culture is the affection for “kawaii” visual signs. This
fondness is evident in the creation of mascots that promote a wide range of activities, from company
services or products to educational initiatives aimed at teaching children about fire or traffic safety.
In the early 2000, Japanese municipalities began designing and using yuru-kyara to promote tourism.
Among the most famous mascots, Hikonyan® and linosuke®! (from Hikone) and Kumamon (from
Kumamoto) enjoy trademark protection for both their names and images. More recently, some CHIs
have registered figurative and semi-figurative trademarks representing mascots, such as the TNM,

which registered Tohaku-kun and Yurinoki-Chan®, and the KNM, which registered Torarin®3.

The main difference between CHI mascots and those registered by municipalities lies in their purpose
and use. While CHIs use mascots for monetization purposes, municipalities do not pursue this aim.
Instead, municipalities use mascots as marketing and communication tools to promote tourism,

offering non-exclusive trademark licences without fees3*. The primary goal is to maintain the

28 See Mathilde Pavis (2017), Where Copyright Ends, Trade Mark May Begin: the EFTA Court Allows Relay Races of IPRs over
Artworks, in JIPL&P 631 ff., who refers to dissuasive costs if compared to copyright.

2 The darts-ip database (accessed on October 10% 2025) indicates two opposition for the trademark of the Louvre (in the US, one of
2023 and one of 2025), one decision on infringement for cybersquatting concerning the trademark Galleria degli Uffizi (in the US
in 2020).

30 Figurative trademark 5104692 for classes 9, 14, 16, 25, 28, registered in 2008; n. 5411684 and 6042695 for the same classes and
classes 29 — 32 registered respectively in 2011 and in 2018.

31 Figurative trademark 6042696 for classes 9, 14, 16, 25, 28 — 32 registered in 2018.

32 See Registrations of 2012: figurative trademark 5506561 for class 18 (Tohaku-kun), Semi-figurative trademark 5518966 for classes
9, 16,24, 28, 30, 41 (Tohaku-kun), figurative trademark 5518968 for classes 18 and 24 (Yurinoki-Chan), semi-figurative trademark
5518967 for classes 9, 16, 28, 30, 41 (Yurinoki-Chan).

33 Semi-figurative trademarks 5967511 for classes 35 and 41, and 5991095 for class 35, both registered in 2017.

34 A two phases pilot project concerned the Hikonyan trademark. Following its results, a press release of 26 June 2024 declared that
the trademark fee for using the registered Hikonyan trademark was cancelleded. The observed results of the pilot test confirmed
that making trademark usage free of charge revealed highly effective not only for the primary objectives of "further expanding
trademark usage and discovering new products," but also from the perspective of branding of the city and Hikonyan itself. Therefore,
making trademark usage free of charge offers significant benefits for Hikone city and consequently, the free trademark usage starting
from the 1% of October 2024 is fully implemented.



consistency of the mascot’s image and name®®, with strict use conditions embedded in a design
handbook provided to licensees. This illustrates that CHIs may adopt an offensive strategy based on
trademarks (and copyright). However, using trademarks on mascots in a defensive-offensive manner

could also benefit smaller CHIs that are more hesitant to register signs.

In addition to these signs, others may be considered for registration, such as the names of exhibited
artists, titles of (exhibited) works, 3D sculptures or paintings or their graphical reproduction, or even
the graphical reproduction of the building housing the CHI collection®®. Beyond strategic and
operational considerations regarding these registrations, a legal analysis must be conducted
concerning the registration of signs that reflect artistic, technical, cultural, and historical significance

and values.

III. Registrations of Signs Reflecting Cultural Significance and Value, and
Related Legal Issues.

1. Background on Registrations of Culturally Significant Signs.
(1) Defining the Issue.

Signs that reflect cultural significance and value, such as cultural properties, their representations,
titles of artworks, and artists' names, serve as valuable resources for cultural education. They may
also act as regional and tourism assets®’.

With few exceptions®

, most Trademark Acts lack explicit provisions regarding the protection or
exclusion of these cultural signs. In Europe, some CHIs have registered such signs. Examples include
the image of the Veiled Christ sculpture®®, the Nebra Sky Disk*, and titles of works, like the Skrik

(The Scream) of Edvard Munch*!. Similarly, in Japan, municipalities have registered the shapes of

35 In 2011 the municipal government of Hikone took legal action against the mascot’s designer, alleging that he had created another
fictional character that was esthetically very similar to Hikonyan and had a similar name (Hikone-no-yoi-nyanko). The municipality
claimed trademark infringement and sought an injunction of this new character. The case was ultimately settled in court.

3 Riina Elster Pantalony (2013), Managing Intellectual Property for Museums, WIPO Report, WIPO Edition, 20.

37 See Japanese Patent Office (JPO) Trademark Examination Manual, 42.107.05 on Handling of Applications for Trademark
Registration Filed for Marks with Historical, Cultural or Traditional Value.

38 One of the exceptions can be found in art. 19.3 of the Italian Industrial Property Code.

39 BU figurative trademark n. 018054287 for classes 9, 14, 16, 18, 21, 25, 35, 38, 41, 43 registered by the Italian Museum Chapel
(Cappella) Sansevero srl (Limited liability company) in 2019.

40 EU figurative trademark n. 009763475 for classes 14, 16, 18, 21, 25, 28, 30 registered by the Land Sachsen-Anhalt, vertreten durch
den Ministerprisidenten, dieser vertreten durch den Direktor des Landesamtes fiir Denkmalpflege und Archéologie Sachsen-Anhalt
in 2011 and not renewed.

4 EU word trademark n. 1194596 for classes 9, 14, 16, 18, 21, 24, 25, 28, 42 by the Oslo Kommune Munchmuseet in 2013.



national treasures and important cultural propertieslike Hikone Byobu*? and Edo-hitomezu Byobu®
(painted folding screens). Historically, the TNM was registering pieces or reproductions of artworks

in its collection for its image rental service **.

Certain cultural properties or titles*® that CHIs (or other public entities) have registered, or could
register, as trademarks may encompass works of art that are still under copyright protection or in the
public domain. Typically, national treasures, important cultural properties and cultural properties are
in the public domain, copyright-wise, as are their titles. However, works in modern or contemporary

art museums, some digital reproductions, and mascots may be under copyright protection.

This results in a combination of copyright and trademark protection for artistic works, their images,
and titles. Artists' names, while in the public domain from a copyright perspective, may be protected
by other regulations outside this study's scope. Nonetheless, these names too are culturally significant,

raising concerns about their availability versus appropriation through trademarks.

To design a legal framework that promotes cultural production without hindering economic or
cultural growth, questions arise about the appropriation of signs in the public domain, and the
potential for multiple, (not only simultaneous but also) diachronic overlapping protections. The
answers to these questions affect the free availability of culturally significant signs and have

implications for both economic factors and freedom of expression.
(2) Outlining the Solution.
The overlap between copyright and trademark protection has occurred frequently due to the

expansion of their respective subject matters and the broad scope of trademark law*. Generally,

national laws do not explicitly exclude the registration of signs solely because they are protected by

42 Trademark n. 4385431 of 2000 for classes 3, 4, 11, 14, 16, 18, 20, 21, 24 - 27, 30, 32, 33, 42 by Hikone City. The author thinks it
is worth noting that the name in Kanji Z#RJ#/@lis registered by a third party in the tea sector since 1986.

43 Trademark n. 5611135 of 2013 for classes 9, 16, 30 by Tsuyama City (Okayama prefecture).

4 Information gathered during the interview with TNM on October 2nd, 2025, revealed that the management of these trademarks
generated substantial revenue for TNM, approximately twenty-five million yen in its fiscal year of 2022. At present, TNM does not
register these trademarks in order to focus on the Government's Open Data policy rather than exclusive rights on individual works
already in the public domain.

4 Titles may enjoy copyright protection in different jurisdictions (e.g. France), while they are expressly excluded from copyright
protection in others (US).

46 Trademark law serves multiple functions in particular under EU law.



copyright. However, several laws do mention the inability to register a sign if it would infringe upon

a third party's copyright*’.

From a strategic perspective, diversifying the meanings of signs can enrich their societal value?®.
Operationally, obtaining trademark protection in addition to copyright, or after a work enters the
public domain, can yield greater economic benefits than either regime alone. Beyond the ability to
collect royalties, the advantage of holding a trademark lies in the reduced transaction costs associated
to probatory aspects in a litigation. It is often easier to prove the likelihood of confusion or risk of
association with signs (and thus, trademark infringement) than to demonstrate that unauthorized use

of a creative work is not covered by exceptions or fair use (and thus, copyright infringement).

This combination of elements may explain why in Europe, companies have actively registered
representations of paintings such as The Milkmaid by Johannes Vermeer*®, Federico da Montefeltro
by Piero della Francesca®, The Duke of Este by Diego Velazquez®!, and Mona Lisa®. Additionally,
the Skrik by Edvard Munch was registered for alcoholic and non-alcoholic beverages in the EU®.
Artists’ names have also been targeted by private entities: the name Edvard Munch has been
registered by both the Munch Museum and the company Rosmersholm®*. Indivision Picasso
registered two figurative trademarks reproducing Picasso’s name, along with three word trademarks®.

Furthermore, the Estate of George Orwell’s heirs planned to register the famous writer’s name, and

47 See para 15.3.4 of Danish Trademark Act, art. 29 of the Japanese law. See Osaka District Court, 24 February 1976, Showa 49 (Wa)
No. 393, deciding that the use of the semi-figurative Popeye trademark was not distinctive, but merely decorative. And Supreme
Court, 20 July 1990, Showa 60 (O) No. 1576, holding that Where, at the time of application for registration of a trademark that
evokes the concept and pronunciation of a manga protagonist, the name of said protagonist was already widely recognized by the
public as inseparably linked to the character image evoked by the manga, and where, under the circumstances stated, a mark
consisting solely of the characters of the protagonist's name is affixed to goods with the permission of the copyright holder of the
manga, the trademark owner of the registered trademark may not assert infringement of the trademark rights of the registered
trademark with respect to said mark, as such assertion constitutes an abuse of rights. The Popeye trademark 536992 for class 36
registered in 1959 was invalidated approximately thirty years after its registration.

48 Rochelle Dreyfuss (2021), Cultural Heritage and the Public Domain: What the USs Myriad and Mayo can Teach Oslo’s Angry
Boy, in Niklas Bruun, Graeme Dinwoodie, Marianne Levin, Ansgar Ohly (eds.), Transition and Coherence in Intellectual Property
Law, Cambridge University Press, 322 ff.

4 EU figurative trademark registration n. 002998334 for classes 5, 29 and 30, owned by Nestle, has become a well-known trademark
in France. On this see Senftleben, (2017), Vigeland and the Status of Cultural Concerns in Trade Mark Law — The EFTA Court
Develops More Effective Tools for the Preservation of the Public Domain, 683 ff.

50 Several Italian trademarks embedding the painting are registered, i.e. 362017000019672 for delicatessen, 362017000019689 for
ricotta cheese. These figurative trademarks have slightly different colors. Another representation of Federico da Montefeltro in
black and white and with a headset from which music comes out is in registration 362017000044292

51 EU figurative trademark registrations n. 001446327 for class 30, and n. 011094761 for class 29 by the Italian company Aceto
balsamico del duca di Adriano Grosoli stl.

52 EU figurative trademark registration n. 013491782 for class 31 by Hispalco SA, a Spanish company.

%3 International Registration 1179290 for classes 32 and 33, owned by the Norwegian company Rosmersholm as. The trademark was
also registered in the US, but it was cancelled because registrant did not file an acceptable declaration under Section 71.

5 The EU word trademark n. 009316852 for classes 2, 3, 6, 8, 9, 14, 16, 18, 20, 21, 23 - 25, 26, 28, 30, 34 - 39, 41, 42, 45 was
registered by the Munch Museum in 2013. The EU word trademark n. 0961315 for class 33 was registered by the Norwegian
Company in 2008. In this case, no overlap exists as to class 33.

%5 See the BU figurative trademarks n. 010076743 for classes 9, 16, 41 registered in 2011; n. 018666841 for classes 3, 4, 9, 12, 14 -
16, 18, 20, 22, 24 - 26, 28, 34, 35, 36, 38, 41-45 registered in 2022, and the EU word trademarks n.

003926326 for classes 2, 9, 16 of 2005, n. 000614867 for class 12 and n. 000765586 for classes 9, 16, 42 of 1999.



the titles of two of his most renowned works. A decision on the registrability of Orwell’s name has
just been issued and two decisions on titles of two famous books of this author are currently pending
before the Grand Board of the EUIPO, as will be discussed in the next paragraph. This illustrates that
when registration is feasible, CHIs must act swiftly, as private market operators may register
culturally significant signs first. When private entities register such distinctive signs, CHIs' ability to
register the same sign for certain classes is potentially limited®®, which can negatively impact their

monetization and tourism development strategies.

Several authors argue that overlaps in protection from different IP system rules result in unjustified
overprotection®. However, the TRIPS Agreement and the Paris Convention were designed with
minimum standards, not binding ceilings®®. Consequently, IPRs may be used cumulatively unless
specifically prohibited®. This means that the combination of different protections is generally not
problematic, as the rights may pertain to different intangible subject matters or pursue different

objectives.

That being said, preconditions for the proper functioning of IPRs in the domains of culture
(copyright) and trade (trademarks) can be seen as inalienable imperatives in configuring their
respective protection systems. These imperatives are those of fostering cultural follow-on innovation,
which stems from checks and balances in copyright, and the one on market transparency that is
inherent in trademark law®. To safeguard these imperatives, legislation and case law provide
measures against dysfunctional cumulation concerning copyright and trademark overlap. While
courts have often recognized cumulation, there are instances where it becomes dysfunctional,

distorting competition or causing one IPR to undermine the rationale and objectives of another®?.

% Jens Schovsbo, Thomas Riis (2023), Trade Mark Protection of Works of Art: Or What is the Life Expectancy of a Mermaid, in EIPR,
646 ff., discuss the potential registration of the title of the Danish sculpture The Little Mermaid as a trademark once the work enters
the public domain in 2029. They note that Disney holds an EU word trademark n. 000414193 for classes 16, 25 and 28 registered
in 1996. It is worth noting, however, that some signs co-exist: for instance EU figurative trademark registration n. 1187098 also for
class 33 by the Oslo Kommune Munchmuseet and the one by Rosmersholm as in class 33 mentioned above in footnote 52.

57 See Mark McKenna (2009), An alternate approach to channeling, in William and Mary Law Review 873 ff.. Gustavo Ghidini
(2018), The protection of (three dimensional) shape trademarks and its implications for the protection of competition, in Irene
Calboli, Martin Senftleben (eds.), The protection of Non-Traditional Marks: Critical Perspectives, OUP, 203 ff.; Irene Calboli,
Hands-off “my” colors, patterns and shapes! How non-traditional trademarks promote standardization and may negatively impact
creativity in innovation, in Irene Calboli, Martin Senftleben (eds.), The protection of Non-Traditional Marks, loc. cit., 287 ff..

8 Annette Kur, Henning Grosse Ruse-Khan (2011), Enough is enough — the notion of binding ceilings in international intellectual
property protection, in Annette Kur — Marianne Levin (eds.), Intellectual Property Rights in a Fair World Trade System, EE 359 ff.
See also Thomas Dreier (2001), Balancing Proprietary and Public Domain Interests: Inside or Outside of Proprietary Rights, in
Rochelle Dreyfuss, Diane Zimmerman, Harry First (eds.), Expanding Boundaries of Intellectual Property: Innovation Policy for
the Knowledge Society, Oxford Academic, 295 ff..

59 Such as in the case of recital 26 and art. 13.3 and 14.2 of Directive 2024/2823 on the legal protection of design, stating that in order
to prevent improper registration and misappropriation, States may provide grounds for non-registrability or invalidity of design
containing a total or partial reproduction of elements belonging to cultural heritage that are of national interest.

60 Martin Senftleben, The Copyright/Trademark Interface. How the Expansion of Trademark Protection is Stifling Cultural
Creativity, Kluwer Law International, 2021.

61 Shoen Ono, Shunji Miyama, Shin shohyoho gaisetsu, cit., referring to Soseki Trademark Registration Case, Toshio Suzuki, Practical
Studies and Copyright (Vol. 1), 99 ff.
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This is evident in the numerous applications by private parties rejected by the Japanese Patent Office
(JPO)®2, except for the title Mona Lisa in katakana®. For example, rejections included the name
Hokusai (primarily used in the sake industry) ®*, the title Anne of Green Gables®®, and the extension
of the figurative trademark The Skrik by Rosmersholm, as the JPO found the sign would cause
confusion with the Norwegian Collective Management Organization managing rights for visual

artists®®.

When addressing dysfunctional cumulation, various arguments can be employed to deny trademark
protection.

Information on the grounds of refusal used to accept or exclude the appropriation of signs with
cultural value can be found in case law or in soft law instruments, such as trademark examination

guidelines or manuals, when available.

2. Absolute Grounds of Refusal of Trademark Registrations that Maintain
Flexibility and Create Some Legal Uncertainty.

(1) (Lack of) Distinctive Character and Descriptive signs.

Art. 7.1.b) of the EUTM Regulation and 4.1.b) of the TM Directive stipulate that registration cannot
occur for trademarks lacking distinctive character. Art. 7.1.c) of the EUTM Regulation and 4.1.c) of
the TM Directive address trademarks consisting solely of signs or indications that may be used in
trade to designate the kind, quality, quantity, intended purpose, value, geographical origin, or time of
production of goods and service, among other characteristics. This provision applies to word
trademarks, but also to figurative and shape trademarks. A shape that aligns with the idea or

generalized representation the relevant public may have of the goods for which registration is sought

62 See Sun Business Co., Research on the protection of trademarks related to history and culture, Report February 2018 (accessed
in the English version as translated by DeepL).

83 JPO Board of Appeal case no. 2020-9377, Gazette issued date: May 28, 2021, reversed the decision of the JPO and accepted the
registration by a market operator of €7~ U 4| for class 31. The Board acknowledged the significant recognition of the world-
famous painting Mona Lisa among the general public in Japan. Nonetheless, the Board questioned whether the goods in question
were closely related to works of art and art exhibitions associated with the term Mona Lisa. Additionally, the Board determined that
the term was not used to promote or develop specific regions linked to the painting in connection with the goods in question.
Consequently, the Board concluded that the registration of the disputed mark is unlikely to pose a sufficiently serious threat to a
fundamental interest of society when used with goods in class3 1. Therefore, the mark Mona Lisa was not refused and art. 4.1(vii) of
the Trademark Law did not apply.

64 Patent Office Administrative Decision, 22 July 2025 on application 2022-95238 and on application 2022-95237 (Hokusai
Assemblage); Idem, 7 March 2013 on application 2007-117902; contra see Idem,9 May 2023 on application 2021-127517,
accepting the registration of “re: HOKUSAI”.

85 The IP High Court Decision, 20 September 2006, Heisei 17 (Gyo-Ke) No. 10349.

8 The provisional order of refusal of 31 July 2014 also stated “If the applicant is permitted to obtain this trademark registration by
the above organizations, the above reason for refusal will not apply to this application provided that a document proving to that
effect is submitted to the Japan Patent Office (JPO) through the intermediary of a representative domiciled in Japan”. The refusal
was confirmed on 23 July 2015 by the First instance Examination Division JPO #jp-wo-1179290.
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can be as descriptive as the linguistic or semantic expression describing them in words. This also
concerns the graphic representation of three-dimensional shapes. And the rule applies based on the

classes of products chosen.

Art. 3.1 of the Japanese TM law outlines requirements a sign must meet to enjoy protection. The first
requirement pertains to the sign's ability to act as a source identifier®’. A sign must be distinctive and
not descriptive. This rule explains various instances where signs cannot be registered, such as when
they commonly indicate, for goods, the place of origin, place of sale, quality, raw materials, efficacy,
intended purpose, shape (including packaging shape), method or features like time of production or
use, quantity, or price, or for services, the location of provision, quality, articles used in provision,
efficacy, intended purpose, modes, method or features like time, quantity, or price of provision (art.
3.1(ii1)); a common surname or name (art. 3.1(iv)); or a sign by which consumers cannot recognize
the goods or services as belonging to a particular person's business (art. 3.1(vi)). The same article

specifies that consumers may eventually recognize the sign as a source identifier through its use.

(1) Distinctiveness, Descriptiveness, Cultural Properties, and Their Representations.

In Europe, cases involving national applications by private parties across various member states have
determined that representations of cultural properties may lack distinctiveness, even when the target
products are not merchandising goods.

In 1997, a German Court denied protection for the Mona Lisa by Leonardo da Vinci because the
applicant failed to establish the distinctiveness of the visual sign®. The court argued that the painting
was commonly used by third parties in advertising, thus becoming part of established trade practices.
Consequently, the public would not associate such a sign with an indication of source; they would
merely view it as an advertising tool. Subsequent decisions have upheld this stance, specifically
concerning the Mona Lisa®.

In 2017, the Court of Appeal of the Hagues in the Netherlands ruled that the painting Night watch™
by Rembrant could not be registered as a trademark in the Benelux countries due to a lack of

distinctive character. This was attributed to the painting's significance and widespread recognition,

67 Tokyo High Court Decision, 25 March 1981, Intangible Property Case Reports Vol. 13, No. 1, 333 / Tokyo District Court Decision,
11 July 1980, Intangible Property Case Reports Vol. 12, No. 2, 304, TV Manga Case.

% German Federal Patent Court, 25 November 1997, case 24 W (pat) 188/96, Mona Lisa, GRUR 1998, 1022 ff..

8 See two examples from Dutch Constituent countries in the Carribean. First Instance Gerecht in Eerste Aanleg van Curacao, 2 July
2023, rejecting the application of a Chinese Company of the Mona Lisa painting on the ground of lack of distinctiveness. And
provisional Order of Sint Marteen, 14 June 2023, IRN 1694418 a.

0 Court of Appeals of the Hague, 29 August 2017, Case 200.205.771/01 decided on the painting actually called Militia Company of
District II under the Command of Captain Frans Banninck Cocq. The ruling does not address the fact that the National IP office
(the BOIP) also rejected the application on the grounds of public policy, on which see infia I11.3.
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which rendered the sign non-distinctive and perceived by the public merely as a painting and
decorative element. Interestingly, the EUIPO accepted Night Watch as an EU figurative trademark’?,
affecting Dutch territory as well. The reason is that the EUIPO is not obligated to adhere to decisions
on distinctiveness made by national courts, such as the Court of Appeals of Brussels within the
harmonized Benelux trademark system, because the EU trademark system is an "autonomous system
with its own set of objectives and rules peculiar to it; it applies independently of any national

system”’?,

In Japan, two relevant sections of the JPO Trademarks Examination Manual provide insights into
how examiners might handle these signs. Section 42.107.07 of the manual addresses signs consisting
of famous illustrations and paintings, specifically two-dimensional drawings of objects, including
pictures and drawing of works of art. This section does not apply to mascot characters of animation
programs, comics, or games, but includes paintings or illustrations created by depicting these
characters as objects. A painting or illustration is deemed famous based on the reputation or fame of
the work and its author, as well as its presence in books and exhibitions in museums. The second
relevant section, 42.107.05, pertains to cultural products, including shapes and their representations.
Cultural products on the world heritage list, designated as national treasures or important cultural
property are considered widely renowned, along with those published in books, available on the
internet, or created by well-known authors. Both sections of the operational document refer to art.
3.1 (i11) and (iv) of the Japanese TM law as relevant rules for assessing the registrability of the

concerned sign.

If a sign consisting of a famous painting can be associated with the content of designated goods and
services, it should be considered as indicating the quality of these goods and services, thereby falling
under art. 3.1.(iii)"3. Additionally, signs can be used for decorative purposes. In certain industries,
such as sake or clothing, it is common to use paintings as designs on goods. Similarly, when paintings
are used on mugs and other merchandising material, many people might recognize them as
reproductions of famous works, viewing them as decorative elements chosen to enhance
attractiveness rather than as identifiers. While assessing this, it is crucial to consider the degree of
recognition of the cultural product and the relationship between the cultural product or famous

painting and the designated goods or services. The manual also states that using reproductions of

™ See registration 017580101 of 2 August 2017 and also registration 016613903 of 4 May 2018.

72 EUCI, 6 September 2018, C-488/16 P, Bundesverband Souvenir — Geschenke — Entrepreise (Neuschwanstein), para. 72.

8 The manual refers to goods of class 16 (paintings) and 41 (exhibition of paintings), but others merchandising products can be
concerned too.
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folding screens for such goods would be perceived by consumers as a decorative design, thus

invoking art. 3.1.(iv).
(i1) Distinctiveness, Descriptiveness, Names, and Titles.
(a) Names of CHIs Premises.

Regarding word trademarks, not only names of authors’, but also names of CHIs premises have been
rejected. the Federal Supreme Court of Germany in 2023 confirmed that the sign “Kolner Dom” for
typical souvenir products lacks distinctive character’. The Court determined that consumers would
perceive the sign, which combines the name of a place and a generic name of a building — also
recognized as a World Heritage site by UNESCO - as a decorative element and as an indicator of

geographical origin, rather than as an identifier of the manufacturing source.

Section 42.107.05 of the JPO Trademarks Examination Manual states that when a sign consists solely
of names and figures of existing public building structures (such as bridges, towers, statues, and other
buildings owned or managed by national, local, or other public organizations), under certain
conditions’®, the application is considered to indicate the place of origin or sale of the related goods.

Consequently, art. 3.1.(ii1) of the TM law applies.
(b) Title of works.

In the EU, two decisions of the Grand Board of the EUIPO are pending. They concern applications

for registering the titles of two of George Orwell’ most renowned books, Animal farm and 198477

7 PbatG, NJOZ 2008, 625, Leonardo da Vinci case; Higher Regional Court of Dresden, NJW 2001, 615 f. Johann Sebastian Bach
case.

> Bundesgerichtshof, 12 October 2023, 1 ZB 28/23 in GRUR Int. 2024, 1084.

76 When consumers recognize a name or figure as representing a sightseeing area, and when they identify the goods as having been
produced and sold at that specific location.

7 Grand Board EUIPO, 19 December 2025, R 2248/2019-G, has stated that the name George Orwell lacks distinctive character. For
this case and those concerning the titles Animal farm and 1984, the Grand Board was convened due to conflicting decisions by the
EUIPO's Board of Appeal regarding the protection of famous persons' names. For example, in 2017, Museo Gaudi was deemed
descriptive for classes 9, 16, and 41, whereas in 2015, Janis Joplin, despite her fame, was considered sufficiently distinctive for
classes 9 and 41. Other registered names include Vincent Van Gogh, Picasso, and Rembrandt, as noted by Gordon Humphrey in his
presentation, Trademarking Culture and Tradition: Protecting or Profiteering?, presented at the Botticelli v. Wharol: Comparative
Perspectives on the Use of Cultural Heritage Images conference in Florence on 12-13 June 2025. In Japan, the relevant section of
the examiner’s manual on the registration of famous persons is 42.107.04. In addition, Examination Standard 3-1-3(3)(2) can
provide help in understanding whether the name of an artist to be registered as a trademark may fall under art. 3.1(iii). The IP High
Court, 17 December 2013 held that the applied-for trademark LADYGAGA used on "records, music files that can be received and
stored using the Internet, pre-recorded video discs, and videotapes" was recognized by consumers and traders as indicating the
quality (content) of the goods. Therefore, the trademark applied for fell under art. 3.1.(iii). This reasoning may reasonably be
extended to authors’ names registered for works or exhibitions of works and it might also extend to merchandising material. The
question remains whether an application designating artist production-related goods using the name of the creator before he or she
is widely recognized can be refused as indicating the content of the designated goods.
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The applications for the books’ titles and for the author’s name are for the same classes: 9, 16 and 41.
The pending cases involve assessing whether the title of a famous and well-known book will merely
be perceived as indicating the content or subject matter of books, films, games or entertainment
services, thus being descriptive and lacking distinctive character, or whether additional factors must
be present to reach this conclusion. The decisions, already expected by the end of 2025, will be
evaluated based on the descriptive element and distinctive character under arts. 7.1 b), 7.1 ¢) and art.

165.3 b) of the EUTM Regulation.

Under Japanese TM law, book titles indicate both the source of goods and the content of the work.
Registering a title as a trademark to designate a specific type of book (and "a certain type of goods
in general") and granting exclusive rights to a single individual would restrict the full utilization of
many works. Examination criteria state that for goods such as "books", if a trademark is recognized
by consumers as a title and that title is deemed to convey specific content, it is judged to indicate the

t. 78

"quality" of the goods by conveying their conten In other words, titles are generally not

inherently distinctive. Secondary meaning might assist in having them registered®.

(ii1) Conclusion.

The traditional distinctive function of a trademark sets boundaries on the scope of this form of
protection. A sign must be used as an origin identifier, rather than for its expressive and creative value.
This suggests that it should not be possible to register a sign with cultural value, potentially extending
expired copyright, unless the sign indicates the source of the goods. The average consumer in a
territory must perceive the verbal, visual or shape sign with cultural significance as an indication of
the commercial origin for categories of goods, such as merchandising material. Typically, it is
challenging to demonstrate that the depiction or 3D reproduction of a work of art on merchandise is
regarded as a source identifier. Consumers usually perceive the motif as part of the product or as a
decorative element, not as information about the manufacturer. The requirement of distinctiveness
means that if a work of art is unlikely to be perceived as a mark, it should not be protected. This
explains why examples of rejection on this ground can be found at both the national and EU levels,
and why the Japanese trademark manual aligns with this reasoning. A similar approach applies to the

titles of works.

8 Tokyo District Court Decision, November 12, 2009, Morning Banana Diet Case. The court denied infringement of "Morning
Banana", stating it was merely displayed as part of the title indicating the book's content.

8 Marks with a character strongly indicative of origin rather than content are exceptionally registered. See Examination Standard 3-
1-3(3)(1)(e). Tokyo High Court Decision, 12 April 1978, Mutai Shii Vol. 10 No. 1, 144, Art Yearbook Case. For example, the
Gakushti Hyakka Daijiten (Learning Encyclopedia Encyclopedia) was once registered.
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The rejection of trademarks due to lack of distinctiveness or descriptive character presents several
challenges. Firstly, the assessment of a protectable trademark is fact-sensitive and can only be
analyzed on a case-by-case basis. Additionally, the descriptive nature of photographic or 3D
reproductions of cultural properties or titles of works would bar registration only if sought for goods
and services that the average consumer associates with the cultural sector®, not other sectors. This
implies that the area of granted protection (or public domain) varies depending on the applicant’s
strategy®!. Secondly, examiners may take different positions on very similar cases, which does not
contribute to a stable and harmonized set of outputs. Thirdly, the applicant may achieve
distinctiveness through the use of a sign®, including through advertising or other business-oriented
strategies. For instance, authors have argued that aggressive copyright enforcement while protection
is still available could impact the distinctive character of a sign, as consumers may perceive the

manufacturing as under the control of a single entrepreneurial entity®.

These variables confirm the system’s flexibility and introduce opportunities for companies and
entities wanting to proactively engage in the market, as well as for CHIs seeking additional revenues
to reinvest in preservation, education initiatives, or marketing tools for promotional purposes.
Conversely, these variables create uncertainty regarding the status of signs, introduce schemes that
reduce the public domain’s scope, and potentially facilitate the pooling of exclusive rights protection

in the hands of certain operators.

(2) Bad faith Registration.

Under art. 59.1.(b) of the EUTM Regulation and art. 4.2 of the TM Directive, bad faith can be invoked
as a ground for invalidation. The EU Court of Justice (EUCJ) has clarified the ambiguous boundaries
of this notion across various decisions. In the Lindf®* case, the EUCJ determined that bad faith could
potentially be present alongside relevant objective factors, such as awareness of a third-party’s use
of a sign, intent to prevent a third party from using the trademark upon applying for protection, and
the degree of legal protection enjoyed by the sign. In the Koton®® case, the EUCJ held that bad faith
exists when substantial and consistent evidence shows the applicant did not file the application to

participate fairly in competition. Instead, there is an intent to harm the interests of third parties in a

80 European Copyright Society (2017), Opinion, Trade Mark Protection of Public Domain Works, cit.

81 And incidentally this explains why some private market operators could easily register some signs with cultural significance.

82 See art. 7.3 of the EUTM Regulation, and 4.4 of the TM Directive. In Japan see art. 3.2 of the TM law.

8 In this way constant copyright enforcement can be a trick to overcome the hurdle of distinctiveness and enable leveraging protection
from one IP system to another according to Jens Schovsbo, Thomas Riis, Trade Mark Protection of Works of Art, cit.

8 EUCJ, 11 June 2009, C-529/07 Chocoladefabriken Lindt and Sprungli AG v. Franz Hauswirth GmbH.

8 EUC]J, 12 September 2019, C-104/18 P, Koton Magazacilik Tekstil Sanayi ve Ticaret AS v. EUIPO.
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manner inconsistent with fair practice or to obtain an exclusive right for purposes other than those
covered by the functions of a trademark. In Sky v. Skylick®, the EUCJ considered that bad faith
subsists if the applicant intends to harm the interests of third parties in a manner inconsistent with
honest practices. This might occur in a trademark application without any intention of using the
trademark for the goods or services indicated. However, merely finding that, at the time of filing, the
applicant does not engage in an economic activity corresponding to the goods and services indicated
in the application is not sufficient to establish bad faith. This multi-step definition does not make it

less challenging to identify dishonest intention in the party accused of bad faith®’,

In Japan, there is no specific absolute ground of refusal based on bad faith. However, the notion is
implicitly referenced in art. 4.1.(xix), which can be used to justify rejections of applications made

for unfair purposes, provided that several conditions are met in the concerned case®®.

(1) Representations of Cultural Property.

Two cases involving the famous graffiti artist Bansky, whose works are also featured in museums,
were brought before the cancellation division of the EUIPO. Bansky, whose identity remains
anonymous, declared through his representatives Pest Control that he intended to register his works
The Monkey and The Flower Thrower as EU trademarks to prevent commercial use by third parties®.
The cancellation division ruled that securing rights in this situation is not part of the trademark
function, and found the owner's actions inconsistent with honest practices, as the signs were
registered without the intention to use them. Consequently, the applications were deemed to be in
bad faith®. A year later, in June 2021, four other registered trademarks owned by Pest Control were
declared invalid, also due to bad faith. While the decisions regarding The Flower Thrower and the
trademarks cancelled in 2021 became final, the decision on 7he Monkey was appealed. The Board of
Appeal rejected the bad faith claim, stating that trademarks may be registered to prevent others from

using the signs, which is the normal purpose of a trademark registration and does not immediately

8 EUCJ, 29 January 2020, C-371/18, Sky plc and Others v. Skykick UK Limited and Skykick Inc.

87 Jennifer Davis, Lukasz Zelechowski (2023), Bad Faith, Public Policy and Morality’ How Open Concept Shape Trade Mark
Protection, IIC 859 ff.

8 The sign for which an application is submitted must be: i. identical or similar to a trademark that is well-known among consumers
in Japan or internationally, ii. used for gaining unfair profits, causing harm to others, or serving any other unfair purpose. Notably,
in the Anne of Green Gables case, Heisei 17 (Gyo-Ke) No. 10349, 20 September 2006, cit., the court rejected the trademark based
on art. 4.1.(vii) rather than art. 4.1.(xix). This indicates that the presence of the latter article does not preclude a broad interpretation
and application of the former (see below I11.3(1)).

89 Banksy intends to remain anonymous, which hinders his ability to exercise copyright. To do so, he would need to disclose the
transfer or licensing of protection to his representatives, compromising his anonymity. Consequently, he opted for trademark
protection instead of copyright.

% EUIPO, 14 September 2020, Full Colour Black Ltd v. Pest Control Office Ltd (The Flower Thrower) Cancellation 33843 C
(invalidity) 2020 ETMR 58. EUIPO, 18 May 2021 Full Color Black Ltd v. Pest Control Office Ltd (The Monkey), Cancellation
39873 C (invalidity).
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constitute bad faith, provided the applicant is the rightful owner®. The fact that the five-year period
of non-use had not yet elapsed weighed in favour of the applicant, as the Board considered it could
not be assumed there would have never been an intention to use the marks or allow third parties to

use them as licensees®2.

If the case occurred in Japan, it is possible that the lack of intention to use a sign would be considered
contrary to art. 3.1.(main paragraph) . This provision requires that registration is for signs “to be
used”, interpreted as “trademarks that are being used or those for which there is a genuine and sincere
intention to use”®*. Therefore, the applicant must confirm the use or intention to use the trademark.
However, while the JPO does not regularly scrutinize such use, a mere declaration of intention could
be considered insufficient for this purpose, necessitating a likelihood of future use. The subjective

intent remains difficult to examine, though.

Alternatively, to protect cultural properties, relevant provisions may be applied to prevent individuals
from monopolizing marks related to history and culture. This can be achieved through art. 4.1.(xix)
)95

or, more likely, art. 4.1.(vii)*, as will be discussed in the next paragraph II11.3(1).

(i1) Conclusion.

The assessment of bad faith is influenced by subjective elements closely related to specific facts and

contexts, which are not always easy to predict.

For example, the intention to genuinely use the trademark is a requirement for establishing the good
faith of the registration. The raison d'étre of this requirement is not to evaluate the commercial
success or review the economic strategy of a trademark proprietor, but to ensure that the use does not
solely aim to preserve the rights conferred by the trademark®. From this perspective, bad faith may
be the argument used by third parties to invalidate a trademark registered by CHlIs, if it is part of a
merely defensive strategy without any planned use. The main challenge arises from the fact that, in

the EU (and Japan), applicants are not required to lodge evidence of use, nor are they routinely

%1 Fifth Board of Appeal EUIPO, 25 October 2022, Case R 1246/2021-5.
92 As reported in Enrico Bonadio, Siri-Helen Egeland, Olivia Jean-Baptiste (2023), From the Flower Thrower to the Monkey and
Beyond: Bansky's Trade Marks’ Battle Continues, EIPR, 487 ff., actions have also been taken against the UK registered word and
figurative trademarks BANSKY on the ground of lack of genuine use.
9 The IP High Court Decision, 31 May 2012, Hanrei Jiho No. 2170, 107, RC TAVERN Case.
9 Report of the current law revision Council Explanation 70, as mentioned by Shoen Ono, Shunji Miyama, Shin shohyoho gaisetsu,
106

% See above footnote 88.

% EUCJ, C-40/01, 11 March 2003, Minimax case. See also Stefan Martin, Genuine Use of a mark without a single sale. Possible?
Yes, says the General Court, in JIPL&P 2021, 11 ff., commenting on T-677/19, SYRENA.
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required to file a declaration of intent to use their trademarks®’. This makes proving bad faith more

difficult and may deter claims of it.

A second example of the complexity associated with bad faith is illustrated in Bundesverband
Souvenir v. EUIPO®®. The EUCJ ruled that the registration of the cultural heritage site name
Neuschwanstein for goods in various classes, aimed at preventing third-party use of the sign, was
justified. This decision was based on the potential to prevent third parties from appropriating the
name and unfairly exploiting its renown®. In this case, the applicant being a public sector body
focused on the conservation and preservation of the site, coupled with its intention to commercially
exploit the trademark, influenced the EUCJ’s decision. This suggests that CHIs might use bad faith
to invalidate a third party’s trademark on a culturally significant sign, allowing them to claim the
sign once freed to enhance self-funding schemes and reinvest revenue in preservation and educational
activities'®. Simultaneously, the decision indicates that bad faith is not an absolute barrier to the
appropriation of culturally significant signs, even though such privatization impacts competition

conditions.

Furthermore, it's important to note that bad faith is a post-registration requirement, which reduces its
presence in application proceedings and the early life of registered trademarks. This aspect
contributes to the vagueness surrounding the judicial trend on bad faith and does not aid in preventing
trademark depletion or congestion. While these factors lead to legal uncertainty, bad faith helps shape

a flexible system that adapts to the peculiarities of various cases and the evolving needs of society.

3. Non-Compliance with Public Policy and Morality.

Art. 7.1 f) of the EUTM Regulation and art. 4.1. f) of the TM Directive prohibit trademarks
registration in case of conflict with public policy or morality.

Public policy specifically refers to the universal values of the EU, such as human dignity, freedom,
equality, solidarity, and the principles of democracy and the rule of law!®, as proclaimed in the

Charter of Fundamental Rights of the European Union (CFREU). This principle is enforced in a top-

9 Robert Burrel, Michael Handler (2021), (Re)claiming trade mark protection, in Graeme Dinwoodie and Mark Janis (eds.), Research
Handbook on Trademark Law Reform, EE 51 ff.

% EUCIJ, 6 September 2018, C-488/16 P, Bundesverband Souvenir — Geschenke — Ehrenpreise eV v. EUIPO, Freistaat Bayern.

9 As a side note, the registration of Neuschwanstein had earlier been refused for lack of distinctiveness by German Federal Patent
Court, 8 March 2012, Case I ZB 13/11.

100 The approach is reminiscent of the one used in Japan, where applicants lacking a connection to a culturally significant sign they
wish to register face restrictions. The key difference is that Japanese courts and the trademark examiners manual cite art. 4.1.(vii)
to prevent the registration of such signs, aiming to stop private market operators from gaining unfair profits that could negatively
impact market development. See above footnote 64 for decisions on Hokusai.

101 Opinion of AG Bobek, 27 February 2019, C-240/18 P, Constantin Film Produktion GmbH v. EUIPO, para 76.
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down manner by public authorities and requires evaluation using objective criteria. Public policy
typically applies to signs considered shocking due to discrimination, links to terrorism, illegal
products like drugs, counterfeiting, etc.

Morality pertains to fundamental standards to which a community adheres at a given time and
requires assessment based on bottom-up subjective values, which must still be applied as objectively
as possible by an examiner'%?. Typical examples of signs lacking conformity with morality include
those referring to sexually suggestive content, religious symbols, historical figures, and insults®,
These two independent but partially overlapping principles differ from one country to another, from

one region to another (sometimes in the same country), from a timeframe to another'%,

In addition to offensive and inappropriate signs, the aforementioned articles of the EU texts prohibit
the registration of those with highly positive connotations and symbolic value, such as signs referring
to religion!® (knowing that signs with a religious value can sometimes be part of cultural heritage).
Non-religious signs may also bear cultural or historical significance for a community and an entire
nation. These signs have gained cultural significance prior to any trademark registration attempts, if
any, due to the meaning and understanding they hold for a group. Some national courts in the
European region have used this criterion to reject protection under the requirement of public order

and morality'®.

Art. 4.1 of the Japanese TM law addresses obstacles to registration from a public interest perspective,
aiming to prevent confusion with another's goods or services and misrepresentation regarding the
quality or nature of goods or services. Among these absolute grounds for refusal is Article 4.1(vii),

which prevents the registration of signs that conflict with "public policy." Literature'’

explains that
this clause encompasses both public order and morality, whose boundaries are shaped by prevailing
social norms that change with time and social conditions. Similar to the EU approach, obscene,
discriminatory, and offensive signs violate public order or morality. It also applies to trademarks
prohibited from use under other laws, those insulting specific countries or their nationals, trademarks

generally contrary to international good faith, and, more broadly, applications lacking social

102 The examination shall be based on the perception of a reasonable person with average thresholds of sensitivity and tolerance,

according to EUCJ, 27 February 2020, C-240/18 P, Constantin Film Produktion GmbH v. EUIPO, para 42.

Examples on different approaches to offensive trademarks denigrating minorities are in Rochelle Dreyfuss, Susy Frankel (2020),

Trademarks and Cultural Identity, in Graeme Austin, Andrew Christie, Andrew Kenyon, Megan Richardson (eds.), Across

Intellectual Property, Cambridge, 227 ff.

104 Annette Kur, Martin Senftleben (2017), European Trademark Law: a Commentary, OUP, Oxford, 4207.

105 See German Federal Patent Court, Case 27 W (pat) 85/92, 1994, concerning a symbol of the Messias; EUIPO, 510/2013-1

concerning the Christian roman cross.

Dutch Supreme Court, 28 October 1948, Bureau LE. v. Churchill’s Cigars, rejected the registration of Winston Churchill’s name

and portrait as a trademark for cigars due to the association between the well-known personality and the specific product.

107 Shoen Ono - Shunji Miyama, Shin shohyoho gaisetsu, cit., 148 ff.; Kenneth Port (2007), Trademark and Unfair Competition Law
and Policy in Japan, cit..

103

106
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appropriateness'®. This means the article covers cases where the trademark's composition is not
offensive, but its use on the designated goods or services would be contrary to public interest or
violate general moral standards!®®. Art. 4.1.(vii.) is a flexible tool that courts sometimes interpret

broadly.

(1) A European (non-EU) Perspective on Cultural Properties.

A landmark case on this point comes from the Court of the European Free Trade Association (EFTA),
that is a non-EU body. Through the European Economic Area (EEA) Agreement, EU provisions can
be extended to the EEA and, consequently, to part of the EFTA area'!®. Under this Agreement, the
EEA can adopt decisions to incorporate EU Acts into the EEA (and thus part of the EFTA) space.
This has been the case for the EUTM Regulation and for the TM Directive, as indicated in their titles.
When binding instruments are adopted by EEA-EFTA members, the EFTA Court serves as the
judicial body that interprets the EEA Agreement and determines its application in EFTA states. The
interpretation or application of EEA law within the EU is the responsibility of the EUCJ. Decisions
of the EFTA Court are not binding on the EUCJ or the courts of EU member states*'!. However, the
EFTA Court may influence the development of the EU case law, as the EUCJ considers its

jurisprudence explicitly and implicitly when interpreting EU law.

The Municipality of Oslo, in Norway, an EFTA member state, attempted to register approximately
ninety trademarks for visual works of art created by the Norwegian sculptor Gustav Vigeland, when
his production had just fallen in the public domain. Some of these works were exhibited in a public
park and considered part of Norway’s cultural heritage. The case originated in the Norwegian
Intellectual Property Office and, upon appeal, reached the Norwegian Board of Appeal for Industrial
Property Rights. In 2017, the Board referred several prejudicial questions to the EFTA Court to clarify
whether trademarks can cover artworks in the public domain. The Court stated that an artwork can
be registered as a trademark and that previous copyright protection does not automatically justify

112

refusing trademark registration™*“. However, for artworks that hold a special status as significant parts

108 Trademarks Examination Guidelines 4-1-7.1; Anne of Green Gables case, Heisei 17 (Gyo-Ke) No. 10349, 20 September 2006,
cit.; IP High Court Decision, 17 March 2011, Hanrei Jiho No. 2123, 126, N-S.P.C. Wall Construction Method Case (denied the
applicability of art. 4.1.(vii.).

109 Jpid.

110 Norway, Liechtestein, Iceland and Switzerland are members of the EFTA area, while Norway, Lichtenstein and Iceland are
members of the EEA area together with the twenty-seven members of the EU.

11 The legal instruments adopted by EFTA institutions are not binding for the EU, even though EFTA States participate to the shaping
of decisions in the EU.

112 EFTA Court, 6 April 2017, E-5/16, Municipality of Oslo, para 88 and 102
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of a nation's cultural heritage, a trademark may be seen as misappropriation or desecration of the

artist's work.

The Court applied Art. 7(1)(f) of the EUTM Regulation to deny protection for works of art of cultural
significance. While Vigeland’s works were not inherently offensive, the Court ruled that registering
artworks considered part of a nation’s cultural heritage may be perceived as offensive by the relevant
public and average consumer'!3, The Court did not cite mere commercialization of an artwork as
diluting its value, but it emphasized that the assessment under the EUTM Regulation must consider
the status or perception of the work within a given state, as some works may hold special status as
key elements of a nation's cultural heritage or values. Consequently, registration of signs containing
offensive elements or for products or services conflicting with the author's values or the artwork's
message may lead to desecration. Monopolizing a piece or representation of cultural heritage artwork
through trademark registration may lead to misappropriation without needing to demonstrate a
degrading effect from associating the sign with specific products and services, particularly when it
impacts fundamental values, societal interests, or concerns of the State and society. In such cases, the
registration of the mark is deemed a genuine and serious threat to society's fundamental interests. In
this way, the Court suggested that preserving the public domain may be among a society's

fundamental interests'

, applicable only when other grounds for refusing trademark registration are
absent'®. This serves as a clear directive to refuse certain trademark registrations, considering

fundamental values and interests within a specific societal context.

The case has been extensively discussed by scholars!!®, raising concerns about potential overreach
due to the broad interpretation of the provision. Art. 7(1)(f) EUTMR does not explicitly refer to

registration itself!’

, and the interpretation in the Vigeland case extends the provision’ scope to
include signs with a highly positive connotation beyond the religious context, which is traditionally
covered by the article. Critics argue that such a broad interpretation risk encroaching on freedom of

commercial expression, which the European Court of Human Rights protects for specific purposes,

13 Jennifer Davis, Lukasz Zelechowski (2023), Bad Faith, Public Policy and Morality’ How Open Concept Shape Trade Mark
Protection, IIC 2023, 879 ff., note that case law on signs against morality refers to the average reasonable person, with the average
threshold of sensitivity and tolerance. This does not overlap with the characteristic of the average consumer, who is well informed,
circumspect and observant.

114 EFTA Court, 6 April 2017, cit., para 100.

115 EFTA Court, 6 April 2017, cit., para 99.

116 Mathilde Pavis (2017), Where Copyright Ends, Trade Mark May Begin, cit. Yann Basire (2018), Public Domain versus Trade
Mark Protection: the Vigeland Case, in JIPL&P 2018, 434 ff.; Rochelle Dreyfuss, Cultural Heritage and the Public Domain:
What the US's Myriad and Mayo can Teach Oslo’s Angry Boy, in Niklas Bruun, Graeme Dinwoodie, Marianne Levin, Ansgar Ohly
(eds.), Transition and Coherence in Intellectual Property Law, Cambridge University Press, 2021, 322 ff.. For very in-depth
arguments supporting the EFTA Court decision, see the rich production of Martin Senftleben, and in particular his book, The
Copyright/Trademark Interface, cit..

117 This appears to take a different direction from EUCJ, 29 January 2020, C-371/18, Sky plc and Others v. Skylick UK Limited and
Skylick Inc., para 66.
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namely to prevent disorder and protect morals. However, while refusing a sign entry into the register
does not breach freedom of expression, as the sign can still be used in trade!8, having it registered
may potentially affect freedom of expression. Additionally, it is challenging to define what
constitutes an artwork of exceptional cultural value to a nation, as the Vigeland decision applies only
to these artworks. In this context, national provisions on cultural heritage may be helpful. For instance,
a distinction in national law on cultural heritage similar to the one mentioned by the Japanese Act,
which differentiates between cultural property, important cultural property, and national treasures,
could be beneficial. However, questions remain regarding cultural property of minority groups,
which may not be perceived as affecting the entire nation.

On the other hand, some authors support the interpretation provided in the decision, highlighting its
benefits, including preserving public domain material, allowing examiners to consider cultural
dimensions of trademark applications, balancing the interface between copyright and trademark law,
and promoting intergenerational cultural sustainability!'®. A refusal based on public policy or
morality has a broad exclusionary effect, as it cannot be overcome through trade use nor confined to
specific goods or services. This ensures legal certainty, as culturally significant works remain in the
public domain, granting the public freedom to enjoy and use them without requiring permission from

the creator and without the risk of trademark infringement.

(2) Insights into the Japanese Approach to Cultural Properties and Artists’ Names.

Section 42.107.05 of the Trademark Examination Guidelines outlines seven elements to consider
when applying art. 4.1.(vii) to cultural properties, potentially hindering their registration. Key among
these is the ability to assess the fame of cultural products, which is presumed in case they are included
in lists of national treasures, world heritage, or memory of the world. If a property is presumed
famous, the applicant must be aware of this. It is also crucial to consider how cultural property is
perceived by citizens or local residents as either common property or a nationally protected asset.
Additionally, the use of cultural properties by business operators and the relationship between this

use and the designated goods or services must be evaluated. Finally, the social reasonableness of

118 Restrictions on the freedom to conduct a business are permissible when an economic operator is not prevented from engaging in
business activities or granting contractual rights, as noted by Georgios Anagnostaras (2014), Balancing conflicting fundamental
rights: the Sky Oesterreich Paradigm, in European Law Review 115 ff. While denial of registration may affect economic activities,
operators can still conduct business and use the sign in question, subject to national law, publicity law, etc. Furthermore, other
forms of protection, such as those against unfair competition, remain applicable to promote fair trade.

119 Martin Senftleben, The Copyright/Trademark Interface, cit..
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filing an application?°

and the relationship between the cultural property and the applicant should
be considered.

If the applicant manages the cultural property and there are campaigns to boost tourism related to the
cultural product, the social and public interest reflected in the application should be prioritized.
According to some opinions, this may suggest that prioritizing the absence of protection is a suitable

option*?!

. However, section 42.107.05 mentions that when the applicant is a public sector body, it is
likely that the cultural product will be used for initiatives that promote economic development in the
region, increasing the chances of registration approval.

Conversely, when an unrelated third party applies for a trademark with cultural significance,
identifying the public interest that would justify granting the application is challenging. Such
applications may be deemed to undermine fair competition and contravene the public interest, leading

to potential refusal under Article 4.1.(vii).

An application for trademark protection of a famous painting by a third party with no connection to
the artwork could easily be rejected under art. 4.1.(vii) for various reasons. Firstly, it would likely
enable the applicant to unfairly capitalize on the reputation and consumer appeal of the work!??,
which contradicts the principle of maintaining fair business practices for goods and services, and
would thus be deemed inappropriate. Secondly, people in Japan or the region may view the painting
as common property belonging to the community. As such, granting a monopoly over it would be

offensive, irrespective of any existing copyright on the work!%.

A similar reasoning applies to artists' names and those of historically significant figures. While some
artists' names have been registered in the EU (e.g., Picasso, Dali), the JPO has rejected several
applications from market operators for the name Hokusai'?*, the world-wide renowned artist of the
Edo period. It is believed that historical figures have a strong ability to attract customers, not only

when closely associated with a product, but also when the connection is weak, such as names

120 1P High Court Decision, 30 October 2012, Fuji-Sanroku-Shiraito-Fujisan World Cultural Heritage Center Case, on the rejection

of Fuji-San-Kégen World Heritage Center because allowing a private individual to register could impede the implementation of
"World Heritage"-related policies by the state or local governments concerning "Mount Fuji", thereby acting against the public
interest.

It has also been stated that for cultural properties closely linked to Japanese tourist destinations, preventing individual
monopolization through trademarks is essential to preserve and enhance the value of the "Japan brand". See experts’ opinions in
Sun Business Co., Research on the protection of trademarks related to history and culture, cit.., which also highlights the need to
discuss overseas cultural properties.

Undue and unfair profits would impede to maintain the reputation of the painting under the principle of international good faith.
See Sun Business Co., Research on the protection of trademarks related to history and culture, cit..

The only sign accepted for registration is recorded in the decision of the JPO, 9 May 2020 on  application No. 2021-127517. The
acceptance of the registration of about Hokusai depends on the fact that the sign contains western characters, it does not represent
the name of a person, and therefore it cannot be immediately said that the application is contrary to the public interest or to the
general moral concept of society.

121
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displayed on souvenirs?®. However, the JPO concluded that exclusive use of the trademark
containing "HOKUSAI" as a protected sign for designated goods could offend admirers of
Katsushika Hokusai and hinder public policies like tourism promotion, thus contravening the public

interest. Therefore, Article 4.1.(vii) applies?®.

(3) Conclusion.

The application of art. 7(1)(f) EUTMR in the EFTA case and art. 4.1.(vii.) of the Japanese Trademark
Law, as outlined in the Trademark Examination Guidelines and referenced in the Hokusai decisions,
excludes trademark protection for certain distinctive signs with cultural significance. The primary
aim is to promote the general interest in maintaining free and open access to the public domain.

The key difference is that in the EFTA case, the applicant is a municipality, whereas in the Hokusai
cases, the applicants are private market operators. According to the relevant section of the JPO
Trademark Examination Guidelines, applications from bodies managing the cultural goods are more
likely to be approved for registration. The EFTA case uses the object as a benchmark to exclude
protection, rather than the subject, thereby ensuring space for the public domain.

By applying art. 7(1)(f) EUTMR the EFTA Court (and subsequent Courts?”) have enhanced legal
certainty and supported interests related to free competition. The Japanese approach, through the
current broad interpretation of art. 4.1.(vii), seeks to prevent a system that incentivizes unfair
advantages. It provides a good level of legal certainty, while remaining flexible enough to adapt to

specific situations and scenarios.

IV. Recommendations and Conclusion.

In the cultural heritage sector, trademarks prove to be valuable assets. CHIs that attract many tourists
often register their logo or other distinctive signs to leverage these economic assets for self-funding
purposes. Additionally, CHIs use trademarks to increase visitor numbers and signal the attractiveness
of the countries where they are located. Thus, trademarks can also serve as communication and

marketing tools, with expected positive impacts on economic growth in the tourism sector and related

125 This may be a reason to apply art. 3.1.(iii).

126 1P High Court Case 2005 (Gyo-Ke) No. 10349 held that the provision encompasses situations where the use of a historical figure
is deemed contrary to the expected order and thus entirely unacceptable. Additionally, registering the abbreviation of a renowned
painter’s name may also be considered against public order or morality. On this see Tokyo High Court, 31 July 31 2002, Hanji No.
1802, 139, which confirmed the applicability of art. 4.1.(vii) for the trademark 'DARI' (two-tiered design with "t&-21F A JH' etc.
as designated goods). In this case, the issue arose from the absence of consent from the painter.

127 Harriet Deacon (2020), Ethics, Intellectual Property and Commercialization of Cultural Heritage, Pravovedenie 93 ff. reports the
misappropriation of the Sami sun symbol on a 1693 drum that was registered as a trademark by a Norwegian company in 2009
and then invalidated in 2020.
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infrastructures. This is particularly evident in Japan, where mascots are registered as trademarks by
museums and municipalities. Such registrations are effective for these purposes, partly because there
is no specific provision preventing the overlap of trademark and copyright protection. Trademark
enforcement strategies may vary based on effectiveness, with open-license models often being more

efficient when the goal is to use the trademark as a marketing tool.

Questions may arise regarding the registration of additional signs beyond the CHI's name, logo, or
mascot. Signs shall serve as origin identifiers rather than being registered for expressive or cultural
value, or to extend copyright beyond its limits. Therefore, registering signs such as cultural properties,
their images or titles, and artists' names may be more problematic than registering the aforementioned

signs.

Various absolute grounds for refusal act as gatekeepers to limit the protection of signs with cultural
value that do not fulfill the distinctive function of trademarks and whose registration could deter
other general interests.

In the EU, the registration of culturally significant signs is primarily prevented by arguing that they
lack distinctive character or are merely descriptive. In Japan, the JPO Trademarks Examination
Guidelines detail the use of Article 3.1.(ii1) of the Trademark Law to deny protection for non-
distinctive famous paintings, cultural products, or (book) titles. These requirements do not create
legal certainty, as distinctiveness can be acquired through use, and the descriptive character is fact-
sensitive. This approach does not prevent private market operators from gaining protection after
investing in advertising their sign, as illustrated by examples in the EU. Additionally, the post-
registration requirement of bad faith could serve as a ground to discontinue applications in the EU,
but due to the difficulty in gathering evidence, it does not effectively exclude the registration of signs

with cultural value or establish legal certainty, as seen in the Neuschwanstein and The Monkey cases.

Arguments of public policy and morality are also invoked when a trademark blurs the genuine
cultural meaning of the sign, diminishes its value in cultural contexts, prevents free availability,
communication, adaptation, and new uses, or grants the applicant an unfair competitive advantage
by leveraging positive connotations and associations due to the sign's cultural value.

The exclusion of cultural properties significant to a nation’s cultural heritage was justified in the
EFTA case by referencing public order and morality. The decision aims to enhance the general
interest in maintaining free and open access to the public domain and prevent registrations from both
public and private sectors. However, it remains to be seen how courts in EFTA countries will apply

this doctrine. EU countries remain not obliged to adopt it.
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Art. 4.1.(vii) of the Japanese Trademark Law may reject applications for signs considered inherently
distinctive or having acquired distinctiveness through use if they contravene public order or morality.

Given its flexible and broad interpretation'?®

, the requirements imposed on applicants can be quite
stringent, as illustrated by the Popeye, Anne of Green Gablle, and Hokusai decisions. This clause is
frequently used to reject applications for signs with cultural meaning, yet it does not exclude their
protection entirely. Protection may be granted if it is deemed beneficial to tourism enhancement or
the broader public interest. Generally, this is the case when applicants have a connection to the
concerned sign, such as CHIs. Conversely, applications from entities with no connection to the sign—
such as market operators—are often perceived as attempts to capitalize on efforts and privatize social
benefits, leading to potential rejection under the soft law principles of the JPO Trademarks
Examination Guidelines. This interpretation of art. 4.1.(vii) sets legal boundaries for protection,
fostering legal certainty while allowing CHIs to use distinctive signs for self-funding schemes. This

reasoning partly resembles the Neuschwanstein case, although the latter was based on bad faith, an

independent absolute ground of refusal in the EU.

To conclude, the ability of CHIs to register trademarks is crucial for facilitating their conservation,
preservation, and educational missions, as well as contributing to economic growth. Currently, the
registration of signs with cultural value is not impeded in the EU or Japan. While Japan offers easier
access to protection for CHIs, the EU allows also private market operators meeting the requirements

to register such signs, increasing the risk of cultural appropriation and misappropriation.

Broadly speaking, implementing robust trademark law gatekeepers is essential to maintaining the
public domain, offering a reservoir of unprotected signs for political, artistic, and commercial
expression, and ensuring equal access to communication tools for traders to inform consumers and
compete for market share. Furthermore, the public domain can balance copyright and trademark law,
ensuring culturally significant works remain publicly accessible while maintaining competition. For
all these reasons, CHIs may be encouraged to adopt a proactive approach and applying for protection
of culturally significant signs such as cultural properties, their images, or titles, only when these signs
are inherently distinctive or acquired distinctiveness through use, and if they do not conflict with an
ongoing open data policy in the same jurisdiction where the application is made. Certainly,

applications for protecting these signs are not viable in the EFTA states.

128 After a trend showing a broader application of the rule, through filters like violations of general social morality or international
good faith, as explained by Shigeki Ishii, The Bloated Concept of 'Public Order and Morals', Matsuda Koki, 275, IP High Court,
26 June 2008, Hanji No. 2038, 97, CONMAR Case, clearly adopts a restrictive application stance.
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