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708 Order of Examination [R-2]
Nonprovisional applications filed in the U.S.
Patent and Trademark Office and accepted as
complete applications are assigned for
examination to the respective examining
Technology Centers (TCs) having the classes
of inventions to which the applications relate.
Nonprovisional applications shall be taken up
for examination by the examiner to whom
they have been assigned in the order in which
they have been filed except for those
applications in which examination has been
advanced pursuant to 37 CFR 1.102. See 37
CFR 1.496 and MPEP § 1893.03 for the order
of examination of international applications in
the national stage, including taking up out of
order certain national stage applications
which have been indicated as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty,
inventive step and industrial applicability.

Applications which have been acted upon by
the examiner, and which have been placed by
the applicant in condition for further action by
the examiner (amended applications) shall be
taken up for action in such order as shall be
determined by the Director of the USPTO.

Each examiner will give priority to that
application in his or her docket, whether
amended or new, which has the oldest
effective U.S. filing date. Except as rare
circumstances may justify Technology Center
Directors in granting individual exceptions,
this basic policy applies to all applications.

The actual filing date of a
continuation-in-part application is used for



2261)
(MPEP§ 2661)

708.01
37 CFR§ 1.102

(@)

(MPEPS§ 1442.03)

(MPEPS§

30

[R-2]
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docketing purposes. However, the examiner
may act on a continuation-in-part application
by using the effective filing date, if desired.

If at any time an examiner determines that
the “effective filing date” status of any
application differs from what the records
show, the technical support staff should be
informed, who should promptly amend the
records to show the correct status, with the
date of correction.

The order of examination for each examiner
is to give priority to reissue applications and
to reexamination proceedings, with top
priority to reissue applications in which
litigation has been stayed (MPEP §
1442.03), to ex parte reexamination
proceedings involved in litigation (MPEP §
2261), and to inter partes reexamination
proceedings involved in litigation (MPEP §
2661), then to those special cases having a
fixed 30-day due date, such as examiner’s
answers and decisions on motions. Most other
cases in the “special” category (for example,
interference cases, cases made special by
petition, cases ready for final conclusion, etc.)
will continue in this category, with the first
effective U.S. filing date among them
normally controlling priority.

All amendments before final rejection
should be responded to within two months of
receipt.

708.01 List of Special Cases [R-2]

37 CFR 1.102. Advancement of examination.
(@) Applications will not be advanced out of
turn for examination or for further action
except as provided by this part, or upon order
of the Director to expedite the business of the
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Office, or upon filing of a request under
paragraph (b) of this section or upon filing a
petition under paragraphs (c) or (d) of this
section with a showing which, in the opinion
of the Director, will justify so advancing it.

(b) Applications wherein the inventions are
deemed of peculiar importance to some
branch of the public service and the head of
some department of the Government requests
immediate action for that reason, may be
advanced for examination.

(c) A petition to make an application special
may be filed without a fee if the basis for the
petition is the applicant’s age or health or that
the invention will materially enhance the
quality of the environment or materially
contribute to the development or conservation
of energy resources.

(d) A petition to make an application special
on grounds other than those referred to in
paragraph (c) of this section must be
accompanied by the fee set forth in § 1.17(h).
Certain procedures by the examiners take
precedence over actions even on special cases.
For example, all papers typed and ready for
signature should be completed and mailed.

All issue cases returned with a “Printer
Waiting” slip must be processed and returned
within the period indicated.

Reissue applications, particularly those
involved in stayed litigation, should be given
priority.

Applications in which practice requires that
the examiner act within a set period, such as 2
months after appellants brief to furnish the
examiner's answers (MPEP § 1208),



(A)
(37 CFR§ 1.102)
(B) (MPEP§
708.02)
(
)
(
)

©)

(37 CFR§ 1.176)
(D)
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necessarily take priority over special cases
without specific time limits.

If an examiner has an application in which
he or she is satisfied that it is in condition for
allowance, or in which he or she is satisfied
will have to be finally rejected, he or she
should give such action forthwith instead of
making the application await its turn.

The following is a list of special cases (those
which are advanced out of turn for
examination):

(A) Applications wherein the inventions are
deemed of peculiar importance to some
branch of the public service and when for that
reason the head of some department of the
Government requests immediate action and
the Director of the USPTO so orders (37 CFR
1.102).

(B) Applications made special as a result of a
petition. (See MPEP § 708.02.) Subject alone
to diligent prosecution by the applicant, an
application for patent that has once been
made special and advanced out of turn for
examination by reason of a ruling made in
that particular case (by the Director of the
USPTO or a Commissioner) will continue to
be special throughout its entire course of
prosecution in the U.S. Patent and Trademark
Office, including appeal, if any, to the Board of
Patent Appeals and Interferences.

(C) Applications for reissues, particularly
those involved in stayed litigation (37 CFR
1.176).

(D) Applications remanded by an appellate
tribunal for further action.



(E)

(F)

(©)

(H)

URS
5
MPEP§ 707.02

(J) MPEP§ 2261  § 2661

MPEPS 714.13 § 1207 § 1309

708.02
37 CFR§ 1.102

(@)

[R-2]

(b)
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(E) An application, once taken up for action by
an examiner according to its effective filing
date, should be treated as special by an
examiner, art unit or Technology Center to
which it may subsequently be transferred;
exemplary situations include new cases
transferred as the result of a telephone
election and cases transferred as the result of

a timely reply to any official action.

(F) Applications which appear to interfere
with other applications previously considered
and found to be allowable, or which will be
placed in interference with an unexpired
patent or patents.

(G) Applications ready for allowance, or ready
for allowance except as to formal matters.

(H) Applications which are in condition for
final rejection.

() Applications pending more than 5 years,
including those which, by relation to a prior
United States application, have an effective
pendency of more than 5 years. See MPEP §
707.02.

(J) Reexamination proceedings, MPEP § 2261
and § 2661. See also MPEP § 714.13, § 1207
and § 1309.

708.02 Petition To Make Special [R-2]

37 CFR 1.102. Advancement of examination.
(@) Applications will not be advanced out of
turn for examination or for further action
except as provided by this part, or upon order
of the Director to expedite the business of the
Office, or upon filing of a request under
paragraph (b) of this section or upon filing a



© @

(b)
©
(d) (c)
37 CFR§ 1.17(h)
I.
37 CFR§ 1.17(h)
(A)
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petition under paragraphs (c) or (d) of this
section with a showing which, in the opinion
of the Director, will justify so advancing it.

(b) Applications wherein the inventions are
deemed of peculiar importance to some
branch of the public service and the head of
some department of the Government requests
immediate action for that reason, may be
advanced for examination.

(c) A petition to make an application special
may be filed without a fee if the basis for the
petition is the applicant’s age or health or that
the invention will materially enhance the
quality of the environment or materially
contribute to the development or conservation
of energy resources.

(d) A petition to make an application special
on grounds other than those referred to in
paragraph (c) of this section must be
accompanied by the fee set forth in § 1.17(h).

New applications ordinarily are taken up
for examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions
set forth below.

I. MANUFACTURE

An application may be made special on the
ground of prospective manufacture upon the
filing of a petition accompanied by the fee
under 37 CFR 1.17(h) and a statement by the
applicant, assignee or an attorney/ agent
registered to practice before the Office
alleging:

(A) The possession by the prospective



(B)

(©)

(D)

37 CFR§ 1.17(h)
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manufacturer of sufficient presently available
capital (stating approximately the amount)
and facilities (stating briefly the nature
thereof) to manufacture the invention in
guantity or that sufficient capital and
facilities will be made available if a patent is
granted,;

If the prospective manufacturer is an
individual, there must be a corroborating
statement from some responsible party, as for
example, an officer of a bank, showing that
said individual has the required available
capital to manufacture;

(B) That the prospective manufacturer will
not manufacture, or will not increase present
manufacture, unless certain that the patent
will be granted;

(C) That the prospective manufacturer
obligates himself, herself or itself, to
manufacture the invention, in the United
States or its possessions, in quantity
immediately upon the allowance of claims or
issuance of a patent which will protect the
investment of capital and facilities; and

(D) That the applicant or assignee has made
or caused to be made a careful and thorough
search of the prior art, or has a good
knowledge of the pertinent prior art.

Applicant must provide one copy of each of
the references deemed most closely related to
the subject matter encompassed by the claims
if said references are not already of record.

Il. INFRINGEMENT

Subject to a requirement for a further
showing as may be necessitated by the facts of
a particular case, an application may be made



(A)

(B)

(©)

37 CFR
§ 1.102(c)
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special because of actual infringement (but
not for prospective infringement) upon
payment of the fee under 37 CFR 1.17(h) and
the filing of a petition accompanied by a
statement by the applicant, assignee, or an
attorney/agent registered to practice before
the Office alleging:

(A) That there is an infringing device or
product actually on the market or method in
use;

(B) That a rigid comparison of the alleged
infringing device, product, or method with the
claims of the application has been made, and
that, in his or her opinion, some of the claims
are unquestionably infringed; and

(C) That he or she has made or caused to be
made a careful and thorough search of the
prior art or has a good knowledge of the
pertinent prior art.

Applicant must provide one copy of each of
the references deemed most closely related to
the subject matter encompassed by the claims
if said references are not already of record.

Models or specimens of the infringing
product or that of the application should not
be submitted unless requested.

I11. APPLICANT'S HEALTH

An application may be made special upon a
petition by applicant accompanied by any
evidence showing that the state of health of
the applicant is such that he or she might not
be available to assist in the prosecution of the
application if it were to run its normal course,
such as a doctor’s certificate or other medical
certificate. No fee is required for such a
petition. See 37 CFR 1.102(c).



VI.

65

37 CFR§ 1.102(c)

37 CFRS 1.102

37 CFR§ 1.102(c)

(A)
(B)

(A)

(B)
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IV. APPLICANT'S AGE

An application may be made special upon
filing a petition including any evidence
showing that the applicant is 65 years of age,
or more, such as a birth certificate or
applicant’s statement. No fee is required with
such a petition. See 37 CFR 1.102(c).

V. ENVIRONMENTAL QUALITY

The U.S. Patent and Trademark Office will
accord ‘“special” status to all patent
applications for inventions which materially
enhance the quality of the environment of
mankind by contributing to the restoration or
maintenance of the basic life-sustaining
natural elements, i.e., air, water, and soil.

All applicants desiring to participate in this
program  should petition that their
applications be accorded “special” status. Such
petitions should be accompanied by
statements under 37 CFR 1.102 by the
applicant, assignee, or an attorney/agent
registered to practice before the Office
explaining how the inventions contribute to
the restoration or maintenance of one of these
life-sustaining elements. No fee is required for
such a petition. See 37 CFR 1.102(c).

VI. ENERGY

The U.S. Patent and Trademark Office will,
on petition, accord “special” status to all
patent applications for inventions which
materially contribute to (A) the discovery or
development of energy resources, or (B) the
more efficient utilization and conservation of
energy resources. Examples of inventions in
category (A) would be developments in fossil
fuels (natural gas, coal, and petroleum),
hydrogen fuel technologies, nuclear energy,



@A) (B)

37 CFRS 1.102

37
CFRS§ 1.102(c)
VII. DNA
( DNA )
DNA
(The National
Institutes of Health (NIH)) DNA
DNA
1976 7 7
(the Federal Register)( (FR) 41
27902 27943 )
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solar energy, etc. Category (B) would include
inventions relating to the reduction of energy
consumption in  combustion  systems,
industrial equipment, household appliances,

etc.

All applicants desiring to participate in this
should
applications be accorded “special” status. Such
petitions should be accompanied by
statements under 37 CFR 1.102 by the
applicant, assignee, or an attorney/agent

program petition that their

registered to practice before the Office
explaining how the invention materially
contributes to category (A) or (B) set forth
above. No fee is required for such a petition,
37 CFR 1.102(c).

VII.  INVENTIONS
RECOMBINANT DNA
In recent years revolutionary genetic

RELATING TO

research has been conducted involving
recombinant deoxyribonucleic acid
(“recombinant DNA”). Recombinant DNA
research appears to have extraordinary
potential benefit for mankind. It has been
suggested, for example, that research in this
field might lead to ways of controlling or
treating cancer and hereditary defects. The
technology also has possible applications in
agriculture and industry. It has been likened
in importance to the discovery of nuclear
fission and fusion. At the same time, concern
has been expressed over the safety of this type
of research. The National Institutes of Health
(NIH) has released guidelines for the conduct
of research concerning recombinant DNA.
These “Guidelines for Research Involving
Recombination DNA  Molecules,” were

published in the Federal Register of July 7,



DNA
DNA
37 CFR§ 1.17(h)
DNA
DNA

37 CFRS 1.102

37 CFR§ 1.17(h)

VIII.

(A) 37 CFR§ 1.17(h)
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1976, 41 FR 2790227943. NIH is sponsoring

experimental work to identify possible

hazards and safety practices and procedures.

In view of the exceptional importance of
recombinant DNA and the desirability of
prompt disclosure of developments in the
field, the U.S. Patent and Trademark Office
will accord “special” status to patent
applications relating to safety of research in
the field of
appropriate petition and payment of the fee
under 37 CFR 1.17(h), the Office will make

special patent applications for inventions

recombinant DNA. Upon

relating to safety of research in the field of
recombinant DNA. Petitions for special status
should be accompanied by statements under
37 CFR 1.102 by the applicant, assignee, or
statements by an attorney/agent registered to
practice before the Office explaining the
relationship of the invention to safety of
research in the field of recombinant DNA
research.

The fee set forth under 37 CFR 1.17(h) must
also be paid.

VIIl. SPECIAL EXAMINING PROCEDURE
FOR CERTAIN NEW APPLICATIONS —
ACCELERATED EXAMINATION

A new application (one which has not
received any examination by the examiner)
may be granted special status provided that
applicant (and this term includes applicant’s
attorney or agent) complies with each of the
following items:

(A) Submits a petition to make special
accompanied by the fee set forth in 37 CFR
1.17(h);



(B)

(©)
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(B) Presents all claims directed to a single
invention, or if the Office determines that all
the claims presented are not obviously
directed to a single invention, will make an
election without traverse as a prerequisite to
the grant of special status.

The election may be made by applicant at
the time of filing the petition for special
status. Should applicant fail to include an
election with the original papers or petition
and the Office determines that a requirement
should be made, the established telephone
restriction practice will be followed.

If otherwise proper, examination on the
merits will proceed on claims drawn to the
elected invention.

If applicant refuses to make an election
without traverse, the application will not be
further examined at that time. The petition
will be denied on the ground that the claims
are not directed to a single invention, and the
application will await action in its regular
turn.

Divisional applications directed to the
nonelected inventions will not automatically
be given special status based on papers filed
with the petition in the parent application.
Each such application must meet on its own
all requirements for the new special status;

(C) Submits a statement(s) that a
pre-examination search was made, listing the
field of search by class and subclass,
publication, Chemical Abstracts, foreign
patents, etc. The pre-examination search
must be directed to the invention as claimed



(D)
1
(E)
37 CFR§ 1.111(b)
©
1 2

(the Technology Center (TC)
Special program Examiner)
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in the application for which special status is
requested. A search made by a foreign patent
office satisfies this requirement if the claims
in the corresponding foreign application are of
the same or similar scope to the claims in the
U.S. application for which special status is
requested,;

(D) Submits one copy each of the references
deemed most closely related to the subject
matter encompassed by the claims if said
references are not already of record; and

(E) Submits a detailed discussion of the
references, which discussion points out, with
the particularity required by 37 CFR 1.111 (b)
and (c), how the claimed subject matter is
patentable over the references.

In those instances where the request for
this special status does not meet all the
prerequisites set forth above, applicant will be
notified and the defects in the request will be
stated. The application will remain in the
status of a new application awaiting action in
its regular turn. In those instances where a
request is defective in one or more respects,
applicant will be given one opportunity to
perfect the request in a renewed petition to
make special. If perfected, the request will
then be granted. If not perfected in the first
renewed petition, any additional renewed
petitions to make special may or may not be
considered at the discretion of the Technology
Center (TC) Special Program Examiner.

Once a request has been granted,
prosecution will proceed according to the
procedure set forth below; there is no
provision for “withdrawal” from this special

status.



VIHI( )
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1
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The special examining procedure of VIII

(accelerated examination) involves the
following procedures:
(A) The new application, having been granted
special status as a result of compliance with
the requirements set out above will be taken
up by the examiner before all other categories
of applications except those clearly in
condition for allowance and those with set
time limits, such as examiner's answers, etc.,
and will be given a complete first action which
will include all essential matters of merit as to
all claims. The examiner’s search will be
restricted to the subject matter encompassed
by the claims. A first action rejection will set a
3-month shortened period for reply.

(B) During the 3-month period for reply,
applicant is encouraged to arrange for an
interview with the examiner in order to
resolve, with finality, as many issues as
possible. In order to afford the examiner time
for reflective consideration before the
interview, applicant or his or her
representative should cause to be placed in
the hands of the examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he or she proposes to file in response to
the examiner’s action. Such a paper will not
become a part of the file, but will form a basis
for discussion at the interview.

(C) Subsequent to the interview, or responsive
to the examiner’s first action if no interview
was had, applicant will file the “record” reply.
The reply at this stage, to be proper, must be
restricted to the rejections, objections, and
requirements made. Any amendment which
would require broadening the search field will



(D)
1
3
PTOL-303
(E)
MPEP§ 1309
IX.
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be treated as an improper reply.

(D) The examiner will, within 1 month from
the date of receipt of applicant’s formal reply,
take up the application for final disposition.
This disposition will constitute either a final
action which terminates with the setting of a
3-month period for reply, or a notice of
allowance. The examiner’s reply to any
amendment submitted after final rejection
should be prompt and by way of form
PTOL-303, by passing the application to issue,
or by an examiner’'s answer should applicant
choose to file an appeal brief at this time. The
use of these forms is not intended to open the
door to further prosecution. Of course, where
relatively minor issues or deficiencies might
be easily resolved, the examiner may use the
telephone to inform the applicant of such.

(E) A personal interview after a final Office
action will not be permitted unless requested
by the examiner. However, telephonic
interviews will be permitted where
appropriate for the purpose of correcting any
minor outstanding matters.

After allowance, these applications are
given top priority for printing. See MPEP §
1309.

IX. SPECIAL STATUS FOR PATENT
APPLICATIONS RELATING TO
SUPERCONDUCTIVITY

In accordance with the President’s mandate
directing the U.S. Patent and Trademark
Office to accelerate the processing of patent
applications and adjudication of disputes
involving  superconductivity  technologies
when requested by the applicant to do so, the



X HIV

HIV

HIV

37 CFR§ 1.17(h)

HIV

37 CFR8 1.102

HIV
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U.S. Patent and Trademark Office will, on
request, accord “special” status to all patent
applications  for  inventions involving
superconductivity materials. Examples of
such inventions would include those directed
to superconductive materials themselves as
well as to their manufacture and application.

In order that the U.S. Patent and
Trademark Office may implement this
procedure, we invite all applicants desiring to
participate in this program to request that
their applications be accorded “special” status.

Such requests should be accompanied by a
statement under 37 CFR 1.102 that the
invention involves superconductive materials.
No fee is required.

X. INVENTIONS RELATING TO HIV/AIDS
AND CANCER

In view of the importance of developing
treatments and cures for HIV/AIDS and
cancer and the desirability of prompt
disclosure of advances made in these fields,
the U.S. Patent and Trademark Office will
accord “special” status to patent applications
relating to HIV/AIDS and cancer.

Applicants who desire that an application
relating to HIV/AIDS or cancer be made
special should file a petition and the fee under
37 CFR 1.17(h) requesting the U.S. Patent
and Trademark Office to make the application
special. The petition for special status should
be accompanied by a statement explaining
how the invention contributes to the
diagnosis, treatment or prevention of
HIV/AIDS or cancer.



XI.

2331
(A)

(B)()
(i)
(iii)

37 CFR§ 1.17(h)

(U.S.C)18

)
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XI. INVENTIONS FOR COUNTERING
TERRORISM

In view of the importance of developing
technologies for countering terrorism and the
desirability of prompt disclosure of advances
made in these fields, the U.S. Patent and
Trademark Office will accord “special” status
to patent applications relating to
counter-terrorism inventions.

International terrorism as defined in 18
U.S.C. 2331 includes “activities that - (A)
involve violent acts or acts dangerous to
human life that are a violation of the criminal
laws of the United States or of any State, or
that would be a criminal violation if
committed within the jurisdiction of the
United States or of any State; [and] (B) appear
to be intended - (i) to intimidate or coerce a
civilian population; (ii) to influence the policy
of a government by intimidation or coercion;
or (iii) to affect the conduct of a government by
assassination or kidnapping...” The types of
technology for countering terrorism could
include, but are not limited to, systems for
detecting/identifying  explosives,  aircraft
sensors/security  systems, and vehicular
barricades/disabling systems.

Applicants who desire that an application
relating to inventions for countering terrorism
be made special should file a petition with the
petition fee under 37 CFR 1.17(h) requesting
the U.S. Patent and Trademark Office to
make the application special. The petition for
special status should be accompanied by a
statement explaining how the invention
contributes to countering terrorism.
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XIlL. SPECIAL STATUS FOR
APPLICATIONS RELATING TO
BIOTECHNOLOGY FILED BY

APPLICANTS WHO ARE SMALL
ENTITIES

Applicants who are small entities may
request that their biotechnology applications
be granted “special” status. Applicant must
file a petition with the petition fee under 37
CFR 1.17(h) requesting the special status and
must:

(A) state that small entity status has been
established or include a statement
establishing small entity status;

(B) state that the subject of the patent
application is a major asset of the small
entity; and

(C) state that the development of the
technology will be significantly impaired if
examination of the patent application is
delayed, including an explanation of the basis
for making the statement.

FORMAL REQUIREMENTS OF PETITION
TO MAKE SPECIAL

Any petition to make special should:
(A) be in writing; and
(B) identify the application by application
number and filing date.

HANDLING OF PETITIONS TO MAKE
SPECIAL

Applications which have been made special
will be advanced out of turn for examination
and will continue to be treated as special
throughout the entire prosecution in the



MPEP§ 1002.02(s)
(IFW)
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Office.

Each petition to make special, regardless of
the ground upon which the petition is based
and the nature of the decision, is made of
record in the application file, together with the
decision thereon. The part of the Office that
rules on a petition is responsible for properly
entering that petition and the resulting
decision in the file record. The petition, with
any attached papers and supporting
affidavits, will be given a single paper number
and so entered in the “Contents” of the file.
The decision will be accorded a separate paper
number and similarly entered. To ensure
entries in the “Contents” in proper order, the
technical support staff in the TC will make
certain that all papers prior to a petition have
been entered and/or listed in the application
file before forwarding it for consideration of
the petition. Note MPEP § 1002.02 (s). For
Image File Wrapper (IFW) processing, see
IFW Manual.

Petitions to make special are decided by the
Special Program Examiner of the TC to which
the application is assigned.



37CFR §1.102
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§ 1.102 Advancement of examination.

(@) Applications will not be advanced out of
turn for examination or for further action
except as provided by this part, or upon order
of the Director to expedite the business of the
Office, or upon filing of a request under
paragraph (b) of this section or upon filing a
petition under paragraphs (c) or (d) of this
section with a showing which, in the opinion
of the Director, will justify so advancing it.

(b) Applications wherein the inventions are
deemed of peculiar importance to some
branch of the public service and the head of
some department of the Government requests
immediate action for that reason, may be
advanced for examination.

(c) A petition to make an application special
may be filed without a fee if the basis for the
petition is:

(1) The applicant’s age or health; or

(2) That the invention will materially:

(i) Enhance the quality of the environment;

(i) Contribute to the development or
conservation of energy resources; or

(iii) Contribute to countering terrorism.

(d) A petition to make an application special
on grounds other than those referred to in
paragraph (c) of this section must be
accompanied by the fee set forth in § 1.17(h).
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PETITION TO MAKE SPECIAL UNDER M.P.E.P. § 708.02(VIII)

COMMISSIONER FOR PATENTS
ALEXANDRIA, VIRGINIA 22313

SIR:

. Basis for the Petition

Pursuant to MPEP § 708.02(V1I1) (8th ed. 2001), Applicants hereby petition
for a special status for this application.
1. Requirements for Granting Special Status

MPEP § 708.02(VIII) provides five requirements for a grant of special
status. The following subsections show that each of these five requirements is
met.

A. Submit Petition and Fee: § 708.02(VIII)(A)

This petition is accompanied by the fee set forth in 37 CFR § 1.17(h).

B. Agree to an Election Without Traverse: § 708.02(VIII)(B)

Applicants submit that all pending claims are directed to a single, patentable invention. However,

should the Office determine that all the claims presented are not directed to a single invention, Applicants

agree to elect independent Claim 10, and all claims dependent therefrom.

-37-
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C. State that a Pre-examination Search Was Made: § 708.02(VI11)(C)

The present application corresponds to International patent application PCT/JPO2500000KxX.  An
International Search Report (ISR) issued for PCT/ JP02/ xxxooxxxx was filed in the present application via an
Information Disclosure Statement (IDS) in the present application via the IDS of January 13, 2005.

The present application corresponds to European patent application zzzzzz. A European Search
Report for EP zzzzzz was filed in the present application via the IDS of January 13, 2005.

The present application also corresponds to allowed Japanese Patent No. aaaaa. During the
prosecution of allowed Japanese Patent No. aaaaaaaa, one reference (JP 2002-ddddaddd, corresponding to
U.S. Patent Publication 2002/ddddd) was cited. U.S. Patent Publication 2002/ddddddd was filed in the
present application via the IDS of January 13, 2005. A copy of JP 2002-dddddd, along with a translated
abstract, is filed via the attached IDS.

Thus, Applicants submit that a pre-examination search relevant to the pending

claims was made.

D. Submit a Copy of the Most Relevant References:  §
708.02(VIII)(D)

In addition to the references associated with the International, European
and Japanese Search Reports discussed above, Applicants have also filed four
additional references via the IDS filed of January 13, 2005.

In view of the references discussed above, Applicants submit the references

deemed most relevant to the present claims have been submitted and are of

-38 -
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record.

E. Submit a Detailed Discussion of the References, Pointing
Out How the Claimed Subject Matter is Patentable Over
the References: § 708.02(VIII)(E)

Each of the independent claims includes features not taught or suggested
by the references deemed most relevant to the claims. In fact, in the ISR, all
claims except for Claim 5 of PCT/JP02/zzzz were considered non-novel. That is, only
Claim 5 of PCT/JP02/zzzzzzz was considered novel in view of the cited references.
Pending Claims 10-33 correspond to Claim 5 of PCT/JP02/zzzzzzzz.

Independent Claim 10 is directed to ssssss [summarize the claim].

Independent Claims 18 and 19 are directed to a corresponding _ and end-to-end
system. Independent Claims 20 and 28-29 are directed to methods corresponding to Claims 1,
18, and 19. Independent Claims 30-33 are directed to alternative embodiments of Applicants’
second disclosed embodiment.

Below, as required by MPEP 708.02, each of the references deemed most
relevant to the claims is discussed in light of the inventive feature believed most
pertinent to the reference for the purpose of this petition.

Applicants respectfully submit that the claims of the Application patentably
distinguish over all of the references of record, with reasons for patentability being
provided below.

Applicants’ Claim 10 recites, inter alia, an | , Wherein

-39-
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“cceeccecccecece.”

U.S. Patent No. to Doe et al, corresponding to JP 10-zzzzzzzz which

was cited as both an X and a Y reference in the ISR, discloses a method and a device for

.7 However, Doe does not disclose or suggest any control channel, let alone

“ccecccee,” as recited in Applicants’  Claim 10.

JP 2001- , cited as a Y reference in the ISR, discloses a

However, JP 2001- does not disclose or suggest any control channel, let alone

“cceece,” as recited in Applicants’  Claim 10.

JP 2001- and JP 2001- , both cited as A references in the ISR, also
fail to disclose or suggest any , let alone “ccceceececcee,” as recited in Applicants’
Claim 10.

Applicants therefore submit that none of the references of record, either alone or
In combination, disclose or suggest the invention recited in independent Claim 10.
For similar reasons, Applicants submit the above discussed references, neither alone
nor in combination, disclose or suggest the invention recited in independent Claims

18-20 and 28-33.

7 Pehkonen, abstract.
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I11. Conclusion

The Applicants believe that the above provides information required for a

favorable petition to make special. Therefore, Applicants respectfully request

that this application be advanced out of turn for examination.

Respectfully submitted,

-41 -
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13:03 CA$500 US$435

Search Report USPTO

Mr. Robert E. Mitchell (Swabey Ogilvy Renault)
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Of fice Action

Office Action 2 6
Office Action
24 36
Small Entity
Patent Rules SOR/96-423, Schedule Tariff of Fees, Part
Applications, Item 4 Small Entity  Patent Rules, 2

Patent Rules SOR/96-423, 28
Manual of Patent Office Practice (MOPOP), Section 13:03

Patent Rules SOR/96-423, Schedule Tariff of Fees,
Part Applications, Item 4
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28.

(1) Subject to subsection (2), the Commissioner
may advance an application for examination
out of its routine order upon the request of any
person who pays the fee set out in item 4 of
Schedule II, where the Commissioner
determines that failure to advance the
application is likely to prejudice that person's
rights.

(2) In respect of an application filed on or after
October 1, 1989, subsection (1) only applies if
the application is open to public inspection
under section 10 of the Act and a request for
examination has been made pursuant to
subsection 35(1) of the Act.
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Manual of Patent Office Practice (MOPOP), Section 13:03

13.03

28
advanced examination
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35
©)
10
28
2)
10 (2
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13.03 Requests for advanced examination
(Special order)

Applications are generally examined in order
according to the date on which the request for
examination is made. Under section 28 of the
Patent Rules, the applicant or any other person
may request advanced examination of an
application. To obtain advanced examination
the requester must make a written request
establishing that failure to advance the
application is likely to prejudice that person's
rights and must pay the prescribed fee (Item 4
of Schedule I1 of the Patent Rules). The request
must also be accompanied by, or preceded by a
request for examination under subsection 35(1)
of the Patent Act and by the fee as set out in
Item 3 Schedule 11 of the Patent Rules.

An application must be open to public
inspection under section 10 of the Patent Act in
order for a request for advanced examination to
be granted (subsection 28(2) of the Parent
Rules. The applicant may request early
opening of the application (subsection 10(2) of
the Patent Act) simultaneously with the
request for advanced examination.

There is no additional fee required for early
opening. A third party cannot request early
opening of another party's application and
must therefore, wait until the application is
opened under the provisions of subsection 10(2)
of the Patent Act.

Where a third party requests advanced
examination of an application, the Patent
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Office will inform the applicant by letter that a
third party has requested advanced

examination.

Verbal requests for advanced examination
are not granted.

The Commissioner does not grant advanced
examination status to an incomplete
application. Any person requesting advanced
examination on such an application is
informed, by office letter, that the request will
be considered when the application is in proper
order.

A divisional application, once it has been
completed and an examination request and fee
has been received, may be accorded advanced
examination status upon request and upon
payment of the advanced examination fee.

The advanced examination status remains in
effect until disposal of the application or
withdrawal by the requester. An application
under advanced examination is given
immediate action whenever it is in proper
condition for examination.



CA

PETITION FOR SPECIAL ORDER

Sir:

It is respectfully requested that the above-identified application be given an immediate examination
under Rule 28(1) of the Patent Rules. It is believed that failure to advance the prosecution of the present
application is likely to prejudice the Applicant’s rights since there is impending infringement of the invention
by a competitor.

The Applicant hereby requests early laid-opening of the present application for public inspection.

Official Notification that the present application will be given a Special Order status is respectfully
requested.

The prescribed fee of $200.00 should be charged to the Visa account in the name of
.................. that is on file.

Deficiencies in the above-mentioned fee and any further processing fees should be charged to
Deposit Account No. .............

Respectfully submitted,

By:

- 47 -
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Tariff of Fees,

CA

Part Applications, Item 4
| |
(%)

1. 27 (2)

(a) $200

(b) $400
2. 94 (1) 148(1) $200
3. 35 (1)

(a)

() $100

() $200

(b) (a)

(a) $400

(b) $800

28 $500
30(1) (5) 32 (1) $400

6 . 30(1) (5)

(a) 19891

()

(A) $150

(B) $300

( ) 100 $6

(b) 19891

( )

(A) $350

(B) $700

( Y100 $4
. $200
8 . 198910 1 73 (2) $200

-48 -




Item | Description

1.

On filing an application under subsection 27(2) of the Act
(a) if the applicant is a small entity
(b) if the applicant is a large entity

On completing an application under subsection 94(1) or on avoiding a
deemed abandonment under subsection 148(1) of these Rules:

CA

Fee

$200

$400

$200

On requesting examination of an application under subsection 35(1) of the Act,

(a) if the application has been the subject of international search by the

Commissioner,

(1) if the applicant is a small entity
(i) if the applicant is a large entity
(b) except if paragraph (a) applies,
(1) if the applicant is a small entity
(i) if the applicant is a large entity

On requesting the advance of an application for examination under
s.28 of these Rules

On filing an amendment under subsection 32(1) of these Rules, after a
notice is sent under subsection 30(1) or (5) of these Rules

Final fee under subsection 30(1) or (5) of these Rules:
(a) For applications filed on or after October 1, 1989:
(1) basic fee

(A) where the applicant is a small entity

(B) where the entity [applicant] is a large entity

(i) plus, for each page of specification and drawings in excess of 100
pages

(b) For applications filed before October 1, 1989:

- 49 -

$100

$200

$400

$800

$500

$400

$150

$300

$6



(1) basic fee
(A) where the applicant is a small entity
(B) where the entity [applicant] is a large entity

(i) plus, for each page of specification and drawings in excess of 100
pages

On requesting reinstatement of an abandoned application

On applying for restoration of a forfeited application under subsection
73(2) of the Act as it read immediately before October 1, 1989

-850 -

CA

$350

$700

$4

$200

$200
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2005 9 INPI: Instituto Nacional
da Propriedade Industrial Normative Orientation #3/2002, October 14,
2002 "Exame Prioritario”

Resolution, N0.222/05, 20 September, 2005

DIRPA: Diretoria de Patentes
Director de Patentes Presidente de Instituto Nacional
da Propriedade Industrial

1 Mr. Ricardo Cardoso Costa Boclin (MOMSEN, LEONARDOS & CIA)
2 Normative Orientation #3/2002, October 14, 2002
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Normative Orientation #3/2002, October 14, 2002

2002 10 14

-ON/INPI1/DIRPA/N0.003/2002

DIRPA

INPI
MARE
1998 7 17

INPI

- DIRPA
SAESPE

1/3

MPO)

DIRPA

-B3-

DIRETORIA DE PATENTES | 14 de Dutubro de 2002 |
[Fis. 13 ]

ORIENTACAQ NORMATIVA — ONINPIDIRPA/N" 0032002

Diispéie sobre cs procedimentos administrativos 8
serem adotados com relaglo ao exame priositdrio
de certos pedidos de patentes, mo Ambite da
DIRPA.

O DIRETOR DE PATENTES DO INPL no uso das atribuighes que lhe confere o
cargo, tendo em vista 0 que dizphe a Instrugio Nermaliva n" 3, de l?ﬂ'ﬂ?a'l??s. dc
Mimistério da Administragho Federal ¢ Reforma doEstado — MARE (hoje Ministério
do Planeizmentn, Orgamento e Gestio), € X
Consideranda que & decisio de um pedido de patente & fundemental para que o
inwentor ou terseirns possam decidir sobre & exploragio, comercializaeio oo defesa di
invenglio descrila o MESTE;

Considerande, ainda, que & grande o nimero de pedidos deposgitados que estio
aguardando uma decislic per parte do TNPL;

RESOLVE:

Expedir 2 presente Orientagio Mormativi, para nortear 03 procedimentos & serem
adotados para o cxame prioritdrio de certos pedidos de patenies, ou seja, pard dar
maiar celeridade &s endlises wenicns de cerios padidos de patente em relagiio sos
quais hil indicios de perdas econdmicas em fungio da miséncia de uma decisio sobre
o mesmo, determinando:

1. As solicitacdes, que podem ser sob a forma de wma canta, devem ser encaminhadas
par & DIRPA, contendo as alegaghes e comprovagles;

2. A DIRPA recebe as solicitagbies, encaminha ns mesmas para ¢ SAESPE, que anotd

m wm arquivo ou pasta, contendo copia da solicitagin, para makter o3 enderecns &
i

demais dsdos pera eventual resposta ¢ encaminha a solicitapiio pars um dos
integrantes do Grupe Colegiada responsdvel pelo exame dag razfies.

3. 0 Grupo Colegiado, que deverd ser renovado periedicamente, $érf composto pot 3
(trés) chefes de Divisio (ou seus substitutos) que serfio indicados pelo Diretor (o sou
substituto), serd responsivel pela decisio a este respeito;

4, A priorizagdo aplica-se a:

» pedidos, patentes ou registros gue fiagam parte de qualguer agio judicial ou que
venhamn sofrendo contrafagiio;
s uso indevido;
» interesse de tercciros por estarem sendo prejudicados, eventualmente face 3
comercializagio, etc..;
+ sempre que comprovads a alegapfio de notificagio extrajudicial a: suposto
infrnior, com a apreseniagio de copia da mesma; 4
+ determina¢do higrarquicamente superior & Divisio ¢,
+ depositants idoso,
5. 0 SAESPE vai investigar se o pedido esti em condiges de ser examinado (se
sofreu exame formal, se foi publicado (3.1) ou (3.2), se ji decorreram 60 (sessenta)
diss da publicagiio do pedido, se foi requevido o exame, se estd em dia com as
snuidades, & 0 que mais for necessario);
6. O Grupo Colegiado, no receber a solicitugdio e a8 informaghes acima, decide se
deye ou ndo ser concedida a priorizapio do exame e informa, por esctito, ao SAESPE;
7.0 exame, em principio, no deverd ser iniciado antes de 24 (vinte quatra) meses da
data de depisito;
§ 0 SAESPE encaminha carta ao depositante s an requerente, no caso de niio serem
08 mesmos, informande a decisfio tomada em nomes da Diretoria. A carta, onde serd

informada a situagio do pedido, casc haja algutng irregularidade, deverd ser elaborsda
e 3 (trés) vies, sendo que 2 (duas) ficordo na Dirctorin de Patentes e a tereeira,

recibada, sert anexada ao pedido:

§, Umna vez concedida a priorizagio, esta se aplicard i todas as unidades da DIRPA ¢
om todas 2s etapas de processamenta cm que s¢ fizerem necessirias;



SAESPE

31 3.2
60

SAESPE

24

SAESPE

-54 -

BR

10. Caberi a0 SAESPE o acompanhamento dos cesos solicitados, que deverfio e
infrmados mensalmente & DIRPA;

1L O Grupe Colegiado deverd se reunir pelo menos uma vez por més;

12. As solicitagles recebidas deverSo ser decididas até a reunidio do més subseqiiente
4 data de recebimento da mesma;

13. Os casos omissos serfo decididos pelo Diretor de Patentes.

14, Us csclarccimentos com relagio o esta norma serfio prostados pelo Diretor de
Putentes; . -

15. Esta Orientagdo Normativa entra em vigor na data de sua assinamrea;

16, Ficarevogada a Ordem de Servigo para Fxame Priocitirio de 3001201999,



1999

12

DIRPA

SAESPE
DIRPA

30
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Resolution, N0.222/05, 20 September, 2005

2005/09/20
222/05

DIRPA

2002 10 4

INPI

1
DIRPA

10 4 INPI/DIRPA 3

INPI/DIRPA 3

INPI

2002
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FREZIDENCIA 20/08200E

REEOLUGAD M= 222370 &

Assunto: Revoga a Oventagdo
Nomatva INPYDIRPAN® 003, de
14 e cutubro de 2002, que dsple
s0lre 0s procedimentos
administratives a serem adotados
com relacio 30 exame priodtano

de pemidos e patentes, no Amistn
da DIRPA.

0 PRESIDENTE DO INSTITUTO NACIONAL DA PROPRIEDADE
INDUSTRIAL - IMPI, no 10 35 sU3s anoulgdes,

RESOLVE:

At 1® Fica FRewgada a O Mormativa
INFLDIRPAN® 003, de 14 de oulldr de 2002, que disple sobre oS
pm:e-:lmams administrailvos a serem adofados com relag.h al axame
priomtaio de padidos de patentas, no Amolo da Diretoria de Patanies do INPL.

An. 2* Esta Resolugdo entra em vigor na data da sua publicagdo,
na Revista Betndnica da Proprisdade Indusinal.

Robarto Jaguarbs
Presidente

Carlog Pazos Rodrigusz
Diretor de Patenttes
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Patents Act, Section 21, (1) Patents Rules,
Rule 24B, (4)
Patents Act, Section 138 (1), (2) Patents
Rules, Rule 121
Patents Act, Section 146,
@ Patents Act, Section 122, 124

Patent Act, Section 11A (2), Patent Rules, Rule 24B (1) (i)

Patent Rules, Rule 24A, Form9 10,000
uUs$224
2,500 US$56

Of fice Action
Office Action

The
Patents Rules, Rule 24B (2), (4)

1 patents Rules, Rule 7 and the first schedule
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3 Office Action

Office Action 6
Patents
Act, Section 21, (1) Patents Rules, Rule 24B, (4)

The Patents Act, Section 11A
The Patents Rules, Rule 24A
The Patents Rules, Rule 24B
The Patents Rules, Form9

Anand and Anand, Ms. Archana Shanker
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The Patents Act, Section 11A

11A
@)

()

3)

@ 35

b 9 1

() 1 3

4) 35
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11A. Publication of applications.

(1) Save as otherwise provided, no
shall
ordinarily be open to the public for

application for patent
such period as may be prescribed.

(2) The
prescribed

applicant may, 1iIn the

manner, request the
Controller to publish his application
at any time before the expiry of the
period prescribed under sub-section
(1) and subject to the provisions of
sub-section (3), the Controller shall
publish such application as soon as

possible.

(3) Every application for a patent
shall, on the expiry of the period
specified under sub-section (1), be
published, except in cases where the
application —

(&) 1n which secrecy direction 1is
imposed under section 35; or

(b) has Dbeen
sub-section (1) of section 9; or

abandoned under

(c) has been withdrawn three months
prior to the period specified under
sub-section (1).

(4) In case a secrecy direction has been
given in respect of an application
under section 35, then, i1t shall be
published after the expiry of the



)

(6)

(@)

(b)

(7)

- 101 -

IN

period prescribed under sub-section
(1) or when the secrecy direction has
ceased to operate, whichever is later.

(6) The publication of every
application under this section shall
include the particulars of the date of
application, number of application,
name and address of the applicant
identifying the application and an
abstract.

(6) Upon publication of an application
for a patent under this section -

(a) the depository institution shall
make the biological material mentioned
in the specification available to the
public;

(b) the patent office may, on payment
of such fee as may be prescribed, make
the specification and drawings, ifany,
of such application available to the
public.

(7) On and from the date of publication
of the application for patent and until
the date of grant of a patent in respect
of such application, the applicant
shall have the like privileges an
rights as it a patent for the invention
had been granted on the date of
publication of the application:

Provided that the applicant shall not
be entitled to institute any
proceedings for infringement until the



2005

2005

1

1

1

1

2005

The Patents Rules, Rule 24A

24A

11A

1

1

- 102 -

patent has been granted:

Provided further that the rights of a
patentee in respect of applications
made under sub-section (2) of section
5 before the 1st day of January, 2005
shall accrue from the date of grant of
the patent:

Provided also that after a patent is
granted in respect of applications made
under sub-section (2) of section 5, the
patent-holder shall only be entitled to
receive reasonable royalty from such
enterprises which have made
significant investment and were
producing and marketing the concerned
product prior to the 1st day of January,
2005 and which continue to manufacture
the product covered by the patent on the
date of grant of the patent and no
infringement proceedings shall be
instituted against such enterprises.

24A_ Request for publication.
A request Tor publication under
sub-section (2) of section 11A shall be

made in Form 9.



The Patents Rules, Rule 24B

24B
@)G) 11B
36 18
(ii) 1B 3
36 2005 1 1
12
(iii) 1B 3
36 6
(iv) 16 3
36
6

- 103 -

24B. Examination of application.

(1) (1) A request for examination under
section 11B shall be made in Form 18
after the
application

publication of the
but within thirty-six
months from the date or priority of the
application or from the date of filing
of the application, whichever 1is

earlier;

(ii) the period within which the

request for examination under
sub-section (3) of section 11B to be
made shall be thirty-six months from
the date of priority or from the date
of filing of the application or twelve
months from the 1st day of January,

2005;

(ii11) the request for examination under
sub-section (4) of section 11B shall be
made after the publication of the
application, but within thirty-six
months from the date of priority or from
the date of Tiling of the application,
or within six months from the date of
revocation of the secrecy direction,

whichever is later;

(iv) the request for examination of
application as filed according to the
“Explanation” under sub-section (3) of
section 16 shall be made after the
publication of the first mentioned
application,
months from the date of filing of the

but within thirty-six



(V2005 1 1
11B
11B
@)i)  24B
(i) 12 2
1
3
3)
@) 21

- 104 -

IN

application or from the date of
priority of the first mentioned
application or within six months from
the date of fTiling of the further
application, whichever is later;

(v) the period for making request for
examination under section 11B, of the
applications filed before the 1st day
of January, 2005 shall be the period
specified under the section 11B or the
period specified under these rules,
whichever expires later.

(2) (1) A request for examination of
application for patent filed under
sub-rule (1) shall be taken up for
examination in the order in which the
request is fTiled;

(ii) the period within which the
examiner shall make the report under
sub-section (2) of section 12, shall
ordinarily be one month but not
exceeding three months from the date of
reference of the application to him by
the Controller.

(3) A fTirst examination report along
wi'th the application and specification
shall be sent to the applicant or his
authorized agent. 1In case other
interested person files the request for
examination, an iIntimation of such
examination may be sent to such
interested person.

(4) (@) The time for putting an



(i)

(iii)2005 1 1

12
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application in order for grant under
section 21 shall be six months from the
date on which the Ffirst statement of
objection is issued to the applicant to

comply with the requirements;

(i) notwithstanding anything
contained in these rules, the period
specified in clause (1) may be extended
for a further period not exceeding
three months by the Controller in
circumstances beyond the control of the
applicant, on a request made in Form 4
by the applicant along with fee
specified in the First Schedule before
expiry of the time specified in clause

OF

(iii) the time for putting an
application in order for grant which
has been examined before the 1st day of
January, 2005, shall be twelve months
from the date on which the first
statement of objections has been 1ssued
to the applicant to comply with the

requirements.



The Patents Rules, Form9

FOBRM 9
THE PATENTS ACT, 1970
(39 of 1970)
dz
PATENTS RULES, 2003
REQUEST FOR PUBLICATION -
[See section 11A (2); rule 24A]

1. Mame, address and nationality I L
of applicant{s).

hereby request for early Publication of my/our
application for Patent No.....ccoconiinnes
daked.............. under section 11A(2) of the Act

Dated this.......... day of.ee 20......
2. To be signed by the applicant
or authorised registered patent Signature. ... 'y
4. Name of the natural person who To
has signed.

The Controller of Patents,
The Patent Office,
Al

Mote.—For fee: See First Schedule.

- 106 -
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AU

6
Patents Act, Section 44, (2) Patents
Regulations, Reg. 3.16, (2)

12

Expedite Examination

Patents Regulations,
Reg. 3.17 (2)

Expedite Examination

1 Mr. Greg Whitehead (F B Rice & Co)

-107 -



AU

Patent practice and procedure, 12.4.3.1

Expedite Examination
Office Action 1
Office Action
Office Action 1
Office Action 11

16 2

Expedite Examination
Expedite Examination

Modified Examination

Modified Examination

2 |IPAustralia Homepage, Average time since date of request for examination made and first reports
issued.

- 108 -
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Modified Examination Patents
Regulations, Reg. 3.20, 3.21

4
4
P/00/005 Modified Examination
Modified Examination AUS240[ US$L77]
AU$340 Modified Examination

Modified Examination

Office Action

Modified Examination
Office Action

Modified Examination

3 IPAustralia Homepage Home>Resources>Forms & Publications>Patents> Patent Information for
Specific Circumstances> Modified Examination Deferring Examination

- 109 -



AU

Patents Act, Section 44

Patents Regulations, Reg. 3.16

Patents Regulations, Section 3.17 (2)

Patents Regulations, Reg. 3.20, 3.21

Patent practice and procedure, 12.4.3

Expedite Examination

P/00/005

IP Australia Homepage Home>Resources>Forms & Publications>Patents>
Patent Information for Specific Circumstances> Modified Examination Deferring
Examination

- 110 -



Patents Act, Section 44

44
@)

()

3)

(4) 3)

- 111 -

AU

44 Request for examination

(1) Where a complete application for a standard
patent has been made, the applicant may,
within the prescribed period and in accordance
with the regulations, ask for an examination of
the patent request and specification relating to
the application.

(2) Where a complete application has been
made for a standard patent, the Commissioner
may, on one or more of the prescribed grounds
and in accordance with the regulations, direct
the applicant to ask, within the prescribed
period, for an examination of the patent
request and complete specification relating to
the application.

(3) Where the patent request and specification
relating to a complete application for a
standard patent are open to public inspection, a
person may, in accordance with the regulations,
require the Commissioner to direct the
applicant to ask, within the prescribed period,
for an examination of the request and
specification.

(4) Where required under subsection (3), the
Commissioner must give a direction
accordingly, unless the applicant has already
asked, or been directed to ask, for an
examination of the patent request and
specification.



AU

Patents Regulations, Reg. 3.16

3.16 3.16 Prescribed grounds and period for
@ 4 (2) examination
(1) For the purposes of subsection 44(2) of the
Act, the following grounds are prescribed:

(@ (a) that the Commissioner reasonably considers
it expedient to give the direction having regard
to the progress made in the examination of
applications filed before the filing date of the
application concerned,;

(b) (b) that the Commissioner reasonably considers
it to be in the public interest to give the
direction;

(© (c) that the Commissioner reasonably considers
it expedient to give the direction, having regard
to the examination of another application for a
standard patent or the examination of an
innovation patent.

2 4  (2) (2) For the purposes of subsection 44(2) of the
6 Act, the prescribed period is 6 months from the

day on which the direction was given.

3) (3) A direction must be given in writing and
state the grounds on which it is given.

-112 -



Patents Regulations, Section 3.17 (2)

3.17

@) 44 (3)

)

(@)
(b)

44

)
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3.17 Requirement for Commissioner to direct or
expedite examination

(1)For the purposes of subsection 44 (3) of the
Act, a person may, in the approved form,
request the Commissioner to direct an
applicant for a standard patent to ask for an
examination of the patent request and
complete specification under subsection 44 (2)
of the Act.

(2)If an applicant has asked for an examination
of the patent request and complete specification
to be expedited, the Commissioner may do so if
he or she is reasonably satisfied that:

()it is in the public interest; or

(b)there are special circumstances that make it
desirable.



AU

Patents Regulations, Reg. 3.20, 3.21

3.20 3.20 Requests for deferment of examination or
modified examination
1) (1) In this regulation:

3.21 prescribed foreign country means a country

prescribed in regulation 3.21.

2 46 (1)(b) (2) For the purposes of paragraph 46(1)(b) of
the Act, the following applications are
prescribed:

(@ (@) a basic application in relation to the

complete application;

(b) 38 (b) an application for a patent that claims the
priority of the complete application or a
provisional application associated with the
complete application under section 38 of the
Act;

(© (c) an application for a patent made in a
prescribed foreign country that claims the
priority of the application that is a basic
application in relation to that complete

application.
3 47 (1)) 46 (3) For the purposes of paragraph 47(1)(b) of
1)) the Act, an application prescribed for the

purposes of paragraph 46(1)(b) of the Act in
relation to which a patent in English has been
granted in a prescribed foreign country is
prescribed.

4) 46 (1)(d) (4) For the purposes of paragraph 46(1)(d) of
the Act, the prescribed ground is that the
Commissioner  reasonably  considers it
expedient to give the direction, having regard
to the progress made in the examination of
applications filed before the filing date of the

- 114 -



(5) 46 (2) 47 (1)
(6) 41 ()
47 (1)b)
(@)
(b)
3.21
46 (1)(b) 47 (1)b)

(@ 1973 10 5

(b)
© (

(d) (
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application concerned.

(5) For the purposes of subsection 46(2) and
subsection 47(1) of the Act, a request for each
action must be in the approved form.

(6) The applicant must file a copy of the
specification relating to the patent referred to
in paragraph 47(1)(b) of the Act that is:

(a) certified by the official chief or head of the
Patent Office of the prescribed foreign country
by which the patent was granted; or

(b) otherwise verified to the reasonable
satisfaction of the Commissioner;

before acceptance, unless the applicant makes
a request under subsection 47(2) of the Act.

3.21 Prescribed foreign countries: requests for
deferment of examination and modified
examination

For the purposes of paragraphs 46(1)(b) and
47(1)(b) of the Act, the following countries are
prescribed:

(@) a country that is a signatory to the treaty
done at Munich on 5 October 1973 entitled the
Convention on the Grant of European Patents,
as in force from time to time;

(b) Canada;

(c) New Zealand (excluding the Cook Islands,
Niue and Tokelau);

(d) United States of America (including all
territories and  possessions and the
Commonwealth of Puerto Rico).



Patent practice and procedure, 12.4.3

1243
12.43.1
eCasefile
ERA
ERA
ERA eCasefile
eCasefile
eCasefile
PAMS eCase Enquiry
3.17(2)
(2)ERA
(b)
3.17(2)(b) ERA

1 ERA: Electronic Records Administration
2 Patent Application Management System
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AU

12.4.3 Expedited Examination

12.4.3.1 An applicant may request that the
examination of an application be expedited.
This request can be made in writing or via the
telephone.

When a Service Request for Expedited
Examination on an eCasefile is received at
ERAL

» ERA staff identify the Service Request as a
Request for Expedited Examination

e ERA staff email the eCasefile number (and
include a comment indicative of the task type)
to the supervising examiner andlor a
nominated examiner of the relevant patent
examination section for that eCasefile. The
supervising examiner (or nominated examiner)
then passes the email/task onto a suitable
examiner for examination purposes.

* PAMS? eCase Enquiry is used to view/print
out the eCasefile for examination purposes (as
per the current practice for MANUAL tasks of
this nature).

Exercise of a delegation under reg 3.17(2) is
inherently carried out by:

a) ERA processing a Service Request for
Expedited Patent

Examination, and

Examination to
b) an examiner expeditiously examining it.
Reg 3.17(2)(b) is satisfied by the mere fact that

the request has been forwarded from ERA to
Patent Examination.



12.43.2
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Where a request for expedited examination on
a paper case file is received and granted, the
delegate is required to include a written note on
the case file indicating that the delegation has
been exercised to expedite examination, and
the examination expedited accordingly.

12.4.3.2 Where examiners receive a telephone
call from an applicant requesting expediting
examination, they should refer the matter to

their supervising examiner.



Expedite Examination

To the Commissioner of Patents, IP Australia

Request for Expedited Examination

Requesting Date:

Application Number:

Application Title:

Applicant:

Grounds for Request

- 118 -
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P/00/005

Australia Pafents Act 1990 — Section 44 & 47 Regulation 3.15(2) & 3.20(5)
Request for Examination of Patent Request

Australian Government and Complete Specification
IP Australia

[Subject to the provisions of the Patents Act, information provided on this form may be made publicly available, including on the Internet ]

of

State Postcode

request the making of _I a modified examination

| an examination

| | an examination where an IPER has been issued by Australia

of Application No: ‘ and of the complete specification lodged in respect of that application.

(The following paragraphs are to be completed only if a MODIFIED EXAMINATION is requested)

1. A certified copy of the specification of Patent No. ‘ ‘

granted in ‘ ‘ on ‘ ‘

(Prescribed Convention Country) (dated)

_I is attached _I will be forwarded before acceptance

2. lrequest that the complete specification be amended as proposed in the attached statement.

No D YESD

Address for correspondence

State Postcode

—

Phone No ‘ { ‘ FaxNo | ( ) ‘

Your ‘ ‘
Reference

Email Address ‘ ‘

. Date
Signature

P/00/005 (05/05) — Page 1 of 1 ABN 38 113072755

- 119 -



IP Australia Homepage

AU

Home>Resources>Forms & Publications>Patents>

Patent Information for Specific Circumstances> Modified Examination Deferring

Examination

P/00/014

- 120 -

Deferring Examination

You can ask to defer examination if:

e we have directed you to ask for (request)
examination;

e you would qualify for modified examination
except the foreign patent has not yet been
granted, and;

e you expect the foreign patent to be granted
soon.

You must make the request for deferment on
form P/00/014 (or equivalent), and give full
details of the foreign application which is not
yet a granted patent. You need to give details of
only one pending foreign application. If there is
one foreign application on which a patent has
not yet been granted, it does not matter
whether a patent has been granted on another
foreign application. For example, you may ask
for deferment based on a pending United
States application, even though a United
Kingdom patent has already been granted.
Deferring examination will give you an extra
period of 9 months in which you can request
examination. If the foreign patent is granted in
that time you can ask for modified examination
or if not, normal examination. Of course, if you
fail to ask for examination within the extra

period, your application will lapse.



NZ

NZ

Modified Examination

Expedite Examination
Patent Regulations, 38

(@
(b)
1

(b)

9

NZ$110 US$72
Of fice Acti &n
1 Office Action
Office Action 3
3 Office Action

Mr. Frank Callus (Henry Hughes Limited)

-121 -



Patent Regulations, 38
9

- 122 -

NZ



(@)
(b)

Patent Regulations, 38

38
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38. Examination may be advanced

An application and its specification or
specifications may be advanced out of turn for
examination and investigation at the direction
of the Commissioner.

(a) To expedite the business of the Office; or
(b) For good and substantial reasons at the
request of the applicant made in form 9.



NZ

9

Please return form by mail to.

Intellectual Property Office New Zealand
PO Box 30 687

Lower Hutt

New Zealand

| You can confirm the details of registered Intellectual Property at www.iponz.govt.nz |

-Office use only-
IP number/s:

Current Owner:

Your reference:

Patents Act 1953

Patent Form No. 9 - Request Under Regulation 38 For Advancement Of
Examination

| (or We) hereby request that application No ........................cooeelLL, filed
onthe ..........dayof ......................... 20......, be advanced for examination
and investigation on the following grounds: (@) .........cooeii i,

Signature Date

Telephone E-mail

(To be signed by applicant(s) or his or their agent.)

(a) Here set out grounds in full and verify by accompanying statutory declaration or other
evidence to the satisfaction of the Commissioner

For assistance completing this form please call 0508 4 IPONZ (0508 447 669)

- 124 -



EA

Cl S
EAPO

EAC: Eurasian Patent Convention

EAPO:
Eurasian Patent Office
EAPO
EAPO
EAC EPC: European Patent Convention
6
EAPO
EAPO How to get a
Eurasian patent, A ) A
EAPO
A
1
US$200
1 Mr. Edward Svidersky (belpatent.com)
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Gfice Action

EAPO
Office Action

How to get a Eurasian patent, A
How to get a Eurasian patent, A

Office Action
10 12
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How to get a Eurasian patent, A C)

©)

How to get a Eurasian patent, A
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c) Accelerated processing

The Eurasian procedure provides for
accelerated processing of applications at all

stages, on payment of the appropriate fee.

VIII. The length of the patent grant procedure

The length of the Eurasian patent grant
procedure is up to about 3 to 3.5 years. It can be
divided into two stages, the first being the
formalities examination and search, the second
starting with substantive examination and

ending with grant of a patent.

Provided that the application has been
correctly drawn up, the applicant does not need
to become actively involved in the first stage of
the procedure. His participation may become
necessary during the second stage, to ensure
that the decision is as objective as possible.

As noted above, processing time may be
significantly reduced at the applicant's request.



~#379/11a125/11/05

Application #200400966 -
Datc }6fl]s(}4 '

Apphuant ask to accelelate patent emmmatlon on ﬂpplu.a‘imn #20&400966 at }6 Ii-

70(}4 bccause thcre is begmnmﬂ prcpmductmn pmc:css and negotlatmns of authorlty_

1w anster on patent Method of plpelme sheathmg

Payment document is atmn.hed 1 sheet.

-128 -
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Law on Patents for Invention No. 461/1995, Article 16
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d)
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Avrticle 16. Examination of Application

(1) When prosecuting an application for a
patent, the Agency shall undertake a formal
examination, a preliminary examination and,
where appropriate, a substantive examination.

(2) In the formal examination, the Agency shall
check, within one month, that all application
documents have been submitted in compliance
with Article 10. Where such is the case, the
Agency shall enter the application in the
National Patent Application Register.

(3) In the preliminary examination, and within
a period of two months, the Agency shall:

a) check that the content of the application
documents satisfies the required conditions;

b) check that the subject matter of the
invention meets the patentability requirements
set out in Article 4 paragraphs (2) and (3);

c) check that the invention that is the subject
matter of the application meets the conditions
set out in Article 11;

d) determine, where appropriate, the priority
date of the invention.

(4) If the application documents do not satisfy
the required conditions, the Agency shall notify
such fact to the applicant and invite him to
remedy the defects notified within a period of
three months as from the dispatch of the

notification. If the applicant does not comply



)
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Board of the Agency

(6)
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(7)
8) 30
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with the invitation within the prescribed time
limit or does not submit a request for extension
of such time limit, the Agency shall suspend
prosecution of the application and notify the
fact to the applicant.

(5) If the invention for which protection is
sought relates to subject matter that is not
patentable under this Law, the Agency shall
decide to refuse the grant of a patent and shall
notify the applicant there of. The applicant may
appeal from such decision to the Appeals Board
of the

Agency within three months of the date of
receiving the notification.

(6) Where an application does not satisfy, on
filing, the requirement of unity of invention and
the applicant does not, within a period of two
months as from the date on which the fact was
notified to him, divide up the application in
accordance with Article 11(2), account shall be
taken solely of the subject matter set out in the
first claim.

(7) If the application meets the prescribed
conditions, the Agency shall notify the
applicant that his application will be
prosecuted.

(8) In accordance with the applicant’s written
request, which can be presented to the Agency
on filing of the application or within 30 months
thereafter, the processing of the application
may or may not comprise a substantive
examination. Where the request has not been
presented within the said time limit, the
application shall be considered withdrawn.
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(99 Where the Agency receives from the
applicant, within the time limit set out in
paragraph (8) a written request that the grant
of the patent under his responsibility, the
Agency shall check if the invention complies
with the patentability criteria, indicated in Art
4-8 of the present law and, based on the
examination report, it shall take a decision to
grant a patent or to reject withdraw the
application.

(10) The applicant, or any other interested
party, may file a request for a prior art search,
of which the results will enable the
patentability of the invention to be assessed.
The conditions governing the search and
communication of information obtained shall
be determined

by the Agency.

(11) The substantive examination of the
application shall be carried out in the 18
months following the filing date of the
corresponding request. The conditions for the
examination shall be determined in accordance
with the rules set up by the Agency on the basis
of this Law.

(12) A request for substantive examination may
also be filed with the Agency by another person
within 30 months following the date of the
application. The Agency shall notify the
applicant of any request received from another

person.

(13) In the substantive examination, the
Agency shall check that the invention for which



(14)
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protection is sought meets the patentability
requirements set out in Articles 4 to 8 of the
present law and grounded on the examination
report, it shall decide whether to a grant patent

or to reject the application.

(14) The Agency may invite the applicant to
supply additional elements with respect to the
invention that are essential for it to examine
the application. Any additional elements shall
be submitted by the applicant within three
months as from the dispatch of the invitation
and they may not modify the subject matter of

the invention.
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Regula 36. Solicitarea procedurilor in regim de
urgenta

36.1. Solicitantul poate sa ceara efectuarea
procedurilor de examinare, documentare sau
publicare a cererii Th regim de urgenta.

36.2. Tn cererea de efectuare a procedurilor in
regim de urgenta, redactata in forma libera, se

indica procedurile in cauza.

36.3. Concomitent cu cererea de efectuare a
procedurilor in regim de urgentd se depune
dovada de platd a taxei corespunzatoare, in
cuantum majorat de 2 ori fata de cel stabilit.

36.4. Termenul efectuarii procedurilor Tn regim
de urgenta este de 2 ori mai mic decat cel
stabilit.
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2000 2004 PACE PACE
PACE
2000 2001 2002 2003 2004
PACE 3 3,940 4,287 5,000 5,100 6,300
4 81,000 79,300 84,100 90,000 108,300
PACE (%) 49 54 59 5.6 5.8
Of fice Action
PACE Office Action
PACE PACE 3
Office Action
Office Action 26 50%
5 PACE
7 1991 4 1995 3
8 50% 5
PACE
Official Journal 10/2001, page 459, point 4
PACE

PACE

3 EPO Annual Report 2000~2003, 1 Business Report, | Performance Report, PACE programme

/EPO Annual Report 2004, 1 Business Report, 11 Analysis of the grant procedure, PACE programme
4 EPO Annual Report 2000~2004, 1 Business Report, | Performance Report, Examination and
opposition: workload and production
5 EPO Annual Report 2004, 1 Business Report, 11 Analysis of the grant procedure

6

PAe. Vossius & Partner
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Official Journal 10/2001, page 459

PACE
2000 10 1
EPO
EPO
PACE
PACE
PACE
EPO
2001

EPO 1005 463

Notice from the President of the European
Patent Office dated 1 October 2001
concerning the programme for accelerated
prosecution of European patent
applications - "PACE"

Over the last five years, the number of
applications filed annually with the
European Patent Office has more than
doubled. The Office has therefore taken
numerous steps to cope with this enormous
increase in its workload and thereby
minimise delays in grant proceedings. One
such step has been to further improve and
simplify the PACE programme for
accelerated prosecution of European patent
applications.

PACE ensures that applicants who want
their applications processed rapidly obtain
the search report, the first examination
communication and any ensuing European
patent as soon as possible. Taking flexible
account of applicants' specific needs, the
programme thus reduces processing time
considerably compared with the average.

As explained in more detail below,
accelerated processing of European patent
applications is carried out on written
request. The EPO does not publish
requests for accelerated search and/or
examination and, by decision of the
President dated 7 September 2001(1), they
are excluded from file inspection, provided
they are made using EPO Form 1005 (see
p. 463)(2) or on a separate sheet of paper.

- 142 -
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Euro-PCT

Euro-PCT

EPO

EPO

EPO

PACE

EPO

Unless otherwise stated, PACE is also
available for international applications
entering the European phase before the
EPO ("Euro-PCT applications").

Search

1. For European patent applications
claiming no priority (first filings), the Office
ensures that as a rule applicants obtain
their search reports within six months of
the filing date. In such cases, accelerated
search is automatic; no separate request
need be filed.

2. For European patent applications which
do claim priority, accelerated search can be
requested in writing when the application
is filed. In such cases, the Office makes
every effort to issue the search report as
soon as possible.

Examination

3. Accelerated examination can be
requested in writing at any time: when
filing the application, in response to the
search report, or subsequently.

For Euro-PCT applications, it can be
requested on or after entry into the
European phase before the EPO(3). If
requested on entry, accelerated prosecution
covers formalities examination, drawing up
the supplementary search report, and
substantive examination. Where no
supplementary search report is
necessary(4), it covers formalities and
substantive examination.
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% (1)

EPO
Euro-PCT

EPO

4. When accelerated examination is
requested, the Office makes every effort to
issue the first examination communication
within three months of receipt by the
examining division of the application or the
request for accelerated examination
(whichever is the later).

All subsequent examination
communications are issued within three
months of receipt of the applicant's reply,
provided this is received within the time
limit set by the examining division in its
previous communication and deals with all
the points raised.

Other ways of accelerating the European
grant procedure

5. The applicant may request examination
early (Article 96(1) EPC). He may also
unconditionally waive his right to receive
an invitation from the EPO to confirm that
he desires to proceed with the
application(5). This waiver allows the
application to reach the examining division
more quickly, and may be made when filing
the European patent application, or later
by separate communication to the EPO.

6. The applicant may file a substantive
response to the search report, or - in the
case of a Euro-PCT application entering
the European phase before the EPO as
elected Office - to the international
preliminary examination report, without
waiting for the first examination
communication. A "substantive" response
means reasoned observations or
appropriate amendments to the

- 144 -
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51 (4)
EPC
97  (6)

38 (5

EPC
79 (2 51 (8a)

0OJ EPO 1997, 340

1. OJ EPO 2001, 458

2. EPA/EPO/OEB Form 1005 11.01

application.

7. If the application is ready for grant and
the applicant has received the
communication under Rule 51(4) EPC, the
subsequent procedure can be shortened
significantly if the applicant approves the
text without delay and requests immediate

grant under Article 97(6) EPC(6).

For such a request to be valid, the
applicant must, when filing it (if not
before):

- pay the fees for grant and printing

- file the translations of the claims

- pay any additional claims fees and

- file any translation of the priority
document required or the corresponding
declaration (Rule 38(5) EPC).

The request will be processed only if the
designation fees (Article 79(2), Rule 51(8a)
EPC) and any renewal fee (plus surcharge)
already due have been paid. If the request
is made less than three months before the
due date of the next renewal fee, applicants
are advised to pay that fee too together
with the request(7).

* Revised and expanded version of the
notice last published in OJ EPO 1997, 340.

1.See OJ EPO 2001, 458.

2. EPA/EPO/OEB Form 1005 11.01 is

- 145 -
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EPO

EPO
pdf Windows
Word

http://www.european-patent-office.org
3. Euro-PCT PCT 23
@) 40 (2

PACE

4, EPO

5. Euro-PCT

6. OJ EPO 1995, 841

12 EPO
Supplement to OJ EPO 6/1994

obtainable free of charge from the EPO
(preferably from Vienna, but also from
Munich, The Hague and Berlin) and the
central industrial property offices of the
contracting states. An editable version in
pdf and Word for Windows formats will be
available on the Office's Web site at
http://www.european-patent-office.org.

3. With Euro-PCT applications, the
applicant can speed up entry into the
European phase by expressly requesting
early processing under Article 23(2) or
40(2) PCT. However, this
automatically lead to

does not
accelerated
examination in the European phase; that
requires a separate request under the
PACE programme.

4. This is the case if the international
search report was drawn up by the EPO or
the Austrian, Spanish or Swedish patent
offices.

5. This applies mutatis mutandis to
Euro-PCT
European

applications entering the

phase and for which a
supplementary European search report

must be drawn up.

6. See OJ EPO 1995, 841.

7. Applicants using the automatic debiting
procedure may have to pay these fees
separately, ie outside that procedure, to
ensure rapid grant (see point 12 of the
Arrangements for the automatic debiting
procedure and the EPO's explanatory notes
- Supplement to OJ EPO 6/1994).
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Guide for Applicants part-1, article 156

1 156

EPC96 (1)

* Official Journal 10/2001, page 459

Guide for Applicants part-1, article 156

To speed up proceedings, you can also
simply waive your right to the invitation
under Article 96(1). In that case, when you
receive the search report you are deemed to
have indicated that you wish to proceed
further with the application, and the
then
responsibility for the procedure (see Annex
I, point 5).

examining division assumes
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EPO 1005

PACE-Antrag an das Europaische Patentamt
(o) PACE request to the European Patent Office
Requéte PACE a I'Office européen des brevets

[~ ] B EPA/EPO/OEE
D-80298 Minchen
B (+49-89)2399-0

Fax (+49-89) 2399 - 4465

B9 EPAJEPO/OEB

P.B. 5818

ML-2280 HV Rijswijk
2 (+31-70) 340 - 2040

Fax (+31-70) 340 - 3016

= EPA/EPO/OEBE
[- 10958 Berlin
&/ (+49-30) 25901 -0
|_ J Fax (+43-30) 25301 - 840

Unter Bezugnahme auf das Programm zur beschleunigten Bearbeitung europdischer Patentanmeldungen
(“PACE")" wird fUr die europaische Patentanmeldung

Under the programme for accelerated prosecution of European patent applications {("PACE")', l/we hereby
request that European patent application

Nous référant au Programme de traitement accéléré des demandes de brevet europeen («PACE»)', nous
demandons que la demande de brevet europeen

{Aktenzeichen) / (application number) / {(numéro d'enregistrement)

beantragt / undergo / fasse I'objet :
1. [ beschleunigte Recherche [ accelerated search / d'une recherche accélérée

2. [ beschleunigte Priifung / accelerated examination / d’un examen accéléra.

Ort/ Place / Lieu Datum / Date

Unterschrift des (der) Anmelder(s) oder Vertreter(s) / Signature of applicant(s) or representative(s) /
Signature(s) du (des) demandeur(s) ou du (des) mandataire(s)

MName(n) des (der) Unterzeichneten bitte in Druckschrift wiederholen. Bei juristischen Personen bitte die Stellung des (der) Unterzeichneten
innerhalb der Gesellschaft in Druckschrift angeben.

Please print nameis) under signaturels). In the case of legal persons, the position of the signatory within the company should also be printed.

Le ou les noms des signataires doivent &tre indiqués en caractéres d'imprimerie. 5'il s"agit d'une personne morale, la pasition cccupée au sein
de cellei par le ou les signataires doit également &tre indiquée en caractéres d'imprimerie.

' Siehe ABL EPA 2001, 459,
See 0J EPO 2001, 453,
Cf. JO OEB 2001, 459.

EPA/EPO/OEE Form 1008 11.01
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DE

Notice of the President of the GPTO, Sep.28. 1992

1992 9 28 19/92
Bl.f.PMZ 1993 451

Bl.f.PMZ1981 263 Bl.f.PMZ 1982 142
Bl.f. PMZ1990 211 Bl. f. PMZ 1991

Mitteilung Nr. 19/92

des Prisidenten des Deutschen Patentamts iiber die Behandlung
von Beschleunigungsantrigen in patentamtlichen Verfahren

Vom 28. September 1992
(BL. f. PMZ 1993 S. 451)

Um Nachteile fiir den Anmelder zu vermeiden, besteht in patentamtlichen
‘Verfahren die Méglichkeit, einen Beschleunigungsantrag zu stellen (z.B. einen
Antrag auf beschleunigte Absetzung eines Erstbescheids oder sonstige beschleu-
nigte Durch- oder Fortfithrung eines Verfahrens).

Auf einen begriindeten Beschleunigungsantrag hin, in dem ein berechtigtes
Interesse glaubhaft vorgetragen wird, ist ein Verfahren vordringlich zu betrei-
ben, wenn die zu erwartende Verfahrensdauer Nachteile des Antragstellers
moglich erscheinen lafit.

Beschleunigungsantrige gelten grundsatzlich nur fiir die nichste Verfahrens-
handlung, jedoch wird eine Beschleunigung des weiteren Verfahrens dann von
Amts wegen vorgenommen, wenn sich aus dem Beschleunigungsantrag ein
entsprechendes weitergehendes Interesse ergibt.

Die Richtlinien fiir das Priifungsverfahren (Bl f. PMZ 1981, 263 ff.), fir das
Einspruchsverfahren (Bl. f. PMZ 1982, 142 {f.) und fir die Eintragung von
Gebrauchsmustern (Bl. f. PMZ 1990, 211 {f.) sowie die Richtlinie fiir die
Priifung von Warenzeichenanmeldungen auf absolute Eintragungshindernisse
(Bl. f. PMZ 1991, 1 ff.) werden entsprechend erganzt werden.

-151 -
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DE

Deutsches
Patent- und Markenamt
Zweibrtickenstr. 12

80297 MUNCHEN
19 4.7
Co., Ltd. Oktober 2005

Unser Zeichen: DE PT/MM

GemiB der Mitteilung Nr. 19/92 des Prisidenten des Deutschen Patentamts wird hiermit Antrag
auf beschleunigte Absetzung eines Erstbescheids sowie beschleunigte Durch- und Fortfithrung

des Verfahrens gestellt.

Der Antrag wird wie folgt begriindet:

Der Anmelder plant den Vertrieb von Elastomerzusammensetzungen gemiB der vorliegenden
Erfindung in Deutschland. Eine weitere Verzdgerung des Verfahrens gefihrdet die

Marktposition des Anmelders und stellt damit einen Nachteil fiir den Antragsteller im Sinne

vorstehender Mitteilung dar.

- 153 -



GB

2)
12
Rules, 34 (1)

and Examination”
Applications”

10/77

OA/T7

GB

12

Patents Rules, 25 (5) 6
Patents Act, 18, (1) Patents Rules, 33
54 Office Action
Patents

"Combined Search

"Accelerated Processing of Patent

Manual of Patent Practice, 18.03

Manual of Patent Practice, 18.07

OA/T7

- 154 -



GB

"Request for Accelerated Substantive Examination of

an Application”

Office Action
1) Office Action
Of fice Action
5
1 5
2
Office Action
5 Office Action
Office Action

1 Patents Application Guide, p2, Step 5
2 2004/2005 Annual Report & Accounts, Chapter 3, p15
3 Patents Application Guide, p27, Combined search and examination
4 Mr. Alex Frost (Boult Wade Tennant)
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Manual of Patent Practice, 18.03
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18.03 Form 10/77 and the examination fee
can be filed at any time before the end of the
prescribed period; it may be filed at the time
of making the application if the applicant so
wishes. Applications on which Forms 9/77 or
9A/T7 (see 17.02) and 10/77 have been filed on
the same date (apart from PCT s.89 cases
where an international search report has
been communicated to the Office) will receive
combined search and examination before
publication under s.16, unless the applicant
has explicitly stated in writing that this is not
wanted. Exceptionally, if an applicant has
initially filed only Form 9/77 or Form 9A/77
and later requests combined search and
examination in writing when filing Form
10/77, the request for the combined procedure
should be met if possible. A request for a
refund of the examination fee and also of the
search fee for combined search and
examination cases is normally acceded to if it
is received before issue of the substantive
examiner's report. However, the examination
fee is not refunded if following combined
search and examination a search report
under s.17(5) but no report under s.18 has
issued (see 18.84.1). In all cases such refunds
are a matter of discretion, not a right.

[ An OPTICS flag for combined search and
examination will be set automatically to 'YES'
if Forms 9/77 or 9A/77 and 10/77 are logged
with the same filing date. The formalities
examiner should identify those applications
on which both Form 9/77 or 9A/77 and Form
10/77 have been filed on the same date (other
than PCT s.89 cases where an international
search report has been communicated to the
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ofr7

10/77

OAITT

10/77

10/77

OPTICS

10/77
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Office). The proceedings sheet should be
minuted and a CS&E card label attached to
the outside of the shell to alert the search
examiner that combined search and
examination is required. However, it will not
be necessary to attach the label if the
applicant has stated either on Form 10/77 or
in a separate letter that combined search and
examination is not wanted. Nevertheless, the
formalities examiner should set the combined
search and examination flag to 'NO' and
minute the proceedings sheet to explain the
situation to the search examiner.

[In the event of Form 10/77 being filed after
Form 9/77 or 9A/77 with a written request for
combined search and examination, the
formalities examiner should check whether
the search report has issued. If it has already
issued, the applicant should be informed, as
indicated later in this paragraph, that the
request was received too late. On the other
hand, if the search report has not issued, the
formalities examiner should arrange without
delay for the Form 10/77 to be put on file, the
proceedings sheet minuted and the CS&E
label attached to the shell so that the
Examination Support Officer and the search
examiner are alerted as soon as possible to
the need for combined search and
examination. The combined search and
examination OPTICS flag should also be set
to 'YES'. On receipt of a labelled file in the
examining group, the Examination Support
Officer should check with the search
examiner to see whether the search has been
started. If it has not, the examiner in due
course should carry out the examination at
the same time as the search. In the remote
event of the Form 10/77 and the written



16

OPTICS

18 (1A)
17

(@)
(b)
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request being received during a search, the
search examiner can opt, depending on the
stage reached, to carry out the examination or
defer it until the normal examination stage.
Whenever the examination is not carried out
the applicant should be informed by the
formalities examiner or the search examiner,
as appropriate, that the request for
substantive examination was received too late
to allow combined search and examination
and that substantive examination will occur
in due course after s.16 publication. The
applicant should also be informed that
accelerated examination will be considered if
requested and a reason for the request is
given in writing. If necessary, the combined
search and examination flag on OPTICS
should also be changed from 'YES' to 'NO'.
The request for a refund should be dealt with
by the appropriate formalities group with the
examining group being informed immediately.
An examination report or combined search
and examination reports should not be issued
after receipt of a request for a refund, even if
the report or reports have already been
prepared. ]

Section 18(1A)

If the examiner forms the view that a
supplementary search under section 17 above
is required for which a fee is payable, he shall
inform the comptroller, who may decide that
the substantive examination should not
proceed until the fee is paid; and if he so
decides, then unless within such period as he
may allow -

(@) the fee is paid, or

(b) the application is amended so as to render
the supplementary search unnecessary,

he may refuse the application.
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18.03.1  Subsection (1A) was added by
paragraph 4 of Schedule 5 to the CDP Act to
give new powers to the comptroller where an
applicant's action makes a supplementary
search necessary at the substantive
examination stage. Paragraph 3(3) of that
Schedule added s.17(8) at the same time to
provide for the payment of a fee for such a
search, any such search having previously
been performed without charge.

18.03.2 If, before or during substantive
examination, the substantive examiner
reports that a supplementary search is
necessitated by an amendment or correction
as referred to in 17.120, the applicant may be
so informed in a letter giving a specified
period to pay the fee or amend the application
so as to remove the need for the search or
submit observations, and warning that the
application may otherwise be refused. Where
such an amendment is submitted but fails to
remove the need for the search, the matter is
pursued until either a satisfactory
amendment is filed or the fee is paid, or it
becomes evident that the dispute cannot be
resolved.

[ Senior Examiners may decide whether to
take action under ss.17(8) and 18(1A),
without reference to their Deputy Director;
Examiners should consult their senior officer
as to the appropriate decision. Such action
should be initiated by issuing EL27 in which
the period specified for response should
normally be two months. When issuing EL27,
the case examiner should give instructions for
a "Diary" entry for return of the file to him on
a specified date which should be 3% months



34
]
18.03.3
17 (8) 17 (6)
17.111
17 (8)
[
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from the date on which he writes the
instructions. Instructions should be given for
the diary entry to be cancelled if a response is
received before the "bring forward" date. If
amendments are unsatisfactory or the
applicant disputes the need for the search, or
search fee, the matter should be pursued by
letter or telephone (confirmed in writing) with
the aim of swift resolution so that the normal
examination process can commence oOr
continue without undue delay. If no response
is received the examiner should write or
telephone (confirming in writing) to enquire if
it is the applicant's intention not to proceed,
emphasising that if no action is taken the
application will be treated as refused at the
end of the r.34 period. It should be made clear
that genuine reasons for the late-filing should
accompany any subsequent response. The
case examiner should be named and a contact
telephone number provided in all letters to
the applicant or his agent. ]

18.03.3 Where a further search is
performed, at the request of the applicant, for
a second or subsequent invention which was
claimed in the application as filed and which
was identified in the search report, section
17(6) rather than section 17(8) applies and
the procedure is that set out in 17.111, etc. If,
however, amendment to remove plurality of
invention results in the deletion of claims to
an invention which was searched at the
search stage in favour of an invention which
was present at that stage but which was not
so searched, a search fee under section 17(8)
should be required if a further search is then
necessary at substantive examination.

[ A search for a second invention in a
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divisional application should be made without
requiring an additional search fee when a
search report has issued in respect of the first
invention in the divisional application,
despite this invention already having been
searched in connection with the parent
application (see 15.38), and a further search
becomes necessary for the second invention
sometime later upon deletion of the first
invention. ]

18.03.4 If an applicant files another search
fee in anticipation of the amendments made
necessitating a further search under section
17(8) and the substantive examiner does not
consider such a search to be necessary, then a
refund of the fee paid should be made, even if
no specific request therefor has been made by
the applicant.

18.03.5 If, following the issue of the letter
referred to in 18.03.2, there is such an
unresolved dispute and/or if the fee is not paid
or any other requirement of this provision is
not met, a hearing is offered. If the hearing
officer decides that examination should not
proceed until the fee is paid or the application
amended, he should specify a period
(normally two months) for payment or
appropriate amendment. If neither action is
taken within the specified period he may
refuse the application.

[ A hearing may be offered by Senior
Examiners but Examiners should consult
their senior officer as to the appropriate
decision (see 101.09). The hearing should be
taken by the Deputy Director (see also
18.03.2).]
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18.03.6 When the appropriate fee has been
filed, together with a Form 9/77, the
substantive examiner performs the
supplementary search. A search report is
issued; this may accompany a s.18
examination report.

[ If the search report is issued with a s.18
report, SE6 or SE7 should be used as
appropriate; SL7 should otherwise be used.
Any newly-cited documents should be issued
at the same time (see | 17.104.1, 17.105.2). ]

Section 18(2)

On a substantive examination of an
application the examiner shall investigate, to
such extent as he considers necessary in view
of any examination carried out under section
15A above and search carried out under
section 17 above, whether the application
complies with the requirements of this Act
and the rules and shall determine that
guestion and report his determination to the
comptroller.
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18.07
examination of an application, which the

A request for accelerated substantive

applicant should mark appropriately to
ensure prompt action may be allowed
provided that a reasoned statement for the
request has been given. Such a statement
should accompany the request. If the request
is made before publication, the applicant
should indicate whether or not publication
before the end of the 18 month period
prescribed under s.16 is also requested. (In
the absence of any such indication, the
applicant should be contacted to clarify
whether accelerated publication is required.)
A regular Notice to this effect appears in the
Journal. Requests giving no, or inadequate
reasons should be refused. (See also 18.87).

[ A request for accelerated substantive
examination should be identified by a stiff
card and pink A4 sheet as set out in 16.04.
The decision whether to allow such requests
may be taken by the examiner in charge of
the classification heading concerned. EL29
may be used to communicate a refusal of
accelerated examination.

[ If an allowable request is received
immediately before or at the very start of the
publication cycle (note that accelerated
publication may also have been requested),
then a sub-file (as with divisional applications
- see 15.42) may be created if this is likely to
expedite processing. If the A-document has
already been sent to the printers then
substantive examination should proceed on
the basis of the duplicate document, including

any amendments filed (see 18.08). ]
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18.07.1 If a request for accelerated
substantive examination is allowed, a report
should issue confirming that it has been
allowed and that substantive examination
will proceed as quickly as possible, but stating
that no report under s.18(4) will normally
issue until at least three months after the
application has been published under s.16 so
as to allow time for third parties to file
observations under s.21 and for updating the
search. The "3-month rule" does not
necessarily apply to divisional applications or
to international applications entering the
national phase under s.89. In the case of
divisionals, if the invention claimed was
clearly claimed in the published parent
application, giving third parties an adequate
earlier opportunity to file observations under
s.21 in respect of that invention, then the
"3-month rule" can be waived. In the case of
s.89 applications, if the corresponding
international application has been published
by WIPO (see 89B.04), then the "3-month
rule” can again be waived, at the request of
the applicant, but only to the extent of
enabling a report under s.18(4) to be issued
not earlier than 2 months after the
application has been reprinted (National
Starch and
Corporation's Application BL 0O/34/96) (see
89A.14).

Chemical Investment

[ Accelerated examination should be started
immediately after allowance of a request, but
a report under s.18(4) should not normally be
issued until at least three months have
elapsed since s.16 publication.

[ EL30 or SC19 (when issuing a search report)
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can be used to inform the applicant that the

request for accelerated substantive
examination has been allowed and that
substantive examination will take place
immediately but that no report under s.18(4)
will normally issue until at least three
months after the application has been
published under s.16. EL33 should then be
sent if the substantive examination has been
carried out and reveals no objection. When
the substantive examiner has done the
identified
objections, and if EL30 or SC19 has not
issued previously, ELC30 should be included

substantive examination and

in his report to confirm allowance of the
request. |

18.07.2
relating to accelerated prosecution, for

Any request for confidentiality

instance where such prosecution has been
requested because of alleged infringement,
should be considered in the light of the
general guidance given in 118.13, but the
request itself and the general reason for it
should be on the open file.
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Combined search and examination

This means your application will be
substantively examined at the same time as
the search is performed. You will then
normally receive a letter which includes a
search report, accompanied by a report on any
objections to your application.

Receiving a combined report gives you the
following advantages.

An early indication of your chances of having
a patent granted.

A chance to amend your specification,
especially the claims, before publication.

A chance to withdraw your application before
publication if it becomes clear a patent is
unlikely to be granted.

However, a combined report has the following
disadvantages.

If the documents on the search report clearly
show that your invention is not new, you
might regret paying the fee for the
substantive examination.

Relevant documents may not be available to
the examiner at the search stage as they
could still be in the publication process. This
could mean important objections are made at
a later stage when the relevant documents
become available.
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Patents Act 1977
(Rule 28A, 32)

GB

The Patent Offi
Request for search & raiem e
(See the notes on the back of this form) Cardiff Road
Newport
South Wales
NP10 8QQ
1. Your reference:
2. Patent application number:
(If you know it)
3. Full name of the applicant
or of each applicant:
4. s this request for:
a) A search under Section 17(1) for an
international application which has
been searched in the international
phase? (See note )
b) A search under Section 17(1) far
any other application?
c) A supplementary search under
Section 17(8)?
d) A search of a further invention
under Section 17(6)?
(Answer this question by writing (a), (b), (c) or (d))
If your answer is (d), identify the invention
to be searched by referring to the claims
(See note (c)).
5. Do you want extra copies of any
documents cited in the search report? YES [ NO [
(see note (d))
If YES state how many and remember to
pay the extra fee.
6. Are you paying the application fee with this
form? (See note (e)) YES [ NO O
7. Signature Date

8. Name and daytime telephone number of
the person to contact in the United Kingdom:

(REV OCTO05)
-168 -

Patents Form 9A/77
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Patents Form 9A/77

Notes

a)
b)
c)

d)

e)

g)

If you need help to fill in this form or you have any questions, please contact the Patent Office on 08459 500505.
White your answers in capital letters using black ink or you may type them.

If you do not identify an invention, the second invention specified in the search report previously made under
Section 17(5) will be searched.

The Public administration section of UK Copyright legislation aflows the Patent Office to send you one copy
of any documents cited in the search report or during the substantive examination process. You may order
extra sets of documents by paying an adcditional administrative fee for each extra set, this fee will not be
refunded if no documents are cited. All copies of citations supplied by the Patent Office must be used for the
sole purpose of processing the patent application.

Before your application is searched you must pay an application fee. If you have not already paid this fee
you can do so when filing this form. The application fee is in addition to the fee required with this form. For
details of the fees and ways to pay them, please contact the Patent Office.

For details of the fee payable with this form when requesting a search for an application that has already
been searched in the international phase please contact the Patent Office.

Once you have filled in this form remember to sign and date it.

(REV OCTO05) Patents Form 9A/77
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Patents Form 10/77

Patents Act 1977

(Rule 33)
Request for a substantive The Patent Office
examination Cardiff Road
(See the notes on the back of this form) Newpaort
South Wales
NP10 8QQ
1. Your reference
2. Patent application number
(if you know it)
3. Full name of the or of each applicant
4. (see note (c)) I/'We request substantive examination of this application.
Signature Date
5. Name and daytime telephone number of
person to contact in the United Kingdom
(REV OCTO05) Patents Form 10/77
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Patents Form 10/77

Notes

a) If you need help to fill in this form or you have any questions, please contact the Patent Office on 08459 500505.

bh)  Wite your answers in capital letters using bfack ink or you may type them.

c) If you are filing this form with a Patents Form 9A/7 7 for the same application and you do not want the search and
substantive examination to be done at the same time, you should indicate this by writing “Not combined search
and examination” on the front of this form in the space below part 5.

d) Once you have filled in the form remember to sign and date it

e) For details of the fee and ways to pay, please contact the Patent Office.

(REV OCTO05) Patents Form 10/77

-171 -
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DKPTO: Danish Patent and

Trademark Office
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1 Handbook of Patents, P2.1-3
2 Mr. Pernille Thorsboe (Zacco Denmark A/S)
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Vejledning P 2.1-3

Maj 2000
FREMSKYNDELSE AF
PATENTANS@GNINGER
I alle ansggninger kan behandlingen

fremskyndes, hvis der er sarlige grunde til
det, f.eks.
licensforhandlinger. Ansggeren skal begrunde

kraenkelsesproblemer  eller

sin anmodning om fremskyndelse. Styrelsen
giver ansggeren besked, hvis anmodningen
ikke kan imgdekommes, eventuelt telefonisk.

Ansggeren kan dog ikke forvente farste
tekniske behandling tidligere end 3 maneder
efter, at de formelle forhold er bragt i orden, jf.
P 1.0-3.

Skal en anmodning om fremskyndelse
imgdekommes, foretager styrelsen sa vidt
muligt hver af de efterfglgende behandlinger
inden for en frist pa tre maneder.

P 2.1-3/JD/SBA

Maj 2000
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1.2 Fristarenden
(ny lydelse 2002-11-25)

PCT-arenden, bade fas-1 och fas-1l1, samt
E-PCT-, dvs.
harmoniseringsidrenden, och

allians- och
ITS-arenden
maste handlaggas inom de frister, som har
angivits av F-enheten for att foreskrivna
tidsgranser enligt samarbetskonventionen
och dartill knutna sarskilda avtal ska kunna

uppfyllas.

A-arenden, dvs. ansékningar dar prioritet
inte har begarts, ska tas upp till behandling
senast sex manader fran ingivningsdagen for
att sokanden ska kunna fa besked inom sju
manader fran denna dag.

Z-arenden (invandningsédrenden), dar
skriftvéxlingen bedéms vara avslutad och ett
slutligt beslut kan fattas, ska avgoras inom 3
manader fran datum for avslutad
"Skrivelse i
"Yttrande |
invandningsarende” inom 3 manader fran det

skriftvéaxling, dvs. vid
invandningsarende” eller
svarsfristen

datum da utlopte. Da

skriftvéxlingen beddomts avslutad kan
"Information i invandningsarende” skickas.
Slutligt beslut i arendet far da fattas tidigast
tvd manader fran det datum da

informationen skickades.

Nyhetsgranskningsuppdrag ska handlaggas
efter hand som de kommer in. Den totala
omloppstiden inom patentavdelningen for ett
granskningsuppdrag &r hogst 11 arbetsdagar.
I de fall dar ett kostnadsforslag ska
godkdnnas av kunden ar omloppstiden hogst
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11 arbetsdagar fran det att kostnadsférslaget
har godkants av kunden (se RL XVII1:4). Ett
granskningsuppdrag bdr emellertid inte
medféra att pagdende arbete med
handlaggning av ett patentéarende avbryts for
uppdragets skull.
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1.4 Begaran om fortur med handlaggningen
(nytt avsnitt 2005-03-01)

Om en sokande per telefon begar fortur med
handlaggningen av sin ansgkan, ska denne
uppmanas att komma in med en motiverad
skriftlig begdran. Om arendet endast kraver
en snabb och enkel arbetsinsats, kan anstkan
behandlas efter muntlig Gverenskommelse
mellan s6kanden och handlaggaren, utan att
sokanden maste inkomma med skriftig
begéaran.

Handlaggaren ska i sadana fall uppratta en
tjansteanteckning oéver samtalet. Ovriga
beslut om fortur fattas av enhetschef.
Begdran om fortursbehandling beviljas
restriktivt. Om fortursbehandling begars
tidigare an sex manader fran ansokans
inkomstdag ska sarskild restriktivitet
tillampas nar begédran avser handlaggning
infor tekniskt forelaggande. Innan beslut om
fortur fattas i sddana é&renden ska
handlaggaren eller enhetschefen ta kontakt
med sokanden, lampligen per telefon, och
varna denne for riskerna med att ansdkan
granskas tidigare an sex manader fran
ansbkans ingivningsdag. Samtalet ska
dokumenteras i en tjinsteanteckning.

I féljande fall kan fortur med handlaggningen
beviljas:

1. Om sokanden avser att overlata
patentansokan/patent och forhandlar med

eventuell férvarvare,

2. om sokanden ar utsatt for intrang i den
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ensamratt som ett patent meddelat i enlighet
med ansdkan kommer att medfora, eller

3. i extraordinara fall av lang
handlaggningstid hos PRV.

Innan enhetschefen kan fatta beslut i fragan
om fortur bor enhetsgruppen diskutera
arendebelastningen och informera
enhetschefen om denna.

Enhetschefen ska  skriftligen meddela
s6kanden om begéaran beviljas eller inte.

Om begaran avslas ska anledningen till detta
framgd av meddelandet. En kopia av
meddelandet ska bifogas akten.

Fortur beviljas endast for den handlaggning
av arendet som narmast ar for handen. Nar
denna handldggning avslutats har beslutet
om fortur verkstallts. Om sokanden onskar
fortur med den fortsatta handlaggningen av
arendet maste sokanden inkomma med ny
skriftlig begaran om fortur.

Att arendet ska handlaggas med fortur
innebar att handlaggande ingenjor ska
handlagga &rendet snarast efter att denne
avslutat handlaggningen av det arende som
ar for handen. Om handlaggande ingenjor ar
utsatt for stor belastning ska
arendebelastningen omfdrdelas nar beslut om
fortur beviljas. Fortur med handlaggningen
av arende bdr inte beviljas om
handlaggningen av fristdrenden (jfr 1.2)
aventyras.
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GUIDELINES ON THE APPLICATION OF
INTERNAL MEASURES FOR
IMPLEMENTING A FAST-TRACK PATENT
AWARD PROGRAM OF A NATIONAL
PATENT

Currently, the applicant of a national patent
who wishes to accelerate the proceedings of an
application before the Spanish Patent and
Trademark Office (SPTO) has
administrative mechanisms foreseen in the

several

legislation in force.

The first mechanism is regulated by Law
30/1992 of 26 November of Juridical Regime of
the Public Administrations and Common
Administrative Proceeding currently in force by
virtue of which, and according to that provided
in its article 74.2, the applicant can request the
urgent proceedings of his application, which
usually does not comprise all the proceedings
but an specific proceeding (early publication,
carrying out the State of the Art report, making
certified copies, etc.). This system has also the
drawback that in the request for urgency it is
necessary to give the concrete reasons
justifying it and the of the
administrative unit must also detail the legal

decision

arguments involved.

A second mechanism for relatively accelerated
proceedings which only affects the process of
carrying out the State of the Art Report (in
Spanish, Informe sobre el Estado de la Técnica
(IET)) — the most important piece of the general
procedure of grant of a Patent- is the direct use
of the PCT option (Patent Cooperation Treaty).
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patent applications
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By using this option, the applicant files his
application directly as a PCT application
designating Spain and, in this case, the
applicant obtains the International Search
Report, equivalent to the State of the Art
Report (in Spanish, Informe sobre el Estado de
la Técnica (IET)), at the latest after nine
months from the filing of the application. If the
applicant has filed before a national application
and later he files a PCT application, the report
will be issued three months from the filing of
the PCT application. This second system has
the drawback that the applicant, in principle,
must use a not wished option and, further, he
must pay the international fee and the fee for
international search, the amounts of which are
higher than those of a national application
regarding the same concepts.

Besides, the Spanish Patent Act 11/1986
provides an additional system allowing to
obtain the patents in a more reduced term than
in the ordinary case that can normally be less
than one year in case of not choosing the
previous examination. Its application is
subjected to specific commitments by the
applicant: that is, that he requests the early
publication, that he initially pays the fees
corresponding to the State of the Art Report
(in Spanish, Informe sobre el Estado de la
Técnica (IET)) and that in the application there
are not any formal defects that may result in a
suspension of the proceedings with the
corresponding deceleration.

The principle in which this way of
administrative actions derive is the same than
the one that has created the PACE program of
the European Patent Office which, without
modifying any regulation of the Agreement, has



119

Fast-track

- 186 -

ES

made available to the applicants of European
patents, a system of accelerated proceedings
which remarkably cuts the average time
periods for proceedings.

The present guideline is directed to this
system, to the requirements for its application
as well as to the measures of internal nature to
be adopted by the Spanish Patent and
Trademark Office.

By virtue thereof, 1 issue the following
guideline:

1st. The filing and granting of an invention
patent according to the system of accelerated
grant foreseen in the present guideline will be
made according to the following premises:

1. The scope of application of this
procedure is the Spanish  patent
applications, which do not claim priority.

2. The shortening of the proceedings
terms will be higher depending on how fast
the applicant fulfils the proceedings
(application for the renewal of procedures,
response to third-party observations, etc.)
without finishing the legally established
terms.

3. The applicant must explicitly request
the Fast-track patent award program.

4, The term of secrecy according to
article 119 of the Spanish Patent Act shall be
respected, so that no application shall be
disclosed before a period of two months since
its date of filing.
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2nd. The system shall develop according to the
following stages.

1st) Filing of an application

When filing the application, the Spanish Patent
Office will have to check that the applicant,
together with the provided documents, has
carried out the following actions:

Request by triplicate of the publication of the
early application before eighteen months have
elapsed (article 32.3 of the Spanish Patent Act
11/1986), for being eligible to use the Fast-track
patent award program according to the
established form, according to the model which
accompanies this Guideline.

Request of the State of the Art report (in
Spanish, Informe sobre el Estado de la Técnica
(IET)) together with the payment of the fees for
carrying it out (Art. 33 of the Spanish Patent
Act 11/1986)

2nd) Assigning the date of filing and
examination of the application for purposes of
its possible interest for the national defense.

The Spanish Patent and Trademark Office will
carry out together the actions for the
assignment of the date of filing and
examination for the purposes of the defense in
the term established under article 4 of the
Royal Decree 441/1994, that is, 10 days from
the filing.

3rd) Examination of formalities and
patentability

The accelerated filing involves that there are
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neither defects nor irregularities due to the
application. For this reason, if as a consequence
of the examination of form and patentability,
established under article 31 of Spanish Patent
Act 11/1986 the suspension of the proceedings
of the file is declared, said file shall
automatically be excluded from the program
and it shall continue with its normal
proceedings.

Provided that the application does not contain
any defects and, thus, the file does not have any
suspension, it shall not be necessary to fulfil
the requirement of direct communication to the
application of the continuation of the procedure
as it can be considered that it has been already
requested when using the Fast-track patent
award program. In this case, said continuation
of the proceedings will be published as soon as
possible in the Official Bulletin of Industrial
Property (BOPI), but never before the
two-month term established under article 14.1)
of the Rules of the Spanish Patent Act, in which
the applicant is allowed to complete the
description, has elapsed.

4th) Carrying out of the State of the Art Report
(In Spanish, Informe sobre el Estado de la
Técnica (IET))

Carrying out a State of the Art Report (In
Spanish, Informe sobre el Estado de la Técnica
(IET)) will be made as soon as possible after the
examination of formalities and patentability.

5th) Publication of the application and the
State of the Art Report (In Spanish, Informe

sobre el Estado de la Técnica (IET))

Once the Report has been carried out, it will be



Industrial Property

6)

30

BOPI

Official Bulletin of

- 189 -

ES

submitted to the applicant. The patent
application together with the Report will be
published as soon as possible in the Official
Bulletin of the Industrial Property, opening the
compulsory term in order that the applicant
requests the renewal the proceedings and that
he uses the legally established options: the
general proceedings for the grant of a patent or
the grant with previous examination.

6th) Grant of a patent

Provided the applicant has chosen the general
procedure of grant without previous
examination, and once the proceedings of
third-party observations and response of the
applicant with the eventual modifications of his
application have taken place, within the terms
established under article 30 of the Rules of the
Spanish Patent Act, the Spanish Patent and
Trademark Office will decide on the grant of
the patent as soon as possible.



Form SPA-1

PROGRAMA DE CONCESION ACELERADA DE
PATENTES (PROGRAMA CAP)

SOLICITUD DE PUBLICACION ANTICIPADA SEGUN
EL ARTICULO 32.3 (ver)

IDENTIFICACION DEL EXPEDIENTE

MINISTERIO Oficina Espaiiola
DE INDUSTRIA, TURISMO de Patentes y Marcas
Y COMERCIO

NUMERO DE SOLICITUD |/ DIGITO DE CONTROL SOLICITANTE: APELLIDOS Y NOMBRE O DENOMINACION SOCIAL
Applicant's name

P.l. NOMERE ¥ CODIGO)
Applicant's representative.

AGENTE | REPRESENTANTE: NOMBRE ¥ MREGGION POSTAL COMPLETA (S| AGENTE

Al amparo del articulo 32.3 de la Ley de Patentes de 20 de marzo de 1986, el abajo
firmante solicita que la solicitud de patente que acompana al presente escrito sea
publicada antes de transcurrido el plazo de 18 meses desde la fecha de presentacion
de la misma para que dicha solicitud sea tramitada en el Programa de Concesion
Acelerada de Patentes.

En ,a de 20

Firma del Solicitante o Agente/Representante

Mod. SPA 1i - 2 EJEMPLAR PARA EL MECANIZACION

ILMA. SRA. DIRECTORA DE LA OFICINA ESPARNOLA DE PATENTES Y MARCAS
informacion @oepm.es C/ PANAMA, | + 28071 MADRID
WWW.0epMm.es
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INSTRUCCIONES

NO RELLENAR LOS ESPACIOS
ENMARCADOS EN ROJO, SON PARA LA
ADMINISTRACION.

NOTAEXPLICATIVA

Los solicitantes que deseen la aplicacion del
Programa de Concesion Acelerada de Patentes
(Programa CAP) deberdn acompanar a su
solicitud de patente:

1. Una solicitud de publicacion anticipada
segun este modelo.

2. La peticion de realizacion del Informe sobre
el Estado de la Técnica junto con el pago de la
tasa correspondiente.

Los requisitos para la aplicacion del Programa
CAP son los siguientes

(A) Suambito de aplicacion son las solicitudes
de patentes espanolas que no reivindiquen
prioridad

(B) Elexpediente no debe presentar defectos
formales. Este quedara automaticamente
excluido del programa y seguira su tramitacion
normal si como consecuencia del examen de
forma y de patentabilidad, establecido en el
articulo 31 de la Ley11/1986 de Patentes el
expediente es declarado en suspenso de
tramitacion.

Cuando la solicitud no contenga defectosy, por
tanto, el expediente no sufra ningiin suspenso
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no se comunicara directamente al solicitante la
continuacion  del procedimiento de su
expediente al considerar que ya lo ha pedido al
acogerse al programa para la concesion
acelerada.

El acortamiento de los plazos de tramitacion
sera tanto mayor cuanta mas celeridad emplee
el solicitante para el cumplimiento de tramites
peticion de reanudacion del procedimiento,
contestacion a observaciones de terceros etc.
sin agotar los plazos legalmente establecidos.

Debera cumplimentar todos los datos a
maquina o con letra clara 'y en mayusculas y
firmar cada una de las hoJas de la declaracion.



Form SR-1

— 3. EJEMPLAR PARA EL INTERESADO

Med. IET 11

MINISTERIO
2 DEINDUSTRIA, TURISMO
Y COMERCIO

PETICION DE INFORME SOBRE EL ESTADO DE LA TECNICA

IDENTIFICACION DEL EXPEDIENTE

ES

Oficina Espaiiola
de Patentes y Marcas

FECHA DE PRESENTACION

LUGAR DE PRESENTACION

NUMERO DE SOLICITUD SOLICITANTE: APELLIDOS Y NOMBRE ( DENOMINACION SOCIAL

FECHA DE SOLICITUD AGENTE / REPRESENTANTE: NOMBRE ¥ DIRECCION POSTAL COMPLETA (81 AGENTE P.I NOMERE Y CODIGO)

DE CONFORMIDAD CON LO DISPUESTO EN EL ARTICULO 33 DE LA LEY
11/1986, DE 20 DE MARZO, DE PATENTES, EL ABAJO FIRMANE SOLICITA
LA REALIZACION DEL INFORME SOBRE EL ESTADO DE LA TECNICA.

RELACION DE DOCUMENTOS QUE SE ACOMPANAN:
D RESGUARDO ABONO TASA PETICION LET.

|:| OTROS

FIRMA DEL SCLICITANTE O REPRESENTANTE

ILMA SRA. DIRECTORA DE LA OFICINA ESPANOLA DE PATENTES Y MARCAS
informacion @ cepm.es
WWW.0EPM.Es

- 193 -

G/ PANAMA, 1 = 28071 MADRID



PT

PT

Instituto Nacional da Propriedade Industrial INPI

Codigo Da Propriedade Industrial, artigo 68.(2)
Anticipation of the Publication

Caodigo Da Propriedade Industrial, artigo 66.(3), artigo 68.(2)

Mr. Joao Pereira da Cruz (J. Pereirada Cruz, S.A))
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Of fice Action

3
Caodigo Da Propriedade Industrial, artigo 68.(2)
1 Codigo Da Propriedade Industrial, artigo
65.(1) 1
5 Office Action
3 Office Action

Cadigo Da Propriedade Industrial, artigo 66
Cadigo Da Propriedade Industrial, artigo 65
Cadigo Da Propriedade Industrial, artigo 68

- 195 -



PT

Cddigo Da Propriedade Industrial, artigo 66

66 Artigo 66.° Publicacdo do pedido

(@) 2 1. Sendo apresentado de forma regular, ou
regularizado nos termos do n.° 2 do artigo
anterior, o pedido de patente é publicado no
Boletim da Propriedade Industrial com a
transcricdo do resumo e da Classificacdo
Internacional nos termos do Acordo de
Estrasburgo.

2 2. A publicacdo a que se refere o numero
anterior ndo se faz antes de decorridos 18

18 meses a contar da data da apresentacdo do
pedido de patente no Instituto Nacional da
Propriedade Industrial ou da prioridade
reivindicada.

3) 3. A publicacéo pode ser antecipada a pedido
expresso do requerente.

4 4. Efectuada a publicacdo, qualquer pessoa
pode requerer cépia dos elementos constantes
do processo.

5) 61 (2) 5. Sem prejuizo do disposto nos artigos
anteriores, as reivindicacdes ou expressoes
gue infrinjam o disposto no n.°2 do artigo 61.°
sdo suprimidas, oficiosamente, tanto no titulo
da patente como nas publicagbes a que o
pedido der lugar.
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65

1)

)

3)

61

62

63
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Artigo 65.° Exame quanto a forma

1. Apresentado o pedido de patente no
Instituto Nacional da Propriedade Industrial,
é feito exame, quanto a forma, no prazo de um
més, para verificar se preenche os requisitos
estabelecidos nos artigos 61.°, 62.° e 63.°.

2. Caso o Instituto Nacional da Propriedade
Industrial verifigue que existem no pedido
irregularidades de caracter formal, o
requerente é notificado para corrigi-las no
prazo de um més.

3. Se 0 nao fizer no prazo estabelecido, o
pedido é recusado e publicado o respectivo
aviso no Boletim da Propriedade Industrial,
nao havendo, neste caso, lugar a publicacdo
prevista no artigo seguinte.



Cddigo Da Propriedade Industrial, artigo 68

1)

)

3)

(4)

Q)

(6)

(7)

68

17
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Artigo 68.° Exame da invencéo

1. O |Instituto Nacional da Propriedade
Industrial promove o exame da invencao,
considerando todos os elementos constants do
processo.

2. Nao havendo oposicao, faz-se relatério do
exame no prazo de trés meses a contar da
publicagdo do pedido no Boletim da
Propriedade Industrial.

3. Havendo oposic¢do, o relatério é elaborado
no prazo de trés meses a contar da
apresentacdo da ultima peca processual a que
se refere o artigo 17.°.

4. Se, do exame, se concluir que a patente
pode ser concedida, é publicado o respectivo
aviso no Boletim da Propriedade Industrial.

5. Se, do exame, se concluir que a patente n&o
pode ser concedida, o relatdrio, acompanhado
de copia de todos os elementos nele citados, é
enviado ao requerente com notificacdo para,
no prazo de dois meses, responder as
observagbes feitas.

6. Se, apés a resposta do requerente, se
verificar que subsistem objecc¢bes a concessao
da patente, faz-se nova notificacdo para, no
prazo de um més, serem esclarecidos o0s
pontos ainda em duvida.

7. Quando, da resposta do requerente, se
verificar que a patente pode ser concedida, é
publicado o respectivo aviso no Boletim da
Propriedade Industrial.
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8. Se a resposta as notificagbes ndo for
considerada suficiente, é publicado o aviso de
recusa ou de concesséo parcial, de harmonia
com o relatdrio do exame.

9. Se o requerente ndo responder a notificacéo
a patente é recusada, publicando-se o
respectivo aviso no Boletim da Propriedade
Industrial.
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Ms. Marta Majlingova (Majlingova, Fajnorova, BachrataPatent and Trademark
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18
Patent Regulations Rule 29, (2)

OSIM: Romanian State Office for Inventions and Trademarks

Patent Law, Article 27

Patent Law, Article 43

Patent
Law, Article 43
41/1998 2002
383/2002 2006 1 1 381/2005
1
3
18
Patent Law, Art.28, Paragraphl Patent

Regulation, Rule 29, (1

1 Dr.Gheorghe Bucsa
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9.3

Law 381/2005, Annex I, Term 7

RO

20 5 €500[
US$594] €300
20 €10[ US$12]
€5
5 1 €15[ US$18] €10
3
3 Law 381/2005, Annex I, Term
3
1 150 10
20
2000 132 12 1,292
2001 121 11 1,409
2002 167 9 1,682
2003 134 20 1,046
2004 149 15 1,100
2 OSIM
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Patent Law No.
Office Action



Patent Law, Art.28

28
OSIM 18
OSIM

(@) 11 12

13
(b) 14 15
16 18
41

(©)

(d)

(e)

12
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Article 28

The OSIM through the Examination Board,
shall, on the basis of the patent application
examination report and within 18 months of
the date on which examination of the
application was requested, decide to grant a
patent or to refuse a patent application or its
subject-matter.

Excepted shall be patent applications
withdrawn by the applicant or declared as
deemed to be withdrawn.

The OSIM shall decide to refuse a patent
application in whole or in part in the
following cases:

a) the subject-matter of the application is not
patentable within the meaning of Articles 7 to
11,12 and 13;

b) the patent application does not meet the
requirements laid down in Article 6, the
first paragraph of Article 14, the fourth and
the fifth paragraphs of Article 15, the second
and the fourth paragraphs of Article 16,
Articles 18 and 41;

c) the time-limit for opening the national
phase  for internationally registered
applications has expired,;

d) payment for fees for filing, for submitting
the claims or drawings or missing parts of the
description, for opening the national phase,
for publication, examination or, as the case
may be, of the designation fee, in the amounts
and within time-limits prescribed by the law
and the Implementing Regulations to this
Law has not been effected;

e) the twelve-month time-limit from the date
on which applications under the seventh
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29
23
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paragraph were deemed to be withdrawn has
elapsed;

f) refusal of the patent application in
accordance with the c¢) under the second
paragraph of Article 65 has been requested,;

g) the applicant, other than the inventor, has
not proved, within the time-limit prescribed
in the second paragraph of Article 29, that he
is entitled to the grant of the patent;

h) examination of the patent application in
view of the grant of a patent has not been
requested within the time-limits prescribed in
Article 25.

The mention of the decision to grant a patent
or to refuse a patent application shall be
published in the Official Bulletin of Industrial
Property within sixty days, excepting the
time-limit prescribed in the second paragraph
of Article 29. Simultaneously with the
publication of the mention of the decision to
grant a patent, the descriptions, claims and
drawings of patented inventions shall be
made available to the public, under the
provisions of the Implementing Regulations
to this Law.

The decision to grant a patent or to refuse a
patent application shall become effective on
the date of the publication of its mentioning
in the Official Bulletin of Industrial Property
under the provisions of the Implementing
Regulations to this Law.

In the case of decisions to grant a patent for
an invention classified as secret of State, after
such secrecy has been lifted, the provisions in
the fourth paragraph and in the fourth
paragraph of Article 23 shall apply.
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The OSIM shall take note of the withdrawal
of the patent application provided that the
applicant expressly requests the withdrawal
in writing.

Patent applications shall be declared as
deemed to be withdrawn in the following
circumstances:

a) the inventors were not declared within
eighteen months from the date on which
substantive examination was requested;

b) the applicant did not respond to the
notifications of the OSIM subsequent to the
establishment of the admissible content of the
claims, under the provisions in the first
paragraph of Article 18 regarding the
requirements that the form of the claims,
description and drawing should correspond to
said content;

c) the application lay at the basis of the
priority claim in a subsequent application
filed by the national route or for which the
national phase has been opened in Romania;
d) the patent application is in the
circumstance provided for in the second
paragraph under b) of Article 65;

e) international patent applications for which
OSIM acts as receiving office that do not meet
the requirements of the Patent Cooperation
Treaty;

f) the applicant did not submit the claims and
the drawings within the time limit prescribed
in the seventh paragraph of Article 15.

All decisions issued by the OSIM shall be
substantiated, registered in the National
Register of Patent Applications and shall be
communicated within the time limits and
under the conditions laid down in the
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Implementing Regulations to this Law. In the
same register there will be also registered the
mentions concerning withdrawn patent
applications or the mentions concerning the
declarations pursuant to which the patent
applications are deemed to be withdrawn,
which shall be also communicated.

In case of death of the interested party or
dissolving of the legal person, the procedure
shall e discontinued until the OSIM is
notified of the successor in title, under the
conditions laid down in the Implementing
Regulations to this Law.

Where judicial proceedings have commenced
regarding the right to the patent and the
right to the grant of a patent, the patenting
procedure shall be suspended until the court
decision becomes final.

The interested party shall notify the OSIM of
this decision.
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Regula 29 - Conditii de plata a taxelor de
examinare si de intocmire a unui raport de
documentare

(1) Taxa de examinare a cererii de brevet de
inventie si luare a hotararii in termen de 18
luni de la data de depozit sau de la data
deschiderii fazei nationale trebuie platita in
cuantumul legal la data de depozit sau
intr-un termen de 3 luni de la aceasta, de
catre solicitant sau o alta persoana autorizata
de solicitant.
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18 3
a)
20 1, 80/0 500
5
7
b) a) 36 10
c) a) 54 15
Nr. . Lo Termenui de Cuantumul | Cuantumul
Pbiectul platii . .
crt. plata (lei) (euro)
Examinares cererii de brevet de inventie | 3 luni de la
n termen de 18 luni de la data|data
depozituluj: depozitului
a) cand descrierea, revendicarile sesc 20
7 de pagini, iar numarul revendicarilor nu 1, 800 500
este mai mare de 5
b) pentru fiecare pagina Tn plus fata de
< - 36 10
cele prevazute la lit. a)
c) pentru fiecare revendicare in plus fata 54 15

de cele prevazute la lit. a)
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CERERE DE BREVET DE INVENTIE

. LB g Nr_referinta solicitant/mandatar Registratura OSIM (numarul i data primirii -
o y 4
%
OSIM fmy:
‘Iﬂ'y - r.*‘-
Se completeaza de catre OSIM

Numarul cereril de brevet de inventie

Data primini la Registratura Generala a OSIM - R 4(5)

Data de depozit - R8(1)

Data pnimini parti lipsa la Registratura Generala a OSIM - R 4(7) (8)

Data de depozit noua - R 8(1)

Data primirii cerenii de refragere a partii lipsa la Registratura Generala a OSIM - R 4(14)

Data de depozit afrbuita cererii de brevet - R.8(14)

1. Solictanti (nume/denumire, adresaisediu);

2. Solicitam in baza Legui nr. 64/1991, republicata in temeiul Legii nr. 203/2002, un brevet pentru inventia cu tilul:

2.1. Refennta la o cerere anterioara (numar, data de depzit, tara/oficiul):

3. Declaram ca inventatori sunt: ?act:?eEI!aISi' cu solicitantii conform persoanele din declaratia anexata
ului

(nume, prenume siloc de munca)

4. Declaram ca inventia contine informatii care au fost clasificate de catre (denumirea, data si nivelul dlasificarii):

|5. Rezumatul se publica impreuna cu figura numarul:

6. Priontati revendicate (stat, data depozit, numar):

FORM. B 01 - cititi Ghidul de completare
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7. Priontati inteme revendicate (numar cerere, data depozit):

8. Cererea de brevet este divizionara din cererea numar, data depozit):

9. Procedun solicitate la data depuneni cererir:

9.1. Publicarea de urgenta a cererii, conform art. 23, alin. 3

9.2. intocmirea unui raport de documentare, conform art. 24

9.3. Examinarea cererii cu luarea hotararii in termen de 18 luni de la data de depozit, conform art. 24

9.4. Mentinerea informatillor la nivelul de clasificare afribuit, conform regulii 7

10. Solicitantul desemnat pentru corespondenta cu OSIM:

11. Adresa solicitantului/mandatarului pentru corespondenta cu OSIM:

12. Reprezentare prin mandatar autorizat cu:

procura I I procura generala nr /data:

LS.
13. Semnaturi solicitanti/mandatar:
LS.
14. Documente depuse la OSIM de solicitant/mandatar 15. Documente primite la OSIM
14.1. Formular de cerere in ... exemplare, a . file in ...exemplare, a ... file
14.2. Descriere in ... exemplare, a . file in ...exemplare, a ... file
14.3. Revendicari in .. exemplare, a __file in __exemplare, a ___fils
14.4. Desene in ... exemplare, a ___. file in ...exemplare, a ... file
14.5. Rezumat in . exemplare, a __file in __exemplare, a ___fils
14.6. Lista de secvente de nucleotide si/sau aminoacizi, parte a descrierii
in. plare a__file exemplare file
“148% preze"ﬁ'fs'iﬁ"pe suport slectronic tip ... " ._..exeFr'ngre ~,in ._..é'xe'r'ﬁplare
14.7. Document privind dreptul la acordarea brevetului
14.8. Document privind desemnarea inventatorilor a .. file a . file
14.9. Procura/copie procura generala a . file a.fie
14.10. Document referitor la plata taxelor a__file a . file
14.11. Act privind acordarea reducerii taxelor a . file a .. file
14.12. Autorizatia privind fransmiterea dreptului de prioritate a... file a...file
14.13. Act de prionitate a_.file a .. file
14.14. Act referitor la depozitul microorganismului/materialului biologic  a ... file a . file
14.15. Document privind o divulgare a inventiei, conform art 9 dinlege  a ... file a .. file
14.16. Copieltraducere a cererii anteroare de la rubrica 2.1. a . file a . file
14.17. Alte documente a .. file a . file

FORM. B 01 - cititi Ghidul de completare
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Continuarea rubnaiinr. .__.

Continuarea rubneii nr.

Continuarea rubricii

Continuarea rubricii nr. ___.

Continuarea rubncii

FORM. B 01 - cititi Ghidul de completare
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Ghid de completare a formularului de cerere
de brevet de inventie

Cererea de brevet de inventie se Tntocmeste in
3 exemplare pe formularul tip FORM. B 01, in
limba romana, prin

imprimare, dactilografiere sau de mana.

Depunerea cererii se poate face: a) direct si cu
confirmare de primire la Registratura
generala a OSIM, b) prin posta, trimisa
recomandat cu confirmare de primire sau c) n
forma electronica sau

prin mijloace electronice, daca sunt respectate
prevederile legale.

Nota: Daca spatiul alocat unei rubrici din
formularul de cerere nu este suficient pentru
completarea unor date, se va continua
scrierea acestora In pag. 3 la “Continuarea

rubricii nr....".

Rubrica 1. Se indica numele si prenumele sau
denumirea , adresa sau sediul solicitantului
(strada, numar, oras, judet, tara), inclusiv
codul postal, telefon si fax cu prefixul zonei,
E-mail. Cand solicitantul este o persoana
juridica se va

indica si numarul de Tnregistrare la Registrul
Comertului. Daca sunt mai multi solicitanti,
pentru fiecare dintre acestia se va indica toate
datele de identificare. Dupa Tinregistrarea
cererii la OSIM un exemplar al cererii se
returneaza solicitantului.

Rubrica 2. Se scrie titlul inventiei, ntr-o



64/1991

2.1.
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formulare clara si concisa, a obiectului
inventiei. Daca se face o referire la o cerere de
brevet anterioara, Tnregistrata intr-un stat
parte a Conventiei de la Paris sau Membru al
Organizatiei Mondiale a Comertului, se vor
indica Tn rubrica 2.1: numarul, data si
tara/oficiul unde a fost depusa cererea
mentionata.

Rubrica 3. Daca inventatorii sunt aceeasi cu
solicitantii se bifeaza prima casuta cu “X”,
indicand in tabel numele, prenumele si locul
de munca la data realizarii inventiei; Tn cazul
Tn care inventatorii sunt altii decat solicitantii
se bifeaza a doua casuta, urmand ca
solicitantul sa prezinte un document prin care
sa desemneaze inventatorii.

Rubrica 4. Daca cererea se refera la o inventie
din domeniul apararii si sigurantei nationale,
create pe teritoriul

Romaniei, se va indica institutia care a
clasificat informatiile Tn legatura cu inventia
cu respectarea prevederilor legii speciale si
conform regulii 7 din Regulamentul de
aplicare a Legii nr. 64/1991.

Rubrica 5. Daca cererea este insotita de
desene, se va indica numarul figurii care
urmeaza sa fie publicata odata

cu rezumatul.

Rubrica 6. Tn cazul in care se revendica una
sau mai multe prioritati din cereri anterioare,
se va indica statul, data si numarul fiecarui
depozit anterior. Daca se invoca o prioritate in
urma expunerii inventiei intr-o expozitie, se
va indica tara, locul si denumirea expozitiei,
precum si data introducerii inventiei n
expozitie. Actele de confirmare a prioritatii
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12
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revendicate se depun odata cu cererea sau n
termen de 3 luni de la data de depozit a
cererii.

Rubrica 7. Daca intr-un termen de 12 luni de
la data de depozit a unei cereri de brevet
depuse la OSIM, solicitantul sau succesorul
sau Tn drepturi depune o cerere de brevet de
inventie ulterioara, atunci Tn aceasta cerere
poate fi revendicat un drept de prioritate
interna, pentru elementele comune ale
cererilor, cu conditia ca cererea anterioara sa
nu fi servit ca baza pentru revendicarea unui
drept de prioritate. Tn acest caz se va indica
numarul si data cererii anterioare.

Rubrica 8. Daca cererea rezulta din divizarea
unei cereri anterioare, depusa la OSIM, n
acesta rubrica se indica numarul si data
cererii anterioare.

Rubrica 9. Daca la data depunerii cererii,
solicitantul opteaza pentru efectuarea uneia
sau mai multor proceduri

indicate la aceasta rubrica, se bifeaza casuta
corespunzatoare. In acest caz, pentru
efectuarea  procedurii indicate, taxele
respective se platesc astfel:

- pentru publicarea de urgenta a cererii, 0
data cu solicitarea (Rubrica 9.1.);

- Tntocmirea unui raport de documentare, in
termen de 3 luni de la data solicitarii (Rubrica
9.2));

- examinarea cererii cu luarea hotararii in
termen de 18 luni de la data de depozit, in
termen de 3 luni de la data

solicitarii (Rubrica 9.3.);

- mentinerea cererii in regim “secret”, o data
cu solicitarea (Rubrica 9.4.);
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Rubrica 10. Daca sunt mai multi solicitanti,
iar acestia nu sunt reprezentati in fata OSIM
printr-un mandatar autorizat, Tn aceasta
rubrica, se va indica unul din solicitanti care
este desemnat pentru corespondenta cu
OSIM; in caz contrar, OSIM va purta
corespondenta cu primul solicitant Tnscris in
cerere.

Rubrica 11. Aceasta rubrica se completeaza
daca solicitantul/mandatarul doreste
transmiterea corespondentei de catre OSIM
la o alta adresa decat cea indicata la rubrica
1, Tn cazul Tn care acesta are mai multe
adrese.

Rubrica 12. Se completeaza cand solicitantul
este reprezentat prin mandatar autorizat,
indicand numele si

prenumele sau denumirea si adresa sau
sediul mandatarului, inclusiv codul postal,
telefon si fax cu prefixul zonei, E-mail,
precum si numarul de finregistrare la
Registrul Comertului. Daca mandatarul a fost
Tmputernicit numai pentru depunerea cererii
se bifeaza prima casuta; daca o procura
generala pentru mai multe cereri de brevet a
fost data si comunicata la OSIM, se va bifa
casuta corespunzatoare, indicand numarul si
data acesteia. Procura/copia procurii generale
se va depune o data cu cererea sau in termen
de termen de 2 luni de la data la care OSIM
notifica solicitantului lipsa acesteia sau Tn
termen de 4 luni de la data de depozit, care
dintre date expira cel mai tarziu.

Rubrica 13. La aceasta rubrica se Tnscrie Tn
clar numele solicitantilor si functia, Tn cazul
persoanelor juridice, sau dupa caz a
mandatarului autorizat cu semnaturile
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corespunzatoare si aplicarea stampilelor, in
cazul persoanelor juridice.

Rubrica 14. Se bifeaza rubricile
corespunzatoare pentru documentele anexate
la cerere, indicand numarul de file/
exemplare.

Rubrica 15. Se completeaza si se semneaza de
persoana desemnata de catre OSIM.
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Patent Law, Section 17, (c), (4)

Modified Examination

Modified Examination 10 20
Modified Examination
10
Modified Examination

Year

2,000 700 630 21 19 6,802
2,001 720 650 22 19 6,769
2,002 950 855 29 25 6,308
2,003 1,151 1,111 34 32 5,898
2,004 1,191 1,130 37 35 6,414
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Advance Examination

35. (@) An applicant who has
plausible arguments therefor may submit to
the Registrar a well-argued application for
advance examination and accompany it with
the prescribed fees.

(b) Should the Registrar deem the
application, which has been filed in
accordance with sub-regulation (a), well
founded, the examination will be held as close
as possible to the filing thereof, having,
nevertheless, regard to the work procedures
at the Office.

(©) Should an application that was
examined as aforementioned be accepted, the
fact of the examination thereof will be
indicated in the publication according to
Section 26 and in the Register; further, it will
be indicated when the examination was held
and the number and date of an application of
the same class, according to the classification
that obtains at the Patents Office, which had
been examined shortly before the advance
examination in accordance with this
regulation.

(d) This regulation does not derogate
from the Registrar's or examiner's authority
in accordance with Section 19 of the Law.
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Patent Law, Section 17

Acceptance of application

17 (@ 17. (@) The examiner shall examine
whether the application meets all the
following conditions:

1) 1) the invention in it is patentable
within the meaning of Chapter Two;

@) 2 the application complies with the
provisions of Article One of this Chapter;

3) 26 (3) the applicant paid the publication
expenses under section 26.

(al1) (@1) The examiner shall accept the
application if he is satisfied that the
conditions of this section have been met;
when he has accepted the application, he
shall so notify the applicant; the notice shall
state the acceptance date.

(b)(@)(1) 2 (b) Notwithstanding the provisions of
subsection (a)(1), no examination shall be
necessary if the invention is unpatentable by
virtue of section 4(2).

(© (© If the conditions specified below are
12 13 met by an application, then it shall be deemed
to have complied with the provisions of

section 4, 5, 8, 12 and 13:

1) Reshumot 1) the applicant submitted a patent
application on the same invention (in this
section: parallel application) and received a
patent in a state, the name of which appears
in the list published by the Registrar in
Reshumot (in this section: parallel patent),
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and one of the following holds true:

(@) priority right was lawfully claimed
for the patent application in Israel under
section 10, by virtue of the parallel
application;

(b) priority right was claimed for the
parallel application under the Law applicable
to it, by virtue of the patent application in
Israel;

(© priority right was lawfully claimed
for the patent application in Israel by virtue
of another application for protection
submitted in a Convention State, and by
virtue of the other application priority right
was claimed for the parallel application under
the Law applicable to it;

2 the applicant requested in writing
that the provisions of this section be applied
to his patent application;

(3) the applicant delivered to the Office
the claims in the parallel patent, translated to
the language in which his patent application
was submitted in Israel;

4 the claim or claims in the application
are identical to the claims in the parallel
patent, but the application can include fewer
claims than those in the parallel patent;

5) the applicant submitted a description
and drawings identical to those in the parallel
patent, or a description and drawings as said
in section 12.

(d) The Registrar and also the
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Superintendent of Examiners or his deputy
may refrain from accepting an application, if
they determined on the basis of the material
at their disposal or submitted to them in the
course of the examination that the application
does not comply with one of the provisions
specified in subsection (c) or that there is
some special reason why the application
should not be accepted.

(e) If proceedings for cancellation of the
parallel patent are in progress, or if
proceedings of opposition to the grant of the
parallel patent outside of Israel are in
progress, then the applicant shall so notify
the Registrar not later than the date on which
the patent is granted in Israel.

()] For purposes of this section,
“state”—including a group of states who
maintain a joint system for the grant of
patents.
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STATE OF ISRAEL
MINISTRY OF JUSTICE
PATENT OFFICE

Registrar’s Circular No. M.N. 11

To: All Patent Attorneys and Attorneys
at Law

From: Dr. Meir Noam, Registrar of Patents,
Designs and Trade Marks

Re: Accelerating the Examination of a
Patent on the Basis of an Overseas
Notification of Acceptability

With a view to accelerating the examination
procedure, it was decided to institute in the
Patents Office the following Immediate
Decree:

An applicant who is in possession of a
notification of acceptability given subsequent
to the examination of his application for the
registration of a patent abroad (e.g. Notice of
Allowance) may request that the examiner
acknowledge that the application filed by him
in Israel (hereafter: "The Application™)
complies with the provisions of Section 4, 5, 8,
12 and 13 of the Patents Law-1967, provided
the following conditions have been fulfilled:

1. The notification of acceptability was
issued in one of the following countries:
US.A,
Denmark, United Kingdom, the Russian

Austria, Australia, Germany,
Federation, Japan, the European Patent
Office, Norway, Canada, Sweden;

2. The invention accepted as aforesaid
is substantially identical to the invention

which is the subject of the application;
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3. The claims and description of the
application are identical to the claims and
description allowed abroad as aforesaid;

4, The applicant has filed a copy of the
said notification of acceptability, including a
translation thereof;

5. The applicant has filed a translation
of the description and claims accepted abroad.

The provisions of the present circular will be
in force with effect of September 30, 2003, the
date on which the September 2003 volume
of the Trade Marks Journal is issued.

Sincerely,

Dr. Meir Noam

The Registrar of Patents, Designs and Trade
Marks
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