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(D Patents Acts 1990 Section 45~48 (FY)
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Patents Act 1990
(Act No. 83 of 1990, taking into account
amendments up to Act No 100 of 2005)

Section 45. Examination

(3) The applicant must inform the Commissioner,
in accordance with the regulations, of the results
of the following searches carried out for the
purpose of assessing the patentability of an
invention disclosed in the complete specification
or a corresponding application filed outside
Australia:

(a) any documentary searches by, or on behalf of, a
foreign patent office, other than searches
prescribed by the regulations;

(b) the documentary searches prescribed by the
regulations.

(4) Subsection (3) only applies to searches
completed before the grant of the patent.

(5) In subsection (4): completed, in relation to a
search, has the meaning prescribed by the
regulations.

Section46 Request for deferment of examination
(1)Where:

(a)a complete application for a standard patent
has been made; and

(b)a prescribed application for a patent has been
made in a prescribed foreign country; and

(c)a patent has not been granted in respect of the
prescribed application; and
(Dthe applicant has been directed by the
Commissioner to ask for an examination of the
patent request and specification relating to the
application mentioned in paragraph (a), being a
direction given on a ground prescribed for the
purposes of this paragraph;

the applicant may, instead of asking for an
examination as directed, ask for deferment of the
examination.
(QA request for deferment must be made in
accordance with the regulations.

(3)Where a request for deferment is made:

(a)the examination of the patent request and
specifispecification must be deferred accordingly;
and

(b)the application does not lapse merely because
of failure by the applicant to ask for an
examination in accordance with the
Commissioner's direction.

Section 47. Request for modified examination

(1) Where:

(a) a complete application for a standard patent
has been made; and

(b) a patent has been granted in a prescribed
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foreign country in respect of a prescribed
application made in that country;

the applicant may, instead of asking for an
examination, ask for a modified examination of
the patent request and specification relating to
the application.
(2) The applicant may withdraw a request for a
modified examination at any time before
acceptance of the patent request and specification
and ask for an examination under section 44
instead.
Section 48. Modified examination
(1) When an applicant asks for a modified
examination of a patent request and complete
specification relating to an application for a
standard patent, the Commissioner must
examine the request and specification and report
on:
(a) whether, to the best of his or her knowledge,
the invention, so far as claimed, satisfies the
criterion mentioned in paragraph 18(1)(a); and
(b) whether, to the best of his or her knowledge,
the invention, so far as claimed in any claim and
when compared with the prior art base as it
existed before the priority date of that claim:

@ is novel; and
(i) involves an inventive step; and

(c) such other matters (if any) as are prescribed.
(1A) For the purposes of paragraph (1(b), the
prior art base is to be taken not to include
information made publicly available only through
the doing of an act (whether in or out of the patent
area).

(2) The modified examination must be carried
out in accordance with the regulations.

@ Patents Regulations 3.18,3.20,3.21 (354 :

(94088
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(2007 O FIAPEILSOERRI G5 15)
(SLI2007 i 40 5)

HHI3.18 FROHIEE | H#FHE

(3) EF 48 KM L, WITHET HEE)
FTEDRHETH D,

(a) B 6 SNl SN ARHADLE —, REN
HBIRIZIBNT, B 6 OB ST
vy 5 7):?57))

(b) EIEFEITHES SHIMIEDR, WICHEIT 25 Hz
Br, #HI 3.200)I2ESNWT, RS, BIRE

AHANCISN T, DETE] &v)H,) OF
LERLETHLNED

@ BB 25
G) FMEMEICBWNTENTNS Y L—AD%E
W,

The Intellectual Property Legislation
Amendment Regulations 2007 (No. 1) (SLI 2007
No. 40).

Reg 3.18. Report of Commissioner: examination
(3) For the purposes of paragraph 48 (1) (c) of the
Act, the following matters are prescribed:
(a) in the case of an invention to which section 6 of
the Act applies -- whether, to the best of the
knowledge of the Commissioner, the requirements
of section 6 of the Act are satisfied;
(b) whether the specification under modified
examination 1s the same as the copy of the
specification (in this regulation called foreign
specification) filed under subregulation 3.20 (6),
apart from:

(i) matters of form; or

(i) the omission of a claim that is made in the

foreign specification; or
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(i) an amendment of a claim that is
consequential on an omission referred to in
subparagraph (ii); or

(iv) an obvious
specification; or
(v) if the micro-organism deposited in respect of
the foreign specification is the same
micro-organism as that deposited in respect of the
specification, a difference relating to matter
referred to in paragraph 6 (c) of the Act that is
necessary for the application to comply with the
deposit requirements.

Reg 3.20. Requests for deferment of examination
or modified examination

(1) In this regulation: prescribed foreign country
means a country prescribed in regulation 3.21.

(2) For the purposes of paragraph 46 (1) (b) of the
Act, the following applications are prescribed:

(a) a basic application in relation to the complete
application;

(b) an application for a patent that claims the
priority of the complete application or a
provisional application associated with the
complete application under section 38 of the Act;
(0 an application for a patent made in a
prescribed foreign country that claims the priority
of the application that is a basic application in
relation to that complete application.

(3) For the purposes of paragraph 47 (1) (b) of the
Act, an application prescribed for the purposes of
paragraph 46 (1) (b) of the Act in relation to which
a patent in English has been granted in a
prescribed foreign country is prescribed.

(4) For the purposes of paragraph 46 (1) (d) of the
Act, the prescribed ground 1is that the
Commissioner reasonably considers it expedient
to give the direction, having regard to the progress
made in the examination of applications filed
before the filing date of the application concerned.
(5) For the purposes of subsection 46 (2) and
subsection 47 (1) of the Act, a request for each
action must be in the approved form.

(6) The applicant must file a copy of the
specification relating to the patent referred to in
paragraph 47 (1) (b) of the Act that is:

(a) certified by the official chief or head of the
Patent Office of the prescribed foreign country by
which the patent was granted; or
(b) otherwise verified to
satisfaction of the Commissioner;
before acceptance, unless the applicant makes a
request under subsection 47 (2) of the Act.
Reg 3.21. Prescribed foreign countries: requests
for deferment of examination and modified
examination
For the purposes of paragraphs 46 (1) (b) and 47

mistake in the foreign

the reasonable

(1) () of the Act, the following countries are
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prescribed:

(a) a country that is a signatory to the treaty done
at Munich on 5 October 1973 entitled the
Convention on the Grant of European Patents, as
in force from time to time;

(b) Canada;

(c) New Zealand (excluding the Cook Islands, Niue
and Tokelaw);

(d) United States of America (including all
territories and possessions and the

Commonwealth of Puerto Rico).
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2.14 Modified Examination
2.14.1 Introduction
2.141.1 The Choice of Modified Examination

*Modified Examination/&N 2D (FIZEHFF DT LBEME,

*Modified Examinationh‘&#1% i BEIZFTE D5} E4FeF(secd7(1))

SHFAENFTEDNERTER —HBER VR — YL —L4(21453) T, A—424ML(2.14.7.1),
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sec45(3)IZxt 53 SR FE [EIModified Examination(ZIEA L (HEEANIZK B EITHITABTEDHREREFHETL) .
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2.14.1.2 Prescribed Foreign Countries
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2.14.1.3 Prescribed Application
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2.14.2 Request for Deferment(Section 46)
2.14.2.1 Conditions for Deferment
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2.14.2.2 Approved Form and Details

-HEEAIE. P/00/014D AKX TERDFBEREL . HHFMHFRAISN TUVENWHFEEDO FRAEREIRET 5,

FRELTLASFHEN 1 DDIGEETELL,

SNEHRELN RSN TLVELMESIC, thDO SN EHELFAISN TOSAE M EBEHREL,

BIZIE. RENFFNFRIENTODIESIC, REFOREHBEICESVWTERERTES,
2.14.3 Lapsing After Deferment
2.143.1 No Lapsing Under Section 142(2)(a)
BERABEEERTHIHEICIE. sec142(2)(a)I2kY . HEEIXERBLALY,
- HFEA AR BIBA6(DIZHELN, FTE D6 A LINICERFERELEVEHDAITE>TIE, HEEIEHRBELLEL,
2.14.32 Under Section 142(2)(c)

RIS EDRBREBENERINIOMNHEEINATLVEL,

‘LAl HEAMNERERERHL-AANDIALINICEERERELAEVMEEIZIE, sec142(2)(0)I

e HREILHRT %,

BERMNASOBEBRIETOB &, BEBREEL,

2.14.3.3 Request for Examination After Deferment
CER%, HEAANIEEEEF (B EEEDERET S,
AN ESFHFICE DS BEEERZERTIHLEEL. ZOEHHFIIEROMRESN N ELETHD

CEFBEESNAL,
PR BRAGST MBI ESEERBRUIAI, =2~ SL KRS BEBEE
WA TES,

2.144 Request for Modified Examination (section 47)
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2.1444 Replacing a Request for Standard Examination with a Request for Modified Examination
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21446 Amending the Request for Modified Examination
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2146 The Granted Patent
2.14.6.1 Specification of the Granted Patent
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2.14.6.4 Patent Must be for an Invention
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Australian Patents Act 1990 — Section 44 & 47 Regulation 3.15(2) & 3.20(5)

Request for Examination of Patent Request

Australian Government and Complete Specification
IP Australia

[Subject to the provisions of the Patents Act, information provided on this form may be made publicly available, including on the Internet.]

of

State Postcode

request the making of D a modified examination

D an examination

EI an examination where an IPER has been issued by Australia

of Application No: and of the complete specification lodged in respect of that application.

(The following paragraphs 1 and 2 must be completed only if a MODIFIED EXAMINATION is requested)

1. A certified copy of the specification of Patent No.

granted in on

(Prescribed Convention Country) (dated)

D is attached D will be forwarded before acceptance

2. | request that the complete specification be amended as proposed in the attached statement.

No [ | Yes| |
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State Postcode

Phone No ( ) Fax No | ( )
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Date
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MALAYSIA Patents Act
Act 291 of 1983 as amended by Act A1264 of 2006
ENTRY INTO FORCE: August 16, 2006

29. Preliminary examination.

(1) Where an application for a patent has a filing
date and is not withdrawn, the Registrar shall
examine the application and determine whether it
complies with the requirements of this Act and the
regulations made under this Act which are
designated by such regulations as formal
requirements for the purposes of this Act. [Subs. Act
A863]

(2) If the Registrar, as a result of the examination
under subsection (1), finds that not all the formal
requirements are complied with, he shall give an
opportunity to the applicant to make any
observation on such finding and to amend the
application within the prescribed period so as to
comply with those requirements, and if the applicant
fails to do so the Registrar may refuse the
application.

29A. Request for substantive examination or
modified substantive examination. [Ins. Act A863]

(1) If an application for a patent has been examined
under section 29 and is not withdrawn or refused,
the applicant shall file, within the prescribed period,
a request for a substantive examination of the
application.

(2) If a patent or other title of industrial property
protection has been granted to the applicant or his
predecessor in title in a prescribed country outside
Malaysia or under a prescribed treaty or Convention
for an invention which is the same or essentially the
same as the invention claimed in the application, the
applicant may, instead of requesting for a
substantive examination, request for a modified
substantive examination.

(3) A request for a substantive examination or a
modified substantive examination shall be made in
the prescribed form and shall not be deemed to have
been filed until the prescribed fee has been paid to
the Registrar and any other prescribed requirement
has been complied with.

(4) The Registrar may require the applicant to
provide, at the time of filing a request for a
substantive examination -

(@) any prescribed information or prescribed
supporting document concerning the filing of any
application for a patent or other title of industrial
property protection filed outside Malaysia by such
applicant or his predecessor in title with a national,
regional or international industrial property office;
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FEWLESWTEET I LixTr2enTER
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(2L DiE ]

D) % 29A FOITESWOTEIRFEEDFERIMT
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(b) HCOPELBBREICHRET D &

(b) any prescribed information concerning the results
of any search or examination carried out by an
International Searching Authority under the Patent
Cooperation Treaty, relating to the same or
essentially the same invention as that claimed in the
application for which the request for a substantive
examination is being filed.

(5) If the applicant -

(a) fails to file either a request under subsection (1)
for a substantive examination or a request under
subsection (2) for a modified substantive
examination; or

(b)fails to provide the information or document
referred to in subsection (4) as required by the
Registrar, within the prescribed period, the
application for a patent shall, subject to subsection
(6), be deemed to be withdrawn at the end of that
period.

(6) Notwithstanding subsection (5), the Registrar
may, upon the request of the applicant, grant a
deferment of the filing of a request for examination
referred to in subsection (1) or (2) or a deferment of
the provision of the information or document
referred to in subsection (4), and such deferment
may be granted only on the grounds that -

(a) the patent or title referred to in subsection (2) has
not been granted or is not available; or

(b) the information or document referred to in
subsection (4) would not be available,

by the expiration of the prescribed period for the
filing of a request under subsection (1) or (2).

(7) No deferment shall be granted under subsection
(6) unless the request for such deferment is filed
before the expiration of the prescribed period for the
filing of a request under subsection (1) or (2) and no
deferment may be sought nor granted for a period
greater than that prescribed in the regulations made
under this Act.

(8) Without prejudice to the power of the Registrar to
grant a deferment, the period prescribed for the
purposes of this section may not be extended under
the provisions of section 82.

30. Substantive examination and modified
substantive examination. [Subs. Act A863]

(1) Where a request for substantive examination has
been filed under subsection (1) of section 29A, the
Registrar shall refer the application to an Examiner
who shall -

(a) determine whether the application complies with
those requirements of this Act and the regulations
made under this Act which are designated by such
regulations as substantive requirements for the
purposes of this Act; and

(b) report his determination to the Registrar.
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(2) Where a request for a modified substantive
examination has been filed under subsection (2) of
section 29A, the Registrar shall refer the application
to an Examiner who shall -

(a) determine whether the application complies with
those requirements of this Act and the regulations
made under this Act which are designated by such
regulations as modified substantive requirements
for the purposes of this Act; and

(b) report his determination to the Registrar.

(3) If the Examiner reports, in accordance with
subsection (1) or (2), that any of the requirements
referred to in subsection (1) or (2), as the case may
be, are not complied with, the Registrar shall give
the applicant an opportunity to make observations
on the report and to amend the application so as to
comply with those requirements, within the
prescribed period, and if the applicant fails to satisfy
the Registrar that those requirements are complied
with, or to amend the application so as to comply
with them, the Registrar may refuse the application.
(4) The Registrar may grant an extension of the
prescribed period referred to in subsection (3) but
such extension may be granted only once and no
subsequent extension may be granted under the
provisions of section 82.

(5) If the Examiner reports, in accordance with
subsection (1) or (2), that the application, whether as
originally filed or as amended, complies with the
requirements referred to in subsection (1) or (2), as
the case may be, the Registrar shall notify the
applicant of that fact and, subject to subsection (6),
shall process the application accordingly.

(6) Where two or more applications for a patent for
the same invention having the same priority date
are filed by the same applicant or his successor in
title, the Registrar may on that ground refuse to
grant a patent in pursuance of more than one of the
applications.

(7) The Registrar may waive, as he deems fit, the
requirement of referring an application or any part
of it for substantive examination under subsection
(D:

Provided that he shall notify in the Gazette his
intention to waive such requirement and shall allow
any party who would be aggrieved by such waiver to
be heard on the matter.

@ Patents Regulations, 27~27D :

AU RS
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MALAYSIA Patents Regulations
as amended by PU (A) 295 of 2006
ENTRY INTO FORCE: August 16, 2006

27. Request for substantive examination.
(1) A request for a substantive examination shall be
made to the Registrar on Form 5 together with the
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payment of the prescribed fee within two years from
the filing date of the application.
(1A) Notwithstanding sub-regulation (1), a request
for a substantive examination of an international
application which has entered the national phase
shall be made to the Registrar in Patents Form No. 5
together with the payment of the prescribed fee
within four years from the filing date of the
international application.  [Ins. PU.(A) 295/2006]
(2) Where an application is divided under regulation
19A, a further request for a substantive
examination shall be made at the time of the filing of
the request for the division of the application. [Am.
PU.(A) 295/2006]
(3) A request for a substantive examination shall,
where appropriate, be accompanied by
(a) information relating to the application number
and filing date of any application for a patent or
other title of industrial property protection filed with
any prescribed industrial property office relating to
the same or essentially the same invention as that
claimed in the application;
(b) information relating to the number assigned to a
patent or other title of industrial property protection
granted for the same or essentially the same
invention as that claimed in the application by any
prescribed industrial property office;
(c) the results of any searches or examinations
carried out by any prescribed industrial property
office relating to the same or essentially the same
invention as that claimed in the application and
where the results of any searches or examinations
are not in the English language, a certified
translation in the English language of such search or
examination.
(4) The Registrar may waive, as he deems fit, any
requirement under subregulation (3).
(5) Where an application is deemed to be withdrawn
under section 29A(5) of the Act, the Registrar shall
inform the applicant in writing of that fact and shall
state the reasons therefor.
(6) For the purposes of these Regulations,
“prescribed industrial property office” means the
Patent Office of Australia, the Patent Office of
Japan, the Patent Office of the Republic of Korea,
the Patent Office of the United Kingdom, the Patent
Office of the United States of America or the
European Patent Office, as the case may require, in
its capacity as a national office or, where
appropriate, as an International Searching
Authority or as an International Preliminary
Examination Authority under the Patent
Cooperation Treaty.

27A. Request for modified substantive examination.
(1) Arequest for a modified substantive examination
shall be made to the Registrar on Form 5A together
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with the payment of the prescribed fee within two
years from the filing date of the application.
(1A) Notwithstanding sub-regulation (1), a request
for a modified substantive examination of an
international application which has entered the
national phase shall be made to the Registrar in
Patents Form No. 5A together with the payment of
the prescribed fee within four years from the filing
date of the international application.  [Ins. PU.(A)
295/2006]
(2) Where an application is divided under regulation
19A, a further request for a modified substantive
examination shall be made at the time of the filing of
the request for the division of the application.
[Am. P.U.(A) 295/2006]
(3) A request for a modified substantive examination
shall be accompanied by
(a) a certified true copy of the patent or other title of
industrial property protection granted to the
applicant or his predecessor in title in the prescribed
country or under the prescribed treaty or
Convention, and where the patent or other title of
industrial property protection is not in the English
language, a certified translation in the English
language thereof;
(b) where the description, claims or drawings of the
invention granted a patent or other title of industrial
property protection by the prescribed country or
under the prescribed treaty or Convention are not,
apart from matters of form, substantially the same
as the description, claims or drawings of the
invention claimed in the application, the
amendments required for the purpose of bringing
them into conformity.
(4) Where an application is deemed to be withdrawn
under section 29A(5) of the Act, the Registrar shall
inform the applicant in writing of that fact and shall
state the reasons therefor.
(5) For the purposes of these Regulations
“prescribed country” means Australia, Japan, the
Republic of Korea, the United Kingdom or the
United States of America, as the case may require;
“prescribed treaty or Convention” means the
European Patent Convention.

27B. Deferment of filing of request for substantive
examination and modified substantive examination.
(1) Arequest for a deferment of the filing of a request
for a substantive examination under regulation 27 or
a modified substantive examination under
regulation 27A or a deferment of the provision of
information or documents required under regulation
27(3) shall be made to the Registrar on Form 5B.

(2) For the purposes of section 29A(7) of the Act, the
maximum period of deferment allowed

(a) subject to regulation 27B(3), for the filing of a
request under regulation 27 or regulation 27A, shall
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be five years from the filing date of the application;
and

(b) for the provision of the information or documents
required under regulation 27(3),shall be five years
from the filing date of the application.

[Subs. P.U.(A) 295/2006]

(8) Where the applicant is unable to file in a request
for a modified substantive examination

within the time period specified in paragraph (a) of
sub-regulation (2), the applicant may

file in a request for a substantive examination
within three months from the expiry of the

time period specified in that paragraph.

27C. Substantive examination.

(1) The requirements of sections 13, 14, 15 and 16,
Part V, and sections 26, 26A, 26B and 27 of the Act
and regulations 7(2), 10, 12 to 17, 21 and 50 shall be
substantive requirements for the purposes of section
30(1) of the Act.

(2) For the purpose of determining whether the
application complies with the substantive
requirements, in particular sections 14 and 15 of the
Act, the Examiner shall search such documents as
the Registrar deems necessary.

(3) Upon receipt of the Examiner’ s report under
section 30(1)(b) of the Act, the Registrar may request
the Examiner to conduct a further search or other
investigation to determine whether the
requirements of sections 14 and 15 of the Act have
been satisfied and subregulation (2) shall apply in
relation to such further search or other investigation.
(4) Where section 30(3) of the Act applies, the
Registrar shall send a copy of the Examiner’ s
report to the applicant and the applicant shall make
any observation on such report or any amendment to
the application or both within three months from the
date of mailing of the report.

(5) Where the applicant makes any observation on
the Examiner’ s report or any amendment to the
application or both within the prescribed period, the
Registrar shall refer them to the Examiner who
shall report his determination to the Registrar.

27D. Modified substantive examination.

(1) The requirements of sections 13 and 14, Part V,
and sections 26A, 26B and 27 of the Act and
regulations 10, 21 and 50 shall be substantive
requirements for the purposes of section 30(2) of the
Act.

(2) In addition, it shall also be a substantive
requirement that the description, claims and
drawings of the invention claimed in the application,
whether as filed or as amended under the Act or
these Regulations, apart from matters of form, shall
be the same or substantially the same as the
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description, claims and drawings of the invention
granted a patent or other title of industrial property
protection by the prescribed country or under the
prescribed treaty or Convention.

(3) For the purpose of determining whether the
application complies with the substantive
requirements, in particular section 14 of the Act, the
Examiner shall search such documents as the
Registrar deems necessary.

(4) Upon receipt of the Examiner’ s report under
section 30(2)(b) of the Act, the Registrar may request
the Examiner to conduct a further search or other
investigation to determine whether the
requirements of section 14 of the Act have been
satisfied and subregulation (3) shall apply in relation
to such further search or other investigation.

(5) Where section 30(3) of the Act applies, the
Registrar shall send a copy of the Examiner’ s
report to the applicant and the applicant shall make
any observation on such report or any amendment to
the application or both within three months from the
date of mailing of the report.

(6) Where the applicant makes any observation on
the Examiner’ s report or any amendment to the
application or both within the prescribed period, the
Registrar shall refer them to the Examiner who
shall report his determination to the Registrar.
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SINGAPORE Patents Act

Search and examination

29, —

(1) Where an application for a patent complies with all
the formal requirements , the Registrar shall send a
notification to the applicant.

[19/2004]

(2) The applicant shall comply with any of the following
paragraphs which is applicable within the period
prescribed for that paragraph:

(a) where the application is not an international
application for a patent (Singapore) that has entered
the national phase in Singapore under section 86 (3),
file a request in the prescribed form and pay the
prescribed fee for a search report;

(b) file a request in the prescribed form and pay the
prescribed fee for a search and examination report;

(c) where a corresponding application for a patent has
been filed at any prescribed patent office —

@) file —

(A) a copy of the search report in respect of the
corresponding application;

(B) where the search report is not in English, an
English translation of the search report;

(C) a copy of each prescribed document and, where
required by the rules, an English translation of the
document if it is not in English; and

(D) a request in the prescribed form for an examination
report,

and pay the prescribed fee for an examination report;
or

(i) file —

(A) in the prescribed form, the prescribed information
relating to the corresponding application; and

(B) where the prescribed information includes any
document that is not in English, an English translation
of such document;

(d) where a corresponding international application for
a patent has been filed —

@) file —

(A) a copy of the international search report in respect
of the corresponding international application;

(B) where the international search report is not in
English, an English translation of the international
search report;

(C) a copy of each prescribed document and, where
required by the rules, an English translation of the
document if it is not in English; and

(D) a request in the prescribed form for an examination
report,

and pay the prescribed fee for an examination report;
or
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(1) file —

(A) in the prescribed form, the prescribed information
relating to the corresponding international application;
and

(B) where the prescribed information includes any
document that is not in English, an English translation
of such document;

(e) where the application is an international application
for a patent (Singapore) that has entered the national
phase in Singapore under section 86 (3) —

@ file —

(A) a copy of the international search report issued in
respect of the application;

(B) where the international search report is not in
English, an English translation of the international
search report;

(C) a copy of each prescribed document and, where
required by the rules, an English translation of the
document if it is not in English; and

(D) a request in the prescribed form for an examination
report,

and pay the prescribed fee for an examination report;
or

(ii) file a notice in the prescribed form of the applicant’s
intention to rely on the international preliminary
report on patentability in respect of that application.
[19/2004]

(3) Where the applicant has filed a request and paid the
prescribed fee for a search report under subsection (2)
(a), the Registrar shall —

(a) cause the application to be subjected to a search by
an Examiner to discover the relevant prior art
contained in —

(@) such documentation as may be prescribed; and

(i) any additional documentation that the Examiner is
aware of and considers to be relevant; and

(b) upon receiving the search report prepared by the
Examiner, send the applicant a notification and a copy
of the search report.

[19/2004]

(4) Upon receiving the search report under subsection
(3) (b) from the Registrar, the applicant shall, within
the prescribed period, file a request in the prescribed
form and pay the prescribed fee for an examination
report.

[19/2004]

(5) Where the applicant has filed a request and paid the
fee for an examination report under subsection (2) (c)
@, (@ @ or (e) () or (4), the Registrar shall —

(a) cause the application to be subjected to an
examination by an Examiner to determine —

() whether the conditions specified in sections 13 and
25 (4) and (5) have been complied with;
(i) whether the application discloses any additional
matter referred to in section 84 (1); and
(ii) whether the application discloses any matter
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extending beyond that disclosed in the application as
filed,

taking into consideration all the relevant prior art, if
any, that the Examiner is aware of or that has been
referred to in the search report or international search
report, as the case may be; and

(b) upon receiving the examination report prepared by
the Examiner, send the applicant a notification and a
copy of the examination report.

[19/2004]

(6) Where the applicant has filed a request and paid the
fee for a search and examination report under
subsection (2) (b), the Registrar shall —

(a) cause the application to be subjected to —

(@ a search by an Examiner to discover the relevant
prior art contained in —

(A) such documentation as may be prescribed; and

(B) any additional documentation that the Examiner is
aware of and considers to be relevant; and

(i) an examination by an Examiner to determine —

(A) whether the conditions specified in sections 13 and
25 (4) and (5) have been complied with;

(B) whether the application discloses any additional
matter referred to in section 84 (1); and

(C) whether the application discloses any matter
extending beyond that disclosed in the application as
filed,

taking into consideration all the relevant prior art, if
any, that the Examiner is aware of or that has been
discovered in the search; and

(b) upon receiving the search and examination report
prepared by the Examiner, send the applicant a
notification and a copy of the search and examination
report. [19/2004]

(7) If, within the prescribed period under —

(a) paragraph (b), (¢) @) or (1), (d) @) or (i) or (e) (@) or Gi)
of subsection (2); or

(b) subsection (4), an applicant files a request in the
prescribed form and pays the prescribed fee for that
period to be extended, the applicant shall perform the
acts set out in that provision within the prescribed
extended period for performing those acts.

Grant of patent

30. —(1) Subject to subsection (4), the Registrar shall
grant the applicant a patent if —

(a) the conditions in subsection (2) are satisfied before
the end of the prescribed period or any extension
thereof; and

(b) the conditions in subsection (3) have been satisfied.
[19/2004]

(2) The conditions referred to in subsection (1) (a) are —
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(a) that all the formal requirements have been
complied with;
(b) that the Registrar has received —

() the search report referred to in section 29 (3) and the
examination report referred to in section 29 (5);

(i) the search and examination report referred to in
section 29 (6);

(iii) the search report referred to in section 29 (2) (c) @),
the examination report referred to in section 29 (5) and,
where the search report is not in English, an English
translation of the search report;

(iv) the prescribed information referred to in section 29
(2 (© G or (d Gi) and, where the prescribed
information includes any document that is not in
English, an English translation of such document;

(v) the international search report referred to in section
29 (2) (@ G) or (e) @), the examination report referred to
in section 29 (5) and, where the international search
report is not in English, an English translation of the
international search report; or

(vi) in the case of an international application for a
patent (Singapore) which has entered the national
phase in Singapore under section 86 (3), as an
alternative to the document or documents referred to in
any of sub-paragraphs (i), (iii), (iv) and (v) —

(A) the notice referred to in section 29 (2) (e) (ii);

(B) an international search report in respect of that
application;

(O) an international preliminary report on patentability
in respect of that application; and

(D) where any report referred to in sub-paragraph (B)
or (C) is not in English, an English translation of that
report;

(¢) that the prescribed documents for the grant of the
patent have been filed; and

(d) that the prescribed fee for the grant of the patent
has been paid.

[19/2004]

(3) The conditions referred to in subsection (1) (b) are —
(a) that —

() the document or documents received by the
Registrar under subsection (2) (b) do not disclose any
unresolved objection on the ground that the claim or
claims in the application do not relate to one invention
or to a group of inventions which are so linked as to
form a single inventive concept; or

(i) if any such objection is disclosed, the applicant has
satisfied the Registrar that the objection has been
resolved;

(b) where the applicant relies on any examination
report referred to in section 29 (5), any search and
examination report referred to in section 29 (6) or any
international preliminary report on patentability
referred to in subsection (2) (b) (vi), that each claim in
the application at the time the prescribed documents
for the grant of the patent were filed and the prescribed
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fee for the grant of the patent was paid is related to at
least one claim in the application at the time the report
was issued —

() which has been examined; and

(i) which is referred to in the report;

(0 where the applicant relies on the prescribed
information relating to a corresponding application
referred to in section 29 (2) (¢) (i) or the prescribed
information relating to a corresponding international
application referred to in section 29 (2) (d) (i), at the
time the prescribed documents for the grant of the
patent were filed and the prescribed fee for the grant of
the patent was paid, that each claim in the application
is related to at least one claim —

() which is set out in the prescribed information
relating to the corresponding application or
corresponding international application, as the case
may be; and

(i) which has been examined to determine whether the
claim appears to satisfy the criteria of novelty,
inventive step (or non-obviousness) and industrial
applicability (or utility);

(d) that the invention is not an invention referred to in
section 13 (2); and

(e) that there is —

(@ no other application for a patent for the same
invention having the same priority date filed by the
same applicant or his successor in title; and

(i) no earlier grant of a patent for the same invention
having the same priority date to the same applicant or
his successor in title.

[19/2004]

(4) If, within the prescribed period under subsection (1)
(a) —

(a) an appeal is filed in court in respect of an
application; and

(b) the applicant applies to the court to extend that
period while the appeal is pending,

the court may extend that period to such date as the
court may determine.

[19/2004]

(5) Where the conditions in subsection (2) are not
satisfied before the end of the prescribed period under
subsection (1) (a) or any extension thereof, the
applicant shall be deemed to have abandoned his
application at the end of that period.

[19/2004]

(6) If the Registrar is of the opinion that any condition
in subsection (3) has not been satisfied —

(a) the Registrar shall send a notification to the
applicant setting out the grounds for the Registrar’s
objection to granting a patent;

(b) the applicant shall have the right to respond to the
Registrar’s objection within a period specified by the
Registrar;

(c) unless the Registrar withdraws his objection, the
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applicant shall, within a period specified by the
Registrar and subject to section 84, amend the
specification of his application in accordance with the
prescribed conditions, with a view to satisfying the
conditions in subsection (3); and

(d if any condition in subsection (3) remains
unsatisfied at the end of the period referred to in
paragraph (c), the applicant shall be deemed to have

abandoned his application at the end of that period.
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Request for search report
36. A request for a search report under section 29 (2) (a)
shall be made on Patents Form 10.

Request for search and examination report

37. A request for a search and examination report
under section 29 (2) (b) shall be made on Patents Form
11.

Period for filing request for search report

38. —(1)  The period prescribed for the purposes of
section 29 (2) (a) shall be —

(a) if the application contains no declared priority date,
13 months from the date of filing; or

(b) if the application contains a declared priority date,
13 months from the declared priority date.

(2) Notwithstanding paragraph (1), where a new
application is filed under section 20 (3), 26 (6) or 47 (4),
as the case may be, the period prescribed for the
purposes of section 29 (2) (a) shall be 13 months from
the actual date of filing of the new application.
Minimum documentation for search

40. —(1) The documentation prescribed for the
purposes of section 29 (3) and (6) (“minimum
documentation”) shall consist of —

(a) the patents issued by or registered in Singapore;

(b) the patent applications published in Singapore;

(¢) the “national patent documents” as specified in
paragraph (2); and

(d) the published international (Patent Co-operation
Treaty) applications.

(1A) The documentation prescribed for the purposes
of section 38A (7) (“minimum documentation” shall
consist of —

(a) the patents issued by or registered in Singapore;

b) the patent applications published in Singapore;

(¢) the “national patent documents” as specified in
paragraph (2); and

(d) the published international (Patent Co-operation
Treaty) applications.

(2) Subject to paragraphs (3) and (4), the “national
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patent documents” shall be the following:

(a) the patents issued by Australia, France, the former
Reichspatentamt of Germany, Japan, Switzerland (in
French and German languages only), the United
Kingdom and the United States of America;

(b) the patents issued by the Federal Republic of
Germany; and

(c) the patent applications, if any, published in the
countries referred to in paragraphs (a) and (b).

(3) The patent documents of Japan, for which no
abstracts in the English language are generally
available, need not form part of the “minimum
documentation” referred to in paragraph (1) or (1A).

(4) Only those patents issued and those patent
applications published, after a date not more than 50
years before the declared priority date or, where there
is no declared priority date, the date of filing of the
application being subjected to a search, need form part
of the “minimum documentation” referred to in
paragraph (1) or (1A).

Prescribed patent offices

41. The patent offices prescribed for the purposes of the
definitions of “corresponding application” and
“corresponding patent” in section 2 (1) and of section 29
(2) (c) shall be —

(@) those of Australia, Canada (in respect of
applications for a Canadian patent filed in the English
language), Japan, New Zealand, Republic of Korea, the
United Kingdom and the United States of America; and
(b) the FEuropean Patent Office (in respect of
applications for a European patent filed in the English
language).

Request for examination report

42. —(1) A request for an examination report under
section 29 (2) (¢) @), (d) G) or (e) @) or (4) shall be made
on Patents Form 12.

0) A request for an examination report under
section 29 (2) (©) @), (d) @) or (e) @) shall not be treated
as having been made unless the form required under
paragraph (1) is accompanied by —

(a) in the case of a request for an examination report
under section 29 (2) (c) (@), a copy of the search report
referred to in section 29 (2) () () together with each of
the documents referred to in that search report;

(b) in the case of a request for an examination report
under section 29 (2) (d) (), a copy of the international
search report in respect of the corresponding
international application referred to in section 29 (2) (d)
(@ together with a copy of each of the documents
referred to in that international search report;

(c) in the case of a request for an examination report
under section 29 (2) (e) (), a copy of the international
search report in respect of the application referred to in
section 29 (2) (e) () together with a copy of each of the
documents referred to in that international search
report;
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(d) a list of references to the patent family members as
corresponding to each of the non-English documents
cited in the search report referred to in section 29 (2) (c)
(@) or the international search report referred to in
section 29 (2) (d) () or (e) (); and

(e) where any list of references to the patent family
members referred to in sub-paragraph (d), or any part
of that list, is in a language other than English, an
English translation of that list or part.

(3)  Where —

(a) an applicant has filed a request for an examination
report under section 29 (2) () (), (d) @) or (e) (); and

(b) any document referred to in the search report or
international search report, as the case may be, is in a
language other than English,

the Registrar may require the applicant to furnish,
within such period as the Registrar may specify —

(@ an English translation of the whole or any part of
that document; and

(1) a copy of a verification document —
(A) made in accordance with the
requirements; and

(B) verifying that the translation corresponds to the
original text of that document or part thereof.

(4) Where an applicant fails to comply with the
Registrar’s requirements under paragraph (3) () and
(i) within the period specified by the Registrar, the
request for an examination report shall be treated as
having been abandoned.

Reliance on international preliminary report on
patentability

42A.  Anotice of intention to rely on an international
preliminary report on patentability under section 29 (2)
(e) (i) shall be filed using Patents Form 11C.

Period prescribed under section 29 (2) (b) to (e) or (4)

Registrar’s

43. —(1) Subject to paragraphs (2) and (3), the
period prescribed for filing a request for a search and
examination report under section 29 (2) (b) or a request
for an examination report under section 29 (2) (¢) (@), (d)
@ or (e) @ or (4) shall be —

(a) subject to sub-paragraph (b), 21 months from —

(@ the declared priority date; or

(ii) where there is no declared priority date, the date of
filing of the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), 21 months from the actual date of filing
of the new application.

(2) Subject to paragraph (3), where the Registrar sends
the applicant a copy of the search report under section
29 (3) (b) at any time later than one month before the
expiry of the period prescribed under paragraph (1) (a)
or (b), as the case may be, the period prescribed for
filing a request for an examination report under section
29 (4) shall be one month from the date of the
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Registrar's notification under section 29 (3) (b).

(8) Where a request under sections 29 (7) and 30 (1) (a)
to extend a prescribed period under section 29 (2) (b),
© @, @ @ or (e (@) or (4) and the corresponding
prescribed period under section 30 (1) (a) is filed in
accordance with rule 47A (1), the period prescribed for
filing a request for a search and examination report
under section 29 (2) (b) or a request for an examination
report under section 29 (2) (©) @), (d) @ or (e) () or (4)
shall be the prescribed extended period under section
29 (7) for performing that act.

(4) Subject to paragraph (5), the period prescribed for
filing the prescribed information relating to a
corresponding application under section 29 (2) (¢) G,
the prescribed information relating to a corresponding
international application under section 29 (2) (d) (i) or
a notice in Patents Form 11C under section 29 (2) (e) (i)
shall be —

(a) subject to sub-paragraph (b), 42 months from —

(@ the declared priority date of the application; or

(i) where there is no declared priority date, the date of
filing of the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), 42 months from the actual date of filing
of the new application,

or the date on which section 30 (2) (c) is complied with
and the prescribed fee for the grant of a patent is paid
in accordance with rule 47 (3), whichever is the earlier.
(5) Where a request under sections 29 (7) and 30 (1) (2)
to extend a prescribed period under section 29 (2) (c)
(1), (d Gi) or (e) (i) and the corresponding prescribed
period under section 30 (1) (a) is filed in accordance
with rule 47A (1), the period prescribed for filing the
prescribed information relating to a corresponding
application under section 29 (2) (¢) (i), the prescribed
information relating to a corresponding international
application under section 29 (2) (d) (i) or a notice in
Patents Form 11C under section 29 (2) (e) (ii) shall be

(a) subject to sub-paragraph (b), 39 months from —

(@) the declared priority date of the application; or

(i) where there is no declared priority date, the date of
filing of the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), 39 months from the actual date of filing
of the new application.

Information prescribed under section 29 (2) (¢) (i) or (d)
(i)

44.—(1)  The information prescribed for the purposes
of section 29 (2) (c) (i) or (d) (ii) shall be —

(a) that which is sufficient to indicate the result of the
corresponding application under section 29 (2) (¢) (i) or
corresponding international application under section
29 (2) (d) Gi), as the case may be, and shall be in the
form of —
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(@ a copy of the patent granted by the patent office in
question which is —
(A) duly certified by that patent office; or

(B) otherwise acceptable to the Registrar; or

(ii) other documents, to the satisfaction of the Registrar,
setting out the final results of the search and
examination as to substance and a copy of the patent
claims referred to in the final results; and

(b) any symbol of the International Patent
Classification which has been or which in the opinion of
the applicant should be allocated to the application.

(2)  The information referred to in paragraph (1) shall
be furnished in Patents Form 11B.

Search procedure where 2 or more inventions claimed

45. —(1) If during the preparation of a report under
section 29 (2) (a) or (b) it appears that an application
relates to two or more inventions, but they are not so
linked as to form a single inventive concept, the search
may be restricted to one in relation to the first
invention specified in the claims of the application, and
the Registrar shall notify the applicant of that fact.

(2) If the applicant desires a search to be conducted in
relation to a second or subsequent invention specified
in the claims, he shall, within 2 months from the date
of the Registrar’s notification referred to in paragraph
(1), request on Patents Form 10 for a supplementary
search report and pay the prescribed search fee for each
invention in respect of which the search is to be made.
(3) If a new application for a patent is filed under
section 26 (6) in respect of any part of the matter
contained in an earlier application for a patent, the
applicant may, in lieu of complying with section 29 (2)
(a), notify the Registrar in writing that he intends to
rely on —

(a) any search report or supplementary search report
established in the earlier application; or

(b) where the earlier application is an international
application for a patent (Singapore) that has entered
the national phase in Singapore under section 86 (3),
any international search report or international
supplementary search report established during the
international phase of the earlier application.

(4) Rule 42 (2), (3) and (4) shall apply to any request for
an examination report that is filed by an applicant who
relies on an international search report or international
supplementary search report under paragraph (3).
Written opinion of Examiner, etc.

46. —(1) If during an examination under section 29 (5)
or (6), the Examiner is of the opinion that —
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(a) the description, claims, or drawings are so unclear,
or the claims are so inadequately supported by the
description, that no meaningful opinion can be formed
on —

(@ the novelty or inventive step of the claimed
invention; or

(i) whether the claimed invention is capable of
industrial application;

(b) the invention defined in any claim —

(@) does not appear novel;

(i) does not appear to involve an inventive step; or

(iii) does not appear to be capable of industrial
application;

(c) the conditions specified in sections 13 and 25 (4) and
(5) have not been complied with;

(d) the application discloses —

() any additional matter referred to in section 84 (1); or

(i) any matter extending beyond that disclosed in the
application for the patent as filed; or

(e) a claim relates to an invention in respect of which no
search has been completed, and he has decided not to
carry out the examination in respect of that claim,

the Examiner shall notify the Registrar in writing of
that opinion and shall state fully the reasons for his
opinion.

(2) The Registrar shall, on receipt of the written
opinion, forward the opinion as soon as possible to the
applicant together with an invitation to the applicant to
file a response thereto.

(3) The applicant may file a response to the written
opinion in Patents Form 13A containing —

(a) written submissions on the Examiner’s opinion; or
(b) an amendment of the specification of the
application,

and where the applicant wishes to make written
submissions and amend the specification of the
application, he shall do both at the same time.

(3A) Subject to paragraph (3B), where an amendment
of the specification of the application is filed under
paragraph (3), it shall be in the form of a copy of the
specification with the amendment indicated in the
following manner:

(a) by striking through any text, figure or other matter
to be replaced or deleted; and

(b) by underlining any replacement text, figure or other
matter.

(3B) Paragraph (3A) shall not apply if the amendment
is filed using the electronic online system, and the
amendment shall instead comply with practice
directions issued by the Registrar in place of the
requirements of that paragraph.

(4) Any response under paragraph (3) to a first written
opinion in respect of —

(a) an examination report under section 29 (5); or
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(b) a search and examination report under section 29
6),

shall be filed within 5 months from the date of the
Registrar’s notification enclosing the written opinion.
(5) here the applicant has filed a response under
paragraph (3) —

(a) the Examiner may, in his discretion, issue a further
written opinion to the Registrar stating fully the
reasons for the opinion;

(b) paragraphs (2) and (3) shall accordingly apply; and
(¢) any response under paragraph (3) to the further
written opinion shall be filed within 5 months from the
date of the Registrar's notification enclosing the further
written opinion.

(6) In deciding whether to issue any further written
opinion, the Examiner may also take into consideration
whether sufficient time remains for the applicant to
respond to his written opinion and for him to draw up
the examination report or the search and examination
report.

(7) A further opinion or report issued by the Examiner
need not take into account any response filed by the
applicant after he has commenced drawing up his
opinion or report.

(8) Subject to paragraphs (9) and (10), the Examiner
shall send the search and examination report or
examination report to the Registrar before the expiry of
(a) 39 months from —

(@ the declared priority date; or

(i) where there is no declared priority date, the date of
filing the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 39 months from the
actual date of filing of the new application.

(9) Where the applicant does not file a response within
the period specified in paragraph (4) or (5), the
Examiner shall send the search and examination
report or the examination report to the Registrar at the
expiration of that period.

(10) Where the period for filing a request for a search
and examination report under section 29 (2) (b) or a
request for an examination report under section 29 (2)
(© @, (@ @ or (& @ or (4 has been extended under
section 29 (7), the Examiner shall send the search and
examination report or examination report to the
Registrar before the expiry of —

(a) 57 months from —

(@ the declared priority date; or

(i) where there is no declared priority date, the date of
filing the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 57 months from the
actual date of filing of the new application.

Putting application in order
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47. —(1) Subject to paragraph (2), the period prescribed
for the purposes of section 30 (1) (a) shall be 42 months
from —

(a) the declared priority date; or

(b) the date of filing of the application where there is no
declared priority date.

(2) Where a new application is filed under section 20
(3), 26 (6) or 47 (4), as the case may be, the period
prescribed in paragraph (1) shall be 42 months from
the actual date of filing of the new application.

(3) Payment of the prescribed fee for the grant of a
patent must be accompanied by Patents Form 14 duly
completed and filed by the applicant.

(4  Where the specification of the application for a
patent has been amended or corrected since the filing of
the application —

(a) if any such amendment or correction is made before
or at the time of compliance with paragraph (3), the
applicant shall file a specification incorporating every
such amendment and correction at the time of
compliance with paragraph (3); and

(b) if any such amendment or correction is made after
the time of compliance with paragraph (3), the
applicant shall file a specification incorporating every
such amendment and correction within such period as
the Registrar may specify.

(4A) The documents prescribed for the purposes of
section 30 (2) (¢) shall be —

(a) the completed Patents Form 14 filed under
paragraph (3); and

(b) every specification required to be filed under
paragraph (4).

(5) Deleted by S 93/2007, wef 01/04/2007.

(5A) Deleted by S 93/2007, wef 01/04/2007.

(6) No amendment or correction (other than an
amendment or correction introduced in order to comply
with the formal requirements) may be introduced in
the specification to be filed under paragraph (4).

(7) Paragraphs (4) and (6) shall not apply to an
international application for a patent (Singapore) if the
only amendment to the specification since the filing of
the application was an amendment referred to in
section 86 (6) of the Act which has been incorporated in
the specification of the application before it was
published in accordance with the Patent Co-operation
Treaty.

Extension of prescribed periods under sections 29 (7)
and 30 (1) (a)

47A. —(1)  Arequest under sections 29 (7) and 30 (1)
(a) to extend a prescribed period under section 29 (2)
(b), (© @ or @), (d) @) or (D) or () (@) or (iD) or (4) and the
corresponding prescribed period under section 30 (1) (a)
shall be made on Patents Form 45A within —
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(a) subject to sub-paragraph (b), 39 months from —

(@) the declared priority date; or

(i) where there is no declared priority date, the date of
filing the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 39 months from the
actual date of filing of the new application.

(2)  The extended period prescribed under section 29
(7) for filing a request for a search and examination
report under section 29 (2) (b) or a request for an
examination report under section 29 (2) (c) @), (d) @) or
(e) () or (4) shall be —

(a) subject to sub-paragraph (b), 39 months from —

(@ the declared priority date; or

(i) where there is no declared priority date, the date of
filing the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 39 months from the
actual date of filing of the new application.

(3)  The extended period prescribed under section 29
(7) for filing the prescribed information relating to a
corresponding application under section 29 (2) (¢) G,
the prescribed information relating to a corresponding
international application under section 29 (2) (d) Gi) or
a notice in Patents Form 11C under section 29 (2) (e) (i)
shall be —

(a) subject to sub-paragraph (b), 60 months from —

(@ the declared priority date of the application; or

(i) where there is no declared priority date, the date of
filing of the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 60 months from the
actual date of filing of the new application, or the date
on which section 30 (2) (c) is complied with and the
prescribed fee for the grant of a patent is paid in
accordance with rule 47 (3), whichever is the earlier.

(4) For the purposes of section 30 (1) (a), the
extended prescribed period shall be —

(a) subject to sub-paragraph (b), 60 months from —

(@ the declared priority date; or

(ii) where there is no declared priority date, the date of
filing the application; or

(b) where a new application is filed under section 20 (3),
26 (6) or 47 (4), as the case may be, 60 months from the
actual date of filing of the new application.

Application for amendment before grant

48. —(1) ubject to rules 46 (3) and (3A) and 56 (1) and
(3), an application for amendment of —

(a) the request for the grant of a patent on Patents
Form 1; or

(b) the description, claims, drawings and abstract,

shall be made on Patents Form 13.

(2) The application for amendment of a document
referred to in paragraph (1) (a) or (b) shall be
accompanied by a copy of that document with the
proposed amendment indicated therein in the following
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manner:

(a) by striking through any text, figure or other matter
to be replaced or deleted; and

(b) by underlining any replacement text, figure or other
matter.

(3) Deleted by S 93/2007, wef 01/04/2007.

(4) Paragraph (2) shall not apply if the application for
amendment is to be filed using the electronic online
system; and the application for amendment shall
instead comply with practice directions issued by the
Registrar in place of the requirements in those
paragraphs, including the filing of such other document
prepared in such manner as may be specified therein.
Time for making amendments before grant

49. —(1) The applicant may, of his own volition, amend
the request for the grant of a patent at any time before
payment of the fee for the grant of the patent.

(2) The applicant may, unless the Registrar otherwise
requires, of his own volition, amend the description,
claims, drawings and abstract at any time before
payment of the fee for the grant of a patent, except that
any such application for amendment shall not be made
(a) after filing of the request for a search report referred
to in section 29 (2) (a) and before receipt of that report
by the applicant;

(b) after filing of the request for a search and
examination report referred to in section 29 (2) (b) and
before receipt of that report by the applicant; or

(c) after filing of the request for an examination report
referred to in section 29 (2) (c) (), (d) @) or (e) () or (4)
and before receipt of that report by the applicant.

Certificate of grant
50. A certificate of grant under section 35 (1) shall be
in Certificate Form 1.

96




PATENTS FORM 11B (2004)

Patents Rules

Rule 44 FURNISHING OF PRESCRIBED INFORMATION

NOTES:

1. * denotes mandatory fields.

2. Checkboxes as indicated in bold should be marked with a cross where applicable.

3. This form should be completed by the applicant(s) for the patent, who should enter his/their name(s) in paragraph 3.

4. Please indicate in paragraph 6, any symbol of the International Patent Classification which has been or which in the opinion of the applicant, should be
allocated to the application.

5. Where an agent is appointed, the fields for “DETAILS OF AGENT” should be completed and they (including the address for service) should be the same as
those found in Patents Form 41 filed earlier. In the event where no agent is appointed, the address for service should be the same as that furnished earlier.

6. Where an individual is appointed as an agent, the sub-field “Name” under “DETAILS OF AGENT” must be completed by entering the full name of the
individual. The sub-field “Firm” must be left blank. Where a partnership/body corporate is appointed as an agent, the sub-field “Firm” under “DETAILS OF
AGENT” must be completed by entering the name of the partnership/body corporate. The sub-field “Name” must be left blank. Where both the “Name” and
“Firm” have been entered, the Registry shall treat the details entered in the sub-field “Firm” as the agent detail intended.

7. Attention is drawn to sections 104 and 105 of the Patents Act, rules 90 and 105 of the Patents Rules, and the Patents (Patent Agents) Rules 2001.

8. If the space provided in the patents form is not enough, the additional information should be entered in the continuation sheet. Please note that the
continuation sheet need not be filed with the Registry of Patents if it is not used.

1. YOUR REFERENCE*

2. PATENT APPLICATION NUMBER*

3. NAME OF APPLICANT(S) FOR THF PATENT APPI ICATION* (see nate 3)

(A) Name

(B) Name

Further applicants are to be indicated on continuation sheet 4

(Note: Details of applicant(s) must correspond to those found in the current register of patents. If they do not, corresponding Patents Forms
and fees must be filed to update the register.)

4. CORRESPONDING INTERNATIONAL APPLICATION OR CORRESPONDING APPLICATION RELIED UPON*

Application/Serial number Office filed Filing date

5. PRESCRIBED INFORMATION FURNISHED*
(Note: Only one checkbox may be crossed.)

A certified copy of granted patent or a copy thereof

Document(s) setting out the final results of the search and examination as to substance
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7. DETAILS OF AGENT (if any) (see notes 5, 6 and 7)

Name

Firm

(Note: These details should be identical to those furnished in the Patents Form 41 filed earlier or at the same time this form is filed.)

8. NAME, SIGNATURE AND DECLARATION (WHERE APPROPRIATE) OF APPLICANT OR AGENT* (see note 7)

ﬂease cross the box below where appropriate.)
I, the undersigned, do hereby declare that | have been duly authorised to submit this form, on behalf of the applicant(s) named in
paragraph 3 of this form.

Name and Signature
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INTELLECTUAL PROPERTY OFFICE OF SINGAPORE

CONTINUATION SHEET 4

Continuation sheet to paragraph

994994

PATENT APPLICATION NUMBER (if any)

Name

Name

Name

Name

Name

Name

Name

Name

Further persons are to be indicated on another continuation sheet 4
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(Cap. 221)
Patents Rules

Rule 42A NOTICE OF INTENTION TO RELY ON 257257
INTERNATIONAL PRELIMINARY REPORT ON
PATENTABILITY UNDER SECTION 29(2)(e)(ii)

PATENTS FORM 11C (2004)

NOTES:

1. * denotes mandatory fields.

2. Checkboxes as indicated in bold should be marked with a cross where applicable.

3. The person(s) making the request must be the applicant(s) for the patent and he/they should enter his/their name(s) in paragraph 3.

4. Where an agent is appointed, the fields for “DETAILS OF AGENT” should be completed and they (including the address for service) should be the same as those found in
Patents Form 41 filed earlier. In the event where no agent is appointed, the address for service should be the same as that furnished earlier.

5. Where an individual is appointed as an agent, the sub-field “Name” under “DETAILS OF AGENT” must be completed by entering the full name of the individual. The sub-
field “Firm” must be left blank. Where a partnership/body corporate is appointed as an agent, the sub-field “Firm” under “DETAILS OF AGENT” must be completed by
entering the name of the partnership/body corporate. The sub-field “Name” must be left blank. Where both the “Name” and “Firm” have been entered, the Registry shall treat
the details entered in the sub-field “Firm” as the agent detail intended.

6. Attention is drawn to sections 104 and 105 of the Patents Act, rules 90 and 105 of the Patents Rules, and the Patents (Patent Agents) Rules 2001.

7. If the space provided in the patents form is not enough, the additional information should be entered in the continuation sheet. Please note that the continuation sheet
need not be filed with the Registry of Patents if it is not used.

1. YOUR REFERENCE*

2. PATENT APPLICATION NUMBER*

3. NAME OF APPLICANT(S) FOR THE PATENT APPLICATION* (see note 3)

(A) Name

(B) Name

Further applicants are to be indicated on continuation sheet 4

(Note: Details of applicant(s) must correspond to those found in the current register of patents. If they do not, corresponding Patents Forms
and fees must be filed to update the register.)

4. DETAILS OF AGENT (if any) (see notes 4, 5 and 6)

Name

Firm

(Note: These details should be identical to those furnished in the Patents Form 41 filed earlier or at the same time this form is filed.)

5. NOTICE OF INTENTION

I/We confirm that the said applicant(s) intend(s) to rely on the international preliminary report on patentability under section 29(2)(e)(ii) of the
Patents Act.
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6. NAME, SIGNATURE AND DECLARATION (WHERE APPROPRIATE) OF APPLICANT OR AGENT* (see note 6)
(Note: Please cross the box below where appropriate.)

1, the undersigned, do hereby declare that | have been duly authorised to submit this form, on behalf of the applicant(s) named in
paragraph 3 of this form.

DD MM YYYY

Name and Signature
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INTELLECTUAL PROPERTY OFFICE OF SINGAPORE

CONTINUATION SHEET 4

994994

Continuation sheet to paragraph

PATENT APPLICATION NUMBER (if any)

of Patents Form

Name

Name

Name

Name

Name

Name

Name

Name

Further persons are to be indicated on another continuation sheet 4
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(Cap. 221)
Patents Rules

Rule 42 REQUEST FOR A

PATENTS FORM 12 (2004)

NOTES:

1. * denotes mandatory fields.

2. Checkboxes as indicated in bold should be marked with a cross where applicable.

3. This form should be completed by the applicant(s) for the patent, who should enter his/their name(s) in paragraph 3.

4. The relevant checkbox in paragraph 4 should be marked with a cross to indicate which subsection of section 29 is applicable.

5. Where an agent is appointed, the fields for “DETAILS OF AGENT” should be completed and they (including the address for service) should be the same as
those found in Patents Form 41 filed earlier. In the event where no agent is appointed, the address for service should be the same as that furnished earlier.

6. Where an individual is appointed as an agent, the sub-field “‘Name” under “DETAILS OF AGENT” must be completed by entering the full name of the individual. The sub-
field “Firm” must be left blank. Where a partnership/body corporate is appointed as an agent, the sub-field “Firm” under “DETAILS OF AGENT” must be completed by
entering the name of the partnership/body corporate. The sub-field “Name” must be left blank. Where both the “Name” and “Firm” have been entered, the Registry shall treat
the details entered in the sub-field “Firm” as the agent detail intended.

7. Attention is drawn to sections 104 and 105 of the Patents Act, rules 90 and 105 of the Patents Rules, and the Patents (Patent Agents) Rules 2001.

8. If the space provided in the patents form is not enough, the additional information should be entered in the continuation sheet. Please note that the
continuation sheet need not be filed with the Registry of Patents if it is not used.

1. YOUR REFERENCE*

2. PATENT APPLICATION NUMBER*

3. NAME OF APPLICANT(S) FOR THE PATENT APPLICATION* (see note 3)

(A) Name

(B) Name

Further applicants are to be indicated on continuation sheet 4

(Note: Details of applicant(s) must correspond to those found in the current register of patents. If they do not, corresponding Patents Forms
and fees must be filed to update the register.)

4. EXAMINATION REQUEST* (see note 4)
(Note: Only one checkbox may be crossed)

Request for an examination report under section 29(2)(c)(i)

Request for an examination report under section 29(2)(d)(i)

Request for an examination report under section 29(2)(e)(i)

Request for an examination report under section 29(4)
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5. DETAILS QF AGENT (if anv) (see notes 5 6 and 7)

Name

Firm

(Note: These details should be identical to those furnished in the Patents Form 41 filed earlier or at the same time this form is filed.)

6. NAME, SIGNATURE AND DECLARATION (WHERE APPROPRIATE) OF APPLICANT OR AGENT* (see note 7)
 maas lease cross the box below where appropriate.)

I, the undersigned, do hereby declare that | have been duly authorised to submit this form, on behalf of the applicant(s) named in
paragraph 3 of this form.

Name and Signature
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INTELLECTUAL PROPERTY OFFICE OF SINGAPORE

CONTINUATION SHEET 4

Continuation sheet to paragraph

994994

PATENT APPLICATION NUMBER (if any)

Name

Name

Name

Name

Name

Name

Name

Name

Further persons are to be indicated on another continuation sheet 4

105



4) 4 A5 /)L[EFH
(D Patent Law, Section,17~18C :

AR O3

Rk HIBROZAGE

17 G @QFAEIL HFEPLLFOT X TOEE
72 L CNBINE I DT> EFEEIThR T UL
SYANAN

(D) HFEICAR D IEBADNE 2 O ERIC B TR
BEThHDHZ L,
QHFENATE 1 HOMREIHED LOTHDHZ &,
BHFEADE 26 FRONBITEE 2 ZHEHATH D
&,

@QDFEEIL. AROFMHNHHI-INTNDH EBX
% E XL, HECH LR REFORTEE 52
TR B0, FRFEEE 2 DA, BEE
1IF 0T 2 HFENE R LT U2 o780,
BHIEHNZB WA EN 2 SN AR5
TWRITIUTZR B0,
G)@MDIHEIZH Db BT, 545K & v Fr
HEHZ AT ENTERVEIICEL T, B8%
175 EE20 N,

RO LT D HIRENE, H4 55, 5554,
H8S. H 12 £V 13 FORELESFL TV
HHDLRIND,

(DHFE A Reshumot (AFR) ITBWTAR S
U 2 M2 =0T IO ENZRBW CRl— D3
AR D (LAT, ARSRICBWT TG &
VWD) BRI LB D 8EF (BT, A%k
WTC TRHISEERF) &) ZEFSLTERY . 23Ok
DWTIIDNTHEYETHZ L,

(@)% 10 Z=OT, MR Z FE L UI-EeEDE
SRS YRR P HHREIC B L CES I T TnD &
L,

A ESNDIEDT., A AT )UK D Uik
HAREZ JLRE & U7 5eED TR R L T
T TWAHZ &,

W T HNOFHIIE CHEH S - (R 2 R 5 A
B L T AEIHMEDOTIENA AT 2 /UIBIT 5
FHRFFHREICRI L TIThIL TR . o, 2Dt
DO HIFEA B L LTS RN SN HiED
TCSHFEICRE L THIThnTWnWa Z &y,

QBN H D ORFFFHIFIC ARG O BUE D # ] S
NDHRE L ZROLANLTEEmMTRE L TWD
Z&,

QAR A AT T/ UTBW RIS TV D E
O ORFFHIRE & [7 U SREICHIRR L7z B TRISRETO
7 =Lz PICRH LTS 2 L,

Q) Lz rHE D 7 L— ARG D 7 L— A
LRI—THDHZ L, 77, YskbsrHED 7 L—
LARRSFFFOZNL D 7202 IR 5
Do
(5) LB A Y. RS O BIEE R O & 7 — b

Patent Law, Section 17
application

17. (a) The examiner shall examine whether the
application meets all the following conditions:

(1) the invention in it is patentable within the
meaning of Chapter Two;

(2) the application complies with the provisions of
Article One of this Chapter;

(3) the applicant paid the publication expenses
under section 26.

(al) The examiner shall accept the application if
he is satisfied that the conditions of this section
have been met; when he has accepted the
application, he shall so notify the applicant; the
notice shall state the acceptance date.

Acceptance of

(b) Notwithstanding the provisions of subsection
(@)(1), no examination shall be necessary if the
invention is unpatentable by virtue of section 4(2).
(c) If the conditions specified below are met by an
application, then it shall be deemed to have
complied with the provisions of section 4, 5, 8, 12
and 13:

(1) the applicant submitted a patent application
on the same invention (in this section: parallel
application) and received a patent in a state, the
name of which appears in the list published by the
Registrar in Reshumot (in this section: parallel
patent), and one of the following holds true:

(a) priority right was lawfully claimed for the
patent application in Israel under sectionlO, by
virtue of the parallel application;

(b) priority right was claimed for the parallel
application under the Law applicable to it, by
virtue of the patent application in Israel;

(c) priority right was lawfully claimed for the
patent application in Israel by virtue of another
application for protection submitted in a
Convention State, and by virtue of the other
application priority right was claimed for the
parallel application under the Law applicable to
it;

(2) the applicant requested in writing that the
provisions of this section be applied to his patent
application;

(3) the applicant delivered to the Office the claims
in the parallel patent, translated to the language
in which his patent application was submitted in
Israel;

(4) the claim or claims in the application are
identical to the claims in the parallel patent, but
the application can include fewer claims than
those in the parallel patent;

(5) the applicant submitted a description and
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drawings identical to those in the parallel patent,
or a description and drawings as said in section
12.

(d) The Registrar and also the Superintendent of
Examiners or his deputy may refrain from
accepting an application, if they determined on
the basis of the material at their disposal or
submitted to them in the course of the
examination that the application does not comply
with one of the provisions specified in subsection
(c) or that there is some special reason why the
application should not be accepted.

(e) If proceedings for cancellation of the parallel
patent are in progress, or if proceedings of
opposition to the grant of the parallel patent
outside of Israel are in progress, then the
applicant shall so notify the Registrar not later
than the date on which the patent is granted in
Israel.

(f) For purposes of this section,“state”—including
a group of states who maintain a joint system for
the grant of patents.

[Additional means of examination]

18.-(a) The examiner shall use at least one of the
following additional means of examination:

(1)  the list of documents used by patent
authorities in any foreign state in the
examination of a patent application on the same
patent application, submitted in a foreign country
by the applicant or by his predecessor in title to
the invention;

(2) a list of documents published before the
application date, known to the applicant and
directly connected with the invention;

(3) copies of publications and documents, a list of
which the applicant must submit under this
Article, if the examiner so demands;

(4) copies of publications and documents
mentioned in publications and documents, a list of
which the applicant must submit under this
Article, if the examiner so demands;

(5)  transmission of the specifications of the
application-in order to search for material that
will enable the Office make the examination-to an
institution is Israel or abroad, with which the
Office contracted under any Law by an agreement
drawn up by the Registrar, including a section on
keeping any patent application confidential and
on nondisclosure under section 165;

and to that end he may do one or more of the
following:

(1) require the applicant to submit to him all the
documents specified in paragraphs (1) to (4);

(2) transmit the specification in the application
for the search said in paragraph (5).

[Applicant must keep Office informed]
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18A. Until the application is accepted the
applicant must keep the Office informed of any
change in the list of publications and documents
said in section 18, if he or his representative was
made aware of the said changes.

[Notice of institutions that assist
examination]

18B. The Registrar shall publish a notice in
Reshumot of the institutions with which the
Office contracted under section 18(5), and of the
categories of applications in respect of which he
intends to use the means specified in the said
section.
[Means  of
procedures]
18C. If a misleading particular was delivered in
an applicant's reply to a demand under section 18,
or if the applicant knowingly did not keep the
Office informed of a substantive change in the list
of publications and documents, which he must
up-date under the provisions of section 18A, and if
the patent was granted or if the application was
accepted, then-

(1) the Court or the Registrar may one or more
of the following in a proceeding before them:

in the

enforcement on examination

(@) cancel the patent or abstain from granting
the patent;

(b) give a license to exploit the patent to any
person who desires it, as if the Court or the
Registrar took the place of the patent holder, on
condition to be determined by agreement between
the parties and-if there is no agreement-by the
Court or the Registrar, as the case may be;

(¢) order the term of the patent to be shortened.
(20 The Court may impose a fine as said in
section 61(a)(1) of the Penal Law

5737-1967 on the person who delivered the
misleading particular or who knowingly did not
keep the Office up-to-date on the list of
publications and documents, as the case may be.
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(1) Within 6 months from the date of publication of a
patent application in the official gazette of the Office,
the applicant may file:

1. a request for the grant of a patent on the basis of a
substantive examination of the patent application, or
2. a request for the grant of a patent on the basis of
the submitted results of the substantive examination
of a patent application, or

3. a request for the grant of a patent not including a
substantive examination of the patent application (a
consensual patent).

(2) If, within the prescribed time limit, one of the
requests referred to in paragraph (1) of this Article
has not been filed, or the administrative fee and the
procedural charges have not been paid in compliance
with Article 16 of this Act, the patent application
shall be considered to be withdrawn, and the Office
shall issue a decision on the suspension of the
procedure for the grant of the patent.

(3) The content of the request referred to in
paragraph (1) shall be defined by the Regulations.

Grant of a Patent on the Basis of the Substantive
Examination of a Patent Application

Article 37

(2) The Office may carry out the substantive
examination of a patent application referred to in
paragraph (1) of this Article, completely or in part,
through one of the national patent offices of other
countries with which it has concluded a cooperation
agreement.

(3) The applicant who has also filed a patent
application for the protection of the same invention
with a national patent office of another country may
file with the Office the results of substantive
examination carried out by that office, translated
into the Croatian language.

Article 38

(1) A request for the grant of a patent by accepting
results of the substantive examination in compliance
with Article 36, paragraph (1), item 2 of this Act,
may be filed only in cases where the patent
application for the same invention has been
previously filed with one or more patent offices.

(2) The offices referred to in paragraph (1) of this
Article are national and international offices which,
by virtue of Article 32 of the Patent Cooperation
Treaty, have the status of an International
Preliminary Examining Authority for international
patent applications, and other offices with which, at
the time of filing the request referred to in Article 36,
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paragraph (1), item 2 of this Act, the Office has
already signed a cooperation agreement.

Article 39

(1) The applicant referred to in Article 36, paragraph
(1), item 2 of this Act shall enclose to the request a
signed statement to the effect that he will furnish
evidence of the results of the substantive
examination carried out by one of the offices referred
in Article 38 of this Act, within 6 months from the
day of the availability thereof, and not more than
within 5 years from the date of filing the application
to the elected office.

(2) Upon the reasoned request of the applicant and
the evidence furnished, the Office may extend the
time limit referred to in paragraph (1) of this Article,
for not more than 3 months after the termination of
the procedure for the substantive examination.

(3) If the applicant does not, within the prescribed
time limit, furnish a translation of the results of the
substantive examination required by the Office to
make a decision concerning a request for the grant of
the patent, the patent application shall be
considered to be withdrawn, and the Office shall
issue a decision on the suspension of the procedure.
(4) Evidence to be attached to the requests referred
to in this Article shall be defined by the Regulations.

@ Patent Regulations, Article21(NN72/2004,in force from 1.6.2004) :

[NE3S

M 5 BEROFATFEROWNE L AR

KA 21 &
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Contents and Form of the Requests for the
Examination of Requirements for the Grant of a
Patent
Article 21

(2) The applicant filing a request referred to in
Article 36, paragraph (1), item 2 of the Law shall
furnish to the Office:

1. a search report and its translation into the
Croatian language

2. a substantive examination report and
translation into the Croatian language

3. a patent specification with translated claims

its
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THE ACT ON AMENDMENTS TO THE
PATENT ACT

Article 1

In the Patent Act (“Official Gazette” 173/2003 and
87/2005), in Article 5, paragraph (7) is added to
read:

“(7) The provision of paragraph (6) of this Article
shall exclude patentability of the subject-matter or
activities referred to in that provision only to the
extent to which a patent application or a patent
relates to such subject-matter or activities as such.”

Article 2

In Article 6, paragraph (1), item 1 the Croatian
word translated as “Act;” is replaced by the
Croatian words translated as “Act, whereby”

Article 3

In Article 7 paragraph (1) after the Croatian word
translated as “morality” a comma is inserted and is
followed by the Croatian words translated as “but
not merely because such exploitation is prohibited
by law or other regulation.”

Article 4
Article 15 is amended to read:
“(1) The State Intellectual Property Office

(hereinafter: the Office) shall carry out the
administrative procedures for the grant of patents,
consensual patents and Supplementary Protection
Certificates, and shall perform other administrative
and professional tasks concerning the protection of
inventions.

(2) The administrative decisions issued by the
Office in the first instance may be appealed and the
appeals shall be decided on by the Board of Appeal
in accordance with the provisions of this Act.

(3) The provisions of the Act on General
Administrative Proceedings shall apply to particular
matters concerning the procedure referred to in
paragraphs (1) and (2) of this Article, not regulated
by this Act.

(4) The administrative decisions issued by the
Board of Appeal in the second instance may be
subject to administrative disputes, in accordance
with the Act on Administrative Disputes.”

Article 5

In Article 16, paragraph (1), after the Croatian
words translated as “maintenance of a patent” a
comma is inserted and is followed by the Croatian
words translated as “a consensual patent and a
Supplementary Protection Certificate”.

After paragraph (2), paragraph (3) is added to
read:

“(3) The filing of an appeal shall be subject to
payment of the administrative fee and procedural
charges in accordance with special regulations. If
the fee and procedural charges are not paid before
the expiration of the appeal period, the appeal shall
not be considered as filed.”

Article 6

In Article 23, paragraph (1), the Croatian words
translated as “any legal or natural person”, are
replaced by the same Croatian words in the
appropriate grammatical case, with no relevance to
the English translation, and the Croatian words
translated as “his successor in title”, are replaced
by the same Croatian words in the appropriate
grammatical case, with no relevance to the English
translation. After the Croatian words translated as
“the first application”, a Croatian word is inserted,
with no relevance to the English translation.

Article 7
In Article 24, paragraph (5) is amended to read:

“(5) Prior to refusing a request for the restoration
of the priority right, the Office shall inform the
applicant of the reasons for which it intends to
refuse the request in its entirety or in part, and
shall invite him to file observations on such reasons
within two months from the date of receipt of the
invitation.”

Article 8
After Article 24a, Article 24b is added to read:
“Article 24b

The requests referred to in Article 24 paragraph (2)
and Article 24a paragraph (1) of this Act may not
be filed after the patent applicant filed a request for
the publication of an application in accordance with
Article 35 paragraph (2) of this Act, unless such
request for the publication is withdrawn before
completion of the technical preparations for the
publication of the application.”

Article 9

In Article 29, paragraph (1), item 3, a spelling error
of the Croatian words translated as “in a foreign
language” is corrected.

In item 5, the Croatian words translated as “a
natural or a legal person having domicile or
principal place of business” are replaced by the
Croatian words translated as “a natural or a legal
person having principle place of business, or
domicile or habitual residence”.

31



Patent Act
and
THE ACT ON AMENDMENTS TO THE PATENT ACT */**

Article 10

In Article 34, paragraph (1), items 4 and 5 are
deleted.

Paragraph (5) is deleted.
The former paragraph (6) becomes paragraph (5).

Article 11
In Article 36, paragraph (1), item 2 is deleted.
The former item 3 becomes item 2.

Article 12

The heading above Article 38, and Articles 38, 39
and 40 are deleted.

Article 13
In Article 47, paragraph (1), item 2 is deleted.
The former item 3 becomes item 2.

Article 14
In Article 48, paragraph (1), item 2 is deleted.
The former item 3 becomes item 2.

Article 15

The heading above Article 54 and Article 54 are
deleted.

Article 16

The heading above Article 57 translated as “8.
Reinstatement of Rights” is amended to read “8.
Restitutio in Integrum”.

In Article 57 the Croatian words translated as
“reinstatement of rights” in the appropriate
grammatical case are replaced by the Croatian
words translated as restitutio in integrum in the
appropriate grammatical case.

In paragraph (3), the second sentence is added to
read:

“In the case of failure to comply with a time limit
for payment of a renewal fee for the maintenance
of a patent, the time limit prescribed in Article 74
paragraph (3) of this Act shall be included in the
one-year period.”

In paragraph (5) item 7, number “104” is replaced
by number “103".

Article 17
In Article 58, paragraph (5) is amended to read:

“(5) In the absence of proof to the contrary, a
product shall be considered as having been
obtained by a protected process, if the product is
new, or if it is likely that the product was obtained

by a protected process, and that the patent owner
has been unable, despite reasonable efforts, to
determine the process actually used. The likelihood
that the product was obtained by the protected
process shall exist, in particular, where the
protected process is the only process known.”

Article 18

After Article 61, Title “VYa AMENDMENT OF A
PATENT”, a heading and Article 61a, are added to
read:

“ENTRY OF CHANGES IN THE REGISTERS
Article 61a

(1) Upon the request by a party for the entry of
changes in the register, the Office shall issue a
decision on the entry in the Register of Patent
Applications, or in the Register of Patents of the
changes, which have occurred after the filing of the
application, or following the entry of the decision
on the grant of a patent.

(2) The changes referred to in paragraph (1) of this
Article, as entered, shall be published in the official
gazette of the Office.

(3) The procedure concerning the entry of changes
in the Registers of the Office, and the publication
thereof in the official gazette, as well as payment of
the fees and procedural charges shall be laid down
by the Ordinance and special regulations enacted
pursuant to this Act.”

Article 19
In Article 62, paragraph (5) is amended to read:

“(5) A licence and the transfer of rights shall have
effect against third persons from the date of their
entry in the register.”

After paragraph (5), paragraph (6) is added to
read:

“(6) The provisions of this Article shall also apply
mutatis mutandis to the conclusion of licence
contracts and contracts on the transfer of the rights
conferred by a patent application, a consensual
patent and a Supplementary Protection Certificate.”

Article 20

After Article 62, headings and Articles 62a and 62b
are added to read:

“RIGHTS IN REM AND LEVY OF EXECUTION”
Article 62a

(1) A patent may be the subject of the rights in
rem and levy of execution.

(2) A right in rem shall be entered in the register
upon the request of a lien creditor or a lien debtor.
The granting of a right in rem shall have effect
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against third parties as of the date of its entry in
the register.

(3) The court levying an execution ex officio shall
inform the Office without delay of the execution
levied upon a patent for the purpose of the entry of
the levy of execution in the register. The entry of
the levy of execution in the register shall be carried
out at the expense of the execution creditor.

(4) The provisions of this Article shall also apply
mutatis mutandis to the grant of the rights in rem
and to the levy of execution upon the right
conferred by a patent application, a consensual
patent and a Supplementary Protection Certificate.

BANKRUPTCY PROCEEDINGS
Article 62b

Where a patent, or the right conferred by a patent
application, a consensual patent or a
Supplementary Protection Certificate forms part of
a bankruptcy estate, the bankruptcy estate
manager shall inform the Office ex officio of the
institution of the bankruptcy proceedings for the
purpose of the entry of the bankruptcy in the
register.”

Article 21
Article 66 is amended to read:

“(1) The placing on the market in the territory of
the Republic of Croatia, or, after the accession of
the Republic of Croatia into the full membership of
the European Union, in the territory of any of the
States of the European Union, or States Parties to
the Agreement Creating the European Economic
Area, of a product made according to the invention
or a product directly obtained by a process which is
the subject matter of an invention by the owner of
a patent, or with his express authorization shall
exhaust for the territory of the Republic of Croatia,
the exclusive rights conferred by the patent in
respect to such a product.

(2) The provisions of paragraph (1) of this Article
shall also apply mutatis mutandis to the exclusive
rights conferred by the Supplementary Protection
Certificate.”

Article 22

After the Title “VII COMPULSORY LICENCES”, a
subheading 1, Article 67a and subheading 2 are
added to read:

“1. Common Provisions

COMPETENCE AND PROCEDURE
FOR THE GRANT OF A
COMPULSORY LICENCE

Article 67a

(1) The Commercial Court in Zagreb shall be
competent to grant compulsory licences.

(2) The procedure for the grant of a compulsory
licence shall be instituted by a legal action against
the owner of a patent or a holder of a
Supplementary Protection Certificate, containing an
application for the grant of a compulsory licence. In
the notice of legal action, the plaintiff shall indicate
all the facts and present all the evidence, on which
the application is based. The court shall decide on
the grant of a compulsory licence by a judgment.

(3) The decisions of the court issued in the
procedures for the grant of a compulsory licence
may be appealed in accordance with the rules laid
down in the Act on Civil Proceedings.

(4) In the absence of proof to the contrary, it shall
be considered that, in the procedure for the grant
of a compulsory licence, the owner of a patent or
the holder of a Supplementary Protection Certificate
is the person who is entered as such in the Register
of Patents.

(5) The Act on Civil Proceedings shall apply to
particular matters relating to the procedure for the
grant of a compulsory licence, not regulated by this
Act.

2. Compulsory licences in the cases of insufficient
exploitation of a patent, national emergencies, the
need for protection from unfair market competition,
exploitation of another patent or protected plant
variety, and cross-licensing.”

Article 23

In Article 68, paragraph (4), the words cited at the
end of the first sentence “or protected plant
variety” are deleted.

Article 24

After Article 69, a subheading “3. Compulsory
licences for patents relating to the manufacture of
pharmaceutical products intended for export to
countries having public health problems”, and
headings and Articles 69a to 69h are added to
read:

“GRANTING OF A COMPULSORY LICENCE”
Article 69a

(1) The court may grant to any person filing an
application pursuant to the provisions of this Act, a
compulsory licence for a patent and/or issue a
Supplementary Protection Certificate required for
the manufacture and sale of pharmaceutical
products, when such products are intended for
export to importing countries having public health
problems. When deciding on the grant of a
compulsory licence the court shall take into
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Patent Act of 11 March B.E. 2522 (1979) as amended by
Act (No. 3) B.E. 2542 (1999) on March 21, 1999
ENTRY INTO FORCE: September 27, 1999

Section 27

In the course of examination of an application, the
competent officer may instruct the applicant to appear
before him in order to answer any question, or to hand
over to him any document or item. If the applicant has
filed an application for a patent in any foreign 13
country, he shall submit a report of the examination of
the application in accordance with the rules and
procedures prescribed by the Ministerial Regulations.
If any document to be filed is in a foreign language, the
applicant shall file such document accompanied by
translation in Thai. If the applicant fails to comply with
the instruction of the competent officer under the
preceding paragraph, or fails to submit the
examination report within ninety days in accordance
with the second paragraph of this Section, he shall be

MAIEETDZENRTELHHD LT D,

deemed to have abandoned his application. In case of
necessity, the Director-General may extend such period
as he deems appropriate.

@ Ministerial Regulations No. 22 (B.E. 2542) ,Clause,13 :
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Ministerial Regulations No. 22 (B.E. 2542) Issued under
the Patent Act B.E. 2522

Clause 13
In the case where the applicant has applied for a patent
for the claimed invention in a foreign country, the
applicant, when he has received the examination report or
any document showing the result of the examination,
shall submit such report or document together with its
translation in Thai within ninety days from the date of
receipt of such report or document. If the applicant has
applied for patent in two foreign countries or more, he
shall submit the examination report or document issued
by the first country he filed his application or the country
prescribed by the Director-General.
The examination report or document showing the result of
the examination shall indicate the office or organization
issuing such report or document, the name of the
applicant, the filing date of the application, the symbol of
the International Patent Classification which has been
allocated to the application, the field of art in which the
application has been examined and relevant documents
showing the prior art and which should be considered,
and shall also specify whether the claimed invention
satisfies the requirements prescribed by the law of that
country or not, whether the description complies with the
law of that country or not, whether protection under the
law of that country should be granted to the claims or not,
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and state the reasons of the decision. The documents
under the first and second paragraphs shall be filed with
21 or sent by registered mail to the competent officer at
any of the following places:

(1) the Department of Intellectual Property, Ministry of
Commerce;

(2) any provincial commercial office or governmental
office prescribed by the Director-General.

Where the examination report or document showing the
result of the examination does not comply with paragraph
3 of this Clause, the Director-General may, if requested by
the applicant, allow the applicant to submit such a report
or document.
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15. HENBOHEE

15.1 HFENEOFAEOF & B 1Y
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(b) NEBEOTFRHZILL AT T
A > OBGFHREICIXEA L7y,

15.2 HBEHE S O HEBE-OFIH
(a) HBEICHEZR BRI 2RI TEER
OBGEHFEONFIZOWTEEZTTH & &,

CIRCULAR
PROVIDING GUIDELINES FOR
IMPLEMENTATION OF DECREE 103-2006-ND-CP
OF THE GOVERNMENT DATED 22 SEPTEMBER
2006 IMPLEMENTING

THE LAW ON INTELLECTUAL PROPERTY WITH

RESPECT TO
INDUSTRIAL PROPERTY RIGHTS

Pursuant to the Law on Intellectual Property dated 29
November 2005;

Pursuant to Decree 103-2006-ND-CP of the
Government dated 22 September 2006 providing detailed
regulations and guidelines for implementation of the Law
on Intellectual Property with respect to industrial
property rights;

Pursuant to Decree 54-2003-ND-CP of the Government
dated 19 May 2003 on functions, duties, powers and
organizational structure of the Ministry of Science and
Technology as amended by Decree 28-2004-ND-CP of the
Government dated 16 January 2004;

The Ministry of Science and Technology provides the
following implementing guidelines on Decree
103-2006-ND-CP:

15. Examination of contents of applications:

15.1 Purpose and scope of examination of contents:

(a) The purpose of examination of the contents of an
application shall be to evaluate the possibility of
protection of the object stated in the application in
accordance with protection criteria and to determine the
scope (quantity) of protection.

(b) The procedures for examination of contents shall not
apply to applications for registration of a layout design.

15.2 Use of results of information from references:

(a) When conducting an examination of contents of an
application for registration of an invention or industrial
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design with priority right, the National Office of
Industrial Property may use results of information from
references and results of examination of the
corresponding application filed overseas.

(b) The applicant either on its own initiative or at the
request of the National Office of Industrial Property may
provide the National Office of Industrial Property with
the following information to assist an examination of
contents:

(@ In the case of an invention or industrial design,
results of information from references or of examination of
the applications filed overseas for the object stated in the
application; copy patent or other certificate of protection
already issued on the basis of the application filed
overseas for the object stated in the application;
documents relevant to the technical status for the object
stated in an application in the case of an invention and
issued to the applicant by an overseas patent authority;
and other data.

(i) In the case of a mark or geographical indication,
data proving it is protected overseas or data

explaining the process of its use, and other data.
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27. Processing international applications in respect of
inventions:
217.4 International applications designating Vietnam:

(a) If Vietnam is designated in an international
application, the National Office of Industrial Property
shall be the designated agency. In this case, in order to
enter the National Stage, within thirty one (31) months
from the priority date, the applicant must submit to the
National Office of Industrial Property the following:

() Declaration for registration of the invention,
prepared in accordance with standard form 01-SC in
Appendix A to this Circular;

(i) Copy international application (where the applicant
requests to enter the National Stage prior to the date of
international announcement);

(iii) Vietnamese translation of the international
application including the Description, Descriptive section,
request for protection, notes to drawings and Summary
(the document announced or the original already filed if
the document has not yet been announced, and the
amended document and explanatory statement of the
amendment if the application was amended in accordance
with article 19 of the Treaty);

(iv) The national fees.

(b) An international application filed with the National
Office of Industrial Property within six months of expiry
of the time-limit stipulated in clause 27.4(a) above may be
accepted on condition that the applicant pays the specified
fees.

217.5 International applications selecting Vietnam:
(a) If Vietnam is selected in an application for
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international preliminary examination, the National
Office of Industrial Property shall be the selected agency.
In this case, and if Vietnam is selected within nineteen
(19) months from the priority date, in order to enter the
National Stage, within thirty one (31) months from the
priority date, the applicant must submit to the National
Office of Industrial Property the following:

() Declaration for registration of the invention prepared
in accordance with standard form 01-SC in Appendix A to
this Circular;

(i) Vietnamese translation of the international
application including the Description, Descriptive section,
request for protection, notes to drawings and Summary
(the document announced or the original already filed if
the document has not yet been announced, and the
amended document and explanatory statement of the
amendment if the application was amended in accordance
with article 19 or article 343.2(b) of the Treaty);

(iii) Vietnamese translation of the appendices to the
report on international preliminary examination Gf there
is a request to examine the contents of the application);

(iv) The national fees.

(b) An international application filed with the National
Office of Industrial Property within six months of expiry
of the time-limit stipulated in clause 27.5(a) above may be
accepted on condition that the applicant pays the specified
fees.
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(1) Subject to subsection (2) of this section, for the
purposes of the investigation required under this Act
an applicant, if so required by the Commissioner
shall,--

(a) State whether a corresponding or substantially
corresponding application has been filed in any of the
following countries, namely,--

(@) The United Kingdom, Canada, Australia, or the
United States of America; or

(i) Any other country for the time being declared by
Order in Council to be a country to which this
paragraph applies:

(b) With respect to any such application in any such
country, furnish (so far as it is reasonably available to
the applicant) the following information:

() The number and filing date of the application; and
(i) Particulars sufficient to identify the prior art cited
against the application; and

(ii)) The number allotted to the patent when granted on
the application and the form of the claims allowed; and
(iv) Particulars of any other application or patent with
which the corresponding application is or has been
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Patent Law
as amended by Law No. 14 on August 1, 2001

Article 28

(1) The provisions as referred to in Article 24 shall be
applicable mutatis mutandis to an application with
priority right.

(2) The Directorate General may request that an
application filed with priority right shall be
supplemented with:

a. an official copy of the documents pertaining to the
substantive examination of the first patent application
overseas;

b. an official copy of the patent documents which
have been granted with respect to the first patent
application made overseas;

c. an official copy of the decision concerning the
rejection of the first patent application made overseas
in case such application is rejected;

d. an official copy of the decision for the annulment of
the relevant foreign patent which has been issued
overseas in case such patent has been annulled;

e. other documents which may be required in order to
facilitate an evaluation that the invention for which a
patent has been requested is a new invention and
actually involves an inventive step and is industrially
applicable.

(3) The submission of the copies of documents
referred to in paragraph

(2) may be supplemented with a separate additional
clarifications by the applicant.
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Industrial Property Law

Law No. 9,279, of May 14, 1996 as amended by
Law 10.196 of February 14, 2001
Article. 34.

After the examination has been requested, the
following must be submitted, within a period of 60
(sixty) days, whenever requested, under penalty of
having the application dismissed:

I. objections, search for prior art and results of
examination for granting of a corresponding
application in other countries, when priority is
claimed;

I1. documents necessary to regularize the processing
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and examination of the application; and

II1. free translation of the proper document referred
to in Paragraph 2 of Article 16, if it was replaced by
the statement referred to in Paragraph 5 of the same
Article.
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introduced on March 1st, 2008 in the French Patent Law
R 612-56-1

In the case where other patent applications have been
filed for the same invention then the one which is the object
of the French Patent application, the National Institute for
Industrial Property may invite the applicant, before
establishing the preliminary search report, to communicate,
within a time period imparted, the information in his
possession, on the date of the notification, relating to the
state of the art which has been taken into consideration
during examination of those other applications by the
relevant Offices.

The National Institute for Industrial Property may also
request production of the cited references other than patents
and published patent applications as well as the indication of
pertinent passages, translated into French.

If after expiry of the imparted time period which can be
renewed once, the applicant has nether satisfied the request
of the National Institute of Industrial Property or justified
that it was impossible to produce those documents, the
patent application is rejected according to the provisions of
paragraph 9 of Article L 612-12.
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Patent Regulations
as amended on December 14, 2007
ENTRY INTO FORCE: January 1, 2008

Section 30. Statement from other search authority
If a patent application is filed for an invention that the

same applicant has applied for patent for in another
country, the applicant shall upon request from the Patent
Office inform of the statement by the patent authority in
that country regarding the novelty search and the
patentability. Within a time limit set by the Patent Office,
the applicant shall submit:

a) a copy of the statement from the relevant patent
authority regarding the novelty search and the
patentability, or

b) a declaration that the applicant has not yet received
such statement.

If the applicant fails to comply with the time limit set
by the Patent Office, the application shall be shelved in
accordance with the Patent Act, Section 15. If the
applicant expressly refuses to submit a copy of the
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statement or declaration, the application shall be refused
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Section 29
(1) Where an examiner examining an application in
accordance with section 35 of the Act or the Act as it
read immediately before October 1, 1989 has
reasonable grounds to believe that an application for a
patent describing the same invention has been filed, in
or for any country, on behalf of the applicant or on
behalf of any other person claiming under an inventor
named in the application being examined, the
examiner may requisition from the applicant any of the
following information and a copy of any related
document:
(a) an identification of any prior art cited in respect of
the applications;
(b) the application numbers, filing dates and, if
granted, the patent numbers;
(¢) particulars of conflict, opposition, re-examination or
similar proceedings; and
(d) where a document is not in either English or
French, a translation of the document, or a part of the
document, into English or French.
(2) Where an examiner examining an application in
accordance with section 35 of the Act or the Act as it
read immediately before October 1, 1989 has
reasonable grounds to believe that an invention
disclosed in the application was, before the filing date of
the application, published or the subject of a patent, the
examiner may requisition the applicant to identify the
first publication of or patent for that invention.

(3) Subsections (1) and (2) do not apply to any
information or document that is not available or
known to the applicant, provided that the applicant
states the reasons why the information or document is
not available or known.
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Patent Act as amended by c. 18 of 2005
73. Deemed abandonment of applications
(1) An application for a patent in Canada shall be
deemed to be abandoned if the applicant does not
(a) reply in good faith to any requisition made by an
examiner in connection with an examination, within
six months after the requisition is made or within any
shorter period established by the Commissioner;
(b) comply with a notice given pursuant to subsection
27(6);
(c) pay the fees payable under section 27.1, within the
time provided by the regulations;
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(d) make a request for examination or pay the
prescribed fee under subsection 35(1) within the time
provided by the regulations;

(e) comply with a notice given under subsection 35(2);
or

() pay the prescribed fees stated to be payable in a
notice of allowance of patent within six months after
the date of the notice.

Deemed abandonment in prescribed circumstances
(2) An application shall also be deemed to be
abandoned in any other circumstances that are
prescribed.

Reinstatement
(3) An application deemed to be abandoned under
this section shall be reinstated if the applicant
(@) makes a request for reinstatement to the
Commissioner within the prescribed period;

(b) takes the action that should have been taken in
order to avoid the abandonment; and

(c) pays the prescribed fee before the expiration of the
prescribed period.

Amendment and re-examination

(4) An application that has been abandoned pursuant
to paragraph (1) and reinstated is subject to
amendment and further examination.

Original filing date

(5) An application that is reinstated retains its
original filing date.
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Decision 486-Common Provisions on Industrial
Property

26. The application for a patent shall be filed with the
competent national office and shall contain the
following:

(a) the request;

(b) the description;

(c) one or more claims;

(d) one or more drawings, where necessary for the
understanding of the invention, which shall be
considered an integral part of the description;

(e) the abstract;

() such powers of attorney as may be necessary;

(g) proof of payment of the prescribed fees;

(h) where applicable, a copy of the access contract
where the products or processes for which a patent is
sought have been obtained or developed from genetic
resources or products derived therefrom of which any of
the member countries is the country of origin;

() where applicable, a copy of the document accrediting
the licensing or the authorization of the use of the
traditional knowledge of the indigenous Afro-American
or local communities of member countries where the
products or processes for which protection is sought
have been obtained or developed from such knowledge
of which any of the member countries is the country of
origin, in accordance with the provisions of Decision
391 and such of its amendments and implementing
regulations as are in force;

(G) where applicable, the certificate of deposit of
biological material; and

(k) where applicable, a copy of the document attesting
the assignment of the right to the patent by the
inventor to the applicant or to his principal.

27. The request forming part of the patent application
shall be set down on a form and shall contain the
following:

(a) arequest that a patent be granted;

(b) the name and address of the applicant;

(¢) the nationality or domicile of the applicant. Where
the applicant is a legal entity, its place of incorporation
shall be specified;

(d) the name of the invention;

(e) the name and domicile of the inventor where he is
not the applicant;

(f where applicable, the name and address of the
legal representative of the applicant;

(g) the signature of the applicant or of his legal
representative; and

(h) where applicable, the date, number and office of
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filing of any application for a patent or other title of
protection that may have been filed or obtained abroad
by the same applicant or his principal and that refers
entirely or partly to the same invention as is claimed in
the application filed in the member country.

34. The applicant for a patent may request that his
application be amended at any time during the
processing thereof. The amendment may not involve
any broadening of the protection that would have been
accorded to the disclosure contained in the initial
application.

The correction of any clerical error may be requested in
the same way.

46. The competent national office may solicit reports
from experts or from scientific technological bodies
considered suitable, so as to have their opinion on the
patentability of the invention. It may likewise, if it
sees fit, solicit reports from other industrial property
offices.

Where necessary for the purposes of the patentability
examination the applicant shall, at the request of the
competent national office, submit, within a period not
exceeding three months, one or more of the following
documents relating to one or more filed foreign
applications relating wholly or partly to the same
invention as that being examined:

(a) a copy of the foreign application;

(b) a copy of the findings of novelty or patentability
examinations carried out in relation to that foreign
application;

(¢) a copy of the patent or other protection title that
has been granted on the basis of that foreign
application;

(d) a copy of any judgment or decision by which the
foreign application has been rejected or denied;

(e) a copy of any judgment or decision by which the
patent or other protection title granted on the foreign
application has been cancelled or invalidated.

The competent national office may recognize the
results of examinations vreferred to under
subparagraph (b) above as being sufficient to prove
compliance with the conditions governing patentability
of the invention.

Where the applicant fails to submit the documents
requested within the period specified in this Article, the
competent national office shall refuse the patent.
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Patents Act
as amended by Act No. 15 of April 4, 2005

Section 8. Information and undertaking regarding foreign
applications.

(1) Where an applicant for a patent under this Act is
prosecuting either alone or jointly with any other person
an application for a patent in any country outside India in
respect of the same or substantially the same invention,
or where to his knowledge such an application is being
prosecuted by some person through whom he claims or by
some person deriving title from him, he shall file along
with his application or subsequently within the prescribed
period as the Controller may allow -

(a) a statement setting out detailed particulars of such
application; and
(b) an undertaking that, up to the date of grant of patent
in India, he would keep the Controller informed in
writing, from time to time, of detailed particulars as
required under clause (a) in respect of every other
application relating to the same or substantially the same
invention,if any, filed in any country outside India
subsequently to the filing of the statement referred to in
the aforesaid clause, within the prescribed time.

(2) At any time after an application for patent is filed in
India and till the grant of a patent or refusal to grant of a
patent made thereon, the Controller may also require
the applicant to furnish details, as may be prescribed,
relating to the processing of the application in a country
outside India, and in that event the applicant shall
furnish to the Controller information available to him
within such period as may be prescribed.

@ Patents Rules 12 : F13¢, X

R
2004 45 H 5 H S.0.657(E)5t4iF
A 12 AEHFEECEST A RORE L SR
=B

D F 8 FWITEASWTHEFFHEAIZ L D
e 2 MR b B BN E L OMERE, Bt
3 CEER L2 iEZe B,

(1A) HFEADE 8 SR(IZHESW TR E
F O¥ERE AT A IR, HFER S 6
AT 5,

A — — AR L, A > RERET
5 EFEHREZ RS T 2 HEEOS A D 6 A D
AR, Mazxtind 2 HFED A > RliZdsun T
SNT=EEO B HRRET S,

Patents Rules

as amended by S.0. 657(E) of May 5, 2006
Rule 12. Statement and undertaking regarding foreign
applications.
(1) The statement and undertaking required to be filed by
an applicant for a patent under sub-section (1) of section 8
shall be made in Form 3.
(1A) The period within which the applicant shall file the
statement and undertaking under sub-section (1) of
section 8 shall be six months from the date of filing the
application.
Explanation.- For the purpose of this rule, the period of
six months in case of an application corresponding to an
international application in which India is designated
shall be reckoned from the actual date on which the
corresponding application is filed in India.
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(2) The time within which the applicant for a patent shall
keep the Controller informed of the details in respect of
other applications filed in any country in the undertaking
to be given by him under clause (b) of sub-section (1) of
section 8 shall be six months from the date of such filing.
(3) When so required by the Controller under sub-section
(2) of section 8, the applicant shall furnish information
relating to objections, if any, in respect of novelty and
patentability of the invention and any other particulars as
the Controller may require which may include claims of
application allowed within six months from the date of
such communication by the Controller.
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FORM 3

THE PATENTS ACT, 1970
(39 of 1970)
&
The Patents Rules, 2003
STATEMENT AND UNDERTAKING UNDER SECTION 8

(See section 8, rute 12)

1. Namely of the applicant(s). iwe.'..

hereby declare:

2. Name, address and nationality (i) that /'We have not made any application for the
of the joint applicant: same/substantially the same invention cutside India.
’ Qr
(ii) that /We who have made this apptication
No. Dated alonefjaintly
WHR e ey

made for the same/substantially same invenlion,
application(s} for patent in the other counties, the
particulars of which are given below:

Name of the country. Date of Application  Status of the Date of Date of
application - No. application publication grant

3. Name and address of the (iii) that the rights in the application(s) has/have

assignee been assigned to. 3

that l/We undertake that upto the date of grant
of the patent, by the Controller, 1/We would keep
hit informed in writing the details regarding
corresponding applications for patents filed
outside India within three manths from the date
of filing of such application.

Dated this ................... day Of coroieiiiiii e 20

4, To be signed by the applicant or
. his authorised registered patent
agent.
Signature ..
5.Name of the natural person who ( )

has signed.
To

The Controller of Patents,
The Patent Office, At

Note: Strike out whichever is not applicable.
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Patent Law
as amended on August 25, 2000
ENTRY INTO FORCE: July 1, 2001

Article 36. Information Required for Examination as to
Substance

When the applicant for a patent for invention requests
examination as to substance, he or it shall furnish
pre-filing date reference materials concerning the
invention.

Where an applicant for a patent for invention has filed
in a foreign country an application for a patent for the
same invention, the Patent Administrative Authority of
the State Council may request the applicant to furnish,
within a specified time limit, documents concerning any
search made for the purpose of examining that
application, or concerning the results of any examination
made, in that country. If, without any justified reason, the
said documents are not furnished within the time limit,
the application shall be deemed to have been withdrawn.

@ Guideline for Examination, PartII, Chapter 8,3 : Fi3{, 3
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3. Verification of Application Documents and

Preparation of Substantive Examination
3.1 Verification and Check of IPC Symbol of
Application

After receiving an application, the examiner shall, no
matter whether the examination will be conducted in
the near future, firstly verify and check the IPC Symbol
of the application.

When the examiner finds that the application is
beyond his responsibility, he shall timely deal with it in
accordance with the rules of coordination of
classification of the Patent Office so as not to delay the
examination.

Where the examiner finds that although the
classification Symbol is not precise, but still belongs to
his responsibility, he shall correct it on his own
initiative.

3.2 Verification of Application File

For the application files within his responsibility
according to classification, or for the applications
allocated to him, the examiner shall timely check them,
no matter whether they are to be examined in the near
future. For documents on formalities and other
documents not related to the substantive examination,
which shall be handled by other departments, the
examiner shall deliver these documents to the
corresponding departments in time to avoid any delay.

3.2.1 Check of Grounds for Initiating the Procedure
The examiner shall check whether a request for the

132




EEILTODED, YR D A5
SELINIZIRI SN By, F7o, HREERA
oIz T O R EF A BT @ mE

(Notification of Publication and Entering
the Substantive Examination Stage of the
Application) | MEFENTNENENET =
v 7T 5%, FRPTHE LOHWENT LD R
FEICxH L CHIEREOREZ T LI, Fh
BiL BEOBA @K RS ~D AT
THEHSROFREEZT = v 7 LRITUIR D
AR

3.2.2 HWEEEOT v
FEEEIIEEEEDOT-OICHESN-EHE
(BHIDHIFEEIE L VA EEE &4, FT2.
HIRERE 23 T35 A O Fofoe & WU RFTFIT D ELR
WHE- T, XL, BOOREEICHE SO TEHA
MIEL7=5E. TOMEELETe) 2358 LT
WAWNENET v 735,

3.2.3 BIHEARDDLERIOT = v T

HIFEE DM A TR T D545, A BT
FEESO T LD FENRES I TS
DN KON SeD A TR 7= SME OHERR
EHTDHYRITL ST, E, 2D XD eBUF
MIHEBEIZ X » CRRRE S N e R HREE O
FERMMigo> TWDIENET = 735,
FEE N EINECHE R BRI D355, AT
FEEDOHF CEEMHEDO TENES SN TV DH )
B, KON AN HEND A S A7 Rear e
EDORBEARMEH > TWDENENET =y 7T
Do

3.2.4 MOBREHEEHDT = v 7

BEICAMENC I S TV D BRI S
TE, FEEFHEEE B TR S
AR 2 CENHIFEE I L » TR &, HFE
EHOPIFET D00, T, YigshET
RENTEFEEO/EENGENDINENET =
v 7T B,

3.2.5 MMED&H 2 HFAEFHOEY
FAEIE 8.2, 1TH) 5 3.2.3THE Tlik~
7o, L BERHEEEIC RV T
RIFHEDEHW LTz & &, XE, WTho
SCEDMRFFHE N ONREA TR O BUE 2 85
HHOTRWEHW L& &, HEEES (3
fr & B I ( Procedure Administration
Department) | (2= L, ZOBGEELH &R
NRIFR B, FAE T EFES.2.4H| Tk~ e
BRI HREEEICE TN S L, 2
O, HFEE N YEEHE AT L TS EEE L
7oe &, TERHEMZEREE (Notification to
Submit Materials) | (ZXEFIHAZFLH L T,
2 A O #FeE U CEHRERaA T 5 &

substantive examination is included in the application
file, whether it was submitted within three years from
the date of filing, and whether a Notification of
Publication and Entering the Substantive Examination
Stage of the Application is included in the application
file. Where the Patent Office, on its own initiative,
determines to proceed the substantive examination to
the invention application, the examiner shall check
whether there is a notification with the signature of the
Commissioner and the record indicating that the
applicant has been notified.

3.2.2 Check of Application Documents

The examiner shall check whether the documents for
substantive examination (including initial application
documents and the published documents, the amended
documents shall also be included if the applicant has,
on his own initiative or upon the request of the Patent
Office in the course of preliminary examination, made
any amendment of the documents) are complete.

3.2.3 Check of Material Related to Priority

Where the applicant claims the right of foreign
priority, the examiner shall check, in the application
file, whether there is a declaration of claiming the right
of priority and a copy of the earlier patent application
documents certified by the competent authority of the
foreign country or the inter-governmental organization
in which the earlier application was filed. Where the
applicant claims the right of domestic priority, the
examiner shall verify, in the application file, whether
there are a declaration of claiming the right of priority

and a copy of patent application documents which were
first filed in China.

3.2.4 Check of Other Relevant Documents

For an invention application that has already been
filed in a foreign country, the examiner shall check, in
the application file, whether there exist documents
submitted by the applicant which concern the search
for the purpose of examining the application or the
results of examination made in that country.

3.2.5 Handling of Application File Having Defect
Where the examiner finds any ground, document or
material mentioned in the above-mentioned Sections
3.2.1 to 3.2.3 missing in an application file, or any
documents not in conformity with the provisions of the
Patent Law and its Implementing Regulations, he shall
return the application to the Procedure Administration
Department and state the reason for doing so. When
the examiner finds that the materials mentioned in the
above-mentioned Section 3.2.4 are missing in an
application file, and he is sure that the applicant has
obtained such materials, he may fill in a Notification to
Submit Materials and invite the applicant to submit
the relevant materials within the specified time limit of
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two months. If the applicant fails to do so without any
justified reason, the application shall be deemed to be
withdrawn.

Besides, before the substantive examination 1is
conducted, it 1s preferable for the examiner to have a
rough reading of the application documents to see if it
is necessary to invite the applicant to submit any
relevant reference materials. If it is, the examiner may
fill in a Notification to Submit Materials to notify the
applicant to submit such materials within the specified
time limit of two months. To finish this work in
advance may accelerate the examination procedure.

3.3 Establishment of Personal Examination File

After checking the application file, the examiner
shall establish a personal examination file to record the
important information of the application examined by
him and add the relevant information in the
subsequent stages of examination, so as to have the
information of the examination proceedings and the
basic status of each application in hand at any time.

3.4 Order of Examination
3.4.1 General Principles

Except for the special circumstances described in
Section 3.4.2 of this Chapter, the examination shall be
performed according to the order of receipt for all the
invention applications that are received. However, the
applications belonging to the same category received
successively may be handled together.

After the applicant responses to the first Office
Action, the examiner shall continue the examination in
the order of the time of receiving the responses.

3.4.2 Special Treatment

There may be special treatment in the following
circumstances.

(1) For applications having great significance to the
interest of the State or to the public interest, upon the
request of the applicant or the competent authorities
concerned and with the approval of the Commissioner
of the Patent Office, the examination may be conducted
first and may be handled with priority in the later
examination proceedings.

(2) For applications of which the substantive
examination is started on the initiative of the Patent
Office, the examination may be conducted with priority.
(3) For divisional applications of which the original
dates of filing are retained, the examination of them
may be conducted together with that of the original
application.
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5. Consultation and Photocopying

5.1 Principles of Consultation and Photocopying

(1) Until the publication of a patent application for
invention and the announcement of the grant of patent
right for utility model or design, the Patent Office is liable
to keep them in confidential. In this period, the requester
for consultation or photocopying is limited only to the
applicant and agent thereof.

(2) Any person may file a request with the Patent Office to
consult or photocopy the file of a published patent
application for invention and the file of the application for
utility model or design which has been granted a patent
right.

(3) In principle, the files of reexamination or invalidation
cases that have been concluded may be consulted or
copied.

(4) The Patent Office and the Patent Reexamination
Board shall bear the responsibility to keep the files of
reexamination or invalidation cases that have not been
closed in confidential. For the documents of the procedure
of reexamination or invalidation, the requester for
consultation or photocopying is limited only to the party
concerned of the said case.

(5) Where the conclusion of the reexamination or
invalidation case is that the request is deemed not to have
been filed, not accepted, actively withdrawn, or deemed to
have been withdrawn, for the documents of the procedure
of reexamination or invalidation, the requester for
consultation or photocopying is limited only to the party
concerned of the said case.

(6) In principle, various documents provided by the party
concerned upon the request of the Patent Office or the
Patent Reexamination Board in need of examination may
be consulted or copied. However, the above rule does not
apply if consultation or photocopying may cause damage
to the legitimate interest of the party concerned, or
involve privacy or trade secrets, etc.

(7) Relevant documents concerning the interests of the
State or being kept in files for the internal operation or
management needs of the Patent Office or the Patent
Reexamination Board shall not be consulted or copied.

5.2 Contents Allowed for Consultation and Photocopying

(1) For a patent application for invention before
publication and a patent application for utility model or
design before the announcement of the grant of patent
right, the applicant or agent thereof may consult or
photocopy the relevant contents in the said patent
application files, including the application documents, the
formality documents directly relating to the application,
notifications and decisions sent to the applicant in the
preliminary examination procedure, and the text of the
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observations submitted by the applicant in response to
the notifications.

(2) For the file of a patent application for invention which
has been published and the grant of patent right has not
been announced, the contents in the file which may be
consulted and copied relate to those before the date of the
publication, including the application documents,
formality documents directly relating to the application,
publication documents, notifications and decisions sent to
the applicant in the preliminary examination procedure
and the text of the observations submitted by the
applicant in response to the notifications.

(3) For the file of a patent application for which grant of
patent right has been announced, the contents in the file
which may be consulted and copied include the
application documents, the formality documents directly
relating to the application, publication documents for the
patent application for invention, documents of
announcement on grant of the patent right, the text of the
various notifications and decisions issued by the Patent
Office or the Patent Reexamination Board to the applicant
or parties concerned and the text of the observations
submitted by the applicant or the parties concerned in
response to the notifications in the examination
proceedings which have been closed (including procedures
of preliminary examination, substantive examination,
reexamination and invalidation, etc.).

(4) For the file of patent applications which are still under
reexamination or invalidation and have not been closed,
where consultation and photocopying of the file is
necessary due to special needs, the contents in the file
before the current procedure may be consulted and copied
upon the approval of the competent authorities in
accordance with the relevant provisions set forth in
preceding paragraph (1) and (2).

(5) Except for the contents mentioned above, consultation
or photocopying of other documents shall not be allowed.

5.3 Procedures for Consultation and Photocopying

The following procedures shall be followed for
consultation and photocopying of the documents in the file
of a patent application:

(1) the requester shall file a request in written form and
pay the prescribed fees;

(2) after having verified and checked the relevant
certificates or identification provided by the requester, a
staff member of the Patent Office shall retrieve the file
from the department where the file is kept and sort out
the file in accordance with the provisions of Section 5.2 of
this Chapter and take out the documents of which no
consultation or photocopying is allowed;

(3) the Patent Office makes an appointment with the
requester and issues a Notification of Approval of
Consultation;

(4) the requester for consultation may, after producing the
Notification of Approval of Consultation, consult the
documents at the designated place and photocopy the
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documents as needed; and

(5) the staff member of the Patent Office shall rearrange
the patent application file that has been consulted, put in
the file the original copy of the certificates for consultation
and the duplicate copy of the identification, and return the
file to the department concerned.
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Industrial Property Law
Law No. 19.039 of January 24, 1991
ENTRY INTO FORCE: September 30, 1991
Section 45

Where the material attached is incomplete, this may
be remedied within a period of 40 days from
notification of the decision noting the omission, in
which case the date of the initial application shall
apply. Otherwise it shall be deemed not to have been
filed and the date of the correction or new filing shall be
considered the filing date.

Applications that fail to meet any other requirement
for processing within the periods indicated in this Law
or its Regulations shall be deemed to have been
abandoned and shall be shelved. In such a case the
applicant may request reinstatement of the application
within 120 days of the date on which it was deemed
abandoned, without loss of the application’s priority
date.

Section 46

Applicants for patents already applied for in other
countries shall submit the result of any search and
examination already undertaken by the office in the
other country, whether or not the earlier application
resulted in the grant of a patent.
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Industrial Property Regulations
Decree No. 177 of May 6, 1991
ENTRY INTO FORCE: September 30, 1991
Article 8

To allow the Department a better evaluation of the
submitted antecedents, the applicant shall indicate the
number, date and place of granting of the same
privilege and the number and date of any other
application he might have filed in connection with the
same object of the protection or registration of which he
is requesting in Chile. For the same purpose and as
required by the Department, he shall submit the
reports or decisions issued abroad in regard with the
privilege the protection of which is being requested in
Chile, duly translated into Spanish.
Said documents may be enclosed together with the
additional antecedents or comments the applicant may
deem convenient to add.

Article 12

The application form for a patent of invention or
utility model shall contain the following data:
a) name, R.U.T,, if it proceeds, and full address of the
applicant;
b) name of the inventor;
o) title of the invention;
d) name, RU.T and address of the representative,
attorney or agent, if it proceeds;
e) number of the first patent granted abroad, or if it has
not been granted, number of the corresponding
application, if it proceeds;
f) expiration date of the first foreign patent, if it
proceeds;
g) formal statement of the novelty, ownership and
utility of the invention, pursuant to Sec. 44 of the Law
on Industrial Property;
h) signature of the applicant and/or his representative.
In the case of representatives or attorneys, a power of
attorney granted pursuant to Sec. 15 of the Law shall
be enclosed;
1) when the owner of the application is a juristic person,
documents giving evidence of the legal capacity of his
representative, if he 1is different from the one
mentioned in the above paragraph;
j) if the applicant is other than the inventor, a duly
legalized assignment of rights shall be accompanied.
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EPC2000,Article 124

Information on prior art

(1) The European Patent Office may, in accordance with the
Implementing Regulations, invite the applicant to provide
information on prior art taken into consideration in national
or regional patent proceedings and concerning an invention
to which the European patent application relates.

(2) If the applicant fails to reply in due time to an invitation
under paragraph 1, the European patent application shall be
deemed to be withdrawn.

EPC2000,Rule 141
Information on prior art

The European Patent Office may invite the applicant to
provide, within a period to be specified, information on prior
art taken into consideration in the examination of national
or regional patent applications and concerning an invention
to which the European patent application relates.

EPC1973 Article 124

Information concerning national patent applications

(1) The Examining Division or the Board of Appeal may
invite the applicant to indicate, within a period to be
determined by 1it, the States in which he has made
applications for national patents for the whole or part of the
invention to which the European patent application relates,
and to give the reference numbers of the said applications.
(2) If the applicant fails to reply in due time to an invitation
under paragraph 1, the European patent application shall be
deemed to be withdrawn.
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