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L, Fi b, BHPNZ L R I SERRTRE (7 V77 0 ) M
FHHBEZTIR LSS0 E 503, %7 LGN TIHE RV D E S Tn% (CIPA
Guide Sixth Edition §37.09) .

v. BHPNZ L 555 %u?@@{ﬁﬁﬁ R XIIRFFFTRE (e 7V 7374 A) IT&
% BReFFFOBIHHEHNC & iE'/m\
RIS,

(3) ERFFETHENIIERFFICRIERAICHT H8R %O)ﬁEfG)HH&L\
FrCARPTRE (87U 747 4 2) OHRWTG-FHi 2R 5 BB HHBDULERR
Fri PR 23T 2 Bl DR G- OB NI OW T, BIRER A LA, Bk
RO BRBRFHC B W THOMERE O] (A T84l +B FZEHR) ) (2o0

TERENURFER (A CefTHdi) +B (FEHR) +C FER) ) 28 L7155
BRI DB OMFIFE ORGE & LT, UA R IEANEOMERNE & Bt %k@—iﬂ@ﬂ%\é
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D& E12E, BEOMNE~O—NHBET 2maT 52 & FREZ0N, )7, i
RN ERE OHMRH D & (2L, CHIFRDZ L—2L4 - FfiIEOMIELZ e L, >
D, BEOMFE~ORMARET 2T 52 &, HEOEMEZMS L, X, BHIFRO
7 L—2A - FRIEOMEZ S L, 20, BEOHENREIZA+BOITESMN OB HEO T
EMETHIE, ERBILND, LD L ThD,

fi)7. B ntFHjJ?EX IXERRFRFCB W TEOHERE OFB (A (e T8dl) +B Gl
) ) IZOWTHEREWEAWICSKEIH (A GeTHdy) +B GIii#EsR) +C (a7
B SO EHEN) ) 22 LIS a, BT 2 5E0MNFE OReE & LT, Uitk B
FENIEE N ITEOMHERE OHMFEIATH L b D L LT, EOHERMFHE ~DLHA /AT
EMETHIE, EREBEZILND, LOZ L ThD,

(73, BHWBIR O, BROGFRIL. 7 L—LLLDR73 5T, BfiEL L
IZBWThH, MEE ENGD LS TD (Collag v Merck [2003] F.S.R. 16, CIPA
Guide Sixth Edition §8.06) . 7=, &L OFHL -, O (heart) "H/3ITD
W, BiOGFENMEE SNHEREZ LD LI TND (Markemv Zipher [2005]
R.P.C. 31, CIPA Guide Sixth Edition §7.08 and §37.05) . X512, BROIESOREH
W BWTHATEID BB I VEL b D LS LTV D (Yeda v Rhone Poulenc [2008]
R.P.C. 1; UKHL 43, Markem v Zipher [2005] R.P.C. 31, CIPA Guide Sixth Edition
§7.08 and §37.04) . )

bolb, (2 TICEN@Y | MR EFRICBWTRRITREE (e 70747
) DNFTRGE M ONEFIL, BRI ORI, FFAITEE (87 V7 F7 1 X)
75>7ﬁﬁ‘6fbb EIZHEED S DO THh A8, FEERIZIE, RN G TR\ T, FRPTE
B (eT7 Vo TFT7 4 RA) X, ZHEESHRLFEELEE LT, SRR Y oS (Hit
REANIC X AUT, TR RIFR % 5 TH DA, HEmmICITEOHERNE )b O HHEE %D
EEA L EOOVEMBTHIEITRA D,
¥, A, B 23 L3612V T, FEHENILE OLA. — ik, M oREE
TF L5283, HOFERTDLZENTEDHDOD, MFDRIEEGL Z L, B2
NEBEFTRE . FBE, HRMEREZIT2 ) ZENTERY, EHELTVWD LA, 57
R e O b, FPTRE (7 U 747 4 A) 1R MEFS B-FRZRW T, —34
FEHZMTLED ET 256, YFEIERHEE Y v a V36FTEDOTHRWEEET T 5 2
EDFENE I MZONWTEREZBRRDOER T 52X H T ENZNTHA D LINTWD
(Minnesota Minging’s Patent BL 0/237/00) ,

(4) BRIZXT 5 EDEFIFEDFRE DFRFOLAREFIR

YA, B2 2 a 8T 717 v a UBIcBWT, MR B TR A2 8FFTEE

(7 Vo THT7 4 A) XD ERITHT DR RAE B oD X Am DI &
L EOHRIFE ORFIL, Frrb BT SRR PAERF I C I DWW TR Ch
STeERERE, MEDFRHMTGR2FELINIA TN L ZITHIR S D, EHEL TH
%, bod b, HHENIRNWE D THLHOD, FREIK O L. Z 0 &5 2 HiRHIR
I MORGFITITSLIX2 N E D & S Tu5 (Lockheed Martin v Hybrid Air Vehicles BL
0/235/08, CIPA Guide Sixth Edition §37.11)
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7, HEFE, B2 a 3T 77 29 9B T. MEFITE) FHHCRIT 5
FHIPTC X 2 BRIk 2 B ORERRE ORFIL, FiaFs e N DR 5 IR R i
ICERIZOWTERE Cho e aZrE,  GEFITE) TR\ 5% 28 LINIC T
Nz XITHREN5, EHEL TS, ZLT, FHABROEERGIZ/2NWE > THD L
DO, FFHE, ZZiav) TEHET RO T GERIAE) Tkt 1 FRPTEE (7Y
VIHT 4 R) KOMREEZGTERHFTIR OO FERITE) FhtDAa b9 Akin
EREZA LGS EHITROZED FFlHE) Bz babolffEitTtinsd (CIPA
Guide Sixth Edition §37.11) , £ 72, #HIFI L OFFAFIT/R2NE 5 THDHH OO, Fil I,
ZZIZW D T 1. BRROGIEORRE NS S BuFm B — A L G5 D
LIESNTU S (CIPA Guide Sixth Edition §37.11)

T, INBIIW ) BEE] L3 FFRE EOERL OFABII /2N D THhHHEDD,
T b, HBIHIT A N CHIBEYE) Tlanl, FBRT A MCLA2b0THY, H
EWIERITAE SNV O EiESLTE Y (Lockheed Martin v Hybrid Air Vehicles
BL 0/235/08) . & blZ, i b, BIFEOEELZET L HOTITRL<, #iE LoEETE
D 5HDLFEEITVS (CIPA Guide Sixth Edition §37.11)

7B, BIHREAIZ AU, 2o X 9 22 HRHIRRICAR 5 BRI 2242 & L7=Dix,
R SKIArticle 28DHEZ TLIZ L TWD, EDZEThD,

4. HOEFBE~NDERHFHENIERFTNARER
(1) BRI

3. (2) TR~y FFE. BRI T 2B0OMRE ORKEE LT, B7 v a
V8T T a 2ATBNT, FFEHITRE (8T U TF T 4 R) B, KRR GRTOMER]
MHEFFIZIBWT, MRS LT, HBEAABROELE 20T 52 LN TE D,
EHELTEBY, £, v27 v a 317w v aiAlB0 T, BRPTEE (T UV
THT 4 A) B, KT GZOMERIN BTN T YRR L T, SR BAD
EEEMDTLHIENTED, EHELTND,

FTo. AL OTE B, BHPN L, ARMIZEEEZ A LSS GERIMTS) Felcisn
T, BRICKT 2 EOHERF ORFE L LT, BEaHIREOMORFaTE T &N TE
HHDEMEILTC D (CIPA Guide Sixth Edition §37.04 and §37.08)

Zo X oz, BREHE L2 EOHENE ~O SRR BT E R TOARE L &
V) ROF IR, FEARRNTHERHS 5O TRBI S TRV, Z oA, BIHRELAC iU,
ik 7 v a 30 7|7 va VTR W T, BRSO IR L, R EHECTH 5,
EHIESNTEY, Kt 5 SN NEHR 2 AT 2F DN Z STERICHIE L TV D
¥kt 7 v a 19 7% 27 v a2 (Yeda v Rhone Poulenc [2008] R.P.C. 1; [2007]
UKHIA43) % FEEiE EOFRARN/ARMLE LT (CIPA Guide Sixth Edition §8.04 and
§37.04) . BRITxT 2 EOMHERNZE ORGFDT=OIZ, FFaHEt 7 v a V8K UBTIZEBN T,
YPTRE (67U T7F7 4 R) ORI GRS, FEARRNFRTHT G- ORI 2 XA
HZ e BFHENTWA Z i3, B ORI FRHE ERUE L CRAE DR B OFE &
LTHRYEDOND Z EEmINTRTHEDOTHAH, LD L ThD,

Fio. BRZHE LT 5 EOMRIE ~O ER A UL ERARTOA FTEL LW o R
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FIL EOHERNE A X 53D OARBAOFHEZ I 0 KBS TR, T O,
SIS I UE, BRBOREIE, Rk L, MUK L TR DIREORIE & LTHRDY %
bTRY ., Thig, BRI 2BOHERNE ORI\ T, BEOHFIEAFTL D
FERAD RN OVABH O AL N B IRIIREICZ2 B, £z, b2 b ERIC X DAL DIF
JERDRENRE & 72 B 720WE DRI T H R TH 5 5eiEEFE & ORILR & RTEIZ 22 5720
ThHHH, LD LTHS,

(2) RARVEHEE

3. (1) KO (2) ICih_7e & Z AN LY . BilaBH &3 2 B0OMENE
~OE BRI E BRI OATREAL LV ORGE L. BRICxT 5 BRI ORE
D—HNEE LT, Bt s v a TV 787 L a 28 EEE EORARRNRILE T
DT D EfESILTND,

DX R BREHH &3 D EOMERE ~O iR UL B iR OL4 AT L
IRFNARDIGEE 7 S a LT TR 7 g 280 5 EIEE EO AR AR IO ER
PEEIE, BIHBARER A AU, BN PTaME, AUFIG, EREEEE, EHE, B
FFITHES L bOTIFR L BT OW TR L, FrTF 2327 DR UIRRHEDO AR
FEIZHEAS S DO TH Y, ZIUTHES X BRI L D HFEA TR TS DA RO 1R L
<FTHHLDOTHAH, LD LTHD,

Thebbh, BRI LIUE, 1. (3) I[Zh~_7@Y , FRHEOBEIZE S, FF
FRHBEAE, BN OW TR L, RRTa T 2RI A2 LHEE S, B,
FEFHBE NIRRT 5 SN HA10IE, FRFABRNL, FRMEea 30 tEEShD b
DO, ZNHOHEEIL, BEINELLOTHY, 2D OHEENEFROTFEDREHIT
IZ RV BRI NTZGEITIE, BEOMRIF L, BT OW TR L, Frra 2T D4R
AT AHELE LT, XL FiEZATHE L LT, BOEbW G Z Lichd & 2 A,
FEINCOW TR L. FrF 20 DHERIE, 0T CHRRF I Z 2T DHER] & LT
DR Z HA LTS, [RIFEFIFE IXRMERN D & AR IR B R HIREIC AR 5 T
FANAFROBIREGERT H 2 LN CTE, M, REfEIL. PraHERERICTH D70, [FIkE
FIE I IRMERNC 5D E ARG IR BRI R DR HEE A OB A G R T 5 Z LN T
XHTHAH, EDZETHD,

(3) EDEFIBE~DERELE LZFEDFHRA & DRBE

(2) a7k oz, BRELAC LAUX, B2 & 32 BOHRNE~DF R4
FRHHFE ST ERBRRFOL FEEIL, BINCHOWTHRFHRE L. Rt a ) D HER | IR
MEDOAMEFE DT BRICE DA IR HEE DAZEDOBRY ZIELLT5HDTHA D,
EDZ ETHDHIM, FrtEld (TORBEORFHBAOREZ HIE L TR0,
Zom, BHREEAIZ UL, BROMEIL, FrrE b MR L RSO IR ORF-E &
LTHEY b TEY, i, BT 2 E2EOMHRFE OReE & L CO BRI
XERFFRFOAFRATIZBWTL, BBEOFTFHBAOREIIMEIZR L7220 THA 5 |
LD L THD,
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(4) REHE
7. ERRFHBEO S A O T
BHBNT2 WL D THDL OO, FFRFIL O T, Fra S 5-R1OMERI 5-F
felx, ERFFRFHEOFEZENICHR SRS O TIH R, EOHERNIL, FFo
ZBR & LT, U HBEORE ZERNSFWr T2 L O IZH LT OHHERIZ A L2V O
LESILTUWD  (Brooks and Cope’s Application BL O/71/93, CIPA Guide Sixth
Edition §8.04) & & HIZ, FFRFTERE (e 7V 7 F 7 4 A) b, FFwL2BHE LT,
YLD FAE BN T 2R Z A L2V O LS T%  (CIPA Guide
Sixth Edition §8.07) .
bodlb, ZNHORIT, BB ZUT, FrafED, &2 23 920\,
REFRC. FRT 21 ‘i KR 52 OMERI G- Fhc & LT, 0 fbigsd, &
HEL TS Z EITMAT, 87 v a 37787 va 2720 LAZEBW T, KMt 5
B ORI BFREICBIT 28 L LT, T RE (8T V7 F7 0 ) M3, Hi%ks
FTHIBIL T, BIAIR, FFRFroOREE « BUE LEIZHEOEIHBEOF A Z2fma L, £ OO
YREEZMBTHIENTES, EHELTWAZ LD, FHCRETIH 2NV THA
I, LD ETHD,

A . BRSO X B RRERF Oy DA -

fth 7, FHIGI K OFERHL 72N L D THDH DD, Fit b, R 5-R1OMER I 5-F
feld, BRI OREE - BN ZEMIZEE L SEHB L O TR . EOHEFRT
%, FIFEAEH & LT, MiEHBEOBGE - N EAERICEEET 2 L9 LT
HDHERIEZHA LW b DL S Tnb e bz, FRFTEE (87 V7474 R) b,
FFHea Bl & UC, YikHBEOHEE « BUN TS 2B 3 24ERE A L7 D
LFREILTUND (CIPA Guide Sixth Edition §8.07) .

Fio, BFHBL RGBT E D THLHOD, [FRRIC, B 55 OHEF
fH5-FFUT, B OREE - BUH LS VERICEE L SBE 5 b O TIER <, BEOHER]
i, FFRAEH E LT, YA POREE - BuH LEZERNCEEIE T2 KO ITH LAZ
TOMRIZR L72WE &b, FRITRE (7 V737 4 A) b, ATz iim &
UC. YO REE - Bl U523 MR 2 A L b Dt B2 bk 5,

Holb, INHORIL, BB LAUL, FFRED, B a8k v

2 2R OVBICBWTC, BT EE (27U 747 0 A) 8, BT 5RO 5-F
FEIZIRBNT, MR FHREICBI LT, BIRIE, HBEOHEE - @Tf“Z&w%m%@%
Remn L, TOMOEY B 2MmBT A ENTEDH, EHELTEY, £z,
72 ar3th T s v a 2L, FEFTEREE (T VT T 4 R) D \%
TG OHERIS BRI WTL MR RcBI L <, BRI, FRTFoREE - BuH L%
IZHEWHTHREDOFFR 2 L, TOMOBEE e fEE2mS 5 LN TE S, EHEL
TWAHZ LD, FFICHETII RN THAH, D2 L THD,

5. EDEFIEICL HFHFE
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(1) EAFEFRIBTEFTRE (ET7V2IF T4 R) IZKPEDEFE~DH
HFREF RS

KRFEX, B2 a8 77 a2k 08IZBWC, BiTRE (v 7V v 74>
4 A) D, KR ERTOMR 5-FHHIIBW T, YU rREICR L ¢, BilzE, g
M, 7 L—2 - BIREA B S, HBEOREE « BRSSO ETEIN O HIFED
HREMETHZENTESL, EHELTWS, £7-. B a3 7®v s 9020)
BAUZBWC, BFFTEER (87 V747 4 A) 03, BT 5% OHER I 5 FRa B0
T, YEAFRFICBI LT, BlXIE, FRTFOMEE - Buld L. BUEEHICI T 2 FRr OB S
PO FTEMEINOBHEOT R 2 Ma T 5 2 LN TX 5, EHEL TN,

B, ZOL D BRETHRERTAMTICE S E | FEFRANE, B2 2 a3 201280 T, BEO
MERPEEIE, RIS LT, Mk d T 54 B~ O AR TSR DR flik 53
HUWIZ, HiifEE T Z &N TE D, EHELTND,

(2) FHFEFAEGTICE D EDENFICK 2FEREICH T 5FEEEDEMDELL

Z LT, ZOXD eHHiERTFAm OIS &, EOMRNE AT O &6, Frars
%, B2V a6t 7y g CUTRBWT, ISR A BT 5 2 LIRS
AU, FHHRE BT R HIE BN ST S A T S T R 34 A B E S L L 0 1)
BRSIRWD IR Y B S G720, ERUEL T D,

ZThuE, BIMREAC AL, FEREDS, BRROREA IR L TR OREOREE L
THEROHHI L, B a8 77 a3kt s g L3777 s g 420
T, EOHFIFIZ L 28R B 38R UL E RO HE R L [ C B ICHES Ve
Lo L LTHRYHFbns, ERELTWATZ0, BEAORRFHFEADOFRSE & R SIE L
WESIZTHDVEDRH L LITLD, EDZEThAD,

Hhob b, #FHFIB XLtds Application [1982] F.S.R. 143) TIIXT L LS TIE/R
WHOD, TR b FHEICBN T, Bed, XIEVIRWI L—AT v 7 %2179 Z LA
KX, 23 L HEENDOHRIIZIIZEIE SN TWO W SRS TE Y  (CIPA Guide
Sixth Edition §8.08 and §37.09) . BiHCEEAIZ KAUX, T O EDEFRITKTT D EHOFEF
FORGE & LT ERFR TR SUIERFRTOAREL LA RO A Y » FThA
I, EDZETHD,

(8) FHFEFAGRICE I ENHENEIC K 2FHHEOHFER R UEZEOFFHEA L
D&

Flo, TOX ) A MTICEDSE . BEOMNE DA ZIT > To56 . Kk
X, B2 a8 7wy a 3k sy a 3T 7w Vg LATBWT, HiHEEN
B E RO R ERICHICHBES N2 b 0 & LTl bns, L
ELTWD I, i DZFEORFFHBA OLRGEZ HIE L TR,

ZhuE, BIREEAC ZIAUE, FREREIT. BRORBEARIE L TR OREOREE L
TR H->TWAKIAE, BZ v a 76787 v a L UHIBWT, FitfEICI I EE s
BT 5 2 LIFFF ST, FT B D BN SN A I S 5 B A 5o
FEPMIEIZ X D HIBR S VR WIR Y A SUSRV, EHEL TWD 72D, BritiEx, %
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FEORFFHFAANDOFREZRYIZE LN EIcL b, LD ETHD,

R, B L, FRATEE (e 7 V747 4 R) 1E, 20X e iHREFR M
BWTC, Bl UL E R B W TER SN0 o T B 2 T HHEI B\ VW T
BT A ETRTHHERETELATHALDOTIERWNLD EEIN TS (Georgla
Pacific’s Application [1984] R.P.C. 467) ,

(4) FHFEFAGTOFARERE

I BT, 2O RFHETAM AL, BHENIRWE S THHL DD, FRpEIE, Fr
FHTRE (T VT T7 4 A) I DMR G- TR T, BRI~ & Rk &
L TEMTHNTWAS LD THD (Szyes’Application BL O/4/8 and 0/27/88)

F 7o TR, B K ORI E, FEBiX & D (Stafford Rubber Company’s Application
BL 0/255/02, Mastermover’s Application BL 0/269/05, Earl Engineering’s Application
BL 0/18/91, dJessamine Holdings’Application BL 0/138/85, Amateur Athletic
Association’s [1989] R.P.C. 717, Coin Controls’Application BL 0/95/89, Young and
Chatwin’s Application BL 0/174/01, Viziball’s Application [1988] R.P.C.213, Miller and
law s Application BL 0/46/86 ) © DD, RV L 720K HThHhDH, ZOm, BiHTEA

Z&AUTE, 200611 H REEH> 520094511 H REH £ TOEITIFERFREIZBW T, HERIMN G
?%ﬁb:%ﬁé%ﬁ?ﬁ%ﬁ (7 Vo THT 4 A) X DHHERFAmTIC A D E EOMER
B L VAR T ATONT I Te, EDZ ETHD,

ML 4. (4) b~ 7zmy . BHREE A ZAuE, BEOMERIFE ~O SR8 R HHRE X
LB RERTIOATRETFEDOTDORERE & LT, FidfrtEOREDO I, Bk
HIRE S B RO DOEE IR ORFED R S TN L3, RrZRIBETIE AN T
bAIHHIE, E& UTHHBETFAMEPRAIN TS EZAIIH S, EENTNDH T
LT ET DU ER DA D,

6. F=EFORE

(1) ZFEOFFHBEADRE

BRI 2 BEOMERFE ORGFIZR L, BBEORRFHHBAL, RESNR20nbDE s
TW5,

T72ob, BHWI L OERENIR2NE D THDH DD, Tt b, R GRTOHERIT 5-
FHRUTIBW T, MR GFROME L, FFTRE (e 7V 747 4 A) 1d, BT
HFEICEE L C, BEOFTFHBEZ AN 57208, YU THL EEET HHER
LW ED LS T % (CIPA Guide Sixth Edition §8.07) .

T2 FFEE B2 v a2 v au2 (@) 1ITBWT, BRSOV TER
%_@ﬁ%mu NEREE L, XIIFFEPITEE (e 7V 747 4 A) ICHUEFHZRER L

HHEIE. BEOMHRIEOHRTHS, EHEL TS,

DI FFHEL EOMR A I ERdFr s L I XERERIAARETE SN 55
il AR OLGEZ HIE L TR0,
Fio, R M IS BEOMREDSHIHBAITo 7256, Fnbild, 87
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8T a L3Rk a 3T TR v g AW, HitENE R HRE &
AU RICHBES b0 L LTRYFbID, EHEL TODKIH, (i HEAOREHE
NDLRGEAFUE L TR,

IIHORE, BB AT, AR, BROMEN, FRAREL, BUEL TR
WORBORMBELE LTHROVHDNLTNDZ &Ik D, Lozt ThHD,

(2) BRDREZERDHZED T A 2 o—FDMDIENEDRE

FrHEZ, B2 a7k a 13k 7 v a2 38787 v a L UTZBWT,
BEOMHRE G R T HHROULE BRI D FF DA RE LT IND I E 256, Ui
B PR UL BRI R 5, T2 Ui S 94 v v —Z ORI
X, YA RAEMDITBT DRI, T4 B AZOMOMERZHEFFT5 Z &0
TX, BHOMFENO L A B AZOMOMRZG-b0 & LT Hbg, EHE
LTW5,

(7eks, FriFEIL, B2 23 36128\ T, Rt G O%G, —JHid, Mo RE
BEGHZ LK, BOFETLZENTELLOD, MGOREEZSGLZ L, B2
FAFERFTRE, R, HOMEREZITR ) ZENTERY, EHELTWD, )

(3) 2HMDELEERDZEDERE. BIAXIETA 22 o—FDMDEFEFEDRE
FRPEX, B2 va 11787 v a2, 3RO4ITEZ v a 387 kv v a2,
3R TMITINT, BEOMERFE I it L IXTERIFHTR D B A RARE S
L85, UEZEREREIHEA L IXYEEREREFICRIT D, IZnucEoS<, BRE.
NI T A o — DO, YRI5 HEICIEN, R
HI & U TYARALICLY . YU ERAR RS L <IXRSERFRCBIT S, Iz
TUZEEDSSHERZHERT 2 b DD, MEBELIANC, 7y R7 =24 AT, 4 F VU RN
T YL E R R U L 5L B AR S AR D 78 B 0 S U LRI B D F2 D I D B
RNZRHEG AT o7 & 2T, FrEHIFNICEOHRIFICERE 5 2 &Ik b . BB
DEBISRMNC L DIMERIT A B ADMEE25ZIF 5 2 LN TE D, EHREL TN,
B, FEHET, B a 117w v a LB RITE V9 38T L g UBITRWN
T, REFEOYMIL, FRFTREEICLY, FEHWIND, EHEIN TN,
ZZIEWD 7y R7xoA A LIE, FiRE EOER, BB OEFRGITNE 5T
HHHLOD, Filk, ¥ aredr 7w a0 d [y K7 oA A DS, RiF
B EOESR, FHHPIROFERGNI/2NE D THDH L0, Fl k. JRVWENEH AT
HEETH- T, BEOHEMENOHET-ERICER L, BEOHENEOREZSRVTEITIN
TSR EH LR T 2O THD & &b, NEELNT-FIICEET 2 HRICERN
T 5%6% bR T 2 REERE WL DO TH S RSN T %  (CIPA Guide Sixth
Edition §64.04) ® L [FERkDOH D & LT, fESH TS (CIPA Guide Sixth Edition §11.05
and §38.04) .

T, TV RHOED TR >ERIZ2ME R & iX, B R OFREREIE 72
WEHITHLHLOD, Filk, B7 v ar 64727 v a UV D TE-SERIZ:
el ) 23, BB R OVt b, SERE DB T WA IREEZIRET 2 H D TH D L 912,
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Fio, WESN, MBI 2EREZERTIHDOTHDH L HIESN TS (Helitune
v Stewart Hughes [1991] R.P.C. 78; [1991] F.S.R. 171, Lubrizol v Esso [1998] R.P.C.
727 CA, CIPA Guide Sixth Edition §64.05) ® & [FEEDO LD E LT, &L T\ % (CIPA
Guide Sixth Edition §11.05 and §38.04) ., 7233, BIHREEANIZ LAu, BADOFEED 5
BRI OSBRI HE | NESR SN TWHE X, HFE - 58% - T4 B AERONT v K7
:n4;<0>%vf‘ 1T, TSR LN s lich B, Lo L Thb,

IHIZ, 222V THEN) Lk, BB R OSERBITRNE 5 THD HOD, 2t
k. F%@F%/\ET(DIE” ZHRD LT, RMEE, 2o Y FE izl unTtTibh
DL LTO, IEMERT A B AOIIRL OGS WD Ko7, BB T A M &N
ATHLOELTHRTILIONPHEETHAH LS T% (CIPA Guide Sixth Edition
§11.05 and §38.04) .

(4) FHEFEDBANDERE. EZAXITA Y —FDMOENBEDRE

FEREX. B v a 11787 v a 22, BARUMNITE®E Y a3 387k a2,
SROMIZIBNT, EOHENIEIC, BRFFFHRAICEIT 2 Wi EMGa S, 7 L—2 - Bl
HIEMS, MBEOKEE - BUN TS _H:b\ XL, ERERFCRET D RRFOREE - BuH L%
PR, FIHHBEDSTIAR SN DA, Yk B e iE L <IXURERAFHCBIT S, X
X HICHSL . BRE. B2 AT TA B o —FOMOMRIEIL, BREBEKLIATC,
Ty R7 A AT, 4AF Y RZEBWTHZFRE niFHjJ?EX T E R R DRI D5
Jiti XA Z RIS T D> ERN 2 Ui 1 T - 7= & X 12iE, FrE RPN E ORI (B
THZ LIk, AEMEIMOAEMSMIZ X 5;‘%&59’374’?/% Df5EZTHZ &
WTEDH, LHELTND,

T2V [Ty R7=AR) &1L, FRE LOER, BB R OSFRENIT/20 K 5T
HHLOD, Fiib, BV varearTv s v a U d [Ty K7 A A 3, R
B EOESR., PR OHERGNIINE D THL L0, b, JRVWENEH A3
LEETH- T, BEOHENENORIERICER L, BEOHENE OREZ/H/RWVTIEITIN
A EAONHRT 2O Th D & & bz, RNETHE LI HINIEET 2 Jaki 2 A
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WOIRBOMBEE L TEROHDONTEY ., ik, Fidllxd 2 BEOHRIFORKF L LT
O BRI FHRE T BB O4 A FICRBW T, BOMERE X, SP X v 58
PR TERRRRFOMERIF T2 0 . B8RRI R 2 bR & LR &
BFHOTHY, ZD XS 72X IRRT & OBIRIZIW T, BREE, ST HIREYX
XEFFOIRBICOUTZ D 5T, HL ETHRICRI WL, BEEORFFHREA
OGEIIFEIZ R B2, LD & ThD,

(5) BRRICKT 2 EDEFIFEDFTE DRFDLARIFIR

HIAVEIL, Article L.611-8I23\ T, EOMERIEIC L D EZEMPES A MDA —F—
v T OERIT, HigH A MU EARNGIFLUZIL, RS b, AL, HBi%F A b
DI E N S3EH A AT G IR S R 2 A A TH o EATIE, Y% A L
Uy ME, HB3ZZ A MO TIHBE3FELET S, EHEL TS,

IO, NRT7 oA AN LTy RT7 = A AL, EE - ERE LA EOEETH
D BIHOCEEERHC AUE, N R7 oA AOFERIE, < O%A. BOMFRIE - §idaH
DOEREEZBE L GREEHK SN O TH Y | Fl2IXEBE D EOHRIE 3T 5 A
R O EN LT3 AN I N R 7 2 AR Do EREHM S nED, EnZ &
Th b,

7pk. BB KX, BHZAWE L7-EEE D, MO X 0 JE S ER
23425 ML TICHCOART CHEE L= L D 808, 7y R7 oA A0 72015
5L, LD L THD,

(6) BRFFrHEXIEIEREFTICRAIFEAICKT H5REDFSDRIKLY

B U BB AR AR D BN 2 BB O FH5- OOV T, #ef
FliZ7e b oo, BB LU, BRSO E BRI BV TEOHEFE O
(A EATHAN) +B CGIESR) ) (oW TERENSERH (A T8y +B
CHTZEER) +C GFrBlER) ) 28 LIGa. Bl 25O ORgE & LT,
YW BIHPPEOHERNFE & Bl & OILFEFEHO & X121, BEOHEFE~O—HARE
HamoToI L, ENEXLI, M), YEUBEHEWNERE OFMIEH O & Z121T,
BOMRIFE~OEMARELE 2T L, 220, BdE IZA+B+CORFINBMOTFR Zmw
THZE, ERBEZOND, LD L THD,

)7, ERFRFHREUTIERBFR B W CEOHRIFE ORI (A UETHIN +B Gl
EHR) ) AZOWTEHEREDNERICS R (A et +B GF#iEER) +C (JefT
FATUIE LA ) 22 LESAaT RO b YU BERIORHIICOa v r— g
HARICIZRVES . B2k 2 EOMRIE ORGE & LCiE, Yakek BRI =R CIE
BEOHRIFEOHMEHTHL D &L LT, BEOHRIF~ORHAREL L MBTHI &,
ENEBEZ NS, LD ETHD,

(k5. FIAVEIE, Article L.613-291238\ T, FRFHIBESUIRFHENILE 056, O—
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TiE, HOFE S =F~DOEMFHE S L TR ML ~DOXHE DS AN : & LT
MAGDORIEAZZET D Z L7, BEFEMT LI LNTE, @—HIL tFIZHCDFSD
AR IR L0 08 A~ O SRR EF RO TEZ @i 286, HOE b5 =
HADOEFFE D L TOIRWDIT ORI O SN2 26 & LT, M DREZET 5 Z
Ea< | BEAEMEMNCIIERE T O Z LN TE, OMGOEEMZ KL LT, i
TORBZET LS L BEAFERE T LR TE 000, O OREZ
55 2L BB MERNIIHERRET D Z LIETERD, EHEL TS, )

B, BMAFEAIC LR, B #M%Xiai FAHIAR D T T D ElE OF
BOBBNIOWTIE, EOMRNEL, &1 L, HEEH - Frarbl e EE s
ThoH, LD LTHD,

(7) ReHE
7. EERRHHHFEO S A O T

FRTEIL, Article R.611-19123\C, %#@%w@%ﬂfﬁ#ﬁ%’i@ FFPTICH
T2 BRI OFAIL, RS SRR A OMRG R LW R Y | BRI S
5, EHELTWS,

Z O BB LR, BEOMEFIE 13, BHIFT~OMERIF 5-Ffi 2 Bl & LT,
FEFIT ISR T 2 Bl PO R A NI 2 X D ICH L CAMERIZ AT 5,
LD EThD,

Tz, BHAREEAIC LR, BEOHEFERIEHEOSA, —FHik, BT, B2ORS

(ZBIT DECHIFT~OMHERIT 5T 2 B & L C, $RPTICRT 2 B O#E %
&%;$m¢6;9;$bifé%ﬂ%ﬁﬁé\&@;&f%éo

X5z, BHARERANIC X UE, BEOMERIE 1L, B Tioxt L. BRI ~OHERIf 5T
el 2B 2 BRI K OVEMUR BSEAIFTI I e 2 & 2R35O S La R L,
FFFFITIC 30T 2 B O R A A VAR T2 L HICH LYLTAH, £DZ L Th
Do 728, ZOWSNIZH T o TREHIT~O T E H 2 3 © BT,

72k, BIMRBEAIC AU, P TIcB) 2 BRRmFHHEOR A O TR, BEkEIC
P S, BEHICAREND, EDZEThHD, Flo. DD LD AR &
N BUBRIZB W TERENS “HIf SN T4 B Aid, BEOMHFIFE & OBIRTIX
W& Hiesn, EDZETHD,

A . BRSO E ROy DEE I
FNEFEEE, Article R.611-201238\U T, #HIFT~DOHMHEFf 5- Tl Sl
ST ERFRFOAFAIL, ISR ER TRE LRWRY | Em%ﬁﬁﬁ@ﬁ?f X
RO EE A 2R R éﬁ/bé . EBELTWD,

4. EOENEIZK SHHRE
FTAIT, EOMERIE I & 28R 2 BUE L CTuvauy,

5. E=EFDORE
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(‘I) REEDREFHEADRE

B AT 2 EOMERRE ORI L, BHORFFHBAL, RESanbolshn
TWo, T7ebb, RaHAL, EOMFREICERFRHLBDUIEBARTIARET SN D
NEGA MORMORFRFHBAOKREZHE L T, Zoxud, BHHEAIC LN
(. BN, BRBORMEN, MUE L, VR L TR OIRBORMELE LT foh T
WHZEIZED, LD LETHD,

(2) EDEFIBE~ADERERICKHNT 2ERE. EBZAXIIT M 2 o—ZDMDOEFE
DIRE

B IC KAuE, BN ICERF RS TE R A RE T SN L&Y
B, BE, U, RES NN DD, 7/F7i4x®%ik&074?//*ﬁ
TR LTy BT = A ZADEEHITRERIHEZ 78 5 Rik548 K 5495 N B
HFEHIB] (Cour de cassation, 7 fevrier 1995) (ZHS&, HT— 4T « XA ]\/V@Yffi
MR AEETE TOWESO H CFEM I =F~OFERMFFHIC L0 PG LR
ISSIANGE TS Sy g E YN %ok% EARRNZENLL RIS, LD L THD,

fth 7, BRI LuE, #¥ (Cour d’Appel Paris, 4 juill. 1856; CA Paris, 29
janv. 1859; T. civ. Seine, 12 nov. 1903 et CA Paris, 24 juin 1904; CA Paris, 20 dec. 1955
et Cass com., 19 nov. 1963; T. civ. Seine, 28 fevr. 1958; CA Paris, 8 mai 1970 et Cour de
Cassation ch. Commerciale., 13 avr. 1972; CA Paris. 10 mai 1971 et Cass. Com., 5 janv.
1973) L. A 3R] EZANE. 7y FT7 =A A THIUL, BOMERNE~D4
RERZHIELED, EDOZETHS,

B, FHEIL, Article R.611-18I28W T, FadbratHIBESUTE R OWT, Bt
FIT~OMHERS 5Tt 03, BEOMENFE DERICESE | FRPITICRWT, BEEICFIE S
35, EHESNTEY, SR AL, BEOHREIZRBWTIL, [FRtHELAROGE
SZNKOTA'—IE, Ty R7 =24 ATERD, EERILEDLTHAH, LD ET
H5,

6. E it CF#ELFH:IIEE@*E%@
2. (3) Ik~ 7zi Y | BEROFASIE, FPT IV GREHIBr SN D & D TR <,
Bald. FrFHREOEMEELE IR LRy,

7. E I:I'L- q:#uq:o)ﬂylﬁ
2. (3) ICk~_7=@h . BROGERIE. ¥tk W RRERM sns L O TiEAR<
Bild, FRFOIUHERBIZEZY L2u,

8. BRMFIOREMICNT BB OEHEHDOF
7. AZHANIE Y . BREL FRFOBGHEERICZ ST, T, BRMREFORENE

M0 QRIS DHERIPMBIERE L O & S,
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592 R OBEFER & L COPIRERIZEZY LA,

9. BRWNHFDETUEIIXT 5 ERFFDEFNTIFREDIFF
BLHARERE A OB 0% LAuE, BRI IREFRICB O TIT, BEOME
Az EN Eiﬁﬁ®%ﬂﬁfi@ukw5 IZBWTC, BR%ZHH &7 2 B8RO
FRIFREOT T2 FE LGS DD, Bi iﬁ@%ﬂ%&@%%(@ﬁ%ﬁwﬁéhﬁé
LD THDHDT, B DR E j;ﬂ##%zﬁbﬁﬁwf%éo\k@_kf%éo

10. ¥BEORKRDITIE

HHEIX, Article R.611-171238W T, £ 5O 20T, FBPAFEORRIZ, 4o
TEREINTHORIB ALY BRICE Y, Tz, RESRBSHBEASIIREHETIC LD B0
TIFRWGAITIE, BICHBEASUIRRHEE ORIEZE O ELRIZE D | FTIESNGS, &
HE L, o2 BHFEOFIRPERR SN, IAFRINTZHA. ”*“ﬁXiAﬁ -l
ESHU, RIEAR ORFFHREAB SO IRFRFIIMEDS G LIZBW T, ot%%%mﬁrm
%ﬁm\JEémé\&ﬁmLTméo_@JE_%LT%ﬁf_iﬁom%%ﬁ 3. Bl
MR LU, B 5RNc oW CiEh0r—o | 8%V TIE26—1 Th
Do

72k, BIMABERAIZ AU, FRREOHFITIE, FRToRIT61H GHEOHBEAIC
DUVWTIEBA) LIIZERY | FF ISR T 2 LI o TREETH D, LD L TH D,

1. FIEE

BRI KAuE, Bilid, BARRYRRBER O K- TiE, G5 « 7RIk - HEFD
—%@ﬁﬁkbfﬁ$a®ﬁ%;ﬁ@%éb\it\ﬂ%&u%wf%\ﬁ%ﬁﬁﬁﬁﬁ
ELTEETDZ L7500 —r OF4IZ L AT SNDILFEEERRT D, EBESINT
WHHOO, FHAMKRE LTHRIICIE, EFEE U THFEIOMRIZ N TS DT
R, LD EThHD, Fo, BUHREIAIC AU, FEEEE, BRUSEE LOHEEIO
RGeS HHRE, BMTHY, Zhul, FIEIRITZ LW THAS, LD ETHD,

12. ERAHERVEELER

FRFRIZHOW T, EArticle L.611-82% FH S 4, F807 & [RIERIZ, B b s,
BEIEICHOWTI, mE2S, Article L.511-101238V T, Article L.611-8 & FEARIIZ[AIEE
IZHUE L TERD, BB L AR, B b s,

Uk
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B HAESEGET L
8 0

1. BRRIZDOWLT

(1) BERDERR

B (derivation) &%, WaHIIZE 9 &, FFFHBEADRIIAE TRWZ L2 BT 2,
FilDEFIX, Kilbey v. Thiel, 199 U.S.P.Q. 290 (Bd. Pat. Inter. 1978) (ZHK L,
M N2 K D524 7238 DAEFE (conception) &, ZEDEAD, BN bl D58 13 L,
TOEPYFHEALHE LI L2 TEL2H LY bATICBEREINATNDZ &
(communication) NEREN5D] E7->TWwW5 (MPEP§2137), Zd X512, KET
WO TERR 1L, AR LEM LU TRFFHHET 2 2 L 2B L, BENL0RIEL. H
JETIEZ/2< . FBHTH 5, Z D, Norman Oblon K (Oblon, Spivak, McClelland, Maier
& Neustadt, LLPAFRFR#EL) (3RO X S IZETW5,

CRETE, “BR LIERHOER (BREH) 200, HEOER (FRHFE) %50k
L7220, |

&2 AT, KEFRRE (85 US.C) 1, R FERLHA L, HHIE LTRIAEZE DO
NRFFHREZ 95 Z LN T& % (85 US.C. 102(6);37 CFR 1.41(a)), FEWHHELEFOK
FlZoWTE, TZ0FITE <. 1790 FOKERAIORFFHECH D, & ZIZITEEAE
AR E G, REEAEICHEH S, BT 2R R L= 2 & ~DJFEZl
TRREHIN S Do b D Th D, ZOTHHFAIL, FHIE U TRHEAR TR IN, X
MNTEWAEZIRMANT 2 2 Sk 0, BIAEIC L D HFEE 5| k<IN A E R D, | LR
SILTNDM, AT ERO T, HEEANL. BOPAKD, FEOHPETHL
ZEEFELHEODEELZ LI b7y (35 U.S.C. 11537 CFR 1.64(a)), L7=id
ST, MADFEHZEA L CHET D &) Z &k, FrfEf: (35 U.S.C. 102(f)) %
T ERNWET T, ZOEENEHBOBIRZ G2 & 220 | FIFIOMRIZHe D (18
U.S.C. 1001),

DD FEAFE TFITHOW T, Oblon FKIIRD X 91T~ TW\ 5,

CRERAL, BB FINRFFHEZIT O Z L2382 Lo ICERSNTWD, £h
(2 XV FEHDOIEROFRE D RIR, S5 62000 Th D, HOFHE IR
T Lpholzt, BIIHRIARZ G2, TP 2R E/F LG 20, BEO¥EN
FHORWAZ TR LIMAN T OREFFHA L2 Z L 2 RICFER LT Z L5, BEOFRIE
(SR L TH LWORIERZ AT 2 L3, BORAFIR, Fafz 200 Thiux, i

WA =32 DRIERFHEZSER BEo 0] GBI, 2009 42) 87 H
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LTBINETHD, |

BN L%, £OFIE (HBEAN) ARZERREIE=APHCICEEIRA -
Eor—21%, FREEROERICIS L, KETIE IFR) RS540, FEHEA
TrEZHZD GIET D) 720, #ibT5X 91, (DFEHAFETIEDOREK, (2) 7H
FE LU TCGEBIMELITHIRSNDE ORI Th > T, FBAEIZET 28RN ZFDFIT L HFE
HHIEKIZEL 2D TRWEZRERT 56D, 3) FEOBAFIZLILIEEEEITES
. (@) FHERB LOG) S A\DW DA TRET NOEKGEE 2 & Lo RS 7o Tl 2Rk X
L% (837 CFR 1.48(a) (1) ~(5)), L7=n-oT, L ELRABELETRLFE A DHTICE
T CTLE D L9720 —RIE LEHO D, IRICHEIAEARE NEICESI b
EIZHOWT, KEFRFFFPEETT (USPTO) @ Office of Intellectual Property Policy and
Enforcement fTEORF# L (LI TUSPTO 4% ) 13RO L H 12 _Tn5, (72
B, AFEEICBWT, USPTO Y4 NIRRT HNEITEF Y E OFLLIZFES S D
TH Y. USPTO OARKFM TILR, )

[(FEAAFZ L 0 A S VRS, EORE AL B CUICE SR TR S 55 =312
HLUTRITENDZ LTIV Z D BV, TD X H 72 2 ENR I 7254, FBHE (W
FEN) 1E, ERREICEER CA AT 2380 7- USPTO IZRE Y 23 D Z & #HEAIC, 360
FHORTIEZ R 5 5EREE (petition) 2 USPTO (222 Z L3 T | HFk Thi,
37 CFR 1.324 |TESERFZF DT IEEZRDD Z LN TE D, LnL, ThbDOTIETFHE
X, USRS B ZHOWMNEET 570, TUAREERGA, BFEL, REFnc
i LT USPTO (ZHE OFTIEZ 4y U D R 2152 WERH A 5, | TUSPTO OFAE L.
B AZDIE L RN Z S IZKBMIWG6 | BB O/ FRETITHEIR A 2N 2 & Z2oR
TREHLD B 551213 FEPEEZFTIEL, 800 GEEDOARE TR & %
ARTREUE RS, BHFOLFREENGRY ThD 2 & 2RI RHLFET 2581200
W% 35 U.S.C. 102D IS XEMET 52 ThA 5, #HFTX, HEPEARKDOED M
B THLIGAITI, FREE DARRN AT X VEFATERRREZRET 523, EED
RUVEIIE ThIUX, IEXRHRZ AT 28T TH D Z L 27T 5 Z LI2 L > THi%
SEHDOAZNNER L OMERA TN FIRECTH D = & R LIS D, |

(2) &2+ 5N & DR

FEIL, BIEHICRRF 22 DMERZT A L. Zha WO THEE T2 L1 TED
(35 U.S.C. 261; 37 CFR 1.46), i#% A\ (assignee) |%. HAANTHHMET/RL, &
¥R EBENTH-TH IV, 72720, KERFFHBEIIRE D L o3, %R
A NE LU THBETRZZ(TT D2 & L TERY, 2O X )T, FrfFei HHERNE,
FHF O, FEAE L OEMAN ThH > THETHE LG58, Fra R BER 35 LS
IR HAL TR,

HIFE N & 7852 ADBIRIZOUW T, Oblon FKIFRD X 5 1Zib T3,
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DCRETIE, HBATEIZEHE T, B2 NTHEICITTAE Th 5, AT O Z
INL DA IR Lo TG AITIE, AR A & IraA Ol 2 s, |

REEDO T E LCE, BEEOFIEAZHT A7 OIGEIERE (assignment) 3@ S 4.
USPTO (23 SN 3ERGEE R (recordation) &41% (37 CFR 3.11(a)), s&EIIR
FIORIETH VD . USPTO I1LEEDOAHIEC DOV TIRET DML/ < | FRIETEMRH &
NG AIITGEESENATONIZ b0 LTHRV S (MPEP §317.03), WiiuzlL
TH AR TRITIUTR O RN T TISGEE SN T & LT,
IR IZER 5% (837 CFR 1.46),

WFF 2521 DAERIDRESZ NN DF D4 FE THIFA L7255 20T, USPTO #4351
WD EHITRRTND,

EIAATRUVMMAZ AR AR E T8RRI, €02 & 23R DRE HUE,
35 U.S.C. 102(f) iZHD xR D, A TRVMAZ B R L T 2RFFE. 35
U.S.C. 102 () DFFFFEM A2 L TWRY, L LR S —RICHSHFTIE, FD872
WERY | FFEFCREHE SN AR ZIELWS D L HEET D, S BIT, IERAEAH LT
FEORMAEBELFRORD L, BEEORWERATHIL, BAZEZFTET 5720 0EMEL
USPTO (T4 T2 Z LIS K O ASBITETIES NS DT, Fetlpgrid ErHik 4 42 & 13a@
HIL720, EAELEOR D DEXEITH 5556 12T RiHEE O RN RIEAT R 058E S 1L,
MERUTIEARREDHRR DN 2 SN D Z L3 %, |

(3) HEIHFREREDBEZR

D, 2 ALLEDOFIZL > Thaniz L&, 26 OFITILFECTREFHIFE L2 iU
725720y (35 US.C. 116), HFEFEIIZEIT 2 RIAE X, EEKE LToRIETHL Z
EMFAIE SND, LT22 - T, HLEBEIHE O —E8 2 4 L CHIRE L7234, ORI,
FEPHIC L > TREINT D LTS NT, RS, ERRIC X RS S a 1l
R ofirdih £ 725 (35 US.C. 282), 72721, & DFHN RS TR RS
ELTMA DI, FIIRIE DR THFEED BRI ST, Z OERR TR 72 B X A3 e
WERDHND & XX, HEEORIENZED LIS (35 U.S.C. 116 ; 37 CFR 1.48(a)),

R & RO BIRIZ oW T, USPTO Y3 13RD X 9 1SRV,

[FEAEME (inventorship) N AIETHD GEHFEO—HEZ R, £IFERAEI T F
D) FEFHREX, EOREZMNLT DI+ 75 3 B SR Y . 35 U.S.C. 102() 12X
>TSS, FRHEE (derived application) 1%, 7 L—A SH73HMN, RIE/R%E
B MEIC L > T, IEYREAEE N DEH IO (derivation) Th D, RIEZRFEH
FME, A ORI N TOARWES . B TARWERTHEIN TV LA,

oAU —sEH - FifETE 341 150 H
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FIIFOWFOEETHVES, |

USPTO #4F 1%, LFEFEINSR D FAE DAL 72 < el S THIH a3
HRE LTORBE) OFRINT- S, 20413 85 US.C. 1020 12Xk - THE
s, $7bb Tkl Thd, LfELTWD,

—7J5. Oblon K%, HFRHFEENK & BREBOBURIZOWTRD L 912k Tn 5,

szui@%ﬁﬁﬁbfﬁﬁébk%A %ﬁm%i CRIFEE DT X TOHITIBNT
1THOMEND D, TIVEMT SIRWIGAITIE, B/ sE L, E-HE TR Ik
Eﬁﬁﬁﬁmﬁﬁﬁ%ﬁﬁbk%n_i\ﬁ@éﬂéo_®i9ﬁwﬁ~‘%ﬁﬁ@l@
—FH LTI T SR, BT BN 7 HE S T X A iR CH D LD T I E AR,

Oblon i, HEHED—EZRKIIGFAETH->TH, BHE GLFEZREHEEDO—ER) |
R, %%%Tﬁ“ﬁﬁ%%%ﬁ%é&%ofbk(am)m%&iiot<£A %
% EHAT S, Thebb, BRIURDHBEOEA. BEORAZFENRHELFREZTIET D2
kui@%@mm%a%ﬁ<_&\f&b%@@ﬁf_eif%&wo*ﬁ\AH%%
%5 HFADYE ., HFEARFZERIN S 7= 3R RS IR, %k 92 L 512, P Thiux 35
U.S.C. 116 (3%, £4reThiut 35 U.S.C. 256 (2HT3%, RIFELAFELFTIE
THZELIZE S TRIAFIINDD ZENTED, ZOL I, BHETRWE (BRH)
DFEIAZE L U CREE S QO D HIE « RIS Ch 2 Dok L, JEEFEIFE O—#%& K
< ELTHRMEDEE SN T D A - FFaFd, BERETIEFHUC L 0 i - Mo B
mﬁﬁﬁﬁiémifl:%é%u&\%kﬁﬂytwé

ZD &9, HFEIHFBER DT RO—FRUGLL T 20 ED gowfﬁﬁwf&%ﬂké
ﬁ\ﬁﬁ_fmtfmk®%%_owfmﬁﬁéjkméﬁﬁ £# (MPEP §2137) |
%%L\AH%%%@*%(%ATiEV)’iém@(ﬁﬂﬁﬁéﬁ) am@eﬁﬂ

FRMTD LT A Z LIIEERN D D & b,

amu%ﬁsﬁbumﬁﬁ%o T BHEINCOWTHIEE L7=85G . & OFEIMILFEFEIIC Y 7=
5@ﬁk9ﬁ#ﬁﬁk&5 7 L— LSRN, BRI IR, KRR TH D
Rl ST AITIE, AR A ROFTIEIZ LV tORPFE 2B 5 Z LR TE

U, éaﬁtﬂﬁé@ﬁfﬁ TP HIIMRE T2, L L, BIEARORD ICFERIVEXD
HHEGAITIE, BPFOFTIENTE 20O T, {B T2V E - I m 2 5Te 2 L12
0D,

2. {B4 - B - FHOVT

35 U.S.C. 102 (1) 1. WFFBfk & LC, FI% 1 &1 & B Hr % Bk 1 %, USPTO
DFEEIL, BRSO RIIE T L 0 72 S T & % S % AL
BIAUE, ORI AR 5 2 L8 TE 5, 0, USPTO YHI13KD X 5 i
BARTND,
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REEAE CTRVMBA A TEIE A &3 DR L, € D 2 & &2 3R 25HL ST,
35 U.S.C. 102(D IZHK S MDD, BT TRUVMBAEZRIHEL R E T H5FHE, 35
U.S.C. 102 () DFFFFEMEZ T LTWRYY, LU b, —ARICEHIEN L, 07
VIRY | BRFICRE SN RAZEZ E LWL O L HEET 5, ST, JERIAE 2 L
HEORAFLFOR 1T, BEEORVERTHIUE, BAF LT ET 00 EEL
USPTO (2275 Z LI K W EGITRTIES NS DT, FHFTA R EZ H 2 & ixiE
FIL2W, AR AROR Y NERITH 555123 FFRHHEE O RAIEATADREE S 4L,
MEFUTIEARRED PRI SND Z WD 5, |

KENTIE, BEEH N CTHIEE R ORI EIRI L 1T 200, £, BEEREICs T, §
PlEEsREER ¢ 72y (35 U.S.C. 301~318),

FEAEDOHIMEE T HREICET 2FFRICRW T, #5ITERE A & T 2RO
PipaeT 52 EnTED (35 US.C. 282), HiFFOERICHIZY | gL, FRFHEED I
A SER L QRN & Z2NRET A UEN S D, FHOEAICITAIZR S L OFEE LD 2 B
B3 dh 278, U AL OV ZAT - 72721 O F I IFAE 72 0 15720y (MPEP § 2137.01),
L7 T, AN SIIAZ S LT- ERESNDT2DI2E, TOMANRFEHZAIZE L,
ENDMISIPDTFEICL > CTREEIUEESNZZ 2 BT 508, FOMANFE L L7z
Z L E TGRS 243 T2y (MPEP § 2137),

3. BEREEKHEIC DT

(1) M=, F&
@ HFFELOHE

KENZIL, BilctR D RrT 2% T DHEFIE T I IR FHEOBIRTE R 2380 Bl EE 13720,
L7z o T, BEPAENRETEREST 5 2 L 2ELEA0T, ¥arsl, AoHEEZ 204
ERb b, ACOFEALZERINIHEIFIL. B bRRHHEEZ T2 L1k, %Bikd
HAUHE =TT L AFREE LU TRRIEIST 52 L3 TE 5, LoLians, KE
FFHE Tl BIE Th > TH—EMRINICERFHEAZ LU e S5 720
(85 US.C. 102(b)). A v Z—7 =7 L o ZAFHT XL ARGHFII TR0 8 5.

@ 45 - HI5)

KEHFHEIL, BAEICL D8 FHEAZEE LTEY (85 US.C. 102(0)). JEH#E
B SRR L7220 o 7235512, AR OFTERED b 5G &RE, ZiulstL
TRAT SNV CTh D, LTehi > T, BEOMFFENERIR DRI 2G4 b D
& LTHY B9 2 CIKERFRETITREO b2V, nER, BEMEREL V- T
INYE B, BREE EORGE 25T DL R ORTAHEN GO T EHI3H 5,

RFFEsi R 2 5 Lz #p1 & LT, Kennedy 4 (Kennedy v. Hazelton, 128
U.S. 667 (1888)) 23% 5, ZDFHZL, FIERIEIC L DFFFFHBEOEE 25T - 203
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HH#E Ch D5 IR L, FUEDER IS S REFOREE 2 RO 7= FHI I T, JERHFE
S UTERRFHRAIL, BICEAFIGEE SN2 L LTHERFMENCh D Z L I3ED LN &
LT, IR 28 EE EORE 2 EE L, s EOBRERMERE RO TREED 7 278
WIEHETH S, FraFHBEITEAZIC L S RITIUTES TH 5 & W ) KERFHEDFHINC
RoT R TH S,

—05. FFREIGEREZHE LIcikmEfF & LT, Becher 4 (Becher v. Contoure
Laboratories, Inc., 279 U.S. 388 (1929)) 7"H 5, ZOFRE T, FEHE T
FIEELARTOMERIDMFAET 5 2 & 2 HE L, WERFFENIZBIT 2EBERIZL > T, 290
HHER MR E ST 56 OBrREE EORGE ik L U TUMEIZHS SRR R A3
o, FRDHRROPE D, HHTEAIZ iof%ﬁﬂ@%fﬁbfﬂﬂﬁwﬁmw%kbéw
L. B E L LTHEINRWE LT, L L, FRTFOEEIC L AR5 bz, I
FEIAE I LD HFRFHFEAIC DWW T, BIRE T COHE =FIC L 2RO FRITFTFSND -
O, FREFHBEITRAE I L S RTIUTES Th 5 &\ 5 KERFHED R B AN LI A
TIE7ZRu,

Z D% OEFFEREHIB & LT, Saco-Lowell 4 (Saco-Lowell Shops v. Reynolds,
141 F.2d 587; 61 U.S.P.Q. 3 (4th Cir. 1944)) 2% %, Saco-Lowell i, 5B
RICHASOTEBAE DD BIRENT-HIICHOWT, IERAEDE 2S5 2 1%, &
FEEMRODEN & L CHFS a0 E LTz, £ LT, BEORAE = [IIKUEOFTAEE] & L.

[EN DR CHRES VTV E ) b 67 MEERIRICE SV TEN L ZBR
LIZHHFEFIC L D ZNDFERIZK LT, RELRODLMERNH -T2 & Lic, £L T,
I DIEFH DN YEEFEAZ I LT & ZiE, TAUT Lo TA UTFRE L THEFEIC OV T,

RFRERNC X 2 DTl HPHEIIE OBRRITE D AYICH 2T T 2 F7 2772
WEWIFRI 12X - T, BEEZAIRETHLHE L, O LT, AMERFFL, (F1EE
FRIZFESOTIRES S ITBIR LT3 HOW T, S AMEERBHRIGER L CTHYS L=
O, FEODZEORFHI T 2MERZ AT 5 Ll L, &2 RS BIZZEIL (ZOFRT)
AR Ay USRI E Lo 7o) & L7, LarL., EEC Becher 4 & [FlER
(2, FFFOREIIZ K DR I3 DAV, FrFHRRIERF I L 62U TH 5
&S KERFTHEDIFRI 2 BT TIEAR Y,

52 Becher ik & Uf Saco-Lowell ik & [EEROD STIZHI N OMFRKEIPERRFCHIE] & LT
Richardson 4} (Richardson v. Suzuki Motor Co., Ltd., 868 F.2d 1226; 9 U.S.P.Q.2d
1913 (Fed. Cir. 1989)) 23& %, ZOHFLE CHIRKEREREMIFNL, FEFIZIB T 2 b5

DOFFRAIZHADE | FHE Reynolds 13, BT OARAAXRITX LT, RO A HE

IZOWTHEIRZ AT 5 & L, #EE B FRFOBEIC L 2RO bis & L L,
Fo. BORPABEDNERFRIA BN T BB TR L RO DIITA o F—T =T T
ZNZ R DIED7RNE W) AXFOFRZPER L, [FEET L, BHPFTOETEHEOXG TH 5
FIIAPE DR IE LR 2 B IET A DIZI ) TlIZevy) & Lz, ARG, E5D Becher
RS O Saco-Lowell Hk & [FIERIZ, FFFOREIITERO TH, 5 =H T X DR LD Al
BEMEDNFE 5 RCL R PRI IR I L B R T UTEN Th 5 &\ 5 KERFHEDFAID
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SANT-H DO TIEAR N,

® FIRZEH/I-FEHLITO Fh

B L RIPRRNH Y . TDTHKRERR AL DO TH D Z LR EI N
Y. BHPNIRAB L ROLEE 26 U DR Z T, 2024 R A157-41%. 37 CFR
1.324 OHEIHEViEREE A USPTO (2R L. 2>, HROWE % USPTO (2816 Lo
LI DHRE AR T DM B D, FAZ ORTIEZ 4 U5 & 5555, USPTO (2
X HFRL. BREOHMNIZETLHZ L, BIMTITO 2 TE 5, BHEITEL
WA, RFFOREZ N BT _E &35 E, USPTO OEE)R (Assignment Office)
27 7 AE4, USPTO 13AFGEERISKGRE DL T A itaT 5, b, BEAR
METIES 6. USPTO 1, FFarlla R ITT 5 2 L1370 s, BTEGEEAFITL
T, TNZRIEYARS JOEFEYROM G ORI T, JTORFHIRTT 5,

@ HHHFOEEIHEOEDNZFELLEVLAEICIDNT
ERRHIBNC S D KO IR OFEIEDRD HNTZETH-TH, IARE L THE=FICk
B RFFIEZH DRI REMENE B U2 DU T, Oblon FKIIKRD X 95 12T\ 5,

CRETTIE, HPEDDBIORIAE~HFEZ IR 5 2 & 2 ZRT 2 FHiIFHE LRV,
FTEHE (ownership) (ZRHLTiE, 5 2 OYFEDRIE OM S OZK) EOZEHOPLH
20 ZORF T DHER 2 FFo & F8ET 5 Z L1 FRTFO SN OBAUZI T2 5720,
B, T OFTEENIEY T Th, BRICERITH 5, DAEARF AT LT,
LXK U THRRHMEFE OFFAZ R L7256, StEXIE, SthAOFTAHENNEIE ThH
5L EPRHRICH NN TH D L FRT A Z LT TERY, XL, i LT, &
FEAIFFFRFZITE L72WO T, AR LOFRHREOTFRAIIRE cE 2012 L 28
B, FFRAFHITSNARETHDL L W) FEZMHTHZ LT TE S, s, SfEAN
SAEXITR U TR ERAZE 2 L, FrHREFFAICT 292 it 7 2 588
ENEORAFETIIRNE W) SO THHLEITIX, TOHFRIE, FRATEORIAEIC L
S THHGSNRTIUTTR B2 & W O KERFHEOEHIC LY | AT THDL LD
LD s, | TEE=AE. HEESTE LDEIHE A4S Iche s bW o BilIc L -
TREFE TN T D2 L2l D 2 LN TE D, RrfpfEDY, BEDRHE TRV L%
HoTWT, FEFHEEZ T ODIATo T HBEAIC K - TR S, ZOREFA%HE., BEO
A, BOFRHAEDNHFEICEAL S TWRWZ LR R LEZEDOWTNNTHIHHE =
FIH L CERENZSGES FEFHREOFRLNE Z NS [Tid. T ORFHTEIC
720 BEIIARAIE TA ETIFEII 74Tk U TRk 35 E CoRERMES L RkT5 2
EMTED, 72120, BAIDOHFAN & FEARIAFE O GTH, ZOFeAREIENEREICED
FHHE CThH D & EYITE U WA, % HEORIAE TR o7z L RE I NS
Th, FBOWEITRERESZMINT S Z LIXTE AR, ZIUTHICH OB OR
U7 T2 Th D, #EPEERECEZBINT 27-OIE, BN NAFI T8 E 72135
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RICE V72 Ean /=2 L &R L2 i3 5720, |

DI DT, BT DR DT R Z2 BB D ORGFT D720, WTESHRHEAIZ &
6%&ﬂﬂ%hfwéﬁ\%%%Qﬁmiéﬁﬁm@kw5%@ﬁ%ﬁ®ﬁ%@®$gﬁ
o E WO FRIPESNIRVIRY | BOMENFE O D BFITEIAATETH D,

(2) BEFHOTDE. LHZiEDRLS

MERRIRIZBAT 2 FFAD i S5, AT O T2 R 25bEE % USPTO 12
RHETAZ LIk, FeathrsE5Z N8 TE 5 (37 CFR 1.103), Fheotikra sk
D HGEE. 72 H (good and sufficient cause) Z /R4 XERH D (37 CFR
1.103(a) (1)), = T-H4372A | OFWIZHoOWT USPTO #2451, (47 i
WA < . GBI 2 EICE LT USPTO I3 AW A AT 5, —ikic. BHOFTHE
HELZ %TéﬁﬂﬁﬁtéMTwékwotffiF+Aﬁﬁmjﬂ%ékiﬁﬁéﬂ&w
ThAhHI, | EIBRTND, o, FFAPEE SN TWRWEGEETH, HEREZHET 58N
b DRV E RS2 kﬁf%ék%i USPTO ~ERaEZ4EH U CRA T2 Tl
SHHZEMNMTES (Oblon K= AR, 728, 37 CFR 1.103 (a) OHLEIT &L HFERGE
DOIEHITARD 2 A FiE 200 kv ThHDH (37 CFR 1.17(g)),

USPTO 73iEREZ % T AN TR 2T LW BRY . HFEA (B78E) 12X 5 HEDH
T BEEA P S FENT A, LUy, HEEDSEU RN T - BEE SN A8TH->ThH,
BRI W TR L7272 51, TOBOBEELIRH L CY%HEAEE S5
ZENTE D (B37TCFR1.137), ZOGHEOREMERIAR S 2 X ME 500 RV THD (37
CFR 1.17Q)),

(3) E=EDRE

FEFORENE 2RO TR K o TREFOFTEE DN ERE N b EOMENE ~EH S5
H. BREND DEB DRI AR TA B —RNN L X2, DDA E=ZEIMEES
ﬂé@ﬂﬂ%@kﬁéo_@ﬁ\U$WOEé%i&@ij_Tmfwéo

[FLT=Blix, T4 B ARGHFFOFTEHENERICE > TEE SN FlE S0, 20D
5 \ﬁﬂ%ﬂ_@;oﬁhﬁ%k@;o_%&ﬁéﬂ%ﬁmé@ilﬁfhéo_@%
REITRFRE & 3B O ISEI AR 5 IRE LIEEORMEIZ RS, 20 X5 2k
BT DU DD DIEBINEET D,

- BEHEDTA vk, BEOFTEMEZ B S TR o T I ME OB & A
P ENTED,

- UEFHITAODERICHA L OO SR LAEE £/ 7 A B AT R TE A0,
- FTEMEZ T D REFFAALIIMNE Z ORI A RGE T 2 BID TR BAFAE LT "TREMER B 5., |

£, 2O XD RE=FHOIFE L LTo R Ofi o RFerEZ->u T, Oblon
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FITRD & 91Tl ~Tn %,

[CKE T IR BT 2P RICT e 6720, B=FR, HEBEAEZIT-
7o Z L EFETE T, %#ﬁ%@%%@m . BEORHEZAR Lo 7=0y, F7201%

A HRE L7 o T35 AiE, BRI i@%f\%ﬁﬁﬁ R4 B LIEDA
@WﬁﬁTb_&éo*l@&ﬁi\%%%ﬁokﬁmﬁﬁ%mmbf RN DB D
FRSEHSOND LHICEETHZ E2BER LTS, LERn->T, BHEZERLTH, *
NERBEICL TWAEIL, HEICFREZ B0 S0, OB, B=EN. RDO3EHE
PHERTHZ L RBIZFR—FHAETR L., FEr2HE L7 2 ZFHORHAE TH-7
Baicix, 20 2B HORBAFEORFHNIANT/RD . 2D 2 FHORFHIHESWT, 55
ZHFE L 7Z2 o 720y, FTI3AEZ MBI L CUWaiRpIOFIAF IR LT 2 b, HER:
BasEk LIz, ZLILDmBZEGE L2035 2 L 23R T&)Za MO FEBAE DR
ZHFE Lo T2 b DD, EORWAZFEIZ L TR T 5AICE, 2 FHOME O
FAFIZ X D 2 % B ORI, ) DFEBAE DBA/RL _otofﬁf!%aﬁ 7B AREMED B D,
ZOX T, KENITAE ML,

(1 ('1

D& DI KETI g'ﬁ AR RED IR BV D ATREMEI LRSIk L7z & 912,
BCERDHRFHI L T = A IS L DT T0R (HUFF) BRFSholcd, EROERX
NEEDH = DFJEA 2| JEIJ [RENDZ LT bDEZZHND,
4. BEOHEMEOHENOPYELIZOWNT

(1) BE. Fhe

@ HEEELORTE

KENZIE, HIRE H RSB ME DR ) 2 5 00 B L HHIFRZ 780 D17 v, L7z
ST, BRUL7ZE D, BIEPFRFEIUGT 5 2 L2 205a12. BOHBE T 24
N %, QE@%\E‘%%EE SNTFPEIL, B O bARFHBEZ T2 81280, Bido
AE—T =T VAT L RIS T 5 2 L3 T& 5,

@ A48 —TzFLUR

Je3sBHE £ (First-to-Invent System) % & 2 KENZRFHORIEL LT, f ¥ —7
=T LUARSHS (35 US.C. 185(a)), A v Z—7 =7 LU AL, [A—HIChhb b
BEOHFEZ D USRS LB, IEDRPAEZRE L., e 52 57200OFp T
Do, AH—=T7 =T LAL, FEEOMETES SN, XIS FEORILTIZXLVE
WS AL. €O FREILRFEF LS - HARSEHES (The Board of Patent Appeals and
Interferences) Y4325, [RFEHERIE, FEHOEILEME (priority) OGSOV THIET
L. E7o. R (patentability) OFRUZHOWTHYWT5Z &1 TE % (35 U.S.C.
135(a)).

b DEDEDIAE L EDORALZ TR UI-HE, BORIFF IS EOE/ 2 T e
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THMN, BREITINEFTLE LW (35 U.S.C. 102(f), L7=2->T, EDOFHE N
THHFE L7235, ZORALZ2 S8R FHE L8 & Ofmdit, A 2 —7 =T Lo AFfk
WK THHR T2 2 N TE D, ZOWE, Fald. UM (first-to-invent) TiI72
<. FEBEME (inventorship) 72V LAWESE: (originality) T D, B acdrarHiREIZERs
FHER 2N E SNAHGEITIE. BEORBAFIC L 2FEHMEOH D REFHEMEE T 5006 T
5,

@ BRDBEZFRT HI-HDILIIEIE

A H =T 2T L AURD IS L Tl S A, Ui gt 705,
FEIAPEIL, FEBASER DRI BIFRIC L 0 HIE S 5 F M- T%@ FHENNTRDOEHD
FARIL— U TRRIE S5 343,

(@) Jelz®H % Eli{t. (Reduction to Practice) L7=E&EMNMENT 5,
(b) KERFFHRE (F72033 SIS HNEEEHRE) 1, BHAOE L & A7 &
1% (Constructive Reduction to Practice)
(0) FEhifb2EWRIHETH-TH, BHEEDAIZE (Conception) MHEL ., BiEREW
FT X DI LDOE T HARGINCIRGE 0S5 el CIME b L7=3#13, JeE & L
TR LS,
(d) FEhafbotz, MEEE TOMIZ, FBIPZHEE, FRBEE IR L7F L, B OEE
e O

(e) AMNENCIT 2 RINEEN T, FERALORIL & 1358 By,

RS FEIEAW T AICEE L, R (MEBOHEEZZIT D0, TR 13T
AEETEAEA D,

B, HBEE . %%%ﬁ%%%%ﬁbfm&w:k%jﬁ#é%gﬁ%éo%
B OSBRSS L O b 2 B & 503, HUZERi{bLOIVEE AT 72721 0F I
RWE -0 E2 (MPEP§2137.01), Lt@of\mkﬁg%%%ﬂﬁbt EREST
HIeOIZIE, FOMADBFEHEZRIZ L., T LD FEEIZ L > CTERE I mEIN
ZEEETLN, TOMANEL L2 & FTIEINGET 246 T2 (MPEP§2137),
Z D, Oblon FKIFRD X 51Tk ~Tn %,

[EORAF L, BiOBEEZ T IV T D ERREHOIZ FTA L= Z & A%EH
SINTWDHED LIS, MO FEIC L > TEROBEEENNT HILTWDEITHRIAD
PIRAERE B CEE LI EEFEH L2 iude oy, 370bb, BHEE, &

ST BB BRI EEET 72 U@ OFRED—IZ & - TR A2 Ehift3 5 DI+ 7235
@%éﬁ%m%ﬁofwt_k % L CZ DR EBE BROBEED T I T D
W2 BB E L QU e 2 & Z2ERICEE TE 2T U e 6720, BEOFRIF L

MoV —32H - BiEEE 341 192-193 B
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IES 708 S b 32 b HREAT 2 L2 TR0, |

@ AB—T7xT7LURIZKDEEDRSR

ERo ki \am%ﬁmﬁ®W£ﬁf%éﬁ®%ﬂ%i HORRFHET s Z & (H
FEOLVE L) 12XV, RN 54 v ¥ —7 =7 L AR EBlh S5
:&f\ﬁﬁéﬁﬁé_kﬁT ECHD, LovL, %lﬁ%&?i\ﬁ®%%%ﬂﬁ%®
B4 727N TH-TH, BREHANAR SN SHEITIE, D% 1 FLINICRFTHIFE L
&Hhﬁm%ﬁ%%éhétw(%USCJ%%»\4/& T2 T LU AT L DR
HEZ T BT, REREICHFIR S 5,

® HBEFEABRLFEICEEINSEES

FEAE DA LTt SR O =F P A RE HICESHA . £ ORETH
ﬁ%xtt%A_\%%%ﬁ%@io&am_Mém%itiﬁﬁ%4/& Tr LA
FHRITBWTENZTE B389 512DV T, USPTO Y4 H1IK D L H IR TW 5,

(EDOIIAEFIIE 2 OHFEZ1TH Z & T, &0 TER) ML T, BREITES
HEOWTNNETET DI EE2BIRTE S, ZOXIRERBIO/ FHELEOTE
I =T =T LV AT TR SN D, BEHERDZ #%ﬁ%%%ﬁ®%%%ﬂ%5%
IZEXHZ D Z LT 5> TUSPTO (Zkf U CREMR A\ 235500213, BB 13, A
@ﬁ%ﬁ\it@%Z@m@%ﬁoT\%ﬁ@ﬁﬁ%ﬂEbTEbw%%%%Eﬁhﬁ%
SHDLLICEFTDHIENTE D, EOT7 77— N@EUTHHIMNE, &7 —ADfE]
DFEFICL VRS,

FRETH 2 OHBEEAT o 7258 23, v 2 —T =T LU AFRNRIG SN D, M
(ZBWT, FHZHZ SO BRI OV TREFORLEDSGTIE CE 725 A1, 5 2 OHIE
ZHCF T LS| FFRFORLERAFTIE T E R o T2 A1E, oA L THE2 O
HBRZ AR B AU,

® HEIHBEERDEZS

R U7z o lc, HEHEEER DS RO R CHE24 9 D NI OW T RARICFIEN
%5ﬂ\Aﬂm%@ﬁ@M%itiﬁﬁ_owT%4/5 T =7 L ARIZBW TN
TEDHEV D FIZDOWT, Oblon KIZRD XK HIZiR~_TW 5,

MRS R TOZRWRIEIL, B S &2 OMOILEZEHE 254 LIcRRrtiiRE
THZLIZENVA =T 2T VO REFHRTHILNTE D, ZOHE, TOEHEN
FLA SIVTUOZRWHIBE R 72130 R, 04 - B2 D, )

Ho b b, FRFHBEICE T TORWEIRE D Z OO ILFRIZFEHHE 2 5c4 LR HE
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ETHIENTELOTHIUL, Eitl. (3) THRAZL I, #ERFTIEFRICEY
FTLORFFHREE TR 2 AR T 28 0 H 5, SRHZ, RIS £ Tn7zn
A L 2 OO ILFRIAE & DEGT L TODIRY . sTIERH D T iud, 14—
72T LU RAEGERT DI OEERERNEEZ T A L b TEX RN LIRS,

72¥%. USPTO #H4# L LFIHBEREN 2 A X —7 =7 L A BV TR - 0T
X5 ET DN, FORPT 35 U.S.C. 102() DIREIZH 5 Lk T 5, H[EHREERN T
BRO—FRIZL T D LML TN DT-DTH D,

(2) E=FENDRE

A B =T 2T LRI > TER L SNT-TREroaSE (B3RE) hHOEED
BiREZ N T A B =W L XD, DI DEZEIMEEIN D DOBEIEE 725,
Z D, Oblon KiZRD X 912k T3,

Hil BN D DEZEORTFREZNEIITA B —S0%E =F1%, BBk L THEE
BHE 2RO B LAMIV WD e 2TE T HIRES LR, B30V D T4 B A2 UGS
HHERI G720, B EFHIT T ORI EZ ERENLEE L TR Y . BRF 5 2HERH 2
W2 END, FHEEHIT, BEBRTHLINEETHLMNICEIRe . Wi DHER S EUS L7
[

BB, ZOXIRE=FORITFERE LTO UM OO RREMENR N2 &1
DONWTIE, R L7280 TH D,

5. BEOEFEOKEICHITHEZAIZDONT

(1) ZFEEERBITEEOKERFFEREER

Ferh O K ERFHESEESR (S.515H.R.2795) 1%, I HICBHET 5L THERL (35
U.S.C. 102(g)%%) ZFEIE L, 23V SR HS R, RIBFEICES SR . fkgi
FE, mEHREOBHREE (35 U.S.C. 100(h) @ leffective filing date] ; LA, MESCH
B LN D,) AT - RO MKTIEMER L35 (35 U.S.C. 102(a)), =62, B
BN HFEZ T 5 L EOMERIE I 20 b & OB ZIMT 5720, IERT
%, 35 US.C. 135 %, JRHEEZRET DL TR (A X —T =T LA D, BOM
FIEZRET DT [7 VA T a T (derivation proceeding) | (22D, Bid& M
SelHHiEE LG a  BEOMRIEI LI N A HOOHRE T2 e TEH2 L L LTINS,
TURA T a AR T D720, BEOHERFZIT LI HOWTH L AT 9
ZEMRETHD LEEND, T, BRMBEOKEN - 155, 55 (Patent
Trial and Appeal Board) i%, 8] & B BN & 1T, YiLIREICIR D HFE « HiFo
AL H RS HER A2 (35 US.C. 135(a) (2) (B) (C)), MekihEIZfR 25 HiE -
R OFEBAE L DTN LIV T 5E10E, EOMERE B 512 X 2 HEEHEF ML
SINHLDEMEND, g eE AT (First Inventor-to-File) | EFrL .,

- 113 -



BOWMRE ThH o> TRICOHFBEAPNRT 22T 52 N TE LI EEPICL TN D, S
512, ERESEIERTIE, 35 US.C. 118 ZkiE L, FriFa 2 DHERI Oz ADSHHFE A
ERDIENTELLIIZL TS,

FRSIEEZROBRE - fEFRICOWT, USPTO 481, [FMUIEIERZ DOV OSIHA
b, EOBEMIZOWTEERT 21072 EWr-72 BT, RO XD ITRRTN 5D,

CRERFRHESUEER TR SN TO D SERAR IR ERICBET 2 VI hofREL, 71

— A SNDHFEHOEDFEIE 2 1E L < Gl L2 T T2 v & S OB A 28
D2 LiFnE Bbnsd, EHAOEILMEZ N« 2 0B 3 <2508, EROHWNL5 &
MEREESNDTHAS D, ]

%72 Oblon KiZ, MHRAT, KERFHEOUIED ATREMEIZIE W THENRBIE 25
DIFFEHICNEETH 5, EREPTE D FTERIAEE S, TNE TITHRARDHERIZ L
BV, | Mo BT, RO XD ITIRARNTN D,

[EEERDO T TII, A Z—T =7 LU A FEEIESNA Z LI b0, FROME
ITAEBE L. (TS OHF LWFERN TE HETH D, BEOFHN, Bidm G 2HD3E
BHEICE > TED L IR DITEDL D0 HEAT 2 OIZIEFITHE LV,

Rt 232U DHERI DR AR & 7025 Z &V CE 5 &9 5 2E 85 US.C. 118122
W, USPTO S IIIRD & 912~ TW 5,

(A 2 DO ZREIE L IR IS 2 L7 BRI E R i3, £/, AT %
WD HEZ Lo & WO FRURD LT, FRFHBEOITEHE Th 5, s ATITHEHFE
EHIEME, TNEMKET D28 H, HOWVIFAHAMToIHBEDOT-OICHEET 52 L
ARETH D, 7212 L. RER AN HE OHEEZAT S Z & @R LIZGE ., % Ni% 35 U.S.C.
102 (b) (ZHEED TEEFEMSIEICER LW X 912, HfID DA H 248 L Tk <
VENRDHD,

F72 Oblon KiE, E 35 U.S.C. 118 IZOWTIRD X 5 IZIb T\ %,

[BIfE, FrrGE A CldZe <, BPAFIZ I TSN D, 20 EED) HEDR
L, FEHEORDVIGEZ NP2 TE L0125 2L Th D, FEHEDAR]
(TR SZRTIULTR B 720, 52 NITHER 2580 L 72 3B DN E ORI TR WG A,
EZNTE TS RESNIRNTHS D, |

723, USPTO 12454 ¢ Oblon Kb, J:L@ LRIHBER DS (4. (1) @), Bis
AR LV RFFRIE S G (3. (1) @), BLUERENLDEZ DR
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TFREX NFOR=F0Mk#E (3. (3)) IZBT %3 AL M3, KEFFHERIEEROT
TEDDHZ EliThnE LTna,

ZDE DT, KERFTHESIEEROBRE - fERICOW TR OB A HHTEB 53, 20
IR A B L TCEE > WK D EEZBND, Ll s, USPTO Y% &
Oblon K Eila A > bvbid, WIEERIZBWTH, BUTEEFERIC, BIE4AROE
IEMEIFRFOEIMEORE THDH Z EIZEDVIFRWE D ThDH, LT T2 AN,
TR B Z S o T, EOREENTH HIEWF &I 0F 257 & L THBR LSS
2, ZOHBAITERIHRD D & U TR CE RV - 2S5t DA 9,

(2) BROHFOREINE EHFHMTEFH)

FWIEDRHEIC A 750 580, USPTO 78T % 2 L 8T B, HERIOREIEIRA)
DB TH Y . ZFOMETEHFTOBEETH VY . AL L TEVRH LA . FThE
DOWENL USPTO Tl T 221 344,

6. HBAEDITEFH

FIAZF OFTIE HEF THIUE35 U.S.C. 116|250 & F-45F% ThiuE 35 U.S.C.
256 |ZHAE | WTIOEE S OSEEANTERN BN e AU O TR\ & 2544+
ELTATHZEMTED, LIzno T, BHFOFT EER R R E R TOXRBIINE
720N, 7B, BHEOTIETHIIRD 2 A ME 130 KL ThD (37 CFR 1.324 ; 37 CFR
1.20(b)),

[FEHRA 72 B X7 < (without any deceptive intention) | %, —#%IZiE TBEROKRE] %
T 50T, IETRIZREMAZR <75 [3EE (in good faith) | LRAFETH D LITF AR
WA, MEEDNBRR SRR EZ LT HmIXITE A LR (USPTO fiX4F a2 |),

BEEETITIESE (B7 CFR 1.64(a)) MEH SN2 THUIFIZET D8RI ®
L7286, TOFEETIIRFTEZZITH I ENTER20A (35 US.C. 102()), (1) FIE
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Patentgesetz
zuletzt geéndert durch Art. 1 G v. 31.7.2009

§3

(1) Eine Erfindung gilt als neu, wenn sie nicht zum Stand der
Technik gehoért. Der Stand der Technik umfalit alle
Kenntnisse, die vor dem fiir den Zeitrang der Anmeldung
malgeblichen Tag durch schriftiche oder mindliche
Beschreibung, durch Benutzung oder in sonstiger Weise der
Offentlichkeit zugénglich gemacht worden sind.

(2) Als Stand der Technik gilt auch der Inhalt folgender
Patentanmeldungen mit dlterem Zeitrang, die erst an oder
nach dem fiir den Zeitrang der jiingeren Anmeldung
maBgeblichen Tag der Offentlichkeit zuginglich gemacht
worden sind:

1. der nationalen Anmeldungen in der beim Deutschen
Patentamt urspringlich eingereichten Fassung;

2. der européischen Anmeldungen in der bei der zusténdigen
Behorde urspriinglich eingereichten Fassung, wenn mit der
Anmeldung fiir die Bundesrepublik Deutschland Schutz
begehrt wird wund die Benennungsgebiihr fur die
Bundesrepublik Deutschland nach Artikel 79 Abs. 2 des
Européischen Patentiibereinkommens gezahlt ist und, wenn
es sich um eine Euro-PCT:Anmeldung (Artikel 153 Abs. 2 des
Europaischen Patentiibereinkommens) handelt, die in Artikel
153 Abs. 5 des FEuropaischen Patentibereinkommens
genannten Voraussetzungen erfiillt sind;

3. der internationalen Anmeldungen nach dem
Patentzusammenarbeitsvertrag in der beim Anmeldeamt
urspringlich  eingereichten Fassung, wenn fur die
Anmeldung das Deutsche Patentamt Bestimmungsamt ist.
Beruht der &ltere Zeitrang einer Anmeldung auf der
Inanspruchnahme der Prioritat einer Voranmeldung, so ist
Satz 1 nur insoweit anzuwenden, als die danach mal3gebliche
Fassung nicht Uber die Fassung der Voranmeldung
hinausgeht. Patentanmeldungen nach Satz 1 Nr. 1, fur die
eine Anordnung nach § 50 Abs. 1 oder Abs. 4 erlassen worden
ist, gelten vom Ablauf des achtzehnten Monats nach ihrer
Einreichung an als der Offentlichkeit zugénglich gemacht.

(3) Gehoren Stoffe oder Stoffgemische zum Stand der
Technik, so wird ihre Patentfidhigkeit durch die Absétze 1 und
2 nicht ausgeschlossen, sofern sie zur Anwendung in einem
der in § 2a Abs. 1 Nr. 2 genannten Verfahren bestimmt sind
und ihre Anwendung zu einem dieser Verfahren nicht zum
Stand der Technik gehort.

(4) Ebenso wenig wird die Patentfihigkeit der in Absatz 3
genannten Stoffe oder Stoffgemische zur spezifischen
Anwendung in einem der in § 2a Abs. 1 Nr. 2 genannten
Verfahren durch die Absétze 1 und 2 ausgeschlossen, wenn
diese Anwendung nicht zum Stand der Technik gehort.

(5) Fiir die Anwendung der Absitze 1 und 2 bleibt eine
Offenbarung der Erfindung auller Betracht, wenn sie nicht
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friher als sechs Monate vor Einreichung der Anmeldung
erfolgt ist und unmittelbar oder mittelbar zuriickgeht

1. auf einen offensichtlichen Milbrauch zum Nachteil des
Anmelders oder seines Rechtsvorgéngers oder

2. auf die Tatsache, dal der Anmelder oder sein
Rechtsvorginger die Erfindung auf amtlichen oder amtlich
anerkannten Ausstellungen im Sinne des am 22. November
1928 in Paris unterzeichneten Abkommens tber
internationale Ausstellungen zur Schau gestellt hat.

Satz 1 Nr. 2 ist nur anzuwenden, wenn der Anmelder bei
Einreichung der Anmeldung angibt, daB die Erfindung
tatsdchlich zur Schau gestellt worden ist und er innerhalb
von vier Monaten nach der Einreichung hiertiber eine
Bescheinigung einreicht. Die in Satz 1 Nr. 2 bezeichneten
Ausstellungen werden vom Bundesminister der Justiz im
Bundesgesetzblatt bekanntgemacht.

§6

Das Recht auf das Patent hat der Erfinder oder sein
Rechtsnachfolger. Haben mehrere gemeinsam eine Erfindung
gemacht, so steht ihnen das Recht auf das Patent
gemeinschaftlich zu. Haben mehrere die Erfindung
unabhéngig voneinander gemacht, so steht das Recht dem
zu, der die Erfindung zuerst beim Patentamt angemeldet hat.

§7

(1) Damit die sachliche Priifung der Patentanmeldung durch
die Feststellung des Erfinders nicht verzogert wird, gilt im
Verfahren vor dem Patentamt der Anmelder als berechtigt,
die Erteilung des Patents zu verlangen.

(2) Wird ein Patent auf Grund eines auf widerrechtliche
Entnahme (§ 21 Abs. 1 Nr 3) gestiitzten Einspruchs
widerrufen oder fithrt der Einspruch zum Verzicht auf das
Patent, so kann der Einsprechende innerhalb eines Monats
nach der amtlichen Mitteilung hiertiber die Erfindung selbst
anmelden und die Prioritit des friheren Patents in Anspruch
nehmen.

§8
Der Berechtigte, dessen Erfindung von einem
Nichtberechtigten angemeldet ist, oder der durch

widerrechtliche Entnahme Verletzte kann vom Patentsucher
verlangen, dall ihm der Anspruch auf Erteilung des Patents
abgetreten wird. Hat die Anmeldung bereits zum Patent
gefithrt, so kann er vom Patentinhaber die Ubertragung des
Patents verlangen. Der Anspruch kann vorbehaltlich der
Sétze 4 und 5 nur innerhalb einer Frist von zwei Jahren nach
der Verdffentlichung der Erteilung des Patents (§ 58 Abs. 1)
durch Klage geltend gemacht werden. Hat der Verletzte
Einspruch wegen widerrechtlicher Entnahme (§ 21 Abs. 1 Nr.
3) erhoben, so kann er die Klage noch innerhalb eines Jahres
nach rechtskraftigem AbschluBl des Einspruchsverfahrens
erheben. Die Sétze 3 und 4 sind nicht anzuwenden, wenn der
Patentinhaber beim Erwerb des Patents nicht in gutem
Glauben war.
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§9

Das Patent hat die Wirkung, dass allein der Patentinhaber
befugt ist, die patentierte Erfindung im Rahmen des
geltenden Rechts zu benutzen. Jedem Dritten ist es verboten,
ohne seine Zustimmung

1. ein Erzeugnis, das Gegenstand des Patents ist,
herzustellen, anzubieten, in Verkehr zu bringen oder zu
gebrauchen oder zu den genannten Zwecken entweder
einzufiihren oder zu besitzen;

2. ein Verfahren, das Gegenstand des Patents ist,
anzuwenden oder, wenn der Dritte weil3 oder es auf Grund
der Umsténde offensichtlich ist, daB die Anwendung des
Verfahrens ohne Zustimmung des Patentinhabers verboten
ist, zur Anwendung im Geltungsbereich dieses Gesetzes
anzubieten;

3. das durch ein Verfahren, das Gegenstand des Patents ist,
unmittelbar hergestellte Erzeugnis anzubieten, in Verkehr zu
bringen oder zu gebrauchen oder zu den genannten Zwecken
entweder einzufiihren oder zu besitzen.

§10

(1) Das Patent hat ferner die Wirkung, daB es jedem Dritten
verboten ist, ohne Zustimmung des Patentinhabers im
Geltungsbereich dieses Gesetzes anderen als zur Benutzung
der patentierten Erfindung berechtigten Personen Mittel, die
sich auf ein wesentliches Element der Erfindung beziehen,
zur Benutzung der Erfindung im Geltungsbereich dieses
Gesetzes anzubieten oder zu liefern, wenn der Dritte weil3
oder es auf Grund der Umsténde offensichtlich ist, dal3 diese
Mittel dazu geeignet und bestimmt sind, fiir die Benutzung
der Erfindung verwendet zu werden.

(2) Absatz 1 ist nicht anzuwenden, wenn es sich bei den
Mitteln um allgemein im Handel erhiltliche Erzeugnisse
handelt, es sei denn, daf3 der Dritte den Belieferten bewul3t
veranlafit, in einer nach § 9 Satz 2 verbotenen Weise zu
handeln.

(3) Personen, die die in § 11 Nr. 1 bis 3 genannten
Handlungen vornehmen, gelten im Sinne des Absatzes 1
nicht als Personen, die zur Benutzung der Erfindung
berechtigt sind.

§12

(1) Die Wirkung des Patents tritt gegen den nicht ein, der zur
Zeit der Anmeldung bereits im Inland die Erfindung in
Benutzung genommen oder die dazu erforderlichen
Veranstaltungen getroffen hatte. Dieser ist befugt, die
Erfindung fiir die Bedurfnisse seines eigenen Betriebs in
eigenen oder fremden Werkstitten auszunutzen. Die
Befugnis kann nur zusammen mit dem Betrieb vererbt oder
verduBlert werden. Hat der Anmelder oder sein
Rechtsvorgénger die Erfindung vor der Anmeldung anderen
mitgeteilt und sich dabei seine Rechte fiir den Fall der
Patenterteilung vorbehalten, so kann sich der, welcher die
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Erfindung infolge der Mitteilung erfahren hat, nicht auf
MalBnahmen nach Satz 1 berufen, die er innerhalb von sechs
Monaten nach der Mitteilung getroffen hat.

(2) Steht dem Patentinhaber ein Prioritétsrecht zu, so ist an
Stelle der in Absatz 1 bezeichneten Anmeldung die friihere
Anmeldung maligebend. Dies gilt jedoch nicht fiir Angehérige
eines ausléndischen Staates, der hierin keine Gegenseitigkeit
verbiirgt, soweit sie die Prioritit einer auslidndischen
Anmeldung in Anspruch nehmen.

§15

(1) Das Recht auf das Patent, der Anspruch auf Erteilung des
Patents und das Recht aus dem Patent gehen auf die Erben
uber. Sie kénnen beschrénkt oder unbeschrankt auf andere
ubertragen werden.

(2) Die Rechte nach Absatz 1 kénnen ganz oder teilweise
Gegenstand von ausschlieBlichen oder nicht ausschlieSlichen
Lizenzen fiir den Geltungsbereich dieses Gesetzes oder einen
Teil desselben sein. Soweit ein Lizenznehmer gegen eine
Beschréinkung seiner Lizenz nach Satz 1 verstof3t, kann das
Recht aus dem Patent gegen ihn geltend gemacht werden.

(3) Ein Rechtsiibergang oder die Erteilung einer Lizenz
beriihrt nicht Lizenzen, die Dritten vorher erteilt worden
sind.

§21
(1) Das Patent wird widerrufen (§ 61), wenn sich ergibt, da3

1. der Gegenstand des Patents nach den §§ 1 bis 5 nicht
patentfihig ist,

2. das Patent die Erfindung nicht so deutlich und vollstandig
offenbart, daf3 ein Fachmann sie ausfithren kann,

3. der wesentliche Inhalt des Patents den Beschreibungen,
Zeichnungen, Modellen, Gerétschaften oder Einrichtungen
eines anderen oder einem von diesem angewendeten
Verfahren ohne dessen Einwilligung entnommen worden ist
(widerrechtliche Entnahme),

4. der Gegenstand des Patents Uber den Inhalt der
Anmeldung in der Fassung hinausgeht, in der sie bei der fiir
die Einreichung der Anmeldung zustidndigen Behdorde
urspriinglich eingereicht worden ist; das gleiche gilt, wenn
das Patent auf einer Teilanmeldung oder einer nach § 7 Abs. 2
eingereichten neuen Anmeldung beruht und der Gegenstand
des Patents tiber den Inhalt der fritheren Anmeldung in der
Fassung hinausgeht, in der sie bei der fur die Einreichung
der fritheren Anmeldung zustdndigen Behorde urspringlich
eingereicht worden ist.

(2) Betreffen die Widerrufsgriinde nur einen Teil des Patents,
so wird es mit einer entsprechenden Beschriankung
aufrechterhalten. Die Beschrinkung kann in Form einer
Anderung der Patentanspriiche, der Beschreibung oder der
Zeichnungen vorgenommen werden.
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(3) Mit dem Widerruf gelten die Wirkungen des Patents und
der Anmeldung als von Anfang an nicht eingetreten. Bei
beschrinkter Aufrechterhaltung ist diese Bestimmung
entsprechend anzuwenden.

§ 22

(1) Das Patent wird auf Antrag (§ 81) fiir nichtig erklirt,
wenn sich ergibt, dal} einer der in § 21 Abs. 1 aufgezdhlten
Griinde vorliegt oder der Schutzbereich des Patents erweitert
worden ist.

(2) § 21 Abs. 2 und 3 ist entsprechend anzuwenden.

§30

(1) Das Patentamt fiihrt ein Register, das die Bezeichnung
der Patentanmeldungen, in deren Akten jedermann Einsicht
gewahrt wird, und der erteilten Patente und erginzender
Schutzzertifikate (§ 16a) sowie Namen und Wohnort der
Anmelder oder Patentinhaber und ihrer etwa nach § 25
bestellten Vertreter oder Zustellungsbevollméchtigten angibt,
wobel  die Eintragung  eines  Vertreters  oder
Zustellungsbevollméchtigten geniigt. Auch sind darin
Anfang, Ablauf, Erloschen, Anordnung der Beschrinkung,
Widerruf, Erklarung der Nichtigkeit der Patente und
erginzender Schutzzertifikate (§ 16a) sowie die Erhebung
eines Einspruchs und einer Nichtigkeitsklage zu vermerken.

(2) Der Prisident des Patentamts kann bestimmen, daB
weitere Angaben in das Register eingetragen werden.

(3) Das Patentamt vermerkt im Register eine Anderung in
der Person, im Namen oder im Wohnort des Anmelders oder
Patentinhabers und seines Vertreters sowie
Zustellungsbevollméchtigten, wenn sie ihm nachgewiesen
wird. Solange die Anderung nicht eingetragen ist, bleibt der
frhhere = Anmelder, Patentinhaber, Vertreter = oder
Zustellungsbevollméchtigte nach Maligabe dieses Gesetzes
berechtigt und verpflichtet.

(4) Das Patentamt trigt auf Antrag des Patentinhabers oder
des Lizenznehmers die Erteilung einer ausschlieBlichen
Lizenz in das Register ein, wenn ihm die Zustimmung des
anderen Teils nachgewiesen wird. Der Antrag nach Satz 1 ist
unzulissig, solange eine Lizenzbereitschaft (§ 23 Abs. 1)
erklart ist. Die Eintragung wird auf Antrag des
Patentinhabers oder des Lizenznehmers geloscht. Der
Loschungsantrag des Patentinhabers bedarf des Nachweises
der Zustimmung des bei der Eintragung benannten
Lizenznehmers oder seines Rechtsnachfolgers.

(5) (weggefallen)

§33

(1) Von der Verdffentlichung des Hinweises geméaB § 32 Abs. 5
an kann der Anmelder von demjenigen, der den Gegenstand
der Anmeldung benutzt hat, obwohl er wullite oder wissen
mulite, dall die von ihm benutzte Erfindung Gegenstand der
Anmeldung war, eine nach den Umstinden angemessene
Entschadigung verlangen; weitergehende Anspriiche sind
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ausgeschlossen.

(2) Der Anspruch besteht nicht, wenn der Gegenstand der
Anmeldung offensichtlich nicht patentfahig ist.

(3) Auf die Verjihrung finden die Vorschriften des Abschnitts
5 des Buches 1 des Biirgerlichen Gesetzbuchs entsprechende
Anwendung mit der Maligabe, dass die Verjahrung
frihestens ein Jahr nach Erteilung des Patents eintritt. Hat
der Verpflichtete durch die Verletzung auf Kosten des
Berechtigten etwas erlangt, findet § 852 des Biirgerlichen
Gesetzbuchs entsprechende Anwendung.

§51

Das Patentamt hat der zusténdigen obersten Bundesbehorde
zur Prifung der Frage, ob jede Veroffentlichung gemal3 § 50
Abs. 1 zu unterbleiben hat oder ob eine geméal3 § 50 Abs. 1
ergangene Anordnung aufzuheben ist, Einsicht in die Akten
zu gewéhren.

§58

(1) Die Erteilung des Patents wird im Patentblatt
veroffentlicht.  Gleichzeitic  wird die  Patentschrift
veroffentlicht. Mit der Veroffentlichung im Patentblatt treten
die gesetzlichen Wirkungen des Patents ein.

(2) Wird die Anmeldung nach der Verdffentlichung des
Hinweises auf die Méglichkeit der Einsicht in die Akten (§ 32
Abs. 5) zuriickgenommen oder zuriickgewiesen oder gilt sie
als zurtickgenommen, so gilt die Wirkung nach § 33 Abs. 1 als
nicht eingetreten.

(3) Wird bis zum Ablauf der in § 44 Abs. 2 bezeichneten Frist
ein Antrag auf Prufung nicht gestellt oder wird eine fiir die
Anmeldung zu entrichtende Jahresgebiihr nicht rechtzeitig
entrichtet (§ 7 Abs. 1 des Patentkostengesetzes), so gilt die
Anmeldung als zurtickgenommen.

§59

(1) Innerhalb von drei Monaten nach der Versffentlichung der
Erteilung kann jeder, im Falle der widerrechtlichen
Entnahme nur der Verletzte, gegen das Patent Einspruch
erheben. Der Einspruch ist schriftlich zu erklaren und zu
begrinden. Er kann nur auf die Behauptung gestiitzt
werden, daB einer der in § 21 genannten Widerrufsgrinde
vorliege. Die Tatsachen, die den Einspruch rechtfertigen, sind
im einzelnen anzugeben. Die Angaben miissen, soweit sie
nicht schon in der Einspruchsschrift enthalten sind, bis zum
Ablauf der Einspruchsfrist schriftlich nachgereicht werden.

(2) Ist gegen ein Patent Einspruch erhoben worden, so kann
jeder Dritte, der nachweist, dall gegen ihn Klage wegen
Verletzung des Patents erhoben worden ist, nach Ablauf der
Einspruchsfrist dem Einspruchsverfahren als
Einsprechender beitreten, wenn er den Beitritt innerhalb von
drei Monaten nach dem Tag erklart, an dem die
Verletzungsklage erhoben worden ist. Das gleiche gilt fiir
jeden Dritten, der nachweist, daf3 er nach einer Aufforderung
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des Patentinhabers, eine angebliche Patentverletzung zu
unterlassen, gegen diesen Klage auf Feststellung erhoben
hat, dall er das Patent nicht verletze. Der Beitritt ist
schriftlich zu erkldren und bis zum Ablauf der in Satz 1
genannten Frist zu begriinden. Absatz 1 Satz 3 bis 5 ist
entsprechend anzuwenden.

(3) Eine Anhérung findet im Einspruchsverfahren statt, wenn
ein Beteiligter dies beantragt oder die Patentabteilung dies
fur sachdienlich erachtet. Mit der Ladung soll die
Patentabteilung auf die Punkte hinweisen, die sie fiir die zu
treffende Entscheidung als erorterungsbediirftig ansieht.

(4) Im Ubrigen sind § 43 Abs. 3 Satz 3 und die §§ 46 und 47
im Einspruchsverfahren entsprechend anzuwenden.

§61

(1) Die Patentabteilung entscheidet durch Beschlu3, ob und
in welchem Umfang das Patent aufrechterhalten oder
widerrufen wird. Das Verfahren wird von Amts wegen ohne
den Einsprechenden fortgesetzt, wenn der Einspruch
zuriickgenommen wird.

(20 Abweichend von Absatz 1 entscheidet
Beschwerdesenat des Bundespatentgerichts,

1. wenn ein Beteiligter dies beantragt und kein anderer
Beteiligter innerhalb von zwei Monaten nach Zustellung des
Antrags widerspricht, oder

2. auf Antrag nur eines Beteiligten, wenn mindestens 15
Monate seit Ablauf der Einspruchsfrist, im Fall des Antrags
eines Beigetretenen seit Erklarung des Beitritts, vergangen
sind. Dies gilt nicht, wenn die Patentabteilung eine Ladung
zur Anhérung oder die Entscheidung tiber den Einspruch
innerhalb von drei Monaten nach Zugang des Antrags auf
patentgerichtliche Entscheidung zugestellt hat. Im Ubrigen
sind die §§ 59 bis 62, 69 bis 71 und 86 bis 99 entsprechend
anzuwenden.

der

(3 Wird das Patent widerrufen oder nur beschrankt
aufrechterhalten, so wird dies im Patentblatt veroffentlicht.

(4) Wird das Patent beschréinkt aufrechterhalten, so ist die
Patentschrift entsprechend zu &ndern. Die Anderung der
Patentschrift ist zu veroffentlichen.

§ 63

(1) Auf der Offenlegungsschrift (§ 32 Abs. 2), auf der
Patentschrift (§ 32 Abs. 3) sowie in der Verdffentlichung der
Erteilung des Patents (§ 58 Abs. 1) ist der Erfinder zu
nennen, sofern er bereits benannt worden ist. Die Nennung
ist im Register (§ 30 Abs. 1) zu vermerken. Sie unterbleibt,
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wenn der vom Anmelder angegebene Erfinder es beantragt.
Der Antrag kann jederzeit widerrufen werden; im Falle des
Widerrufs wird die Nennung nachtriglich vorgenommen. Ein
Verzicht des Erfinders auf Nennung ist ohne rechtliche
Wirksamkeit.

(2) Ist die Person des Erfinders unrichtig oder im Falle des
Absatzes 1 Satz 3 tiberhaupt nicht angegeben, so sind der
Patentsucher oder Patentinhaber sowie der zu Unrecht
Benannte dem Erfinder verpflichtet, dem Patentamt
gegeniiber die Zustimmung dazu zu erkliren, dafl die in
Absatz 1 Satz 1 und 2 vorgesehene Nennung berichtigt oder
nachgeholt wird. Die Zustimmung ist unwiderruflich. Durch
die Erhebung einer Klage auf Erklarung der Zustimmung
wird das Verfahren zur Erteilung des Patents nicht
aufgehalten.

(3) Auf amtlichen Druckschriften, die bereits verdffentlicht
sind, wird die nachtrégliche Nennung des Erfinders (Absatz 1
Satz 4, Absatz 2) oder die Berichtigung (Absatz 2) nicht
vorgenommen.

(4) Das Bundesministerium der Justiz wird ermichtigt,
durch Rechtsverordnung Bestimmungen zur Ausfiihrung der
vorstehenden Vorschriften zu erlassen. Es kann diese
Erméichtigung durch Rechtsverordnung auf das Deutsche
Patent- und Markenamt tibertragen.

§81

(1) Das Verfahren wegen Erklirung der Nichtigkeit des
Patents oder des ergéinzenden Schutzzertifikats oder wegen
Erteilung oder Ricknahme der Zwangslizenz oder wegen der
Anpassung der durch Urteil festgesetzten Vergiitung fiir eine
Zwangslizenz wird durch Klage eingeleitet. Die Klage ist
gegen den im Register als Patentinhaber Eingetragenen oder
gegen den Inhaber der Zwangslizenz zu richten. Die Klage
gegen das ergédnzende Schutzzertifikat kann mit der Klage
gegen das zugrundeliegende Patent verbunden werden und
auch darauf gestiitzt werden, daB ein Nichtigkeitsgrund (§
22) gegen das zugrundeliegende Patent vorliegt.

(2) Klage auf Erkliarung der Nichtigkeit des Patents kann
nicht erhoben werden, solange ein Einspruch noch erhoben
werden kann oder ein Einspruchsverfahren anhingig ist.
Klage auf Erklarung der Nichtigkeit des ergénzenden
Schutzzertifikats kann nicht erhoben werden, soweit Antrage
nach § 49a Abs. 4 gestellt werden konnen oder Verfahren zur
Entscheidung tiber diese Antrige anhéngig sind.

(3) Im Falle der widerrechtlichen Entnahme ist nur der
Verletzte zur Erhebung der Klage berechtigt.

(4) Die Klage ist beim Patentgericht schriftlich zu erheben.
Der Klage und allen Schriftsitzen sollen Abschriften fiir die
Gegenpartei beigefiigt werden. Die Klage und alle
Schriftsatze sind der Gegenpartei von Amts wegen
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zuzustellen.

(5) Die Klage mul den Kliger, den Beklagten und den
Streitgegenstand bezeichnen und soll einen bestimmten
Antrag enthalten. Die zur Begrindung dienenden Tatsachen
und Beweismittel sind anzugeben. Entspricht die Klage
diesen Anforderungen nicht in vollem Umfang, so hat der
Vorsitzende den Klédger zu der erforderlichen Ergénzung
innerhalb einer bestimmten Frist aufzufordern.

(6) Klsiger, die ihren gewdhnlichen Aufenthalt nicht in einem
Mitgliedstaat der Europdischen Union oder einem
Vertragsstaat des Abkommens uber den FEuropéischen
Wirtschaftsraum haben, leisten auf Verlangen des Beklagten
wegen der Kosten des Verfahrens Sicherheit; § 110 Abs. 2 Nr.
1 bis 3 der ZivilprozeBordnung gilt entsprechend. Das
Patentgericht setzt die Hohe der Sicherheit nach billigem
Ermessen fest und bestimmt eine Frist, innerhalb welcher sie
zu leisten ist. Wird die Frist versdumt, so gilt die Klage als
zuriickgenommen.

§139

(1) Wer entgegen den §§ 9 bis 13 eine patentierte Erfindung
benutzt, kann von dem Verletzten bei Wiederholungsgefahr
auf Unterlassung in Anspruch genommen werden. Der
Anspruch besteht auch dann, wenn eine Zuwiderhandlung
erstmalig droht.

(2) Wer die Handlung vorsitzlich oder fahrlissig vornimmt,
ist dem Verletzten zum Ersatz des daraus entstehenden
Schadens  verpflichtet. Bei der Bemessung des
Schadensersatzes kann auch der Gewinn, den der Verletzer
durch die Verletzung des Rechts erzielt hat, beriicksichtigt
werden. Der Schadensersatzanspruch kann auch auf der
Grundlage des Betrages berechnet werden, den der Verletzer
als angemessene Vergltung hétte entrichten mussen, wenn
er die Erlaubnis zur Benutzung der Erfindung eingeholt
hatte.

(3) Ist Gegenstand des Patents ein Verfahren zur Herstellung
eines neuen FErzeugnisses, so gilt bis zum Beweis des
Gegenteils das gleiche Erzeugnis, das von einem anderen
hergestellt worden ist, als nach dem patentierten Verfahren
hergestellt. Bei der Erhebung des Beweises des Gegenteils
sind die berechtigten Interessen des Beklagten an der
Wahrung seiner Herstellungs- und Betriebsgeheimnisse zu
berticksichtigen.

§ 141

Auf die Verjahrung der Anspriiche wegen Verletzung des
Patentrechts finden die Vorschriften des Abschnitts 5 des
Buches 1 des Burgerlichen Gesetzbuchs entsprechende
Anwendung. Hat der Verpflichtete durch die Verletzung auf
Kosten des Berechtigten etwas erlangt, findet § 852 des
Biirgerlichen Gesetzbuchs entsprechende Anwendung.

§ 143

(1) Fiir alle Klagen, durch die ein Anspruch aus einem der in
diesem Gesetz geregelten Rechtsverhiltnisse geltend
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gemacht wird (Patentstreitsachen), sind die Zivilkammern
der Landgerichte ohne Riicksicht auf den Streitwert
ausschlieflich zusténdig.

(20 Die Landesregierungen werden ermichtigt, durch
Rechtsverordnung die Patentstreitsachen fiir die Bezirke
mehrerer Landgerichte einem von ihnen zuzuweisen. Die
Landesregierungen konnen diese Erméchtigungen auf die
Landesjustizverwaltungen tibertragen. Die Lander kénnen
auBerdem durch Vereinbarung den Gerichten eines Landes
obliegende Aufgaben insgesamt oder teilweise dem
zusténdigen Gericht eines anderen Landes tibertragen.

(3 Von den Kosten, die durch die Mitwirkung eines
Patentanwalts in dem Rechtsstreit entstehen, sind die
Gebtihren nach § 13 des Rechtsanwaltsvergiitungsgesetzes
und auBerdem die notwendigen Auslagen des Patentanwalts
Zu erstatten.

Gebrauchsmustergesetz (GebrMG)
zuletzt geéndert durch Art. 2 G v. 31.7.2009

§13

(1) Der Gebrauchsmusterschutz wird durch die Eintragung
nicht begriindet, soweit gegen den als Inhaber Eingetragenen
fiir jedermann ein Anspruch auf Loschung besteht (§ 15 Abs.
1und 3).

(20 Wenn der wesentliche Inhalt der Eintragung den
Beschreibungen, Zeichnungen, Modellen, Geratschaften oder
Einrichtungen eines anderen ohne dessen Einwilligung
entnommen ist, tritt dem Verletzten gegeniiber der Schutz
des Gesetzes nicht ein.

(3) Die Vorschriften des Patentgesetzes iiber das Recht auf
den Schutz (§ 6), iiber den Anspruch auf Erteilung des
Schutzrechts (§ 7 Abs. 1), iber den Anspruch auf
Ubertragung (§ 8), iiber das Vorbenutzungsrecht (§ 12) und
iiber die staatliche Benutzungsanordnung (§ 13) sind
entsprechend anzuwenden.

§15
(1) Jedermann hat gegen den als Inhaber Eingetragenen
Anspruch auf Loschung des Gebrauchsmusters, wenn

1. der Gegenstand des Gebrauchsmusters nach den §§ 1 bis 3
nicht schutzfihig ist,

2. der Gegenstand des Gebrauchsmusters bereits auf Grund
einer friheren Patent- oder Gebrauchsmusteranmeldung
geschiitzt worden ist oder

3. der Gegenstand des Gebrauchsmusters tiber den Inhalt der
Anmeldung in der Fassung hinausgeht, in der sie
urspriinglich eingereicht worden ist.

(2) Im Falle des § 13 Abs. 2 steht nur dem Verletzten ein
Anspruch auf Léschung zu.

(3) Betreffen die Loschungsgriinde nur einen Teil des
Gebrauchsmusters, so erfolgt die Loschung nur in diesem
Umfang. Die Beschriankung kann in Form einer Anderung
der Schutzanspriiche vorgenommen werden.
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Geschmacksmustergesetz — GeschmMG
Zuletzt gedndert durch Art. 6 G v. 31.7.2009

§ 9 Anspriiche gegeniiber Nichtberechtigten

(1) Ist ein Geschmacksmuster auf den Namen eines nicht
nach § 7 Berechtigten eingetragen, kann der Berechtigte
unbeschadet anderer Anspriiche die Ubertragung des
Geschmacksmusters oder die Einwilligung in dessen
Loschung verlangen. Wer von mehreren Berechtigten nicht
als Rechtsinhaber eingetragen ist, kann die Einrdumung
seiner Mitinhaberschaft verlangen.

(2) Die Anspriiche nach Absatz 1 kénnen nur innerhalb einer
Ausschlussfrist von drei Jahren ab Bekanntmachung des
Geschmacksmusters durch Klage geltend gemacht werden.
Das gilt nicht, wenn der Rechtsinhaber bei der Anmeldung
oder bei einer Ubertragung des Geschmacksmusters
bosglaubig war.

(3) Bei einem vollstindigen Wechsel der Rechtsinhaberschaft
nach Absatz 1 Satz 1 erloschen mit der Eintragung des
Berechtigten in das Register Lizenzen und sonstige Rechte.
Wenn der frithere Rechtsinhaber oder ein Lizenznehmer das
Geschmacksmuster verwertet oder dazu tatsichliche und
ernsthafte Anstalten getroffen hat, kann er diese Verwertung
fortsetzen, wenn er bei dem neuen Rechtsinhaber innerhalb
einer Frist von einem Monat nach dessen Eintragung eine
einfache Lizenz beantragt. Die Lizenz ist flir einen
angemessenen Zeitraum zu angemessenen Bedingungen zu
gewéhren. Die Sétze 2 und 3 finden keine Anwendung, wenn
der Rechtsinhaber oder der Lizenznehmer zu dem Zeitpunkt,
als er mit der Verwertung begonnen oder Anstalten dazu
getroffen hat, bosglédubig war.

(4) Die Einleitung eines gerichtlichen Verfahrens gemif
Absatz 2, die rechtskriftige Entscheidung in diesem
Verfahren sowie jede andere Beendigung dieses Verfahrens
und jede Anderung der Rechtsinhaberschaft als Folge dieses
Verfahrens werden in das Register fir Geschmacksmuster
(Register) eingetragen.

§ 33 Nichtigkeit

(1) Ein Geschmacksmuster ist nichtig, wenn das Erzeugnis
kein Muster ist, das Muster nicht neu ist oder keine Eigenart
hat (§ 2 Abs. 2 oder Abs. 3) oder das Muster vom
Geschmacksmusterschutz ausgeschlossen ist (§ 3).

(2) Die Feststellung der Nichtigkeit erfolgt durch Urteil. Zur
Erhebung der Klage ist jedermann befugt.

(3 Die Schutzwirkungen der Eintragung eines
Geschmacksmusters gelten mit Eintritt der Rechtskraft des
Urteils, mit dem die Nichtigkeit des Geschmacksmusters
festgestellt wird, als von Anfang an nicht eingetreten. Das
Gericht tibermittelt dem Deutschen Patent- und Markenamt
eine Ausfertigung des rechtskréaftigen Urteils.

(4) Die Feststellung der Nichtigkeit kann auch noch nach der
Beendigung der Schutzdauer oder nach einem Verzicht auf
das Geschmacksmuster erfolgen.
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European Patent Convention (EPC)
the Act revising the EPC of 29 November 2000

Art. 60 Right to a European patent

(1) The right to a European patent shall belong to the
inventor or his successor in title. If the inventor is an
employee, the right to a European patent shall be determined
in accordance with the law of the State in which the employee
is mainly employed; if the State in which the employee is
mainly employed cannot be determined, the law to be applied
shall be that of the State in which the employer has the place
of business to which the employee is attached.

(2) If two or more persons have made an invention
independently of each other, the right to a European patent
therefor shall belong to the person whose European patent
application has the earliest date of filing, provided that this
first application has been published.

(3) In proceedings before the European Patent Office, the
applicant shall be deemed to be entitled to exercise the right
to a European patent.

Article 61 European patent applications filed by non-entitled
persons

(1) If by a final decision it is adjudged that a person other
than the applicant is entitled to the grant of the European
patent, that person may, in accordance with the
Implementing Regulations:

(a) prosecute the European patent application as his own
application in place of the applicant;

(b) file a new European patent application in respect of the
same invention; or

(c) request that the European patent application be refused.

(2) Article 76, paragraph 1, shall apply mutatis mutandis to a
new European patent application filed under paragraph 1(b).

Article 76 European divisional applications

(1) A European divisional application shall be filed directly
with the European Patent Office in accordance with the
Implementing Regulations. It may be filed only in respect of
subject-matter which does not extend beyond the content of
the earlier application as filed; in so far as this requirement is
complied with, the divisional application shall be deemed to
have been filed on the date of filing of the earlier application
and shall enjoy any right of priority.

(2) All the Contracting States designated in the earlier
application at the time of filing of a European divisional
application shall be deemed to be designated in the divisional
application.

Article 138 Revocation of European patents

(1) Subject to Article 139, a European patent may be revoked
with effect for a Contracting State only on the grounds that:

(@) the subject-matter of the European patent is not
patentable under Articles 52 to 57;
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(b) the European patent does not disclose the invention in a
manner sufficiently clear and complete for it to be carried out
by a person skilled in the art;

(c) the subject-matter of the European patent extends beyond
the content of the application as filed or, if the patent was
granted on a divisional application or on a new application
filed under Article 61, beyond the content of the earlier
application as filed;

(d) the protection conferred by the European patent has been
extended; or

(e) the proprietor of the European patent is not entitled under
Article 60, paragraph 1.

(2) If the grounds for revocation affect the European patent
only in part, the patent shall be limited by a corresponding
amendment of the claims and revoked in part.

(3) In proceedings before the competent court or authority
relating to the validity of the European patent, the proprietor
of the patent shall have the right to limit the patent by
amending the claims. The patent as thus limited shall form
the basis for the proceedings.
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The Patents Act 1977
(as amended 2007)

7.- Right to apply for and obtain a patent

(1) Any person may make an application for a patent either
alone or jointly with another.

(2) A patent for an invention may be granted -

(a) primarily to the inventor or joint inventors;

(b) in preference to the foregoing, to any person or persons
who, by virtue of any enactment or rule of law, or any
foreign law or treaty or international convention, or by
virtue of an enforceable term of any agreement entered into
with the inventor before the making of the invention, was or
were at the time of the making of the invention entitled to
the whole of the property in it (other than equitable
interests) in the United Kingdom;

(c) in any event, to the successor or successors in title of any
person or persons mentioned in paragraph (a) or (b) above
or any person so mentioned and the successor or successors
in title of another person so mentioned; and to no other
person.

(3) In this Act “inventor” in relation to an invention means
the actual deviser of the invention and “joint inventor” shall
be construed accordingly.

(4) Except so far as the contrary is established, a person who
makes an application for a patent shall be taken to be the
person who is entitled under subsection (2) above to be
granted a patent and two or more persons who make such
an application jointly shall be taken to be the persons so
entitled.

8.- Determination before grant of questions about
entitlement to patents, etc.

(1) At any time before a patent has been granted for an
invention (whether or not an application has been made for
it) -

(2) any person may refer to the comptroller the question
whether he is entitled to be granted (alone or with any other
persons) a patent for that invention or has or would have
any right in or under any patent so granted or any
application for such a patent; or

(b) any of two or more co-proprietors of an application for a
patent for that invention may so refer the question whether
any right in or under the application should be transferred
or granted to any other person; and the comptroller shall
determine the question and may make such order as he
thinks fit to give effect to the determination.

(2) Where a person refers a question relating to an invention
under subsection (1)(a) above to the comptroller after an
application for a patent for the invention has been filed and
before a patent is granted in pursuance of the application,
then, unless the application is refused or withdrawn before
the reference is disposed of by the comptroller, the
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comptroller may, without prejudice to the generality of
subsection (1) above and subject to subsection (6) below -

(@) order that the application shall proceed in the name of
that person, either solely or jointly with that of any other
applicant, instead of in the name of the applicant or any
specified applicant;

(b) where the reference was made by two or more persons,
order that the application shall proceed in all their names
jointly;

(c) refuse to grant a patent in pursuance of the application
or order the application to be amended so as to exclude any
of the matter in respect of which the question was referred;

(d) make an order transferring or granting any licence or
other right in or under the application and give directions to
any person for carrying out the provisions of any such order.

(3) Where a question is referred to the comptroller under
subsection (1)(a) above and —

(a) the comptroller orders an application for a patent for the
invention to which the question relates to be so amended;

(b) any such application is refused under subsection 2(c)
above before the comptroller has disposed of the reference
(whether the reference was made before or after the
publication of the application); or

(c) any such application is refused under any other provision
of this Act or is withdrawn before the comptroller has
disposed of the reference, (whether the application is
refused or withdrawn before or after its publication) the
comptroller may order that any person by whom the
reference was made may within the prescribed period make
a new application for a patent for the whole or part of any
matter comprised in the earlier application or, as the case
may be, for all or any of the matter excluded from the earlier
application, subject in either case to section 76 below, and in
either case that, if such a new application is made, it shall
be treated as having been filed on the date of filing the
earlier application.

(4) Where a person refers a question under subsection (1)(b)
above relating to an application, any order under subsection
(1) above may contain directions to any person for
transferring or granting any right in or under the
application.

(5) If any person to whom directions have been given under
subsection (2)(d) or (4) above fails to do anything necessary
for carrying out any such directions within 14 days after the
date of the directions, the comptroller may, on application
made to him by any person in whose favour or on whose
reference the directions were given, authorise him to do that
thing on behalf of the person to whom the directions were
given.

(6) Where on a reference under this section it is alleged that,
by virtue of any transaction, instrument or event relating to
an invention or an application for a patent, any person other
than the inventor or the applicant for the patent has become
entitled to be granted (whether alone or with any other
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persons) a patent for the invention or has or would have any
right in or under any patent so granted or any application
for any such patent, an order shall not be made under
subsection (2)(a), (b) or (d) above on the reference unless
notice of the reference is given to the applicant and any such
person, except any of them who is a party to the reference.

(7) If it appears to the comptroller on a reference of a
question under this section that the question involves
matters which would more properly be determined by the
court, he may decline to deal with it and, without prejudice
to the court’s jurisdiction to determine any such question
and make a declaration, or any declaratory jurisdiction of
the court in Scotland, the court shall have jurisdiction to do
S0.

(8) No directions shall be given under this section so as to
affect the mutual rights or obligations of trustees or of the
personal representatives of deceased persons, or their rights
or obligations as such.

9.- Determination after grant of questions referred to before
grant

If a question with respect to a patent or application is
referred by any person to the comptroller under section 8
above, whether before or after the making of an application
for the patent, and is not determined before the time when
the application is first in order for a grant of a patent in
pursuance of the application, that fact shall not prevent the
grant of a patent, but on its grant that person shall be
treated as having referred to the comptroller under section
37 below any question mentioned in that section which the
comptroller thinks appropriate.

10.- Handling of application by joint applicants

If any dispute arises between joint applicants for a patent
whether or in what manner the application should be
proceeded with, the comptroller may, on a request made by
any of the parties, give such directions as he thinks fit for
enabling the application to proceed in the name of one or
more of the parties alone or for regulating the manner in
which it shall be proceeded with, or for both those purposes,
according as the case may require.

11.- Effect of transfer of application under section 8 or 10

(1) Where an order is made or directions are given under
section 8 or 10 above that an application for a patent shall
proceed in the name of one or some of the original
applicants (whether or not it is also to proceed in the name
of some other person), any licences or other rights in or
under the application shall, subject to the provisions of the
order and any directions under either of those sections,
continue in force and be treated as granted by the persons
in whose name the application is to proceed.
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(2) Where an order is made or directions are given under
section 8 above that an application for a patent shall
proceed in the name of one or more persons none of whom
was an original applicant (on the ground that the original
applicant or applicants was or were not entitled to be
granted the patent), any licences or other rights in or under
the application shall, subject to the provisions of the order
and any directions under that section and subject to
subsection (3) below, lapse on the registration of that person
or those persons as the applicant or applicants or, where the
application has not been published, on the making of the
order.

(3) If before registration of a reference under section 8 above
resulting in the making of any order mentioned in
subsection (2) above -

(a) the original applicant or any of the applicants, acting in
good faith, worked the invention in question in the United
Kingdom or made effective and serious preparations to do
S0; Or

(b) a licensee of the applicant, acting in good faith, worked
the invention in the United Kingdom or made effective and
serious preparations to do so; that or those original
applicant or applicants or the licensee shall, on making a
request within the prescribed period to the person in whose
name the application is to proceed, be entitled to be granted
a licence (but not an exclusive licence) to continue working
or, as the case may be, to work the invention.

(3A) If, before registration of a reference under section 8
above resulting in the making of an order under subsection
(3) of that section, the condition in subsection (3)(a) or (b)
above is met, the original applicant or any of the applicants
or the licensee shall, on making a request within the
prescribed period to the new applicant, be entitled to be
granted a licence (but not an exclusive licence) to continue
working or, as the case may be, to work the invention so far
as it is the subject of the new application.

(4) A licence under subsection (3) or (3A) above shall be
granted for a reasonable period and on reasonable terms.

(5) Where an order is made as mentioned in subsection (2)
or (3A) above, the person in whose name the application is
to proceed or, as the case may be, who makes the new
application or any person claiming that he is entitled to be
granted any such licence may refer to the comptroller the
question whether the latter is so entitled and whether any
such period is or terms are reasonable, and the comptroller
shall determine the question and may, if he considers it
appropriate, order the grant of such a licence.

13.- Mention of inventor

(1) The inventor or joint inventors of an invention shall have
a right to be mentioned as such in any patent granted for
the invention and shall also have a right to be so mentioned
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if possible in any published application for a patent for the
invention and, if not so mentioned, a right to be so
mentioned in accordance with rules in a prescribed
document.

(2) Unless he has already given the Patent Office the
information hereinafter mentioned, an applicant for a
patent shall within the prescribed period file with the
Patent Office a statement -

() identifying the person or persons whom he believes to be
the inventor or inventors; and

(b) where the applicant is not the sole inventor or the
applicants are not the joint inventors, indicating the
derivation of his or their right to be granted the patent; and,
if he fails to do so, the application shall be taken to be
withdrawn.

(3) Where a person has been mentioned as sole or joint
inventor in pursuance of this section, any other person who
alleges that the former ought not to have been so mentioned
may at any time apply to the comptroller for a certificate to
that effect, and the comptroller may issue such a certificate;
and if he does so, he shall accordingly rectify any
undistributed copies of the patent and of any documents
prescribed for the purposes of subsection (1) above.

30.- Nature of, and transactions in, patents and applications
for patents

(1) Any patent or application for a patent is personal
property (without being a thing in action), and any patent or
any such application and rights in or under it may be
transferred, created or granted in accordance with
subsections (2) to (7) below.

(2) Subject to section 36(3) below, any patent or any such
application, or any right in it, may be assigned or
mortgaged.

(3) Any patent or any such application or right shall vest by
operation of law in the same way as any other personal
property and may be vested by an assent of personal
representatives.

(4) Subject to section 36(3) below, a licence may be granted
under any patent or any such application for working the
invention which is the subject of the patent or the
application; and —

(2) to the extent that the licence so provides, a sub-licence
may be granted under any such licence and any such licence
or sub-licence may be assigned or mortgaged; and

(b) any such licence or sub-licence shall vest by operation of
law in the same way as any other personal property and
may be vested by an assent of personal representatives.

(5) Subsections (2) to (4) above shall have effect subject to

the following provisions of this Act.
(6) Any of the following transactions, that is to say -
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(2) any assignment or mortgage of a patent or any such
application, or any right in a patent or any such application;
(b) any assent relating to any patent or any such application
or right; shall be void unless it is in writing and is signed by
or on behalf of the assignor or mortgagor (or, in the case of
an assent or other transaction by a personal representative,
by or on behalf of the personal representative).

(6A) If a transaction mentioned in subsection (6) above is by
a body corporate, references in that subsection to such a
transaction being signed by or on behalf of the assignor or
mortgagor shall be taken to include references to its being
under the seal of the body corporate.

(7) An assignment of a patent or any such application or a
share in it, and an exclusive licence granted under any
patent or any such application, may confer on the assignee
or licensee the right of the assignor or licensor to bring
proceedings by virtue of section 61 or 69 below for a previous
infringement or to bring proceedings under section 58 below
for a previous act.

34.- Rectification of register

(1) The court may, on the application of any person
aggrieved, order the register to be rectified by the making,
or the variation or deletion, of any entry in it.

(2) In proceedings under this section the court may
determine any question which it may be necessary or
expedient to decide in connection with the rectification of
the register.

(3) Rules of court may provide for the notification of any
application under this section to the comptroller and for his
appearance on the application and for giving effect to any
order of the court on the application.

36.- Co-ownership of patents and applications for patents

(1) Where a patent is granted to two or more persons, each
of them shall, subject to any agreement to the contrary, be
entitled to an equal undivided share in the patent.

(2) Where two or more persons are proprietors of a patent,
then, subject to the provisions of this section and subject to
any agreement to the contrary -

(a) each of them shall be entitled, by himself or his agents, to
do in respect of the invention concerned, for his own benefit
and without the consent of or the need to account to the
other or others, any act which would apart from this
subsection and section 55 below, amount to an infringement
of the patent concerned; and

(b) any such act shall not amount to an infringement of the
patent concerned.

(3) Subject to the provisions of sections 8 and 12 above and
section 37 below and to any agreement for the time being in
force, where two or more persons are proprietors of a patent
one of them shall not without the consent of the other or
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others —

(@) amend the specification of the patent or apply for such
an amendment to be allowed or for the patent to be revoked,
or

(b) grant a licence under the patent or assign or mortgage a
share in the patent or in Scotland cause or permit security
to be granted over it.

(4) Subject to the provisions of those sections, where two or
more persons are proprietors of a patent, anyone else may
supply one of those persons with the means, relating to an
essential element of the invention, for putting the invention
into effect, and the supply of those means by virtue of this
subsection shall not amount to an infringement of the
patent.

(5) Where a patented product is disposed of by any of two or
more proprietors to any person, that person and any other
person claiming through him shall be entitled to deal with
the product in the same way as if it had been disposed of by
a sole registered proprietor.

(6) Nothing in subsection (1) or (2) above shall affect the
mutual rights or obligations of trustees or of the personal
representatives of a deceased person, or their rights or
obligations as such.

(7) The foregoing provisions of this section shall have effect
in relation to an application for a patent which is filed as
they have effect in relation to a patent and -

(a) references to a patent and a patent being granted shall
accordingly include references respectively to any such
application and to the application being filed; and

(b) the reference in subsection (5) above to a patented
product shall be construed accordingly.

37.- Determination of right to patent after grant

(1) After a patent has been granted for an invention any
person having or claiming a proprietary interest in or under
the patent may refer to the comptroller the question -

(a) who is or are the true proprietor or proprietors of the
patent,

(b) whether the patent should have been granted to the
person or persons to whom it was granted, or

(¢) whether any right in or under the patent should be
transferred or granted to any other person or persons; and
the comptroller shall determine the question and make such
order as he thinks fit to give effect to the determination.

(2) Without prejudice to the generality of subsection (1)
above, an order under that subsection may contain
provision -

(a) directing that the person by whom the reference is made
under that subsection shall be included (whether or not to
the exclusion of any other person) among the persons
registered as proprietors of the patent;

- 215 -



(b) RIFCOB VRIS DHER A BT 5
NP oV el 1 3 e = 2 v 5 o )
REFEERTHE

© FFFOXIIZUTEESS T4 BV AZED
ORI 253252 &

(d) FFRFOFTAF TSRO XL Z Uz
S LTS OMERZ BT HE AR S
DMOIRE % FATT D DIZH B2 FIHTH
S CHIFEMAISEEH I TS L D& FET
THREFEERTDHE

(3) @@IZEEASNTHRE 52 b= EINY
IR EETmMAORND 14 HLUNIZ Y%
o & FAT9 D DI 5 DOFEE L
FITTH 2 L2255 AIC, BTN
TR S NT=E T E EMT - T ARkt
L CH R R G m BBt o -HN
FESICGHER L& X3, BRI YiEr
NE-Z BT 0 YRR A F T
DIERRZ Z DRERNICE- 2.5 2 E N TE B,
@) BEBEDAREKIZ L DAHETESO TR
INEZTLDEKER SRWEEMTH D
Dt & @/ T 2 Z R, N E-&
NI-FEERER L, 72, F72 KL 58
KRICESEHRIOEMBIC X - Y%
AT & TS TR T REFE
mUsEEE EBIL HEERkATZED
HERERR AN T6 SRITED Z & &5 E L
<,

(@) MESLIEOBUHO AT SR FO B E
IR SN A FEOLE, EO

(b) S FEBUEOSEITEH 75 FKIcH-S<
FHIEIZ Ko TYZBIRIEN BRRE SN D
THLOLEEOER 5HE,
WZOWTH LW E T 5 X 9@ L5
T LEMWTE B, BilRHT LOHFES SN D &
1%, RIRCATRECAR DRSS S - BT H
FEENI-H DL I,

(5) BFFERDH T2 L & TS
OHMNLEFE LT 2 FOME O T
NIEGEIE, YRR I NEZ T 8%
HERWEIHN G SN LT 5BAICES
W RGN REICR DR 2 Bilin T Hp & B
OMBIIARFITEASNTHRT A LT T
I o, [A— ORI S TS DOMB
DIZEVFETEZENTERY, 72720, &
TFOFTAH & LTSIV TN DED, KT
1500 4B TE DF~D Y3 OB
DOMEFH N YRR 22T DB A S
BMWEEEZMS>TWZZ ERHLMMZEN
HEXIFIZDIRY TRy,

(6) RERITES S MmBE, ZRtE XUIEAD
NIRRT OFIE 7R AT L < 1353855 X
IXRRLOBEH/ T 58 & L TOZ DR
F L IIFRBITEEE RITT 2 LT ng
DETD,

(1) RERIZESWTRIERERICMRESND
&L QXTI X 0 BEEfHFR IS < Ay
B, BEFOFTAS TSRS B 20

(b) directing the registration of a transaction, instrument or
event by virtue of which that person has acquired any right
in or under the patent;

(c) granting any licence or other right in or under the patent;

(d) directing the proprietor of the patent or any person
having any right in or under the patent to do anything
specified in the order as necessary to carry out the other
provisions of the order.

(3) If any person to whom directions have been given under
subsection (2)(d) above fails to do anything necessary for
carrying out any such directions within 14 days after the
date of the order containing the directions, the comptroller
may, on application made to him by any person in whose
favour or on whose reference the order containing the
directions was made, authorise him to do that thing on
behalf of the person to whom the directions were given.

(4) Where the comptroller finds on a reference under this
section that the patent was granted to a person not entitled
to be granted that patent (whether alone or with other
persons) and on application made under section 72 below
makes an order on that ground for the conditional or
unconditional revocation of the patent, the comptroller may
order that the person by whom the application was made or
his successor in title may, subject to section 76 below, make
anew application for a patent -

(@) in the case of unconditional revocation, for the whole of
the matter comprised in the specification of that patent; and
(b) in the case of conditional revocation, for the matter
which in the opinion of the comptroller should be excluded
from that specification by amendment under section 75
below; and where such new application is made, it shall be
treated as having been filed on the date of filing the
application for the patent to which the reference relates.

(5) On any such reference no order shall be made under this
section transferring the patent to which the reference
relates on the ground that the patent was granted to a
person not so entitled, and no order shall be made under
subsection (4) above on that ground, if the reference was
made after the end of the period of two years beginning with
the date of the grant, unless it is shown that any person
registered as a proprietor of the patent knew at the time of
the grant or, as the case may be, of the transfer of the patent
to him that he was not entitled to the patent.

(6) An order under this section shall not be so made as to
affect the mutual rights or obligations of trustees or of the
personal representatives of a deceased person, or their
rights or obligations as such.

(7) Where a question is referred to the comptroller under

this section an order shall not be made by virtue of
subsection (2) or under subsection (4) above on the reference
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unless notice of the reference is given to all persons
registered as proprietor of the patent or as having a right in
or under the patent, except those who are parties to the
reference.

(8) If it appears to the comptroller on a reference under this
section that the question referred to him would more
properly be determined by the court, he may decline to deal
with it and, without prejudice to the court's jurisdiction to
determine any such question and make a declaration, or
any declaratory jurisdiction of the court in Scotland, the
court shall have jurisdiction to do so.

(99 The court shall not in the exercise of any such
declaratory jurisdiction determine a question whether a
patent was granted to a person not entitled to be granted
the patent if the proceedings in which the jurisdiction is
invoked were commenced after the end of the period of two
years beginning with the date of the grant of the patent,
unless it is shown that any person registered as a proprietor
of the patent knew at the time of the grant or, as the case
may be, of the transfer of the patent to him that he was not
entitled to the patent.

38.- Effect of transfer of patent under section 37

(1) Where an order is made under section 37 above that a
patent shall be transferred from any person or persons (the
old proprietor or proprietors) to one or more persons
(whether or not including an old proprietor), then, except in
a case falling within subsection (2) below, any licences or
other rights granted or created by the old proprietor or
proprietors shall, subject to section 33 above and to the
provisions of the order, continue in force and be treated as
granted by the person or persons to whom the patent is
ordered to be transferred (the new proprietor or
proprietors).

(2) Where an order is so made that a patent shall be
transferred from the old proprietor or proprietors to one or
more persons none of whom was an old proprietor (on the
ground that the patent was granted to a person not entitled
to be granted the patent), any licences or other rights in or
under the patent shall, subject to the provisions of the order
and subsection (3) below, lapse on the registration of that
person or those persons as the new proprietor or proprietors
of the patent.

(3) Where an order is so made that a patent shall be
transferred as mentioned in subsection (2) above or that a
person other than an old proprietor may make a new
application for a patent and before the reference of the
question under that section resulting in the making of any
such order is registered, the old proprietor or proprietors or
a licensee of the patent, acting in good faith, worked the
invention in question in the United Kingdom or made
effective and serious preparations to do so, the old proprietor
or proprietors or the licensee shall, on making a request to
the new proprietor or proprietors or, as the case may be, the
new applicant within the prescribed period, be entitled to be
granted a licence (but not an exclusive licence) to continue
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working or, as the case may be, to work the invention, so far
as it is the subject of the new application.

(4) Any such licence shall be granted for a reasonable period
and on reasonable terms.

(5) The new proprietor or proprietors of the patent or, as the
case may be, the new applicant or any person claiming that
he is entitled to be granted any such licence may refer to the
comptroller the question whether that person is so entitled
and whether any such period is or terms are reasonable,
and the comptroller shall determine the question and may,
if he considers it appropriate, order the grant of such a
licence.

39.- Right to employees’ inventions

(1) Notwithstanding anything in any rule of law, an
invention made by an employee shall, as between him and
his employer, be taken to belong to his employer for the
purposes of this Act and all other purposes if -

(a) it was made in the course of the normal duties of the
employee or in the course of duties falling outside his
normal duties, but specifically assigned to him, and the
circumstances in either case were such that an invention
might reasonably be expected to result from the carrying
out of his duties; or

(b) the invention was made in the course of the duties of the
employee and, at the time of making the invention, because
of the nature of his duties and the particular responsibilities
arising from the nature of his duties he had a special
obligation to further the interests of the employer's
undertaking.

(2) Any other invention made by an employee shall, as
between him and his employer, be taken for those purposes
to belong to the employee.

(3) Where by virtue of this section an invention belongs, as
between him and his employer, to an employee, nothing
done -

(2) by or on behalf of the employee or any person claiming
under him for the purposes of pursuing an application for a
patent, or

(b) by any person for the purpose of performing or working
the invention, shall be taken to infringe any copyright or
design right to which, as between him and his employer, his
employer is entitled in any model or document relating to
the invention.

64.- Right to continue use begun before priority date

(1) Where a patent is granted for an invention, a person who
in the United Kingdom before the priority date of the
invention -

(a) does in good faith an act which would constitute an
infringement of the patent if it were in force, or
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(b) makes in good faith effective and serious preparations to
do such an act, has the right to continue to do the act or, as
the case may be, to do the act, notwithstanding the grant of
the patent; but this right does not extend to granting a
licence to another person to do the act.

(2) If the act was done, or the preparations were made, in
the course of a business, the person entitled to the right
conferred by subsection (1) may —

(a) authorise the doing of that act by any partners of his for
the time being in that business, and

(b) assign that right, or transmit it on death (or in the case
of a body corporate on its dissolution), to any person who
acquires that part of the business in the course of which the
act was done or the preparations were made.

(3) Where a product is disposed of to another in exercise of
the rights conferred by subsection (1) or (2), that other and
any person claiming through him may deal with the
product in the same way as if it had been disposed of by the
registered proprietor of the patent.

72.- Power to revoke patents on application

(1) Subject to the following provisions of this Act, the court
or the comptroller may by order revoke a patent for an
invention on the application of any person (including the
proprietor of the patent) on (but only on) any of the following
grounds, that is to say -

(a) the invention is not a patentable invention;

(b) that the patent was granted to a person who was not
entitled to be granted that patent;

(0) the specification of the patent does not disclose the
invention clearly enough and completely enough for it to be
performed by a person skilled in the art;

(d) the matter disclosed in the specification of the patent
extends beyond that disclosed in the application for the
patent, as filed, or, if the patent was granted on a new
application filed under section 8(3), 12 or 37(4) above or as
mentioned in section 15(9) above, in the earlier application,
as filed;

(e) the protection conferred by the patent has been extended
by an amendment which should not have been allowed.

(2) An application for the revocation of a patent on the
ground mentioned in subsection (1)(b) above -

(a2) may only be made by a person found by the court in an
action for a declaration or declarator, or found by the court
or the comptroller on a reference under section 37 above, to
be entitled to be granted that patent or to be granted a
patent for part of the matter comprised in the specification
of the patent sought to be revoked; and

(b) may not be made if that action was commenced or that
reference was made after the end of the period of two years
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beginning with the date of the grant of the patent sought to
be revoked, unless it is shown that any person registered as
a proprietor of the patent knew at the time of the grant or of
the transfer of the patent to him that he was not entitled to
the patent.

(3) [repealed]

(4) An order under this section may be an order for the
unconditional revocation of the patent or, where the court or
the comptroller determines that one of the grounds
mentioned in subsection (1) above has been established, but
only so as to invalidate the patent to a limited extent, an
order that the patent should be revoked unless within a
specified time the specification is amended to the
satisfaction of the court or the comptroller, as the case may
be.

(4A) The reference in subsection (4) above to the
specification being amended is to its being amended under
section 75 below and also, in the case of a European Patent
(UK), to its being amended under any provision of the
European Patent Convention under which the claims of the
patent may be limited by amendment at the request of the
proprietor.

(5) A decision of the comptroller or on appeal from the
comptroller shall not estop any party to civil proceedings in
which infringement of a patent is in issue from alleging
invalidity of the patent on any of the grounds referred to in
subsection (1) above, whether or not any of the issues
involved were decided in the said decision.

(6) Where the comptroller refuses to grant an application
made to him by any person under this section, no
application (otherwise than by way of appeal or by way of
putting validity in issue in proceedings for infringement)
may be made to the court by that person under this section
in relation to the patent concerned, without the leave of the
court.

(7) Where the comptroller has not disposed of an application
made to him under this section, the applicant may not apply
to the court under this section in respect of the patent
concerned unless either -

(2) the proprietor of the patent agrees that the applicant
may so apply, or

(b) the comptroller certifies in writing that it appears to him
that the question whether the patent should be revoked is
one which would more properly be determined by the court.

74.- Proceedings in which validity of patent may be put in
issue

(1) Subject to the following provisions of this section, the
validity of a patent may be put in issue -

(a) by way of defence, in proceedings for infringement of the

patent under section 61 above or proceedings under section
69 above for infringement of rights conferred by the
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publication of an application;

(b) in proceedings under section 70 above;

(¢) in proceedings in which a declaration in relation to the
patent is sought under section 71 above;

(d) in proceedings before the court or the comptroller under
section 72 above for the revocation of the patent;

(e) in proceedings under section 58 above.

(2) The validity of a patent may not be put in issue in any
other proceedings and, in particular, no proceedings may be
instituted (whether under this Act or otherwise) seeking
only a declaration as to the validity or invalidity of a patent.

(3) The only grounds on which the validity of a patent may
be put in issue (whether in proceedings for revocation under
section 72 above or otherwise) are the grounds on which the
patent may be revoked under that section.

(4) No determination shall be made in any proceedings
mentioned in subsection (1) above on the validity of a patent
which any person puts in issue on the ground mentioned in
section 72(1)(b) above unless -

(@) it has been determined in entitlement proceedings
commenced by that person or in the proceedings in which
the validity of the patent is in issue that the patent should
have been granted to him and not some other person; and

(b) except where it has been so determined in entitlement
proceedings, the proceedings in which the validity of the
patent is in issue are commenced before the end of the
period of two years beginning with the date of the grant of
the patent or it is shown that any person registered as a
proprietor of the patent knew at the time of the grant or of
the transfer of the patent to him that he was not entitled to
the patent.

(5) Where the validity of a patent is put in issue by way of
defence or counterclaim the court or the comptroller shall, if
it or he thinks it just to do so, give the defendant an
opportunity to comply with the condition in subsection (4)(a)
above.

(6) In subsection (4) above “entitlement proceedings”, in
relation to a patent, means a reference under section 37(1)
above on the ground that the patent was granted to a
person not entitled to it or proceedings for a declaration or
declarator that it was so granted.

(7) Where proceedings with respect to a patent are pending
in the court under any provision of this Act mentioned in
sub-section (1) above, no proceedings may be instituted
without the leave of the court before the comptroller with
respect to that patent under section 61(3), 69, 71 or 72
above.

(8) It is hereby declared that for the purposes of this Act the
validity of a patent is not put in issue merely because —

(2) the comptroller is considering its validity in order to
decide whether to revoke it under section 73 above, or

(b) its validity is being considered in connection with an
opinion under section 74A below or a review of such an
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opinion.

76.- Amendment of applications and patents not to include
added matter

(1) An application for a patent which -

(@ is made in respect of matter disclosed in an earlier
application, or in the specification of a patent which has
been granted, and

(b) discloses additional matter, that is, matter extending
beyond that disclosed in the earlier application, as filed, or
the application for the patent, as filed, may be filed under
section 8(3), 12 or 37(4) above, or as mentioned in section
15(9) above, but shall not be allowed to proceed unless it is
amended so as to exclude the additional matter.

(1A) Where, in relation to an application for a patent -

(a) a reference to an earlier relevant application has been
filed as mentioned in section 15(1)(c)(ii) above; and

(b) the description filed under section 15(10)(b)@) above
discloses additional matter, that is, matter extending
beyond that disclosed in the earlier relevant application, the
application shall not be allowed to proceed unless it is
amended so as to exclude the additional matter.

(2) No amendment of an application for a patent shall be
allowed under section 15A(6), 18(3) or 19(1) if it results in
the application disclosing matter extending beyond that
disclosed in the application as filed.

(3) No amendment of the specification of a patent shall be
allowed under section 27(1), 73 or 75 if it -

(a) results in the specification disclosing additional matter,
or

(b) extends the protection conferred by the patent.

(4) In subsection (1A) above “relevant application” has the
meaning given by section 5(5) above.

97.- Appeals from the comptroller

(1) Except as provided by subsection (4) below, an appeal
shall lie to the Patents Court from any decision of the
comptroller under this Act or rules except any of the
following decisions, that is to say -

(a) a decision falling within section 14(7) above;

(b) a decision under section 16(2) above to omit matter from
a specification;

() a decision to give directions under subsection (1) or (2) of
section 22 above;

(d) a decision under rules which is excepted by rules from
the right of appeal conferred by this section.

(2) For the purpose of hearing appeals under this section the
Patents Court may consist of one or more judges of that
court in accordance with directions given by the Lord Chief
Justice of England and Wales after consulting the Lord
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Chancellor.

(3) An appeal shall not lie to the Court of Appeal from a
decision of the Patents Court on appeal from a decision of
the comptroller under this Act or rules —

(a) except where the comptroller’s decision was given under
section 8, 12, 18, 20, 27, 37, 40, 61, 72, 73 or 75 above; or

(b) except where the ground of appeal is that the decision of
the Patents Court is wrong in law; but an appeal shall only
lie to the Court of Appeal under this section if leave to
appeal is given by the Patents Court or the Court of Appeal.

(4) The Lord Chief Justice may nominate a judicial office
holder (as defined in section 109(4) of the Constitutional
Reform Act 2005) to exercise his functions under subsection
).

(4) An appeal shall lie to the Court of Session from any
decision of the comptroller in proceedings which under rules
are held in Scotland, except any decision mentioned in
paragraphs (a) to (d) of subsection (1) above.

(5) An appeal shall not lie to the Inner House of the Court of
Session from a decision of an Outer House judge on appeal
from a decision of the comptroller under this Act or rules —

(a) except where the comptroller’s decision was given under
section 8, 12, 18, 20, 27, 37, 40, 61, 72, 73 or 75 above; or

(b) except where the ground of appeal is that the decision of
the Outer House judge is wrong in law.

109. Falsification of register etc.

If a person makes or causes to be made a false entry in any
register kept under this Act, or a writing falsely purporting
to be a copy or reproduction of an entry in any such register,
or produces or tenders or causes to be produced or tendered
in evidence any such writing, knowing the entry or writing
to be false, he shall be liable —

(@ on summary conviction, to a fine not exceeding the
prescribed sum,

(b) on conviction on indictment, to imprisonment for a term
not exceeding two years or a fine, or both.

The Patent Rules 2007
as amended by Statutory Instrument 2007 No. 3291,
ENTRY INTO FORCE: December 17, 2007

20. New applications under sections 8(3), 12(6) and 37(4)
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(1) The period prescribed for filing a new application under
section 8(3) or section 12(6) is the relevant period.

(2) A new application for a patent may be filed under section
37(4) before the end of the relevant period.

(3) For the purposes of this rule the relevant period is-

(a) where the comptroller’s decision to make an order under
those provisions is not appealed, three months beginning
with the date on which the order was made; or

(b) where that decision is appealed, three months beginning
with the date on which the appeal was finally disposed of.
(4) But the comptroller may, if he thinks fit, shorten the
relevant period after giving the parties such notice and
subject to such conditions as the comptroller may direct.

76. Starting proceedings
(1) Proceedings are started when a person files in duplicate-

(a) the relevant form; and

(b) his statement of grounds.

(2) Any person may give notice of opposition-

(a) in the case of section 75(2), before the end of the period of
two weeks beginning with the date of the relevant notice;
and

(b) in the case of any of the other provisions mentioned in
Part 2 of Schedule 3, before the end of the period of four
weeks beginning with the date of the relevant notice.

(3) For the purposes of this rule and rule 77-

“relevant form” means-

(@) in relation to applications or requests under the
provisions of the Medicinal Products Regulation or the
Plant Protection Products Regulation mentioned in Part 1
of Schedule 3, Patents Form SP3;

(b) in relation to applications, references or requests under
any other provision mentioned in Part 1 of that Schedule,
Patents Form 2; and

(¢) in relation to oppositions under the provisions mentioned
in Part 2 of that Schedule, Patents Form 15; and

“relevant notice” means the advertisement in the journal
mentioned in rule 75.

(4) A statement of grounds must-

(a) include a concise statement of the facts and grounds on
which the claimant relies;

(b) in the case of rule 89(5), include the grounds of objection
to the draft licence;

(¢) where appropriate, include the period or terms of the
licence which he believes are reasonable;

(d) specify the remedy which he seeks;

() where it accompanies an application under the
Compulsory Licensing Regulation, include any information
required by that Regulation;

() be verified by a statement of truth; and

(g) comply with the requirements of Part 1 of Schedule 2.
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Code de la propriété intellectuelle
Date of the last known amendment : Act No. 2006-236 of
1 March 2006
Partie législative

Article L511-10

Si un dessin ou modeéle a été déposé en fraude des droits
d'un tiers ou en violation d'une obligation légale ou
conventionnelle, la personne qui estime avoir un droit sur
le dessin ou modéle peut en revendiquer en justice la
propriété.

L'action en revendication de propriété se prescrit par trois
ans a compter de la publication de l'enregistrement du
dessin ou modéle ou, en cas de mauvaise foi, au moment
de la publication de l'enregistrement ou de l'acquisition du
dessin ou modele, a compter de l'expiration de la période
de protection.

Article L611-6

Le droit au titre de propriété industrielle mentionné a
l'article L. 611-1 appartient a l'inventeur ou a son ayant
cause.

Si plusieurs personnes ont réalisé linvention
indépendamment I'une de l'autre, le droit au titre de
propriété industrielle appartient a celle qui justifie de la
date de dépét la plus ancienne.

Dans la procédure devant le directeur de 1'Institut
national de la propriété industrielle, le demandeur est
réputé avoir droit au titre de propriété industrielle.

Article L611-7

Si linventeur est un salarié, le droit au titre de propriété
industrielle, a défaut de stipulation contractuelle plus
favorable au salarié, est défini selon les dispositions
ci-apres :

1. Les inventions faites par le salarié dans l'exécution soit
d'un contrat de travail comportant une mission inventive
qui correspond a ses fonctions effectives, soit d'études et
de recherches qui lui sont explicitement -confiées,
appartiennent a l'employeur. Les conditions dans
lesquelles le salarié, auteur d'une telle invention, bénéficie
d'une rémunération supplémentaire sont déterminées par
les conventions collectives, les accords d'entreprise et les
contrats individuels de travail.

Si lemployeur n'est pas soumis a une convention
collective de branche, tout litige relatif a la rémunération
supplémentaire est soumis a la commission de
conciliation instituée par l'article L. 615-21 ou au tribunal
de grande instance.

2. Toutes les autres inventions appartiennent au salarié.
Toutefois, lorsqu'une invention est faite par un salarié soit
dans le cours de l'exécution de ses fonctions, soit dans le
domaine des activités de lentreprise, soit par la
connaissance ou l'utilisation des techniques ou de moyens
spécifiques a l'entreprise, ou de données procurées par
elle, I'employeur a le droit, dans des conditions et délais
fixés par décret en Conseil d'Etat, de se faire attribuer la
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propriété ou la jouissance de tout ou partie des droits
attachés au brevet protégeant I'invention de son salarié.

Le salarié doit en obtenir un juste prix qui, a défaut
d'accord entre les parties, est fixé par la commission de
conciliation instituée par l'article L. 615-21 ou par le
tribunal de grande instance : ceux-ci prendront en
considération tous éléments qui pourront leur étre fournis
notamment par l'employeur et par le salarié, pour
calculer le juste prix tant en fonction des apports initiaux
de TI'un et de lautre que de l'utilité industrielle et
commerciale de l'invention.

3. Le salarié auteur d'une invention en informe son
employeur qui en accuse réception selon des modalités et
des délais fixés par voie réglementaire.

Le salarié et I'employeur doivent se communiquer tous
renseignements utiles sur l'invention en cause. Ils doivent
s'abstenir de toute divulgation de nature a compromettre
en tout ou en partie l'exercice des droits conférés par le
présent livre. Tout accord entre le salarié et son
employeur ayant pour objet une invention de salarié doit,
a peine de nullité, étre constaté par écrit.

4. Les modalités d'application du présent article sont
fixées par décret en Conseil d'Etat.

5. Les dispositions du présent article sont également
applicables aux agents de I'Etat, des collectivités
publiques et de toutes autres personnes morales de droit
public, selon des modalités qui sont fixées par décret en
Conseil d'Etat.

Article L611-8

Si un titre de propriété industrielle a été demandé soit
pour une invention soustraite a linventeur ou a ses
ayants cause, soit en violation d'une obligation légale ou
conventionnelle, la personne lésée peut revendiquer la
propriété de la demande ou du titre délivré.

L'action en revendication se prescrit par trois ans a
compter de la publication de la délivrance du titre de
propriété industrielle.

Toutefois, en cas de mauvaise foi au moment de la
délivrance ou de lacquisition du titre, le délai de
prescription est de trois ans a compter de 1'expiration du
titre.

Article L613-8

Les droits attachés a une demande de brevet ou a un
brevet sont transmissibles en totalité ou en partie.

Ils peuvent faire l'objet, en totalité ou en partie, d'une
concession de licence d'exploitation, exclusive ou non
exclusive.

Les droits conférés par la demande de brevet ou le brevet
peuvent étre invoqués a l'encontre d'un licencié qui
enfreint I'une des limites de sa licence imposées en vertu
de l'alinéa précédent.

Sous réserve du cas prévu a larticle L. 611-8, une
transmission des droits visés au premier alinéa ne porte
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pas atteinte aux droits acquis par des tiers avant la date
de transmission.

Les actes comportant une transmission ou une licence,
visés aux deux premiers alinéas, sont constatés par écrit,
a peine de nullité.

Article 1L613-9

Tous les actes transmettant ou modifiant les droits
attachés a une demande de brevet ou a un brevet doivent,
pour étre opposables aux tiers, étre inscrits sur un
registre, dit registre national des brevets, tenu par
I'Institut national de la propriété industrielle.

Toutefois, avant son inscription, un acte est opposable aux
tiers qui ont acquis des droits aprés la date de cet acte,
mais qui avalent connaissance de celui-ci lors de
I'acquisition de ces droits.

Le licencié, partie a un contrat de licence non inscrit sur le
registre national des brevets, est également recevable a
intervenir dans l'instance en contrefacon engagée par le
propriétaire du brevet afin d'obtenir la réparation du
préjudice qui lui est propre.

Article 1.613-29

La copropriété d'une demande de brevet ou d'un brevet
est régie par les dispositions suivantes :

a) Chacun des copropriétaires peut exploiter l'invention a
son profit, sauf a indemniser équitablement les autres
copropriétaires qui n'exploitent pas personnellement
Iinvention ou qui n'ont pas concédé de licences
d'exploitation. A défaut d'accord amiable, cette indemnité
est fixée par le tribunal de grande instance.

b) Chacun des copropriétaires peut agir en contrefacon a
son seul profit. Le copropriétaire qui agit en contrefacon
doit notifier l'assignation délivrée aux autres
copropriétaires ; il est sursis a statuer sur l'action tant
qu'il n'est pas justifié de cette notification.

¢) Chacun des copropriétaires peut concéder a un tiers
une licence d'exploitation non exclusive a son profit, sauf a
indemniser équitablement les autres copropriétaires qui
n'exploitent pas personnellement l'invention ou qui n'ont
pas concédé de licence d'exploitation. A défaut d'accord
amiable, cette indemnité est fixée par le tribunal de
grande instance.

Toutefois, le projet de concession doit étre notifié aux
autres copropriétaires accompagné d'une offre de cession
de la quote-part a un prix déterminé.

Dans un délai de trois mois suivant cette notification, I'un
quelconque des copropriétaires peut s'opposer a la
concession de licence a la condition d'acquérir la
quote-part de celui qui désire accorder la licence. A défaut
d'accord dans le délai prévu a l'alinéa précédent, le prix
est fixé par le tribunal de grande instance. Les parties
disposent d'un délai d'un mois a compter de la notification
du jugement ou, en cas d'appel, de l'arrét, pour renoncer a
la concession de la licence ou a l'achat de la part de
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copropriété sans préjudice des dommages-intéréts qui
peuvent étre dus ; les dépens sont a la charge de la partie
qui renonce.

d) Une licence d'exploitation exclusive ne peut étre
accordée qu'avec l'accord de tous les copropriétaires ou par
autorisation de justice.

e) Chaque copropriétaire peut, & tout moment, céder sa
quote-part. Les copropriétaires disposent dun droit de
préemption pendant un délai de trois mois a compter de
la notification du projet de cession. A défaut d'accord sur le
prix, celui-ci est fixé par le tribunal de grande instance.
Les parties disposent d'un délai d'un mois a compter de la
notification du jugement ou, en cas d'appel, de l'arrét,
pour renoncer a la vente ou a l'achat de la part de
copropriété sans préjudice des dommages-intéréts qui
peuvent étre dus ; les dépens sont a la charge de la partie
qui renonce.

Partie réglementaire

Article R611-15

Lnstitut national de la propriété industrielle ne controle
pas l'exactitude de la désignation de l'inventeur prévue a
l'article R. 612-10.

Article R611-17

La désignation de l'inventeur ne peut étre rectifiée que
sur requéte accompagnée du consentement de la
personne désignée a tort, et, si la requéte n'est pas
présentée par le demandeur ou le titulaire du brevet, du
consentement de I'un ou de l'autre. Les dispositions de
l'article R. 612-10 sont applicables.

Si une désignation erronée de l'inventeur a été inscrite au
Registre national des brevets ou publiée au Bulletin
officiel de la propriété industrielle, cette inscription ou
publication est rectifiée. La mention de la désignation
erronée de l'inventeur est rectifiée dans les exemplaires
des publications de la demande de brevet ou des fascicules
du brevet non encore diffusés.

Les dispositions de I'alinéa précédent sont applicables en
cas dannulation judiciaire de la désignation de
I'inventeur.

Article R611-18

L'action en revendication de propriété d'une demande de
brevet ou d'un brevet fait l'objet d'une inscription au
Registre national des brevets a la requéte de la personne
qui a intenté cette action.

Si la décision judiciaire est rendue en faveur de la
personne qui a intenté l'action, les exemplaires de la
demande de brevet ou du brevet dont dispose 1'Institut
national de la propriété industrielle pour la consultation
publique et pour la vente sont revétus d'une mention
faisant apparaitre le changement de propriétaire du
brevet.

Article R611-19
La procédure de délivrance du brevet est suspendue a la
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requéte écrite de toute personne qui apporte la
justification qu'elle a intenté aupres du tribunal de grande
Instance une action en revendication de la propriété de la
demande de brevet.

La suspension de la procédure prend effet du jour ou la
justification est apportée ; toutefois, elle ne fait pas
obstacle a I'application de I'article R. 612-39.

La procédure de délivrance du brevet est reprise des que
la décision du tribunal est passée en force de chose jugée ;
elle peut également étre reprise a tout moment sur le
consentement écrit de la personne qui a intenté l'action en
revendication de propriété de la demande de brevet ; ce
consentement est irrévocable.

La suspension et la reprise de la procédure sont inscrites
au Registre national des brevets.

Article R611-20

A compter du jour ou une personne a apporté la
justification qu'elle a intenté une action, le titulaire de la
demande de brevet ou du brevet ne peut retirer la
demande ou renoncer au brevet en totalité ou a I'une ou
plusieurs des revendications qu'il comporte, sauf sur le
consentement écrit de la personne qui a intenté I'action en
revendication de propriété.
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United States Code Title 35 —
(Rev. 6, Sept. 2007)

Patents

35 U.S.C. 25 Declaration in lieu of oath.

(@The Director may by rule prescribe that any
document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other
regulation to be under oath may be subscribed to by a
written declaration in such form as the Director may
prescribe, such declaration to be in lieu of the oath
otherwise required.

(b)Whenever such written declaration is used, the
document must warn the declarant that willful false
statements and the like are punishable by fine or
imprisonment, or both (18 U.S.C. 1001).

35 U.S.C. 100 Definitions.
When used in this title unless the context otherwise
indicates —

(a) The term “invention” means invention or discovery.
(d)The word “patentee” includes not only the patentee
to whom the patent was issued but also the successors
in title to the patentee.

35 U.S.C. 101 Inventions patentable.

Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the conditions
and requirements of this title.

35 U.S.C. 102 Conditions for patentability; novelty and
loss of right to patent.
A person shall be entitled to a patent unless —

(b)the invention was patented or described in a printed
publication in this or a foreign country or in public use
or on sale in this country, more than one year prior to
the date of the application for patent in the United
States, or

(Dhe did not himself invent the subject matter sought
to be patented, or

(@(Dduring the course of an interference conducted
under section 135 or section 291, another inventor
involved therein establishes, to the extent permitted in
section 104, that before such person’s invention thereof
the invention was made by such other inventor and
not abandoned, suppressed, or concealed, or (2) before
such person’s invention thereof, the invention was
made in this country by another inventor who had not
abandoned, suppressed, or concealed it. In determining
priority of invention under this subsection, there shall
be considered not only the respective dates of
conception and reduction to practice of the invention,
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but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time
prior to conception by the other.

35 U.S.C. 115 Oath of applicant.

The applicant shall make oath that he believes himself
to be the original and first inventor of the process,
machine, manufacture, or composition of matter, or
improvement thereof, for which he solicits a patent;
and shall state of what country he is a citizen. Such
oath may be made before any person within the United
States authorized by law to administer oaths, or, when
made in a foreign country, before any diplomatic or
consular officer of the United States authorized to
administer oaths, or before any officer having an
official seal and authorized to administer oaths in the
foreign country in which the applicant may be, whose
authority is proved by certificate of a diplomatic or
consular officer of the United States, or apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles of
designated officials in the United States. Such oath is
valid if it complies with the laws of the state or country
where made. When the application is made as
provided in this title by a person other than the
inventor, the oath may be so varied in form that it can
be made by him. For purposes of this section, a
consular officer shall include any United States citizen
serving overseas, authorized to perform notarial
functions pursuant to section 1750 of the Revised
Statutes, as amended (22 U.S.C. 4221).

35 U.S.C. 116 Inventors.

When an invention is made by two or more persons
jointly, they shall apply for patent jointly and each
make the required oath, except as otherwise provided
in this title. Inventors may apply for a patent jointly
even though (1) they did not physically work together
or at the same time, (2) each did not make the same
type or amount of contribution, or (3) each did not
make a contribution to the subject matter of every
claim of the patent.

If a joint inventor refuses to join in an application for
patent or cannot be found or reached after diligent
effort, the application may be made by the other
inventor on behalf of himself and the omitted inventor.
The Director, on proof of the pertinent facts and after
such notice to the omitted inventor as he prescribes,
may grant a patent to the inventor making the
application, subject to the same rights which the
omitted inventor would have had if he had been joined.
The omitted inventor may subsequently join in the
application.

Whenever through error a person is named in an
application for patent as the inventor, or through an
error an inventor is not named in an application, and
such error arose without any deceptive intention on his
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part, the Director may permit the application to be
amended accordingly, under such terms as he
prescribes.

35 U.S.C. 118 Filing by other than inventor.

Whenever an inventor refuses to execute an
application for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor has
assigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifying such action, may make
application for patent on behalf of and as agent for the
inventor on proof of the pertinent facts and a showing
that such action is necessary to preserve the rights of
the parties or to prevent irreparable damage; and the
Director may grant a patent to such inventor upon
such notice to him as the Director deems sufficient,
and on compliance with such regulations as he
prescribes.

35 U.S.C. 135 Interferences.

(a)Whenever an application is made for a patent
which, in the opinion of the Director, would interfere
with any pending application, or with any unexpired
patent, an interference may be declared and the
Director shall give notice of such declaration to the
applicants, or applicant and patentee, as the case may
be. The Board of Patent Appeals and Interferences
shall determine questions of priority of the inventions
and may determine questions of patentability. Any
final decision, if adverse to the claim of an applicant,
shall constitute the final refusal by the Patent and
Trademark Office of the claims involved, and the
Director may issue a patent to the applicant who is
adjudged the prior inventor. A final judgment adverse
to a patentee from which no appeal or other review has
been or can be taken or had shall constitute
cancellation of the claims involved in the patent, and
notice of such cancellation shall be endorsed on copies
of the patent distributed after such cancellation by the
Patent and Trademark Office.

35 U.S.C. 171 Patents for designs.

Whoever invents any new, original, and ornamental
design for an article of manufacture may obtain a
patent therefor, subject to the conditions and
requirements of this title.

The provisions of this title relating to patents for
inventions shall apply to patents for designs, except as
otherwise provided.

35 U.S.C. 172 Right of priority.

The right of priority provided for by subsections (a)
through (d) of section 119 of this title and the time
specified in section 102(d) shall be six months in the
case of designs. The right of priority provided for by
section 119(e) of this title shall not apply to designs.
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35 U.S.C. 173Term of design patent.
Patents for designs shall be granted for the term of
fourteen years from the date of grant.

35 U.S.C. 256 Correction of named inventor.

Whenever through error a person is named in an
issued patent as the inventor, or through error an
inventor i1s not named in an issued patent and such
error arose without any deceptive intention on his part,
the Director may, on application of all the parties and
assignees, with proof of the facts and such other
requirements as may be imposed, issue a certificate
correcting such error.

The error of omitting inventors or naming persons who
are not inventors shall not invalidate the patent in
which such error occurred if it can be corrected as
provided in this section. The court before which such
matter is called in question may order correction of the
patent on notice and hearing of all parties concerned
and the Director shall issue a certificate accordingly.

35 U.S.C. 2610wnership; assignment.

Subject to the provisions of this title, patents shall have
the attributes of personal property. Applications for
patent, patents, or any interest therein, shall be
assignable in law by an instrument in writing. The
applicant, patentee, or his assigns or legal
representatives may in like manner grant and convey
an exclusive right under his application for patent, or
patents, to the whole or any specified part of the
United States. A certificate of acknowledgment under
the hand and official seal of a person authorized to
administer oaths within the United States, or, in a
foreign country, of a diplomatic or consular officer of the
United States or an officer authorized to administer
oaths whose authority is proved by a certificate of a
diplomatic or consular officer of the United States, or
apostille of an official designated by a foreign country
which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States,
shall be prima facie evidence of the execution of an
assignment, grant, or conveyance of a patent or
application for patent. An assignment, grant, or
conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration,
without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or
prior to the date of such subsequent purchase or
mortgage.

35 U.S.C. 282 Presumption of validity; defenses.

A patent shall be presumed valid. Each claim of a
patent (whether in independent, dependent, or
multiple dependent form) shall be presumed valid
independently of the wvalidity of other -claims;
dependent or multiple dependent claims shall be
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presumed valid even though dependent upon an
invalid claim. Notwithstanding the preceding
sentence, if a claim to a composition of matter is held
invalid and that claim was the basis of a determination
of nonobviousness under section 103(b)(1), the process
shall no longer be considered nonobvious solely on the
basis of section 103(b)(1). The burden of establishing
invalidity of a patent or any claim thereof shall rest on
the party asserting such invalidity.

The following shall be defenses in any action involving
the validity or infringement of a patent and shall be
pleaded:

(1)Noninfringement,  absence
infringement, or unenforceability,
(2)Invalidity of the patent or any claim in suit on any
ground specified in part II of this title as a condition for
patentability,

(3)Invalidity of the patent or any claim in suit for
failure to comply with any requirement of sections 112
or 251 of this title,

(4)Any other fact or act made a defense by this title.

In actions involving the validity or infringement of a
patent the party asserting invalidity or
noninfringement shall give notice in the pleadings or
otherwise in writing to the adverse party at least thirty
days before the trial, of the country, number, date, and
name of the patentee of any patent, the title, date, and
page numbers of any publication to be relied upon as
anticipation of the patent in suit or, except in actions in
the United States Court of Federal Claims, as showing
the state of the art, and the name and address of any
person who may be relied upon as the prior inventor or
as having prior knowledge of or as having previously
used or offered for sale the invention of the patent in
suit. In the absence of such notice proof of the said
matters may not be made at the trial except on such
terms as the court requires.

Invalidity of the extension of a patent term or any
portion thereof under section 154(b) or 156 of this title
because of the material failure—

(1by the applicant for the extension, or

(2)by the Director, to comply with the requirements of
such section shall be a defense in any action involving
the infringement of a patent during the period of the
extension of its term and shall be pleaded. A due
diligence determination under section 156(d)(2) is not
subject to review in such an action.

of lhability for

35 U.S.C. 301 Citation of prior art.

Any person at any time may cite to the Office in
writing prior art consisting of patents or printed
publications which that person believes to have a
bearing on the patentability of any claim of a
particular patent. If the person explains in writing the
pertinency and manner of applying such prior art to at
least one claim of the patent, the citation of such prior
art and the explanation thereof will become a part of
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the official file of the patent. At the written request of
the person citing the prior art, his or her identity will
be excluded from the patent file and kept confidential.

35 U.S.C. 302 Request for reexamination.

Any person at any time may file a request for
reexamination by the Office of any claim of a patent on
the basis of any prior art cited under the provisions of
section 301 of this title. The request must be in writing
and must be accompanied by payment of a
reexamination fee established by the Director
pursuant to the provisions of section 41 of this title.
The request must set forth the pertinency and manner
of applying cited prior art to every claim for which
reexamination is requested. Unless the requesting
person is the owner of the patent, the Director
promptly will send a copy of the request to the owner of
record of the patent.

35 U.S.C. 303 Determination of issue by Director.
(a)Within three months following the filing of a request
for reexamination under the provisions of section 302
of this title, the Director will determine whether a
substantial new question of patentability affecting any
claim of the patent concerned is raised by the request,
with or without consideration of other patents or
printed publications. On his own initiative, and any
time, the Director may determine whether a
substantial new question of patentability is raised by
patents and publications discovered by him or cited
under the provisions of section 301 of this title. The
existence of a substantial new question of patentability
is not precluded by the fact that a patent or printed
publication was previously cited by or to the Office or
considered by the Office.

(b)A record of the Director’s determination under
subsection (a) of this section will be placed in the
official file of the patent, and a copy promptly will be
given or mailed to the owner of record of the patent
and to the person requesting reexamination, if any.
(©A determination by the Director pursuant to
subsection (a) of this section that no substantial new
question of patentability has been raised will be final
and nonappealable. Upon such a determination, the
Director may refund a portion of the reexamination fee
required under section 302 of this title.

35 U.S.C. 304 Reexamination order by Director.

If, in a determination made under the provisions of
subsection 303(a) of this title, the Director finds that a
substantial new question of patentability affecting any
claim of a patent is raised, the determination will
include an order for reexamination of the patent for
resolution of the question. The patent owner will be
given a reasonable period, not less than two months
from the date a copy of the determination is given or
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mailed to him, within which he may file a statement
on such question, including any amendment to his
patent and new claim or claims he may wish to
propose, for consideration in the reexamination. If the
patent owner files such a statement, he promptly will
serve a copy of it on the person who has requested
reexamination under the provisions of section 302 of
this title. Within a period of two months from the date
of service, that person may file and have considered in
the reexamination a reply to any statement filed by the
patent owner. That person promptly will serve on the
patent owner a copy of any reply filed.

35 U.S.C. 305 Conduct of reexamination proceedings.
After the times for filing the statement and reply
provided for by section 304 of this title have expired,
reexamination will be conducted according to the
procedures established for initial examination under
the provisions of sections 132 and 133 of this title. In
any reexamination proceeding under this chapter, the
patent owner will be permitted to propose any
amendment to his patent and a new claim or claims
thereto, in order to distinguish the invention as
claimed from the prior art cited under the provisions of
section 301of this title, or in response to a decision
adverse to the patentability of a claim of a patent. No
proposed amended or new claim enlarging the scope of
a claim of the patent will be permitted in a
reexamination proceeding under this chapter. All
reexamination proceedings under this section,
including any appeal to the Board of Patent Appeals
and Interferences, will be conducted with special
dispatch within the Office.

35 U.S.C. 306 Appeal.

The patent owner involved in a reexamination
proceeding under this chapter may appeal under the
provisions of section 134 of this title, and may seek
court review under the provisions of sections 141 to
145 of this title, with respect to any decision adverse to
the patentability of any original or proposed amended
or new claim of the patent.

35 U.S.C. 307 Certificate of
unpatentability, and claim cancellation.
(@)In a reexamination proceeding under this chapter,
when the time for appeal has expired or any appeal
proceeding has terminated, the Director will issue and
publish a certificate canceling any claim of the patent
finally determined to be unpatentable, confirming any
claim of the patent determined to be patentable, and
incorporating in the patent any proposed amended or
new claim determined to be patentable.

patentability,

(b)Any proposed amended or new claim determined to
be patentable and incorporated into a patent following
a reexamination proceeding will have the same effect
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as that specified in section 252 of this title for reissued
patents on the right of any person who made,
purchased, or used within the United States, or
imported into the United States, anything patented by
such proposed amended or new claim, or who made
substantial preparation for the same, prior to issuance
of a certificate under the provisions of subsection (a) of
this section.

35 U.S.C. 311 Request for inter partes reexamination
(2)IN GENERAL.— Any third-party requester at any
time may file a request for inter partes reexamination
by the Office of a patent on the basis of any prior art
cited under the provisions of section 301.

() REQUIREMENTS.— The request shall—

(1be in writing, include the identity of the real party in
interest, and be accompanied by payment of an inter
partes reexamination fee established by the Director
under section 41; and

(2)set forth the pertinency and manner of applying
cited prior art to every claim for which reexamination
is requested.

(c)COPY— The Director promptly shall send a copy of
the request to the owner of record of the patent.

35 U.S.C. 312Determination of issue by Director
(2)REEXAMINATION.— Not later than 3 months
after the filing of a request for inter partes
reexamination under section 311, the Director shall
determine whether a substantial new question of
patentability affecting any claim of the patent
concerned is raised by the request, with or without
consideration of other patents or printed publications.
The existence of a substantial new question of
patentability is not precluded by the fact that a patent
or printed publication was previously cited by or to the
Office or considered by the Office.

(RECORD.— A record of the Director’s
determination under subsection (a) shall be placed in
the official file of the patent, and a copy shall be
promptly given or mailed to the owner of record of the
patent and to the third-party requester.

(OFINAL DECISION.— A determination by the
Director under subsection (a) shall be final and
non-appealable. Upon a determination that no
substantial new question of patentability has been
raised, the Director may refund a portion of the inter
partes reexamination fee required under section 311.

35 U.S.C. 313 Inter partes reexamination order by
Director

If, in a determination made under section 312(a), the
Director finds that a substantial new question of
patentability affecting a claim of a patent is raised, the
determination shall include an order for inter partes
reexamination of the patent for resolution of the
question. The order may be accompanied by the initial
action of the Patent and Trademark Office on the
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merits of the inter partes reexamination conducted in
accordance with section 314.

35 U.S.C. 314 Conduct of inter partes reexamination
proceedings

(a)IN GENERAL.— Except as otherwise provided in
this section, reexamination shall be conducted
according to the procedures established for initial
examination under the provisions of sections 132 and
133. In any inter partes reexamination proceeding
under this chapter, the patent owner shall be
permitted to propose any amendment to the patent
and a new claim or claims, except that no proposed
amended or new claim enlarging the scope of the
claims of the patent shall be permitted.
(b)RESPONSE.—

(1)With the exception of the inter partes reexamination
request, any document filed by either the patent owner
or the third-party requester shall be served on the
other party. In addition, the Office shall send to the
third-party requester a copy of any communication
sent by the Office to the patent owner concerning the
patent subject to the inter partes reexamination
proceeding.

(2)Each time that the patent owner files a response to
an action on the merits from the Patent and
Trademark Office, the third-party requester shall have
one opportunity to file written comments addressing
issues raised by the action of the Office or the patent
owner’s response thereto, if those written comments
are received by the Office within 30 days after the date
of service of the patent owner’s response.

(¢0)SPECIAL DISPATCH.— Unless otherwise provided
by the Director for good cause, all inter partes
reexamination proceedings under this section,
including any appeal to the Board of Patent Appeals
and Interferences, shall be conducted with special
dispatch within the Office.

35 U.S.C. 315 Appeal

(2)PATENT OWNER.— The patent owner involved in
an inter partes reexamination proceeding under this
chapter—

(1)may appeal under the provisions of section 134 and
may appeal under the provisions of sections 141
through 144, with respect to any decision adverse to
the patentability of any original or proposed amended
or new claim of the patent; and

(2)may be a party to any appeal taken by a third-party
requester under subsection (b).

(b)THIRD-PARTY REQUESTER.— A third-party
requester—

(1)may appeal under the provisions of section 134, and
may appeal under the provisions of sections 141
through 144, with respect to any final decision
favorable to the patentability of any original or
proposed amended or new claim of the patent; and
(2may, subject to subsection (c), be a party to any
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appeal taken by the patent owner under the provisions
of section 134 or sections 141 through 144.

(c)CIVIL ACTION.— A third-party requester whose
request for an inter partes reexamination results in an
order under section 313 is estopped from asserting at a
later time, in any civil action arising in whole or in part
under section 1338 of title 28, the invalidity of any
claim finally determined to be valid and patentable on
any ground which the third-party requester raised or
could have raised during the inter partes
reexamination proceedings. This subsection does not
prevent the assertion of invalidity based on newly
discovered prior art unavailable to the third-party
requester and the Patent and Trademark Office at the
time of the inter partes reexamination proceedings.

35 US.C. 316 Certificate of
unpatentability and claim cancellation
(2)IN GENERAL.— In an inter partes reexamination
proceeding under this chapter, when the time for
appeal has expired or any appeal proceeding has
terminated, the Director shall issue and publish a
certificate canceling any claim of the patent finally
determined to be unpatentable, confirming any claim
of the patent determined to be patentable, and
Incorporating in the patent any proposed amended or
new claim determined to be patentable.

(WAMENDED OR NEW CLAIM.— Any proposed
amended or new claim determined to be patentable
and incorporated into a patent following an inter
partes reexamination proceeding shall have the same
effect as that specified in section 252 of this title for
reissued patents on the right of any person who made,
purchased, or used within the United States, or
imported into the United States, anything patented by
such proposed amended or new claim, or who made
substantial preparation therefor, prior to issuance of a
certificate under the provisions of subsection (a) of this
section.

patentability,

35 U.S.C. 317 Inter partes reexamination prohibited

(2)ORDER FOR REEXAMINATION.—
Notwithstanding any provision of this chapter, once an
order for inter partes reexamination of a patent has
been issued under section 313, neither the third-party
requester nor its privies may file a subsequent request
for inter partes reexamination of the patent until an
inter partes reexamination certificate is issued and
published under section 316, unless authorized by the
Director.

(b)FINAL DECISION.— Once a final decision has
been entered against a party in a civil action arising in
whole or in part under section 1338 of title 28, that the
party has not sustained its burden of proving the
invalidity of any patent claim in suit or if a final
decision in an inter partes reexamination proceeding
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KEFRFTHA] (837 CFR)
(December 2009)

§ 1.17 R O A O AL FH0k}

(@ ABUCE KT HROFHD 1 ITHS HIFEE
DEH $200.00

§ 1.12— &R O

§ 1.14— HFEORE
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§ 1.59—1HHOHIBR

§ 1.103(a) — HFEIZBE3 AV dfE1E
§1.136(b)— § 1.136(a) DHEAFIHTHZ &R
TERWGAICRIT 5, WIRIER 4Rk 2 HiRIE
EibsRo e

§ 1.295 —VETEFIIBERDOABRE I B2 Pk
P!
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§ 1.377—F5iFim I AN S 7= #ERF AR
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§ 1.956 — Y FHH R FHEE THUI OV TOHAMIE
T2 Red DRFHTAE ORfR

§ 5.12—ZMEHFEZFRTIC OV T O RLER

§ 5.15—FF RIHEIHDOZ T

instituted by a third-party requester is favorable to the
patentability of any original or proposed amended or
new claim of the patent, then neither that party nor its
privies may thereafter request an inter partes
reexamination of any such patent claim on the basis of
issues which that party or its privies raised or could
have raised in such civil action or inter partes
reexamination proceeding, and an inter partes
reexamination requested by that party or its privies on
the basis of such issues may not thereafter be
maintained by the Office, notwithstanding any other
provision of this chapter. This subsection does not
prevent the assertion of invalidity based on newly
discovered prior art unavailable to the third-party
requester and the Patent and Trademark Office at the
time of the inter partes reexamination proceedings.

35 U.S.C. 318 Stay of litigation

Once an order for inter partes reexamination of a
patent has been issued under section 313, the patent
owner may obtain a stay of any pending litigation
which involves an issue of patentability of any claims
of the patent which are the subject of the inter partes
reexamination order, unless the court before which
such litigation is pending determines that a stay would
not serve the interests of justice.

Title 37 - Code of Federal Regulations Patents,
Trademarks, and Copyrights (December 2009)

§ 1.17 Patent application and reexamination
processing fees.

(@)For filing a petition under one of the following
sections which refers to this paragraph:. . . $200.00

§ 1.12—for access to an assignment record.

§ 1.14—for access to an application.

§1.47—for filing by other than all the inventors or a
person not the inventor.

§ 1.59—for expungement of information.

§ 1.103(a)—to suspend action in an application.

§ 1.136(b)—for review of a request for extension for
extension of time when the provisions of §1.136 (a) are
not available.

§ 1.295—for review of refusal to publish a statutory
invention registration.

§ 1.296—to withdraw a request for publication of a
statutory invention registration filed on or after the
date the notice of intent to publish issued.

§ 1.8377—for review of decision refusing to accept and
record payment of a maintenance fee filed prior to
expiration of a patent.

§ 1.550(c)—for patent owner requests for extension of
time in ex parte reexamination proceedings.

§ 1.956—for patent owner requests for extension of
time in inter partes reexamination proceedings.

§ 5.12—for expedited handling of a foreign filing
license.

§ 5.15—for changing the scope of a license.
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=R HFEO R

§ 1.53()B)— § 1.53() ITEEASWTHH SN2
HIFED § 1.53(b) (235 < FEBHIFE~ DL

§ 1.55 —fBSeHEESFHDL H DRtk

§ 1.71(@©Q)— § 1.71(g) 1THA< | FHE LIAHIE
O

§1.99(e)— § 1.99 [ZH< | IBE L7z HRH O

§ 1.103(b) — [R7E S =iz 31T DAV E IR
FER, BIEHRRA T ik e HRE( § 1.53(d))

§ 1.103(c) — [R7E S 7= IR R 1T D535 1R D
R, kprEAEER(8 1.119)
§ 1.103(d)— HIFEI DV N T OEEFEH DEER

§ 1.217— 4 HFEAB DO T-DITRE S - EmE
RSN, HFEO 7 7 A UZB L TR E R
T EFEZOWT D, Fde ST E DAL

§ 1.221 — HFEOEEAR IR DFER

§ 1.291()(5) — [Fl— D FEFFRE Y FHIZ L D
2 [EIX 3 &R DH RO

§ 1.497(d) — [EFEEEPE RV CREH & TV 238
TR & B DRI G SN - EEETE
ZE0 35U.S.C. 5371 5@ 1ZhtH#EH

§ 3.81 i NITHFFE AT T H720Is, 3175
BBORI R TR XA B RERIE

() ReBEHEE S - R % 35 ULS.C.
B111 2k, 5133 S4e. 364 FNUTFH 3T S
WZHSL B AR D=0, 35 US.C. 4 151
SR THS  FAT TR O R AR RN D T- 8D D
SO AR RS S - Bz T2 % 35
U.S.C. %5 133 SATHEASL EHEARD BT DDH
FHEOREH(8 1.137()

/B EEMN(S 1.27() 128D H D $270.00
/NI EERLISAMNC X 5 6 D $ 540.00

§ 1.41 FrFFHIFEA

@QFFFHT. FBEORPEOLNIB O THEESN
5,
(1) FEEHFE AR D TR AL, § 1.53(d@ LY

§ 5.25—for retroactive license.

()Processing fee for taking action under one of the
following  sections  which  refers to  this
paragraph:..... ................. $130.00

§ 1.28(c)(B)—for processing a non-itemized fee
deficiency based on an error in small entity status.

§ 1.41—for supplying the name or names of the
inventor or inventors after the filing date without an
oath or declaration as prescribed by § 1.63, except in
provisional applications.

§ 1.48—for correcting inventorship,
provisional applications.

§ 1.52(d)—for processing a nonprovisional application
filed with a specification in a language other than
English.

§ 1.53(b)(3)—to convert a provisional application filed
under § 1.53(c) into a nonprovisional application under
§ 1.53(b).

§ 1.55—for entry of late priority papers.
§1.71(e)(2—for processing a belated amendment
under § 1.71(g).

§ 1.99(e)—for processing a belated submission under §
1.99.

§ 1.103(b)—for requesting limited suspension of action,
continued prosecution application for a design patent
(§ 1.53(d)).

§ 1.103(c)—for requesting limited suspension of action,
request for continued examination (§ 1.114).

§ 1.103(d—for requesting deferred examination of an
application.

§ 1.217—for processing a redacted copy of a paper
submitted in the file of an application in which a
redacted copy was submitted for the patent application
publication.

§ 1.221—for requesting voluntary publication or
republication of an application.

§ 1.291(c)(5)—for processing a second or subsequent
protest by the same real party in interest.

§ 1.497(d)—for filing an oath or declaration pursuant
to 35 U.S.C. 371(c)(4) naming an inventive entity
different from the inventive entity set forth in the
international stage.

§ 3.81—for a patent to issue to assignee, assignment
submitted after payment of the issue fee.

(DFor filing a petition for the revival of an unavoidably
abandoned application under 35 U.S.C. 111, 133, 364,
or 371, for the unavoidably delayed payment of the
issue fee under 35 U.S.C. 151, or for the revival of an
unavoidably terminated reexamination proceeding
under 35 U.S.C. 133 (§ 1.137(2)):

except 1n

By a small entity (§ 1.27(a)). . . . $270.00
By other than a small entity . . . . $540.00

§ 1.41 Applicant for patent.

(a)A patent is applied for in the name or names of the
actual inventor or inventors.

(1)The inventorship of a non provisional application is
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§1.63(d ITED LN AEIRE, §1.63 (2X
STHESN TWAEEEIESEICHEIN
TWHRIFEATHD, §1.63 ITL->THESZ
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HENRWEATR, B4, §1.530) 1IZ0E-
THRE SN HFEERICGGER SN QO D 3884
Thd, I2120. HEEAN, §1.170) [TiiHS
NCWDUFRTFEE G, FIHE DL TRAE
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Q) HFEICARDFIE 4, §1.5100) 12k
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PRAMHFEOFRE FPICHR I SR Va1, 80
FIE, § 15300 1Tt~ THEH &= HFEESEIC
U SN QW BRIAEL TH D, 7272 L, HFEA
28, §1.17(q) IZFEE SN TV ATk A&
D, FEFE DL E R IE T 5 2 A
L7z &i1E, ZORY TRV,

B §163 ICk-oTHIESNTWS
IFESEARE IR S D IHHRE, X%
§ 1.51()(1) &L » THIE I TV DR A s
FIHREE SN AIRHEFEICB L i, 2 oHFEESE
238 1.53(0) Xix§1.53(0) (ThE-> THRHE SN DEE
(2, EBEORAE LB 2 DNDENOLFR, FEAT
FOEEEDME S22 ue B ey,

(4) 35 US.C. % 371 SIS\ THEHNERI R
1T DEBRHFEI AR DFIEA L, SRR EREHRE
(R STV D 3IE 4 T - ¢, PCT #HI
92 D 2 |\ZHANWTYTONI-EF 2T, [EEH
FEIZBW TR ST D REIA TR & 13 R
72 DRATROL TR E LD, UL PCT
A 4.17Gv) (2SO TRE SN E S EOMER
D%z, PCT #HAI 92 @ 2 [ZHAWTHAASA
[ZOWTOEEIMTON TS EADELES L
IFESEORHIZEL UL §1.497(d) KUD
ZZM(35 U.S.C. # 371 SRITEASWTEPNEE
AT HIERSHFEC I, § 1.480(D) 136 L7
AV

b) BRI RRHDEEEERE . 2N HDHRITE
WSS THFEA) &3, FrtifEze4%
FEHAEE U IIHLFEIFEIE. 3 §1.42, §1.43
FHLLIE 8147 ISEEH S TWB, FEIEICD
> CRRFHEZ T 2820 ),

HEERLL

(© HFEEADSDOEREEZITTODHEE, BHE
OREEE LT, FRFHIREZ PR XX IR
FRGRETIC R D Z N TE DN, HFEICET S
HEIES(§1.63) 1%, §1.64 ([THE-TOIHT
I LENTE D,

(d) FHTOWTOREFDE Ul & I3, AT
LFITK L, HENZHES 22 & DR 2 E0R
THIENTE D,

§ 1.45 JLRERAE
(a) JEFPFEAFEIIILR U CRFFHIEZ L2200 U

that inventorship set forth in the oath or declaration as
prescribed by § 1.63, except as provided for in §§
1.53(d)(4) and 1.63(d). If an oath or declaration as
prescribed by § 1.63 is not filed during the pendency of
a nonprovisional application, the inventorship is that
inventorship set forth in the application papers filed
pursuant to § 1.53(b), unless applicant files a paper,
including the processing fee set forth in § 1.170),
supplying or changing the name or names of the
inventor or inventors.

(2)The inventorship of a provisional application is that
inventorship set forth in the cover sheet as prescribed
by § 1.51(c)(1). If a cover sheet as prescribed by §
1.51()(1) is not filed during the pendency of a
provisional application, the inventorship is that
inventorship set forth in the application papers filed
pursuant to § 1.53(c), unless applicant files a paper
including the processing fee set forth in § 1.17(q),
supplying or changing the name or names of the
inventor or inventors.

(3)In a nonprovisional application filed without an oath
or declaration as prescribed by § 1.63 or a provisional
application filed without a cover sheet as prescribed by
§ 1.51(c)(1), the name, residence, and citizenship of
each person believed to be an actual inventor should be
provided when the application papers pursuant to §
1.53(b) or § 1.53(c) are filed.

(4)The inventorship of an international application
entering the national stage under 35 U.S.C. 371 is that
inventorship set forth in the international application,
which includes any change effected under PCT Rule
92bis. See § 1.497(d) and () for filing an oath or
declaration naming an inventive entity different from
the inventive entity named in the international
application, or if a change to the inventive entity has
been effected under PCT Rule 92bissubsequent to the
execution of any declaration filed under PCT Rule
4.17Gv) (§ 1.48((1) does not apply to an international
application entering the national stage under 35
U.S.C. 370).

(b)Unless the contrary is indicated the word
“applicant” when used in these sections refers to the
inventor or joint inventors who are applying for a
patent, or to the person mentioned in §§ 1.42, 1.43 or
1.47 who is applying for a patent in place of the
inventor.

(©Any person authorized by the applicant may
physically or electronically deliver an application for
patent to the Office on behalf of the inventor or
inventors, but an oath or declaration for the
application (§ 1.63) can only be made in accordance
with § 1.64.

(dA showing may be required from the person filing
the application that the filing was authorized where
such authorization comes into question.

§ 1.45 Joint inventors.
(a)Joint inventors must apply for a patent jointly and
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BT, FEHAPIEOEEIESE LT
MEZ 5700, §1.47 (DD GAERE, HFH
FFEOHD 1 DA TIE, XIEE TidZenitFE
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HFEZ 925 Z LN TEZRY,

(b) FEHE L IROFMTZEL L TN DA TH-
ThH, HFELTHEET 2 LN TE D,

(1) =15 DOEDWERHIN S LRI 18)
DWW 72356

(2) BIEIAFEEFEIFEOE#RE LT e
STega, T

(3 HHIEFEOERD, TOHFEOETHY L—
AZITR A TN S T3

(0 FEHFAICHEEDOFIAE DR STV D
BlE. FEA STV DAL, AL LT
ITHFEITC, ZOHFEIRA VR ED 1 DT L—
LADOFHTH L CEEBRL TWORITFUER 5T, £
7o, ORI, 35U.S.C. % 116 SRz < 3t
R & 70 SIVD, ARHIFEIC A O REIE D3 EL
£ SIVTODEATL, 7o STV D BFE T,
BN & UCTUIHERIC, RHFEICBI R ST D
TR L CEBRL TW RIS 63, F72,
ZOfFEE. 35U.8.C. 25 116 SRiH < kA
HIFE & 72 S,

§ 1.46 FEJE SV 3EI KO
FEIASIIIAT SN D FEDRRACE 28T
— I OMERDSFENE ST A T, RRE LT, %
AT 8142, §1.43 XX § 147 [ZE#sh
TWAED 1 IZ& T, HFES S D H A
BT HTODORENSN, o, BEENIES
ENBL SHRTUT R B0, 7272 L, BREFL
§3.81 ITEDHLNTND ERBY, A, I3
B KOsz NMER CRITAR 32 D Z LT
2

§ 1.47 FHIE DB AT D0 TS &
HESB 2 NEA O HFE

() FLFEPZEFAE DR FHEICSINT 5 2 L A i
T 5 XIL#EYRes & L%, IHERIT
B DA L < ITHEREA B2V EATE, A,
OFIE AR L OIEBAHEIE 2 E L TT
I EMTED, BRI ELEEUIES
L, BREEREICET DAL, § 1.17() ([THE
STV D TR, FEBA ROV TERIAIZ
3o TUWNSEE a2 ST e R ENN IR S et
e, IEEARIE L. 0%, §1.63 O
S A T EEEIE S EA T A LT
v, HFEISINT 5 Z &N TED,

(b) FEIE R BV HHREOVERR 2 HEHE T 570, X
KT8 )% LT T BIHERITH L0 L
VLERE DB Z2WEATE, RBHENZ ORI E
FEIE LT LT EEIC L VBT S 2 LIE
B LT THLHE, XFTNLIIMN YT hix
403 B HIEC BT B+ 7 M PERORER 2 3IERH
T5EIE. BAELEDOTZDIZKROFOREA &
LT, HFHEZ T2 LN T& 5, TDLH 7R
HFEIZBIT 2 BEE ISR, BEFHEIC

each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention invented by
them jointly, except as provided in § 1.47.

(b)Inventors may apply for a patent jointly even
though

(1)They did not physically work together or at the
same time,

(2 Each inventor did not make the same type or
amount of contribution, or

(3)Each inventor did not make a contribution to the
subject matter of every claim of the application.

(0)If multiple inventors are named in a nonprovisional
application, each named inventor must have made a
contribution, individually or jointly, to the subject
matter of at least one claim of the application and the
application will be considered to be a joint application
under 35 U.S.C. 116. If multiple inventors are named
in a provisional application, each named inventor must
have made a contribution, individually or jointly, to the
subject matter disclosed in the provisional application
and the provisional application will be considered to be
a joint application under 35 U.S.C. 116.

§ 1.46 Assigned inventions and patents.

In case the whole or a part interest in the invention or
in the patent to be issued is assigned, the application
must still be made or authorized to be made, and an
oath or declaration signed, by the inventor or one of the
persons mentioned in §§ 1.42, 1.43, or 1.47. However,
the patent may be issued to the assignee or jointly to
the inventor and the assignee as provided in § 3.81.

§ 1.47 Filing when an inventor refuses to sign or
cannot be reached.

(2)If a joint inventor refuses to join in an application for
patent or cannot be found or reached after diligent
effort, the application may be made by the other
inventor on behalf of himself or herself and the
nonsigning inventor. The oath or declaration in such
an application must be accompanied by a petition
including proof of the pertinent facts, the fee set forth
in § 1.17(g), and the last known address of the
nonsigning inventor. The nonsigning inventor may
subsequently join in the application by filing an oath or
declaration complying with § 1.63.

(b)Whenever all of the inventors refuse to execute an
application for patent, or cannot be found or reached
after diligent effort, a person to whom an inventor has
assigned or agreed in writing to assign the invention,
or who otherwise shows sufficient proprietary interest
in the matter justifying such action, may make
application for patent on behalf of and as agent for all
the inventors. The oath or declaration in such an
application must be accompanied by a petition
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(1) §1.66 XL §1.68 It~ THERL. T7bb.
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including proof of the pertinent facts, a showing that
such action is necessary to preserve the rights of the
parties or to prevent irreparable damage, the fee set
forth in § 1.17(g), and the last known address of all of
the inventors. An inventor may subsequently join in
the application by filing an oath or declaration
complying with § 1.63.

(0The Office will send notice of the filing of the
application to all inventors who have not joined in the
application at the address(es) provided in the petition
under this section, and publish notice of the filing of
the application in the Official Gazette. The Office may
dispense with this notice provision in a continuation or
divisional application, if notice regarding the filing of
the prior application was given to the nonsigning
inventor(s).

§ 1.48 Correction of inventorship in a patent
application, other than a reissue application, pursuant
to 35 U.S.C. 116.

(a)Nonprovisional application after oath/declaration
filed. If the inventive entity is set forth in error in an
executed § 1.63 oath or declaration in a nonprovisional
application, and such error arose without any
deceptive intention on the part of the person named as
an inventor in error or on the part of the person who
through error was not named as an inventor, the
inventorship of the nonprovisional application may be
amended to name only the actual inventor or
inventors. Amendment of the inventorship requires:
(1A request to correct the inventorship that sets forth
the desired inventorship change;

(2)A statement from each person being added as an
inventor and from each person being deleted as an
inventor that the error in inventorship occurred
without deceptive intention on his or her part;

(3)An oath or declaration by the actual inventor or
inventors as required by § 1.63 or as permitted by §§
1.42, 1.43 or § 1.47;

(4)The processing fee set forth in § 1.17G); and

(5)If an assignment has been executed by any of the
original named inventors, the written consent of the
assignee (see § 3.73(b) of this chapter).

§ 1.63 Oath or declaration.
(@)An oath or declaration filed under § 1.51(b)(2) as a
part of a nonprovisional application must:

(1)Be executed, i.e., signed, in accordance with either §
1.66 or § 1.68. There is no minimum age for a person to
be qualified to sign, but the person must be competent
to sign, 1.e., understand the document that the person
18 signing;

(2)Identify each inventor by full name, including the
family name, and at least one given name without
abbreviation together with any other given name or
initial;
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(3)Identify the country of citizenship of each inventor;
and

(4)State that the person making the oath or
declaration believes the named inventor or inventors to
be the original and first inventor or inventors of the
subject matter which is claimed and for which a patent
1s sought.

(b)In addition to meeting the requirements of
paragraph (a) of this section, the oath or declaration
must also:

(DIdentify the application to which it is directed;
(2)State that the person making the oath or
declaration has reviewed and understands the
contents of the application, including the claims, as
amended by any amendment specifically referred to in
the oath or declaration; and

(3)State that the person making the oath or
declaration acknowledges the duty to disclose to the
Office all information known to the person to be
material to patentability as defined in § 1.56.

(0Unless such information is supplied on an
application data sheet in accordance with § 1.76, the
oath or declaration must also identify:

(1)The mailing address, and the residence if an
inventor lives at a location which is different from
where the inventor customarily receives mail, of each
inventor; and

(2)Any foreign application for patent (or inventor’s
certificate) for which a claim for priority is made
pursuant to § 1.55, and any foreign application having
a filing date before that of the application on which
priority is claimed, by specifying the application
number, country, day, month, and year of its filing.
(A newly executed oath or declaration is not
required under § 1.51()(2) and § 1.53() in a
continuation or divisional application, provided that:

(The prior nonprovisional application contained an
oath or declaration as prescribed by paragraphs (a)
through (c) of this section;

(i)The continuation or divisional application was filed
by all or by fewer than all of the inventors named in
the prior application;

(i)The specification and drawings filed in the
continuation or divisional application contain no
matter that would have been new matter in the prior
application; and

(iv)A copy of the executed oath or declaration filed in
the prior application, showing the signature or an
indication thereon that it was signed, is submitted for
the continuation or divisional application.

(2The copy of the executed oath or declaration
submitted under this paragraph for a continuation or
divisional application must be accompanied by a
statement requesting the deletion of the name or
names of the person or persons who are not inventors
in the continuation or divisional application.

(3)Where the executed oath or declaration of which a
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