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Country
where 1-2industry or technology 1-3staff 1-3Percentage 2-1patent 2—-2make use 3-1 1) Micro 3-1 2) Chemical 3-1 3)Bio
employed
Swiss 10)Other 2)Between 10 and 99 1)Under 19% 3)100 and 499 1) Utilized
Slovak Repu|2) Chemicals3) Bio / Pharmaceuticals10)Other 3) 100 and 499 2) Did not utilize
Germany  [10)Other 3)Between 100 and 499 1) Under 19% 4)500 or more 2) Did not utilize
Germany 1)MIC'I’O— and Nano—.teCS) Bio / F’harmaceutlcals5)(Heavy) 2)Between 10 and 99 1) Under 19% 3)100 and 499 2)Did not utilize
Machinery&8) Electric9) Information
1) Micro— and Nano-tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Spain Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 1)Under 10 1) Under 19% 4)500 or more 2)Did not utilize
Information10)Other
Croatia 2)10 and 99 2)Did not utilize
Croatia 10)Other 1)Under 10 3)50% — 79% 2)10 and 99 2)Did not utilize
Croatia 10)Other 1)Under 10 2)10 and 99 2) Did not utilize
Latvia 3)Bio / Pharmaceuticals9) Information10)Other 2)Between 10 and 99 1) Under 19% 1)Under 10 2)Did not utilize
Latvia 10)Other 2)Between 10 and 99 1)Under 19% 2)10 and 99 2)Did not utilize
. 1) Micro— and Nano—tec2) Chemicals3) Bio / Pharmaceuticals5) (Heavy) Y oo - . .
India Machinery) Materials?) Eneray8) Electricd) Information]0)Other 2)Between 10 and 99 2)20% — 49% 4)500 or more 1) Utilized EPO;US.A EPO;U.S.A
Romania 10)Other 1) Under 10 1) Under 19% 2)10 and 99 2) Did not utilize
Ireland 10)Other 2)Between 10 and 99 1) Under 19% 4)500 or more 1) Utilized US.A
Taiwan 10)Other 2)Between 10 and 99 1) Under 19% 4)500 or more 1) Utilized
Turkey 10)Other 2)Between 10 and 99 4)500 or more 1) Utilized
AU 10)Other 1)Under 10 1) Under 19% 2)10 and 99 1) Utilized
UK 10)Other 2)Between 10 and 99 1) Under 19% 3)100 and 499 1) Utilized US.A
1) Micro— and Nano-tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Lithuania |Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 2)Between 10 and 99 1) Under 19% 2)10 and 99 2) Did not utilize
Information10)Other
finrand 10)Other 3)Between 100 and 499 1)Under 19% 3)100 and 499 1) Utilized
1) Micro- and Nano—tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Czech Repul Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 2)Between 10 and 99 3)50% - 79% 3)100 and 499 2)Did not utilize
Information10)Other
Estonia 10)Other 2)Between 10 and 99 4)500 or more 2)Did not utilize
us 3)Between 100 and 499 1) Under 19% 3)100 and 499 1) Utilized US.A
Brazil 10)Other 4)500 over 1)Under 19% 4)500 or more 1) Utilized Other Other
Denmark _[8) Electric 3)Between 100 and 499 2)20% — 49% 1)Under 10 2)Did not utilize
Bulgaria 2) Chemicals3) Bio / Pharmaceuticals4) Medical 10)Other 2)Between 10 and 99 3)100 and 499 3) 100 and 499 2) Did not utilize
1) Micro— and Nano-tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Belgium Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 2)Between 10 and 99 1)Under 19% 3)100 and 499 1) Utilized US.A US.A USA
Information10)Other
EESSNN| ' )icro- and Nano-tec2) Chemicals3)Bio / Pharmaceuticalsd) Medical (5yp et ocr 10 and 99 1)Under 19% 3)100 and 499 2) Did not utilize
Treatment5) (Heavv) Machinerv6) Materials7) Enerev8) Electric9)
Korea 2) Chemicals3) Bio / Pharmaceuticals6) Materials8) Electric9) Information |3) Between 100 and 499 1)Under 19% 4)500 or more 1) Utilized EPOJapanKoreaU.S.A |Korea
China 10)Other 1) Under 10 1) Under 19% 1)Under 10 2) Did not utilize
1) Micro— and Nano-tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Iceland Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 2)Between 10 and 99 1) Under 19% 3)100 and 499 2)Did not utilize
Information10)Other
1)Micro— and Nano-tec2) Chemicals3) Bio / Pharmaceuticals4) Medical
Russia Treatment5) (Heavy) Machinery6) Materials7) Energy8) Electric9) 3)Between 100 and 499 1) Under 19% 4)500 or more 1) Utilized Russia
Information10)Other
FR 10)Other 1)Under 10 1)Under 19% 2)10 and 99 2)Did not utilize
Austria 5) (Heavy) Machinery 2)Between 10 and 99 3)100 and 499 2)Did not utilize
Poland 6) Materials 2)Between 10 and 99 1) Under 19% 1)Under 10 2) Did not utilize




Country where

employed 3-1 4)Medical 3-1 5)Machinery 3-1 6) Materials 3-1 7)Energy 3-1 8)Electric 3-1 9)Information 3-1 10)Other 3-2 point in time 3-2 public disclosure  |4-1 1conditions surrounding
. 1) Tes2) printed
Swiss Other Other Other 2)B publication5) Other
Slovak Republic
Germany
Germany 2)B 4)research conference Strongly Influenced
Spain
Croatia
Croatia
Croatia 2)B
Latvia
Latvia
India China;EPO;U.S.A 2) B 2) printed publication3) intg Strongly Influenced
Romania
Ireland US.A 2) B 2) printed publication
1) Test2) printed
Taiwan Domestic Office Domestic OfficeU.S.A Domestic OfficeU.S.A 3) Aand B publication4) research Strongly Influenced
conference
Turkey
AU Canada;U.S.A;Other U.S.A;Other 2) B 1) Test5) Other Strongly Influenced
UK 2)B 2) printed publication
Lithuania
finrand USA 2)B 3)internet
Czech Republic
Estonia Strongly Influenced
us USA US.A 3) Aand B 1) Test2) printed Strongly Influenced
publication
Brazil Other Other Other Other 2)B 2)printed publicationd)
research conference
Denmark
Bulgaria
1) Test2) printed
Belgium USA USA USA US.A US.A US.A 3) Aand B publication3) internet4)
research conference
Norway
Korea Korea ChinaEPOJapanKore |, - EPOJapanU.S.A| ChinaEPOJapanU.S.A 1A 3)intemetd) research
aU.S.A conference
China
Iceland
2) printed publication3)
Russia Russia Russia Russia 2)B internet4) research
conference
FR
Austria

Poland




Country where
employed

4-1 2Reasons related

4-1 3Costs

4-1 4process

4-1 5competing systems

4-1 60ther

4-2 1conditions surrounding

4-2 2Reasons related

4-2 3Costs

4-2 4process

Swiss

Slovak Republic

Strongly Influenced

Germany

Germany

Strongly Influenced

Spain

Croatia

Croatia

Croatia

Latvia

Latvia

India

Somewhat Influenced

Somewhat Influenced

Strongly Influenced

Strongly Influenced

Romania

Ireland

Strongly Influenced

Strongly Influenced

Taiwan

Strongly Influenced

Somewhat Influenced

Strongly Influenced

Somewhat Influenced

Turkey

AU

Strongly Influenced

Strongly Influenced

Somewhat Influenced

UK

Strongly Influenced

Lithuania

finrand

We do not have grace
period in Finland and the
grace period at EPO has
very strict conditions, so
we can not use domestic
grace period

Strongly Influenced

Czech Republic

Estonia

Somewhat Influenced

related=Somewhat
Influenced

Strongly Influenced

Strongly Influenced

Strongly Influenced

Somewhat Influenced

Somewhat Influenced

Strongly Influenced

us

Somewhat Influenced

4-1 3Costs=Somewhat
Influenced

Somewhat Influenced

Brazil

Denmark

Bulgaria

Belgium

Strongly Influenced

Norway

Korea

Strongly concerned

China

Strongly Influenced

Somewhat Influenced

Strongly Influenced

Strongly concerned

Somewhat Influenced

Strongly Influenced

Iceland

Russia

Strongly Influenced

FR

Austria

Poland




Country where

employed 4-2 5competing systems 4-2 60ther 4-3 1conditions surrounding| 4-3 2Reasons related 4-3 3Costs 4-3 4process 4-3 5competing systems 4-3 60ther 5-1A
Swiss Il:t‘;lgrace period provided by the 2) consent
Slovak Republic Strongly Influenced Strongly Influenced 3) oppose

The German and European
patent laws do not provide for a

Germany grace period. In Germany only for |Somewhat Influenced Somewhat Influenced 1) strongly support
utility models a grace period is
available
Germany Strongly Influenced 3) oppose
Spain 3) oppose
Croatia 3) oppose
Croatia Strongly Influenced Strongly Influenced Strongly Influenced
Croatia Strongly Influenced
Latvia 2) consent
The GP in Latvia
available only for bad
Latvia Strongly Influenced faith disclosure or for |3)oppose
demonstration at
exhibitions
India 1) strongly support
Romania Strongly Influenced Somewhat Influenced |Somewhat Influenced Strongly Influenced 2) consent
Ireland Strongly Influenced Strongly Influenced 2) consent
Taiwan Strongly Influenced Somewhat Influenced 3) oppose
Turkey 2) consent
AU 2) consent
UK 2) consent
Lithuania
finrand Strongly Influenced 2) consent
Czech Republic Somewhat Influenced Strongly Influenced 3) oppose

Estonia Strongly Influenced Strongly Influenced Somewhat Influenced [Somewhat Influenced Strongly Influenced Strongly Influenced 1) strongly support
us Strongly Influenced Strongly Influenced 1) strongly support
Brazil 3) oppose
Denmark Somewhat Influenced 2) consent
Bulgaria Somewhat Influenced Somewhat Influenced |Somewhat Influenced Somewhat Influenced |Somewhat Influenced 2) consent
Belgium No Grace period in Belgium 1) strongly support
Norway Strongly Influenced 2) consent
Korea Strongly concerned 2) consent
China Strongly Influenced Strongly Influenced Somewhat Influenced Strongly Influenced 1) strongly support

A grace period is not
Iceland offered in Icelandic 3) oppose

Patent Law.
Russia Strongly Influenced 1) strongly support
FR Strongly Influenced Somewhat Influenced [Somewhat Influenced Somewhat Influenced | Strongly Influenced 2) consent
Austria Strongly Influenced 3) oppose

d t : first

Poland Strongly Influenced no needo use: mrs 3) oppose

filing, then disclosure




Country where
employed

5-1 B 1)Length

5-1 B 2)Applicable scope

5-1 B 3)Requirement

5-1 B 4)start date

5-1 B 5) Prior use

5-1 B 6) 18th month

5-1 B 7)application process

5-1 B 8)Concordance

Swiss

Strongly concerned

Slovak Republic

Somewhat concerned

Somewhat concerned

Strongly concerned

Strongly concerned

Extremely concerned

Germany

Somewhat concerned

Somewhat concerned

Extremely concerned

Strongly concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Germany

Extremely concerned

Strongly concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Spain

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Croatia

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Croatia

Croatia

Extremely concerned

Extremely concerned

Somewhat concerned

Extremely concerned

Extremely concerned

Somewhat concerned

Somewhat concerned

Latvia

Somewhat concerned

Strongly concerned

Extremely concerned

Extremely concerned

Strongly concerned

Extremely concerned

Strongly concerned

Somewhat concerned

Latvia

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Extremely concerned

India

Extremely concerned

Extremely concerned

Somewhat concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Somewhat concerned

Extremely concerned

Romania

Strongly concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Somewhat concerned

Extremely concerned

Strongly concerned

Ireland

Extremely concerned

Extremely concerned

Taiwan

Strongly concerned

Extremely concerned

Extremely concerned

Turkey

Strongly concerned

Extremely concerned

Somewhat concerned

Strongly concerned

Extremely concerned

Somewhat concerned

Strongly concerned

Extremely concerned

AU

Somewhat concerned

Extremely concerned

Extremely concerned

Strongly concerned

Strongly concerned

UK

Strongly concerned

Strongly concerned

Somewhat concerned

Lithuania

finrand

Strongly concerned

Extremely concerned

Strongly concerned

Extremely concerned

Strongly concerned

Strongly concerned

Strongly concerned

Strongly concerned

Czech Republic

Extremely concerned

Extremely concerned

Estonia

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Strongly concerned

Strongly concerned

Strongly concerned

us

Strongly concerned

Strongly concerned

Extremely concerned

Strongly concerned

Brazil

Extremely concerned

Extremely concerned

Somewhat concerned

Extremely concerned

Denmark

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Bulgaria

Somewhat concerned

Somewhat concerned

Strongly concerned

Somewhat concerned

Somewhat concerned

Strongly concerned

Belgium

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Norway

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Korea

Strongly concerned

Strongly concerned

Strongly concerned

China

Extremely concerned

Strongly concerned

Extremely concerned

Strongly concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Strongly concerned

Iceland

Extremely concerned

Strongly concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Extremely concerned

Strongly concerned

Russia

Somewhat concerned

Strongly concerned

FR

Somewhat concerned

Somewhat concerned

Somewhat concerned

Somewhat concerned

Strongly concerned

Strongly concerned

Strongly concerned

Strongly concerned

Austria

Strongly concerned

Somewhat concerned

Strongly concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned

Strongly concerned

Poland

Strongly concerned

Strongly concerned

Extremely concerned

Extremely concerned

Extremely concerned

Strongly concerned

Strongly concerned

Somewhat concerned
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MONT ADVENTURE EQUIPN[ENT PTY LTD (ACN 001 305 291) v
PHOENEX LEISURE GROUF PTY LTD (ACN 073 884 983) :.,

FEDERAL COURT OF AUSTRALIA

EMMETT BENNETI‘ and JAGOT JI
11 May, 7 July 2009 — Sydney
[2009] FCAFC 84

Intellectual property — Patents -— Meanmg of “the ﬁlmg date of the complete
application” — (CTH) Patents Regulations 1991 ry 2. 2(1A), 33— (CTH) Patents Act
1990 . )

Pubhcanon or use of an invenfion within 12 months before the ﬁhng date of the
complets’ apphcanon does not affect vahdlty under the’ Act prov1dmg a’grace penod
Morit sued Phoenix for lnfnngement of its inndvation patent in respect of a travel pack and
Phoenix &ountérclaimed that the patéint was invalid: The quesnon is whether the ﬁlmg date
of the ‘compléte specification is:

:(1) . the date of the completé standard: patent apphcatlon or; .
. (2)- the"date of the complete application for: the innovation patent. :

If ( 1), Mont’s patent is.valid, If (2), Mont’s patent is mvahd due to the: oﬁenng for sale
in. October 2004 of the trave] packs ‘

Mont appeals from a ﬁnclmg that the answer lS (2) and the patent mvahd

Held ‘the.: appeal be allowed, declaration that “the filing ‘date of : the comp]ete
application™ is’ the filing. date of the .complete specification for - the standard patent
application, and the respondent to pay the: appellant’s costs; -

-.{i). . The. phrase . “the filing' date of the complete, apphcatlon” refers to. the pa.rent
apphcatwn and not the divisional application. The construction is, reasonably open and is

£ with, the, structure of the Patent 1990 (Cth) and the Patents Regulatwns
=(Cth) as a who]e a.nd avmds unreaton,, results at []4] [55] [75] {88] [98]

,,S Burley SC and J O’Sulltvan msiructed by Bennetz & thlp Soltcztors for the
appellant i

arke mstrucied by Hzckson Lawyert for the respondent

D K C a 1erns QC and H P TBevan mstructed by Spruson & Ferguson Lawyers
he Instltute of Patent and Trade Mark Attorneys of Australia.

[lj . Emimett J. This appeal concerns the effect of s 24 of the Patents Act 1990
( th) (the 1990 Act) and regs ! 2.2 and 2. 3 of the Patents Regulat;ons 1991 (Cth)
' (th Regulatlons) The provisions deal with the .grace period aﬁorded 0 a
patentee in respect of an attack on the vahdlty of a patent on the ground of lack
ofjnoyelty or.inventive or innoyative step. by reason of prior acts of publication
‘ by the paténtee or patent applicant.
12] s3:I9ivision 2 of Pt 3 of Ch 2:of the 1990 Act deals w1th “Matters not Affecting
Valldlty ‘Section 24, which is in Div 2, relevantly provides that, for the purposes
Qf _deqlgmg whether an invention is novel or lacks an inventive step or lacks an
_mnovauve step; if a patent apphcatlon in respect of the invention is made, within
the, prescrzbed penod the decision maker must dlsregard any mformatlon made
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publicly available through any authorised or consensual publication or use of the
invention in the prescribed circumstances. Under v 2.2(1A), a prescribed
circumstance is that there was a publication or use of the invention within
12 months before the filing date of the complete application. Under r 2:3(1A), if
an applicant relies on that circumstance, the prescribed petiod is the period of
12 months after the information was first made publicly available.
[3] Thus, the effect of s 24 is that, for the purpose of deciding whether an
invention is novel or lacks an inventive step or lacks an innovative step, the
decision maker must disregard any information made publicly available, through
any authorised or consensual publication, or use, or use of the invention within
12 months before the filing date of the complete application, if a patent
application for the invention is made within 12 months after the information was
first made publicly available. The question in dispute in the appeal concerns the
meaning of the phrase “the filing date of the complete application”.
[4] The circumstances in which the question arises are not in dispute.
The appellant, Mont Adventure Pty Ltd (Mont) is the holder of Australian
innovation patént No 2006100978 in respect of a travel pack (the innovation
patent). Mont commenced a proceeding against the respondent, Phoenix Leisure
Group Pty 1.td (Phoenix), alleging that Phoenix has infringed the innovation
patent. In its defence and cross-claim filed in the proceeding, Phoenix impugns
the validity of the innovation patent on the ground that the claimed invention the
subject of the innovation patent is not novel or, alternatively, does not involve an
innovative step.
[S] On 13 May 2005, Mont filed a complete application, including a complete
specification, for a standard patent (the standard patent application), being
Australian patent application No 200524456. On 22 November 2006, Mont {iled
its complete application, including a complete specification, for the innovation
patent. The application for the innovation patent was filed as a divisional
application under s 79B of the 1990 Act. Section 79B{1)(a) provides that, where
a complete patent application (parent application) for a patent is made, the
applicant may make a further complete application for a patent (divisional
application) for an invention disclosed in the specification filed in respect of the
parent application. The application, for the innovation patent relied on the
standard patent application as the parent application for the purposes of s 79B..
[6] Inimpugning the innovation patent, Phoenix relies upon the undisputed fact
that the Astro 65 and Astro 80 model travel packs of Mont were first offered for
sale to the public in Australia in October 2004 and that, at all times since then,
those travel packs embodied each of the integers of claims 1-5 of the innovation
patent. ’
[7] A preliminary question was stated for the determination by the primary
judge. The question was whether, for the purposes of determining the validity of
the innovation patent, the filing date of the complete application, as referred to in
reg 2.2(1A) of the Regulations, was: e

s the filing date of the complete standard patent application, namely,

13 May 2005; or ’ o
» the filing date of the complete application for the innovation patent,
namely, 22 November 2006. o

[8] If the filing date was 22 November 2006, the-offering for sale in-October
2004 of the travel packs would render the innovation patent invalid. On theldther
hand, if 13 May 2005 was the relevant date, the first public offering for sale was
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less than 12 months before the filing of‘that apphcation and that spec1ﬁc ground
of invalidity would be unavailable. The primaty judge: answéred the pieliminary
questmn in‘favoir of Phoenix and ordered that the claim for mfrmgement of the
innovation patent be dismiissed and that the innovation ‘patent be revoked.
Mont appeals from those orders.

[9] ©On the heanng of the appeal, the court granted ]eave to the Institute of
Patent and Trade Mark Attomeys of Austraha (IPTA) to intervene in the heanng
to make submlssmns in support of the contenuons advanced by Mont. Leave was
granted on terms that’ IPTA would bear, in any event any addltlona] costs of the
parties incurred in deahng with any oral or wntten submlssmns made by IPTA.

[10] . Regulation 3:12(1) provides that the ‘pnonty date of a cldim of a
specification is the earliest of several dates.If the specification is & complete
specification filed in respect of a divisional application and the claim.is fairly
based on matter disclosed in the specification of the parent application, the
priority date for the specification filed in respect of the divisional application is
the date that would have been the priority date of the claim if it had been included
in"the specification of the parent -application: r 3. 12(1)(c). However, 'under
§ 79B(1); there is no requirement for a’divisional application to be féirly based
on the parent application. The only requtrement is that the invention claimed in
the'! -divisiorial apphcatxon ‘be dzsclosed in the spe01ﬁcat1on of the parent
apphcatlon - ‘

[11] Phoemx contends that the ratlonale for the constructlon accepted by the
primary judge is to preclude a claim’ that is not falrly based on the parent
application from having the benefit of the grace period, notw1thstandmg the later
vahd1ty date. Thus, Phoenix says that the drafters responsible for the scheme
mtended to deprive a divisional apphcatlon of the benéfit of the grace penod in
order to ensure that the d1v1s1onal application, which by deﬁnmon ‘must be for an
mventmn disclosed in the parent speczﬁcatmn does not have the beneﬁt of the
grace penod in respect of a claim that is not fairly based on matter dlsclosed m
the _parent specification. Phoenix says that that somewhat heavy handed
mechanism was to avoid the comphcated drafting that would have been. requlred
to,deal with all circumstances on a fair and equltable basis.

[12] A more likely explanatlon is that those responmble for the draftmg of the
scheme agsumed that, in substance, there was no distinction between the concept
of aninvention disclosed in the specification of the parent application and-a claim
for-an invention being fairly based on matter disclosed in the spec1ﬁcat10n of the
parent application. Thus, the scheme is as follows:
520 e relevant information is publlshed or used on a pamcular date (the first
- date)
+’ timeé Begins to run for the purposes of the condition in s 24 from the first
"date;
in order to inyoke the protection afforded by s 24, the condition must be
“isatisfied by filing a patent applicafion, whether it be a provisional
““application or 4 complete application, at any time within 12 months after
the first date; '
if'a provisional application is filed, then a patentee who has published or
used information can only obtain the protection afforded by s 24 if a
“eoimplete application is also filed within 12 months from the first date;
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« if a complete application is filed within a shorter period than 12 months
from the first date, a patentee who has published information would
obtam protection for a period extendmg to a date before the first date,
even if there were no relevant publication or use in that period before the
first date.

[13]1 Where a divisjonal application is involved, s 24 relevantly prowdes that
for the . purpose of dec1dmg whéther an invention is novel or lacks an inventive
step or lacks an innovative step, the decision-maker mist dlsregard

+ any information’ made pubhcly available, through any aunthorised or
consensual publication or use of the invention within 12 months before
the filing date of the compléte application,

« ‘bur only if a patent application for: the invention is made within
12 months after the information was publicly available, .

To construe the reference in s 24 to the filing date of the complete application as
a reference not to the parent application, but to the divisional application, would
. be to render entirely nugatory the protection that would otherwise be afforded by
s 24, save for those few divisional applications that would otherwise fall within
the scope of s 24 without the operation of r 2.3(4). That construction would
facilitate the initial consideration of s 24 for divisional .applications, by satisfying
the . condition,  but- would then render -inapplicable the very protection
contemp]ated by s 24, because the pubhcatlon or use. would not be within
12 months before the filing date of the divisional application. Such a constructlon
would lead to anomalous and unreasonable results that are inconsistent with the
purpose of the prowsmn and which' cannot be supported by the rauonale
advanced by Phoemx
[14] The phrase “the filing date of the complete application” muist be construed
in the context of all of the provisions of the 1990 Act and the Regulations, so as
to give a harmonious result achieving the apparent goal of the provisions. To
construe the phrase as referring to the parent apphcanon and not to the dmsmnal‘
application achieves that result. The construction is reasonably open and is
consistent with the structure of the 1990 Act and the Regilations as a whole,
particularly in relation fo the treatment of divisional applications dnd av01ds
anomalous or unreasonable results.

[15] Since writing the above, T'have had the opportunity of readmg the réasons
of Jagot J. I agree with her Honour’s more extensive reasoning for concluding
that the appeal should be upheld. The orders of the court made on 2 October
2008, 18 November 2008 and: 19 November 2008 should be - set: aside.
There should be a declaration that, for the purpose of determining the vahd;typf
the innovation patent, the filing date of the complete application, within-the
meaning of r 2.2(1A), is 13 May 20035, being the filing date of the complete
specification for the standard patent application. Further questions will now need
to be determined, in partlcular whether the claims of the patent are fairly based
on the material disclosed in the spec:]ﬁcatron of the standard patent application.
[16] Phoenix should pay Mont’s costs of the appeal, other than any additional
costs incurred by reason of the intervention of IPTA. IPTA should pay any
additional costs incurred by the parties by reason of their intervention, if any have
been incurred.

[17] Bennett J. The Patents Act 1990 (Cth) (the: Act) and the Patents

Regulanons 1991 (Cth) (the Regulations) provide for a “grace period” during
which prior publication by or prior use of an invention by the patentee do not
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have the' result ‘of depriving the ifivention :claimed -in- the rpatent- of nevelty,
inventive step or innovative step. This‘appeal concerns the effect of: the grace
period on a divisional application. o
[18] T have had the benefit of reading in draft the reasons of Emmettand

Jagof JJ. Their Honours sét out the background of the appeal and Jagot J'sets out
the relevant statutory regime in detail. T am gratéful 1o their Honours and' do hiot
need to repeat that  background or- the details of the statutory fégime. T agree
generally with their Honours” reasofis and with thé conclusion that the appeal
should be allowed. I wish to add soimé commients of my own, o

Background patent matters o ) y
[19] “Patent application” is defined in Sch 1 of the Act to mean “an application

for a standard patent or an application for an innovation patent”. "
[20] Divisional applications may bée made 'under. ss 79B or 79C of the Act.
Section 79B provides for the filing of divisional applications prior to the grant of
a patent. Essentially, if a complete patent application for a patent (the parent) is
made, the patent applicant may make a further complete application for a patent
(the divisional) for an invention disclosed in the parent specification and falling
within the scope of the claims of the accepted parent specification, (
[21] Section 79C makes provision for divisional applications for innovation
patents after té grant:of the phrent innovation patent where the inverition
claimed in the divisional was disclosed in the parent innovation patent.
[22] Each of a parent and a divisional patent is a complete specification,
[23] Each claim of a specification must have a priority date: s 43(1) of the Act.
Different claims of a specification may have different priority dates; s 43(4).
Generally speaking, the priorify date of a claim is the date of filing of the
specification: s 43(2)(a). Section 43(2)(b) provides that the Regulations may
provide for the determination of a different date as the priority date.
Regulation ‘3.12(1) relevantly' provides that thé’ priotity ‘date of a claim of a
Specification is the earliest of the following dates: =~~~ . [ 40 o
(a) the date of filing of ,.tl}e specification;
 .i(b). if the claim is fairly based on matter disclosed in one or more priority
© .. .documents, the-date of filing the priority document in which the matter
was first disclosed; o : - o o
.. (e) if the specification is a complete specification filed in respect of a
" ' divisional application under s 79B of the Act and the claim is fairly
based on matter disclosed in the specification referred to in s 79B(1)(a)
of the Act — the date mentioned in reg 3.12(2C). '
[24] = Regulation 3.12(2C) provides that the date for a ‘spécification fo which
3.12(1)(c) applies is the date that would have been the priority date of the
claim if it had been included in the parent specification. That is, the claims in the
divisional which are fairly based on matter disclosed in the parent specification
ake the same priority date as the claims in the parent.
'[25) The term of a standard patent is 20 years from the date of the patent: s 67
ofthe Act. The date of a patent is the date of filing of the relevant complete
Spécification, unless the regulations provide otherwise: s 65. For a divisional, the
‘diite’ of the patent is the daté of filing of the parent (reg 6.3(7)(c)), subject to two
€xCéptions which are not presently relevant. That is, the terir .of a divisional
-Commences by reference to the date of filing of the parent, evén though the
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divisicnal is filed at a later time. The same regime applies to an innovation patent
except that the term is 8 years from the date of the patent.

The grace period

[26] Section 18 of the Act relevantly provides that an invention is a patentable
invéntion_, so far as claimed in any claim, if it is novel (s 13(1)(b){1) and
(1A)(b)(i)) and involves an inventive step (s 18(1)(b){ii)) or an innovative step
(s 18(1A)b)(i1)). Nevelty and inventive/innovative. step are assessed as at the
priority date of the claims against the prior art base.

[27] Division 2 of Pt 3 of Ch 2 of the Act deals with matters that do not affect
validity. Section 24, in that division, relevantly provides:

(1) For the purpose of deciding whether an invention is novel or invelves an
inventive step or an innovative step, the person making the decision must disregard:
(2) any information made publicly available, through any publication or use of
the invention in the prescribed circumsiances, by or with the consent of the
nominated person or patentee, or the predecessor in title of the nominated -
person or patentee; ...
but only if a patent application for the invention is made within the prescribed period.
[Emphasis added.]

[28] The prescnbed circumstances are set out in reg 2.2. Prior to 2002, the
prescribed circumstances set out in reg 2.2 for the purposes of s 24(1)(a) of the
Act were limited to specified occurrences, such as the publication of the
invention in a paper written by the inventor and read before a learned society.
In 2002, reg 2.2 was amended to insert reg 2.2(1A) which provides:

For paragraph 24(1)(a) of the Act, the circumstance that there was a publication or nse
of the invention within 12 months before the filing date of the complete applzcanon is
a prescribed circumstance. [Emphasis added.]

[29] Also introduced by amendment in 2002, reg 2.3(1A) specifies the
prescribed period for an applicant relying on the prescribed circumstance in
reg 2.2(1A):

For information of the kind referred to in paragraph 24(1)(a) of the Act, if the applicant
relies on the circumstance in subregulation 2.2(1A), the prescribed period is the period
of 12 months after the information was first made publicly available.

{30] Regulation 2.3(3) and (4) were introduced at the same time as regs 2.2(1A)
and 2.3(1A). They provide:

(3) Subregulation (4) applies:
(a) if an application for a patent is a divisional application:

(1) under section 79B of the Act for an invention disclosed in the
specification filed with a previous application for a standard patent {the
original application); or

(i) under section 79C of the Act for an invention disclosed in the
specification filed in respect of an apphcatlon for an innovation patent
(the original application); and

(b) only to information disclosed in the divisional application that was d1sclosed
in the original application.
(4 For determining the prescribed period for subsection 24(1) of the Act, the ﬁhng
date of the divisional application is taken to be the filing date of the original apphcauon
[Original emphasis.] ,
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[31] . The question that arises in this appeai, the question before. the. primary
judge; is whether the words in.-reg 2.2(1A) “the filing date -of::the complete
application” refer to the filing date of the complete. application of the parent or
the filing date of the complete application of the divisional. It is an agreed fact
that, in this case, .there was a prior use within 12 months before the filing date of
the parent but more than 12 months before the filing, date. of the:divisional... ~,
Competing ritiomales ~~ 0
[32] As explained by Emmett. and Jagot 1J, the Institute of Patent and Trade
Mark Attorneys of Australia (IPTA) was granted leave to intervene in the appeal.

Two different rationales are advanced by the parties regarding the meaning of the

tetm “the complete application” in reg 2.2(1A).

(1) The reference to “the complete application” ‘in reg 2:2(1A) imedns the
parent application and not the divisional'applicition: =~ ‘
[33] This meaning is supported by the appellant (Mont) and IPTA.
[34] TPTA says that s 24 of the Act, whén read in conjunction with the
Regulations, relevantly provides that, in assessing whether an invention is novel
or involves an inventive/innovative step, the person making the decision must
disregard; D
-+ any information made publicly available, through' any authorised or
-+ conseénsual publication or use of the iivéntion within'12- motiths béfore
the filing date of the complete application; A
* but only if a patent application. for the invention is made within
12 months after the information was publicly available, -
[35] IPTA submits that, read in -this way, the provisions ”cqh_t'@mp]a_te;‘a
Symmetry between the “complete application” and’ the “patent . application”.
The symmetry is brought dbout, it submits, by the 12-month period. =~
136] . In addition, IPTA notes that reg 2.3(4) provides that, :fqr-determining the
presciibed period for s 24(1) of-the Act, the filing date of the divisional is taken
to-be the filing date of the parent. IPTA says that, in this way, reg 2.3(4) seeks to
enlarge the protection given to .divisionals by enabling thein to satisfy the
condition necessary for the application ,of the protection afforded by, s 24(1).
It should be noted, however, that reg 2.3(3) and (4) distinguish between
divisionals that contain information already disciosed in the pareiit and those that
gomtain new infotmation. . T .
[37]. :IPTA argues that if “the complete application” in reg 2.2(1A) is read to
I@f@r»to the divisional, the protection offered-by s 24 is rendered nugatory. except
for:those few divisional applications that wouid otherwise fall within the scope
ofs 24.even without the operation of reg 2.3(4). That is, despite specific reference
to divisionals in the Regulations, the protection would be meaningless where the
divisional patent is filed more than a year after the first public disclosure of the
inyention. - - '
[381:Where the claims of the divisional are fairly based on matters disclosed in
the parent, the priority date of a divisional and the term of the divisional mirror
f_thafg' of‘the parent: Mont submits that.the relevant complete specification for
determining the validity of the claims of a divisional within the grounds
ennmerated in s 24(1) is not the complete specification of the divisional, but that
of:the:parent; from which priority for the divisional patent is drawn. It says that
there-is no rationale apparent from the legislative scheme to justify the penalising




512 7 INTELLECTUAL PROPERTY REPORTS _ FGAFC

of an applicant for a divisional patent by depriving the applicant of the benefit of
the grace period in circumstances where the divisional is filed more that
12 months after the first public disclosure of the invention. Mont argues that
otherwise, where a parent disclosed and claimed two inventions, the patent
applicant would not have the protection of the grace period for the second
invention disclosedin the parent but necessarily made the subject-of a subsequent
divisional if the divisional was filed more than a year after the first public
disclosure of the invention. It would follow, Mont says, that a divisional
application under s 79B entitles a patentee to'claim the earlier priority date of the
parént, but is denied the accompanying protection offered by s 24(1) of*the Act.
[39] In providing for the grace period, there is no differenfiation between a
parent and divisionals in the Act and the Regulations, apaft from the reference to
divisionals in reg 2.3(3) and (4). The explanatory statement that accompanied the
amendments to the Regulations that inserted reg 2.3(1A), (3) and (4}, as well as
the additional prescribed circumstance in reg 2.2(1A), stated the following:

Ttern 8 of Schedule 1 inserts some new provisions inte regulation 2.3. These new
provisions ensure that divisional apphcatlom filed under sections 79B or 79C of the Act
are encompassed by the circumstances prescribed for subsection 24(1) of the Act.

[401 Accordingly, Mont and IPTA argue, a consideration of the Act and the
Reguiations, together with the explanation for the amendments to the
Regulations, favour a meaning that the words “the filing date of the complete
application” in reg 2.2(1A) refer to the filing date of the parent application.

(2) The reference to “the complete application” in reg 2 2(1A) means the
divisional application

[41] This is the meaning contended for by the respondent (Phoenix).

[42] Phoenix submits that a rationale for its construction of reg 2.2(1A) is to
ensure that claims in a specification filed in respect of a divisional application
which aré not fairly based on ‘the specification filed in respect of the parent
application do not benefit from a grace period fixed by reference to the filing' date
of the parent application. Phioenix submits that the “filing date of the complete
dpplication” in reg 2.2(1A) refers to the ﬁhng date of the complete application for
the patent the validity of which is in issue. In this case, that is the divisional.
[43] The context in which words appear. and the underlying purpose or object
of a regulatlon and any related provisions do not permit a construction of those
words that is not “reasonably open” (Newcastle City Couricil v GIO General Lid
(1997) 191 CLR 85.at 113; 149 ALR 623 at 642; [1997] HCA 53) or within “the
range of possible meanings or of operation of the text” (R v Young (1999) 46
NSWLR 681; 107 A Crimi R 1; [1999] NSWCCA 166 at [15]). Phoenix sdys that
the construction advanced by Mont and TPTA is a “strained construction” and
that, while such a construction may be permitted, that is only where:

(1) the purpose of the relevant statutory provmon is clear;

(2) itis evident that, in the passage of the provision into law, a matter Wthh
had to be dealt with to achieve that purpose was, by inadvertence,
overlooked; and

(3) itis possible to state with certainty the words that would have been used
to overcome the omission if it had been recognised.

[44] Phoenix argues that, at least in cases other than ' those mvolvmg a
divisional application, the only sensible meaning which the words “the filing date
of the complete application” in reg 2.2(1A) can bear is the filing date of the
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complete application for-the patent the validity of which'is in isstue. Once this is
accepted, it isnot reasonably open to give the same wordsin the same provrswn
a different fueaning ‘in-the case of‘a:divisional application... : < :

[45] Phoemx submits that, prror to the introduction of rég 2. 3(3) and (4), the
expression “‘a-patent application” in the closing:words:of s 24(1) meant 4 patent
application for the patent the validity -of:which: was in-issue. If this is ‘accepted,
Phoenix says, the expression *the complete-application” in reg 2.2(1A) should
also refer to the -application forithe: patent: the: V‘alidity“of which'is in issue. '

[46] Phoenix pomts olt- that*'reg 2 2(1A) ‘makes ho express provision for
drvrslonals even though it was 1ntr0duced in the same serles of amendments to
[47] Phoenix submits that on its constmctron divisional apphcanons are not
penalised but are dealt with the same way as the parent and are assessed for
vahdrty by reference to therr own ﬁhng date for the purposes of the grace perlod

Counsideration : :

[48] 1 do' not accept’ that the construction advanced by Mont and IPTA i$ an
impéermissiblé strained consthiction:

[49]° The schemé of the Act prov1des that where the' 1nvent10n of the divisionat
was discloséd .in the parent; thé pubhcatmn or usé of the invention within
12 months before the filing. date of :the parent rhust be disregarded for the
purposes of assessing the. novelty and: inventive/innovative stép ‘of ‘each of the
parent and.-the divisional, provided that-a patent application for the invention is
filed within the p'reseribed period. This applies where the divisional is: of a parent
standard patent .or a:parent inncvation.patent. Where. the invention: of the
divisicnal was disclosed in the parent, the words “the complete application” i
reg 2.2(1A4) refer to the parent apphcatmn and not to the divisional apphcatlon
[50] The draftrng of the Regulanons is not a model ‘of clanty However, T see
,o reas Ti Why a dmsronal fmrly based on a parent and enutled to the pnonty
e and term of the parent shiould be depnved of the beneﬁt of the | grace penod
1f the vas 4 publlcanon or use of the invention within 12 ‘moriths before the

’ﬁ]mg date of the parent but not w1th1n 12 miotiths Before the- ﬁhng date of the
d]V]SIOIlal

[51] Sectlon 24 apphes only where a patent application for the mventwn is
made w1th1n the prescnbed penod Regu]atlon 2. 3(3) and (4) are concemed to

a quesuon ‘of fact whethier such additional information results in a hew mvenuon
that the purported divisional does not comp]y w1th 85 79B or 79C of the Act.
If for example the additional mformatron is for a new or différent invention, so
Tar46 ¢laimed in some of the ‘claims, thé grace period for's 24 in respéct of that
1nformat10n will date back from the ﬁlmg date of the divisional and not the
‘perent :
‘[‘SUZ.] ~ ‘While this may mean that, where the additional information is for the same
inv HioH; the. grace period 'dates back from the filing date of the parent, the
constrncnon advanced by Phoenix does not fulfil the purpose of affording a
a idl for the same invention as a parent but filed more than 12 months after

;‘div'
: the itiférmation was first made publicly available the benefit of the grace period,
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even wheie the- divisional contains: no.new information. -In my: view, . the

‘ovemdmg purpose of the Act and Regulations, including the amendments to the

Regulanons in' 2002, is.to maintain the system whereby a d1v1smnal application
“travels:with” its parent.

[53] The :Act and amending- Regulaoons together w1th the. explanatory
statement, indicate that the intention was to give divisional applications the same
‘protection’ in, ‘the samé circuristances: as the parent: application. The rationale
advanced by Phoenix is that parliament was anxious to ensure that divisionals not
fairly based on a parent do not benefit from.a grace period fixed by reference to
the filing, date of the parent and that this outweighed the detnment to those
divisionals that were fairly based on the parent, This. rationale is not supported by
the explanatory statement. .

Conclusmn

[54] The construcnon advanced by Phoenlx would deny to the invention
claimed in a divisicnal application filed more than 12 months after the
publication or use of the invention by the patentee and fairly based on the parent
the benefit of the grace period available to the parent. There is no good reason to
adopt that construction, On the other hand, the construction advanced by Mont
and IPTA i is reasonably open and accords Wlth the Act and Regulanons

[55] Accordmgly, on thebasis that-the parent and the divisional are for the
same invention, 1 answer the question rdised in this appeal as follows: the words
in reg 2.2(1A) “the filing date of the complete apphcatron” refer to the ﬁhng date
of the complete application of the parent; that is, 13 May 2005, -

[56] 1 agree wrth the declaratlon and orders proposed by Emmett J,

[57] Jagot J The quesnon in th]S appeal is whether the, agreed facts sausfy the
description of the “prescribed crrcumstance” in reg 2.2(1A). of the. Patents
Regulations 1991 (Cth). The answer to this question determines whether the
appellant Mont Adventure Equlpment Pty Lud (Mont) has the beneﬁt. of

decrdmg the 1ssues of novelty and Jack of i mnovanve step w1th respect to a pal
application. .

[58] There are three agreed facts which give rise to this questron Flrst !
manufactured and offered travel. packs for sale to the pubhc in Austraha,

relying on apphcanon 456 as the “first-mentioned apphcatlon” for‘ the V_urposes:i |
of that, section. : :
[59] These facts, and the function of Teg 2. Z(IA) of the Regulanons 1 thc

statutory scheme, cannot be understood without reference to the provisions. of_the-- :
Act and Regulatrons relating to patentable inventions and d1v1sronal apphcatlo ‘

[60]1 Chapter 2 Pt 3 of the Act concerns the validity -of patents Secuon 18:

Div 1 of Pt 3 specifies inventions which are patentable. Relevantly:: under.$
(read with s 7), questions of novelty, inventive step (for a standard: ;patent)
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innoyative step (for an.innovation patent)-are to be determined by ari-assessment
comparing the claim “with the prior art base as it ex1sted before the. pnonty date
of that claim”. This is consistent with s 23(a) iof the Act which prov1des that the
validity of a patent-cannot be impugned merely because of a publication-or use
of an invention after the priority: date-of a claim for that invention, Section 43
reguiates the priority date of the claim§ of a specification: The priority.date 'will
be. the date.of the filing of the spec1ﬁcat10n ‘nless . the -Regulations: provide
otherwise: s 43(2). The: Regulations s0- prov1de for apphcatrons convenuonally
known as “divisional applications”. : ¥

[61] Sectron 29 of the Act regulates patent apphcatrons Under that section,
apphcatlons may be ¢ither a provisional’ application or a'complete’ apphcanon
s 29(2). A pitent request in relation to a provisionat apphcatlon must bé in the
approved form and accompanied by a provisional specrﬁcatton $20(3). A pateit
request in relatron to a complete applrcatron miist be in thé approved form dnd
accompanied by a complete’ specification: s 29(4). Under s 40 a provisional
specification must describe’ ‘thé  invenition (s 40(1)) whereas a complete
specification must describe the invention fuily, including:the best method known
to the applicant-of performing. thie invention and end with claims' (which relate to
one invention only and-aré-clear and succinct-and fairly.‘based on the matter
descrrbed in the specification) defining the invention (s 40(2)~(4))

[62] -Section -79B-of the Act enables d1v1sronal apphcatrons to: be made.
Secnon 79B provides as. fo]lows

(1) Ifa compIete patent appllcatlon for a patent 1s made (but has not ]apsed or been
refused or withdrawn), the applicant may, in accordance wrth the reguiatlons make a
further complete application for a patent for an mvent]o :

(a) Jdisclosed in the specification filed in respect of the ﬁrst-mentloned
apphcatron and

(b) where the first=mentioned application is for a standard patent and 4t least 3

months have elapsed since the pubhcatlon of a notice of acceptance of the

. relevant patent request and specification i the Oﬁqzal Joumal —_ falhng

wrthm the scope of the clarms ‘of the accepted speblﬁcatron )

(lA) The referehce to a complete patent apphcatron first-meitjor ed in subsecuon H
does not include a reference to 'a drvrsrona] apphcauon for &n’ fnovation patent
1+'proyided for in section 79C . ‘ e BN
(2) In this section:
appltcanr has the same meamng as in sectlon 38

. If an-application is a divisional. appllcatron within the meaning of s 79B
thcn feg 3:12(1)(c) and (2C) of the Regulations are engaged. They provide that:

£ (1) Subject to regulations 3.13 and 3.14 and subregulation (2}, the p1‘10r1ty date of a
clatm of a specification is the earliest of the following dates:

(c) if the specification is a complete specification filed in respect of a divisional
;'apphcatlon under section 79B of the Act and the claim is fairly based on
" matter disclosed in the spec1ﬁcauon referred 1o in paragraph 79B(1)(a) of the
‘Acl — the date mentloned in subregulatron (2C),

arks
T.FH. JIt A

,.JF‘! i1t

Jnujn T
?iC) 'The date for a spec1ﬁcauon to which paragraph 3.12(1)(c) applies is the date that

bodhy would have been the priority date of the claim if it had been included in the specification
referred to in paragraph 79B(1)(a) of the Act. '
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[64] In other words, the claims in the later (divisional) patent application are
deemed to take the same priority date as the claims in the earlier (conventionally
referred to as parent Or original) patent application. Thus, for a divisional
application, questions of novelty and inventive step or innovative siep are
assessed by reference to the prior art-base before the priority date of the claims
of the earlier (or parent or original) application: s 18.

[65] -Other provisions also affect divisional applications. Under s 65, the date of
a patent is the date on which the relevant complete specification was filed unless
the Regulations otherwise provide. Regulation 6.3(7} of the Regulations
otherwise provides for patents granted on a divisional application. Subject to
exceptions not presently relevant, the date of such a patent is the earliest of three
options each of which relates to the date of the patent of the “first-mentioned” (or
parent or- original) application within the meaning of s 79B of the Act.
Under s 67, the term of a standard patent is 20 years, The term of an innovation
patent is 8 years: s 68. Accordingly, for patents granted on a divisional
application, this period starts by reference to the date of the “first-mentioned” (or
parent or original) application.

[66] Section 24 of the Act regulates aspects of the assessment of novelty and
inventive step or innovative step. Sectien 24 is in these terms:

(1) For the purpose of deciding whethier an invention is novel or involves an
inventive step or an‘innovative step, the person making the decision must disregard:
(a) any information made publicly available, through any publication or use of
the invention in the prescribed circumstances, by or with the consent of the
nominated person or patentee, or the predecessor in title of the normnated

person or patentee;

but only if a patent application for the invention is made within the prescribed period.

[67] Regulation 2. 2(1A) of the Regulanons specifies a prescribed circumstance
as follows:

For paragraph 24(1)(a) of the Act, the circumstance that there was a publication or use
of the invention within 12 moriths before the filing date of the complete application, is
! prescnbed c1rcumstance ‘

[68] Regulation 2.3(1A) of the Regulations specifies the prescnbed penod in
these terms:

(1A) For information of the kind referred to in paragraph 24(1)(a) of the‘Ac't', if the
applicant relies on the circumstance in subregulation 2.2(1A), the prescribed period is
-the pericd of 12 menths after the information was first made publicly available.

[69] Regulation 2.3 of the Regulations, dealing with the prescribed period in
s 24(1)(a) of the Act, also contemplates divisional applicaticns in these terms:

(3) Subregulation (4) applies:
(2) if an application for a patent is a divisional app]ication
(i) under section 79B of the Act for an invention disclosed in the
specification filed with a previous application for a standard patent {the
original application); or
(i) under section 79C of the Act for an invention disclosed in the
specification filed in respect of an application for an mnovaﬂon patenl
(the original application); and i
(b) on]y to information disclosed in the divisional application that was dlSClOSﬂd
in the original application,
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(4).For determining the prescribed period for subsectlon 24(1) of the Acy; the filing
- date-of the divisional application is taken to be the filing date. of the orlgmal apphcatron

[70] Before the prrmary Judge the constructlon "of reg 22(1A) of the
Regulatlons arose 1n a separate questron as set out m [7] of the reasons for
Judgment namely

Question, . ; ; o :

- For the purpose of determrmng the vahdrty of the Innovatlon Patent and on the facts
stated above, is “the filing date of the complete apphcauon within' the meamng of
reg 2.2(1A) of the Patent Regulatlons 1991 (Cih): .

(a) the filing, date of the complete apphcatron for, the Standard Patent Apphcatlon
on 13 May 2005; or o

(b) the filing date, of the complete apphcatlon for the Innovatlon Patent on
22 November 2006‘7 ‘ . .

[71] The ptimary judge recognised the amblgmty of reg 2: 2(IA) (at [117), but

preferred the comistruction proffered by. the respondent Phoenix Leisure Group

Pty Lid (Phoenix), and thus held that the words “complete .application” in

reg 2. 2(1A) of the Regulatrons referred to, appllcatlon 978 filed on 22 November
of

The pnmary judge thus made a declaratron and consequentral orders‘ d1smrssmg
Mont 5. apphcatron and revokmg Mont s Austr_ahan

Phoemx Mont does not requtre Teave to appeal hecause_ the pnmary Judge ]
orders dismissing the apphcatlon and revokmg the patent, ar ﬁn ‘orders

[72] Mont has appealed on the basrs that the pnmary Judge should have held
that the words “complete apphcanon” in reg 2. 2(1A) of the Regu]anons referred
to"apphcatlon No 456 filed on 13 May 2005, From that ﬁndmg it would have
followed . that on the agreed facts, s 24(1)(a) of the Act requ1red Mont s
publlcatlon and use of the mvenuon from October 2004 (w1th1n 12 months of that
date) to be drsregarded for the, purpose of dec1d1ng the questlons of novelty and
mnovalrve step.

73] “This court granted the Insntute of Patent and Trade Mark Attorneys of
Australia (IPTA) leave to intervene in the appeal by the makmg of written and
oral suhnussrons (supportmg Monf's posmon) on the basis that IPTA would not
seek an order for costs if Mont were successful and would submlt fo an order to
pay any add1t1ona1 costs mcurred by Phoenix if Mont were unsuccessful

74]: - The parties commonly acknowledged the fundamental requlrements of the
task. of statutory construction, -particularly the: followmg v

# “.(1) Clause 2.2(1A) forms-part of a broader statutory scheme The clause
- should be constreed in context “so that it is consistent with the langhage
and purpose of all the provisions of the statiite” and “on the prima facie
basis that ... [the statutory] provisions are intended 1o give: effect to
(i harmomous goals™ Project Blue Sky v Australian Broadcasting
- Authority (1998) 194 CLR 355; 153 ALR 490; [1998] HCA 28 at [69]
.- and [70].
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(2) While this may perrmt a stramed construction” . of the words used in
order to ensire efféct is given -to 'thie “intentién of the legislature,
“(w)here the words actually used are not reasonably capable of being

. constried"in-the manner c0ntended for, they will not be so construed”
‘R v Young (1999) 46 NSWLR 681; 107 A Crim R 1; [1999]
NSWCCA 166 at [15]; see also Newcastle City Council v GIO General
Lid (1997) 191 CLR 85 at 113; 149 ALR 623 at 642; [1997] HCA 53
and - Secretary, Department of Health and Agemg v Nguyen (2002)
‘124 FCR 425; {2002] FCAFC 416 at” [22].

(€)) Extnnmc matenal (in this’ case, an ' explanatory statement) may ‘be

B Considered iri'the task of constriiction (s 15AB of the Alcts Intetpretation
Act 1901 (Cth)) Nevertheless, the “words of the statute, not

" non-statufory  words seeking to explam them, have paramount
significance™ Nominal Defendant v GLG Australia Pry Lud (2006)

©.228 CLR-529;:225 ALR 643; 45 MVR:133; [2006] HCA 11 at [22]:

[75] - With these principles in mind I have concluded that Mont’s approach. to
the construction of : reg 22(1A) is to be preferred. My reasons are ds follows:

[76] By the’ provmons relating to’ 'divisional apphcatlons the Act and
Regulauons establish a scheme in which an apphcant mdy ensure that a claim for
an invention “that ‘the apphcant ‘has prev10usly disclosed in a complete
spectﬁcauon ‘as filéd-4nd which is w1thm the scopé of thé claims of the corpleie
spectﬁcatlo as. accepted takes a pnonty ‘date’ as if the claim had beéi included
in that ‘arlir comple spec1ﬁcat10n The scheme ‘thus " énsires
reqmrements of novelty ‘and’ invéritive' step of innovative step for: the'¢]
within the divisional apphcatton (which are esseritial determinants of the
of the patent appllcatton) are assessed by Teference toa prlonty date gst d
by the "date ‘of the earher (or parent or ortgmal) rather than the gt: 0]
d1v1s1onal) speaﬁcatlon ) S
[77] All features of is Statutory scheme for divisional apphcattons"
consxstent ‘Heéfice, the claims 'in, any patent granted on a divisichal apph
take the prlonty date of the clalms m the earher (or parent oF

the Act. Sectlon 24 operates for the’ nommated purpose of dec1d1ng whethe
invention' is novel'or involves an invefitive “step or an innovative’ g
purpose directs attention to the terms of ss 7 and 18 of the Act whlch s eafy
reqmrement for comparison of the claimed invention with the prior aitbase
existed before the priority date of the claims: The function of s.24:is 10 Teqiire
certain information to be- dlsregarded when making that decision.: In-the: case-of
s 24(1)(a); the information is information the patentee’ made: (or consented: to
making) publicly available through any publication or-use of the ifivention ‘inithe -
prescnbed circumstances™ but only if a patent apphcatlon for the mventton is
made “within the prescribed period”. T
[79] Accordinigly, by the terms of s 24(1)(a), the “prescnbed anees ' -
and the “prescribed period” dre both preconditions for the apphc 1,01 the

section. Read as if the “prescribed circumstances” and the “prescribed period” :
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specified in régs2.2(1A) and 2.3(1A) were part of s 24(1)(a), the sectlon prov1cles
(m effect and leavmg a51de the requu-ement for consent) that B

12 months before the ﬁlmg date of ' ‘omplete application bif onl’y if a patent
apphcanon for thé invention is' made “Within the penod of 12 months after the
information ws first made publicly available.” :

[80] When reg 2 3(3) and 4 of the Regulatlons are, taken mto account the
person deciding whether an invention is novel or 1nvolves an mventwe step oran
innovative step must also recognise that, in so far as mformatmn dlsclosed in the
divisional apphcatton was, dlsclosed in the earher (or parent or orlgmal
apphcauon), the filing date of the d1v1stonal apphcatlon is taken to be the filing
date of the earlier (or parent or ongmal) apphcanon ‘
[811 If the posmon of Phoemx is correct then the statutory scheme

(1) on the one hand ensures that:

(a) a claim in a divisional apphcauon takes the ‘same priority-date ags
it would have done-if included in the. specification of its parent
application (because, by the; jterms of s 79B, to be a. divisional
application the claim must be dlsclosed in the ﬁled spectﬁcatlon
and . be within, the scope . of the claims of the aceepted
spemﬁcatton)

(b) by reason of (a), the vahdtty of the clalms m a dlvlslonal,
apphcatlon in terms of novelty and. mventtve step..or innovative
step are to be assessed by reference. to the prior art base before the
pnonty date of the claims. in the, related parent apphcatton and

(). for the purposes of determmmg the -prescribed penod of
12 months after the information was first made publicly avax]able

_ the filing « date of the d1v131ona1 application is taken to.be the same
as.the ﬁhng date of the related parent apphcatlon yet .
(2) on .the other hand for the purpose of determi ing the prescrlbed
. circumstance of a pubhcanon or use of the invention within 12 ‘Tnonths
* before the ﬁhng date, of the complete application, leaves that date as the
filing date of the dmsxonal as opposed to the filing date of the earher (or
‘ parent or orlgmal) apphcatton ‘
[82] This construction of reg 2.2(1A) .results in'a 51tuatlon pnma facte
inconsistent with the treatment of divisional applications in all. other parts of. the
statutory scheme (which, in:effect, unite the divisional application with its
patent), The result of this construction suggests that close consideration of the
context of reg 2.2(1A) is required. This is particularly so once it is recognised that
regs 2:2(1A), 2.3(1A) and 2.3(3) and (4) were -inserted into the Regulations as
pait of a package of amendments in the Patents Amendment Regulations 2002
(No 1) (Cth) (the 2002 amending Regulations).
[83]... Indicators that a contrary construction is to be preferred are apparent from
both: the context and words of reg 2.2(1a).
[84] As to context, regs 2.2(1A) and 2.3(1A) are related. ‘The latter (the
préscritied ‘period) is relevant only if an applicant relies on the former (the
‘prescnbed circumstance). There are other prescribed circumstances and related
préscribed penods but only regs 2.2(1A) and 2.3(1A) (along with reg 2.3(3) and
@) are new provisions introduced in the 2002 amending Regulations.
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[85] Regulations 2.2(1A) and 2.3(1A) both refer to a period of 12 months.
For reg 2.2(1A), the relevant 12 months is the 12 months before the filing date
of the complete application (within which there might have been information
made publicly available by a publication or use of an invéntion by the applicant
or with its consent). For reg 2.3(14), the relevant 12 months is the 12 months
after this information was first made publicly available (within which a patent
application for the invention must be made to obiain the. benefit of s 24). These
two periods of 12 months are congruent. Whether an applicant makes a complete
application on the first or the last day of the prescribed period, the applicant’s
period of protection will extend back to cover all publications or uses within the
meaning of s 24(1)(a) within the precedmg 12 months calculated from that day.
[86] Divisional applications are brought within this scheme by reg 2.3(3) and
(4) of the Regulations. Where a divisional application discloses information that
was also disclosed in the earlier (or parent or original) application the filing date
of the divisional application is taken to be the filing date of the earlier application.
Regulation 2.3(4) opens with the words “(f)or determining the prescribed
period”, but it must be remembered that the prescribed period in reg 2.3(14) is
relevant only to the prescribed circumstance in reg 2.2(1A).

[87] As to the words, the starting point is that reg 2.2(1A) is capable of more
than one meaning (as the primary judge acknowledged at [11] and the parties
accepted on appeal). The provision is capable of more than one meaning,
primarily, becanse the reference to “the complete application” is elliptical.
The primary judge acknowledged this by observing that the provision begged the
guestion “a complete application for what?”: at {I1]. So framed the answer is
either application 456 or application 987. Another question, equally, may
complete the statutory reference, namely, “a complete application of what
character, nature or type?”. This question focuses on the subject-matter of the
application, namely, the invention itself. This foctus is consistent with the
subject-matter of s 24(1) which concerns itself with the issues of novelty and
inventive step or innovative step in respect of the invention. When so framed the
answer for which Mont coritends (in effect, the compléte-application within the
meaning of reg 2.2(1A) is the application which first disclosed the invention) is
persuasive. In the casé of a non-divisional application, that date will be the filing
date of the application (determined under s 30 and the associated reg 3.5 of the
Regulations). In the case of a divisiénal application, that will be the filirig date of
the earlier (or parent or original) application (also determined undei-s 30 and the
associated reg 3.5 of the Regulations).

[88] This constniction is reasonably open on the text of reg 2.2(1A) and enables
the clause to operate in a manner consistent with the other provisions of thé Act
and Regulations which treat the date of the claims in the divisional application as
that of the earlier {or parent or original} application for al! decisions concemmg
novelty and inventive step or innovative step. -
[89] I do not accept Phoenix’s submissions to the contrary.

[90] Phoenix submitted that the policy rationale underlying its construction was
to ensure that claims in a divisional application not fairly based on the earlier (or
parent or original) application did not obtain the benefit of the operation of s 24.
This submission cannol be sustained because:

(1) Divisional appllcatlons by the terms of s 79B, are. apphcatlons for
inventions disclosed in the specification for the earlier (or ‘parent or
original) application as filed and within the scope of the claims of that
specification as accepted. .
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() In' ICI Chemicals & Polymers Ltd' v Lubrizol Cotp Ing (2000)
106 FCR 214: 181 ALR 635; 49 IPR513; [2000] FCA 1349 at [118] the
Fuall Court of the Federal Court observed that “it would be a'rare | cdse
indeed where a claim which claims ‘matter in substance disclosed iy the
spe01ﬁcat10n as filed is not,’ equally, falrly based on the matter descrlbed
in the specification (and-vide versa)™:: :

(3) Regulation' 2.3(3)(b) "of the Regulatlons énsures that d1v1slo aI
apphcatlons only"take  thé ﬁlmg date- ‘of theirearlier’ {or pare;
original)’ application in o far _as “inforimation disélosed in

- application was disclosed in'the éarlier application. Tn‘other word ‘\the
‘draftsperson was aware of the’ possibilit Wh1ch Phoefiix has identifis:
and has guarded dgainst it By the ‘terins of reg 2. 3(3)(b) “of e

‘ Regulahons Thi§' i$ oons1stent w1th the draftsperson havmg treated
regs 2.2(1A) and 2, 3(1A) as hnked to the extent that any deemed_ ing
date for the latter (by operauon of reg 2.3(4)) would be understood as
the deemed filing date for the former because the laifer is relevant onIy
if the apphcant rehes on the mrcumstance”_ in the former o

[91] Accordlngly, there is no apparent pol" v rauonale supportmg Phoemx ]
construction of reg 2.2(1A). That. constru n, .as ,poted, is prima, fac1e
mconsrstent with the treatment of d1v1s.10na1 app 1cat1 ns in al] other pr0v1srons
of the Act and Regulatxons 1ncludmg the regulatlons 1ntr0duced as part of the
same package of amendments to the regulatlons as reg 2. 2(1A) 1tse]f S

[92] 'The four. contextual matters on which Phoemx relled to. support 1ts
submissions are not persuasive. . .o i S :

193] First; although 4 decision on novelty and | 1nvent1ve step or innevative tep
4§ ohly reqmred ‘when’ valldlty 18 in issug, that fact does not support a' readmg of
reg 2 2(]A) that refers to the appllcatxon for the patent the vahdlty of'which is‘in
1ssue This i is because teg 2: 2(]A) ‘(and the scheme established by s 24 and the
ssoc1ated prov1s1ons of the Regulatlons) is about informaticn and ddiss far
they potentlally affect vahdlty by teason. of’ novelty and inventive
ovaﬁve step. Indeed $ 24 only operates‘for the purpose of deciding thi Jssues
of novelty and mvennve Step or innovative’ step The legislative ‘sche
that for those purposes, thé relevant date and relévant information for a d1v1s nal
apphcanon is the date’ of 'and informaticn contained in the éarlier 6 parent or
| r|1g1nal) apphcatlon because by deﬁmtmn that i§ the apphcanon WhICh ﬁrst
isclosed the invention.

1941 Second the fact that a de01s1on on vahdlty is made by reference to the
ventlon as claimed in the spemﬁcauon for the divisional apphcatlon does not
ermine the fact that such an application stands or falls on: the quesnon
whether the invention .as claimed is disclosed in the filed spec1ﬁcat10n and is
Jvithin-the scope of the claims of the accepted spec1ﬁcat10n for the earher (or
parent. or original) application.

[95} -*'Third,.the fact that the complete speelﬁcatlon will have accompamed the
filing--of the divisional . application. also does not undermine. the answer: to
Ehoenix’s first proposition. . e ‘ :

[96] Fourth; the fact that there accordmg]y must exist a complete apphcatlon

the‘vahdny of which is in Issue at the time the decision to which s 24 and
T8 2.2(1A) apply is made, is neutral; in- making any decision about novelty and
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inventive or inmovative step, the Act and Regulations align the date of the claims
in the -divisional application with those in the earlier (or parent or original)
application. ‘ .

[971 Further, and contrary to Phoenix’s submissions, Mont’s construction does
not result in one set of words in a single provision bearing more than one
meaning depending on the nature of the application as divisional or not.
This submission depends on accepting Phoenix’s submission that for
non-divisional applications the words “the complete application” mean “the
complete application for the patent the validity of which is in issue”, whereas for
divisional applications the words mean something else, To the contrary, if the
words mean “the complete application first disclosing the invention” then both
divisional and non-divisional applications are covered. This is preferable to a
construction which works for non-divisional applications but Ieaves divisional
applications in a position inconsistent with all other provisions of the Act and
Regulations relating to such applications.

{98] The construction I prefer does not give the words in issue an ambulatory
operation. It gives the words a meaning which they are reasonably capable of
bearing in a manner which achieves the primary object of statutory construction,
that is; consistency with the language and purpose of all the provisions of the
Statute on the basis that they aré intended to give effect to harmonious goals.

[99] The words “a patent application” in the closing part of 5 24 do not 'canse
any incongruity. The subject of s 24 is in the opening words, namely, the decision
about whether an invention satisfies the requirements of novelty and inventive
step or irinovative step. The closing words impose a condition on the availability
of the benefit which the section provides, being the making of a patent
application for the invention in the prescribed peried. That patent application, in
the case of a divisional application, will be the divisional application or, using
Phoenix’s language, the patent the validity of which is in issue. But that does not
mean the words “the filing date of the complete application™ in reg 2.2(1A) of the
Regulations mean the filing date of the divisional application, particularly in light
of the statutory scheme as a whole. A different meaning which operates for both
non-divisional and divisional applications is called for and is reasonably open on
the language of reg 2.2(1A). It should not be rejecied merely because another
related provision, using a different phrase, takes a particular meaning.

[100] Contrary to Phoenix’s submissions, the presence of reg 2.3(3) and (4) in
the same set of amendments as regs 2.2(1A) and 2.3(1A) indicates that the
legislature intended that for a divisional application the filing date of the
complete application would be taken to be the filing date of the earlier (or parent
or original) application. It may be accepted that reg 2.3(4) opens with the words
“(f)or determining the prescribed period”. But the fact that the prescribed peticd
in reg 2.3(1A) is only relevant if an applicant relies on the prescribed
circumstance in reg 2.2(1A) is significant. The provisions are related.
The déeming provision in reg 2.3(4) exposes the incongruity of treating the
“filing date of the complete application” in reg 2.2(1A) as anything other than the
filing date of the complete application which first disclosed the invention, &

[101] This construction of the words in reg 2.2{1A) is not particularly strained.
Phoenix’s construction, in common with that of Mont, recognises that the words
“the filing date of the complete application” are an ellipsis or contraction calling
for resolution by the process of statutory construction. The context in which the
words appear indicates. that the complete application in question in reg 2.201A)
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is the complete application which first disclosed.the invention. That i i$ no more
strained in terms of text than the construction for which Phoemx contended but
has the advantage of being consistent with all other provisions of the Act and
Regulations: dealing with divisional applications. Nor is this preferred
construction dependent on a conclusion of an inadvertent omission by the
draftsperson. Phoenix’s constriction involves treatmg the missing part of the
reference as for the patent the validity of which is in issue. Mont’s involves
weating the missing part as of a particular character, nature or type.

[102] The explanatory statement for the 2002 amending Regulauons also
supports the construction which I prefer. Item 8 of thé statement is as follows:

Item 8 of Schedule 1 inserts some new provmons into reguldtion 2.3. These new
provisions ensure that divisional applications filed under sections 79B or 79C of the Act
are encompassed by circumstances prescribed for subsection 24(1) of the Act.

[103] This statement at least confirms that the draftsperson had divisional
applications in mind for the purpose of the amendments {(as reg 2.3(3) and (4)
disclose) and thus must be inferred also to have been aware of the scheme of the
Act and Regulations with respect to divisional applications. It is unlikely that,
against this background, the amerding provisions were intended to treat
divisional applications inconsistently with the balance of that scheme,
pamcuiaﬂy given the express recognition of the scheme in the amending
provisions of reg 2.3(3) and (4).

[104] For these reasons I have reached the conclusion that the separate question
shonld have been answered as follows:

Question
For the purpose of determining the validity of the Innovation Patent, and on the facts
stated above, is “the filing date of the complete application” within the meaning of
reg 2.2(1A) of the Patent Regulations 1991 (Cth): )
(a) the filing date of the complete application for the Standard Patent Application
on 13 May 2005; or
(b) the filing date of the compléte application for the Innovation Patent on
22 November 2006? .
Answer
The filing date of the complete application for the Standard Patent Application on
-13 May 2005.

[105] 1t follows that the appeal should be a]]owed T agree Wlth the declaration
and orders proposed by Emmett J,

Orders

(1) Orders that the appeal be allowed.

(2) Orders that the orders of the court made on 2 October 2008,
18 November 2008 and 19 November 2008 be set aside.

(3) Declares that, for the purpose of detérmining the validity of Australian
innovation patent No 2006100978, the filing date of the complete
application, within the meaning of reg 2.2(1A) of the Patents

P Regulations 1991 (Cth), is 13 May 2005.
i (4) Orders that the respondent pay the appellant’s costs of the appea], other
than any additional costs incurred by reason of the intervention of the

Institute of Patent and Trade Mark Attorneys of Australia (IPTA).
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(5) Orders that IPTA pay any additional costs incurred by reason of its
intervention.

JOSEPHINE THORNTON
BARRISTER
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Review of Patent Grace Period

Executive Summary

The 12-month grace period for patents was introduced on 1 April 2002 as a
Backing Australia * s Ability initiative. The grace period protects patents from
invalidation by publication of the invention made by, or with the consent of, the
patent applicant or owner during the 12-month period prior to the filing date of
the application. The grace period protection only applies in Australia. At the
time of introduction, the Government committed to review the grace period two
years later. IP Australia released a discussion paper and nine submissions
were received in response. The review has now been completed

Given the limited period in which the grace period has been operating, and the
lack of any judicial consideration of the provisions, it is too early to determine
whether the grace period has had a positive or negative effect overall.
However it is noted that the grace period has been used successfully in cases
of inadvertent disclosure of inventions. It is too early as yet to assess its use
in other circumstances. The absence of universal or harmonised grace
periods, and particularly the lack of similar provisions in key markets for
Australian innovators,precludes researchers from relying on the grace period.

As the purpose of introducing a grace period was to provide protection against
‘inadvertent disclosure’ , the provisions are working and being used as

intended.

There is no imperative for changes to the grace period at present.

However, the review found a general lack of awareness and/or understanding
of the grace period among researchers. The review provides support for
recommendation 14-4 of the ALRC report Genes and Ingenuity: Gene
Patenting

and Human Health (ALRC 99) that research organisations should ensure that
their researchers are fully informed about the operation of the grace period
provisions in the Patents Regulations.

The report on the review of the grace period has concluded that no changes
are necessary at this stage, but that IP Australia should continue to monitor
international developments. |IP Australia will also continue to ensure that
there is adequate communication of the key messages regarding the grace
period.

Recommendations
1. No changes to the grace period provisions are required at this stage.

2. IP Australia ensures that communication of the grace period provisions is
effectively targeted at the research sector.

3. IP Australia monitors judicial consideration of the grace period provisions.

4. IP Australia continues to monitor developments in Europe in relation to grace
periods.
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Background

The 12-month grace period for patents was introduced on 1 April 2002 as part
of the Government's Backing Australia ~ s Ability innovation action plan. The
grace period protects patents from invalidation by a publication of the invention
made by, or with the consent of, the patent applicant or owner during the
12-month period prior to the filing date of the application. The protection given
by the grace period only applies in Australia.

At the time of its introduction, the Government made commitments to review
the grace period two years later.

The Australian Law Reform Commission (ALRC) report Genes and Ingenuity:
Gene Patenting and Human Health (ALRC 99) was tabled in Parliament on 31
August 2004. The ALRC considered the grace period closely and
recommended:

The responsible Minister should initiate a review of the grace period
provisions in the Patents Regulations 1991 (Cth) to examine:

(a) whether they are well understood by the research community; and

(b) how they have affected commercialisation of Australian research

in Australia or overseas.

A further issue of relevance to the review is Article 17.9.9 of the
Australia-United States Free Trade Agreement (AUSFTA). This clause
requires both countries to provide for a grace period relating to publications
that:

"1were made or authorised by, or derived from, the patent applicant; and

[ occurred within 12 months prior to the date of filing of the application.

Consequently, any changes made to the grace period provisions would need
to be considered in light of Article 17.9.9 of the AUSFTA.

A discussion paper was prepared incorporating the issues the ALRC has
raised and also alerting people to the limitations imposed by Article 17.9.9 of
the AUSFTA. The discussion paper was posted on IP Australia’ s website
and sent directly to key interest groups, including the patent attorney
profession and the research sector, with a request for submissions. A
number of submissions were received in response to the discussion paper.

Issues

Are there circumstances where an applicant has either been
disadvantaged by the grace period provisions, or has benefited from
the existence of the grace period?

It was commonly noted in submissions that it was too early to determine
whether the grace period has had a positive or negative effect overall,
particularly in light of the absence of any judicial consideration of the
provisions.

However, a number of submissions reported instances where patent
applicants have benefited from the existence of the grace period. This has
invariably been
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in circumstances where the grace period has been used as a fall-back
or safetynet, where the decision to take advantage of the grace period
has been retrospective.

There has been one Patent Office decision - Stephen John Grant [2004]
APO 11

(26 May 2004); (2004) AIPC 91-994 - in which public information was
disregarded on the basis of the grace period provisions under regulation
2.2(1A) of the Patents Regulations 1991.

Researchers tend to avoid deliberate use of the grace period for two
main reasons:

[1the grace period is not universal. Certain critical key markets, for
example
the European Community, do not have grace period provisions.
While the grace period will provide some protection in Australia,
publication before filing will mean that rights are lost in those key
markets without grace period provisions.

1 researchers submitted that they make use of the 12 month period
between filing a provisional application and a complete
application. As the grace period requires a complete application
to be filed within 12
months of the disclosure, “there is less time to arrange for due

diligence
and commercial opportunity assessments between the
provisional and when subsequent filings are due.” (Bio2l

Australia Ltd).

One patent attorney firm stated that they were “aware of incidents
where the inventors/applicants were adversely affected because they
were not aware that the grace period does not apply internationally” .
It is not clear how frequently such incidents have occurred, but no other
users reported that they had been adversely affected due to deliberate
use of the grace period.

One submission identified that an inventor may also be disadvantaged if
they take advantage of the grace period, due to the prior user rights




provided by section 119 of the Patents Act 1990. (Section 119 provides
the necessary balance to allow third parties to continue doing what they
were able to freely do before a patent application was filed.) A possible
scenario is that a third party may begin to use the subject matter of the
disclosure in a commercial manner before a patent application is filed.
The third party would be free to continue that use due to the third party
intervening rights created by section 119. While the potential for an
inventor to be disadvantaged in this manner clearly exists, IP Australia is
not aware of any actual instances of it occurring.

Is the wording of the grace period provisions (paragraph 24(1)(a) of
the Patents Act 1990 and subregulations 2.2(1A) and 2.3(1A) of the
Patents Regulations 1991) sufficiently clear?

A number of concerns were raised regarding the provisions, principally
by the patent attorney profession.
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Validity of regulations

Submissions were received pointing to a tension between section 24 and
regulations 2.2(1A) and 2.3(1A). Under section 24 a decision maker
must disregard any publication or use of the invention in the prescribed
circumstances,but only if a patent application for the invention is made
within the prescribed period. It was said that regulation 2.2(1A) purports
to make all publication or use a prescribed circumstance if they occur
within 12 months before filing a complete application. It was submitted
that the words “in the prescribed circumstances” in section 24 have
become redundant and this cannot have been the intention of parliament.
There were also submissions that the breadth of sub-regulation 2.2(1A)
appears to make sub-regulations 2.2(2), 2.2(3) and 2.2(4) redundant. A
suggestion was made that the only way to achieve certainty is to introduce
the grace period into the Act itself.

Sub-regulation 2.2(1A) is limited to the circumstances where the
publication or use is within 12 months before filing of the complete
application. This is a limitation on the words “in the prescribed
circumstances” in section 24. While the prescribed period for filing a
patent application (either provisional or complete) for the invention is
within 12 months of the publication or use, in effect a complete application
must be filed in that time otherwise the prescribed circumstances will not
have been met.

The circumstances prescribed in sub-regulations 2.2(2), 2.2(3) and 2.2(4)
do not require the publication or use to be within 12 months before the
filing date of a

complete application, which is a limitation on the circumstances in sub
regulation 2.2(1A). There does not appear to be any redundancy

in these provisions.

Noting the absence of any judicial consideration of the provisions to date,
there does not currently appear to be any sound basis for the concerns
regarding the validity of the regulations. There appear to be no
compelling reasons at this stage to move the provisions of regulation
2.2(1A) into the Act.

Patents of addition

The Institute of Patent and Trade Mark Attorneys Australia (IPTA)
submitted that the grace period does not appear to assist in the case of a
patent of addition.




Section 25 and regulation 2.4 prescribe that a patent of addition will
not be invalid on the basis of any publication or use of the main
invention after the priority date of the main invention. If the main
invention was filed using the grace period provisions then the
opportunity to use the patent of addition provisions may not be
available.

The exemption under section 25 is unlimited as to time, but limited to
exemption for inventive step - not novelty. If publication of the main
invention in an application gave rise to a novelty objection, it is hard to see
any policy rationale for disregarding the parent application. The patentee
has their patent rights protected by that application. Furthermore it does
not seem congruous to
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disregard the requirements of section 81(1)(b) as a consequence of the
grace period mechanism.

Double patenting

However this does highlight a potential anomaly in the grace period
provisions.

A situation potentially could arise where an applicant files a complete
application and that application is published. Subsequently, less than 12
months after publication they re-file reliant on the grace period. That is,
the applicant can possibly in effect get a second patent for exactly the
same subject matter with a filing date 12 months after publication of the
earlier application. An argument could be made from this that publication
by a patent office should be excluded from the grace period mechanism.
But the AUSFTA appears to prevent such an exclusion.

Secret use

An issue was raised in a number of submissions regarding secret use of
an invention. Under section 18 (1) (d) of the Patents Act 1990, an
invention is not a patentable invention if it was secretly used in the patent
area before the priority date. The issue raised was that there is an
apparent anomaly in that secret use in the 12 months before a complete
application was filed would lead to invalidity, whereas public use would be
disregarded pursuant to section 24. It was said that in practice, “it can
be very difficult to determine whether a particular use will result in
information becoming publicly available and hence there is a lack of
certainty for inventors/applicants that the grace period will apply.”
Introduction of a grace period in Australia was recommended in the
Intellectual Property and Competition Review Committee (IPCRC) report
“Review of
intellectual property legislation under the Competition Principles Agreement ”
in
September 2000. The primary reason for introduction of a grace period
given by the IPCRC was directed to problems faced by inventors that
publish their invention after filing a provisional application. The ALRC
also considered the grace period and reported that in addition to this
reason, the potential benefits are said to include encouraging the sharing
and publication of research results (although the lack of similar provisions
in Europe meant these benefits were not achieved in practice).

Disregarding secret use of an invention prior to patent filing would not
seem to be consistent with either the problems identified by the IPCRC or




with the aims of encouraging publication or sharing of research results. |If
significant problems are arising due to the exclusion of secret use, it may
warrant some further consideration. Other than difficulties in determining
whether a use was secret or public, the extent and nature of any problems
was not identified. But it should be noted that section 24 presently only
provides exclusions to novelty and inventive or innovative step, and not to
the other requirements for patentability set out in section 18. It is also
noted that section 9 sets out certain acts that are not to be taken to be
secret use. Extending the grace period provisions to include secret use
could possibly be seen as a de facto extension of the patent term.
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The ALRC recommended:

Recommendation 14-4 Research organisations should ensure
that their researchers are fully informed about the operation of
the grace period provisions in the Patents Regulations,
particularly in relation to:

(a) the effect of publication before filing a patent application; and

(b) the effect of publication on the patentability of their
inventions in countries that do not have equivalent provisions.

The responses received indicate that there is a varying degree of
awareness of the grace period among researchers, but generally a poor
understanding of what it means. Responses received to the issues paper
suggest that there is considerable variation on whether institutes pass on
information about the grace period to researchers. For example, the
responses provided by BIO21 member institutions, (Bio21 Australia Ltd is
a cluster of 15 academic members), indicates that while some institutions
have provided seminars or otherwise explain the grace period to
researchers, others do not advertise the grace period and prefer to focus
the message on patenting before any publication. The findings provide
support for recommendation 14-4 of the ALRC report. However, the
regime that was put in place was deliberately a safety net regime. i.e. to
protect against inadvertent publication, rather than forming part of
deliberate strategy. In that sense, the feedback that suggests
maintenance of ‘file provisional before publishing' is to be applauded.

IP Australia also has a key role in communicating the operation of the
grace period and the effect of publication before a patent application is
filed. 1P Australia provides information regarding the grace period on its
website and has previously provided this information to subscribers to the
website, as well as in newsletters directed to patent attorneys and
international IP offices. Discussion of the grace period also forms part of
the messages presented at tertiary seminars conducted by IP Australia.
IP Australia should continue to ensure there is adequate communication of
the key messages regarding the grace period. It is noted that the grace
period has been identified as a future topic of IP Australia’ s relationship
marketing campaign that goes to over 6000 academics in the R&D field.

How has the grace period affected the commercialisation of




Australian research in Australia and overseas? For example, has
the grace period had any adverse or beneficial effects on the
commercialisation of Australian research?

At the time of introduction of the grace period into Australia (1 April

2002), grace periods already applied in 38 countries including the

US, Japan and Canada. Europe does not currently provide a grace
period.

It was generally regarded that it was too early to observe whether there
has been an effect on commercialisation of Australian research in Australia
and overseas.
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However, there were specific instances reported where the grace period
provisions in both Australia and the US have been used in
circumstances where the usual practice of patenting before publishing
was not followed. The grace period provisions were seen by research
companies as at least potentially overcoming a real disadvantage where
disclosure occurred before patent filing.

Canon Information Systems Research Australia Pty Ltd (CISRA) submitted:

‘Most companies that invest large amounts of money in research
will seek a return on that investment and in this respect CISRA is no
different. In this connection, companies are reluctant to
commercialise their research in jurisdictions where they have not
been able to secure their intellectual property rights. The grace
period does not determine whether or not a company will choose to
productise the research but plays an important role in whether or not
a company can protect all the features that would be productised.

Marketing and sales companies are eager to disclose novel and
inventive features in commercial products and attempts to maintain a
competitive edge on the market. This is often at odds with the need to
protect the investment in the research where time is required to
carefully analyse what features can and should be protected. The
grace period provides a buffer between the drive to commercialise and
the need to protect the fruits of the research investments.

Because of international differences in grace period provisions,
researchers do not rely routinely on the grace period. The absence of
general grace period provisions in Europe was commonly cited in
submissions. In practice, the grace period provides a limited reprieve to
researchers in the event of a system failure,but markets critical to
researchers for commercialisation of their research may still be lost by
untimely disclosure. The grace period was seen to have provided
benefit as a safety net in particular instances.

The IPCRC noted that, ideally, Australia’ s move to implement a grace
period would coincide with a similar move in Europe. Because it
appeared Europe would take some time to implement a grace period, the
IPCRC considered that Australia should proceed first. Since the
introduction of a grace period in Australia, there seems to have been little
progress on the implementation of a grace period in Europe. The grace
period also forms part of the patent law harmonization talks being




considered by the Standing Committee on the Laws of Patents (SCP). It
appears that following the SCP meeting of 1-2 June 2005, the patent law
harmonization talks have stalled. But developed countries are continuing
to review the issue.

While there is currently no imperative to change the grace period
provisions in Australia, IP Australia should continue to monitor
international developments regarding grace periods. Australia should
also continue to encourage and influence the introduction and
harmonisation of grace periods on an
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international level wherever possible, for example through bilateral
agreements and through World Intellectual Property Organisation (WIPO)
committees.

Conclusions

The Australia-United States Free Trade Agreement requires both
countries to provide for a grace period relating to publications that were
made or authorised by, or derived from, the patent applicant, and
occurred within 12 months prior to the date of filing of the application.
Consequently, any changes made to the grace period provisions would
need to be considered in light of Article 17.9.9 of the AUSFTA.

Given the limited period in which the grace period has been operating,
and the lack of any judicial consideration of the provisions, it is too early
to determine whether the grace period has had a positive or negative
effect overall. However it is noted that:

1the grace period has been used successfully in cases of inadvertent
disclosure of inventions; and

[lit is too early as yet to assess its use in other circumstances. The

absence
of universal grace periods, and particularly the lack of similar
provisions in key markets for Australian innovators, precludes
researchers from relying on the grace period.

There is no imperative for changes to the grace period at present. As
expected, the grace period has been used as a fall back position in
cases of inadvertent disclosure. As the purpose of introducing a grace
period was to provide protection against ‘inadvertent disclosure’ , the
provisions appear to be working and being used as intended.

However, there does appear to be a general lack of awareness
and/or understanding of the grace period among researchers. The
findings provide support for recommendation 14-4 of the ALRC report

Genes and Ingenuity:

Gene Patenting and Human Health that research organisations should
ensure

that their researchers are fully informed about the operation of the grace




period provisions in the Patents Regulations. [P Australia should also
continue to ensure there is adequate communication of the key messages
regarding the grace period.

IP Australia should continue to monitor and influence international
developments and wait until international harmonisation of grace periods
(or at least further adoption in critical key markets) occurs before making
any changes.
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Q1. In Germany, can third party who starts to use the invention between the

publication and the application get the right to use the invention?

A1l. T assume that you mean by "publication" an independent publication, going
back to the inventor, which, however, is not the publication of the patent
application itself. In other words, what is happening in your scenario is that the
inventor publishes the invention, like in a public speech, and lateron files a
priority-basing patent application, say: in Germany. In a patent case, since
there is no novelty grace period under German and EPC rules, the patent
application in this case will not result in any valid patent, and accordingly
everybody is entitled to freely use the invention, including the "third party" you
are mentioning, starting from the publication date. In a utility model case, i.e. if
the utility model application is filed within six months after the publication, a
third part still can get a "private right of prior use", because the relevant date

before which the third party would have had to use the invention in Germany

has to be "before" the application/priority" date.

Q2. The court system has enough capacity to handle the trial related to the patents.

(The trials are managed in the period people expect.)

A2. Yes, in Germany a first instance patent or utility model enforcement
procedure does not take more than about 8 - 10 months, after filing of the
compaint, till trial, if the complaint is filed at e.g. the court of Diisseldorf or the
court of Mannheim. The first-instance decision is preliminarily enforceable,
irrespective of an appeal by the defendant. "Everybody" believes that this is a

good timing.

Q3.Does the court have enough precedents of patent trial cases?

For example the trial of exhibition, abuse, and starting time of the period.



A3. Yes, in Germany there are enough precedents for patent trial cases,
practically in all situations. Whether these precedents are "enough", is a big
question, but in view of the long tradition of German courts in relation to
deciding patent litigation questions of very different nature, an ample supply of
precedents is available. Please duly note, however, that Germany is not a
common law country, though that "precedents" are only of limited value, since
all prior court decisions, except those of the constitutional court, are not binding

for any later decisions by the same or any lower court!

Q4. Are the judgments of courts are always same? (The question is concerning to

the stability of the judgment from the court to another courts.)

A4. All final decisions in patent litigation are made by the Federal Court of
Justice. The lower courts usually respect the decisions of the GFCJ, though
they may deviate therefrom, see under 3.. The GFCJ developed its case law, of
course, and for example famous decision "Olanzapine" (X ZR 89/07) of 2008. has
been a decision which deviated from the earlier practice of the GFCJ with

regard to chemical selection inventions rather distinctly.

Q5. In case of abuse, it is enough to prove the publication against the intention of
the inventor? Or, is it required to prove the existence of misdeed? ( For example

malicious engineering of the negotiation, etc.)

Ab. Violation of a secrecy obligation would not be sufficient, but there is not

very much case law in this regard.
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Al. MAMPEIEICITRER 2L, Hlb WL 5 TH D, ZOHBOEBIZFELWEO BMAETIE, Fika0iaix
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Q2. LEIZEWT, FFFICET2E8HMNI 020 N2 0 5722 (WIS DB TIThh D ?)
A2. =FT2ENMIL, ZHFTHL2END L, LW ORBURTH D, —FOMEITERZ RO T72DIC,
FHIBD R0 DWDIIRIC R > T LE I R TH D,
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ENTSCHEIDUNGEN DER
GROSSEN BESCHWERDE-
KAMMER

Entscheidung der Grofen
Beschwerdekammer vom
12. Juli 2000

G 3/98

{Ubersetzung)*

Zusammensetzung der Kammer:

P. Messerli

R. Teschemacher
G. Davies

J.-C. Saisset

C. Andries

W. Moser

P. van den Berg

Vorsitzender:
Mitglieder:

Patentinhaber/Beschwerdefiihrer:
University Patents, Inc.
Einsprechender/Beschwerdegegner:
SmithKline Beecham Biologicals SA

Stichwort: Sechsmonatsfrist/
UNIVERSITY PATENTS

Artikel: 54 (2) {3), 55 (1) a}, 56, 89,
112 (1) a) EPU

Regel: 23 EPU

Artikel 17 (2) VerfOBK

Artikel: 2, 4 PVU

Artikel: 4 SPU

Artikel: 6 EMRK

Schiagwort: “Zuldssigkeit der Vor-
lage - Rechtsfrage im Beschwerde-
verfahren von Bedeutung (ja}” -
"Berechnung der Sechsmonatsfrist
nach Artikel 55 — mafgebender
Zeitpunkt: Tag der tatsachlichen Ein-
reichung der Anmeldung”

Leitsatz

Fiir die Berechnung der Frist von
sechs Monaten nach Artikel 55 (1)
EPU ist der Tag der tatsédchlichen Ein-
reichung der européischen Patent-
anmeldung maBgebend, der Priori-
titstag ist fiir die Berechnung dieser
Frist nicht heranzuziehen.

Sachverhalt und Antrige

I. Die Technischen Beschwerdekam-
mern 3.2.4 und 3.3.4 haben die Grole
Beschwerdekammer nach Artikef

112 (1) a) EPU mit ahnlichen Rechts-
fragen befalt.

* Die Verfahren G 3/98 (Verfahrenssprache Englisch)
und G 2/99 {Verfahrenssprache Dsutsch} wurden
verbunden. Die deutsche Ubersetzung deor
Entscheidung G 3/98 ist identisch mit dem Text der
Entscheidung G 2/99 in der Verfahrenssprache.

DECISIONS OF THE
ENLARGED BOARD OF
APPEAL

Decision of the Enlarged
Board of Appeal dated

12 July 2000

G 3/98

{(Language of the proceedings}*

Composition of the Board:

P. Messerli

R. Teschemacher
G. Davies

J.-C. Saisset

C. Andries

W. Moser

P. van den Berg

Chairman:
Members:

Patent proprietor/Appellant:
University Patents, Inc.
Opponent/Respondent:

SmithKline Beecham Biologicals SA

Headword: Six-month period/
UNIVERSITY PATENTS

Article; 54(2} and (3), 55(1){a), 56, 89,
112{1}{a) EPC

Rule: 23 EPC

Article: 17{2) RPBA

Article: 2 and 4 Paris Convention
Article: 4 SPC

Article: 6 EHRC

Keyword: “Admissibility of referral -
significance of the point of law in the
appeal proceedings {yes)” ~ “Calcula-
tion of the six-month period under
Article 556 EPC - relevant date — date
of actual filing of the application”

Headnote

For the calculation of the six-month
period referred to in Article 55(1)
EPC, the relevant date is the date of
the actual filing of the European
patent application; the date of
priority is not to be taken account of
in calculating this period.

Summary of facts and submissions

|. Technical Boards of Appeal 3.2.4
and 3.3.4 have referred similar points
of law to the Enlarged Board of
Appeal under Article 112(1){a} EPC.

* Cases G 3/98 {language of the proceedings: English)
and G 2/99 {languags of the procesdings: German)
were consolidated. The German translation of G 3/28
is identical to the text of G 2/99 in the language of the
proceedings.

DECISIONS DE LA GRANDE
CHAMBRE DE RECOURS

Décision de la Grande
Chambre de recours, en date
du 12 juillet 2000

G 3/98

{Traduction)*

Composition de la Chambre :

P. Messerli

R. Teschemacher
G. Davies

J.-C. Saisset

C. Andries

W. Moser

P. van den Berg

Président :
Membres :

Titulaire du brevet/Requérant :
University Patents, Inc.
Opposant/intimé :

SmithKline Beecham Biclogicals SA

Référence : Délai de six mois/
UNIVERSITY PATENTS

Article : 54(2) (3), 55(1)al, 56, 89,
112{1)a) CBE

Reégle : 23 CBE

Article : 17(2) RPCR

Article : 2, 4 Convention de Paris
Article : 4 Convention de Strasbourg
Article : 8 Convention européenne
des Droits de 'Homme

Mot-clé : “Recevabilité de la saisine -
importance de ia question de droit
dans la procédure de recours (oui}” ~
“Calcul du délai de six mois selon
I'article 55 CBE - date déterminante -
date a laquelle la demande a été
effectivement déposée”

Sommaire

La date déterminante pour le calcul
du délai de six mois prévu a article
55(1) CBE est la date a laquelle ia
demande de brevet européen a été
effectivement déposée ; la date de
priorité ne doit pas étre prise en con-
sidération pour le calcul de ce délai.

Exposé des faits et conclusions

I. Les chambres de recours 3.2.4 et
3.3.4 ont soumis des questions de
droit similaires a la Grande Chambre
de recours en application de I'article
112(1)a) CBE.

* Les procédures G 3/98 (langue de la procédure :
anglais) et G 2/99 (langue de la procédure : allomand)
ont éts jeintes. La traduction allemande de la décision
G 3/98 est identique au texte de la décision G 2/99
dans la langue de la procédure.





