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Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are

provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1 (Provided by examiner in Design Department of SIPO)

To facilitate understanding of third parties (those other than design applicants and design
holders)
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Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?

[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.
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Japan Design Registration No. 1442550

Answer Section 1-2 (Provided by examiner in Design Department of SIPO)

Design applicants can use the 3D CG images.
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Question 2 Representations of designs under the system to protect the design of a part of an
article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Right side view] [Top view]

Japan Design Registration No. 1444223

(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.
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Japan Design Registration No. 1449069

Answer Section 2-1

Question 2-2 This is a question to the IP Office of any country that has neither a partial design
system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.

Do the users of the design system of your country request protection for the
partial designs of articles? For example, is there a need for the establishment of a
partial design system, which is an effective countermeasure against infringers of
partial designs who copy only a unique and innovative part of an article without
copying the design of the article as a whole?

Answer Section 2-2 (Provided by examiner in Design Department of SIPO)

Yes, We do have a need for the establishment of a partial design system.
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Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.

Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
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requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well

Answer Section 3-1 (Provided by examiner in Design Department of SIPO)

In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings, photographs,
etc., submitted by the applicant.
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Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2 (Provided by examiner in Design Department of SIPO)

Only the formality examiner.

HREEEDH

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
- System to file a lawsuit with a court

Answer Section 3-3 (Provided by examiner in Design Department of SIPO)

We gave a system to file a request with the IP Office for an invalidation trial.
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Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.
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Answer Section 3-4 (Provided by examiner in Design Department of SIPO)

Yes, there are.

If the content of the drawings or photographs of a design patent has defects that cause the
uncertainty of the protection target of design, it may be excluded from the patent protection
under Article27.2 of the Patent Law of China.

b5, BEFRFONEEZIIEEONFICHENEH Y, ThIZX > TREDRENRER
BRI a1, BFES 272 RiCESE . MFMRENZ T O NRWATEEERH 2,

Question 4 Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1 (Provided by Linda LIU & Partners)

Yes, it is permitted to amend a design application. Amendments can be made according to the
examiner’s request or initiatively by the applicant.

AlRE, BEEHBEOMERFEDOND, MEXBETOERICEY ., EITHBEA B REY
AT 2B TE D,

After receiving the official notification from SIPO, the applicant can make amendments to the
defects that indicated by the examiner within the designated time limit, usually within 2
months from receiving the notification.(Rule 44 of the Implementing Regulations of the Patent
Law of China)
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Voluntary amendments to the drawings/ photographs or explanation of the design can be
made within two months from the filing date. (Rule51.1 of the Implementing Regulations of
the Patent Law of China)
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All the amendments may not go beyond the scope of the disclosure as shown in the initial
drawings or photographs. (Article 33 of the Patent Law of China)

TRTOMEIR, RMONERLERCLSBROHBAZELX TiIR bR (FFIEE 33
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Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2 (Provided by examiner in Design Department of SIPO)

To make an amendment, the applicant shall submit rectification with the signature or seal on
it, and the corresponding replacement sheet of the amended documents.

FEZAT 9%, HEAZ, BAEIIEREILZEE (rectification) . B X UHIET 2 EH
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Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

Answer Section 4-3 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

With regard to the amended documents which can not be accepted, the examiner shall issue the
Office Action to notify the applicant that the amendment is not conformity with the provision of
Article 33. If the amendment is still not in conformity with the provisions after the application
makes observations or rectification, the examiner may make a decision of rejection according to
the provisions of Article 33 of the Patent Law of China and Rules44.2 of the Implementing
Regulations of the Patent Law of China.
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Yes, there is a possibility that the 1P Office dismisses the design application.
BEHEIATSNBEEH D,

With regard to the amendment made two months later, if the amended documents overcome the
defects existing in the initial application documents, and have the prospect of being granted the
patent, the amended documents may be accepted.
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Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

Yes, there are many cases where the IP Office sends the applicant an instruction for an
amendment related to a representation of the design, here, we just take the following two cases
as the examples.

So far as the product with a three-dimensional design is concerned, if the essential features of
the design of the product involve six side, the applicant shall submit orthographic projection of
six side view; if the essential features of the design of the product involve the view of one side
or several sides only, the applicant shall submit at least orthographic projection view and
space diagram of the side concerned, and indicate the reason of the omission of the view in the
brief explanation, if the above-mentioned views are not sufficient, the IP Office will send an
instruction for an amendment. In addition, the relation of projection is wrong, for example,
the relation of projection is not conformity with the rules of exact projection, corresponding
projection relation among the views lacks, or the direction of the view is upside-down, so that
the drawings or photographs may have more than one possibility to explain the design
product, the IP Office can send the applicant an instruction for an amendment.
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Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5 (Provided by examiner in Design Department of SIPO)

The applicant is permitted to make an amendment in the way he/she wishes to, but the
amendment may not go beyond the scope of the disclosure as shown in the initial drawings or
photographs.

HEAZ, RABRHFETHIHETHEZITY ZLBROOLNLN, MERX, ZPONE 5
BIZRIT ZBROHFEAZEZ TIXR 52U,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

Answer Section 4-6 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

Yes, it is permitted to divide the application and file a divisional application as a new design
application according to the Rule 42. The applicant shall file a divisional application no later
than the expiration of two months from the date of receiving the Notification to Grant Patent
Right to the initial application issued by the Patent Office. For example, the initial application
wishes to protect a design of the whole product, and only submit the views of the whole
product, in this case, the applicant is not allowed to take only part of the product out of the
design as the subject matter of the divisional application. But if the initial application
documents include some views of one part (except for the component part which can not
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partitioned or sold and used independently), and these views can clearly represent this part, it
is permitted to file a divisional application.
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Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of
drawings or photographs)?

Answer Section 4-7 (Provided by Linda LIU & Partners)

It is necessary for the applicant to satisfy the requirements for representation of a design and a
design should be found.
BEORBDEHENFH .S T, BEDBENTERITNIRL20,

According the provisions of the Articles 27 and 28, where an application for a patent for design is
filed, a request, drawings or photographs of the design and a brief explanation, the date on which
the patent administration department under the State Council received the application shall be
the date of filling. That is to say, once the applicant submits these documents, the filing date is
determined.

8527 % B 28 ZOMEC LhiX, BERFFOHEIX. FrHEE YEEEONEEZIXE
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But in order to avoid extra procedures and fees caused by amendments after filing, or going
beyond the scope of the disclosure as shown in the initial drawings or photographs, the drawings
or photographs of the design should satisfy the requirements for representation of a design and a
design should be found.

LA L., HE®ROMIEZ X 5 BMARFIRSCFEORE, H5VREMNORERERICZEL S
BATRO#HEEZEA 5 Z 2T 570, BEEOME(IIFERIT, BEDKEDEMH LW
LT, EEBRBETERITNIIR LR,
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Question 4-8

In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?

Answer Section 4-8 (Provided by Linda LIU & Partners)

After an applicant makes an amendment in response to an order for amendment that the IP
Office issued on the grounds that the requirements for according the application filing date
were not satisfied, even if said requirements are satisfied as a result of the amendment, the
first application filing date is still the application filling date.

HREEBEDEMZMZ L TRV E L THNMERYE T oMERSAHESA T, #
FEANDPFIERE L7RER, HEA OBEDEHFEZWMIZLILEA TS, RAICHB L AR

HEHIZR S,

Question 4-9

In the case of an IP Office that conducts to find a design as a prerequisite for
according the application filing date, please answer this question. In the case of any
other IP Office, please skip this question and answer Question 5.

In the case mentioned in Question 4-8, if an amendment submitted to the IP
Office changes the gist of the design, how would the amendment be treated? Would
it be dismissed? Or, would it be deemed as a new application filed on the date on
which the written answer to the order for amendment is submitted? Please explain
in detail.

Answer Section 4-9
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Question 5 Principle of unity

Question 5-1  Please tell us the requirements for representations of designs in order for multiple
designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design" of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1 (Provided by Linda LIU & Partners)

In China, two or more similar designs for the same product or two or more designs which are
incorporated in products belonging to the same class and sold or used in sets may be filed as
one application According to Article 31of the Patent Law of China,.
BAES 3L KLU, FETR, A—R8REICE8T 5 2 L E0BELERE, 2 \WiXF—EHET
2oy hCHREEIMERSNIMED 2 UEOBEIZ., 1 HoHEE LTRETSZ &3
T&E D,
“products belonging to the same class and sold or used in sets” means “are customarily sold or
used at the same time and the design of which have the same concept”.

R—RETHr oy hCTREEIIEA SN D] &id, —ROICRIRCEREE IIER S,
ZORBEDHENFE L THHZ LEERT D,

If the submitted designs satisfy the above requirements (Substantive requirements), it is
permitted to be filed as one application. if not satisfy the above requirements, the examiner
may ask the applicant to file a divisional application or delete the other designs.
REHSINEBES ERROEH (EEREH) 2R, 1 GoHBEE LTRIET S Z L38BD
b, Bzl IRWEE. FEEPHEBEACY L ToRIHEZ T 52, LoBIEZH]
BRITDLIRDDZLNTE D,

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.
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Question 5-2

This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

Question 6  Scope of design protection

Question 6-1

Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).
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Answer Section 6-1 (Provided by Linda LIU & Partners)

There is no specific definition or ideas concerning the similarity of the configurations of
designs. The determination should be made according to the knowledge and cognitive
capability of a normal consumer, and the comparison of designs shall be made through
the approach of whole observation and comprehensive judgment rather than through
observing parts or details of the designs.
BEOCEBELICEY 5 EE - BTV, FHEOH WL, —RRY2THEEE OME K U8R
BAZESNTITORETHY . BEOHBIZEBWTIL, MM TR, BE2FZHE
£ZL T, REHNREWEITOIRETH D,

When making the determination, you should first determine whether the categories of
the products are identical or similar. If they are identical or similar, you may then
make a comparison between the two designs incorporated in the products. If they are
not identical or similar, there is no need to make a comparison. If the categories of the
products are identical or similar but the two designs incorporated in the products are
different, you need to further analyze whether the difference(s) makes(make) a notable
impact on the overall visual effect of the designs. If there is a notable impact, the two
designs do not constitute similar designs. If no notable impact is made (e.g. the
difference only lies in slight variations in some parts), the two designs will constitute
similar designs.

HWOBRITE T, HEOSERFR—EITEUL THENE I 1 2HWTXETHD, F—=F
TZIEEN L TV BHAIE, TR bOMEO200BREDHEEZIT Y, R—TROMNELIL T
WiREIE, BT 5 LTV, MEOSERRA—EZEL L TWTE, £ b0/F D2
DOOBENRERDGEIT. £OHES, BEEOEKNLARHEEICHEREEL RITT L
D0 EoRDMETIHIMHERD D, BERRRERHNZ, 200BEZELL-RETIIA
WV, BEREENRTT B HER., —HITBIT50THREBMDHZDFE). 2200FBE
R L2BETH 5,

Interpretation of the Supreme People's Court on Several Issues concerning the
Application of Law in the Trial of Patent Infringement Dispute Cases has the following
provisions.

[ FFFFRZ# AN I3 17 B IERBBEHIZ BT S V) < DD DIEEEIZH T35 BN B DAERR)
WIIUT D& S RBENR S 5,

Article 8: Where a _design identical or similar to the patented design is used on the
identical or similar categories of product, the People’s Court should hold that the
allegedly infringing design falls into “the scope of protection afforded by a design
patent” prescribed in Article 59.2 of the Chinese Patent Law.
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FE8L&  BHANESNLERELEA—(3BELUORIES. KBEBRR—F 2 3EL oG HEA
ENTWEHHE., AREREZ, BEREREFERIES, FAMEE 502 FICED D TBERFICI R
BOHHA ITADLRRTHDLET D,

Article 11: Whether designs are the same or similar by comprehensively considering
design features of the patented design and the allegedly infringing design as well as the
overall visual effect of the designs. However, the design features mainly determined by
the technical effect of the product and those features that cannot affect the overall
visual effect, such as the material and internal structures, shall not be taken into
consideration.

FLUSE  BEBRFE—FZ3E LU0 b0 E 2 ik, BT EESNEEERB I UHEEERED
B, SOICEEEOEFNRRREDIRZREMTHBIT S, 722, & L THRE DN
PDRIZE > TREDBEECRKESS. 2R HEHRICEEL 5 2RV, FlE, HER
NEO#EER L1, BEIZANBRNHD LT 5,

The following exerts greater influence to the overall visual effect:

1. The parts of products which are easy to be observed directly in normal use;

2. The design features which distinguish the patented design from the existing designs.
RDOb DL, EEABRHAREDRICKRE REEE2EX 5,

1 MEOBEBEOEHATBNC, BEICHBEGETE 2844

2. BT EShEBEZBFORIE & Kl 5488

Where there is no difference in the overall visual effect between the allegedly
infringing design and the patented design, the People’s Court should recognize them as
the same. If there is no substantial difference in the overall visual effect between the
allegedly infringing design and the patented design, the People’s Court should
recognize them as similar.

HREEFREELFTTEINZEREL O T, 2 RARDRICEN VRS, ARERIT.
MEBRE—THdLBOLIRETHD, ¥, KREFREELFIFTEINEEL O T,
EFRRRERDIRICRERENR VRS ARERIZ. AIZESEHUL TV LRDODIRETH
B
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Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.

Answer Section 6-2 (Provided by Linda LIU & Partners)

No matter you are at the right-confirmation stage or the right-exercising stage, you
should first determine whether the categories of articles are identical or similar, and
then you may make a comparison between the designs of the articles.

FEFIRER DB, & 2 WITHERUTREDERBEDNCBMR 2 < . ETWROSEOR— il %4
WidsZ LT, ENOOMFOBRELZHETHZLNTED,

Products of similar categories refer to products that have similar use. For example, a
toy and a tiny ornament are products of similar categories, because they have similar
use. It should be noted that for products having multiple uses, if some of the uses are
the same and some are not, they are regarded as products of similar categories.

SEBELLTWARIE L3, ARNECLEZRREOZETHE, FixiE, Bbbe L/ 8o
EMIIABBEU T A7, ENEE LM THS, HE L, EROAREH ARG E
SLT.RACABLE D TRVWLDEH5%HE. b DRBIIFEPEL L TWE ERRT,

It is provided by Article 9 of the Interpretation of the Supreme People’s Court on
Several Issues concerning the Application of Law in the Trial of Patent Infringement
Dispute Cases that the People’s Court should determine whether products are within
the similar or same category by considering their uses. To determine the use of a
product can refer to the brief description, International Classification of Designs, the
function of the product and other factors such as sale and actual use of the product.

[ FFFFR M F BN I 1) S EEABE T IZ BT 5 0 < DD DEJEIZH 73 BRE N FEEBE DA
DEIETIE. ARERX. RESEOR— /BT T, £DOM@EE 2 THErI <& LH
ELTW5, MAEoRRLHET 5L, BEREEESEOBENLRE. Lo, -2
DIRFEREEDO A/ Y, TOMOBEROBRTHZ LB TE S,

The comparison is conducted only when the products are within the similar or same
category. If the products are not within the same category, the right cannot be
exercised even if the designs are completely identical.

it BREOSERE—/BLHOBEICDHITI, BADOHENRE—TRVBEEE, RICE
ERE-TA—Tholzl LTH, HAIIITHETER,
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Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3 (Provided by examiner in Design Department of SIPO)

Where a view of the product incorporating the design is omitted, the applicant shall generally
indicate the reason of the omission of the view, such as a view is omitted because it is
symmetrical or identical with another view; if it is hard to indicate the reason, may only
indicate the view which is omitted, for example, a large-scale apparatus lacks bottom view, it
may be describe as “bottom view is omitted”. We may consider the parts of an article that are
not represented in drawings or photographs as usual design.

BEZE0CHEBONZE S BE. BT, AHRBOOE N, HDVITHOR L FR—
DIEDENTZE WD X512, EMOBAZRTLENDH LN, BRERTOPEERES
X, AW EEDOAREZRTIEHTE, Hl2iX, RAEEEOERNARWEE., [ERKIT
EWg] DESITTT, HEPLEETRINRAWVYmOEFS S, BEOREL RRTZ L5
TE D,

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has
a three-dimensional configuration changes its configuration to perform its
functions.
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[Front view] [Rear view] [Left side view]

[Right side view]

) ) [Perspective view of the changing
[Top view] [Bottom view] configuration]

[Front perspective view after the change]

[Rear perspective view after the change]

Answer Section 6-4 (Provided by examiner in Design Department of SIPO)

The scope for design protection covers the configurations observed in the course of change.

FALDOBRRIZI T STRRIC SRS K 5
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Question 6-5 This question is about the scope of design protection in the case of a set of
articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles" is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.

Answer Section 6-5 (Provided by examiner in Design Department of SIPO)

The design protection only covers a certain set articles which are the same as products in set
(Article 31 of the Patent Law of China). Products in set means that two or more products
belonging to the same class, but independent from each other. The design concepts for the
products are the same. Each product has its own independent value of use.

As each product has its own independent value of use, the design protection covers each article
that comprises a set.

BEREIL, F—DoREBL LTEY MRS TWAIRDOHIZRS (FFIESE 31 5), &
v OB LIE, BEIIFRICES, BV LTWDS 2 DU EoREEZ WS, BEOH
RIXF TR, e EISL L ERAMEDCH 28 MmE W5,

B Z LI B O AMEY H 50T, RIEREILX. £y FE2HBERT 58RIk S,

Question 6-6 This is a question about the restrictions on the exercise of design rights that
are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:

(i) a design right to protect the design of a whole article and a design
right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design rigth of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

(ii) a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and
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(iii) a design right to protect the design of a set of articles or a certain set
of articles and a design right to protect the design of any article that
comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in
Case (ii) and Case (iii) described above in terms of the restrictions on the
exercise of design rights?

Answer Section 6-6 (Provided by examiner in Design Department of SIPO)

In Case (i), it is sometimes necessary.
In Case (ii), it is not necessary.

In Case (iii), it is sometimes necessary.
()T, RERBERD B,

(i) Tix. LERL,

(i) TiX. RERFEVH D,

Question 6-7 This is a question to the IP Office of any country that protects multiple images

as a single design.
If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?

Answer Section 6-7
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Question 6-8 This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8

Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1 (Provided by examiner in Design Department of SIPO)

Yes, there are. If the scale of various views is not the same, and it is caused by the scanning
entry problem, then the editing is conducted, but only the ratio can be edited, not the content
of the design.
bb, SEIERMORENBFECTRWEE, ThABRZXF ¥ T —000MYALBFET
HOIBRIIMELZITON, METZXLI2DREBEOATH-> T, BEOHNELRET DL
IETERY,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?
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Answer Section 7-2 (Provided by examiner in Design Department of SIPO)

No, we don’t.
PRE L TUNRLY,

Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3 (Provided by examiner in Design Department of SIPO)

Any person may file a request with the Patent Office to consult or photocopy the file of the
patent application for granted design. The inspection is for free. Until the announcement of the
grant of patent right for design, the requester for consultation or photocopying is limited only
to the applicant and agent thereof.

HTH, BESINEBREOHETZ 7 A VOBREITIFE L2, FFTICH L THERTE 5,
BRI ERTH 2, BREDOKIHEMNENRRIND ETIE, BRELITIELOFEREL,
HEAR I OZOREANCREEND,

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8 (Provided by examiner in Design Department of SIPO)

Yes, we do.

We receive opinions such as submitting the drawings of a design application in 3DSMax
format, so that the examiner can observe the product in all directions.

HEIhTwna,

FEEPHRZHOWLFAPOBETEL LT 2D, BEHBEONE%Z 3DSMax
74 =<y hTRHETED X ITTRE, CVoBRBFELN TN,
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Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9 (Provided by examiner in Desigh Department of SIPO)

The number of design applications has been on the rise.

I think the main reason is because of the outline of the national intellectual property strategy’s
announcement and the improvement of China’s capacity to create.

B HRBE B0 IMER 25 5,

FRERE LTiL, BOMMERBOMBENARSN-Z L, PEOAIERA» M EL
e ERHBEEXTND,

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

Question 11 If your country has signed the Hague agreement, please skip this question and answer
Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague
agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11 (Provided by examiner in Design Department of SIPO)

Hague agreement is an effective way to protect the design right for Chinese enterprises,
especially for those companies who want to compete with other countries.

~N—7HEE., FEAE, LV DiIHMIEE OBESFEBATHIREICL - T, BEEEZHE
ETOPRABRFERTHD,
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Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any
alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12 (Provided by examiner in Design Department of SIPO)

Yes, we are planning to make some alterations or adjustments to our country’s system in the
future.

A%, PREOHEZERE - WETHTETH D,

[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

Answer Section 13 (Provided by examiner in Design Department of SIPO)

In china, only two or more similar designs for the same product or two or more designs which
are incorporated in products belonging to the same class and sold or used in sets may be filed
as one application According to Article 31 of the Patent Law of China. We supply a blank
sample application for your reference, the applicant just needs to add the numbers of designs
on the portion indicated by red frame compared with the single application.

FETIE. A—0RRIZE TS 2ULEDEURE, »5WidR—EETHr> >y b LT
B E R idERA SN/ ED 2 U LOBREDHRZ, FHESE 31 FICEIE, —HoHE
ELTHRIHTE D, TBEDD, BA (EWMOLD) ZHft4 5, B—DHREE DEW
X, FTHoHDC. BEOEERATDIHIZLDOATHD,

25



CagEI- T - EEAEEEIEEFATEEE |, sgans =
:ak +§ET" IRAETEF +“.h L o £E. EASAS. Eaeqy o
o] (L] g : ! Fa
AR TE® B &
£a 82E * .
= TEAT = i‘
2 z 3
o TmmEr . ::
T IaeIE - 2
=¥ e
ITEE gz | BSEAE-PARAUSAR S RESERARa27. -
SxBEEnFaErEe] .
TERE ©
py |BEERCERENSTANES.
. semse 2 -y
= [sRaszasEmasnnes s
Y . ART i3
STFEmgLErE) L. Exmae =
: . TEEd =
BEIESY =% -.
e.|sRassesEe ErmEx DT
ER
Lo BREES SXTFEEFIEEE
T =mas . wilma
Te|n =z =% sTEHE S DR L L o
| m=es . EEmn
QL Ans-F5e5. nF BEUE_FERAINER) .
=]
e . RERE]
#
e |2 & FE] &
f 2 |paze , L . . a LR Mt
s = ' L
o
e - -
2x| zuay ool Esac = EANE
i EL R

14 Is it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.

Answer Section 14 (Provided by examiner in Design Department of SIPO)

Yes, we just send you a blank registration certificate, please see the following page.

BFAE (ZEWMOLD) 2BEV T D5, RI—VEBR,
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[HEE 7 Vv ZEE (2) ]
Question 1 Basic principle concerning representations of designs

Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1 (Provided by examiner in Design Department of SIPO)

To facilitate understanding of third parties (those other than design applicants and design
holders)

B=F (REHBEAN/HERELSNOE) OBEERS T DD

Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?

[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.
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[Perspective [Top view] [Front view]
view]
ATl
. A
[Right side view] [Left side view] [Bottom view]

(—

[Rear view]

[A-A sectional view]

A

[The article in use]

Japan Design Registration No. 1442550

Answer Section 1-2 (Provided by examiner in Design Department of SIPO)

Design applicants can use the 3D CG images.
EIEHFEAL, 3D O CG HEEHATE %,

—>ECGTF—##EA 6 EN (ERERE) OMEICLTCHBELZLD, L OBEETR\WT
T (CGF—FBFEEIIZ T TWARNE WS BTN TT ),
B 2084, 3DCCTF—FFDLODOHEEZRD AT EIIRFT L TWHETD,




Answer: Your understanding is correct. But It's hard to answer at this stage when we can use
the 3D-CG directly. After all, the 3D-CG date is not widely used in the application document of
other countries.

B : ZDEMTI VR, HEET, WO 3ID-CCTF—FZDLDEHEATEL LIRS
DESIOIFELY, WTHIZLTH, 3D-CC F—F IMMhEDHBEEF IRV T, AL HE
AShTWVa o Tidew,

Question 2 Representations of designs under the system to protect the design of a part of an
article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Right side view] [Top view]




Japan Design Registration No. 1444223

(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.




[Front view] [Top view]

[Left side view]

o

[Enlarged perspective view of the cap 1]

[Enlarged top view of the cap]

B B
b A

[Enlarged left side view of the cap] [Enlarged right side view of the cap]

[A-Aend view] [B-B end view]
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Japan Design Registration No. 1449069

Answer Section 2-1

Question 2-2 This is a question to the IP Office of any country that has neither a partial design
system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.

Do the users of the design system of your country request protection for the
partial designs of articles? For example, is there a need for the establishment of a
partial design system, which is an effective countermeasure against infringers of
partial designs who copy only a unique and innovative part of an article without
copying the design of the article as a whole?

Answer Section 2-2 (Provided by examiner in Design Department of SIPO)

Yes, We do have a need for the establishment of a partial design system.
o EIREHED=—X3dH D,

SBHATCHOBE CHo-HEZELETIEL CHEICHBET S L X ICHBOBEENLE
BEEICETILZHALTVND LWV TWETEMBENRWNTTY, ZHIZDOWNT
BEEEOCTA F5A VICHRZEISNTWETH,

Answer:

Yes, it is true that we can submit a whole design claiming the priority of a partial design
according to the practice, we only need to amend the dotted lines as the solid lines, but it is not
explicitly specified in the Guidelines for Patent Examination.

B

ZDBY THD, MABEDELHELZTIRETIEARBELZRIET DI LN TE., RREE
ELTERCTHIETTIVEWIEBRAMTONLTWD, 727 L, BIFEETS oA
ITATE STV,

Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.



Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),

we conduct substantive examination as well

Answer Section 3-1 (Provided by examiner in Design Department of SIPO)

In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings, photographs,
etc., submitted by the applicant.

BRI RBEHICMZ, BEC»»2WazER L., #EHSW REHLWIEIEEELEE
LTEEZREL, SiE@V ICBRENERS I TV D215,

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2 (Provided by examiner in Design Department of SIPO)

Only the formality examiner.
FHRGFEAH DI

—>BEERITIE, SMERFBEERDOFEEE TTH, BEDOABKIIMASHWTTH,

Answer: About 210 examiners.

EIZ . 492104




Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
- System to file a lawsuit with a court

Answer Section 3-3 (Provided by examiner in Design Department of SIPO)

We gave a system to file a request with the IP Office for an invalidation trial.
FRIRA PEFR S BT 63 2 BEh 3 O FE R EE N 8 B

S>EBEHICIIEREZESICTBIT 3EMED Z L TTH,

Answer:

In practice, regarding a registered design, the public can file a request for invalidation with
the Re-examination Board of SIPO (“fRZ&Z&H£”), after examination, the Re-examination
Board will issue a decision on whether the design right should be invalidated. During the
examination, the Board will transfer the invalidation request to the patentee and give a chance
for the patentee to make argument, and before making a decision, the Board may hold a
Hearing for the parties to make further statements.

As for “FH &, “the evaluation report of patent”, it is accomplished by the department of
design examination ”” upon the request from the patentee or the interested party(ies).

[EIP=38

BREEECEAL T, BEEZESICENMEEZFERTH LB TE, BEZEITIREDE.
BEHZEDTNEDEPDOREZITI. BED. ZEIITEMEFERZFHFFHEE~E
EL, BEREZHRIHTIBE2525L L HIC. REDHNT, HEENSLRLBZIT
STHDNEFRLZERTLHIZL H D,

T EC DWW TIE, FFHEE 23R EBERE P OB RE D o 72562, BEFEETMA
BRI %,

Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.



Answer Section 3-4 (Provided by examiner in Design Department of SIPO)

Yes, there are.

If the content of the drawings or photographs of a design patent has defects that cause the
uncertainty of the protection target of design, it may be excluded from the patent protection under
Article27.2 of the Patent Law of China.

oo, BEFHFOREEIITFEONFICHEIENH D . £ X > TEIEORESRIA
W72 6%, FRNES 272 RICEDE | KR T DIV W AREMEDR & 5.

—WERLENTEL DD, BEE LLIIRHTEENTHAMESL UTHRNES L hofzr—
Z1xH Y FT0, HDNITFIRELI ZEWV (NT FI A4 Y —DEFEH] (2007 BEATKESE 169
7)) DA HIIEITHRETEWV),

Answer:

As that indicated in the Invalidation decision No. 5097(please see the attached), because the
bottom view and the top view completely can not coincide completely and the front view and
the right view can not coincide completely, so cause the uncertainty of the protection target of
design we can not confirm the specific design based on all the views, that is to say, the
uncertainty of the protection target of design.

B

BEFIRE 5097 & (BT Z2BHR) Tk, BN E LERNAZER2C 883, EmRE AR
ERAFRIC—BLARVD, BREDRENRPAHEL Shic, $XTORIZESWT,
REDEEZBBTERV, 2%V, BEEDRENZS TR,

Question 4  Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1 (Provided by Linda LIU & Partners)

Yes, it is permitted to amend a design application. Amendments can be made according to the
examiner’s request or initiatively by the applicant.

AlRE, BIEHBEOM EITRO bvd, MIEIFHEEE OZERKICE Y . EIXHBEAL B IR
IZATH ZENTE D,




After receiving the official notification from SIPO, the applicant can make amendments to the
defects that indicated by the examiner within the designated time limit, usually within 2 months
from receiving the notification. (Rule 44 of the Implementing Regulations of the Patent Law of
China)

SIPO 7 il A5 1T =6, AL, FRESNIZHIR GBEIZ2 0 H) NI, FEENR
Rf L7eE 2 BT 5 2 &N TE D (HANEFEMARIE 44 55),

Voluntary amendments to the drawings/ photographs or explanation of the design can be made
within two months from the filing date. (Rule51.1 of the Implementing Regulations of the Patent
Law of China)

M,/ FEEITEREOBIIIT 5 BRARMEIL, HEENS 2 T AMNIKIT) 2 &
INTE % (FFRIESFERMAN S 51.1 58),

All the amendments may not go beyond the scope of the disclosure as shown in the initial drawings
or photographs. (Article 33 of the Patent Law of China)

T RTOMIET B DX ERLGFEIC & 2 B O#PH £ 2 Tk 67220 (FRNESR 335,

SBBEROFHEEZBRZ TWVWIDELZHWT20IFHETT D (Q43EEFICLDE, BED
KFREBEFLRDRULETHELNTL X 5 5)

B2 rAZBXATHELZLES RV ETD, FHATTLL I,
Answer:
1. Yes, it is determined by the preliminary examiner.
2. If an official notification of correction is issued, the applicant should make corrections or
statements in this regard within the designated time limit (usually 2 months after receiving
the notification). In case that the applicant fails to meet the time limit, the application will
be deemed as being withdrawn.
If the applicant submits the Voluntary amendments beyond two months from the filling
date, the examiner can refuse to accept it, but it would not be absolute. If this amendment
has made to the problem of non-corresponding projection relationship, usually the examiner
can accept it.
B
1. ZDOBY THY ., HWrZ21T 5 DIk, FREEE (preliminary examiner) Th 5,
2. ERREED@EMAHINH, HEAZ. ZHICETLEEEEEHEEL., fHES
NHIFAN (BEIX. BAZ2ZTRoThbL 2 VA% KRETAXLERSH D, ZOHFRIC
MizgbRiFiid, HEXIRY TiFbhizbn L RiRIh 5,
HEEAZ, HEHE2?D 2 VA2 BETHL BRNRBELRE LEHE. BEEEIIXESL
HETHZENRTE BB, R EDOTIERY, MHT2REOBENELL 2V
A, ORI BRMIERITo e, BETOHNIREINELEX OIS,
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Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2 (Provided by examiner in Design Department of SIPO)

To make an amendment, the applicant shall submit rectification with the signature or seal on it, and
the corresponding replacement sheet of the amended documents.

FEZAT O, AL, B4 E72I3RAI LB E (rectification) . 38 L OWHIET % 34
DR Z ZfE LT udZe 670,

B ZHITONTOHA FIALiEH Y £33 HITBHZSIZEN,

Answer:

According to the provisions of 3.4 Chapter 3, Part | of the Guidelines for Patent Examination,
when making corrections / rectifications to the application, the applicant should file a Request
of Correction form and corresponding replacement sheet.

And according to the provisions of 8 Chapter 1, Part V of the Guidelines for Patent
Examination, the documents submitted to the Patent Office shall be signed or sealed.
Moreover, Rule 52 of the Implementing Regulations of the Chinese Patent Law prescribes that
“where an amendment to the drawings or photographs of an application for a patent for
design is made, a replacement sheet shall be submitted as prescribed.”

[EIP=38

WFEETA R4 0% | i 3 E 34 oI Lhid, HEOEIE FTEETT5BE.
HENIBEERFEEL., T 2282 H2RIETOILERD S,

£ VEE 1E 8 OREICLIhE, FFFT~ BT 2 BHITIE, BLEITHNPLE
ThH D,

S HIT, FREEBMRIE 52 &%, TBEFFHBEONE XIIEEOMIEIX, HEITED
WTZELEB2HEEZRE LR EResRv] LHRELTWVD,

Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

11



Answer Section 4-3 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

With regard to the amended documents which can not be accepted, the examiner shall issue the Office
Action to notify the applicant that the amendment is not conformity with the provision of Article 33. If
the amendment is still not in conformity with the provisions after the application makes observations or
rectification, the examiner may make a decision of rejection according to the provisions of Article 33
of the Patent Law of China and Rules44.2 of the Implementing Regulations of the Patent Law of
China.

RO OLNRWHIEICOWTIE, FEENA 7 4 AT 7 v a ko T, MIEDRSE 33 F0BE
WA L TWARWZ LA HBA~@HT 5, HBEACX2BEREZIIEEORE®E, MMEN
KARE U THEIZHES L TWRWGE AR 1, HANES 33 Seds J OVEAINE I /i QI 2 44.2
RIS T, FEHEDIREEIT ) ZENTE D,

Yes, there is a possibility that the IP Office dismisses the design application.
BIEHBENAHT SN 58136 5,

With regard to the amendment made two months later, if the amended documents overcome the defects
existing in the initial application documents, and have the prospect of being granted the patent, the
amended documents may be accepted.

2 WABIATONTATEIZSW T, SO HBERERICAAE T DHENS . fiEFERUZ IV T
WENTBY, FrfF 5 SN2 RIARRH L 5E1E, MIESNICEHEZHIND EEZD
ns,

WIEEOWE L HEFH T OBEWIIATL X 9 5,

Answer: In this question, there is no difference between the two.
B . ZORE. BEICEVIERNY,

WEER, ROHBEATRORFHEREIDV £ EERREH., HEATIZONTO
T ATBRIREFH 2 ),

Answer: There is a remedy approach after rejection of the application. The applicant can file
a request for reexamination with the Patent Reexamination Board within three months from
the date of receipt of the Decision of Rejection.

EE . HEEREZOBFEEILIH D, HEAX, ERRELZZTIRoTHH 37 AN
NThE, BFEZESICH L THEEFRZRBHTE %,
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BEEATICLEABEOHEL WVIZXFIIRVDOTLE 92 X7 vy — FNEZETIT,
MEATEWVWOIEZERHY E L),

Answer: Yes, but the prerequisite is that the applicant can convince the examiner. If the
applicant cannot convince the examiner and insists on making no amendment, the
examiner will again issue a Notification to Make Rectification. If the examiner has
issued two Notifications to Make Rectification on the same defect and the applicant still
makes no amendment, the application will be rejected.

BIZ : 508, HEAREEEZMWRIEONDZ LBABLERGTHD, BEEELMES
HHZLBRTET, DOMEZ LRV EFRTIIZ, FEEIIHE, BEDOBHEZIT I,
[F—DHRPEIC B L TR 2 Bl s, HEAPBELZITLRVWES., HEITEEIN D,

BEHHREZHAEL TV ARRL, EBEORNRBRIZX - TRIZHETIEVI DX, ERALV~ LV
TORIETL X 95,

Answer:

Yes, the amendment to the application documents should comply with Article 33 of the
Chinese Patent Law, that is, the amendment to the application for a patent for design may not
go beyond the scope of the disclosure as shown in the initial drawings or photographs.

B

ZDRY ThD, HEEHOMIEX, FAEE BREZETTILERDHD, T2bL B
ERFHEOMEIX. BONONERLEEICL 2MROBEALEL Cidhbniny e
ThHo,

B AATIE, HI0 FEERECBWT, MOBRENRKRES. YR 0ERZELT
WHEDBE, BR5EBEVESPDIEEAOL DO THNIE, EISEDZ LRI REL
TWET (Z0 X RERZL>TVET), XL, FETIXED L S IHE L
TWBTL X 9D,

Answer:

In China, if the examiner finds that the projection relationship of one view is not
corresponding to that of another view, the examiner usually will issue a Notification to Make
Rectification and require the applicant to make an amendment; however, if the examiner does
not find this defect, the application will be directly allowed. After the application is allowed, if
another person files an invalidation request in accordance with Article 27.2 of the Chinese
Patent Law (the views do not clearly indicate the design) and the Patent Reexamination Board
judges that this is a minor flaw, the invalidation cause will usually not be accepted. In other
words, if the allowed design only has a minor flow, it will not necessarily be invalidated.

13




[EIp-3

HETIE, HEROEEOBRE, MIORICKIE L TWRWNWT EE2FEREENROT 256
IER, BEOBMEZREM LT, HEACKH LTHEZRYT., L, BEERZOFRME
R o TeGE, HEIZZEOEERD NI, HEIRBD bN-RIC, MEIEF
EE27.24% (MR, BEZEHICHERLTOVARY) TESWTESLZFERL, H#EEES
DS & MR, BHOBEBIFRED b, 0% 0, ZHINWEREICERK
RIS H BT T, BT UHEDNTIIR L2,

Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

Yes, there are many cases where the IP Office sends the applicant an instruction for an amendment
related to a representation of the design, here, we just take the following two cases as the examples.
So far as the product with a three-dimensional design is concerned, if the essential features of the
design of the product involve six side, the applicant shall submit orthographic projection of six side
view; if the essential features of the design of the product involve the view of one side or several
sides only, the applicant shall submit at least orthographic projection view and space diagram of the
side concerned, and indicate the reason of the omission of the view in the brief explanation, if the
above-mentioned views are not sufficient, the IP Office will send an instruction for an amendment.
In addition, the relation of projection is wrong, for example, the relation of projection is not
conformity with the rules of exact projection, corresponding projection relation among the views
lacks, or the direction of the view is upside-down, so that the drawings or photographs may have
more than one possibility to explain the design product, the IP Office can send the applicant an
instruction for an amendment.

Hb, MOMEEAYLYETREEOREICE L COMERZETEMNETIH/IIZVE, 22T
X, Bl&E LTUTD 20075 —R%2FiF5i1cL L5, MEERICEL, BEOKRER LR
WZ6EPBENDIHEIL., 6 BOERENZIRH L RTNIER LR, BEDOKER R,
1 BEZITNWL OPOEDHDEFE, 72 b, TOEDERERI L UERNZRZE L.,
M zEH LB 2RO S RTNER LRV, EROMBAR+53056, FMRMEHRYE
FFIRELRTBINEIT ), Eo, REOBBRISHE > TV H5E., FlziE, BREOBEMRIIE
BREBEEORANE > THRWEE, MES LOMSTIREDOEBLER2VEE, MBPTSE
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DHEHZE, NERPERICLZBEDCHAICHEEDOTMERANH D L &b, MOMERYETIX
MEZRITEBMEITI ZENTE S,

Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5 (Provided by examiner in Design Department of SIPO)

The applicant is permitted to make an amendment in the way he/she wishes to, but the amendment
may not go beyond the scope of the disclosure as shown in the initial drawings or photographs.
AL, RAPHETHETHIEELIT) 2 ERROLNLHP, #EIX, BRYOXE 5
BIZBT 2RO ziE 2 TR 5720,

B ETOHEE. flxiX. FRHRERZ2E L LTHRETSZ L, EKCORENE
BIT3ZLiE. BOOBROFKHEHZBZ2 D2 LIV ETH, BEDOHROHHEZ
EZ2TICINOORZEMT S EIXHETL & 9 d%

Answer:

Based on our experience, these views may be added without changing the scope of the
disclosure of the design, but the basic principle is that these views should not go beyond the
scope of the disclosure as shown in the initial drawings or photographs.

[EIP=38

LHOBEBRTIE., ThODOKIIBEEDHROFMEHAEL2EE TS L2 BMTE 55, K
AliZ. Zh o 0lD., BAORE /" SEICBIT2HEROBEAZE L TIIRORNEND
ZLEThB,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

15



Answer Section 4-6 (Provided by examiner in Design Department of SIPO and Linda LIU &
Partners)

Yes, it is permitted to divide the application and file a divisional application as a new design
application according to the Rule 42. The applicant shall file a divisional application no later than
the expiration of two months from the date of receiving the Notification to Grant Patent Right to the
initial application issued by the Patent Office. For example, the initial application wishes to protect a
design of the whole product, and only submit the views of the whole product, in this case, the
applicant is not allowed to take only part of the product out of the design as the subject matter of the
divisional application. But if the initial application documents include some views of one part
(except for the component part which can not partitioned or sold and used independently), and these
views can clearly represent this part, it is permitted to file a divisional application.

HiAI 42 125 BIREMBEAZ DL CHRERERELBEE 75 2 2138065, s3HIHE
(T RFFPT ORISR U TRt L7 Rrifhe it Gl 2 2 T i 7 H v b 2 0 A LIRICHE
HL2RTE e B0, B, FHEA RS EEOBEEORELEX L TWT, #iahe
KOMDOHBZRT L TWDHAE, ZORBO—HMOH%E, SEIHBEOSLR E L TIRY H
T LiFTERY, UL, FHEBEERIC, "HAao—MIBATsMNAGENL TR (4%
TER, HDWIEHM TGS TE W 2R <) . o NCE O 2R T
MTHhor%a. mEIHBAZRET L Z RO bND,

—EHBSINTZRBEBEIXIEDE SRV ETTLEL S0

Answer:

The examiner will continue to examine the original application after a divisional
application is filed.

[E] %

SERDOFEHEEZ S X EFET D,

B RG2EONOARZR B LTWIHE, =Y TLORBHMrLEB S TN
PRI NDLWVWIZLTL X DM

Answer:

Your opinion is correct. If the view of each component is filed on the filing date, a divisional
application can be filed for the view of each component.

[EIP=38

ZOEMMTIV, RX=YZLDRPHBERIZRHIAWTWDIRAIX. £EOR—=YTLD
BICB L T, SFIHBEZITO Z &R TE S,
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Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of

drawings or photographs)?

Answer Section 4-7 (Provided by Linda LIU & Partners)

It is necessary for the applicant to satisfy the requirements for representation of a design and a design
should be found.

HIEORROEMEN - SN T, BIEOBEN TERITNITRE0,

According the provisions of the Articles 27 and 28, where an application for a patent for design is filed,
a request, drawings or photographs of the design and a brief explanation, the date on which the patent
administration department under the State Council received the application shall be the date of filling.
That is to say, once the applicant submits these documents, the filing date is determined.

527 % B 28 ROBUEIC LAUR, BIEFFFO MBI, FEFHEE, YEIEORME £ 721X
FH, BIOYEZEIREOMELRGAZRZN L, EBEREAHELZHE L2 HER &35,
DFY, HEADRINLOFEFEZEE LA T, HBERIZIRO 6N D,

But in order to avoid extra procedures and fees caused by amendments after filing, or going beyond the
scope of the disclosure as shown in the initial drawings or photographs, the drawings or photographs of
the design should satisfy the requirements for representation of a design and a design should be found.
L2rU, HREE ORHIEIC & 28872 FIESFEE OFE, 25 WITRMNOMELTREIZ K
LEROFEMAER D Z L AIET 570, BIEOMEEZIIFTEIL, BIEORHAOE %
W7z LT, BESBETERITNILR L2,

B 2T, HERC, b, HLIIBECHARRWREIXLE D2 92

Answer:

The application will not be accepted.
BI% -

HBEIIZE IR,

BHER 2R ET DO DORIEROEHZHL T EEW, HEAL, BIfEEA, Wk,
A, i, oLhd, b LT TR 2R A CHEER BREESNE T
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Answer:

Pursuant to Article 27 of the Chinese Patent Law, where an application for a patent for
design is filed, a request, drawings or photographs of the design and a brief explanation of
the design shall be submitted so as to determine the filing date. In addition, the Guidelines
for Patent Examination, Part V, chapter 3 further prescribes the requirements for
accepting a design application, i.e., (1) the request shall be included in the application
documents, in which the type of patent application is clear, and the name or title and
address of the applicant are indicated; (2) a brief description and drawings or
photographs shall be included in the application documents; (3) the application
documents are typewritten or printed in Chinese; the writing and lines of the application
documents shall be legible, free from alterations and neat enough for the content of the
document to be identified. Only after these requirements are met can a design application
be accepted.

[E&

HRE B ORBER, FAESE 27 K I hid, REFFHEZITI HE. HEE, SR
EOMEXIFEE, ROCAZEECHELRBAZEH LR2TAIXRLR, EHIT,
BHEETA FIAVEVEEIETIE, ROX S BREEHBOZBEERZHEL T
W5, (1) HEERICIT, HEEXEELTWAZ &, HEEICIT, RFHEOEEN.
RIS TRY, HEADKRL BESRMERSE#HINTNDZ L, (2) HEE
B2k, BELBAROREXIIEERATEA TS Z L, (3) HEERIIPEFE T
ATAN/FFENTWSZ L, HEEROXEL L URITHIFEFIEE T, BEERTS
B XEONENEBRLE LTV THRTEZIbDTHDHI L, ZhbDEHIHT
ShTHH T, BEHBIIZEIND,

B HEYFOBREOCHETROKEHEZBXL D bDIIERE/-IIHBERA T b2 b, HEE
HOREIZ, BRI RBEHE T T BEEDKENEH LD, LOBRTLINTL
X 9D,

Answer:

As long as the determination of the filing date meets the above-mentioned formality
requirements, the design application can be accepted, a formal official Filing Receipt will
be issued and the filing date will be fixed.

[E]E -

HIE B OBV T, EREDOEBANREHRRZShTEY s Thid, BEHE
FEEIN, ERXRRHBEZEES M S, HEBIEEIL D,
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Question 4-8 In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?

Answer Section 4-8 (Provided by Linda LIU & Partners)

After an applicant makes an amendment in response to an order for amendment that the IP Office
issued on the grounds that the requirements for according the application filing date were not
satisfied, even if said requirements are satisfied as a result of the amendment, the first application
filing date is still the application filling date.

R HRRE DEAEZ 72 LTV & L CTHIMMER Y B i EfRanH ST, H
FEADHIEISE L7 R, A ORBEDEM AN LI2GEThH ., RIS L7 A2
HEH IS8 %,

—BEWVW) ZLid, YHCRBEEGTHIEBEEZMEZLTWRNEE TS, HMICHEL
THBHBEBE WS ZETL X 5% HEFRWESE TORMOHBERIZRS LITEX
W< WOTED,

Answer:

Please refer to the answer to Question 4-7.
[EIP=38

Q4-7 DREIZZB M,

MQ47 DIERERRVETH, BEHTOEZNR2NI LhD) BEEETH-TH
EEZIIHBEATICR DRV —ARNENENIZETLE YD, ELE D, ZOHE
BIZHONWTHE, BRHWEHIZOVWTORDEIZEELE WS ZETL X I,

Answer:

In China, if the requirements for acceptance are not met, the applicant won’t have any
chance to make an amendment but can only re-submit the design application documents
that meet the requirements for acceptance, and the date of re-submission will be deemed as
the filing date.

In the previous reply, our understanding of this question is not inaccurate. Please forgive
us.

Please be noted that the filing date and the application number can be given once the
requirements for acceptance are met. The subsequent amendments to the drawings or
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photographs and the brief explanation will not generate the necessity to re-determine the
filing date. That is to say, for a design application, the date of amendment will not be
deemed as a new date of filing.

[E]% -

FETIE, BEEEHN R SNARVES, HEACITHIERZT S #2130, REeEH
EWH-TEREEHEEREZERHETIZ L LTSS, ZOFRHESHER L R2IN

2o
BIEIOEZEDORIZ, ZOBEMICH T2 FOEBBIERTRP-oTZ L EZBHENLE
VY,

HEE & HEE S X, REEFPBIESNCRRATHNET S22 LB TE S, £DRD
MERCERER K OMRABRAIICAT2METIE. HEE2BRET DS LERTAELCR
W, bbb, BEHBEICREW TR, ME RIS RHBER &R RShR,

Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for
according the application filing date, please answer this question. In the case of any
other IP Office, please skip this question and answer Question 5.
In the case mentioned in Question 4-8, if an amendment submitted to the IP
Office changes the gist of the design, how would the amendment be treated? Would
it be dismissed? Or, would it be deemed as a new application filed on the date on
which the written answer to the order for amendment is submitted? Please explain

in detail.

Answer Section 4-9

Question 5 Principle of unity

Question 5-1  Please tell us the requirements for representations of designs in order for multiple
designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.

The same shall apply hereinafter.
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are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design" of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1 (Provided by Linda LIU & Partners)

In China, two or more similar designs for the same product or two or more designs which are
incorporated in products belonging to the same class and sold or used in sets may be filed as one
application According to Article 31of the Patent Law of China,.
BFNES 3L R L Au, FETIE, R8BI 25 2 U EOFELER., &2 WIXFE-—MET
oty FTIRGEEIIMEH SN LD 2 I EOERIZ, 1 fFOHEE L TRET 2 Z &2
TZ %,
“products belonging to the same class and sold or used in sets” means “are customarily sold or used
at the same time and the design of which have the same concept”.

A~ T oy PCTIREEIIEHA SN D) Lid, —RIICRIRFCHRZE £ 723 S,
ZOEIEOBENF L Th D Z L HEW®T D,

If the submitted designs satisfy the above requirements (Substantive requirements), it is permitted to
be filed as one application. if not satisfy the above requirements, the examiner may ask the applicant
to file a divisional application or delete the other designs.

et SN EIED ERRo2fE (SERENE) /o id, 1 oS LTRET S Z &£ 25380
Hiv, BEEANT- S RWGE . FAEDHBAICK L ToRItEA R 22, MoREZH|
bry bk ok ENTED,

—>BEERIZ, UTOB/RIC—DEREELRBOOLNED, OXTHITFTI,
Bl1) esiz X

B 2) FAT7ERTS—2 O

BI3) TLELTFLER X

B FETIELUIIBEETII0BEEE T HECTHETEAN, FEINsZET11UED
BREIZZS2TLEIIBRIIEDL I BRFNERVETH, EEZIRIIEREHTS &
WHZETLEI DY ZOBAEOHERIX. JRHEOHTL X 55, HcRHEBETL
X 9D

Answer:
With regard to this question, we guess that you wish to know how the examiner will deal
with a design application incorporating more than ten designs, and our answer is as below:

An application for similar designs may include ten designs. Once the number of designs in
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the application exceeds ten, the examiner will issue an Office Action to require the
applicant to delete some designs so as to control the total number of designs below ten; for
the deleted designs, the applicant can file a divisional application that enjoys the original
filing date.

[E]% -

ZOEMIE. HECEERIRES 10 KVBVEEIC, FEENEOHELZEDL S
CEOINDEVIBETHD LHELTHET S,

BT REQHEIZ., 10 REXTHETHY., 10 2BABEIT. BEEENLL 7 4
A7 7vare®E L, HEANIH LT, WOPOREZHIFRL T, BREDOAF 10
UTCImzboid Lok 5, BIBRSNTREIZDOWTIE, REBEOHEB T4oEIH
FETE 5,

Question 5-2  This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).
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Answer Section 6-1 (Provided by Linda LIU & Partners)

There is no specific definition or ideas concerning the similarity of the configurations of
designs. The determination should be made according to the knowledge and cognitive
capability of a normal consumer, and the comparison of designs shall be made through the
approach of whole observation and comprehensive judgment rather than through observing
parts or details of the designs.
BEOCEBELICEY 5 EE - BTV, FHEOH WL, —RRY2THEEE OME K U8R
BAZESNTITORETHY . BEOHBIZEBWTIL, MM TR, BE2FZHE
£ZL T, REHNREWEITOIRETH D,

When making the determination, you should first determine whether the categories of the
products are identical or similar. If they are identical or similar, you may then make a
comparison between the two designs incorporated in the products. If they are not identical
or similar, there is no need to make a comparison. If the categories of the products are
identical or similar but the two designs incorporated in the products are different, you need
to further analyze whether the difference(s) makes(make) a notable impact on the overall
visual effect of the designs. If there is a notable impact, the two designs do not constitute
similar designs. If no notable impact is made (e.g. the difference only lies in slight
variations in some parts), the two designs will constitute similar designs.

HEOBITE T, BEOHERR—EZIXELL TN E I DEHWTR&ETHD, F—F
TZIEEL L TV B HAIE, TR bOMEO200BREDHEEZIT Y, R—TROMELIL T
WiREIE, AT 5 LTV, MEOSERRA—E3EL L TWTE, £ b0/F D2
DOBENRERDGEIT. £OHEDS, BEEOEKNLARHEEICHEREEL RITT L
D0 EoRDMETIMHERD D, BERERERHNZ, 200BEZELL-RETIIZ
W, BEREENRTT B HER., —HITBIT50THREBMDHLDZE). 2200FEE
FELLEBETH 5,

Interpretation of the Supreme People's Court on Several Issues concerning the Application
of Law in the Trial of Patent Infringement Dispute Cases has the following provisions.

[ FFFFRZ# AN I3 17 B IEREBEHIZ BT S V< DI DIEEEIZH T35 BEN B DAFRR)
WZIZUTO XS RBRERH B,

Article 8: Where a design identical or similar to the patented design is used on the identical
or similar categories of product, the People’s Court should hold that the allegedly infringing
design falls into “the scope of protection afforded by a design patent” prescribed in Article
59.2 of the Chinese Patent Law.

8L N ESNEEELRA—EIXBUOREDN. BN FE—F i3OI HEH
INTVERE. ARERIX, #REEFEEN. EAEFE . 2RICED D [BEMFTFICLHR
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BOHHA ITADLRRTHDLET D,

Article 11: Whether designs are the same or similar by comprehensively considering design
features of the patented design and the allegedly infringing design as well as the overall
visual effect of the designs. However, the design features mainly determined by the
technical effect of the product and those features that cannot affect the overall visual effect,
such as the material and internal structures, shall not be taken into consideration.

TS BEXRFE—FZ3ELUO b 0N E S 2k, FIMESNEEERB I UHRERERED
. S DICIEmE DA RREREREHITHMT5, 7220, & UTRE OB
PDRIZE > TREDIBEECRKES. 2R HEHIRICEEL 5 2RV, FlE, HER
NEO#EER L1, BEIZANBRNHD LT 5,

The following exerts greater influence to the overall visual effect:

1. The parts of products which are easy to be observed directly in normal use;

2. The design features which distinguish the patented design from the existing designs.
RDOb DL, EEABRHAREDRICKRE REEE2EX 5,

1 MEOBEBEOEHATBNC, BEICHBEGETE 5844

2. BT EShEBEZBFORIE & Kl 5488

Where there is no difference in the overall visual effect between the allegedly infringing
design and the patented design, the People’s Court should recognize them as the same. If
there is no substantial difference in the overall visual effect between the allegedly infringing
design and the patented design, the People’s Court should recognize them as similar.
BREFBRE LFEFTEINZER L OB T, 2FNREREDRICERBRVEE. ARERIT,
FEBE—CTHDLBOINETHD, £, KRERFREE LFFTHEINEREL ORI T,
SEPBRREDRICKRE REP RS, ARERIEZ, MEINELEL TV LRBDHIRETH
Do

Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.
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Answer Section 6-2 (Provided by Linda LI1U & Partners)

No matter you are at the right-confirmation stage or the right-exercising stage, you should
first determine whether the categories of articles are identical or similar, and then you may
make a comparison between the designs of the articles.

MERIRERR D BERE DS & 2 WITHERATEE D BeBEDNCBIfR 72 < . E T DO FED R — Fall 2]
WrdnZ T, ZNOLOMROEIREEZMKRTHIENTED,

Products of similar categories refer to products that have similar use. For example, a toy and
a tiny ornament are products of similar categories, because they have similar use. It should
be noted that for products having multiple uses, if some of the uses are the same and some
are not, they are regarded as products of similar categories.

SEPEL L TOWARL X, B L/ oZ L Tho, flZiE, Bb b /o
I IHED I TWA TS, SEPEL LGS Th D, 72720, ERoOHE S 25 E
ILT.RACHBEZE I TRVLDRHL5E. ZHUOOREIISEPEEIL THhD & Red,

It is provided by Article 9 of the Interpretation of the Supreme People's Court on Several
Issues concerning the Application of Law in the Trial of Patent Infringement Dispute Cases
that the People’s Court should determine whether products are within the similar or same
category by considering their uses. To determine the use of a product can refer to the brief
description, International Classification of Designs, the function of the product and other
factors such as sale and actual use of the product.

[ FFFFIR A S HIZ 517 B R IZ B 95 0 < D DIJEIZ A T3 572 A FCEBE DA
DEIRTIE, ARERIT, RGO FE— IO T, ZOMEEE 2 THWr~& L H
ELTWD, WO M@EZHW 5883, EREESHOENRRE, "ahoie, £
DIRFREEDORERE, TOMDER GBI HZ LN TE D,

The comparison is conducted only when the products are within the similar or same
category. If the products are not within the same category, the right cannot be exercised
even if the designs are completely identical.

el id, i O EN R — EROG AT DORLT 5, WEOSHENFE—TRWEEIE, RICE
ERE ST FAl—Tholc & LTH, HFANIITHETE 20,
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W7 r—MaEZIZENX, PRIIETHMAETEEDZ L TTR, BITNOHEN, ED
O RBERIME S THELTWETTL X b, DEMEEEIID T30

Answer:

The classification is done by the Classification Division in the Design Department of the
SIPO, by referring to the Locarno Classification and the Examination Guide used inside
the SIPO.

[EIP=38

S, SIPO BIEMFADSIEREN. v v/ 434 SIPO RIS T L TV B BEN
A RITA L Z2EBEILTUT-o TV D,

B 7 — b MEZEZLENX. F—ER30BNOYRIZTXTEEMR L DL &
TIA, DEIEFAGRBEICRESFETIZ b, MESESBICH L., HEA
DOERDOEERENHEINTZY, FOBSEZRITTZVTHZLEH 0 90,

Answer:

When issuing a Notification to Grant Patent Right and Make Registration, the examiner
will add the classification information to the notification; if the applicant has a different
view over the classification, the applicant can communicate with the examiner or make
observations.

[EIP=38

RPN G - BREROBHZRZMNT 5B, FEEX. TOBRCYEEREZEA5. H
AR, DRICBELTRRDIRMEERF> TV I5EEI1E. FEELEKXEZRS ). ER
ZRIETHZLBTE D,

Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3 (Provided by examiner in Design Department of SIPO)

Where a view of the product incorporating the design is omitted, the applicant shall generally
indicate the reason of the omission of the view, such as a view is omitted because it is symmetrical
or identical with another view; if it is hard to indicate the reason, may only indicate the view which
is omitted, for example, a large-scale apparatus lacks bottom view, it may be describe as “bottom
view is omitted”. We may consider the parts of an article that are not represented in drawings or
photographs as usual design.

HEZG0HREOMZE GE. BT, SHHEOTZOE N, &2 WIEHOK & [F—
DIOBHENTE WD X OIS, AMOBHR 2R T UNEN D 528, BHEZ R T ONKNERSGS
T, AVWEFEEOLEZRT I EHTE, FlzIE, RKEEEDEEMNA2WGG . TEmE X
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B OXOITRT, MEPHEETES RV OES S, BEOEIE L BRd 2 &7
TE 2,

BRI OBE CEBEN T TET Rpo e Bk d, — R, HEFCRLTHARY
EATIZ DWW T DR AEHEIZ T O D DOHIRBH DD EEZX LN TWETTL & 5%
BB D2V, B L KOS IIEG BN ELZEXRDOTLE I D EhiEb, B
DM L, BEBEAONIREBONZBE L THWICAS LEXTRWVWOTL X 9%

Answer:

The extent of protection of the patent right for design shall be determined by the design of
the product as shown in the drawings or photographs. During the determination of similar
designs, the omitted view will be taken into account by assuming it as a side in a general,
common state or by assuming it as a side incorporating no design. However, whether the
omitted view will affect the determination of similar designs has to be determined based on the
actual situation. In addition, China does not protect partial designs; during the determination
of similar designs, the principle of “whole observation and comprehensive judgment” is
adopted, and not just a part of the design is focused on.

[E]% -

BERFHEORERIIT, NEX23XERIREN]MAEOREICL - THITISN 5,
FEHBNICR T, ARSI ZKT, BEEXONOIRBOEZBEL T, HDIVEE
EZzEERVEEZHELTERICANDLND, 72EL, HFRINTRKE, FEHECEE
TLEME DR ZEORRICESNTHBrEhS, £z, PETIE. BoBEEMRES
hav, RNV T, T8 L kariE AMRASh, BEDO—HOAIZE
REYTHZ LR,

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has
a three-dimensional configuration changes its configuration to perform its
functions.
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[Front view] [Rear view] [Left side view] [Right side view]

) ) [Perspective view of the changing
[Top view] [Bottom view] configuration]

[Front perspective view after the change]

Answer Section 6-4 (Provided by examiner in Design Department of SIPO)

The scope for design protection covers the configurations observed in the course of change.
ELOBRITIT HTERBIC bR K 5

Question 6-5 This question is about the scope of design protection in the case of a set of
articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles” is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.
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Answer Section 6-5 (Provided by examiner in Design Department of SIPO)

The design protection only covers a certain set articles which are the same as products in set (Article
31 of the Patent Law of China). Products in set means that two or more products belonging to the
same class, but independent from each other. The design concepts for the products are the same.
Each product has its own independent value of use.

As each product has its own independent value of use, the design protection covers each article that
comprises a set.

BEIEREIL, Fl—0fL e LTy MR TWHMEDORIZ KRS (FRIES 31 &),
> FORL &R, FEITE U7, AWML TWD 2 DB o EZ WS, EIREOM
RFR TR, ZFREUTMNL L7 MED H 2 iz v 9,

B T LM A O RMfED & 5 DT, EIEREIT. By b 2T 28I K S,

Bty MZRoTVWBAMEDAIIKESDIZEARLRB CTTRN, BEOE Y FE2#EKTS
BRI RSEDORZEITIFBELTVWA LY ICEbNET, ERZE X TEITERATL
X 90,

Answer:

We do not understand the contradiction mentioned by you. The products in set as
prescribed by Article 31 of the Chinese Patent Law, that is, “two or more designs which are
incorporated in products belonging to the same class and sold or used in sets”, can be included
in one application. For example, the four-piece sheet set and the combination sofa can be
applied for as products in set. For the products in set, each design can separately enforce its
right. China also prescribes a “combination product” such as toy bricks and poker; although
the view of each component is filed when filing the applicant for a combination product, each
component cannot separately enforce its right.

We only know a little about the Design Act in Japan. In our opinion, the “design for a set of
articles” and “a design for a certain set of articles” in Japan are probably different from the
concepts “products in set” and “a combination product” in China, so we only inform you of
the provision about “products in set” and “combination product” in China. We also wish to
thoroughly understand this matter, and please give your explanation if it is convenient for you.

FELEELNIEERNEMTE R, BAEE L RITHES LTV X5y FD
", FV [A—EET. »oky FTREXIEAT2H-GED 2 U EDEE] 13, 1
HEOHBIZTHZ LR TE D, FIXIE, 4 SO —Y Dy F &Y T 7—DMERI,
Ty FO®GBE L THETE S, By FORRKIZOWVWTIEK, BEZ &ICEBNICHERN 21T
T& %, ¥FETIE., TrylEmALR—T—n k57 EERA (combination)] b
RESHh TS, BEEMIE, HERICERERLORZRET I, BERERILIZ
RBBNHERI ZATHE 25 Z LIFTE R,

BARDOEEEIZOVWTIIES b2 bR, BARD M) R Ty Fbo) 13, B%
GLHED My Mli] X TEERG] OBMELIBIRRDEBEDNDSTD, LVHXT
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FEO Ity FGA] BEO EEHE] OBREBIZOVWTREMLE, ¥ FELTH, 20D
FIEIZ DWW TSI LW D T, XA LTS WE=E & -0,

Question 6-6 This is a question about the restrictions on the exercise of design rights that
are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:
(i) a design right to protect the design of a whole article and a design

(if)

right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design rigth of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set

of articles and a design right to protect the design of any article that
comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in

Case (ii)

and Case (iii) described above in terms of the restrictions on the

exercise of design rights?

Answer Section 6-6 (Provided by examiner in Design Department of SIPO)

In Case (i), it is sometimes necessary.
In Case (ii), it is not necessary.
In Case (iii), it is sometimes necessary.

()T, RERBENRD B,
(i) Tk, RERL,

(i) Tid. BELREARD D,
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Question 6-7

This is a question to the IP Office of any country that protects multiple images
as a single design.

If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?

Answer Section 6-7

Question 6-8

This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8

Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1

Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.
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Answer Section 7-1 (Provided by examiner in Design Department of SIPO)

Yes, there are. If the scale of various views is not the same, and it is caused by the scanning
entry problem, then the editing is conducted, but only the ratio can be edited, not the content
of the design.
bd, SEIEFRRORENFECTROVGE., TURAF ¥ T —210 DRV AHLBEET
HIOIBEIIREEZITON, METEZHDIEIHBEOLTH- T, BREOPHNEEZRET D L
IFTE RN,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

Answer Section 7-2 (Provided by examiner in Design Department of SIPO)

No, we don’t.
PRE L TUNRLY,

Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3 (Provided by examiner in Design Department of SIPO)

Any person may file a request with the Patent Office to consult or photocopy the file of the patent
application for granted design. The inspection is for free. Until the announcement of the grant of
patent right for design, the requester for consultation or photocopying is limited only to the applicant
and agent thereof.

HETH, BESNIZEIEOHE Y 7 A VOBRETILG LA, FraFTIckt L TEERTE 5,
REITEL CTh 5, BIRORTHEMENEERIND ETIE, ZREITE LOFERE,
HEEAB L OZEDORBEEANICRE SN D,

—H THEZ7 7441 &iZ. HELOBGEE COHBEALETEDORY LV ITHREE
NTWEdh, o, BHERRRAREINIFTFTOATL & 5 D%

Answer:

Your opinion is correct. The *“application file (file wrapper)” includes all the documents
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that the applicant submits to and receives from the SIPO from the filing of the application to
the allowance of the application.

The public can file a paper request for file wrapper of a design patent with the Consulting
Center of SIPO; or they can visit the website of the China Patent Inquiry System
(http://cpguery.sipo.gov.cn/index _en.jsp?language=en US) to check the information regarding
the design patent.

[E&

ZOEMTIV, HEZ 740 (B4 i, HEEHEORHMLFFAIE TOMIC, H
FEAL SIPO & DHETRY LY ENTTRTOEFEERTENL TN,

BEESETOAREZHEET 521X, SIPO ® Consulting Center 1Z%f LT, #&~_— R TR
50, WEFTFREVRAT A0HA |k

(http://cpguery.sipo.gov.cn/index_en.jsp?language=en US) T. BIERFICET I EHR L
RTHZLHLTED,

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8 (Provided by examiner in Desigh Department of SIPO)

Yes, we do.

We receive opinions such as submitting the drawings of a design application in 3DSMax format, so
that the examiner can observe the product in all directions.

HanTnsg,

FEEPHELZHOPLHFRNOBRETE LI OICT L5700, BIRHBEOMXIRZ 3DSMax
Tx—=y FTRETE S L)ITRE, Lo LERRFELN TN,

SHEEOCHENBLWVWEDERIZL Y A, BERBLIBEE. BEEMICEDL 2
HBERLWEE DIV TUVET D,

Answer:

China and Japan basically have the same requirements on the views, except that the
broken lines cannot be used in China. We have not thoroughly studied the requirements of
other countries on the views, so we temporarily cannot judge which country has stricter
requirements.
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E]E -

HETIIBREFEHATE RV L Z2BRITIE. PE L B AROKIZET 2 BHIIEARNICIT
FUTh3, RICETIMEOBEMEICOVWTHLLLAELLEZ LIZARAVDO T, FOEM K
DEELWDNZOWTIL, Z DB TITHWrcE22u,

Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9 (Provided by examiner in Design Department of SIPO)

The number of design applications has been on the rise.

I think the main reason is because of the outline of the national intellectual property strategy’s
announcement and the improvement of China’s capacity to create.
EEHBEASITEMERIZS 5,

ERERE LTk, EOMBMERKOBEIARINEZ &, FEOAIERENAHEEL
I eRERHDLEBEZTND,

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

Question 11 If your country has signed the Hague agreement, please skip this question and answer
Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague
agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

34



Answer Section 11 (Provided by examiner in Design Department of SIPO)

Hague agreement is an effective way to protect the design right for Chinese enterprises,
especially for those companies who want to compete with other countries.

~—J7HEE., FEAE, LVDIHMIEE OBESFEEATHILEICL - T, BEHEZRE
BTODRNRFETH D,

Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any
alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12 (Provided by examiner in Design Department of SIPO)

Yes, we are planning to make some alterations or adjustments to our country’s system in the future.

S, DREOHEZERE - HETOITFETH D,
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[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,

etc., if possible.

Answer Section 13 (Provided by examiner in Design Department of SIPO)

In china, only two or more similar designs for the same product or two or more designs which
are incorporated in products belonging to the same class and sold or used in sets may be filed
as one application According to Article 31 of the Patent Law of China. We supply a blank
sample application for your reference, the applicant just needs to add the numbers of designs
on the portion indicated by red frame compared with the single application.
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14 s it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.

Answer Section 14 (Provided by examiner in Design Department of SIPO)

Yes, we just send you a blank registration certificate, please see the following page.
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FAU BT UL TR
Interview Survey on IP Offices Concerning Representations of Designs

Name of the Country:  USA

Time and Date of Visit (or Telephone conference):  Teleconference Nov. 12, 2012 + e-mail
correspondence

Visited IP Office:

Name of the Person Representing the IP Office (Please write if possible): Joel Sincavage, SPE
Names of the Visitor and the Firm:  John Bird, Sughrue Mion, PLLC

Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1

The provisions that determine the extent of disclosure of a design is set forth in 35 USC 112(a)
and (b). The appearance of the design applied to an article must be understandable and must
be definite without resorting to conjecture.

The underlying principles or the primary goals behind those provisions are:

1. To convey clearly to those skilled in the art the information that the applicant has

invented the specific subject matter claimed.

2. To place the public on notice of the scope of the patentee’s right to exclude.
BEOBROHHIL, FHESE 112 R@QBICO)THREENL TS, BRICERINDE
EDONEIE., #HERICEHO R THEETE 5HBER S DO TRITITR R,

2O LIHAEDEARFREIIERBNITROEY TH D,
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Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?

[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.




[Perspective
view]

[Top view]

[Front view]

A

A

[Right side view]

[Left side view]

[Bottom view]

[Rear view]

[A-A sectional view]

[The article in use]

f;* /

Japan Design Registration No. 1442550

Answer Section 1-2

Yes. As long as the drawings are sufficiently clear.

HEA 2R TH SR, BB D,




Question 2 Representations of designs under the system to protect the design of a part of an
article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Right side view] [Top view]

Japan Design Registration No. 1444223



(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.

[Front view] [Top view]
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[Left side view]

T

[Enlarged perspective view of the cap 1]

[Enlarged top view of the cap]

L

B
b

[Enlarged right side view of the cap]




[A-Aend view] [B-B end view]
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Japan Design Registration No. 1449069

Answer Section 2-1

In principle, each is acceptable for communicating the designer’s intention to the examiner. But
the examiner would require both examples to be corrected before allowance.

ENENEANZIE, BREAEZOENZEEE I LADS LTRHRBOOND R, EHL0DHIT
DNThH, FADHNICFEEENMEEZRDDLEZX DR D,

Since US patents are not published in color, in the black and white version of the images it is
difficult to distinguish the portion of the car that represents the claimed design from the rest of
the car. Applicant would have to choose another way to particularly point out what is claimed.
KRERFIIV 7 —TaRENR2VWD, BROERTIE, HEEIZBWTZ L—AT5EIE
DEG %, ENLSNOERG ERBITHDITEE L, REZfE 7 L—AT50%$ LTI,
DTG ELBRRT D5BERD B,

In the container example, lines A and B in the front view are light gray. The counterparts to A
and B in the enlarged front view are black. We don’t know what the gray lines mean and the two
views are inconsistent.

BHOBITIE, EEROMRA & BITHN RGN, ILKERRTIXRIZR->THS, RLI
T DIREDBROBERVPEHETE T, ZD 20T FEL TS,

[Front view]
[Enlarged front view of the cap]




Question 2-2 This is a question to the IP Office of any country that has neither a partial design
system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.

Do the users of the design system of your country request protection for the
partial designs of articles? For example, is there a need for the establishment of a
partial design system, which is an effective countermeasure against infringers of
partial designs who copy only a unique and innovative part of an article without
copying the design of the article as a whole?

Answer Section 2-2

Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.

Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well



Answer Section 3- 1

In the course of formality examination on the design claimed in an application, we engage in
no conduct to find the design. (assuming “find the design” means as a result of searching)
When the application is initially filed, the office of initial patent examination (OIPE) reviews
the application to determine whether it includes drawings and a short specification but does
not provide a detailed review of formalities.
HEETZ L—A LEBIECET 2 FRBEREDIBRE T, find the design] 134T TV W
(Tfind the design] 1%, L TR 5 &5 BRIZEER)
HES S5 LIHFESE (OIPE) NHBEZEET 2. LEXRKECHEHRRAMESTR
FHFENTVENEIDERDZZDDOLDOLDTH- T, FROFEMAREELZITI bOTIX
A AN
The patent examiner provides a detailed review of the application for formalities and
performs the substantive examination, such a review of novelty and obviousness. The
examiner reviews the drawings to make sure that the views are consistent and that the
drawings clearly convey the design. If features are not supported by the original drawings,
the Examiner may require these features to be provided in broken lines.
BFHAEEEN, HEFNOFMREEL, FRMCHFEAROREEELZTT S, FEEIX
FHEOBEEN LN TVEH, E-REIIARICEERBEL TS0 2HEETDS, bLY
PVIHE SN 7-NE THRES T R— F Eh TV RIThIE, FEEIZZN 5 OB E R
BETDHEICERTINS LR,

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2

The patent examiner

RrEEE

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
- System to file a lawsuit with a court

8




Answer Section 3-3

No current system. In the future, the Post Grant Review system will allow invalidation of
design that has an effective filing date on or after March 16, 2013.

BRER TR, FPERAICIE, #RINER L Y= —HIEEIC LY, 2013 4 3 A 16 HUED
B HRE 28 5 BIEOEMMEAFTERIZR D,

Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.

Answer Section 3-4

Philco Corporation V. Admiral Corporation, 131 USPQ 413 (DC Del 1961)

In this lower court case, several patents were found invalid, one for insufficient disclosure.

Design No. 183,692 was found invalid because the disclosure lacked a drawing of the back,

which was considered an integral part of the design. The court stated:

Not only is the creation of the ‘692 design conditioned upon use of a configured back, but its very

appearance depends upon what configuration the back takes.

ZOTRERATIE, BERORFTNRES) L I, LBERRATTZFICE2bDTHo 7,

HIE No0.183,692 13, UFEBREIAAXRLEZEZ DN IHFERPHARINTRVE WS EBT

| L Shiz, HRTIIRD X S iIcik~<Tn3,
[ZDOBEMERICENT, FEHOERBREMMAT LI EPBETHHE TR, HFEH
EDLIRBEBERDNICE ST, SMEZOLOREFSND)




Question 4 Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1

Voluntary amendments are permitted before the first office action. Amendments are
generally permitted until a final office action, at which time amendments are generally limited
to those that would place the application in condition for allowance or better form for appeal.
Amendments are permitted as long as no new matter is added. New matter is subject matter
that does not find support in the original drawings and description.

BPDFT7 4 AT 7 avyOuiThE, BRNRMENBOOLND, BE, MEIED
BRDDIL, BEDF T4 AT/ a vy ETTHY, ZORRTIIHMER, HEZHFTS
NHRBIZT D L0, BHIODIZKRREZEZ D HDICREIND,

MIEIZ, FeRBFEMEMSNRVRVBDOND, HlhFHE T, BNORELHIHM
BREMIBRORNBHTH B,

Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2

In general, an amendment includes a complete set of replacement drawings, a description of
any amendments to the specification, and any remarks or arguments made by the applicant.
FEZII—RIC, ZLEXONE, AMELZMET LR, HBEACLIBEREITHL
BEEND,

Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

10



Answer Section 4-3

The USPTO would send an office action rejecting the claim if the amendment does not overcome
all rejections in a previous office action. If the amendment does not overcome all rejections, then
the applicant will need to either file a Continuation application with further amendments or
appeal the rejections.

If the defect is only minor, the Examiner will normally contact the Applicant asking for
authorization to make an Examiner's Amendment that would place the application in condition
for allowance.

BIEIDF 7 4 27 7 a I K BIEHEBA, MECX > TIXTRREATHRWVWEES,
USPTO 1247 4 A7 7 a vitho T/ L—b%iET 5, BIEIC X > THRTOIEHER
BRI NBRWIEE, HEAX, S ORIMEC L o TRESEHBEEZAT S 2>, BT L C3FH
ERTOILERD D,

HBEAEM R GEd. FEE . HEEZFFA SNIRBICT SMIERTT D 720, HEATERE
LCHFRIZRD B,
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Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4

Sometimes, an office action will include an Examiner's explicit suggestion for amending the
drawings and/or specification. For example, the Examiner might recommend that certain
features are unclear and should be provided in broken lines.

FT74RT 7V ariZid, NE/ PHECEECETIHFERE PHRRRERITEINDS
BbdH D, FlxiX, HOFEBIFAHETHDL LT, BRTCTTLIRRTHILbEX
bhd,

Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5

The applicant is not required make the amendment recommended by the Examiner but could
traverse the rejection or amend the drawings and/or specification in a different manner.
BEEPRR UM ERLEE VI DI TR, ZhiciEbd. B2 5% CRE,/HM
EXMETHZLLAMRETH B,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

12



Answer Section 4-6

Yes. A divisional or continuation application can be filed. A divisional or continuation
application must be filed during the pendency (i.e., before allowance or abandonment) of a
patent application, or another continuation or divisional application. The subject matter in
the divisional or continuation application must find support in the patent application.

5/ MEHRZAT 5 Z LIXWRE, 4% MREHREIL. RRFHRE. £ 7213Bl 05 E R
HEEOREF (DE VY, FFATEIIEEORD ([TRH LRTIXR 572, 5%/ fkkH
RO ZMi%, FeaFHBEOPICEAT T B RFITR 5720,

Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of
drawings or photographs)?

Answer Section 4-7

The application is generally granted a filing date even if all requirements for patentability are not
satisfied. If, however, there is a major problem, such as no drawings being submitted, the
application will be granted a filing date as of the date that the defect is corrected (e.g., drawings
being submitted).

BE., TRTORFHELHIRHIZSNR< TS, HEREIRESN D, 2L, REIERHS
NTWRNEND X5 RRERBERD HHE1T. TORMEBRESNT: (B : HEHIERHS
niz) B, HEB & LTRESND,

Question 4-8 In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?

13




Answer Section 4-8

If there is a major problem, the application will be granted a filing date as of the date that the

defect is corrected.

RERMERHoTHGEIE. TOBEPRIESN-HBHEA & LTRBESND,

Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for

according the application filing date, please answer this question. In the case of any

other IP Office, please skip this question and answer Question 5.

In the case mentioned in Question 4-8, if an amendment submitted to the IP

Office changes the gist of the design, how would the amendment be treated? Would

it be dismissed? Or, would it be deemed as a new application filed on the date on

which the written answer to the order for amendment is submitted? Please explain

in detail.

Answer Section 4-9

Question 5 Principle of unity

Question 5-1

Please tell us the requirements for representations of designs in order for
multiple designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.

14



(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design" of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1

A design right protecting multiple designs would have to include designs that are not
patentably distinct from one another and, therefore, form a single inventive design concept.
The specification should make clear that multiple embodiments are disclosed and should
particularize the differences between the embodiments. See MPEP 1504.05.11.A.

If multiple designs are considered patentably distinct, then the Examiner. Will make a
restriction requirement The applicant would have the right to file divisional applications
directed to any designs that are not elected.

BEOBREZRET IREHCIE, BFL LTEAEWVWERTWRWEDIZ, B—0iE
BSOS LA TOIERENSENIMNER DD, FMETIL, BROEHEEBREZHSR L
ZEEHRIC L, EREBREOEVZFERTOLENH D, MPEP 1504.05.11.A B,
BEOBENRFL LTRERDLARENDIHES. BEEIIHMEZRD S5, HEAIZIE.
BIR Lo 2BIECR UTHBHBEZIT O AR H 5,

Question 5-2  This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

Multiple images can be regarded as part of a single design. See Section 6-4 below. In this
situation, the specification must describe the order in which the design changes.
BROEREZ—BIEDO—HE A2 T Z LIXFIRETH S, THE Section 6-4 B, Z DHEIL.
FMEFICRBN T, BEAERLTZIEFZHA LR2ITIER 520,
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Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).

Answer Section 6-1

As stated in the Supreme Court Decision Gorham v. White 81 US 511, 523 (1871) more than
100 years ago, the basic standard for determining infringement of a US design patent is:
[IIn the eye of an ordinary observer, giving such attention as a purchaser usually gives, two
designs are substantially the same, if the resemblance is such as to deceive such an observer,
inducing him to purchase one supposing it to be the other, the first one patented is infringed by
the other.
More recently, in Egyptian Goddess Inc. v. Swissa Inc., 43 F.3d 665, 88 USPQ2d 1658, 1667
(Fed. Cir. en banc 2008) the en banc Court of Appeals for the Federal Circuit explained that
the ordinary observer test is the single test for determining infringement of a design patent
and that this test must also include a consideration of the existing prior art. Thus, the test for
infringement of a US design patent is “whether an ordinary observer, familiar with the prior
art designs, would be deceived into believing that the accused product is the same as the patent
design.” See Richardson v. Stanley Works Inc., 93 USPQ2d 1937, 1941 (Fed. Cir. 2010).
[Gorham v. White 81 US 511, 523 (1871)] ORI T 2 HE\EBHER TR TS X
21T, 100 L ERTOKEEERFOREZ AN T 2RANREEIROL SR HbDTH
5,
ERE L LTOREOER L o7, BEOBELEDOENL AT, BFRE LREWRSE
BEEFREENIFA—THY . HEEEZFHTEEDT A LHEXTBATS LI ICRE
BSEDEEHLULTVIE/ITE, FFEERMEREEECLIVRES LTV LVA D]
X U B Tik. [Egyptian Goddess Inc. v. Swissa Inc., 43 F.3d 665, 88 USPQ2d 1658, 1667
(Fed. Cir. en banc 2008)] D#HIZI T CAFC KiEiEiX, NBH OELEHE] 7 X MIBE
FHRELHE T OH—DT R FTHY . BFEORTEELZERICANRTZR L2
B LTz, Ledio T, REREFFORFICETLST X M, [ETREICHDIWVER
DEEEVPEI N T, HRUGVFHFEELFRLCTHD LBVIALHE S ] THD,
Richardson v. Stanley Works Inc., 93 USPQ2d 1937, 1941 (Fed. Cir. 2010)Z & /&,
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Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.

Answer Section 6-2

Similarity of articles- Crocs Inc. v. International Trade Commission, 598 F.3d 1294, 93 USPQ2d
1777, 1783 (Fed. Cir. 2010) stated:

When the differences between the claimed and accused designs are viewed in light of the prior
art, the attention of the hypothetical ordinary observer may be drawn to those aspects of the
claimed design that differ from the prior art. If the claimed design is close to the prior art designs,
small differences between the accused design and the claimed design assume more importance to
the eye of the hypothetical ordinary observer. The ordinary observer, however, will likely attach
importance to those differences depending on the overall effect of those differences on the design.
Even if the claimed design simply combines old features in the prior art, it may still create an
overall appearance deceptively similar to the accused design. In that case, this court will uphold a
finding of infringement.

Wi DFELL—Crocs Inc. v. International Trade Commission, 598 F.3d 1294, 93 USPQ2d 1777,
1783 (Fed. Cir. 2010) Tix. D &K 2 TR TV 5,

7 L—LENERBELHERBEDENE, HBTREICRDO LTRLES, REDER OB
KEOERIL, RTEELRERLZ 7 V—2BEOHEIZMITILONG EEZXOND, 7 L—
LABRENFETEECEHULTVWIHRE, KEEIEL 7 V—2BEDCOTHREN, BRZE
DBEFEDBEEDBHICL > TEIVEELRD, LML, BFEOBEENZI LEBVWEE
BRI 20 LI DL, TOBVREREICEGX22KNBREBICI-TEAENDIbDLEX
bhd, 7 L—ABER, FMTEEOHWHEZHEAEGLELEZTOLDOTH>TH, &
FHRNBEPBEREELELUL TV LIRS LbH D, ZDBE. YEAFTIIEE
DRBEEZXEFFT D,

Functionality- In 1997, the Federal Circuit in Oddz On Products v. Just Toys Inc., 122 F3d 1396,
43 USPQ2d 1641, 1647 (Fed. Cir. 1997), stated:

Where a design contains both functional and non-functional elements, the scope of the claim
must be construed in order to identify the non-functional aspects of the design as shown in the
patent.

In 2010, the Federal Circuit in Richardson v. Stanley Works, Inc., 597 F3d 1288, 93 USPQ2d
1937, 1941 (Fed. Cir. 2010), stated that the district court had "properly factored out the
functional aspects of Richardson's design as part of its claim construction' and that a “claim
to a design containing numerous functional elements, such as here, necessarily mandates a
narrow construction.”

B%EE —Oddz On Products v. Just Toys Inc., 122 F3d 1396, 43 USPQ2d 1641, 1647 (Fed. Cir.
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2010 # ™ Richardson v. Stanley Works, Inc., 597 F3d 1288, 93 USPQ2d 1937, 1941 (Fed. Cir.
201028\ T CAFC X, ##2S [Richardson OEEOHRENRXMAIEZ. 7 L— LR
HEENTERIL L TWD | L, 2, AED L I, #E< OBENERZELEIREIL.
DHRHNTB BB ER SN D] LRz,

Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3

Parts of the article that are not shown do not limit the scope of protection. Moreover, parts
of the article that are not claimed (e.g., provided in broken lines) also do not limit the scope of
protection.

MERIZBVD TR SN TORWEFS, REOCHBAZRET D Z Lid2v, £, 7L —A
SHTOWRWERT (B B TREINTWDERT) 25, REOHBEZIRET D Z & bRV,

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has
a three-dimensional configuration changes its configuration to perform its
functions.

18



[Front view] [Rear view] [Left side view] [Right side view]

[Perspective view of the changing

[Top view] [Bottom view] configuration]

[Front perspective view after the change]

Answer Section 6-4

This can be filed as a single design. Example descriptions are provided below:

FIG. 1 is a front view of a transforming toy vehicle in a first configuration in accordance with
the new design; ...

FIG. 7 is a perspective view of a transforming toy vehicle in a second configuration in
accordance with the new design ...

ZHIEE—EE: LTHETE %, B#OFIZUTICRT,

1%, BRPEATL2EOBE LD, FIREREICEI 1 ODOBEOEEHNTH
U)

B 7 1%, BRBPEMTIEDRB LD, FHIERBEILESS 2 2D DORBOFMENTH
D..
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Question 6-5 This question is about the scope of design protection in the case of a set of

articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles" is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.

Answer Section 6-5

The design protection for a set of articles covers the set itself including all articles of the set
and does not cover only the individual articles of the set.

Y FbDICHTLIEREREIL. £0ky FOTXRTOYREZELeEy FERICHNBR
O, v hDE % DL DIHITIT R,

Question 6-6 This is a question about the restrictions on the exercise of design rights that

are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:

(i) a design right to protect the design of a whole article and a design
right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design right of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

(ii) a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set
of articles and a design right to protect the design of any article that
comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

20



For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in
Case (ii) and Case (iii) described above in terms of the restrictions on the
exercise of design rights?

Answer Section 6-6

Yes. In each of cases (i),(ii), and (iii), it may be necessary for the holder of a design right to
the whole article or set of articles to obtain a license from the holder of design to the
component, part, or individual article.

b5, (i) (i) (ii)PHFT—RZBNT, BEEEEITE Y FORIEMEE D, M Eid
% DR DEIEMEEPD T A B AFHEEZT DI LBPBBITRDIBENH D,

Question 6-7 This is a question to the IP Office of any country that protects multiple images
as a single design.
If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?

Answer Section 6-7

Our understanding is that the design right protecting multiple designs includes designs that
are not patentably distinct from one another and, therefore, form a single inventive design
concept. If a design application including only one of the multiple designs is filed before the
design including multiple images, the design including multiple images will be anticipated and
thus not patentable.

Bx ORHTIT. BEOBEZFRET HIEERICIE. FFL LTAVICE R TRV
DI, B—D@EBRMEOHELZ R T IEENGEND, BROoERZEURELZHET S
BIZ, 9 LIEEERORIED S b0 1 DDA ZHREEHBESRHINZHE, BROH
BE2BFOEREIIFHREN 2L RD 1D FEEHERRV,
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Question 6-8 This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8

If a design application including only one of the multiple designs is filed before the design
including multiple images, the design including multiple images will be anticipated and thus
not patentable.

BEOEBE ZLEEZHBET SN, £9 LEBROBEDND I HD 1 2OAEZEFLR
EHBEARHINZZEE, BROERZ EUEIEIIFHEN R RD7D, K e
[N

Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1

Drawings are not edited before publication.
ABRNCREAMIENS Z LiER,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

22



Answer Section 7-2

No. The electronic file wrapper includes .pdf documents for the drawings and documents.
But the original images are stored in an alternative .tif format, called SCORE.

RE LRV, BFARICIE. NEB I UEED PDF XERA- TS, LiL, LOXE
iX SCORE L IEiZh 3 TIF RO 7 7 A VTRET 2,

Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3

No. The public does not have access to the documents within the file wrapper until the design
patent issues. Once the patent issues, the documents can be viewed and downloaded from the
PTO's website.

AROEFL, BEFFPRMEINDETIIHETE RV, FraRffanico, T
DYA I HHEE, FUyrrn—RTE 3,

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8

?2?7?7?
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Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9

See link: http://www.uspto.gov/web/offices/ac/ido/oeip/taffus stat.htm

As shown in Table Al-1a the number of design patent applications has been increasing
recently from 20,904 in 2002 to 30,467 in 2011.

EFEY 7 D Table Al-la iR STV D & 512, BIERFFHBEAEIL, 2002 40 20,904
MH, 2011 4D 30,467 ~HEM LTV 5B,

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

Hague Agreement was signed by the US more than 12 years ago. As shown in the link
above design patent applications have been increasing both before and after the signing of
this agreement.

KENT 12 £ ERICA~N— 7 HEICTHE LTV, EEEDY V7 RDORIIRINTND XD
2. BERFHEIL. BERMORISE b ARIT TE 7,

Question 11 If your country has signed the Hague agreement, please skip this question and answer
Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague
agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11

24
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Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any
alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12

There is a proposed law change, HR 6432, that was introduced on September 19, 2012, to
implement the Hague Agreement. This law change is not final.

20124F 9 H 19 BT, ~—7WHEEEM T 57O DEWIER HR 6432 NP Iz, T D
HBWIEIXE 72K D2 TV,

[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

14 s it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.
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57 CLAIM
The ornamental design for an electric connector, as shown
and described.

DESCRIPTION

FIG. 1is a perspective view of the front, top and right side of
an electric connector showing our new design;

FIG. 2 is a perspective view of the rear, top and left side
thereof;

FIG. 3 is a front view thereof;,

FIG. 4 is a rear view thereof;

FIG. 5 is a right side view thereof, a left side view being a
mirror image thereof;

FIG. 6 is a top view thereof;

FIG. 7 is a bottom view thereof; and,

FIG. 8 is a right side view thereof, in an alternate condition.
The broken line portion of the figure drawings is included for
the purpose of illustrating environment and forms no part of
the claimed design.

1 Claim, 6 Drawing Sheets
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became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.



LA PSEEEIET (OHIM) &7 U > V]
Interview Survey on IP Offices Concerning Representations of Designs

Name of the Country: European Union

Time and Date of Visit (or Telephone conference ):

Visited IP Office:

Name of the Person Representing the IP Office (Please write if possible):
Names of the Visitor and the Firm:

Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1

Publication of designs serves the information to third parties and facilitates the enforcement of
the right of the holder.
BEOAHIT, F=F~FREMET DL L HIC, BIHTEZ LI TDH5HDTH D,

Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?



[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective [Top view] [Front view]
view]

A

A
[Right side view] [Left side view] [Bottom view]
[Rear view] [A-A sectional view] [The article in use]

\ “

Japan Design Registration No. 1442550




Answer Section 1-2

Yes, the OHIM allows static images created by using CAD and CG software.

With reference to the example:

The Office would accept these images, but only the maximum of 7 views, whilst the arrows and
letters appearing in the third view would have to be removed.

OHIM IX CAD X° CG TER L 72 & LB 2RO TV 5,

ERROFIE DBFET, OHIM TIRINLDOERIIREBINDS D, FOKIIHKRT7 £TTH
V. 3 2HDHIZH B RENRLILFITHIBR LR TiX R b 720,

Question 2 Representations of designs under the system to protect the design of a part of an
article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article




[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Left side view] [Right side view] [Top view]

Japan Design Registration No. 1444223

(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.

[Front view] [Top view]
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[Left side view] [Right side view]

P

[Enlarged perspective view of the cap 1]

[Enlarged front view of the cap] [Enlarged top view of the cap]
B B
b .
[Enlarged left side view of the cap] [Enlarged right side view of the cap]

[A-Aend view] [B-B end view]
SN DR ——
A= N —

Japan Design Registration No. 1449069



Answer Section 2-1

The OHIM allows the registration of a design which is the appearance of a part of a product in
accordance with the regulations.

The OHIM accepts visual disclaimers as long as it is clear in the representation of the design for
which part protection is sought and which part shall not be protected. Acceptable visual
disclaimers include but are not limited to the use of colouring or dotted lines as in the two
examples.

OHIM IZHRANCESE | BMREO—HONBETHIREDRFZREZRDH TS,

Fie, BRICE DT 4 R 7 b—~v—i, RiBZ RO LIRE L RVEZITONT, BE
DRIEAVHARTH DRV, BOLOND, FESNDIRRDT 4 R 7 L—<—{TiZ, LFD 2
BlD X 51T, BECBROERARD DM, ZHITRE IR,

Question 2-2 This is a question to the IP Office of any country that has neither a partial design
system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.

Do the users of the design system of your country request protection for the
partial designs of articles? For example, is there a need for the establishment of a
partial design system, which is an effective countermeasure against infringers of
partial designs who copy only a unique and innovative part of an article without
copying the design of the article as a whole?

Answer Section 2-2

Not applicable
YV

Question 3  The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.



Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well

Answer Section 3- 1

In addition to an examination on formalities regarding the representation of the design and an
examination whether the design is contrary to public policy or morality, we examine whether
all views relate to the same design.
BEORBZIZHATIFRBLOEUZRERAFRBICK LRV L S hOFEEICMA, T
NRTCORPFE—DEIEIZETIHDONLE I E2HFEET D,

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2

A designs examiner carries out the examination of a design application, from reception to
publication.

1A DORIEFREEN., HEOZENLARE TEELZHLY TS,

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
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- System to file a lawsuit with a court

Answer Section 3-3

A request for invalidation may be filed with the Office pursuant to Article 25(1)(a) Community
Design Regulation (CDR), by which a Community Design may be declared invalid if the
design does not correspond to the definition under Article 3 (a) CDR. This would be the case
where the views of the Community design display inconsistent products, or where the
graphical representation consists of mere representations of nature (landscapes, fruits, animals
etc.).

BIEHEFIHA| (CDR) % 25 R()@DPHRE (RIEHNHE 3 FK(@)ICKDERICHEA LTV
WHFEIGBEIEL. EHE2ESTE D) IV, OHIM ICERDFEREITH Z LN TE D,
Zhizid, kABEECKDOERIRNEMEFETIHER. 7774 vy 7R TFIMVEICAR
DERE (A, EW. 89 E) OHLTHRINTVWIREREND D,

Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.

Answer Section 3-4

In Case T-68/10 of 14 June 2011 the General Court of the EU dealt with the requirement of the
design representation. It made reference to paragraph 11.4 of the examination guidelines for
Community designs, adopted by decision EX-03-9 of the President of OHIM, of 9 December
2003, headed ‘Format of the Representation of the Design’, which provides that the
representation of a design should be limited to the features for which protection is sought.
However, the representations may compromise other elements that help to identify the
features of a design for which protection is sought. In an application for registration of a
Community design, inter alia, an identifier consisting of dotted lines in a view to indicate the
elements for which no protection is sought is allowed. Therefore, dotted lines identify elements
which are not part of the view in which they are used. According to the above guidelines, the
General Court found that the design representation was clear in that the parts of the design
which were identified by dotted lines did not form part of the elements that were protected by
the contested Community design.

F T-68/10 (20114F 6 A 14 H) 1%, EU B—FBHFPBERZEOEMHZH -T2 b DT,
20034 12 A 9 B ® OHIM EEIZ X 2IRIE EX-03-9 12 & o THRIRENXFRKEESRE Y
A RFTZADOFENAE TRERBEOEA] CEALTEY, £ITEH, BREORIL, &
BERODLFBUICIRET RETHDIEHEL TND, L LRBAICIL. REZRDDIEE
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DFFEE BT 2 DIEL ST OMOEREETZ & b TE 5, HICHRAEEEOBHMH
FEIZR N TIE, REZRODRVWERZTRTERI O RIBHFEEIROOND, Lizho
T, BRIIZDOBEDO—HTRVWEREZBITHbDOTHD, F—FRHINL. AEETA
RFoOAVIZESE, BREICBW TR THRA SN /2Hmn, YEREERIC X - THR#E
SNDERO—FPEHEHR L2V 3, BERBEDLOHALNTHS LHWr LT,

Question 4  Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1

It is only permitted to amend the representation of the design in a design application in
connection with a deficiency at the request of the examiner within a specific time limit. If the
deficiency means that no filing date is given, the date of reception of the amended and
acceptable views will determine the filing date. If the deficiency does not affect the filing date,
the amended views must be based on the original views, for example by removing symbols and
text from the original view.
BEEDHERDH-2BE. BEINIHIRAIC, HEEIZR T 5L OBE#EICRD . B
EORBREZMET DI LBBOOND, REICL> THEAPNED bARWEEIX, #iE
SNEEPZEINT-ENHBERIZZRS, RMESHERICEEL2WRE, RIOMIER.
Bl 2L, BRFDOED Db DEERLXFOHIRR L. BFIDORICE S\ b D TRIFIZRD
A AN

Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.



Answer Section 4-2

No amendments to the representation of the design, other than those specified in the
regulations and examination guidelines can be accepted.
BEORBICHTHMEIR, HABIOEETA FTA THEESR TS b DOLSMIR
D LR,

Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

Answer Section 4-3

If the amendment to the design does not correspond to the request from the examiner, the design
application is rejected.

If an amendment to the design (even a minor one) is requested by the applicant, the amendment
is denied but the further examination and registration process remain unaffected.
BEOHENEEE OFERIHE L TOARWVWEES, BEHEIIERSN S,

BEOCHIE LR bDbETe) ZHEBEANRD, BOLNLRVWEARTH, TORDEER
RGN T v RTIZERE L2,

Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4

If an application is received by fax, the applicant will be informed that the original
representation of the design will be used, provided it is received (e.g. by post) within one
month from the fax.

The filing date remains unaffected.

HEZ 77 vy 7 ATRBE LSS, 1 DADRICEEDA Y VAR (HERET) &
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ftehhid, YV PTFAZERT D2 EPAHBACRIMSN D, HBERICITELR,

Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5

The representation of the design received by post, courier or personal delivery must
correspond exactly to the representation of the design as received by fax.

HE, T, EREER L TRHShDIEERRIT., 77 vy 7 ATRHLZEBERS L
BB C—B LR IT TR 67,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

Answer Section 4-6

A division of a design is only possible at the request of the examiner in connection with a
deficiency. In particular the deficiency is that the representation shows more than one design.
After filing, part of the design cannot be singled out and included as a separate design in the
same application at the request of the applicant.

BEOHENL. MECEAL TEEEDHEREH>THEICDOHARETHD, Mk LTH
2. 2O EOBENRREAINTVIHERETOND,

HERHRIC, HEADOFERICEI T, BEO—HZKEHL, JHOREL LTHEH—DOH
FRICEZDH D Z LITTERYY,

Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as

11



long as the formality requirements are satisfied (e.g., the number and size of
drawings or photographs)?

Answer Section 4-7

The conditions for the representation of a design in order to accord a filing date are neutral
background and a sufficient quality. If these conditions are met, a filing date can already be
accorded before other formalities are addressed.
HEEBZRBEINDODORBEDOREOEMIT. BHOERL+IRETHD, ZhbDgk
B Shhid, ZoMOFREFEET SR THoTH, HEBIIRETE 5,

Question 4-8 In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?

Answer Section 4-8

In this case, the date on which the acceptable amendment was received determines the filing
date.

ZORE. BHEEWLLCHESZEINCES, HBERIZRS,

Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for
according the application filing date, please answer this question. In the case of any
other IP Office, please skip this question and answer Question 5.
In the case mentioned in Question 4-8, if an amendment submitted to the IP
Office changes the gist of the design, how would the amendment be treated? Would
it be dismissed? Or, would it be deemed as a new application filed on the date on
which the written answer to the order for amendment is submitted? Please explain
in detail.

Answer Section 4-9

If the amendment mentioned in Question 4-8 changes the gist of the design, it would still be

accepted as it determines the filing date. Therefore, there is no requirement that the amended

12



representation should correspond exactly to the original representation.

Ef 4-8 DFEN., BENDEFZEETIHLDOTHIHETH, XEIN., £OHINHME
HER%, LIedBoT, MELERIADR, BYHORB LB I —HLRThIRbRne
WS BRI,

Question 5 Principle of unity

Question 5-1  Please tell us the requirements for representations of designs in order for
multiple designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design™ of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1

A set of products can be considered as constituting one product and registered as a single
design.

A requirement is that the product are likely to be used and or sold together.

A requirement for the representation is that at least one view shows the whole set, whereas
additional view can show only part of the set.

The parts may belong to different classes, for example a phone with charger/base station.

A complex product may be shown as separate parts, as long as one view shows the complete
and assembled product.

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.
13



If the products which are filed as one design cannot be regarded as a set, the OHIM will
request the applicant to divide the design, failing which the application will be refused.

2y PLDIR 1 SORGBEZERTIERREN, BE—DEBRE L L TREEIND, ZOHM
B—HIERELIIRREINA BN LBBETHD, REWCETIEHRHL LT
X, 272Kt H 1 o0 TEY F&EKEZRL, ZOMOETE Y FOHDDOHZRTHE
BHd, Bk, RER / BRMBE2HI-EFOL I, FHOBRERIVRACELTY
A2EELH 5, BHELBEEICHOVTIE, 1 DORTHAN T ONERERF OB RRE
TV, FEo 24 IRTIENTED, —BEE LTHELZEE ORI N v
hERARENRVEA. OHIM IFHBEAIZH LT, BEZDEFS2L5ERL. ZhzfT
DRTE, HEXERSRLS,

Question 5-2 This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

Multiple images as such (not representing a three dimensional object) can only be accepted as
one design if they relate to a design that is visible on a display screen such as an (animated)
icon or a graphical user interface.

The indication of product should correspond accordingly.

The images must have common features.

BEROER IEERALTVRY) X T4 XA VMEERIIR TSNS (BE) 71 =
YRGUIDEIIZ, 12DOBRECETILDOTHIHRECRY, —BELRBDDZLRBT
&5,

HHORLITHIED S DITTRETH D,

FHEBIZIE, LEORBA R TNITR LR,
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Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).

Answer Section 6-1

The scope of protection of a Community design includes ""any design which does not produce a
different overall impression” on the informed user. The two designs must be compared
globally. This does not mean that the same weight should be given to all the features of the
compared designs. The relative weight to give to the features of the compared designs may
therefore depend on how the product in which the design is incorporated is used. The role
played by some features may be less important on account of their visibility when the product
is in use (judgment of 22/06/2010, T-153/08, ‘Communications equipment’, para. 64-66 and
72). Moreover, in the assessment of the overall impression, a minor importance is given to
features that are totally banal and common to the type of product in question, while features
which are arbitrary or different from the norm will play a greater role (judgment of
18/03/2010, T-9/07, ‘Representation of a circular promotional item’, para. 77) . Similarities
affecting features for which the designer enjoyed a limited degree of freedom will have only
minor importance in the overall impression made by those designs on the informed user
(judgment of 18/03/2010, T-9/07, ‘Representation of a circular promotional item’, para. 72).
Fundamental characteristics of a design which are deemed to be remembered by the informed
user play a greater role in the assessment of the overall impression (judgment of 16 December
2010, T-513/09, para. 22)

FREBIEDCHREHA I, BFRICACMERAFICHL T IRRZ2FNHIREZE L2
BE] ZEEh5d, 2 2OREZEANICHRTISLERH DB, 2k, BT IEE
DFXTOKFMEFR CHETHD Z L E2RBIRLARV, FREOMMIRILEILX. BEXSS
FNAZREREDLIIFERHEININICL-TRR S, BR2HEATIROEBEICL-
T, EEERMEVWREBLH S EE X515 (judgment of 22/06/2010, T-153/08, “i@IEHEES
para. 64-66 and 72), & bIZ, ZEHIEIROFHEICIRVTid, MR EQRDEHEORMIZ L -
T, HY SN —EORBEBIIEEEMEV OIS L, 8% & TR 2 28/8ik. LY K&
%8 % 87-3 (judgment of 18/03/2010, T-9/07, ‘BR{ETF T L DIEE DEBH.’ | para. 77),

BEEAEEOBHRENIRISN D, FEBICRET IELMEL, FRICACEREZICEX
3 EEHERIZBN T, T2 REE LR\ (judgment of 18/03/2010, T-9/07, ‘ER{EF
7 VDEBDORE | para. 72), Elz, FRICBCEAEFCEBINDILRREND, B
EDEARREKIZ. SFEIROEMICB N T, KVEENKEL RS (judgment of 16
December 2010, T-513/09, para. 22),
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Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.

Answer Section 6-2

In the comparison of designs the relative weight to give to the features of the compared designs
may depend on how the product in which the design is incorporated is used (judgment of
22/06/2010, T-153/08, ‘Communications equipment’, para. 64-66). The overall impression must
necessarily be determined also in the light of the manner in which the product at issue is used.
The underlying principle is that the attention of the informed user focuses on those features
which are essential or characteristic of the product concerned. To this effect the visibility of the
features concerned is also of importance, thus having a greater influence on the assessment of
the overall impression (judgment of 22/06/2010, T-153/08, ‘Communications equipment’, para.
72-74).

BEOHEKIZBNT, FHHICEIN AR ER, BEREEN /AN LEDLD
R &5 0M20)% CTRZR S (judgment of 22/06/2010, T-153/08, @{EMEss’, para. 64-66) ,
e, 2RISR, FROMBPERA SN HFEZEE X THiEh 5, &K
JFAI, B#RICE CEREOERIL. TOEBORENRBEOREORMCERND
ENSZLTHD, ZOERRKIZEBNT, ) LIEBEOERESEET, 2FNEHIR O
R & 2B % KIF7 (judgment of 22/06/2010, T-153/08, iEB{SHERs’, para. 72-74),

Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3

Parts of a design which are not represented by means of drawings or photographs fall outside
of the scope of protection of a registered design. In fact what is protected is the appearance of
a product and not the product itself.

HMESCERE TRAINL TV RWESIE, BRERIEC K 2REBORBAICEENRV, FEE,
REINDDIXHREONBETH > T, BEZDOHDTIHRY,
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Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has

a three-dimensional configuration changes its configuration to perform its
functions.

[Front view] [Rear view] [Left side view] [Right side view]

] ) [Perspective view of the changing
[Top view] [Bottom view] configuration]

Front perspective view after the change
[ PErsp oe] [Rear perspective view after the change]
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Answer Section 6-4

The design protects the appearance of the whole or a part of a product resulting from its
features. The representation can be photos, computer drawings or drawings by hand.
Maximum 7 different views per design are admitted. All views should show the same product
in the same colour. The alternative positions of a moveable or removable part of a design can
be shown in separate views. The Office shall take the views in the consecutive order in which
the views are numbered by the applicant. The views shall relate to the same design, that is to
the appearance of one and the same product or of its parts.

BERX. BHo/FEIZE o T, Z20RBOLEELII—HONBEELEETILOTH S,
FHIT, BE, ara—Filif, FEEZORERERHD, 1 >DOBEHZY., HK 7
DORMBBHHND, TATORIE, F—DOHEZFR CATRIRTIR LR, FIE)
F BB TR I DM DOALEIL, BIOKTRTZ &N TE D, OHIM IZHBEANRES
EROIEFBEY ICNEERET D, TXTORKIIFEICEERETS D, 2%V, A—0D
BB ELIIZTOHWHTET 2O TRIFNIER SRV,
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Question 6-5 This question is about the scope of design protection in the case of a set of
articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles" is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.

Answer Section 6-5

By definition a set of articles is a group of products of the same kind which are generally
regarded as belonging together and are so used. There is no mechanical connection among the
articles of a “set of article”. A set of articles can be a product in itself. A set of articles can be
represented in a single design application if the articles concerned are linked by aesthetic and
functional complementarity and, under normal circumstances, are sold together as one
product, like a chess board and its related pieces or sets of knives, forks and spoons. It must be
clear from the representation that protection is sought for a design resulting from the
combination of the articles making up the set. To protect not only the set of articles as a
product but also each articles forming the set, the applicant can file a multiple application
combining the separate designs for each article in question.

EETIE. By ek, —RICFAEERRESh, 20X SIS, R CREEOR S
DIN—TThbD, By NOWERLE S LIRS 1T, —2o— 2B ENBEHKT
HWETHD, By FOWiIT. EN/BREHZBZICE > TRODTE, B—0REH
RO TREATHZ LA TE, BEORITIE, —o0®G e LTRSS, FilXiL,
FzADR—KREER, FA 7, 74—, AS—v Dby bpERDB, By bR
TOIMROMETICIIBECH L TRELZRDLIBDOTHDZ L%, KRBT X > THK
T DLERDD, By FEF TR, By F2BRT58WmE bIRET DT &9
mIZBET S REZHEAADE, ZRE-HBZEHETLZ LA TE D,

Question 6-6 This is a question about the restrictions on the exercise of design rights that
are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:

(i) a design right to protect the design of a whole article and a design
right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design rigth of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
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deferent persons;

(ii) a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set
of articles and a design right to protect the design of any article that
comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in
Case (ii) and Case (iii) described above in terms of the restrictions on the
exercise of design rights?

Answer Section 6-6

The scope of protection of a design extends to cover any design which does not produce on the
informed user a different overall impression. The need to ask for a license cannot depart from
the rule on the scope of protection in order to check whether the right of ownership meets with

any restrictions.

BEDOKREOHKMIT, FRICE CILEREICH L TERIEHRNHREZEZRVWEEICK
o TA RV RAERDDYUBEENDH>TH, FIEHINMTODHIIRE 2T TV D )& HERR
57D, REOHMITE T HHRAND @M L TiZR b,

Question 6-7 This is a question to the IP Office of any country that protects multiple images

as a single design.
If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?
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Answer Section 6-7

The Community design system admits multiple applications, provided that the products to
which the design is applied to belong to the same Locarno class, that is to pertain to the same
type of goods. Any design may be represented in 7 different views. In a multiple application
the maximum number of views will be 7 per design, multiplied by the number of designs.

If the subsequent design falls under the scope of protection of the earlier one, the right of the
previous owner will be restricted accordingly.

XFABFEEERE CIIZEE—HEEZRD TWEN, 7L, BEECETIH-ANFE—Dn
AN FRZBLTNWDZ L, Tiebb, RLEEOMRTHLZL2&tLT5, BE
X7 ODORTREATDHILENTE D, FBE—HBE TR 7XEBEDCENSK D LREIC2 5,
BOBENEDBIENRECHMIIZENDIBE. EOBEDHHAE OHERILARIN I HIRR
b,

Question 6-8 This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8

OHIM does not carry out substantive examination of design applications except to verify
that the applications are for a design and that the design is not contrary to public policy or
morality.

OHIM Ti, HEXEBIEIZET b D2, BIUAFRRBICK LW 2R 5 L4
X, EEREEIIITo THRY,
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Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1

Publication is done only electronically and can be found in the Community Designs Bulletin or
in the Online Database, both available on the website of the Office. For publication purposes,
the views included in the application may be enlarged or reduced. It is also possible by clicking
on the view to see the original size and jpeg format if filed electronically or a high resolution
jpeg scan if filed on paper.

ABRITEFEEOLTITV, ERKRBEEAREZIIA LV FA 0T —FX—2 (WThd
OHIM O¥ A FNbT 7 EARATED) TRHEIZLNTES, ARBMT, HEICEEND
RAEVEREIIMNTHZLiEH D, HEI Y v 7 LT, mOHA XD IPEG B (BT
HEDRE) 72 I3EFRED IPEG X ¥ ¥ VER BHEOHSE) 2R52L 6 TE D,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

Answer Section 7-2

The OHIM does not store printed-out hard copies of electronically filed representations of the
design.
OHIM Ti%, EFHBEINLREDTY & F7 U FLien— Fa B—idRE LR,
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Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3

After the publication of the design in the Community Designs Bulletin, the files relating to the

application and the resulting design may be inspected on request by the public.
Prior to publication, files may be inspected if the applicant consents to the inspection or if

there is a legitimate interest in inspecting the file without the consent of the applicant.
FRABFEEARTORENARREIL. HEBIUVUEEIZETSI7 74 &2, ARMPFERL
THETE 2,

AR, HEAPHECRE LIRS, ERIXHBAORER RS TH, 77 A V2N
B D2 LICELRFIERHD5E1%. HETE D,

Conditions for the inspection of files of registered designs by third parties:

BEBEEDT7 AN EE ="EIPRET H2EMIILLTOREY TH D,

= the file documents for which inspection is sought do not concern the exclusion of or
objection to a member of OHIM taking part in proceedings
BELRD D7 7 A VEEN, BHFRICSML TS OHIM A U N—Zx 5 ER)F
RLRBIZETLOILOTRNI L

= the file documents for which inspection is sought do not relate to documents used for the
preparation of decisions and opinions
FEZRDD7 7 A NVEEN RESCBEROERICEAINAERICEEL TWARNZ
b

= the file documents for which inspection is sought are not indicated as being confidential.
Should the file documents be indicated as confidential, the applicant for inspection must
establish that he or she has an overriding legitimate interest in obtaining inspection
FREZRDDLT7 7 A NVEER, WESHETHILARINTZHbDO TRV L, WEEET
HDHERINTVEHE. HREOHFEIL HEST D Z LITEETREELRFERD
52 LEFEA LRTIR L7220,

= the RCD is not awaiting deferred publication. Should the publication of the RCD be
deferred, the applicant for inspection may nevertheless obtain inspection where he or she
brings forward evidence that:
ERGFEBRFEEE (RCD) iX. ARIEH SN THTHHE TE Vb Tiddew, RCD
DARPEHM SN HHE TS, BERFESUT O ZBRTIIHEE S FIREIC AR
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D,

= the RCD applicant has consented to the inspection
RCD HBEAA KR ICFE L7,

» the RCD applicant has stated that after the design has been registered, he or she will not
invoke the rights under it against the person requesting the inspection.
RCD HREAZ, UEEIEDOREE. FHELZ RO DHITH L THEFZITHE LRV ERHA
L7z,

A request for inspection should be made in writing to the Office.
The relevant fees are listed below:

BB DFERIT., OHIM ~EETIT 9,

YT HFEENILTO®EY TH 5,

= certified copies or extracts of the RCD application or registration: EUR 30
RCD HFE % 72 3B &R DOBAEMEA,/#A : 30 2 —n

= uncertified copies or extracts of the RCD application or registration: EUR 10
RCD HFE % 721388 D ERBREEA A : 10 2 —n

= certified copies of file documents: EUR 30, additional fee per page exceeding 10: EUR 1
77 ANVEEORIAMEA 30 2—1, 10—V EBIIBRED 1=V L OBMFE
bt 1a—n

= uncertified copies of file documents: EUR 10, additional fee per page exceeding 10: EUR 1
77 ANVEROERIIEA : 10 2—1, 10—V EBXTEHAD 1 X—U T L OEM
FHb: 12—

= communication of information in a file: EUR 10, additional fee per page exceeding 10:
EUR 1
T7ANMIEBEREE : 102—1, 10 R—VEBIEHED 1L RX—V T L 0EMF
Bk :1a—n

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.
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Answer Section 8

The main issue which users face is that we accept a maximum of 7 views per design whereas
some other countries allow a bigger number. This becomes a problem when claiming priority,
both when the OHIM is used for the first filing and if the OHIM is used for a subsequent
filing.

2—P—REE L TVEHEROREEIL, OHIM TR 1 HEOEETRD bR HHITHRK 72
THHZDOIZHL, —HOEAX TRINIVZLORBBHONDEZLTHD, 2O LH
BREIC 2 5 D1k, BEHEERICEWVT, OHIM 2 —EHETHAT2HE8 L. OHIM %
BOHBETHATLHEETH D,

Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9

The number of designs filed directly with OHIM has risen from the first year 2003 up to 2007.
The years 2008 and 2009 showed a total drop of around 10%o. Since then the numbers are on
the rise again although not as sharply as in the first years.

Obvious reasons are the economic crisis and joining the Hague Agreement in 2008.

OHIM ~DEEDHEE X, %44] 2003 47> 5 2007 4£F TIXHM L7225, 2008 4 & 2009 4
X, 2 TH 10%ED Lc, £O®R, BUEMICE L TWD, BHD X 5 2R BT
=S4 AN

BB 728 H & LT, 2008 SEOREFEHE L ~— T HEMERH 5,

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?
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Answer Section 10

As described in answer 9 the number of direct filings dropped for the first time in 2008, but
since this drop coincided with the start of the economic crisis it is difficult to say to what extent
the signing of the Hague agreement caused this effect.

When adding the number of international registrations at OHIM to the number of direct
filings, the total number of received designs only dropped by around 2% in 2009 and shows a
significant rise from 2010 albeit not matching the rise of the early years.

B9 TR X 9z, EHEHBEOEES 2008 £ A > THD TR Lz, ik
fEREDPIRE ST L BERD DT, ~— T HERANDOEEN LOBRETHST1EED

DITEEL VY,

OHIM ~® EHFE HRE D5 & B HREIC N X 72831 TiX. 2009 4F Tl 2% B E DA IC L

EEV. 2010 EA DI, BROOEEIEE TRV, 2720 OEMABR LS,

Question 11 If your country has signed the Hague agreement, please skip this question and answer
Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague
agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11

Not applicable
AL

Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any
alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?
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Answer Section 12

In connection with the signing of the Hague agreement we haven’t made any alterations to our
systems nor are any foreseen.

~N—7BHERE L OBEETIE, MORIELEEDL LTRELT., F5FELR,

27




[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

An empty application form to be filed in paper form (including fax) and can be downloaded as well as
explanatory notes at.

MAR—2 (77 v 7 2A%ETe) TlRET 2002 Mo HEERZ, SFEE &bz, DT
DY A R THT L a— RTE D,

http://oami.europa.eu/ows/rw/pages/QPLUS/forms/nonelectronic/nonelectronic.en.do

The PDF files are also attached to the return email.
Electronic filings can be filed at
ZZIWZHDHPDF 7 7 A N%, RIGA =T HIRT LTz,
BHBIZLLTOY A R TITH 208 TE D,

http://oami.europa.eu/ows/rw/pages/QPLUS/forms/electronic/fileApplicationRCD.en.do

Help files can be found on the same page.
VT T 7 A NG E LR—UITH D,

14 Is it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.

All certificates are public and can be downloaded by searching for the publication online
at http://oami.europa.eu/RCDOnline/RequestManager (e.g. rcd 001144315-0001) and by clicking

on the icon which can be found at the bottom of the page.
Find also a copy of this example attached to the email.
BEGEILT X TARINTEBY . ZO¥ A FTHE (fI : red 001144315-0001) LT, ~<—
DIEIZHLRAITA a7 Vw7352 THI L R— RTED,
DY TNl A— VIR LT,
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OAMI-ONLINE - RCD-ONLINE - Design consultation service - RCD information 12 R—=2

O H I M The Trade Marks and Designs Registration Office of the European Union

You are here: Home > Quality plus > Databases

RCD-ONLINE - Design RCD-ONLINE - Design consultation service - RCD information
consultation service - RCD
information International registrations of industrial designs administered by WIPO can now provide protection

for the entire EC. Consult the Hague Express Database by clicking here.

Overview

Design

Representation

Indication of the product Design number : 001144315-0001
Number of results : 1of1
Owner
Representative | I #
Designer Design P
Exhibition Filing date: 08/06/2009
Priority Registration date: 08/06/2009
Publication date (A1): 10/07/2009
Publication Expiry date: 08/06/2014
Locarno class-subclass: 19.06 ( = EUROLOCARNO )
Renewals Verbal element:
. . Status: Registered and fully published (A1) ( ™ Glossary )
Download RCD information Language of filing: English
Link to RCD Bulletin online Second language: Spanish
List of invalidity decisions Representation o
¥ 0001.1

*  0001.2 [+ [+
[+ [+ [#]
# Indication of the product 2]
Indication of the product: Ink container ( = EUROLOCARNO )
Owner 7]
Name of the owner: Olympus Corporation
ID number: 1595
Natural or legal person: Legal entity
Address: 43-2, 2-Chome, Hatagaya, Shibuya-ku

http://oami.europa.eu/RCDOnline/RequestManager 2013/02/21
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Name of the representative: ELZABURU, S.L.P.
ID number: 11849
Natural or legal person: Legal entity
Address: Miguel Angel, 21
Post code: 28010
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Country: SPAIN
Correspondence address: ELZABURU, S.L.P. Miguel Angel, 21 E-28010 Madrid
ESPANA
Telephone: 917009400
Fax: 913193810
E-mail: elzaburu@elzaburu.es
Designer 2]
Name of the designer or team of designers: Inoue Kyoichi
ID number: 69342
Exhibition o
No entry for design number: 001144315-0001
Priority o
Country: JAPAN
Date of application: 15/12/2008
Number of application: 2008-031832
Publication ]
Bulletin number: 2009/132 Registration Certificate
Date of publication: 10/07/2009 4 pages | 3885 Kb
Part: Al
Renewals ]
No entry for design number: 001144315-0001
| &
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Molaly OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET (OHIM)

*
NOX
*

“+++" APPLICATION FOR REGISTERED COMMUNITY DESIGN

Date of receipt (DD/MM/YYYY) Number of pages (including this one)

For receiving office /

Mod.001

For OHIM

/ /

| L]

Application Type

Multiple application

Applicant/representative reference (not more than 20 characters)

Number of designs

*Language‘

Deferment!
Specimen?

-

Language of the application or ISO code

%l
Second language

Applicant® ID number S

D legal entity D natural person

*Name of legal entity or
first name and surname

Legal form of the entity

Tel, fax, e-mail

*Address
Street and number

City and postal code
Country

Postal address
(if different)

Nationality /

State of incorporation

Representative® ID number S

Name

Tel, fax, e-mail ‘

Address
Street and number

City and postal code
Country

Postal address
(if different)

Type of representative D legal practitioner D professional representative D association of representatives D employee

Fee check-list | TOTAL | *Payment of fees
Registration fee (1st design) 230 € Current account with OHIM
for 2"9to 10" design (115€ x...) 0€
from 11" onwards (50€ x .0.) 0€ | account No ‘ ‘
Publication fee (1st design) 120 € 120 € D Do not use my current account with OHIM
for 2" to 10™ design (60€ x ...) 0€
from 11" onwards (30€ x ..0) 0€| Transfer to account of OHIM
Fee for deferment of publication (1st design) 40 € € D Banco Bilbao Vizcaya Argentaria
nd th H
for 2 tcr)1 10" design (20€ x ...) 0€ | | La Caixa
from 11" onwards (10€ x . o) 0€ / /
Date of transfer (DD/MM/YYYY)
TOTAL AMOUNT PAID 350 €
Signature
Name *Signature
" Mandatory details
! Please tick the box if the application contains at least one design of which publication is deferred page number
2 Please tick the box if the application contains at least one specimen of a two-dimensional design 1 T of
3If more than one or if space provided is not sufficient, please continue on the attachment sheet ---



t**

* Q » APPLICATION FOR REGISTERED COMMUNITY DESIGN
Tk (continuation)
Reproduce this sheet in case of more than 1 design (use 1 sheet per design)

D Tick the box if the following data is the same for all designs contained in the application
Design number E out of total of Applicant name

Mod.002

Locarno classification

*Indication of product(s)* || same indication of product for all designs

Convention priority? ‘

D Same priority for all designs D Document attached
Country of first filing or ISO
Date of first filing® / /
Filing number
Exhibition priority* |
| | same priority for all designs || Document attached
Name of the exhibition
Date and place® / /
Date of first disclosure® / /
Designer? ‘
D Same designer for all designs D Waiver
Name
Address
Miscellaneous ‘
D Request for deferment of publication E Number of views

D Design filed with a specimen®

Brief description of the representation/specimen®

" Mandatory details

I Indicate the usual generic name of the product(s) in which the design is intended to be incorporated or to which it is intended to
be applied, preferably using the term(s) included in the EuroLocarno Database. If the space provided is not sufficient,
please continue on the attachment sheet

2|f more than one, please continue on the attachment sheet

3 (DD/IMMIYYYY)

4 Filing with a specimen is only allowed in the case of deferment (see explanatory notes)
5 Please continue on the attachment sheet if the space provided is not sufficient

page number



Reproduce this sheet if space is not sufficient

A representation / specimen per design is mandatory

REPRESENTATION/SPECIMEN SHEET

Number
of views

Design

number(s)

out of
total of

Applicant name

page number

o[ |

Mod.003



Tex” ATTACHMENT SHEET

Applicant name

Mod.004

This sheet should be used for any additional information relating to :
additional applicant, additional representative, additional priority, additional designer, indication of product, brief description.

Please specify the field name(s) for each additional information

page number
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M FeT U 7T
Interview Survey on IP Offices Concerning Representations of Designs

Name of the Country: INDIA

Time and Date of Telephone conference): At 2.30 p.m. on November 5, 2012, At 10.30 p.m. on
November 9, 2012 and At 11.30 a.m. and November 14, 2012.

Visited IP Office: NOT APPLICABLE

Name of the Person Representing the IP Office (Please write if possible): Dr. Sukanya Chattopadhaya,
Controller of Designs

Names of the Visitor and the Firm: SHARAD VADEHRA from KAN AND KRISHME had telephonic
conferences with the person representing the IP Office.

Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1:

The main purpose for disclosure of design is to facilitate formal and substantive examination
so that the design for which protection is requested meets all the formal and substantive
requirements such as design under consideration is a ‘design’ under the Act; design is new or
original; design is not prejudicial to public order or morality and security of India.[Section
2(d), 2(g), 5(1) and Section 46 of the Indian Design Act, 2000]. The disclosure of the design also
facilitates enforcement of design right by determining the scope of the design protection and
the determining the limit on copying of the registered design.
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Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images created in the stage
of product design such as those shown below as design representations to be included in design

application documents?

[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective [Top view] [Front view]

view] AT

A
[Right side view] [Left side view] [Bottom view]
[Rear view] [A-A sectional view] [The article in use]

Japan Design Registration No. 1442550



Answer Section 1-2:

Rule 14 of the Design Rules, 2001 permits submission of the Computer Graphics (CG) in place
of drawings, photographs etc. However, Computer Graphics in practice are rarely submitted.
Further, there are no guidelines on such use. Generally photographs and drawings are
submitted as representations of the design.
Further, no sectional views as shown above shall be incorporated in the representation sheet.
2001 ERERAIORA] 14 (2N T, RERLEREEORDOVICarYa—EF 777497
(CG) PRERHBBOOLNT VD, 7Z LBEEICIK CC DRHBITENTHY ., TOHEAICE
FTEHA RIA b0, —RIZIZ. BEORTL LT, BEECRE RSN,
£, BEORFAMKICIE. LD XS RBmERZANSD Z &IXTE R\,

Question 2 Representations of designs under the system to protect the design of a part of an
article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car
[International Design Classification] 12-08

to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied




[Perspective view] [Front view]

[Rear view]

[Left side view] [Right side view]

[Top view]

Japan Design Registration No. 1444223




(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.

[Front view] [Top view]
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[Left side view]
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[Enlarged perspective view of the cap 1]

[Enlarged top view of the cap]
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[Enlarged right side view of the cap]
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Answer Section 2-1:

As such there is no partial design system in India. However, if the design is applied to a part
of an article, design registration can be obtained for the entire article with the part to which
the design is applied. Further, if novelty of the design lies in a part of the design, a statement
of novelty is inserted highlighting novelty of the design in that part. Thus, in such cases
“statement of novelty” to some extent serves the purpose of the partial design system in
India.

A ¥ FIZRELBEHEIRRVE, Ba0—HIOWTRIEZHB LSS, £08S %
BUHREEIKTIRERFEEZ T E LN TE D, £k, FRENBEDO—HICH D
BEE. FREOBRREZFAL T, BEOZOHSOFHML LTS, LEB-T,
ZDESRBAT THEEORR] 235 58K, MOaBEREORFZRIZLTWVWS,

Colouring may be used, on a black and white drawing, to highlight only those features of the
design for which protection is sought. In such cases, it shall be clearly indicated in the novelty
statement that the claim is restricted only to the portions depicted by colouring and the
colours so given are not part of the design.

RELRDODBEEDREOSLZ BT 502, FROREICAEZFERTHZ LN TE
Bo ZOHE. 7 L—AIATRLEBDORIRES N, EDO LI IEHINT-AIRE
[EDO—F TR & &, FHREOBRIZHATE LR2T X572,

Dotted lines may be used in representation to indicate those elements of the article for which
no protection is sought. Dotted lines identify elements which are not part of the claimed
design. However, the Examiner generally objects to dotted lines at the time of the issuance of
the Examination Report and ask for removal of the dotted lines from the drawings.
Therefore, there exist an ambiguity, but as a matter of practice dotted lines are not allowed.
Features of the design for which protection is sought must be shown in solid lines in the
drawings.

RTRCBNT, KRBEZRORVPROBERZTRTTDICRBREFERATE 5, AR, HE
THERED—HTRVWERE®RNT D, LML, FEEITEE,. BELF— MIBWTR
MEEMEER L L, HE»DEBRERRT DL IRD T B, LI >o TBEKIBEFET
50, FEL, SBRIIRO LA THRY, R#ELZRDZREOCRKBIL, BEIZIVTHER
TRERITNITR B,




Question 2-2 This is a question to the IP Office of any country that has neither a partial design
system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.

Do the users of the design system of your country request protection for the
partial designs of articles? For example, is there a need for the establishment of a
partial design system, which is an effective countermeasure against infringers of
partial designs who copy only a unique and innovative part of an article without
copying the design of the article as a whole?

Answer Section 2-2:

As explained above, although India does not have partial design system, but statement of
novelty highlighting novelty in particular part of an article to some extent serves the purpose
of partial design. However, applicant for design application in India often claims protection for
a part of an article. In India, we believe, there is a need to establish a system of partial design
which may plug loophole which permits infringer to copy a part of the article where novelty
lies without copying the article as a whole.

BIRD X 512, A v FIZIHEBAEEREIZ RV, BROREOES % B ¥ 2 FHiMk
DEGRA, HIBREFHBEEDHNEZRLZL TS, EEL, 4V FIkBWThH, HEA
P D—EMOREZRD 2HRITL ., BREEMMERZ - L2 TH, Fk
DHLZHRO—HEIL—TEDLIICLTWVBREITRES SIS L BARERBIRIES
EERITHILERDD LRAITEZ TV,

Further, in India, a part of article is a registrable design if it is capable of being made and sold
separately and application for registration of such a design is made separately from the
registration of a design for the whole article.

£724 V FTHEH. Bm0—8ThHoTH, AICHEL TRETE, TOREDRERE .
W E2EORIEDOREK L THICHBETE 235B68. TO—MITIIBREFEEN D D,

Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.

Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.



- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well

Answer Section 3-1:

In India, formal and substantive examination is done simultaneously by a single Examiner.
Formality check is made on the basis of provisions in the Designs Act, 2002 and Designs Rules,
2001 alongwith Examination guidelines in the Manual of Design Practice and Procedure.

AV FTIE, FRBEELEEFEZ. 1 LOFEEPRIKIATY, HRFEIL, 2002 £FE
B, 2001 EREHRR, BLOBEERFIE~=2T7VOEETA FT4 v ORBICES
WTERT 5,

Formality examination is carried out to determine whether:

a. the application is in prescribed format?

b. the prescribed fee has been paid?

c. the name, address, and nationality of the applicant is mentioned?

d. address for service is given in the application form?

e. declaration of proprietorship is given in the application form?

f. representation sheet is in a manner as prescribed in Rule 14?

g. power of authority, if applicable, is filed?

h. in case of reciprocity application:

I. the application was filed within the prescribed time?

I1. the priority document was filed at the time of filing? If not, whether the priority document
was filed within the extendable period of three months along with the prescribed form and fees?
FREETIE, UTOZ L 2HW§ 5,

a. HEEIIPFTEDIRNIZ 2> TV D,

b. BT DFEEI M STV DD,

c. HEBADKA, F7T, EEITHSNL TS

d. fEF LR, HEENZRBEEI L TVD 2,

e. FTADESH., HEHEIEHEILTVD A

f. AT, FHANAUTED 2 FRITR 2 TVD

g. ZERIT (BERER) BESHTHDD,
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h. fAEEZHBEORE L.
|. HERFTEHBINICRE I TV D0,
I HERICELESRITRHINA TS 2, BEIhTWRWEEIX, 30 A DIEEH
FNIZ, FIEDER L FEEE & IR I N2y,

Substantive examination is carried out to determine whether the design under consideration is:
a. a design‘ under the Act?

b. new or original?

c. prejudicial to public order or morality?

d. prejudicial to the security of India?

EERBEETIE, HBOBREIZOVTKRD Z & 2HE{T 5,

a. BEERIZED HBIED,

b. BN E 72 ITRIEIED B D D>,

c. AFBRMBIZK LRV,

d. DREDOEZRREIZL o THETRVD,

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2:

In India, formal and substantive examination is done simultaneously by a single Examiner.

AV FTIE, 1A DFEEVNGTREE L ZEEEZRRITIT O,

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable scope? Example
answers are listed below. Please give us a detailed answer. *

- System to file a request with the IP Office for commencement of examination

- System to file a request with the IP Office for an invalidation trial

- System to file a lawsuit with a court
*We believe your question pertains to whether invalidation of the registered design is possible. If you think otherwise,
kindly revert to us.
*COEMIE. BREEQEMCATENE SNICETLIERMEERT S, £OTRVMGEE. BALEL
Vb k= = A
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Answer Section 3-3:

In India, there is no provision which provides for filing request for Examination with the
Design Office for commencement of the Examination. The Examination of the Design
Application is done by the Design Office on its own as per the provisions of the Indian Designs
Act, 2000 and Designs Rules, 2001.

AV RIZIE, BELZEBT 572010, ITICx LTHERERETE 2 X5 2T 2HBITR,
REHBEOHEEIX, 2000 FRIEER KO 2001 FREHROBEICE ST, TFHAMEIC

-

1T D0

There is system to file invalidation request by any interested person under Section 19 of the
Indian Designs Act before the Controller of the Designs after the registration of the design on
the following grounds:

FIERBRAY., BEOBRFHKICKICE T HEBHICL Y, BEESE 19 RICESHTEDLE
RECERT HENH D,

The petition for cancellation of registration of a design may be filed on any of the following
grounds:

i. that the design has been previously registered in India;

ii. that it has been published in India or in any other country prior to the date of registration;
iii. that the design is not a new or original;

iv. that the design is not registrable under this Designs Act;

v. that it is not a design as defined under Section 2(d).

BEREEDCHIHFTFIZ., LLTOMIPADEBIC X > TRIETE 5,

i YEBENERIZA V FTREIL TS,

iil. YEZEEENBE B ANCA ¥~ RO ETABR STV 5,

iiil. YEEEIFHRMESUIAEREDH 5 BIE TR,

iv. YEEESARIEIC JTBREKFTRETIZ RV,

v. YZEBIENE 2 &) TEE LEEETIERY,

In a suit of Infringement, defendant can take grounds mentioned above in section 19 of the Act
as defence and such a suit gets transferred to High Court. In such a proceeding, design may be
invalidated on the grounds mentioned in Section 19 of the Act.

BEFRATIE, HHEIBFEES VLICEDS FROBHICH L THAT LI AT, 5F
NIBBEHHFT~LEFEND, DX RFRIIBNT, BEZE 9FICEDDIHAICK
S>TEPMLTHZ LB TX S,
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Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.

Answer Section 3-4:

Matters such as clarity of the design representation are taken care of at the time of the
Examination of the Design Application at the Design Office. Such matters never proceed
beyond the Design Office and therefore there is no court judgment in this respect.
BERTORHEMED & 5 RFEIX, TICBT2BEEHBEFEOR A THLI., £ XY
LEDBEBEA~ELND Z LITRWVWEH, T0 X 5 RHEFIER,
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Question 4 Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1:

Generally, the Design Application is amended during the examination process either to comply
with the requirements/objections of the Examiner/Controller in the Examination Report or
voluntarily.
EEHEOHETER, BE v R BV T, FELVRA- MBI EEE / EEOE
KRB KL T D7 DIfToh b, £ BERENIATOID,

When amendments are made to comply with the requirement of the Examiner, the
amendments are restricted only to the objections raised by the Examiner and time given by
the Examiner to comply such objections. Additional views are filed generally to comply with
the requirement of the Examiner/Controller and it is not permissible for the Applicant to file
additional views on its own.

FEEOBERICHLT 27-DDFHEIL. BEEDFT-HEEEBICHT 2MECRLI,
FBEENEDRHEANIC, ZOEMERBIINLT S, BEIL. FEE/REOERICRL
T HHBMONPRHSN DA, HBEAPME ITEMORZ#RIHYT 52 Lid@BD IR
[N

As regards voluntary amendment, there is ambiguity under Indian Design Law. Rule 46 of the
Designs Rules, 2001 provides for petition for amendments to be filed alongwith the prescribed
official fee and such petition may be allowed on the discretion of the Examiner/Controller
without detriment to any person and on such terms as Examiner/Controller may direct.
However, there is no authoritative commentary or case law on the Rule 46 providing for the
scope of amendments allowed under it. It is also not clear whether such amendments can be
made both before and after registration of the design.

HRORMECE LTI A FOREBIIBIKR TH D, 2001 FREESRAOBA] 46 12 &
Wi, FTEDOFEREHR1X TRHSNEHEOHEIL. MAOHERLETSIZ L2, 2
OEREE/ RENESTT IR, BEE/REORECL-TROLND, LA L,
R 46 12 oW Tk, RFAICRD NS FIEQKFHZ ED 5. HER H 2 FRCHIFIEIL 72
. b, 95 LIMEZ. BEREODRILBOMFIZIBNTITZ D5 E 5 HITONT
H AR TIER,
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However, we may say that theoretically voluntary amendments are permitted at the sole
discretion of the Examiner/Controller without detriment to any person and on terms which
Examiner/Controller thinks fit. The Applicant cannot voluntarily add additional view in
representation. The Examiner/Controller does not permit the Applicant to voluntarily file
additional views which were not filed at the time of filing the Application. Additional views are
filed generally to comply with the requirement of the Examiner/Controller]. However, we have
not in our practice come across a single instance where voluntary amendment has been made
by Attorneys.

LA LEGRAYICIE, BRORMAEIX. MAOHERDETLIZ LR, POBFEE/RESN
B EEZDRBR, FEE/REOMERECI - THROLNDEEXOND, H
A, BROICHZENT 5 Z LIXTERY, BEE/EEIX. HERATREHIRT
WRVEBMORZ, HEARBREICRET 52 L 2R02, BIORKITEE, #EE
S EBEDEREWHETOICRHENS, R LERICIE. BRMZFESRBAICL
TRENTCEVWI BT, —EHEBLILZ LA,

Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2:

There is very limited scope of amendment in India. Generally amendments are made to
comply with the requirements/objections of the Examiner/Controller. As regards voluntarily
amendments are concerned, there is no clarity on scope of such amendments. Additional views
are filed generally to comply with the requirement of the Examiner/Controller].

AV FTiE, BECEKHIIERICREESN TS, BEFX—KIC. BEE /EEVEKRE
T IEREE R IR LT 27 DITIT ) b D TH D, BRWRMEICOVTIE, €5 LEME
DEFESHBETITRV, BFEIL, FEE REDEREZWMICT O, BMOKARHE
nd,
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Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

Answer Section 4-3:

It depends on the discretion of the Examiner/Controller at the IP Office whether IP Office
allows application with minor amendments. However, before dismissing design application,
objection is raised or a hearing is appointed if the Applicant/Attorney applies for hearing
within 3 months from the date of issuance of the Official Action. The filing reply to
objections/hearing gives an opportunity to Applicant/Attorney to explain their point of view
and further amend the application comply with the requirement of the Examiner/Controller
if the Examiner/Controller is not willing to accept the application with the amendments.
TR, DTFPRFMECLI > THEZERD I E I T, BEE/REOREIII M
2 TW%, L, EEHBESHATIN DRI, EEBEESBMINDED», T 74K
TrvarOBRMANPD 3 HAUNICHBEAN /REANDEFRLBFE LRSI B
FEHRBOHBPIRD b5, EEEBICT 2RE/ ABEFEX, HEA/REACE
STHHEDRMBER~TZY, BEE/ REESHESNZHEEZZELARVEEIC, £0
EREWMAETEDOOIORIMEEZITORS L RS,

Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4:

In India formal and substantive examination is conducted simultaneously. Even if there is no
objections on the ground of formal requirement, the Examiner/Controller often ask the
Applicant/Attorney to amend the representation of the design as design claims “part of an
article” which is not allowed as per Indian Design Act, 2000 and Design Rules, 2001. In such
cases, the Examiner asks for the deletion of the dotted lines or broken lines to make design
certain.

AV FTik, FREFE L ERFEREIRRFIITON S, FRBHICESEMEERIZRT
b, 2000 FEEREL LV 2001 FEEHAITED AR [BREO—H] 27 L —ALT
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W5E LT, BEE/EEN. HEA/REBEANCHLTERZHETDI I ORDIZ LN
X< H3b, ZTOXoBE. BEEIX. ARCOBRZHIBRL T, BEEZHRICI®ES LX)
=R 5,

Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5:

The Applicant/Attorney is required to make amendments strictly as per the instructions given
by the Examiner/Controller. If the Applicant/Attorney makes amendments which go beyond
the requirement of the Examiner/Controller, it is discretion of the Examiner/Controller
whether he/she accepts such amendment. Generally, such amendments are not accepted by the
Examiner/Controller.

HEA/ REBEANT, BEE/ REOCHETEVICHELXTHALENH S, HEAN/REAN,
BEEE /BEEORD-HBHEZEBEXDMELIToGE. ZETINEI ML, BEE/ &
BOBREICRD, BEIL, €5 LEMEIZEIShAR,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

Answer Section 4-6:

In India, no divisional application is allowed.
A ¥ FTiE, BB b,
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Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of

drawings or photographs)?

Answer Section 4-7:

On receipt of an application, the Design Office accords a date and serial humber to the
application. Generally, filing date and serial number is allotted without conducting any
detailed examination whether formal or substantive. Such objections are raised at a later
stage. However, if the representation sheet is in such a form that the design cannot be
visualised e.g. representation sheet received by fax, the application number shall not be
allotted. Such an application shall be returned by post or at the counter itself, along with the
fee, for non-fulfilment of basic requirements.

JFITHEZZE U-RS T, HER EHBEDOY Y TAVESE2RET D, BHIX. HER L
VY TNEFE, FRAPEEEEZMDT, FHLEEEZITOI L RKEIVETOND, 7
MREEICK DEMGEDIL, ROBRMTRESh D, 272 L, RRAES, BEEZAIHL
TERVE I RRBIZRS>TVBEE, FlxiX, REABNS 7 7 v 7 ATRBINTGE
2EF, HEZFESRFIV Y TONARY, 2O X5 ZHEX, BRNEERHZ S TWAR
WEWSHEBT, FERERAT, BEEZITHE TRASND,

Question 4-8 In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or

the date on which the amendment was submitted?

Answer Section 4-8:

If the requirement/objections are satisfied as a result of the amendments, first filing date is
maintained as the filing date of the design application.

FIEDFER L UTER /HERBERNH SNEE. BOHBE MRS, BEHBE
HIZ/2 5,
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Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for

according the application filing date, please answer this question. In the case of any

other IP Office, please skip this question and answer Question 5.

In the case mentioned in Question 4-8, if an amendment submitted to the IP

Office changes the gist of the design, how would the amendment be treated? Would

it be dismissed? Or, would it be deemed as a new application filed on the date on

which the written answer to the order for amendment is submitted? Please explain

in detail.

Answer Section 4-9:

Not applicable.
Y LRV,

Question 5 Principle of unity

Question 5-1

Please tell us the requirements for representations of designs in order for
multiple designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design™ of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.
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Answer Section 5-1:

In India, one application for multiple designs is not permissible. However, in one application a
design for multiple articles can be claimed. A design may be registered in respect of more than
one article in a class of goods. But a design cannot be registered for more than one class of
goods. [Section 5 (3) of the Designs Act, 2000 and Rule 11(2) of the Designs Rules, 2001 and 3™
schedule of the Act.]

AV FTiX, ZBEE—HEBEEIRED LN, ZZL, 1 DOHBEIZBWT, Eowihiz
®35 1 ODEREEI7V—ATEHILIIFETHD, 1 DOEREEZ, RICXSICET 28
BowmBZE L TERETHIZLNTED, L2L, 2UEDKRSGICZELT, 1 20BERZX
# 5 Z LIXTERY, [2000 ERIEES 55&3). RIEMRRAI11(2), 5 3 BHAN

However, in India, design protection is allowed for the set.

Rule 2(e) of the Design Rules, 2001 defines Set to mean a number of articles of the same
general character ordinarily sold together or intended to be used together, all bearing the same
design, with or without modification not sufficient to alter the character or substantially to
affect the identity thereof. For instance, tea set, dinner set, furniture set etc.

72721, T 2 BREREIIROLND,

2001 EEBIEAA] 2@) TIRKRD LI ICEBE SN TWB, (S~ L1k, R—o—kiRtz
HL, BEMBIPERINTEY, LR BEAINS Z L 2ERLZEEOMAT
HoT, TORHMEERTIDICHHTRVMLELIZIEENIZZEDREI—MHICEE L RIFX
ROWERBKEEZETINENZBDLT. 2 TR—DEEZHTILDOEEWRT S, flx i,
FEEy b, TaF—ky b, FEEY FNRERH D,

If a group of articles meets the requirements of a set, they can be registered under one
application.

For a group of articles to be a set all three of the criteria in the definition of —set must be met.
These are:-

(i) ordinarily on sale or intended to be used together

(it) commonality of design (bearing the same design)

(iii)same general character

WD 7 N—T M OBM R ICTHEIE, IOOHBETRETE 5, WD 7 /—773
M THD72DITIE, By FOERBTHIRDIDDEER T RTHZIRTNIX R LR
AN

(i) BE—HICBREINTVD2, —RICERINDZZLEZERLTNS

(i) RlokEtt (R—oREZAT D)

(i) [Fl——RrRrE

Rule 14(4) provides where an application is for a design as applied to a set, whether the given
articles constitute a set or not, shall be determined by the Controller.

It is substantive requirement that an application for registration of design should relate to
single design.

BEHH] 144) Tk, IR SN EEOHBEICB VT, FIEOWMBEM EHERT 5
PEML, REPRET D LHESN TS,

FEEEERFCRY . BEEREOHBIIE—DBIEICET 2 b O TRITNIR G20,

In India, application which relates to multiple designs are objected to at the time of
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examination and such application are required to be amended by the Examiner/Controller to
make them relate to single design. If the requirement as to the unity of the design is not
complied with, the Application is rejected.

No divisional application is allowed as per Indian Design Act, 2000.

A ¥ FTiR, BRORECET HEIX, FERCHEGEEB LY, B—0RBECET
bDILRDEH, BEE/REICI - THENEREND, BREOCHMIZETIEMIC
e LRVWHBIZEREEh D,

E72. 2000 FREECBO THOEIHBEIIFED b THRY,

Question 5-2  This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2:

This is a grey area. Images without specification of article are not allowed as no view of the
article is possible which is a requirement of the Indian Designs Act. Further, in Images with
the specification of article, there is 50% chance of success in getting registration. There is no
precedent on registration of images under Indian Design Law. Multiple images cannot be
regarded as a single design on the ground of unity of design (substantive examination).
Further, there are no guidelines in India concerning representations of drawings that are
required to be made in order to have multiple images regarded as a single design.

TV —Y =0 Thd, BEEOHETIE. WMPRTINWTOHRVERIIBD L
BWED, BEBEESNTORVERIIRD bhRV, b2, WaBNEEShZER
IZBWT, BESED DN DAL 50%THh D, 12 FREEICE S EROBRFRIZS
WTIE, B 20, BROERIT, REDCE—OHEHET, —RBEL RR SRV
HRHD (EEEE), £, BROESIE—BELRBD LN LHMEORIIZE T HHEEHT
20,
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Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).

Answer Section 6-1:

Guidelines for determining scope of the design protection developed by judicial precedents
over a period of time:

RICREBORFEZRE T D20 DIEEHI, AT K-> THRHEZ T THEI LD,

There should be sufficient resemblance between the infringing design and the plaintiffs
registered design to be found an action for infringement. Britania Industries Limited v.
Sara Lee Bakery 2001 PTC 23 (Mad.),
REBE LFREDORFEI L DI, REFOHFAZWET DD+ BR UL D
% Z & (Britania Industries Limited v. Sara Lee Bakery 2001 PTC 23 (Mad.))
It is not every resemblance in respect of the same article which would be actionable at
the instance of the registered proprietor of the design. The copy must be a fraudulent
or obvious imitation.
BEBIREEEORDIZEY, A—0PRICETIHODIELMEEZFXLZ LB T
X 5DIF TR, AEXTITHA L LRBEHMTRITNITR B 2RV,
The word ‘imitation’ does not mean ‘duplication’ in the sense that the copy complained
of need not be an exact replica Castrol India v Tide Water Oil Co. (1996) PTC 202(Cal)
at p. 209. Therefore, the Court is required to see in particular as to whether the
essential part of the base of the applicant’s claim for novelty in the design form part of
the infringing design.

MR 13, BB RERS (LY B) ThBHHLEZAR (Castrol India v Tide Water
il Co. (1996) PTC 202(Cal) at p. 209) &9 EBRIZEB W T MER] 2EBHRL2RW,
L7eSo TEAPTIIRC, HBEAZ X 2FHED 7 L—LbDN—R|Z/Ro>TVDHAER
B0, REREDC—MEHBMRT 20E»2HEB T OLENRDH D,
The test for determining whether design is an imitation is for the eye because the
finished article bearing the design must appeal to and is solely judged by the eye. A line
may often be a thin one distinguishing a fraudulent imitation and an obvious imitation.
BESEBIELZHABT57 X bid, SHRECETLI OTHS, 2¥LRL, BE
A LEZREIIRREICHFZ, BRICL > TORHWIND 1D THD, RERK
BB & DB A HINT 9 S RIT. BIRETRWVWBE AL,
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Obvious imitation is something which is very close to the original design, the
resemblance to the original design being immediately apparent to eye looking the two.
Dunlop Rubber Co. v Golf Ball Development [1931] 48 RPC 268 at p. 279 followed in
Castrol India v Tide Water Qil Co. (1996) PTC 202(Cal) at p. 209

B Ot L ik, TOBRECELLTEY, 2 208 ELY A2, TORE~
DIELIER—BBRTH S D%\ S, Dunlop Rubber Co. v Golf Ball Development
[1931] 48 RPC 268 at p. 279 followed in Castrol India v Tide Water Qil Co. (1996) PTC
202(Cal) at p. 209

In case of fraudulent imitation, imitation needs not to be obvious. It is sufficient if it is
fraudulent that is to say, the imitation has been made with the intention to deceive
another person with the knowledge that what is being done is a violation of the other
person’s right.

RIERERIE, AP THILEITRY, RETHDZ L&, DV, MEOHENZ
BRETDHZLEZAMD LT, #PZRSBRITEBEZ LIl WO I THATH
5,

Fraudulent imitation seems to an imitation to be an imitation which is based upon and
deliberately based upon the registered design and is an imitation which may be less
apparent than an obvious imitation, that is to say, you may have more subtle distinction
between the registered design and a fraudulent imitation and yet fraudulent imitation
although it is different in some respects from the original, and in respects which
render it not obviously an imitation may yet be an imitation, imitation perceptible
when two designs are closely scanned and accordingly an infringement. Dunlop Rubber
Co. v Golf Ball Development [1931] 48 RPC 268 at p. 279 followed in Castrol India v Tide
Water Oil Co. (1996) PTC 202(Cal) at p. 209

REREME 1T, MBIZBEFEREICESWEZEHTHD LB X DIV, B DRI
EWVWHIIREHATIRRY, 2%V BREELAERE L OEWVIL VN TH Y,
W OPDRTIEDRIELRR-TEY, ENHDORITE > T, BHLRIERE 2
LR ThH, 2 2DEELZHEBICHEETITEHEPBRIN DB ITMEBTH Y |
&E L 72 %, Dunlop Rubber Co. v Golf Ball Development [1931] 48 RPC 268 at p. 279
followed in Castrol India v Tide Water Oil Co. (1996) PTC 202(Cal) at p. 209

Where therefore fraudulent imitation is established even if the imitation is rather
clumsy and not obvious the court may take a serious view of it.

L7235 T, BEBSHM T, BRAFHERAETDIEEALNTRITH, RERKE
{BUIRRSLT 5,

One of the tests to find out the identity or sameness of the design is to find whether
there are substantial differences between the design subsequently registered and the
design which was earlier registered. These differences cannot be based on purely
subjective or utilitarian or aesthetic considerations. The differences must be objective
in its essential features.
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BEOR—EZ2HW3 27X D 12¢ LT, BIIBHFINEZREEL., BICBERS
hWEBEL OB, RENRBEENRSH 1AW, Z0M&EIX. =8, EA
B E 7 ITEWRBRICE S b TIER | RENRFHEICKIT 2 B8 RFET
RIFNITR B0,

For determining rights in relation to any design, the court has to first assess what are
the features of the design which had been claimed in the description of the design.
RIECET DM OVWTRET S, BHFNIE T, S%RECHMETS L—
LENTCREDRKRBARED X S5 b D2 BT 2 0BRSS,

For determining whether two designs are identical or not, it is not necessary that the
two designs should be exactly the same. Identity on Each Point not Necessary. The
main consideration to be applied is whether the broad features of shape, configuration,
pattern etc. are same or nearly the same and if they are substantially the same, then it
is the case of imitation of the design of one by the other Alert India Ltd. v. Navin Plastic
1997 (17) PTC 15 (del) and Dabur India Ltd. v. Amit Jain 2009 (39) PTC 104 (Del DB).
2ODFEENRR CHEIZHWT I, LT L 2 20BEFES7KALTHD
BT, ENENDRTR—Th DI LERIR, RbEERBEIHIT, BIK.
R, AR EORENREEES., ALERITFERCTH D5, REMICELT
LT, —F M F 2EH L TWB & H Z L2/ B, Alert India Ltd. v. Navin Plastic
1997 (17) PTC 15 (del) and Dabur India Ltd. v. Amit Jain 2009 (39) PTC 104 (Del DB)
The definition of the design lay emphasis on the fact that the sameness of the features
is to be decided by the eye, that is by seeking the two and getting total synoptic view of
the same. The sameness of features do not necessarily mean that the two designs must
be identical on all points and differ on no point. Falcon Tyres Limited v. TVS
Srichakara Tyres Ltd., 2008 (3) MIPR 221.

BEOEHIL. FEOR—HIERICL--TRESZ L, 2FED, 2200bDER
T, MEORBWAMERIZLICLoTREDZZ LEZER LTV D, HHMOFR—
ELIZ, BTLH2200FEDN, T XTORTHLET, BIOARBES LSRN &
ZERT B HDOTIEARV (Falcon Tyres Limited v. TVS Srichakara Tyres Ltd., 2008 (3)
MIPR 221)

Where in the registration there is a statement of novelty and particular features
claimed to be novel is specified, copying that particular feature or applying that with
ordinary variations would constitute piracy. A design which does not incorporate
claimed feature of novelty will not be held a contravention of the registered design,
even though it might come quite close.

BIKIZIBNT, FRMEOHRRH Y, FHTH D L ERTIHIHRBBHLENLTWD
Ba. TORBEERLAEY BROERICL>THEAT S Z LI3BACR 5, H
BEOKBEEERVEREL. ERT2H0TH-oTh, BREEDEKIZITRD
A AN
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Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.

Answer Section 6-2:

As per Indian Design Law, a design is registered for goods covered by a particular class
[Section 6(1) of the Indian Design Act, 2000]. Although the design might be intended for and
actually applied only to one particular article the protection extends to the articles covered by
the whole class [Section 2(c) of the Indian Design Act, 2000 which defines copyright in design
as exclusive right to apply a design to any article in any class in which the design is registered].
The monopoly conferred by a registered design extends to all articles covered in the class in
which design is registered. It follows that design is not new or original for the purpose of
registration in any class if it is old in its application to any article in that class. The judicial
precedent on this point which is followed by Indian courts and Design Office is Stenor v
Whitesides [1948] 65 RPC 1 at p. 16 (HL). Thus, design protection covers protection of the
design applied to articles in the same class which may be identical or similar.
However, function and use of articles does not affect scope of the design protection.
AV FEEECLNE, BERFTEORSIZEEN2WMICBE L TRETE 5 (2000 £
v FEEES 64%(1)., BER, HED 1 20OWHEOHZEEBR L., EEEICZOHEROHITHE
AInTnTb, F#EIX, ZORSGICEENIDREERICKS (B 245(C)TiE. BEEZ
BESBREIN TS XICET 2MRICUKBELEN T 28R LER), B
BEICE>TEZDNIMEHEIX, BENBRINTHWIRSICEEND TXTOWM
kS, $bb, H5RGOMRICEECHEA SN TV IREIR. £ DRKG TOREKIZR
TOFHRERBMEER RN E TR D, ZORIZONWT, BHFTBIOTIE. LTOHEZ
FH L TW5 : Stenor v Whitesides [1948] 65 RPC 1 at p. 16 (HL), L7223 > CEIEEED%)
A%, FACRGDE—(723BUOMmIER S EBECS ks,
iU, Wm0 HRIE. BERBOSHEICITRE LRV,
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Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3:

As per Section 2(d) of the Indian Design Act, 2000, “design means only the features of shape,
configuration, pattern, ornament or composition of colours etc..... “. If the part of an article is
not represented in the drawings or photograph, the features of shape, configuration, pattern,
ornament or composition of colours etc. are not visible, and therefore, scope of design
protection cannot be determined in such cases. Indian Design Law does not extend protection
to features not represented in the drawing or photographs.

2000 FEEHES 2 RA) T, TBELIZ. IR, W, SR, Z4ib L IZABOBRD
FEBICBRONDBDTH-T...] LEBLTWVWD, REELIXEEREICRINTWHRWERT
X, ETOIR, WER. R, . AROBRRENRARWD, BEREDHH 2R
ETDHIENTERY, 4V FREEETIR, REXLERICR SN TORWREIZIZZ /11X
A= AN

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has
a three-dimensional configuration changes its configuration to perform its
functions.

26



[Front view] [Rear view] [Left side view] [Right side view]

) ) [Perspective view of the changing
[Top view] [Bottom view] configuration]

Front perspective view after the change L
[ persp oe] [Rear perspective view after the change]
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Answer Section 6-4:

Section 2(d) of Indian Design Act, 2000 design as “design” means only the features of shape,
configuration, pattern, ornament or composition of lines or colours applied to any article whether
in two dimensional or three dimensional or in both forms, by any industrial process or means,
whether manual, mechanical or chemical, separate or combined, which in the finished article
appeal to and are judged solely by the eye; but does not include any mode or principle of
construction or anything which is in substance a mere mechanical device, and does not include any
trade mark as defined in clause (v) of sub-section (1) of section 2 of the Trade and Merchandise
Marks Act, 1958 or property mark as defined in section 479 of the Indian Penal Code or any artistic
work as defined in clause (c) of section 2 of the Copyright Act, 1957. 2000 EEIEIESE 2 5&(d)
IROEIICERLTND . [EE &id. FLER. BEE. b L < IZEFHDUIT 5
T EEIZDBED L < I1dfE DT EZDT . TREAIGEEEITFERIZE Y, 2 X
b L<1d 3 KILEINEE DTG DIERENZ DT BintZ B/ S SN, nFh. H#%,
Fh S L < 1IREZITER DL DIFEICIROENS & D TH o T, BGIZE THIEIZFHF
Xy DD, HEICL > TDERHAPTEIE bDEEKT S, EEL, BEDERD LITK
B, FEIITEEHNTH L SERFEE THS b DEEFE T 1958 FRHER U HREREE 2 5
(1) WIZEBN) TEEZEINEFHE. 1> FIREE 479 RO TEZSNEHERE, F
I 1957 SEELEHREERE 2 () IZB0 TESE S /= ZMH9 R & 5 E 20,

Thus, as per the definition of the “design” under the Act, features of shape or configuration
which are dictated solely by the function are not registrable. The scope of the design protection
does not cover the configuration observed in the course of change as it constitute functional
aspect of the design and prohibited from registration under the Indian Design Act, 2000. L 7223
2> T, BEEICES TBE] OBRICINE, BEOHIZ L o> TR E SR ImIBORE
X, BEFEETRY, ZEOBRICEITIHEIL. BEOBENZRAE THY . 2000 F£E
[EHETREDPEEC LN TV DD, BIEREDOHNTIKITR,
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Question 6-5 This question is about the scope of design protection in the case of a set of

articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles" is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.

Answer Section 6-5:

Rule 14(2) of the Design Rules provides if a design is to be applied to a set, the representation
shall depict various arrangements in which the design is to be applied to articles in the set.
EIESRRI 1421, BEEZMESMIHERALL Y 35 L X213, 2OERFICTIL,. YZREREEZ Y
MPOMBHERA L LS T HHEBMAEEERIRTNERLRVEREL TV,

Indian Design Law protection covers a set of articles. It does not cover only a certain set of
articles. Further, design protection does not cover each article that comprises set.

A v FREERZ K S2REOHHEIT. MYOWmIC kS, HD—EOWMDE Y MIiTk
X2, e, HPEER TS 12 1 2OHRHITBEIEFREDORR TIL2RW,

Question 6-6 This is a question about the restrictions on the exercise of design rights that

are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:

(i) a design right to protect the design of a whole article and a design
right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design rigth of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

(ii) a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set
of articles and a design right to protect the design of any article that
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comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in
Case (ii) and Case (iii) described above in terms of the restrictions on the
exercise of design rights?

Answer Section 6-6:

As per Indian Design Law, a part or component of an article can be registered as a separate
design if it is capable of being made and sold separately.

AV FREEECZINT, URZ2BRT5 -8 ThoTh, EIICEIEL TRETE 5258
%, BEHORIEL LTRETE D,

In case (i), component of the article can be regarded as an independent article which is
capable of being made and sold separately, therefore capable of being registered separately as
per Indian Design Law. In case (i), it is necessary for the holder of design right in the whole
article to obtain license from the holder of design right in the component of the article if novel
feature of the design of the whole article lies in the component of the article. However, if the
whole article is having novel shape and configuration in its entirety, there is no need to obtain
license from the holder of rights in the component.

()DHE. W OBEE ML, EHIICREL TURRETE2EMOME L LTHRA DD,
A FEEEBIZESOTHEINCRERTE 5, ()TiE. Wa2EOBEDHH DRI ZD
B ICH D58, MREROBIEEEN., ZOBEMBORIEH#EENLGT AR
FHREZTDMNERD D, L, MENLEKL LTHROBRIBELH LTV I5HE
X, BEBROBREEE»D T A v R 22T 2 LEITR,

In case (ii), the part of the article cannot be separated from the whole article. Therefore, it is
not eligible for registration as a separate design under Indian Design Law as it cannot be
either made or sold separately. No separate design protection subsists in the part of the article.
In this case, no need to obtain license for the holder of design right in the whole article from
any person as no design protection is available to part of the article in such a case.

(iNDHE. WD R Z2ENLEVRETZ LR TERY, Lo T, ERICRERK
R TERVWED, v FEEETIE. EORIES UTOREFREEEZA L THARY,
W DO—EIIIER OBEREBIIFELR, DT —R T, WROET T IEE
RBIIRBO NNV, MREERORIEE D T A & AFHEEZXT DHEITR,
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In case (iii), the set of article as per the requirement of the Indian Design Law is required to
have same have common design even though articles are different (same class) such as “Tea
Set” , “Pen Set”, “Knife set” etc. If an article that forms part of a set of articles has earlier
registration, then holder of right in set of articles or a certain set of article is required to have
license from the holder of right in an article which forms part of a set of articles.

(ii)DBHE. MPOWEL. 1> FEEEOHEICEN., Kty b, XUy b 747
Ty bDOXSIZ, URITRR-TH (RAEREL). BL GEn) BETRITAIRL AR
Vo BEO—ERTHRBRICERE SN TVEIHEE, L3k y MOBIEES T,
MM DO—EE KT HROBEMEEP O TA B RAFTFHFLEZITOILERD D,

Question 6-7

This is a question to the IP Office of any country that protects multiple images
as a single design.

If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?

Answer Section 6-7:

Not Applicable
B LR,

Question 6-8

This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?
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Answer Section 6-8:

Not Applicable
Y LR,

Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1:

Drawing or photograph of the design are reduced in size for publication of the registered
designs in the Official Journal of the Patent Office which is also published electronically.
However, in views of the design which are supplied with the physical certificate of the
registration of design, there is no editing in terms of size or ratio of the drawings or
photographs.

KeEFIT O Official Journal (BFHIICHABEND) ICBREEEZBR T2, BRENK
EEIIBEEOY A AP MhEahd, L, BEREKILE & bICREISNIBREDOKIL,
YA IRUERDOERE L\ o T TH 2,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

Answer Section 7-2:

In India, design applications are not yet filed electronically. The process to make electronic
filing available to the Applicant is in the progress. At present, only hard copy of the
application and other documents is filed in the Design Office. Therefore, attorneys in India
keep hard copies of the design application and other documents.

A Y FTREFHBITEZTbh Ty, HBEAPNEFHEZFIATES L5175
HOT R RTEITHTH D, BHRATIE, HESZOMOBRHD NN— Fa ™ —DHH,
T~BHIND, L7zdioT, 4 v FORBARZ, BEHBERBXOEZOMOBEE DO N—F
A —DHERE LTV,
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Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3:

Public has access to electronic database in the form Official Journal of the Patent Office in
which designs registered in India are published on the weekly basis. Official Journal of the
Patent Office provides information such as following matters on designs:

A v R TREFE I N - BIE % B BN TAR T 2 ¥#F T @ Official Journal DEFT — & X—2X
ZHRETHZ LN TE& B, Official Journal IZtE, BIEIZBEIT 2L TO X 5 2ERPFER X
no,

a. Public notice, if any.

b. Registered designs.

I. Registration number.

ii. Date of filing.

iii. Name of article.

iv. Class of the article.

v. Name and address of the registered proprietor.
vi. Priority details like priority date and country.
vii. Best view(s) of the article from the representation.
c. Renewal of designs (only registration number).
d. Restored Designs.

e. Assignments / licenses/ Mortgage registration.
f. Matters relating to rectification.

g. Matters relating to cancellation.

a. % (H3%E)
b. B IN-BIE

i BEFEE
ii. HEB
iii. DL

iv. DX 5y
v. BERIEHEE OARTR K OMERT
vi. BAHEICEET o ER . BEER EOFEM
vii. IR DORBDEE/RK (Best View)
c. REDEH (BR#EFEFDH)
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d. BEENEER

e. BRI Eftire UM DB
f. BIECET5FH

g BUHIZBEd 53R

The Patent Office Journal is available in the physical form.

Further, there is also online database known as “Indian Design Application Information
Retrieval System” for pending design Application and the registered design which can be
accessed by entering application no. and registration number of design. This online database
simply provides bibliographic information such as date of filing, name of the applicant, name
of article, date of official action if issued, place of filing the application, and application status
whether registered or pending etc.

Official Journal I3~ — R TR I 3,

e, 4V FEEHBERMBEL AT L] LWHIF U I« FT—FR—b 5V, RE
FOEEMECRFEHEEZ, HEBFEEIBRHFESEAN L TRETES, Z0F7—%
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Apart from using online database, Request for inspection as per Section 17 of the Indian
Designs Act, 2000 can be filed on Form-5 during the existence of the copyright in the design
with prescribed official fee to obtain information about a registered design. The official fee for
inspection is Rs. 500/- (or US$ 10/-). In such an inspection, one may have access to documents
filed during the prosecution of the design application apart from official action and decision
given by the Examiner/Controller.

FrIAY  T—ER—RAOMIZ, BEES 17 FiCESE, BEHEDOTFERAR S, FrEeD
FEEZMS DO LT, BREECETERE/ICOOMEFREEX S TRHT S Z
EBRTE D, BBEFEEHT, 500 vE— (10 Rk FLV) THD, ZOMETIE. FEE /&
BIZKDA T4 AT 7 a YRREOHIZS., RIEHBEOEFLFRICBW TRHE S iz
EHICT V7 EATE B,

Where an application for a design has been abandoned or refused, any document related to
such application is not open to public inspection.

The register of designs maintained at Patent Office, Kolkata is open to inspection on payment
of required fee.

Inspection shall be allowed by the Controller as far as possible on the same day, if the applicant
is present. If the request is received by post, an earliest date for inspection may be fixed and
communicated to the Applicant/Attorney.

BEE ITER SN EBEHBICOW TR, BET 3 EBRIIMED2DICAR SR,
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Further, all the documents including documents filed during the prosecution of the design
application, official action issued by the Design Office, orders passed by the
Examiner/Controller may be obtained by filing request for information (RTI) under Right to
Information Act, 2005 on payment of nominal fee.

£72. BEHBEOEFLPRICBWTRHBINZEE, TIKED2AT7 4 AT 7vav, #
BE /AREEVSH LMEREEZELTNTOERIL, 2005 FEFHREFNEICESE, T
DRFEE RS L, BFHFERE (RT) 2#HT5Z L TAFETE S,

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8:

The Applicants for design application often ask question regarding deletion of the dotted or
broken lines as per the requirement of the Examiner/Controller in the Design Office. Please
note Manual of Design practice and procedure states that dotted lines may be used in
representation to indicate those elements of the article for which no protection is sought.
Dotted lines identify elements which are not part of the claimed design. However, the
Examiner/Controller generally objects to dotted lines at the time of the issuance of the
Examination Report and ask for removal of the dotted lines from the drawings. The
Examiner/Controller ask for deletion of the dotted lines because Examiner/Controller
believes dotted lines along with solid lines may indicate that the protection is being sought
for “part of an article” which is not allowed under Indian Design Act, 2000. Users of the
design system in India often opine that there is a need to allow such dotted lines to better
represent novel feature of the article for which design protection is required.
BEEHBEOHBANG, BEE /RESABRELITBHROBIREZERTSZ LITONT
BZ2%T5Z %, BEEEAFE~=271VZik, BEORRIBNT, Ri#%x
RORVRDOBERZRTTEDICRBEEA LTIV EEIPN TS, AR, HEL
EEEO—HTRRVWERERI TN THD, L1, BEE/RECLIEEL
RN— b TIHIEE., ARTEEEB L Sh, REPOHIBRT2X5RDOND, Ziid.
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Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9:

In recent years, there has been an increase in number of design application in India except the
year 2008-09 to 2009-10 when there was a slight dip in the filing of the design application. As
per Annual Report 2010-11 of The Office Of The Controller General Of Patents, Designs,
Trade Marks And Geographical Indication, there has been an 24.57% increase in filing of
design application for the period 2009-10 to 2010-11.

A ¥ FCaEsE,. BEHBEEITHEMERICH 528, 2008~094E & 2009~104EDRixHd
PIZED LTS, BFFREMERR2010-11FER LR — M2 XX, 2009~104E & 2010~
IEOR T, BEHBEAEEIT2457%8ML TV 5,

The reason for increase in the filing of the design application is the simplification of the
process for the registration of the design under the new The Design Act, 2000 and Design
Rules, 2011 [as amended in 2008]. Further, there have been many administrative changes
which made registration of the design quicker and less expensive. Finally, there have been
more awareness about the protection of the design in India and now there is better
enforcement of rights of the proprietor of the design in the court of law. As a result of the
awareness about the protection of design, almost 75% of the design application in India has
been filed by Indian Applicants.

RIEHRE A M U7 Bl X, H7-222000ERIEHER L U001 RESRA] (20084Ri128%
IE) ZESWT, BERGR T e ABMBRLINZZ LBRETOND, 2, SEIER
THRFROERICZL Y, BRERGITEILSINWSEABEPBERINT-I L bRIT LN,

EHIZIE, A Y FZRBWTREREBICHT 2ERPEE V. BHFTICRT D RIEHEE OH
FUTHE S LT o, BRERBICHTIERPEE oKR. BRIEHBEDKIT5%23A
Y FAOHBAZ XS bDITRoT,

36



Question 10 If your country has signed the Hague agreement, please answer this question. Did the

number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

India has not signed the Hague Agreement nor there is any proposal to sign Hague Agreement.
AV REI~N—7HREICHRE L TR O T, FAETI5E S 20,

Question 11 If your country has signed the Hague agreement, please skip this question and answer

Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague

agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11

India has not signed the Hague Agreement nor there is any proposal to sign Hague Agreement.
AV FEIN—7HEICHED L TR O T, #T53E b 20,

Question 12 Please answer this question if your country has signed the Hague agreement or is

planning to do so. In order to sign the Hague agreement, did you have to make any

alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12

India has not signed the Hague Agreement nor there is any proposal to sign Hague Agreement.
AV RiE~—Z7HRBICHADN L TR T, T 23HEH RV,
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[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

Answer: In India, we do not have multiple design application system.

A > FiZiE, BEEIE R HBEOBIE 220,

14 Is it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.

Answer: Please find attached original certificate of the registration of the design as issued by the
Indian Design Office in one of the design application prosecuted by us on behalf of the
Applicant.

HBEADOREL L L TY S TITo B HED 1 DTk LT, A v REFFFT ) b ARSF
SNTZEIEBEGREO A U U F V28R LTz,
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ORIGINAL

GOVERNMENT OF INDIA

THE PATENT OFFICE
CERTIFICATE OF REGISTRATION OF DESIGN

Design No. 234184
Date 01/02/2011
Reciprocity Date* 04/08/2010
Country JAPAN

Certifi annexed hereto has been registered as of the

number and ct of the application of such design to TIRE in

LTD. A COMPANY ORGANIZED UNDER

THE LAWS OF JAPAN OF THE ADDRESS; 6-9, WAKINOHAMA-CHO 3-CHOME, CHUO-KU,
KOBE-SHI, HYOGO 651-0072, JAPAN

in pursuance of and subject to the provisions of the Designs Act, 2000 and the Designs Rules, 2001.

Controller General of Patents, Designs and Trade Marks

*The reciprocity date (if any) which has been allowed and the name of the country.

‘Copyright in the design will subsist for ten years from the date of Registration, and may underthe terms of the Act and
Rules, be extended for a further period of five years.

This Certificate is not for use in legal proceedings or for obtaining registration abroad

SHARAD VADEHRA,
KAN AND KRISHME., B-483, KNK HOUSE, MEERA
BAGH, PASCHIM VIHAR, NEW DELHI-110 063, INDIA

Date of Issue 01/11/2012 16:45:42
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SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
Sheet No.: 1

FRONT VIEW

Dated this 01st day of February 2011

HARADNADEHRA

AGENT FOR THE APPLICANTS

234184
01 FEB 201



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01st day of February 2011

‘ AD VA RA)
CELGEEY of KAN ANB'KRISHME
Attorney for the Applicants



SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
Sheet No.: 2

REAR VIEW

Dated this 01t day of February 2011

of KAN AND'KRISHME
AGENT FOR THE APPLICANTS
334184

01 FEB 20M



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.
No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01¢t day of February 2011

KRISHME



SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
Sheet No.: 3

TOP VIEW

Dated this 01st day of February 2011

AGENT FOR THE APPLICANTS

234184
01FE8 201



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01st day of February 2011

HRA)
KRISHME
Attorney for the Applicants
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SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
Sheet No.: 4

BOTTOM VIEW

Dated this 01st day of February 2011

AGENT FOR THE APPLICANTS

234184
01¢EB 201



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01st day of February 2011

Y 2 58 )
Attorney for the Applicants



SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
Sheet No.: 5

RIGHT SIDE VIEW

Dated this 01st day of February 2011

A ADEHRA
of KAN AND KRISHME
AGENT FOR THE APPLICANTS

234184
01FEB 20M



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01¢t day of February 2011

of KAN AND’KRISHME
Attorney for the Applicants
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SUMITOMO RUBBER INDUSTRIES, LTD. Total Sheets: Seven
\ Sheet No.: 6

LEFT SIDE VIEW

Dated this 01st day of February 2011

AGENT FOR THE APPLICANTS

234184
01FER 201



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
or in respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or
use of words, letters, number or Trademarks appearing in the

Design.

Dated this 01st day of February 2011

o HA EHRA)
L B of KAN AND KRISHME
Attorney for the Applicants



SUMITOMO RUBBER INDUSTRIES, LTD..

Total Sheets: Seven
Sheet No.: 7

PERSPECTIVE VIEW

Dated this 01st day of February 2011

VADEHRA
RISHME
AGENT FOR THE APPLICANTS

234184
01 FEB 201



The novelty resides in the shape and configuration of “Tire”

as illustrated.

No claim is made by virtue of this registration in respect of
any Mechanical or other action of the mechanism whatsoever
orin respect of any mode or principle of construction of this

article.

No claim is being made to the colour or colour combination or

use of words, letters, number or Trademarks appearing in the

Dated this 01st day of February 2011

VADEHRA)
of KAN AND'KRISHME ~
Attorney for the Applicants
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Interview Survey on IP Offices Concerning Representations of Designs

Name of the Country: Brazil

Time and Date of Visit (or Telephone conference ): November 6, 2012 — 10.00 AM

Visited IP Office INPI :

Name of the Person Representing the IP Office (Please write if possible): Frederico Carlos da Cunha -
Head of the Design Division of INPI)

Names of the Visitor and the Firm: Antonio Carlos Ramos, Partner of Kasznar Leonardos.

Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle
behind those provisions that determines the extent of disclosure of designs? In

other words, when determining the extent of disclosure of designs, what are the
primary goals of your country?
Example answers are listed below. Please give us a detailed answer.

- To facilitate formality examination or substantive examination.

- To facilitate storage of the submitted representations (drawings, photographs,
specimens, etc.).

- To reduce the burdens on the users of the design system.

- To facilitate understanding of third parties (those other than design applicants and
design holders)

- To facilitate the enforcement of rights.

- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1

All the reasons listed above can be mentioned as provisions for representing designs. Basically
the primary goal is to have in each design a sole object (with its variants) represented by clear
illustrations and which has the novelty character.

ERESN7ZZTRTOERIT, BEOKRIICHTIMAEBL LTRITHI LR TE S, £AH
CEELERIZ, BEZLIC, HRRRTREASh, FROKRBEHATEMHRE—DD
HTHBHZ L (BIOZEOERH]) Thd,




Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?

[Article which constitutes the Design] Attachable wash-basin

[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to
wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective [Top view] [Front view]

view] A

AL

[Right side view] [Left side view] [Bottom view]

[Rear view] [A-A sectional view] [The article in use]

Japan Design Registration No. 1442550



Answer Section 1-2

The Patent Office accepts the representations of an object independently if it is only a virtual
object.

AU a—HF c TTT 4T DHETHINE I DR, IBYORBRITFR DO BN D,

Question 2 Representations of designs under the system to protect the design of a part of an

article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Right side view] [Top view]




Japan Design Registration No. 1444223

(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.

[Front view] [Top wiew)

[Left side view] [Right side view]

o

[Enlarged perspective view of the cap 1]

[Enlarged front view of the cap] [Enlarged top view of the cap]
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[Enlarged left side view of the cap] [Enlarged right side view of the cap]

[A-Aend view] [B-B end view]
S ASANRm R aN IR a——
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Japan Design Registration No. 1449069

Answer Section 2-1

Brazil does not accept partial designs. The design can be directed to a part or component provided
that it is able to be manufactured separately.

77 PN TIIER S BIEMIEITERA STV, Fdh o 3B CRUE R R E R D EIE
DOXRE IND,

Question 2-2 This is a question to the IP Office of any country that has neither a partial design

system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.
Do the users of the design system of your country request protection for the partial
designs of articles? For example, is there a need for the establishment of a partial
design system, which is an effective countermeasure against infringers of partial
designs who copy only a unique and innovative part of an article without copying
the design of the article as a whole?

Answer Section 2-2

It is not usual o receive this sort of questions from the Applicants.
HBEA2L Z OROEM %I 5 Z Lid, BEITR,




Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.

Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well

Answer Section 3-1

In fact in Brazil there is not substantive examination called here merit examination unless
requested by the Applicant or third parties.

EEDEZATTZUNTIE, HEAELZEIBE=F10BRINDVRY | ZEEE (b2
[ETid merit examination &£\ %) [XfThRu,

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.



Answer Section 3-2

The formality examination is conducted by the formality staff, before reaching the Industrial
Design. This formality examination concerns only the validity of documents, the presence of
all requested documents, etc. A second examination to see for example if the figures are within
the standards issued by the Patent Office is made in the Industrial Design division.
HFREFET. BEM~EONDANC, FREERS v 7T 9, TREESIEFEHOARME,
DEBREENRTNTES> TV DO PDAEEET D, VT, BERMICEWNT, FlXiE,
BEENRTTOEDERENIIBIESTVAINEI PRENPBEIND,

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
- System to file a lawsuit with a court

Answer Section 3-3

Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.

Answer Section 3-4

We are not aware of an judicial matter involving clarity of a design
BIEOHMMERBH DOFRIZRoTZ LITRVERELTWVD,




Question 4 Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1

In fact it is not permitted to amend a design application although in some case it is possible to
present amended pages or drawings/photographs sheets to correct obvious errors such as
missing portions, spelling mistakes etc. Amendments are possible issuing from an Examiner
manifestation.
ERIZIIBEHBOMIEIIBD bRV, BLPRRERLAINVIRAREDKENVZIE
720, BELER—UXNE,/ BFEZRETE2HE8LH D, MEL. FEESRHAL
TEHEICVRBE 2 D,

Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2

The amendments are permitted according to Answer Section 4-1
B 41 DX 5 RMERRBDLND,

Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?

Answer Section 4-3




Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant a instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4

Yes, it is possible that an Examiner issues an Official Action requiring correction of some
aspect in the specification or drawings.

b, BEENT 74 AT 7 ailLkoT, HMEBEERECOW TR L LDEER
BRTHZLiXHVES,

Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5

The Applicant can naturally argue for correction to be made in a way a bit different from
what the examiner required, but it is necessary to expect goodwill from the examiner. Usually,
it is advisable to act as the Patent Office instruction.

HEEAD, BEEDOERELDLER DWW TOEBIEEZERTE ZDIXYURIER, FEEDE
BE2HRTOLERDH D, EFIE. FFTOETREBVICTIONREL LY,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?



Answer Section 4-6

7.1. When the Industrial Design application does not fulfill the requisites of Article
104, the filing applicant shall be notified and advised to split the application, within 60
(sixty) days of the notification, otherwise subject to definitive shelving thereof.
BEHENRE 104 FOMBBERMEERZ L TORWEAIT, HBEAICED LT, Y@M b 60
HUNICHEZDE T2 L 5BF L. S bRITNIERLS LD 2225,

7.1.1. The filing of the split application should include:
SEIHBEORBIZIIUTOLOREEN D,

D A petition, in accordance with Form Model 1.06;
X 1.06 (2 X B HSL

In A specification, if applicable, in accordance with the provisions of the present Act;
FUTHHEEIE. AEOHEICE S HHE

(I1In Claims, if applicable, in accordance with the provisions of the present Act;
LT AHAL. REOREESIL I/ L—24

v Drawings or photographs, in accordance with the provisions of the present Act;
AREOHRERLE S NEEZIIEE

") Field of Application of the Object, if applicable, in accordance with the provisions of

this Act;

YT L. RNEOHEICE I MRY DML
(VD) Evidence of payment of the applicable fees of the original application (in the

amount indicated in the table of fees in force at the date of presentation thereof).

JFHRBEOHBEFER (BHBICBW THARSBERITRENTEEH) M OREL

7.1.2. The documents that integrate the split application should be in accordance with the
rules established in this Act. The indication to the fact that the application is split with
mention of the number and filing date of the original application, in the following terms:

“Divisional Application of Industrial Design ,filedon /[ 7

should be included in the specification and in field number 2 of the filing form
immediately after the title (until a new form is established).
FEIHBEZME T 2EHIT. AETEDIHANCESC bDET D, HELZHS
nieZ Lid, FHBEOES LHBERIZK - T,

&R . HEER _ /[ ONEIME ©L5 Rl BE
BLORHERDZ A M OKRIZH DM @F-2BERREDONDET) CEHT
Do

7.1.3. The drawings or photographs, the specification and the set of claims of the original
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7.14.

7.15.

7.1.6.

application, if applicable, should be altered accordingly, in order to exclude inconsistent
matter or matter that is not clearly related to the object claimed in each application.
BHEONE, BE, HHMERLVZ L—»Aaid, KBS CTEEL, FHETHE
FIERT DX L FIRLRBROBZVWEESCTET 2EFHEZHIRT 5,

Each application should be limited to the embodying characteristic(s) of the object(s)
and/or variations, corresponding thereto and claimed therein.

BHREIX, TOHBEIZZYT D, BLOZ V—AREFENIHEMB L 721X
BB % Ehi§ 2RI RET 5,

The split applications shall have the filing date of the original application and the benefit
of priority thereof, if applicable.

SyEIHREE, FHBEOHEE, BLUBY T 56813, REBOELEEZE TS
NEY B,

The publications referring to the Industrial Designs shall indicate that they refer to a
split application. The split application shall be deemed to stand at the same stage of
proceedings as the original application, the INPI being in charge of specifying the
reference to the documents and petitions that are included with the original application.
BECETATITFY T, SEHBEZODWTERT S5, SBIHEIX. FHiicB T
JRHRE & R & A7 L RHBICHRMN T 2 EHB L OB LICEY 5 8 ROV T,
INPI 2348E ¥ %,

Question 4-7

Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of
drawings or photographs)?

Answer Section 4-7

The application filing date may be accorded as long as the formality requirements are satisfied,

R ZRBEHIRE- ST, HBEBIZRES LD,

Question 4-8

In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said

11



requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?

Answer Section 4-8

Amendments are only possible as in Answer Section 4-1
MIEX, BB 41 TRAZHECOLFTRETH S,

Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for
according the application filing date, please answer this question. In the case of any
other IP Office, please skip this question and answer Question 5.
In the case mentioned in Question 4-8, if an amendment submitted to the IP
Office changes the gist of the design, how would the amendment be treated? Would
it be dismissed? Or, would it be deemed as a new application filed on the date on
which the written answer to the order for amendment is submitted? Please explain
in detail.

Answer Section 4-9

Question 5 Principle of unity

Question 5-1  Please tell us the requirements for representations of designs in order for
multiple designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically
separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.
12



requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design™ of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1

An application for an industrial design registration must refer to a single object, a plurality
of variations being permitted, provided that they are destined for the same purpose and
maintain between them the same preponderant distinctive characteristic, each application

being limited to a maximum of 20 (twenty) variations.

BEREOHREIL, B—OXEWICET 5D TRIFNTR SRV, A@BFE—THY,
FERBIHEDREEAFR—THY . BB 20 UNTH D Z L 2R L LT, BROERHIN

BOLND,

Question 5-2  This is a question to the IP Office of any country that protects images. If your

country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

13



Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).

Answer Section 6-1

Industrial design registrations are protected from non-authorized reproduction and imitation
likely to cause confusion among the consumers, as per Section 187, of Brazilian Industrial
Property Act. In this sense, the Court of Appeals of State of Rio Grande do Sul (appeal no.
70031286610) has forbidden the production and trade of a package of a floor wax protected by
an industrial design registration, because it was confusingly similar to the Plaintiff’s one and,
therefore, was likely to mislead the consumers.

BIERGIL, 77 VNVERMEES 187 FIZESNWT, EFTOERL, HEELZER S
DRI REENOREIND, ZOEET, VAT T 7 « K« RVINEEREBRHIFT.
BEOKRAT v 7 2Oy r—UR, BEBRRTREINTVWAREREDOLD LIRFAT 51E
EFHLELTRY, HEZZRRBITI22NWEH2L LT, HEBLIOREEZELZLWVS
MR EH D (No.70031286610),

Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court
presented its interpretation as to how the scope of design protection is
affected by these factors.

14



Answer Section 6-2

Besides novelty and industrial application, the Brazilian Industrial Property Act requires that
the industrial design must comply with originality requirement to be registered. According to
Brazilian scholars, the concept of originality? is similar to distinctiveness, which means that
the industrial design must be different of other ones already available in the market.
Moreover, originality requirement establishes that the industrial design must embody a real
contribution to the state of the art. In this sense, the degree of originality varies from one area
to another. For instance, there are products that, due to its function, its originality is limited
and, thus, a smaller change in the common industrial design would suffice for complying with
originality requirement. Additionally, the originality assessment must be performed having in
mind the typical consumer of this product. If the consumer at issue is a highly skilled
professional, such analysis should rendered according to the ability of this professional of
realizing the differences of this new industrial design from the others already available in the
market. In fact, in the annulment lawsuit involving the design registration no. D15501700-2,
the Second Specialized Board of Appeals for the Second Circuit stated this registration must
be annulled, since the industrial design at stake “... lacks of the minimum originality necessary
to give a new visual conception to the product, in order to the consumers realize it by its own
characteristics and not by the generic ones, which were already applied to ordinary
configuration”

77 VNEXEMEELE T, BEORERIIE, FHittl X OPEE ORI A rTE DMz, T
AEDBRZT - T HERD D, 77 VNVOFEF I, HAKEO#HEIX. BIEXT
BIBEICH DD L RRDI D TRITNITRORNWI LEEKRT S FREEl EEEILT
W5, ZRITMA, MAMEDEMETIZ, ZORIEIC X - T, SEHTKEEICHT 2 EZENRRE
BMBLZTNER RN EENTND, ZOBERKRICEBNT, HAIMOREISITFICL TR
22T %, Bz, BRIZKoTL, ZOBEEIC X > THAMESHIRS ., £D7D,
—REBRBEL DOTHREETH, HAEOBEHFZ TSI HEEebH D, £/, M
AHEOFE T, € ORM OB RHEE 2 FHEICEWV TEME L R2TIER 520, %Y
TOHBENSELRBREEZMATLEMAR CTONI, BRICTBCHIBEL. FREED
ZREABTE D, EMREORBNCESW IO EERETRE TH D, Bic. BEEREK
No.D15501700-2 (Z B89~ 2 BiHaREA Tid. 55 2 KEIR O 2 EFEHIERBIEOHIE 2 T L.
ZTOBEAL LT, YHUEBIERX 1S EE DBERIZEH I THE—RETLIFHTIEZ <,
W H DI L > THBEICR SN B DD, FERYEEHEZ 5 X S DICRIRYE
RBENEZRTVS] LB,

2 novelty DAL & b2,
15



Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3

In our country it is understood that the design protection covers only the portions effectively
represented in the figures.

DHRETIE, RETECREINTCHRODALDPBEREDORNRIZRD LEFENTND,

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has

a three-dimensional configuration changes its configuration to perform its
functions.

16



[Front view] [Rear view] [Left side view] [Right side view]

[Perspective view of the changing

[Top view] [Bottom view] configuration]

[Front perspective view after the change]

Answer Section 6-4

The Patent Office understands in this case that each form of the article is a single article and a
different design should be filed for the distinct forms

BIITORBBTIE. ZOX5RBE. BROFHRIEIE—DOHRTHY . BREBIRITL
CREZHBETRETH D,

Question 6-5 This question is about the scope of design protection in the case of a set of

articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles” is conceptually the same as "a design for a set of

17



articles.'

' The term "a design for a certain set of articles” refers to a design

used for any of the prescribed types of set.

Answer Section 6-5

In case of a set of elements, the component objects thereof (maximum of 20 objects) should be
intended for one single purpose, keeping among each other the same major distinctive
characteristics, such as flatware, silverware, glassware set, etc.

MY O%E. BRT 5888 (&K20 £7T) i3, B—ol@RO-»IZELh, R, &8
. W7 ABRWMREDE DT, FERBHIMEDFE L F—TRITNITR B2,

Question 6-6 This is a question about the restrictions on the exercise of design rights that
are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:
(i) a design right to protect the design of a whole article and a design

(i)

right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design rigth of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set

of articles and a design right to protect the design of any article that
comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in

Case (ii)

and Case (iii) described above in terms of the restrictions on the

exercise of design rights?

18



Answer Section 6-6

In the three cases, it would be necessary, in principle, to request licenses to the right-holders of
the senior industrial design registrations. It is important to be noted that the Brazilian
Industrial Property Act establishes the possibility of granting compulsory license in similar
cases to these ones, but only related to patents (whether invention or utility model patents).
However, there is no specific provision for cases of industrial design.

Zhb 32D —RIZBWTIRERKIZ, BICBESNTCEEEEICIA B 2A2RDD
VERNDHD, TT7VNVEEMELETIE. Ihbo ERE L —RI2BWT, TRl ZhiikE %
RODFRBERBREI N TVDR, LT RIAFTFIERFRETZEDLRN) I
B3 25880 HTHD, BEICOWTIE, EEBRBEIZR,

Question 6-7 This is a question to the IP Office of any country that protects multiple images
as a single design.
If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?

Answer Section 6-7

Question 6-8 This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design
of any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8
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Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1

The edition of a design for publication is basically dictated by the dimensions of the page on
which the design is to be fitted.

BEEARDOREIEANIC, BT IRX—VOHECEDLEDLDICERIN D,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

Answer Section 7-2

The applications in Brazil are not yet filed electronically.
77 VNVOHBITEEEF LI TR,

Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3

The public has free access to the documents after the publication either in loco at the Patent
Office or even after filing the designs are available only in loco.

ARBOEBRIT. FIFTICBWTENTHRE T, HEZORE bRFFTOHITEBNTH
BTE 2,
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Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8

It is not usual that Applicants in general make suggestions as to prosecution of industrial
designs. These questions are more pertinent to IP personal in general and lawyers.
BEOCHEEICEHL T—ROHBA»OERAH SN D Z LITEF TRV, 5 LRI,
A OEMAROCRELICET S HOTH S,

Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9

The number of design applications has increased in recent years, possibly by the growth of
national economy among other reasons,

T, BEHBAHZIIEMLTRY . bBREOREFRERSEDOMOBEHEH D EEZ DN
N

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

Brazil has not signed Hague agreement.
7 Z DNEAS— T HEBIZIIFREI L TV RN,
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Question 11 If your country has signed the Hague agreement, please skip this question and answer

Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague

agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11

Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any

alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12
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[Request for iformation]

13

14

If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

Is it possible for you to send us a sample registration certificate? Again, we would appreciate if

you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.
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“CONFIGURACAO APLICADA EM RECIPIENTE TIPO GARRAFAO OU
JARRO DE MATERIAL PLASTICO”

O presente desenho industrial de uma configuracdo aplicada
em recipiente tipo garrafdo ou jarro de material plastico proporciona um
carater ornamental que € descrito com referéncia as figuras 1 a 7 anexas que
representam diversas vistas da configuracdo aplicada em recipiente tipo
garrafdo ou jarro de material plastico que constitui o objeto do presente

desenho industrial.
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REIVINDICACAO

1. Configuracdo aplicada em recipiente tipo garrafao ou jarro

de material plastico, caracterizada pelo fato de que € como ilustrada nas

figuras 1-anexas.
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FIG. 1
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FIG. 2
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FIG. 3
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FIG. 4






Protocolo - Nomero(21)
{(Uso exclusivo do INPI) ¢ |

DEPOSITO

Pedido de Registro
de Desenho Industrial Espago reservado para etiqueta {nimere. ¢, data de depdsito)

TRy

deposito /I

Ao Instituto Nacional da Propriedade Industrial:

O requerente solicita a concessdo de um registro de desenho industrial nas condigdes abaixo
indicadas:

L R TR LT T T

1. Deposttante (71):
1.1 Nome: SONY ERICSSON MOBILE COMMUNICATIONS AR

1.2 Qualificacdo: COMPANHIA SUECA. 1.3 CNPJ/CPF:
1.4 Endereco completo: NYAR VATTENTORNET, S-221 88 LUND, SUECIA.

1.5 Telefone:

FAX: ( } continua em folha anexa

T TR iy

e aal

2. Titulo do Registro de Desenho Industrial:
"CONFIGURACAO APLICADA EM DISPOSITIVO DE COMUNICACAO PORTATIL.™

( ) continua em folha anexa
3. Campo de aplicacio:
DISPOSITIVOS DE COMUNICACAO,
4. Prioridade
4.1 (X ) o depositante reivindica a(s) seguinte(s) prioridade(s):
Pais ou organizacio de origem Nuamero do depdsito Data do deposito
JS 28/275228 18/12/20086
( ) continua em folha anexa
d. Requer sigilo na forma do § 1°do art. 106 da LPI. ( ) sim ( X )néo
6. Autor:
( ) Assinale aqui se o(s) mesmo(s) requer(em) a ndo divulgacfo de seu(s) nome(s)

(art. 6° § 4° da LPI e item 1.1 do Ato Normativo n° 129/27)
6.1 Nome: Sang Beom Kim

6.2 Qualificagdo: engenheiro, coreano, 6.3 CPF(se houver):

6.4 Endereco completo: 101 Crimmons Circle, Cary, Carolina do Norte 27511, Estados
Unidos da América.

6.5 Teletone: Fax:

( } continua em folha anexa

Formulario 1.06- Deposito de Pedido de Registro de Desenho Industrial (1. 1/2)

D02299/AG0O8780/RQ20360/07285014/C0O10647935/DDale/RCVPereira
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7. Declaracio da forma do item 3.2 do Ato Normativo n° 129/97:

( ) em anexo

i Y T SUmry

R A L S, e

SELTELLEEL TS e

e

8. Declara¢io de divulga¢io anterior néo prejudicial (art. 96 § 3° da LPI - Periodo de graca):

( ) em an¢xo

9. Procurador (74):
9.1 Nome: MOMSEN, LEONARDOS & CIA. CNPIJ. 33.146.895/0001-26
9.2 Endereco completo: Rua Tedfilo Otoni, 63 - 10° andar, Rio de Janeiro - R1J.
9.3 Telefone: (021) 2518-2264

FAX: (021)2518-3152
10. Documentos anexados: (assinale ¢ indique também o numero de folhas):
(Devera ser indicado o n° total de somente uma das vias de cada documento)

Apresenta Folhas
X]|10.1 Guia de recolhimento 1
1| 10.2 Procuracéo 2

10.3 Documentos de prioridade

10.4 Documento de contrato de trabalho
Xi| 10.5 Relatério descritivo 3
X1 10.6 Reivindicacdes 1
X1{10.7 Desenhos ou fotografias (X ) preto e branco 13

10.8 Desenhos ou fotografias () em cores

10.9 Campo de Aplicacio

10.10 Outros (especificar):
10.11 Total de folhas anexadas 20

11. Declaro, sob penas da Lei, que todas as informacdes acima prestadas sdo completas e

verdadeiras:
S
Rio de Janeiro, RJ. 5 de 2bril de 2007 ) ' N

LEONARDOS & CIA. - Matricyla N° 353
GUSTAVO JOSE F. BARBOSA
Agents da Proprisdads Industrial

Matricula n.* 253

Formulario 1.06- Deposito de Pedido de Registro de Desenho Industrial (1. 2/2)
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FIG. 1.1
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FIG. 1.2

FIG. 1.4
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FIG. 1.14
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“CONFIGURACAO APLICADA EM DISPOSITIVO DE COMUNICACAO
PORTATIL”

O presente desenho de uma configuracdo aplicada em
dispositivo de comunicacdo portatil promove um carater ornamental descrito
com referéncia as figuras anexas nas quais:

A figura 1.1 representa uma vista em perspectiva frontal de
uma primeira versao da configuracao aplicada em dispositivo de comunicacao
portatil que constitui o objeto do presente desenho industrial, em uma
configuracéo fechada.

A figura 1.2 representa uma vista frontal da configuragéo
aplicada em dispositivo de comunicacéo portatil da figura 1.1.

A figura 1.3 representa uma vista de um lado da configuragéo
aplicada em dispositivo de comunicacéo portatil da figura 1.1.

A figura 1.4 representa uma vista de trds da configuracdo
aplicada em dispositivo de comunicacéo portatil da figura 1.1.

A figura 1.5 representa uma vista do lado oposto da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.3.

A figura 1.6 representa uma vista de uma extremidade de topo
a configuracédo aplicada em dispositivo de comunicacdo portatil da figura 1.1.

A figura 1.7 representa uma vista da extremidade de baixo da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.1.

A figura 1.8 representa uma vista em perspectiva lateral da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.1,
em uma configuracgéo fechada.

A figura 1.9 representa uma vista frontal da configuragédo
aplicada em dispositivo de comunicacdo portatil da figura 1.8.

A figura 1.10 representa uma vista de um lado da configuracao
aplicada em dispositivo de comunicacgéo portatil da figura 1.8.

A figura 1.11 representa uma vista do lado oposto da
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configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.8.

A figura 1.12 representa uma vista de trds da configuracdo
aplicada em dispositivo de comunicacéo portatil da figura 1.8.

A figura 1.13 representa uma vista de uma extremidade da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.8.

A figura 1.14 representa uma vista da extremidade oposta da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.8.

A figura 2.1 representa uma vista em perspectiva frontal de
uma segunda versao da configuragdo aplicada em dispositivo de comunicagao
portatil que constitui o objeto do presente desenho industrial, em uma
configuracdo fechada, com a série de circulos no topo excluida, e as
superficies internas (visiveis quando o dispositivo esta aberto) e
caracteristicas associadas estdo excluidas nesta verséo.

A figura 2.2 representa uma vista frontal da configuragéo
aplicada em dispositivo de comunicacéo portatil da figura 2.1.

A figura 2.3 representa uma vista de um lado da configuragéo
aplicada em dispositivo de comunicacéo portatil da figura 2.1.

A figura 2.4 representa uma vista em perspectiva lateral da
configuracdo aplicada em dispositivo de comunicacdo portatil da figura 1.1,
em uma configuracao aberta.

A figura 2.5 representa uma vista de um lado da configuragéo
aplicada em dispositivo de comunicacdo portatil da figura 2.4.

A figura 2.6 representa uma vista de trds da configuracdo
aplicada em dispositivo de comunicacdo portéatil da figura 2.4, (as vistas de
extremidade e a outra vista lateral sdo ilustradas nas figuras 1.5-1.7, 1.10, 1.13
e 1.14 acima).

A figura 3.1 representa uma vista frontal de uma terceira
versdo da configuracdo aplicada em dispositivo de comunicagdo portatil que

constitui o objeto do presente desenho industrial, em uma configuracéo
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aberta. Esta vista substitui aquela mostrada na figura 1.9 na versdo mostrada
com respeito as figuras 1.1-1.8 e 1.10-1.14 acima, as vistas restantes para esta
versdo correspondendo as vistas mostradas com respeito a primeira versao
figuras 1.1-1.8 ¢ 1.10-1.14.

A figura 4.1 representa uma vista em perspectiva frontal de
uma quarta versdo da configuracdo aplicada em dispositivo de comunicacao
portatil que constitui o objeto do presente desenho industrial, em uma
configuracéo fechada.

A figura 4.2 representa uma vista frontal da configuragdo
aplicada em dispositivo de comunicacdo portatil da figura 4.1. As vistas de
trés, de lado e de extremidade correspondem as figuras 1.3-1.7. As vistas da

configuracdo abertas sdo excluidas nesta verséo.
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REIVINDICACAO

1. Configuracdo aplicada em dispositivo de comunicacéo

portéatil, caracterizada por ser substancialmente conforme figuras anexas e

todas suas variantes.
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Campo de Aplicacédo

Dispositivos de comunicagéo






ENIPE
Interview Survey on IP Offices Concerning Representations of Designs

Name of the Country: Turkey

Time and Date of Visit (or Telephone conference ): 07.11.2012

Visited IP Office: The Turkish Patent Institute

Name of the Person Representing the IP Office (Please write if possible): ---
Names of the Visitor and the Firm: Ibrahim Iskender at Destek Patent Inc.

Question 1 Basic principle concerning representations of designs
Question 1-1 In the laws, regulations, examination guidelines, etc., of your country, there are
provisions concerning the disclosure of designs. What is the underlying principle behind those
provisions that determines the extent of disclosure of designs? In other words, when

determining the extent of disclosure of designs, what are the primary goals of your country?
Example answers are listed below. Please give us a detailed answer.
- To facilitate formality examination or substantive examination.
- To facilitate storage of the submitted representations (drawings, photographs, specimens,
etc.).
- To reduce the burdens on the users of the design system.
- To facilitate understanding of third parties (those other than design applicants and
design holders)
- To facilitate the enforcement of rights.
- To ask for self-responsibility of the applicant who discloses his/her design.

Answer Section 1-1

In the Decree-Law No 554 Pertaining to the Protection of Industrial Designs (The Decree-Law

hereinafter), the aims are to protect the designs conforming to the provisions of this Decree-Law,
and to facilitate the formation and development of the industry and of the competitive
environment. The Decree-Law encompasses the principles, the rules and conditions for the
protection of registered designs. For non-registered designs the general provisions shall prevail.
Also the rights conferred by this Decree-Law do not in any way invalidate the protection conferred
by the Literary and Artistic Works Law.
BEOKRBICET HIEESE 554 5 (BIEE) OBMIX, AEOHEICRIZEELXREL., EX
BLUOBFRREOERBIUORBRERETZ L THD, BEREICIT, BREEEREICET 2 KA
HAIBIOREREEN D, REGERICITI—ROERISBERAIND, £z, BREEICIVA
B ESNDHERMD, CENB I UEMEEDICET BRI VMEESNRELZ R SED Z
EI—87w,

In the Implementing Regulations, the object of the Regulation is to specify the procedures and
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the rules to be followed concerning the time and place of filing and the preparation of the
application documents for registering an industrial design, and other matters related with designs
as provisioned in The Design Decree-Law. This Regulation encompasses the principles, the rules
and the conditions for the protection of designs by granting certificates to those designs conforming
to the design registration provisions.

EEHSAROEBERIL, TEREDRERICHR S HESEHORHI I UIERORR L OGATICEL T
BT REFRBIVHAL 2OV BEECHAEODREREIRDI TOMOBEEZRET S &
Thd, BELAIX, BEBRRHECH S BECHTIEAFON L DRBEDREBITHKRD
JRRI, HRAIB I ORHLZEHELE T2,

The underlying principle behind those provisions and regulations that determines the
extent of disclosure of designs is to facilitate the enforcement of rights, to facilitate formality
examination, and to ask for self-responsibility of the applicant who discloses his/her design.
BEOCHTOBREZRD ZHERLHANDIREICH H5E 2 FIE, BAATEZ LXL3<T5., FX
EEERSZCTD, BLUOEREZETT2HBEAOBCEMEIIZRDZETHD,

Question 1-2 In many cases, designers design industrial products by using 3D CAD and CG
software. Does your country allow design applicants to use the 3D CG images
created in the stage of product design such as those shown below as design
representations to be included in design application documents?

[Article which constitutes the Design] Attachable wash-basin
[International Design Classification] 23-02

[Description of the Article which constitutes the Design] This design will be used mostly by medical staff to

wash their hands in medical facilities, etc.

[Description of the Design] Each drawing was created using computer graphics software. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective [Top view] [Front view]
view] A
N | A -
i — A




[Right side view]

[Left side view]

[Bottom view]

e

[Rear view]

[A-A sectional view]

[The article in use]

Japan Design Registration No. 1442550

Answer Section 1-2

Turkey allows design applicants to use the 3D CG images created in the stage of product design
(Please also see enclosure 1). In general, sectional views as in the example above are not acceptable
in Turkey according to the Article 9/a-7 of the Implementation Regulation; However, the are some
contradictory examples in which TPI accepts the sectional views after the applicant’s objection.
Fvacid, MEORHBEETIERLE 30 GGEEZ, BEHBEICHVWIZILRTES
(Enclosure 1 22M), —&kicix, EROGID X 5 2BERIX. BERRIZE 9/a-7 FICESX,
Fracid@BOohlw, Larl, HEAPEREZB LY TR, M akkfFTokimk 23

BLELLEWIFETIHHNL 20D 5,




Question 2 Representations of designs under the system to protect the design of a part of an

article (partial design system)

Question 2-1 This is a question to the IP Office of any country that has either a partial design
system or a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has neither of these systems, please
skip this question and answer Question 2-2.

Two specific examples of representations of partial designs are given below. In
the case of Example 1, an applicant seeking protection for a partial design used a
different color to distinguish the partial design from the rest of the article. In the
case of Example 2, an applicant seeking protection for a partial design used a
different line (broken line) to distinguish the partial design from the rest of the
article. Does your country allow such representations of partial designs? Please tell
us whether and why each of the following two methods shown in the following
examples is permitted or not?

(Example 1) A case where an applicant seeking protection for a partial design used a different color
to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Passenger car

[International Design Classification] 12-08

[Description of the Design] The applicant is seeking registration of the partial design of the part other than the
pink part shown in the drawings. The bottom view is omitted because this is a heavy article. The shading applied
to the entire surface of the 3D configuration presented in each drawing shows the shape of the curved surface.

[Perspective view] [Front view] [Rear view]

[Right side view] [Top view]

Japan Design Registration No. 1444223
(Example 2) A case where an applicant seeking protection for a partial design used a different
line to distinguish the partial design from the rest of the article

[Article which constitutes the Design] Packaging container

[International Design Classification] 09—01, 09—02, 09—03, 09—04, 09—05, 28—01

[Description of the Design] The part drawn by a solid line shows the part for which the applicant is seeking
registration as a partial design.

The rear view is symmetrical to the front view

The bottom view is the same as the top view.

The enlarged rear view of the cap is symmetrical to the enlarged front view.

The enlarged bottom view of the cap is symmetrical to the enlarged top view.
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[Front view] [Top view]

[Left side view]

o

[Enlarged perspective view of the cap 1]

[Enlarged top view of the cap]

B B
b A

[Enlarged left side view of the cap] [Enlarged right side view of the cap]

[A-Aend view] [B-B end view]
SRS SR,
SNaseestnaeSS S




Japan Design Registration No. 1449069

Answer Section 2-1

Turkey allows such representations of partial designs as in Example 2 due to the Article 9/5
of the Industrial Design Implementation Regulation; “if a portion of the design is claimed to be
protecting, then the drawing parts, which are outside the protection claim, are presented as
dotted or dashed lines. If the visual element is a photo, then the drawing sections, which are in
the scope of the protection claim, must be clearly marked.”

B2 DX REABEOREIX. BEEAAIE IS FL-oTROLNDS : TREDO—HOREL
FRT 56, REFRCSENRVREORST, RBRELIIBER TR, HEERNE
BEofe. REFROGHICE N ZREOIHBIIE. ARSI RITHIER L2,

However using a different color to distinguish the partial design from the rest of the article is
not permitted in Turkey. As color pictures can be filed as visuals in Turkey, using a different color
to distinguish the partial design from the rest of the article may cause

- misunderstanding of scope of protection, and

- misunderstanding the color of the article itself i.e. it cannot be identified well.
L, BREEZ, ZOMOBLLEI ALESTRHTLHZEiX, M aTE@EDLN
TWARWY, I7—DEBZNEL LTRHETSZLIEIFEOLNATWS D, ER5E% S
T, BOBEZZOMOMI LREBTLE L, ROKS LRI EPREZVED

- BREBOF IOV T ORRE

- BEOBRIIONVTORM, 2F0, AERELIERILZY

Question 2-2 This is a question to the IP Office of any country that has neither a partial design

system nor a system to protect the design of a part of an article. If you are
representing the IP Office of any country that has either of these systems, please
skip this question and answer Question 3.
Do the users of the design system of your country request protection for the partial
designs of articles? For example, is there a need for the establishment of a partial
design system, which is an effective countermeasure against infringers of partial
designs who copy only a unique and innovative part of an article without copying
the design of the article as a whole?

Answer Section 2-2

N/A for Turkey.
PV IZIEEEE LRV,




Question 3 The policy of conducting to find designs
Please answer this question regardless of whether your country has adopted a system
that conducts only formality examination before registration, a system that conducts
both formality examination and substantive examination before registration, or a system
that conducts formality examination on all applications and conducts substantive
examination only on certain applications before registration.

Question 3-1 In the course of formality examination on the design claimed in an application, to
what extent do you conduct to find the design? Example answers are listed below.
Please give us a detailed answer.

- We examine whether an application satisfies the prescribed formality requirements such as
the number, sizes, etc., of the submitted drawings or photographs but do not examine the
design in further detail.

- In addition to whether a design satisfies the formality requirements, we conduct to find out
whether the design is disclosed in accordance with the relevant regulations by taking into
consideration the article that embodies the design and checking the drawings,
photographs, etc., submitted by the applicant.

- If we conduct to find design and determine that the design fails to satisfy the substantive
requirements for design registration (e.g., the case where the design clearly lacks novelty),
we conduct substantive examination as well

Answer Section 3-1

In the course of formality examination on the design claimed in an application, we examine
whether an application satisfies the prescribed formality requirements such as the number, sizes,
clarity, etc. of the submitted drawings or photographs, submitted filing forms, and bank receipt
but do not examine the design in further detail.

According to the Article 26, an application for registration of a design must be filed with the
following:

a) A petition, the form and contents of which as specified in the Implementing Regulation,
including information identifying the applicant,

b) A drawing, painting, graphic, photographic or similar representation of the design
suitable for reproduction and reflecting all of its specific features.

The application shall contain a written description of the design and the list of the products in
which the design is intended to be incorporated or to which it is intended to be applied.
HESNZBEOHAFETIE. BEHShEHEH DS WIXEEOHE. ¥4 X, #HIhH
REEN. BITORNGER E. RESNIEHAWEREEZRIZ L TS 00L2HE L, BAEHZ
BEEOREIII TR,

%26 RiC I iT, BEBRGEHEIZ, RObDO L —HIZRHT DLERD D,
a) EEHANCHE SN, HEAORKREFERZ ST, BE, BB IURE




b) M, KK, EEH, EEELIIFAHOBENDE R TH> T, EENLRKFEROTITE
K L2 BB 72 DI @R s D
HEEIE, BEOHHAEZERVCEER—BLEIN b LL3FEA IR O—EE2EbD LT
60

Question 3-2 Who conducts the formality examination mentioned in Question 3-1? Is it
conducted by a formality examiner, Office staff member, or any other staff member
(including a substantive examiner)? Please specify.

Answer Section 3-2

The formality examination mentioned in Question 3-1 is conducted by a formality examiner
wherein a formality examiner can be a specialist or an engineer working in the design department
as an Office staff member.

Question 3-1 TR HERFEIX, FRBEEEMTO N, FREEEIX. FFFTOBREL LTE
ERMCHTEYT 5. BRI RIERETH S,

Question 3-3 Do you have a system to invalidate a registered design right on the grounds that the
design is unclear for such reasons as the design right having an unidentifiable
scope? Example answers are listed below. Please give us a detailed answer.

- System to file a request with the IP Office for commencement of examination
- System to file a request with the IP Office for an invalidation trial
- System to file a lawsuit with a court

Answer Section 3-3

We use the system to file a lawsuit with a court to invalidate a registered design right. In case of
a lawsuit, the court may decide either to invalidate the registered design or to file a new application
instead of the present design to solve the problem.
DHRETIE, BEREEELEDLT 21213, BHUFT~DORFEITI, FIRTIL. MEEZHRT
57z, BREEEZENCT I, HOWVIETHEORECRDLY ICH - REELZRHT 52>
Z., BHPFHW 5,

Question 3-4 Is there any judicial precedent where the clarity of a design representation was at
issue? If yes, please summarize the judgment and tell us the grounds on which the
court found the design representation to be unclear.




Section 3-4

Up to our knowledge, there is not a judicial precedent where the clarity of a design representation
was at issue.

BIEDORBDAREMENS F UL o T2HFIL, Fx DEDIRY Tidewn,

Question 4  Principle concerning amendments

Question 4-1 s it permitted to amend a design application? If yes, what restrictions are imposed
on an amendment in terms of time schedule and content? Please tell us any
restrictions imposed on an amendment in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about.
Furthermore, is it permitted to make a voluntary amendment?

Answer Section 4-1

Yes, it is permitted to amend a design application. The amendment can be requested by

- the Office due to a missing or unclear part from the applicant or

- the applicant himself can make a voluntary amendment from the Office. The voluntary

amendment can be filed until publication.

If the Office notifies an amendment to the applicant, the notification has a due date for
completing the requirements and the application date is not changed due to changes in the
application.

If the applicant himself makes a voluntary amendment, then the application date may be
changed as the submission date of the amendment according to the Office decision.
BIEHEEZHIET S Z LI, MEZFERTEI0E, KOBAETH S,

- ARXOTAHRREH N H D LWV O EET, FFAHBEACK L TR

- HEAPBRBRICHEZITY), BREHMBRMELRHTE 501X, ABETTH S,
PSRN U THIEZ @M LcEe. Z0BRMCiE. B2 RER ST HRIRITIOND
2. HENBEDOERIZ Lo THEBEBPEE SIS Z L1370,

HEEAD B RHLBIEDOH AT, TOHBIC L > C, HERBSHERHBICEE SN DHEN
H 5,




Question 4-2 What may be submitted to make an amendment? Please tell us what may be
submitted in practice other than those specified in the laws, regulations,
examination guidelines, etc.

Answer Section 4-2

If the Office notifies an amendment to the applicant, then the applicant should use the
Deficiency Completing Form to submit the amendment. The new documents are also added to this
form.

If the applicant himself makes a voluntary amendment, then the applicant can use either an
ordinary petition or a Deficiency Completing Form to submit his amendment together with the
new documents if there is.

FrOSHBEANCK L CTHIEZB& LB, HEAL, I(MEEEE] 268 L CTHEZRHT 5,
Bl REEHS, ZOBEEIRZD,

HEEADBRORFMEDCE AT, BEOEEEIT IMEEEE] AL T, H2EEN
b, TH b —RHITRHT 5,

Question 4-3 If the IP Office refuses to accept any amendment made in response to an
amendment order or made voluntarily, what action would the IP Office take? Is
there a possibility that the IP Office dismisses the design application? Or, if only a
minor defect is involved, would the IP Office accept amendment and register the
application which was amended?
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Answer Section 4-3

If IP Office refuses to accept any amendment made in response to an amendment order or
any amendment made voluntarily, the Office then sends another notification regarding the defect,
the due date of which is shorter than the prior one and the due dates of the subsequent
notifications always continue with a decreasing manner.

There is no possibility that the IP Office dismisses the design application in case of refusing
to accept any amendment. The IP Office always sends another notification to provide a complete
application. If only a minor defect is involved, the IP Office would accept amendment and
register the application which was amended.

MERFTICE > TRINTZME, HDWIZBERNICRINTZMENRD bRD > T2 HE,
FRiZ, BiEIE D BEONHIRT, MECETBMEHFERED, TOHRL., BHSRIERIH
510N HRI3EL 2o T,

FFRIELHER L2BEI. BEHBELZAT INDWEEEERY, BFTIE. EozNe,
TRRHEZRET D X5, FRBREZEMST D, BHRNMEOLOEE, TIIHELR
HL, ESh-HELZR&EKTI2H5E6bH D,

Question 4-4 Even though a design application is satisfied the formality requirements, are there
any cases where the IP Office sends the applicant an instruction for an amendment
related to a representation of the design in order to facilitate to conduct finding the
design or to make the representation of the design more accurate? Please tell us
what is stated in such a request in detail.

Answer Section 4-4

Rather than to facilitate to conduct finding the design, the Office would request additional
visuals to make the application more clear and understandable. For that reason, different visuals
from different points of view of the design may be requested. In some rare cases, article with the
targeted design itself may be requested from the applicant to understand the unclear points.
BEEZRELRLTLTH7DENI LY, HEZLVHABETHEBELLTWVHDIZTHEWSH
T, BRI EZERT D, 207, BECETIEIERBRADIEIERRINER
SNDFRENRDH D, ENRT—REN, FHRZEMT S0, HEAIKH LT, IROE
EZf LicmE Db DORHBROONDZ b H D,
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Question 4-5 In the case mentioned in Question 4-4, if the IP Office sends an instruction to an
applicant, is the applicant required to make an amendment strictly in accordance
with the instruction? Or, is the applicant permitted to make an amendment in the
way he/she wishes to a certain extent? Please explain in detail.

Answer Section 4-5

Yes, the applicant strictly gives his response in accordance with the instruction, otherwise, the
application deemed to be withdrawn. The applicant is not free while responding to this kind of
instructions.

HEEAZ, R IEELRTERLT, bRV E, HEZRY TFktHREN5,
OO ET HBITIZ. BHHEEZR,

Question 4-6 s it permitted for a design applicant to divide the application and file a divisional
application as a new design application? If we yes, what restrictions are imposed
on the filing of a divisional application in terms of time schedule and content?
Please tell us any restrictions imposed in practice other than those specified in the
laws, regulations, examination guidelines, etc., that we should know about. For
instance, is it permitted to divide a design application for a whole article and file a
divisional design application for a new part or component?

Answer Section 4-6

Yes, a divisional application can be filed only if the Office requests from the applicant to
divide the application. If an application does not meet the requirements of the Article 28 of Decree
Law, then it can be divided.

STEIHREE, FASHBEACH L THEZOFIT 5 X 5ERLIGEDHR, WEETH D, HEED,
BIEESE 28 ROEHZHI L TOARWEES, TOHBEOSEINTREIZR B,

According to the Article 28, application of several designs may be combined in one
application. However, this possibility is subject to the condition, except in cases of ornamentation,
that the products in which the designs are intended to be incorporated or to which they are
intended to be applied all belong to the same sub-class or to the same set or composition of items.
Additionally, the compound products, which has components changeable by assembly and
disassembly or renewable (for example a pen and its cover), could be filed in one application.

%28 Kz, BHREOBEOPHBEZHASLE T, 1 BFOHBEICTHZ LN TE S, 2L,
OFREMIL, EMOBELERE, BEXN—HMEshd LIER SR _XTR—O
BIBEETIIE—OEH S L IIBBEIMICBT D22 e 2Rl 35, Fio, MBI TRNF
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W&o THa 2 REATRE, £ 3EAMRRAEEME BT, RVeEDI N —) 1k, —
DOHEE LTERHTDIENTED,

Question 4-7 Before the according of the application filing date, is it necessary for the applicant
to satisfy the requirements for representation of a design and a design should be
found? Or, may the application filing date be accorded without finding a design as
long as the formality requirements are satisfied (e.g., the number and size of
drawings or photographs)?

Answer Section 4-7

According to the Article 26, an application for registration of a design must be filed with the
following:

a) A petition, the form and contents of which as specified in the Implementing Regulation,
including information identifying the applicant,

b) A drawing, painting, graphic, photographic or similar representation of the design
suitable for reproduction and reflecting all of its specific features.

The application shall contain a written description of the design and the list of the products in
which the design is intended to be incorporated or to which it is intended to be applied.

If the above mentioned formality requirements are satisfied then the filing date is accorded
without finding a design. Otherwisg, i.e. if either of them is not satisfied then the filing date is not
accorded until it is satisfied.

26 FiCIhiZ, BERGEGHEIZ. RO DE—HITRHTIBERD D,

a) BERRAICHES N, HEADKERREE. BHE. AR LIUHRE

b) ME, MR, FHEH., BEEELIEIRKROBEDER T TH-> T, BEANREBRDOT~T

ERBLUT-BRO-DICEI R D

HEZ, BEORAZRVOEES —Hbahd b LIMERASh2YHO—EEZEhbD LT
%o
FROBRNZEE Wz EShhT, BEPBESNRS T, HEAPBESND, s
NTORWESIE, Wedh 2 THERIIERES 2R,

Question 4-8 In the case specified in Question 4-7, after an applicant makes an amendment in
response to an order for amendment that the IP Office issued on the grounds that
the requirements for according the application filing date were not satisfied, if said
requirements are satisfied as a result of the amendment, which date does the IP
Office accord as the application filing date, either the first application filing date or
the date on which the amendment was submitted?
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Answer Section 4-8

If a drawing, painting, graphic, photographic or similar representation of the design suitable
for reproduction and reflecting all of its specific features is missing at the application stage and
they are submitted later, then the according date will be the date of this submission or amendment.

Or, if the amendment will be about the number and size of drawings or photographs, then the
first application date will be the according date of the design.

M, MR, FEH., EEELEIRROBEDR T TH-> T, BENREEOTXTERBLT
BRO-OICHE) 2 OBPHERECTREL TV T, RIZRHEIWESGS., TORBEZIIH
EOBRNHEER & LTREIND,

HDHVIE, MESMERLEEDOERLY A XCETHHDTHLIHEIT. HMOHEEPEEH
R L LTRESND,

Question 4-9 In the case of an IP Office that conducts to find a design as a prerequisite for
according the application filing date, please answer this question. In the case of any
other IP Office, please skip this question and answer Question 5.
In the case mentioned in Question 4-8, if an amendment submitted to the IP
Office changes the gist of the design, how would the amendment be treated? Would
it be dismissed? Or, would it be deemed as a new application filed on the date on
which the written answer to the order for amendment is submitted? Please explain
in detail.

Answer Section 4-9

N/A

Question 5 Principle of unity

Question 5-1 Please tell us the requirements for representations of designs in order for
multiple designs to be regarded as a single design.

Please give us a detailed answer. For example, is it the case that the designs
of articles that are used in a physically separated manner may be regarded as a
single design as long as those designs are regarded as a set in terms of design
(e.g., a set of stackable pans), that a set of similar designs may be regarded as a
single design as long as those designs are similar to each other in terms of
configuration®, that the designs represented in a drawing in a physically

1 “Configuration” means here that the shape, patterns or colors, or any combination thereof, of an article.
The same shall apply hereinafter.
14



separated manner may be regarded as a single design as long as those articles
are used simultaneously (e.g., a pen and its cap), or that the designs of
different articles may be regarded as a single design as long as they are used
simultaneously (e.g., a stationary article and its base)? Which requirements,
either formality requirements (formality examination) or substantive
requirements (substantive examination), must be met in order to recognize
multiple designs as a single design? If multiple designs are not regarded as a
single design, how would the IP Office treat them?

(Example) In Japan, a design application would be dismissed (i) if the
applicant states two or more classifications of articles in the section entitled
"Article which constitutes the design" of an application, (ii) if the applicant
presents drawings of two or more articles, or (3) in the case of an application
for the design of a part of an article, if the application covers two or more
physically separated parts. If an application is dismissed for any of the
aforementioned reasons, the applicant may file a divisional application
(substantive requirements).

Answer Section 5-1

According to the Article 9 paragraph 6 of the Industrial Design Implementation Regulation:
“Additional visual expression is an appearance provided from different point of view of the design
on the condition that shall not disrupt the integrity of the design to better understand the design.
Also, different views that reflecting usage features of the design are considered as additional visual
expressions.”

EIESAIE 9 K(E)THRDO X S ITED TV D, NEMARERERRIL, RR5BURNLREE
FEONMLTHLH, BEZLIVELSBET 5720, YRBEEO2EMEEZHELRVI L 2L
Heds, -, BEDERICRITZHHMERKRLZMG, BNORTERBAL ARRIhd)]

As there are no direct rules or articles, we should use the implementation ways of the
applications in Turkey. The following examples explain the representations of designs in order for
multiple designs to be regarded as a single design:

MV a TIREENRHRIRREB WD, HEOEBHAZERTILERH S, BROE
EA—EBELRBOONDTZHD, BEDRBUZODWTHBAT S,

Example 1 (see Enclosure 2 about a pen and its cap): If the physically separated parts of the
multiple designs are connected, the connected appearance can be filed as a single design (see figure
1), although they do not belong the same sub-class, any additional view should be single unit but
not disintegrated. On the other hand, if the visual presentations are consisted of two or more
separate parts (disintegrated as in Figure 2), then they are regarded as multiple designs.

$i1 (Enclosure 2 : R 2 ¥ % v 7)  MEMICEN TWAEL E ) LBERKINIHE. B
SNABUT—BEL LTHETE S (M13R), 2720, MEIXFE—DRISEBLTED
T BMORII—ET, GBENTHWRVWBERDH D,

Example 2 (see Enclosure 3 about a bathroom cabinet): Recently, the TPI accepts the designs having
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two or more separated parts. In the example, there is an application having one image which shows
3 different and separated parts that forms a bathroom cabinet. This design is applied as a single
design. These kinds of designs are identified as representation (practice) form of a design, i.e. the
design shows the use or position of the design after set in place.

%l 2 (Enclosure 3 : NZA)L—XA « ¥ ERy ) MVafRFTIIEE. 2 2L EOBEN=H 4%
PETHEEZRDE, ZOFOHREIZIE, NAV—5 TRy NEBRT S, B2D 3
DOOMENT-y AT EBERH S, COBERZX—EESL LTHEILWTWS, 25 LEEED
BEX. BEOFRR® (FH) HRALBHRIND, I R2OLIOEIEIR. £OEAEIFEER
DALEEZRL TN,

Question 5-2  This is a question to the IP Office of any country that protects images. If your
country does not protect images, please skip this question and answer
Question 6.

Please tell us the provisions concerning representations of drawings that are

required to be made in order to have multiple images regarded as a single
design. Which requirements, either formality requirements (formality
examination) or substantive requirements (substantive examination), must be
met in order to have multiple images regarded as a single design? If multiple
images are not regarded as a single design, how would the IP Office treat
them?
(Example) In Japan, multiple images may be regarded as a single design
covering multiple images in the case where the image before a change and the
image after the change are used in relation to the same function of an article as
long as those two images are considered to be related to each other in terms of
configuration. If multiple images are not regarded as a single design, the
application would be dismissed on the grounds that multiple images should be
regarded as multiple designs (substantive requirements).

Answer Section 5-2

Please refer to previous answer.
5-1 DEIEZZR,

Question 6  Scope of design protection

Question 6-1 Based on what definitions or ideas concerning the similarity of the
configurations of designs do you determine the scope of design protection?
Please give us any judicial precedent where the court presented its
interpretation about how to interpret the scope of design protection from the
perspective of configuration similarity, for example, whether the scope of
design protection only covers almost identical designs or covers designs of
different degrees of similarity (variations).

16



Answer Section 6-1

No judicial precedent is available for us. In determining the scope of protection, Articles 11 and
7 of Decree Law are used.
LRV, BEHEOZ O R SHEAZHET 58T, BEES 1 E£RBIUE 7 £3EHIL
2

Article 11 - In determining the scope of protection all designs which produce on the informed
user a significantly similar overall impression in conformity with Article 7 shall be taken into
consideration.

In determining the scope of protection, common features shall be given more weight than
differences and the degree of freedom of the designer in the development of the design shall be
taken into consideration.

11 R —FERUEEITH L TE 7RI L THEEFCBEUOBREHNSRE 52 2BEIXTT,
FREORFASRE SN I2GEITRFNRICShD D LT3,

REOHHZRET 2HSIL. HERI Y b —ROBBICERDPEINLDIbD L L, BEDE
FRIZB T 2AWEEOERE BRSNS bD LT D,

Article 7 - A design shall be understood to have an individual character if the overall
impression it creates on the informed user is significantly different from the overall impression
created on the same user by any design referred to in the second paragraph of this Article.
BI1ER-BESEEOMELAET D LARENDDIZ, BESERYEEICEH X IREGHEIR
M. 2 BECNIMRADORIEIC LY URERLYEEITEZ DN SREHIFIZRIC MR
FETHLIHBETHDHODLET B,

In order for any other design to be compared for the purposes of determining the individual
character of a design;

a) It should have been made public in Turkey or in the world before the application date.

b) It should have been published by the Institute as a registered design, and that the protection
period has not expired at the application date of the design with which it shall be compared.
BEQCEA ORMEZRET D-HIZ, BB THERIND ZDOMOBIREIZ OV TIE,

(a) ¥ZEED, HEBANZ, M aEkidttRicalEETHIbDET S,

(b) YHEEBEED, REEREL LTTICIVAERETHLIb DL L, LERELMRE, st

B THHIBEOHBERIHTE T RVWbD LT3,

In the assessment of the individual character, the emphasis of evaluation shall be on the
common features of the designs and the degree of freedom of the designer in developing the design
shall also be taken into consideration.

EA ORHESRESN DI > Tk, BEO—RIBFBICERBEI NI bD L L, BEDE
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FRIZBIT D BEAVEEDEBHE LM THREND b D LT D,

Question 6-2 Please explain in detail how the scope of design protection is affected by the
identity or similarity of articles or by the identity or similarity of the functions
and use of articles. Please give us any judicial precedent where the court

presented its interpretation as to how the scope of design protection is
affected by these factors.

Answer Section 6-2

Please refer to previous answer.
Section 6-2 D[EIE % SR,

Question 6-3 Please explain in detail how the scope of design protection is affected by the
parts of an article that are not represented in drawings or photographs.

Answer Section 6-3

As they are not represented in drawings or photographs, they are not included in the scope of the
protection and therefore the scope of design protection is not affected from them.
MERPERIZRIN TRV D, REOCHMIZITZENT, Lo T, £5 LEHICK
> TEERBORHNELELRZIT D Z L1320,

Question 6-4 In the case of a design right for an article which partially changes to perform
its functions, does the scope for design protection cover the configurations
observed in the course of change? Or, does the scope of design protection
cover only the configuration before a change and the configuration after the
change?

The following is a specific example where a part of an article (toy) that has

a three-dimensional configuration changes its configuration to perform its
functions.

18



[Front view] [Rear view] [Left side view] [Right side view]

) ) [Perspective view of the changing
[Top view] [Bottom view] configuration]

[Front perspective view after the change]

Answer Section 6-4

Yes, the scope for design protection covers the configurations observed in the course of change

according to the Article 9 paragraph 6 of the Industrial Design Implementation Regulation:
“Additional visual expression is an appearance provided from different point of view of the design
on the condition that shall not disrupt the integrity of the design to better understand the design.
Also, different views that reflecting usage features of the design are considered as additional visual
expressions.”
BEOH/IZ., BLOBRIZI T I2HREBICH RO BESAIE 9 5(E6)TIITRD L 5 ITED T
5, NEMRAREERBL, ERZ2HAR/RPOLALEEOHEBTHL M, BEEZ LV IELSBHET
57, UHBEEOEMMEZHEELRNILE2L&MHL TS, £, BEECERIZBT 25 HE
RBEL72B%, BMORFERBR L ARIND]
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Question 6-5 This question is about the scope of design protection in the case of a set of

articles or a certain set of articles. Does the design protection only cover a set
of articles or a certain set articles? Or, does the design protection also cover
each article that comprises a set?

If simultaneously used multiple articles are coordinated as a whole, the
designs of those articles may be regarded as a single design. Such a design
may be regarded as a "design for a set of articles." The term "a design for a
certain set of articles" is conceptually the same as "a design for a set of
articles." The term "a design for a certain set of articles" refers to a design
used for any of the prescribed types of set.

Answer Section 6-5

Design protection covers each article of a set separately because each of the articles should be
filed in different visuals one by one. The applicant cannot file a visual that shows the all of the
articles in the same picture as a set. For example; a bedroom set comprising a bed, a wardrobe, a
dresser, a mirror, a nightstand etc. (see Enclosure 4)

BERBIZ. By FOEHHIIES, LWVWODL, FWmiE. 1 DOTORRLKTRIET 54

ERHDH1DThHD, T_XTOWRE, By Fe LTRI—DOHRIZTFTZ LiIITE RN, flEL

T, RNy F, REX VR AR, T4 PT—TNARENLRERy RL—ADky b B3H B
(Enclosure 4 #&R),

Question 6-6 This is a question about the restrictions on the exercise of design rights that

are related to each other in conflict of which both right holders and both filing
dates are deferent.

Design rights are considered to be related to each other in conflict in the
following three cases:

(i) a design right to protect the design of a whole article and a design
right to protect the design of a component of the article (the
component can be regarded as an independent article). Filing date of
the design right of a component of the article is earlier than filing
date of the design right of a whole article. Both rights are owned by
deferent persons;

(ii) a design right to protect the design of a whole article and a design
right to protect the design of a part of the article (a part means a
portion of the article and cannot be separated as a component).
Filing date of the design right of a part of the article is earlier than
filing date of the design right of a whole article. Both rights are
owned by deferent persons; and

(iii) a design right to protect the design of a set of articles or a certain set
of articles and a design right to protect the design of any article that
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comprises a set. Filing date of the design right of any article that
comprises a set is earlier than filing date of the design right of a set
of articles or a certain set of articles. Both rights are owned by
deferent persons.

For example, in Case (i) above, if the holder of a design right to protect the
design of a whole article works the design or exercises the design right, is it
sometimes necessary for him/her to obtain a license from the holder of a
design right to protect the design of a component? How about the situations in
Case (ii) and Case (iii) described above in terms of the restrictions on the
exercise of design rights?

Answer Section 6-6

According to the Article 17 “The holder of the design right has exclusive rights with respect to
the use of the design. Third parties, without the consent of the design right holder, cannot produce,
put on the market, sell, offer, import, put to commercial use or keep in stock for this purposes the
product in which such a design is incorporated or to which it is applied.”

Therefore for all three situations above, the holder of the substantive application should request
the permission of the holder of the prior application to use his/her design.

17 RITRDE I ITHEL TV D, [BEHEEIT. BEOEMIZAR IR ZETIHD
L. B=FIZ, YZEEF I TWa LERAISh T 200 %., BEMHESE DK
LT, AE. migb. BE. REOHH, WA, BT 5 EkiTeh b0 B TEER
BTz enTER]

Lizd->T, EFED 3 207 —RF_RTUTBNWT, BRICHBELZEEEE L. RICHBELEZE
EHEDORIEXERT A2 RODIVERD D,

Question 6-7 This is a question to the IP Office of any country that protects multiple images
as a single design.
If your country does not protect multiple images as a single design, please skip
this question and answer Question 7.

In the case of two related design rights, i.e., a design right to protect the
designs of multiple images and a design right to protect the design of any of
those images, are in conflict. Filing date of the design right of any of those
images is earlier than filing date of the designs right of multiple images. Both
rights are owned by deferent persons. In this case, are any restrictions
imposed on the exercise of those design rights?
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Answer Section 6-7

Except the examples given in Answer Section 5-1, our country does not protect multiple images
as a single design.

Section 5-1 TEF/-HIZRE . DARETIIEEOBBII—EBIEL LTREINLARV,

Question 6-8 This is a question to the IP Office of any country that protects multiple images
as a single design and conducts substantive examination. If your country does
not protect multiple images as a single design and does not conducts
substantive examination, please skip this question and answer Question 7.

In case of a application seeking for a protection of a design of multiple
images When filing date of a application seeking for a protection of design of
any those images is earlier than filing date of a application seeking for a
protection of a design of multiple images, and both applicants are different,
what measures do you take when determining whether such a design has
novelty and is not easily creatable by any person skilled in the art?

Answer Section 6-8

N/A (substantive examination is not conducted in Turkey)
MV TIIERFEIIERL L TR,

Question 7 Disclosure by drawings included in application documents and publication by
gazettes

Question 7-1 Are there any cases where a drawing or photograph included in application
documents is edited (e.g., altered in size or ratio) when the design is
publicized in a design gazette (including an electronic gazette)? If editing is
conducted, please tell us the reasons and standards for editing.

Answer Section 7-1

A drawing or photograph included in application documents is not edited (e.g., altered in size
or ratio) when the design is publicized in a design gazette because the applicants should file a
drawing or a photograph in standard sizes of which is 8x8, 8x16 or 16x16 cm. The publication of a
drawing or a photograph is made in their actual sizes.

HEERICESENANEPCEEIX. 8x8 cm. 8x16 cm. 16x16 cm DIEHER) 24 X CTRHT B 4%
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BRDH D720, NBRERFINT (P AREROERE) 137H2, RERLERRIEROY
A XTHEEIND,

Question 7-2 If a design application is filed by an electronic medium, do you store
printed-out hardcopies of the representations of the design as the original
documents in addition to the submitted electronic images of those
representations? If yes, why?

Answer Section 7-2

Yes, if a design application is filed by an electronic medium, we store printed-out hardcopies of
the representations of the design as the original documents in addition to the submitted electronic
images of those representations because of safety and facilitating purposes.

For example most of the applications are made by hard copies and they are also moved in
electronic medium to store them in both ways so that they can be easily used for publication.
BEHENEFEERCE 286, 2 - Ao BT, EFEEOREIUSMN, BIEOKE
METV U T ML= Fabt—bEAL LTREL TV S,
£, HEDIEEALIFIN—Ra—TfTohd, ZhbZzBEFEELL. mFOBR TR
FEL., 2BV THEFIEATESZ X LT3,

Question 7-3 Does the public have access to the documents (including electronic data)
prepared in the course of design prosecution starting from the filing of a
design application to the registration of the design? If yes, please tell us the
inspection fee and conditions (to what extent is inspection permitted? Are
there any documents that are not available for inspection?).

Answer Section 7-3

The public have two types of access without an inspection fee;

- The public have access to the basic application info (filing no, date, applicant only) without
the design visuals (from the online services of Turkish Patent Institute) prepared in the
course of design prosecution starting from the filing of a design application to the
publication of the design.

- In addition to basic application info, the public also have access to the design visuals,
inventors and representing agent info (from the online services of Turkish Patent Institute)
prepared in the course of design prosecution starting from the publication of a design
application to the termination of the design registration.

FEEOPPERV 2B OMBEOFERD B,
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- BEEHEORH L., BEOCAKE COREHEFULFIE OB TERSNZ, BED
KA ERV, HEEAER (HEES. B, HEAOAR) OB (F a7
DAV TA P —ER)

- HEEAFEHRICNZ T, BEHBEOAR L, BERGOKRT £ COBREEMNLTHE
OBETIER SNz, BEOFER, BAEBLUORBAOHEHROBE (MM T
F A4 P —ER)

Question 8 Do you receive any opinions from users of the design system such as a request for a
revision of the design system in order to change the way of representing a design in a
design application under the relevant laws, regulations, and examination guidelines of
your country and to remedy the current situation where the way of representing a design
differs from one country to another? If yes, please describe those opinions in detail.

Answer Section 8

The most repeated complaints/opinions/requests from users of the design system are as follows;

- The lack of substantive examination to find the similar designs; lack of laws regarding the
examination causes a) long publication period (6 months), and b) third parties to follow the
publication of designs themselves.

- TPI requests additional publication fees for the additional views. On the other side, OHIM
does not request publication fees for the additional views up to 7 views.

BERE2—F—2o0EE /BR/BEL LTRLZVDIIRDOBY TH D,

- BUOEREZRBETIERFENIRV,. FECETIHEERRND, a) ARBIFIE
< (64 A), b) B=FENHOLREDPARZZ7+u— (222) LTW5,

- GBIz LT, BMFEEERFHEREIND, OHIM Tk, ROBEMIE 7 2F TidEm
FHEBDI DB 22,

Question 9 In recent years, has the number of design applications been on the rise or on the decline?
What do you think has caused such increase or decrease?

Answer Section 9

The number of design applications has been on the rise in recent years, because;
- Government started to pay incentive fees for design application in recent years,
- Turkey has signed the Geneva Act of Hague Agreement Concerning The International
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Registration Of Industrial Designs on 01.01.2005 so that international applications can be
filed through TPI in Turkey,

- Consciousness of the producers and designers are increases in time.

TR, BEHBHEIIEIMER THY . RO LI RERRH D,

- I, BRSEREREORBEDOGERDTZZ L

- 200541 A 1 BT, BEDCEEREFICETHIN—THEY2R—7 « 77 MIFHRAIL,
M aBFTEN L CEN CEHBRHBEA TE S L5 1tRoeZ

- BMEEESREAEEDERARE IR E-TERLIL

Question 10 If your country has signed the Hague agreement, please answer this question. Did the
number of design applications increase or decrease in your country before and after
the signing of the Hague agreement?

Answer Section 10

Turkey has signed the Hague agreement in 2004 and it is affected as from 01.01.2005. The
design applications increase after the signing of the Hague agreement in Turkey. Yes the Hague
agreement caused an increase in design applications.
~— 7B 2008 FEICFRAEI S 4L, 2005 4F 1 A 1 BIRES LTe, ~—HERAEZ, hraic
BT 2 BEHBEAHEEEEM L 7, ~— 7 BEPBIEHBEEEMOER TH S DIIHNTH 5,

Question 11 If your country has signed the Hague agreement, please skip this question and answer
Question 12.

This is a question to the IP Office of any country that is planning to sign the Hague
agreement. What are your purposes for signing the Hague agreement? Please describe
your purposes in detail.

Answer Section 11

N/A
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Question 12 Please answer this question if your country has signed the Hague agreement or is
planning to do so. In order to sign the Hague agreement, did you have to make any
alterations or adjustments to your country's system? Or, is your country planning to
alter or adjust your country's system in the future?

Answer Section 12

When Turkey signed the Hague agreement, no alterations or adjustments was required to be
applied in our country’s design practice.

MvaB~— 7 BECHA LBRiL, BIEREOEM 2 EELCMBOLEIT R 10T,

[Request for information]

13 If your country has adopted a multiple design application system, please send us information on
how an application and drawings should be prepared in order to file a multiple design application.
We would appreciate if you could send us a sample application and a sample drawing that are
available for disclosure (those with all the sections filled in with information as a sample). If such
application and drawing are not available for disclosure, please send us a blank application form,
etc., if possible.

Please refer to Enclosure 5 for sample petition, Enclosure 6 for sample visual representation (8x16

cm) and Enclosure 7 for sample description page of a multiple design application in Turkey.

Enclosure 5 % L2 ZHIT BREED Y > 7 /b Enclosure 6 [ZRF R/ (8x16 cm) DH 7L
Enclosure 7 IZZ E I RO O T TH D,

14 s it possible for you to send us a sample registration certificate? Again, we would appreciate if
you could send us such a certificate with all the sections filled in with information as a sample. If
such certificate is not available for disclosure, please send us a blank certificate form, if possible.

Please find enclosed a sample registration certificate (Enclosure 8).

BEEFEDOY 7L (Enclosure 8) % ¥Rft,
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ENDUSTRIYEL TASARIM TESCILI B‘ASVURU FORE 1 %310 2012/00393-Kopye

Bagvuramn referans
numarasi: TT2012-00099 |

.BASVURU SAHIBI Ozel kisi H:| ‘Tﬁze! kisiH‘_i] |TPE Sahip No (" '205592 "

Ad Soyadi (Ozel Kisi) |
=1

T.C. |TC. Kimilk No | !

Unvani (Tozel Kigi) KEVSER SEKERLEME GIDA VE iHTIYAG MADDELERI OTOMOTIV TEKSTIL !
ITHALAT IHRACAT SANAY] VE TICARET LIMITED SIRKETI -

Nevi LTD. §Ti. Kayith Oldugu Ulke TURKIYE ‘
Vergi Dairesi SELQUK Vergi Numarasi 5480057656 j
Adres Yeni Sekerciler Sit. Adana Gevre Yolu Bzkafa Sok. No:7 ]
Semt KARATAY j
il KONYA Posta Kodu !
Telefon Nmr. (332) 34229 30 Faks Nmr. 4'
Yazigma Adresi Yeni Sekerciler Sit. Adana Gevre Yolu Ozkafa Sok. No:7 PK:42030 KARATAY KONYA ,
TORKIYE ‘

i N y 1 Qi e -1

Il. VEKIL \ Var: | Yok: [’___) 1 Vekil Sicit No (**) | 1000 ,
Adi Soyad! likay Yasemin OZLUK |
Firma Unvani Destek Patent Anonim Sirketi ‘
Adres Ahi Evran Caddesi Polaris Plaza No:21 :
Kat:17 i

MASLAK |

Semt MASLAK lige |
i [STANBUL Posta Kodu J
Telefon Numaras) {312) 444 43 44 Faks Numarass {312) 21815 89 !
—_

Vekaletname Ektedir: L__'l TPE de bulunmaktadir: mVekaletname Kayit No(***):  2009/4433 |
Il BASVURU GESIDI lTekli: l [ ] [Gokiu: Tasanm Sayis| . 2 T
IV.YAYIN ERTELEME TALEBNar : [ | Yok : [X] | Vr Ise Sure (Ay Olarak) ‘ :
V.ROGHAN TALEBI |var : [ []] Yok : x]

Bu bagvuruda sunulan tasarim{laryin 554 sayth KHK'nin & ncy maddesinde belitilen "yenilik" gartini kargiladwgini beyan ederim.

W Soyadi Tarih imza
iikay Yasemin OZLUK 23.01.2012

L

(*) TPE tarafindan anceki bagvuruda veriimig olan sahip numarasdir.
(**) TPE tarafindan vekil igin verilen sicil numarasidir.

(***) TPE ye snceden verilen vekaletnamenin kayit numarasidir.

42 283420
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Vi. TASARIMIN UYGULANACAG! URUN(LER} !
Sira No Uriin Adit Locarno Sinif Kodu ]
1 AMBALA. DESENI 3200 i

VIi. TASARIMCI(LAR)

.
Adi Soyad OMER GEGEN .
Adresi Yeni Sekerciler Sit. Adana Gevre Yolu Ozkafa Sok. No:7 =
KARATAY |
KONYA |
TURKIYE %
Tasanmiar B

Viil. TASARIM HAKKI I

OMER GEGEN 1
Hizmet lligkisi Sozlesme Geredi “'_—__” Devir Intikal Yoluyla l[':” :
Diger ] “
IX. RUGHAN BILGILERI 1 Bitiin tasanimiar igin aym riighan talebi vardir: 1 D |
Uluslar arasi anlagmaya dayaldsr : Sergide Teshir Hakkindan Dogan : !
Riighana Esas Bagvurunun Yapidig, Serginin, j
Ulke Sergi Adt ‘
Tarih Yeri ve Tarihi 4;
Bagvuru No ilk Teghir Tarihi
|
(Basvuruda tasarimin drmedi {(numune) veriimigtir : D :
fA\/ -
Adi Soyadi Tarih imza \ |
ilkay Yasemin OZLUK 23.01.2012 N
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GORSEL ANLATIM SAYFASI TT2012-00099
T_as_al-nm No: T1 :Resim No: 1 ' Tasarim No: 1 Resim No: 2
F — e - - . -

'I'asan_rﬁ No: |2 " 'Resim No: 1 Tasanm No: |2 -Resim No: 2

[ Tarih 'Imza
I.Yasemin 6ZLOK | 18.04.2012
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TARIFNAME SAYFASI TT2012-00099

TasanmNo |1 GorinGm Sayisi [1

Ambalaj deseni diiz zemin Uzerine uyarlanmig, lale motifi geklindeki bilyiik seffaf yilizeyle dizayn edilmistir.
Seffaf kismin alt tarafina, sema yapan semazen figiirli uyarlanmigtir. Ust orta kisma da igerisinde marka
ibaresi yer alan elips geklinde amblem uyarlanmigtir. Bu amblemin etrafi ve alt kenar elips seklinde yapraklan
olan ferforje tarzinda kavisli dallarla hareketlendirilmigtir. Ylizeyin dis kenari, izerine minik gigekler siralanan
ve kége kisimlarda oval formla yuvarlatilan dikdértgen bordlirle gevrelenmistir.

TasanmNo |1 Gorunum Sayisi |2

i

$ekil 1-1 sira nolu tarifte bahsedilen desenin arka yiizii, dilz zemin {izerine uyarianmis, lale motifi seklindeki
biyik seffaf ylzeyle dizayn edilmistir. Seffaf kismin alt tarafina, tepesi kubbe geklinde yukariya dogru sivrilen,
silindirik bir yapi uyarlanmigtir. Ust orta kisma da igerisinde marka ibaresi yer alan elips seklinde amblem
uyarlanmigtir. Bu amblemin etrafi ve alt kenar elips geklinde yapraklan olan ferforje tarzinda kavisli dallarla

| hareketlendirilmigtir. Yizeyin dig kenan, (izerine minik gigekler siralanan ve kése kisimlarda oval formla
;lyuvaﬂahlan dikdértgen bordirle gevrelenmistir.

TasanmNo |2 Gérinom Sayisi |1

Ambalaj deseni diiz zemin (zerine uyarlanmig, sivri elips seklinde yapraklan olan sapsiz gigek motifi
geklindeki bilylik geffaf ylizeyle dizayn edilmistir. San ve turuncu renk gegigleriyle hareketlendirilen zeminin
sol tarafina palmiye agaci uyarlanmigtir. Sol (st kége kisminda da igerisinde marka ibaresi yer alan elips
geklinde amblem yer almaktadir. Alt kenar, zemin (zerine kalin formla yerlestirilen, sehir silietiyle
hareketlendirilmigtir.

| Tasarm No |2 | Gérnom Sayisi |2

|Sekil 2-1 sira nolu tarifte bahsedilen desenin arka yilizi, diz zemin lizerine uyarlanmig, oturur vaziyette deve
seklindeki biiylik geffaf y(izeyle dizayn ediimigtir. San ve turuncu renk gegisleriyle hareketlendirilen zeminin
sol tarafina palmiye agaci uyarlanmigtir. Sol (st kége kisminda da igerisinde marka ibaresi yer alan elips
'nkllnde amblem yer almaktadir. Alt kenar, zemin (zerine kalin formla yerlestirilen ve iizerinde develer
ilerleyen minik dag silletleriyle hareketlendiriimistir.

Adi Soyad: |Tarih limza
I.Yasemin OZLUK 23.01.2012
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