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Preface

5IF QBOFM GPS USJBM BOE BQQFBM PG UIF +BQBO PBUFOU 0GGJDF 	+P0
 FYBNJOFT UIF
TPVOEOFTT PG FYBNJOBUJPO SFTVMUT BOE UIF WBMJEJUZ PG SJHIUT GPS QBUFOUT VUJMJUZ NPEFMT
EFTJHOT BOE USBEFNBSLT BOE SFOEFST GJOBM EFUFSNJOBUJPOT JO UIF GPSN PG USJBM BOE
BQQFBM EFDJTJPOT BT BO BENJOJTUSBUJWF BHFODZ. *O BEEJUJPO UIF *OUFMMFDUVBM PSPQFSUZ
)JHI $PVSU FYBNJOFT UIF QSPQSJFUZ PG USJBM BOE BQQFBM EFDJTJPOT BOE SFOEFST DPVSU
EFDJTJPOT. *O PSEFS GPS UIF QBOFM GPS USJBM BOE BQQFBM PG UIF +P0 UP DPOEVDU NPSF
BQQSPQSJBUF USJBM BOE BQQFBM FYBNJOBUJPOT JU JT JNQPSUBOU UP EJTDVTT BDUVBM USJBM BOE
BQQFBM EFDJTJPOT BOE DPVSU EFDJTJPOT BJN UP PCKFDUJGZ PS DMBSJGZ UIF DSJUFSJB GPS
EFUFSNJOBUJPO BOE BQQMZ UIF SFTVMUT UP GVUVSF USJBM BOE BQQFBM QSBDUJDFT. 'VSUIFSNPSF
JU XJMM CF QPTTJCMF UP FOIBODF UIF QSFEJDUBCJMJUZ PG USJBMT BOE BQQFBMT CZ XJEFMZ
EJTTFNJOBUJOH UIF SFTVMUT BOE CZ TIBSJOH BO VOEFSTUBOEJOH PG USJBM BOE BQQFBM
QSBDUJDFT XJUI VTFST PG UIF USJBM BOE BQQFBM TZTUFN.

#BTFE PO UIJT VOEFSTUBOEJOH TJODF 2��� UIF 5SJBM BOE "QQFBM %FQBSUNFOU PG UIF
+P0 IBT CFFO IPMEJOH UIF l5SJBM BOE "QQFBM PSBDUJUJPOFS 4UVEZ (SPVQz 	PSJHJOBMMZ
OBNFE UIF l$BTF 4UVEJFT PO *OWFOUJWF 4UFQz
 XIFSF DPSQPSBUF JOUFMMFDUVBM QSPQFSUZ
SFQSFTFOUBUJWFT QBUFOU BUUPSOFZT BUUPSOFZT BT XFMM BT DIJFG BENJOJTUSBUJWF KVEHFT
BOE BENJOJTUSBUJWF KVEHFT PG UIF +P0 DPNF UPHFUIFS UP TUVEZ USJBM BOE BQQFBM
EFDJTJPOT BOE DPVSU EFDJTJPOT. "EEJUJPOBMMZ TJODF 2��� UIJT 4UVEZ (SPVQ IBT CFFO
GVSUIFS FOSJDIFE CZ UIF QBSUJDJQBUJPO PG KVEHFT GSPN UIF *OUFMMFDUVBM PSPQFSUZ )JHI
$PVSU BOE UIF 5PLZP %JTUSJDU $PVSU BT PCTFSWFST.

Trial court of the JPO
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5IF NFNCFST PG UIJT ZFBS`T 4UVEZ (SPVQ EJTDVTTFE HFOFSBM JTTVFT JO TJY GJFMET�
QVCMJDMZ XPSLFE JOWFOUJPOT BOE EFUFSNJOBUJPO PG JOWFOUJWF TUFQ EFUFSNJOBUJPO PG
JOWFOUJWF TUFQ GPS QBSBNFUFS BOE OVNFSJDBM MJNJUBUJPO JOWFOUJPOT BDDFQUBCJMJUZ PG
TVQQMFNFOUBM SFTVMUT TVCNJUUFE BGUFS GJMJOH JO EFUFSNJOBUJPO PG JOWFOUJWF TUFQ
FMJHJCJMJUZ GPS QBUFOU 	NFOUBM BDUJWJUJFT PG IVNBOT BSCJUSBSZ BSSBOHFNFOUT

EFUFSNJOBUJPO PG TJNJMBSJUZ CFUXFFO EFTJHOT 	EFUFSNJOJOH FOUJUZ
 BOE EFUFSNJOBUJPO
PG TJNJMBSJUZ PG DPNQPTJUF USBEFNBSL BT XFMM BT POF JOEJWJEVBM DBTF JO FBDI GJFME.

5IJT SFQPSU TVNNBSJ[FT UIF SFTVMUT PG B MJWFMZ EJTDVTTJPO PO UIF BCPWF JTTVFT
	UIFNFT
 BOE DBTFT GSPN UIF EJGGFSFOU WJFXQPJOUT PG DPSQPSBUF JOUFMMFDUVBM QSPQFSUZ
SFQSFTFOUBUJWFT QBUFOU BUUPSOFZT BUUPSOFZT BENJOJTUSBUJWF KVEHFT BOE KVEHFT
FYBNJOJOH UIF JNQPSUBOU JTTVFT BOE QPJOUT PG DPOUFOUJPO JO QSBDUJDF GSPN B WBSJFUZ PG
QFSTQFDUJWFT. *O BEEJUJPO BO &OHMJTI USBOTMBUJPO PG UIF TVNNBSZ PG UIJT SFQPSU JT UP CF
QVCMJTIFE UIFSFCZ GBDJMJUBUJOH UIF XJEFS EJTTFNJOBUJPO PG UIF 4UVEZ (SPVQ`T SFTVMUT
PWFSTFBT. 8F TJODFSFMZ IPQF UIBU UIJT SFQPSU XJMM CF VTFGVM OPU POMZ UP UIF
BENJOJTUSBUJWF KVEHFT CVU BMTP UP UIF FYBNJOFST PG UIF +P0 JO NBLJOH UIFJS
EFUFSNJOBUJPOT BOE UIBU JU XJMM GVSUIFS TFSWF UIF VTFST PG UIF USJBM BOE BQQFBM TZTUFN
CPUI JO +BQBO BOE PWFSTFBT. 5ISPVHI UIFTF FGGPSUT XF IPQF UP GPTUFS B EFFQFS
VOEFSTUBOEJOH PG +BQBO`T USJBM BOE BQQFBM QSBDUJDFT BNPOH TZTUFN VTFST CPUI
EPNFTUJDBMMZ BOE JOUFSOBUJPOBMMZ BOE UP GVSUIFS FOIBODF DPOGJEFODF JO +BQBO`T
JOUFMMFDUVBM QSPQFSUZ TZTUFN.

'JOBMMZ XF XPVME MJLF UP FYQSFTT PVS EFFQFTU HSBUJUVEF UP UIF +BQBO *OUFMMFDUVBM
PSPQFSUZ "TTPDJBUJPO UIF +BQBO PBUFOU "UUPSOFZT "TTPDJBUJPO UIF +BQBO 'FEFSBUJPO
PG #BS "TTPDJBUJPOT UIF *OUFMMFDUVBM PSPQFSUZ )JHI $PVSU BOE UIF 5PLZP %JTUSJDU
$PVSU GPS UIFJS DPPQFSBUJPO JO PSHBOJ[JOH UIF 4UVEZ (SPVQ BT XFMM BT UP UIF NFNCFST
BOE PCTFSWFST XIP QBSUJDJQBUFE JO BOE EJTDVTTFE UIF JTTVFT JO UIF 4UVEZ (SPVQ.

.BSDI 2�2�

MORIFUJI Atsushi
$IBJSQFSTPO 5SJBM BOE "QQFBM PSBDUJUJPOFS 4UVEZ (SPVQ
&YFDVUJWF $IJFG "ENJOJTUSBUJWF +VEHF
5SJBM BOE "QQFBM %FQBSUNFOU +BQBO PBUFOU 0GGJDF
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Outline of Study

I. Study Framework
4UVEJFT XFSF DPOEVDUFE CZ FBDI PG UIF TJY HSPVQTʢPBUFOU r .BDIJOFSZ PBUFOU r

$IFNJTUSZ �ʢ(FOFSBM $IFNJTUSZʣ PBUFOU r $IFNJTUSZ 2ʢPIBSNBDFVUJDBMT BOE
#JPUFDIOPMPHZʣ PBUFOU r &MFDUSJDJUZ %FTJHO BOE 5SBEFNBSLʣPO EFUFSNJOBUJPOT NBEF
CZ UIF +P0 BOE UIF *OUFMMFDUVBM PSPQFSUZ )JHI $PVSU GPDVTJOH PO TQFDJGJD DBTFT BT B
SFGFSFODF PS B TVCKFDU.

&BDI HSPVQ DPOTJTUT PG DPSQPSBUF *P QFSTPOOFM QBUFOU BUUPSOFZT BUUPSOFZT BT XFMM
BT B DIJFG BENJOJTUSBUJWF KVEHF BOE BENJOJTUSBUJWF KVEHFT PG UIF +P0. *O BEEJUJPO
KVEHFT PG UIF *OUFMMFDUVBM PSPQFSUZ )JHI $PVSU BOE UIF 5PLZP %JTUSJDU $PVSU IBWF
QBSUJDJQBUFE BT PCTFSWFST.

5IF TUVEZ HSPVQ XBT MFE CZ $IBJSQFSTPO &YFDVUJWF $IJFG "ENJOJTUSBUJWF +VEHF BU
UIF 5SJBM BOE "QQFBM %FQBSUNFOU PG UIF +P0 BOE BENJOJTUFSFE CZ 4FDSFUBSJBU UIF
5SJBM BOE "QQFBM PPMJDZ PMBOOJOH 0GGJDF UIF 5SJBM BOE "QQFBM %JWJTJPO UIF 5SJBM BOE
"QQFBM %FQBSUNFOU PG UIF +P0.

II. Study Cases
&BDI HSPVQ IBT TFMFDUFE POF UIFNF BOE POF DBTF GPS FYBNJOBUJPO 	UIF EFUBJMT BSF

TIPXO JO UIF GPMMPXJOH QBHFT
.
5IF 'JSTU 4UVEZ $BTFT 	POF UIFNF
 XFSF TFMFDUFE CBTFE PO B HFOFSBM UPQJD 	QVCMJDMZ

XPSLFE JOWFOUJPOT BOE EFUFSNJOBUJPO PG JOWFOUJWF TUFQ� EFUFSNJOBUJPO PG JOWFOUJWF
TUFQ GPS QBSBNFUFS BOE OVNFSJDBM MJNJUBUJPO JOWFOUJPOT� BDDFQUBCJMJUZ PG TVQQMFNFOUBM
SFTVMUT TVCNJUUFE BGUFS GJMJOH JO EFUFSNJOBUJPO PG JOWFOUJWF TUFQ� FMJHJCJMJUZ GPS QBUFOU
	NFOUBM BDUJWJUJFT PG IVNBOT BSCJUSBSZ BSSBOHFNFOUT
� EFUFSNJOBUJPO PG TJNJMBSJUZ
CFUXFFO EFTJHOT 	EFUFSNJOJOH FOUJUZ
� 5SBEFNBSL "DU "SUJDMF �	�
	YJ
 EFUFSNJOBUJPO
PG TJNJMBSJUZ PG DPNQPTJUF USBEFNBSL
 DPOTJEFSFE JNQPSUBOU GPS UIF USJBM BOE BQQFBM
QSBDUJDFT CZ SFGFSFODF UP UIF QPJOU BU JTTVF JO UIF SFDFOU USJBM�BQQFBM EFDJTJPOT PS
DPVSU EFDJTJPOT.

5IF 4FDPOE 4UVEZ $BTFT 	POF DBTF
 XFSF TFMFDUFE GSPN DBTFT DPOTJEFSFE JNQPSUBOU
GPS USJBM BOE BQQFBM QSBDUJDFT BNPOH UIPTF UIBU NFU UIF GPMMPXJOH UXP DSJUFSJB�ʢ�ʣDBTFT
GPS BO BQQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG SFGVTBM B USJBM GPS JOWBMJEBUJPO B USJBM GPS
SFTDJTTJPO PG SFHJTUFSFE USBEFNBSL OPU JO VTF BO PQQPTJUJPO UP HSBOU PG QBUFOU PS BO
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PQQPTJUJPO UP SFHJTUSBUJPO PG USBEFNBSL XIFSF UIFJS USJBM�BQQFBM EFDJTJPOT PS DPVSU
EFDJTJPOT XFSF BMSFBEZ DPODMVEFE� BOEʢ2ʣSJHIUT JO EJTQVUF EP OPU FYJTU JO UIF FOE.

III. Study Method
5IF TUVEZ PG FBDI DBTF XBT TFQBSBUFMZ DPOEVDUFE CZ FBDI HSPVQ.
5IF NFNCFST GSPN UIF +P0 IBWF QSFQBSFE UIF EJTDVTTJPO QPJOUT JO BEWBODF BOE BU

UIF GJSTU TFTTJPO UIFZ FYQMBJOFE PVUMJOF JTTVFT UP CF EJTDVTTFE FUD. PG UIF DBTF.
'PMMPXJOH UIF GJSTU TFTTJPO FBDI NFNCFS QSFQBSFE BO PQJOJPO PO JTTVFT UP CF
EJTDVTTFE BEEFE OFX EJTDVTTJPO QPJOUT BOE DPOEVDUFE GVSUIFS SFTFBSDI BOE SFWJFX
BT OFDFTTBSZ.

"U UIF TFDPOE TFTTJPO FBDI NFNCFS QSFTFOUFE BO PQJOJPO PO JTTVFT UP CF EJTDVTTFE
BOE UIF SFTVMU PG SFTFBSDI FUD. 5IF NFNCFST EJTDVTTFE DBTFT XIJMF HJWJOH
DPOTJEFSBUJPO UP TVDI NBUUFST BT CBDLHSPVOE PG UIF DBTF EFTDSJQUJPO PG UIF
specification, etc., evidence submitted, allegation made by the parties, previous court 
decisions, the members’ own experience.

* Patent – Chemistry 1: General Chemistry

Patent – Chemistry 2: Pharmaceuticals and Biotechnology

Total: 6 groups, 42 members, 5 observers, 6 themes, 6 cases

Patent – Machinery

Patent – Chemistry 1*

Patent – Chemistry 2*

Patent – Electricity

Design

Trademark

Trial and Appeal Practitioner Study Group 2024

Secretariat (Trial and Appeal Policy Planning Office)

Chairperson (Executive Chief Administrative Judge)

Organization chart of the Trial and Appeal Practitioner Study Group 2024
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Study Cases (the First Study Cases)
'JFME /P. 5PQJD PPJOU BU *TTVF

PBUFOU �
.BDIJOFSZ

� PVCMJDMZ XPSLFE
JOWFOUJPOT BOE
EFUFSNJOBUJPO PG
JOWFOUJWF TUFQ

*TTVF �� .FUIPE PG GJOEJOH PG B QVCMJDMZ
XPSLFE JOWFOUJPO

*TTVF 2� 8IFO EFUFSNJOJOH JOWFOUJWF TUFQ PO
UIF CBTJT PG B QVCMJDMZ XPSLFE JOWFOUJPO IPX
TIPVME UIF QSPCMFN UP CF TPMWFE JOIFSFOU JO
UIF QVCMJDMZ XPSLFE JOWFOUJPO BOE UIF
UFDIOJDBM TJHOJGJDBODF UIFSFPG CF GPVOE 

Patent -
Chemistry 1

2 Determination of 
inventive step 
for parameter 
and numerical 
limitation 
inventions 
(Article 29(2) of 
the Patent Act)

Issue 1: In what cases can a numerical range 
not explicitly stated in the cited document 
be determined to be easily conceived?

Issue 2: How should the inconsistency of the 
technical field and the problems to be solved 
by the invention between the claimed 
invention and a primary cited invention be 
taken into account?

Patent -
Chemistry 2

3 Acceptability of 
supplemental 
results submitted 
after filing in 
determination of 
inventive step

Issue 1: On what basis are supplemental 
results submitted after the application 
permitted to be considered?

Issue 2: Compared with what should the 
unpredictability and remarkableness of the 
effect of the claimed invention be evaluated?

Issue 3 :  In  the case  o f  medica l -use 
inventions characterized by dosage regimen, 
w h a t  s h o u l d  b e  d e s c r i b e d  i n  t h e 
specification on the filing date, so that 
unpredictable and remarkable effects on the 
basis of supplemental results submitted 
after filing could be deduced?

Patent -
Electricity

4 Eligibility for 
patent (mental 
activities of 
humans, 
arbitrary 
arrangements)

Issue 1: In the light of recent court decisions, 
what is the description of the claims and 
related elements that leads inventions relating 
to mental activities of humans and arbitrary 
arrangements to eligibility for patent like?

Issue 2: How could the correspondence 
between the determination methods in 
recent court decisions and the provisions of 
the Examination Guidelines for Patent and 
Utility Model be understood?
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Design 5 Determination of 
similarity 
between designs 
(Determining 
entity)

Issue 1: What factors should be used to 
determine the determining entity in the 
determination of similarity?

Issue 2: What should be kept in mind 
regarding the characterist ics of the 
determining entity in the determination of 
similarity?

Trademark 6 Trademark Act, 
Article 4(1)(xi) 
Determination of 
similarity of 
composite 
trademark

Issue 1: Extraction of a primary part where 
separate observation is possible

Issue 2: Cases where one of the constituent 
parts is not a primary part 

Issue 3: Influence of elements on extraction 
of a primary part 

Issue 4: Trademark consisting of an already 
registered trademark and added characters, 
etc.

� PBUFOU r $IFNJTUSZ �� (FOFSBM $IFNJTUSZ
PBUFOU r $IFNJTUSZ 2� PIBSNBDFVUJDBMT BOE #JPUFDIOPMPHZ
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Study Cases (the Second Study Cases)
'JFME /P. 5JUMF PG UIF

*OWFOUJPO�
"SUJDMF UP
XIJDI UIF
EFTJHO JT
BQQMJFE�
5SBEFNBSL
JO UIF
"QQMJDBUJPO

5SJBM
/VNCFS
	5SJBM�
"QQFBM
%FDJTJPO


%BUF PG
5SJBM�
"QQFBM
%FDJTJPO

$PODMVTJPO PG
5SJBM�"QQFBM
%FDJTJPO

.BKPS *TTVF

$BTF
/VNCFS
	$PVSU
%FDJTJPO


%BUF PG
$PVSU
%FDJTJPO

.BJO 5FYU PG
$PVSU
%FDJTJPO

PBUFOU�
.BDIJOFSZ

� )FBU
USBOTGFS
TZTUFN

"QQFBM /P.
2�2����2�22

4FQ. ��
2�2�

%FDJTJPO UP
NBJOUBJO UIF
FYBNJOFS`T
EFDJTJPO PG
SFGVTBM

PBUFOU "DU
"SUJDMF 2�	2

	*OWFOUJWF
TUFQ


2�22 	(ZP�
,F
 �����

+BO. �8
2�2�

%JTNJTTBM PG
B SFRVFTU

PBUFOU�
$IFNJTUSZ
�

2 'MBU
OPOBRVFPVT
FMFDUSPMZUF
TFDPOEBSZ
CBUUFSZ

*OWBMJEBUJPO
/P. 2����
8���22

%FD. ��
2���

5SJBM EFDJTJPO
UP NBJOUBJO
UIF QBUFOU

PBUFOU "DU
"SUJDMF 2�CJT
	4FDSFU QSJPS
BSU


2��� 	(ZP�
,F
 �����

/PW. 2�
2���

3FWPDBUJPO
PG UIF GJSTU
USJBM EFDJTJPO

*OWBMJEBUJPO
/P. 2����
8���22

%FD. 2�
2���

5SJBM EFDJTJPO
UP NBJOUBJO
UIF QBUFOU

PBUFOU�
$IFNJTUSZ
2

� *TPCVUZM
("#" PS
JUT
EFSJWBUJWFT
GPS UIF
USFBUNFOU
PG QBJO

*OWBMJEBUJPO
/P. 2����
8�����

+VMZ ��
2�2�

5SJBM EFDJTJPO
UP QBSUJBMMZ
JOWBMJEBUF
UIF QBUFOU

PBUFOU "DU
"SUJDMF �2�	�

	3FRVJSFNFOUT
GPS $PSSFDUJPO�
"EEJUJPO PG
OFX NBUUFS

PBUFOU "DU
"SUJDMF ��	�
	J

	&OBCMFNFOU
SFRVJSFNFOUT

BOE PBUFOU
"DU "SUJDMF
��	�
	J
 	4VQQPSU
SFRVJSFNFOUT


2�2� 	(ZP�
,F
 �����

.BS. �
2�22

%JTNJTTBM PG
B SFRVFTU
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PBUFOU�
&MFDUSJDJUZ

� 3FTFSWBUJPO
TVQQPSU
NFUIPE
SFTFSWBUJPO
TVQQPSU
QSPHSBN
BOE
SFTFSWBUJPO
TVQQPSU
EFWJDF

"QQFBM /P.
2�2��������

.BS. 2�
2�22

%FDJTJPO UP
NBJOUBJO UIF
FYBNJOFS`T
EFDJTJPO PG
SFGVTBM

PBUFOU "DU
"SUJDMF 2�	2

	*OWFOUJWF
4UFQ


2�22 	(ZP�
,F
 �����

%FD. 2�
2�22

%JTNJTTBM PG
B SFRVFTU

%FTJHO � #BH *OWBMJEBUJPO
/P. 2�2��
88����

4FQ. �
2�2�

5SJBM EFDJTJPO
UP JOWBMJEBUF
UIF EFTJHO

%FTJHO "DU
"SUJDMF �	JJ
 	"
EFTJHO XIJDI
IBT B SJTL PG
DSFBUJOH
DPOGVTJPO XJUI
BO BSUJDMF
QFSUBJOJOH UP
BOPUIFS
QFSTPO`T
CVTJOFTT


2�2� 	(ZP�
,F
 �����

'FC. ��
2�2�

%JTNJTTBM PG
B SFRVFTU

5SBEFNBSL � ্໙ॴ
	*LFHBNJ
4FJNFOKZP

	4UBOEBSE
DIBSBDUFST


"QQFBM /P.
2�22�������

'FC. 2�
2�2�

%FDJTJPO UP
NBJOUBJO UIF
FYBNJOFS`T
EFDJTJPO PG
SFGVTBM

5SBEFNBSL
"DU "SUJDMF
�	�
	JW

	5SBEFNBSL
DPOTJTUT TPMFMZ
PG B NBSL
JOEJDBUJOH B
DPNNPO
TVSOBNF OBNF
PS OBNF


2�2� 	(ZP�
,F
 �����

4FQ. �
2�2�

%JTNJTTBM PG
B SFRVFTU
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The First Study Cases

      



Theme 1: Patent – Machinery
Publicly worked inventions and determination of inventive step

*TTVFT

*TTVF �� .FUIPE PG GJOEJOH PG B QVCMJDMZ XPSLFE JOWFOUJPO

*TTVF 2� 8IFO EFUFSNJOJOH JOWFOUJWF TUFQ PO UIF CBTJT PG B
QVCMJDMZ XPSLFE JOWFOUJPO IPX TIPVME UIF QSPCMFN UP
CF TPMWFE JOIFSFOU JO UIF QVCMJDMZ XPSLFE JOWFOUJPO BOE
UIF UFDIOJDBM TJHOJGJDBODF UIFSFPG CF GPVOE 

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� "VH. 2� 2�22
l8PSL NBDIJOFz $BTF 	*OWBMJEBUJPO 5SJBM /P. 2��8�8�����

	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ���22 %FD. �8 2���
l0QUJDBM JOGPSNBUJPO SFBEJOH EFWJDFz $BTF 	*OWBMJEBUJPO 5SJBM
/P. 2����8�����
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	2
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ��2�� +VOF 2� 2��� l"
NFUIPE BOE BO BQQBSBUVT GPS QSPWJTJPO PG QSPKFDUJPO OVUTz
$BTF 	*OWBMJEBUJPO 5SJBM /P. 2����8�����
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� +VMZ 2� 2���
l)BOEMF NPVOU TUSVDUVSF PG IBOE USVDLz $BTF 	*OWBMJEBUJPO
5SJBM /P. 2����8����2
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2�22 	(ZP�,F
 ����� 'FC. � 2�2�
l"JS�EJTDIBSHF QPSU BEKVTUJOH NFDIBOJTN GPS BJS�DPOEJUJPOJOH
DMPUIFT DMPUIFT NBJO CPEZ PG BJS�DPOEJUJPOJOH DMPUIFT BOE BJS�
DPOEJUJPOJOH DMPUIFTz $BTF 	*OWBMJEBUJPO 5SJBM /P. 2�2��8�����

	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


Issues and discussion results
*O HFOFSBM TFBSDIJOH GPS UIF GBDU UIBU BO JOWFOUJPO JT CFJOH QVCMJDMZ XPSLFE JT CZ

JUT WFSZ OBUVSF PGUFO DPOTJEFSFE UP CF NPSF EJGGJDVMU UIBO TFBSDIJOH QBUFOU EPDVNFOUT
BOE PUIFS EPDVNFOUT. 5IFSFGPSF JO UIF IPQF PG IFMQJOH QSBDUJUJPOFST XJUI MJUUMF
FYQFSJFODF JO EFBMJOH XJUI QVCMJDMZ XPSLFE JOWFOUJPOT NBLF BQQSPQSJBUF BSHVNFOUT
BOE EFUFSNJOBUJPOT PQJOJPOT XFSF FYDIBOHFE BOE FYBNJOFE BT UP IPX FWJEFODF
TIPVME CF FWBMVBUFE JO DBTFT XIFSF B QVCMJDMZ XPSLFE JOWFOUJPO JT VTFE BT B DJUFE
JOWFOUJPO UIF NFUIPE PG GJOEJOH UIF QSPCMFN UP CF TPMWFE JOIFSFOU JO B QVCMJDMZ
XPSLFE JOWFOUJPO BOE UIF UFDIOJDBM TJHOJGJDBODF UIFSFPG BOE B NPUJWBUJPO GPS
DPNCJOBUJPO BOE EFUFSNJOBUJPO PG PCTUSVDUJWF GBDUPST.
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(1) Issue 1
･ Publicly worked inventions in determining novelty

5IF QSBDUJDBM EJGGJDVMUZ JO QSPWJOH B QVCMJDMZ XPSLFE JOWFOUJPO MJFT JO UIF
BWBJMBCJMJUZ PG B QVCMJDMZ XPSLFE QSPEVDU BOE JO QSPWJOH NBUUFST TQFDJGZJOH UIF
JOWFOUJPO UIBU DBOOPU CF BTDFSUBJOFE GSPN UIF BQQFBSBODF PG UIF QSPEVDU JUTFMG TVDI
BT UIF GVODUJPO PG UIF QSPEVDU. *O QBSUJDVMBS JO PSEFS UP GJOE B QSPEVDU TVDI BT BO
FYIJCJUFE JUFN XIJDI DBOOPU CF GSFFMZ BOBMZ[FE PS EJTBTTFNCMFE BT B QVCMJDMZ XPSLFE
JOWFOUJPO PUIFS FWJEFODF JT SFRVJSFE GPS FMFNFOUT UIBU BSF EJGGJDVMU UP QSPWF 	JOTJEF
TUSVDUVSF DPOUSPM TQFDJGJD GFBUVSF FUD. PUIFS UIBO BQQFBSBODF
. *U JT HFOFSBMMZ NPSF
EJGGJDVMU UP QSPWF UIBU FYIJCJUFE JUFNT BSF lSFQSPEVDJCMFz UIBO USBOTGFSSFE JUFNT
CFDBVTF UIFZ DBOOPU CF GSFFMZ EJTBTTFNCMFE BOE BOBMZ[FE. 3FHBSEJOH UIF JEFOUJUZ PG
UIF FWJEFODF XJUI UIF QVCMJDMZ XPSLFE QSPEVDU JU TFFNT FTTFOUJBM UP DPOTUSVDU B
SFBTPOBCMF MPHJD BOE UP NBLF BO BMMFHBUJPO GSPN FWJEFODF UIBU DBO CF PCUBJOFE BOE
QSFTFOUFE. #FDBVTF UIF BMMFHBUJPO PG FWJEFODF UFOET UP CF EFUFSNJOFE JOEJWJEVBMMZ BOE
TQFDJGJDBMMZ CBTFE PO XIFUIFS PS OPU UIF BMMFHBUJPO DBO CF DPOTJEFSFE SFBTPOBCMF JO
DPVSUT.
･ Use of indirect (auxiliary) evidence

8IFO USZJOH UP QSPWF B QVCMJDMZ XPSLFE JOWFOUJPO CZ JOEJSFDU FWJEFODF UIF
FWJEFODF DBO CF CBTFE PO WBSJPVT LJOET PG FWJEFODF TVDI BT EJGGFSFOU QSPEVDUT NPME
ESBXJOHT DBUBMPHT BOE UFTUJNPOZ PG XJUOFTT. )PXFWFS UIFSF JT BO JTTVF XJUI UIF
JEFOUJUZ PG UIFTF QJFDFT PG FWJEFODF. *O HFOFSBM JEFOUJUZ PG FWJEFODF JT EJGGJDVMU UP
QSPWF SJHPSPVTMZ CVU JG B SFBTPOBCMF MFWFM PG FWJEFODF DBO CF QSFTFOUFE JO DPVSU
JEFOUJUZ JT MJLFMZ UP CF FTUBCMJTIFE JO NBOZ DBTFT. &WFO JO DBTFT XIFSF FBDI QJFDF PG
FWJEFODF JT OPU TVGGJDJFOU UP QSPWF UIF GBDU PG B QVCMJDMZ XPSLFE JOWFOUJPO UIFSF JT B
TJHOJGJDBOU QPTTJCJMJUZ UIBU UIF GBDU XJMM CF SFDPHOJ[FE CZ VTJOH NVMUJQMF QJFDFT PG
FWJEFODF BOE QSPWJEJOH B SFBTPOBCMF FYQMBOBUJPO.
･ Comparison with an invention described in a publication

PVCMJDMZ XPSLFE JOWFOUJPOT DBO CF VTFE BT TUSPOH FWJEFODF CZ VOEFSTUBOEJOH UIFJS
UFDIOJDBM GFBUVSFT. *O QBSUJDVMBS B XPSLFE QSPEVDU NBLFT JU FBTJFS UP QSPWF NBUUFST
UIBU BSF OPU DMFBSMZ EFTDSJCFE JO DJUFE EPDVNFOUT 	F.H. DPOTUJUVUJPOT BOE EJNFOTJPOT
UIBU BSF DPOTJEFSFE UFDIOJDBMMZ PCWJPVT BOE JOUFOUJPOBMMZ OPU EFTDSJCFE JO UIF UFYU

BOE DBO CF SFDPHOJ[FE JO BDDPSEBODF XJUI UIF DMBJN XPSEJOH NBLJOH JU BO
BEWBOUBHFPVT BTQFDU GPS EFOZJOH OPWFMUZ.
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(2) Issue 2
･ Publicly worked inventions in determining inventive step

*O QSBDUJDF NBOZ DPNNFOUT XFSF SFDFJWFE PO UIF EJGGJDVMUZ PG GJOEJOH UIF QSPCMFN
UP CF TPMWFE JO B QVCMJDMZ XPSLFE JOWFOUJPO BOE UIF EJGGJDVMUZ PG DPOTUSVDUJOH UIF MPHJD
PG IPX UP DPODFJWF UIF QBUFOUFE JOWFOUJPO GSPN UIF QVCMJDMZ XPSLFE JOWFOUJPO.

*O UFSNT PG NPUJWBUJPO TJODF B QVCMJDMZ XPSLFE JOWFOUJPO JT DPNQMFUF BU UIF MFWFM PG
CFJOH TPME QBSUJBMMZ NPEJGZJOH JUT DPOTUJUVUJPO DBOOPU CF FBTJMZ BDIJFWFE TP JU JT
EJGGJDVMU UP HBUIFS FWJEFODF UP TVQQPSU UIF MPHJD UIBU UIF JOWFOUJPO DPVME FBTJMZ IBWF
CFFO DPODFJWFE. 'VSUIFSNPSF JO NBOZ DBTFT UIF QSPCMFN UP CF TPMWFE DBOOPU CF
FYUSBDUFE GSPN UIF QVCMJDMZ XPSLFE JOWFOUJPO JUTFMG BOE JG OPWFMUZ DBOOPU CF EFOJFE
JU XJMM CF EJGGJDVMU UP DPOTUSVDU B MPHJD UP EFOZ JOWFOUJWF TUFQ.
･ Inherent problems

8IFO VTJOH B QVCMJDMZ XPSLFE JOWFOUJPO UP EFOZ JOWFOUJWF TUFQ JU JT OFDFTTBSZ UP
GJOE UIF QSPCMFN UP CF TPMWFE GSPN UIF JOWFOUJPO. )PXFWFS BT NFOUJPOFE BCPWF UIF
EJGGJDVMUZ PG OPU DMFBSMZ TUBUJOH UIF QSPCMFN UP CF TPMWFE NBLFT JU OFDFTTBSZ UP HBUIFS
FWJEFODF UP QSPWF JU. 0O UIF PUIFS IBOE TJODF UIFSF BSF OP BMMFHBUJPOT PG PCTUSVDUJWF
GBDUPST TVDI BT B DPOUSBEJDUJPO UP UIF EFTDSJQUJPO JO UIF DJUFE EPDVNFOU VOMJLF JO
DBTFT PG VTF PG B QVCMJTIFE QVCMJDMZ�LOPXO JOWFOUJPO JU DBO CF TBJE UIBU QVCMJDMZ
XPSLFE JOWFOUJPOT IBWF BO BEWBOUBHFPVT BTQFDU BT FWJEFODF UP EFOZ JOWFOUJWF TUFQ.
･ Proof of the problem to be solved

8IBU FWJEFODF JT OFFEFE UP TBZ UIBU UIF lQSPCMFN UP CF TPMWFEz JOIFSFOU JO B
QVCMJDMZ XPSLFE JOWFOUJPO DBO CF SFDPHOJ[FE *O PSEFS UP FTUBCMJTI UIBU UIF QVCMJDMZ
XPSLFE JOWFOUJPO IBT UIF XFMM�LOPXO BOE PCWJPVT QSPCMFN UP CF TPMWFE QSFTFOUJOH B
MPU PG QVCMJDMZ LOPXO MJUFSBUVSF JO UIF TBNF PS OFJHICPSJOH GJFMET XJMM IFMQ UP JODSFBTF
UIF QFSTVBTJWFOFTT� IPXFWFS B TNBMM OVNCFS PG SFGFSFODFT EPFT OPU OFDFTTBSJMZ NFBO
UIBU UIF QSPCMFN UP CF TPMWFE DBOOPU CF SFDPHOJ[FE BT XFMM�LOPXO BOE QSPWJEJOH B
UIPSPVHI BOE MPHJDBM FYQMBOBUJPO DBO JODSFBTF UIF VTFGVMOFTT BT FWJEFODF PG B QVCMJDMZ
XPSLFE JOWFOUJPO. *U DBO BMTP CF TBJE UIBU QVCMJDMZ XPSLFE JOWFOUJPOT IBWF B EFHSFF
PG GSFFEPN JO JEFOUJGZJOH UIF QSPCMFN UP CF TPMWFE CFDBVTF UIF QSPCMFN JT OPU
TQFDJGJFE.
･ Comparison with a published publicly-known invention

*G QSPPG PG UIF QFSJPE BOE DPOUFOU PG UIF QVCMJDMZ XPSLFE JOWFOUJPO BOE UIF
NPUJWBUJPO BOE UIF TVQQMFNFOUBSZ FWJEFODF PG JEFOUJGJDBUJPO PG UIF QSPCMFN UP CF
TPMWFE JO EFUFSNJOJOH JOWFOUJWF TUFQ QVCMJDMZ XPSLFE JOWFOUJPOT BSF TVGGJDJFOUMZ
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VTFGVM BT FWJEFODF PG MBDL PG JOWFOUJWF TUFQ FWFO DPNQBSFE UP QVCMJTIFE QVCMJDMZ�
LOPXO JOWFOUJPOT TJODF UIFSF JT B EFHSFF PG GSFFEPN JO GJOEJOH UIF JOWFOUJPO BOE UIF
QSPCMFN UP CF TPMWFE.
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Theme 2: Patent – Chemistry 1
Determination of inventive step for parameter and numerical 
limitation inventions (Article 29(2) of the Patent Act)

*TTVFT

*TTVF �� *O XIBU DBTFT DBO B OVNFSJDBM SBOHF OPU FYQMJDJUMZ
TUBUFE JO UIF DJUFE EPDVNFOU CF EFUFSNJOFE UP CF FBTJMZ
DPODFJWFE 

*TTVF 2� )PX TIPVME UIF JODPOTJTUFODZ PG UIF UFDIOJDBM GJFME BOE
UIF QSPCMFNT UP CF TPMWFE CZ UIF JOWFOUJPO CFUXFFO UIF
DMBJNFE JOWFOUJPO BOE B QSJNBSZ DJUFE JOWFOUJPO CF
UBLFO JOUP BDDPVOU 

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� 'FC. 8 2�2�
l	.FUI
BDSZMJD BDJE FTUFS DPQPMZNFSz $BTF 	0QQPTJUJPO /P.
2����������
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� +VOF � 2�2�
l3FTJO DPNQPTJUJPO QPMZJNJEF SFTJO GJMN VTJOH UIF TBNF
EJTQMBZ TVCTUSBUF BOE QSPEVDUJPO NFUIPE GPS TBJE EJTQMBZ
TVCTUSBUFz $BTF 	0QQPTJUJPO /P. 2��8�������
 	IFSFJOBGUFS
l$PVSU %FDJTJPO 	2
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ���2� %FD. 2� 2���
l&UIZMFOF�WJOZM BDFUBUF DPQPMZNFS TBQPOJGJFE QSPEVDU QFMMFU
HSPVQ BOE BQQMJDBUJPO UIFSFPGz $BTF 	*OWBMJEBUJPO 5SJBM /P.
2����8�����
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� .BZ �� 2��8
l/PO�NBHOFUJD NBUFSJBM QBSUJDMF EJTQFSTFE GFSSPNBHOFUJD
NBUFSJBM TQVUUFSJOH UBSHFUz $BTF 	*OWBMJEBUJPO 5SJBM /P. 2����
8�����
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ���8� "QS. �� 2��2
l)BSE WJOZM DIMPSJEF SFTJO QJQFz $BTF 	*OWBMJEBUJPO 5SJBM /P.
2����8�����
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


Issues and discussion results
(1) Parameter and numerical limitation inventions

*O UIF EJTDVTTJPO PO QBSBNFUFS BOE OVNFSJDBM MJNJUBUJPO JOWFOUJPOT lOVNFSJDBM
MJNJUBUJPO JOWFOUJPOTz XFSF FYBNJOFE BT lJOWFOUJPOT XJUI B EFTDSJQUJPO TQFDJGZJOH UIF
JOWFOUJPO CZ UIF VTF PG B OVNFSJDBM MJNJUBUJPO JO B DMBJNz BT EFGJOFE JO UIF
&YBNJOBUJPO (VJEFMJOFT. "T GPS lQBSBNFUFS JOWFOUJPOTz JOWFOUJPOT XJUI UIF
DIBSBDUFSJTUJDT PG lBQQMJDBOU`T PSJHJOBM UZQFz BOE lBHHSFHBUJPO UZQFz XFSF NBJOMZ
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JODMVEFE JO UIF TUVEZ.
5IF QSBDUJDBM QSPCMFNT SFDPHOJ[FE CZ UIF NFNCFST PG UIF 4UVEZ (SPVQ XJUI

SFTQFDU UP QBSBNFUFS BOE OVNFSJDBM MJNJUBUJPO JOWFOUJPOT XFSF BT GPMMPXT�
ŋ %FUFSNJOBUJPO PG OPWFMUZ 	EFHSFF PG UFDIOJDBM CBTJT GPS EFUFSNJOJOH UIF QSPCBCJMJUZ
PG JEFOUJDBM QBSBNFUFST BOE OVNFSJDBM SBOHF BOE DPVOUFSBSHVNFOUT JO DBTFT XIFSF
JU JT OPU QPTTJCMF UP DPOWFSU JOUP OVNFSJDBM WBMVFT BOE XIFSF NFBTVSFNFOU
DPOEJUJPOT BSF EJGGFSFOU


ŋ %FUFSNJOBUJPO PG JOWFOUJWF TUFQ 	EFUFSNJOJOH UIF NPUJWBUJPO OPWFMUZ PG UIF QSPCMFN
UP CF TPMWFE BOE DPOTJEFSBUJPO PG BEWBOUBHFPVT FGGFDUT


ŋ PVCMJD�EPNBJO JTTVFT 	JODMVEJOH DBTFT XIFSF UIF OVNFSJDBM WBMVF JT UPP PCWJPVT UP
GJOE SFGFSFODFT FUD. IFSFJOBGUFS SFGFSSFE UP BT UIF lPCWJPVT OVNFSJDBM WBMVF QSPCMFNz

0G UIFTF QSPCMFNT UIF JTTVF PG UIF EFUFSNJOBUJPO PG JOWFOUJWF TUFQ XBT GPDVTFE GPS

FYBNJOBUJPO JO UIJT SFQPSU.
PSJPS UP UIF EJTDVTTJPO B TVNNBSZ XBT NBEF PG UIF QPTJUJPOJOH PG UIF FWJEFODF

TVDI BT DJUFE EPDVNFOUT EFTDSJCJOH 	PS TVHHFTUJOH JOGFSSJOH FUD.
 UIF SFMFWBOU
QBSBNFUFST BOE OVNFSJDBM MJNJUBUJPOT JO EFUFSNJOJOH JOWFOUJWF TUFQ.

(2) Issue 1: In what cases can a numerical range not explicitly stated in the cited 
document be determined to be easily conceived?

'SPN UIF EJTDVTTJPO CBTFE PO UIF SFGFSFODF DPVSU EFDJTJPOT UIF GBDUPST UP CF
DPOTJEFSFE JO EFUFSNJOJOH JOWFOUJWF TUFQ XFSF EJWJEFE JOUP UIF GPMMPXJOH ". BOE #.
GPS EJTDVTTJPO.

A. Easily conceived property of numerical range in parameter and numerical 
limitation inventions
3FHBSEJOH UIF RVFTUJPO PG XIFUIFS PS OPU UIF QBSBNFUFST BOE OVNFSJDBM MJNJUBUJPOT

BSF FBTJMZ DPODFJWBCMF PO UIF CBTJT PG UIF QSJNBSZ DJUFE EPDVNFOU UIF TFDPOEBSZ
DJUFE EPDVNFOU BOE UIF XFMM�LOPXO BSU UIF PCTFSWBUJPOT PG UIF NFNCFST XFSF
DPOTJTUFOU JO UIF QFSDFQUJPO UIBU UIF GPMMPXJOH UISFF GBDUPST BSF JOUFSSFMBUFE.
ŋ 5IF UFDIOJDBM TJHOJGJDBODF PG UIF QBSBNFUFST BOE OVNFSJDBM MJNJUBUJPOT BOE UIF
OPWFMUZ PG UIF QSPCMFN UP CF TPMWFE BOE DPOTJEFSBUJPO PG BEWBOUBHFPVT FGGFDUT BT
NBUUFST UP CF FYBNJOFE XJUI SFTQFDU UP UIF DMBJNFE JOWFOUJPO

ŋ 5IF DPNNPOBMJUZ PG UIF UFDIOJDBM GJFME BOE UIF QSPCMFN UP CF TPMWFE CFUXFFO UIF
QSJNBSZ DJUFE JOWFOUJPO BOE UIF TFDPOEBSZ DJUFE JOWFOUJPO BOE UIF DPNNPOBMJUZ PG
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UIF QSPCMFN UP CF TPMWFE CFUXFFO UIF DMBJNFE JOWFOUJPO BOE UIF QSJNBSZ DJUFE
JOWFOUJPO BT NBUUFST UP CF DPOTJEFSFE GPS UIF DJUFE JOWFOUJPO

ŋ 5IF GPMMPXJOH NBUUFST TIPVME CF DPOTJEFSFE XJUI SFTQFDU UP UIF UFDIOJDBM GJFME�
DPNNPO HFOFSBM UFDIOJDBM LOPXMFEHF BU UIF UJNF PG GJMJOH UFDIOJDBM EJGGJDVMUZ BOE
QVCMJD�EPNBJO 	JODMVEJOH UIF lPCWJPVT OVNFSJDBM WBMVF QSPCMFNz

"MUIPVHI UIFSF XFSF OP DMFBSMZ DPOTJTUFOU PCTFSWBUJPOT BNPOH UIF NFNCFST

SFHBSEJOH UIF PSEFS PG DPOTJEFSBUJPO BOE QSJPSJUZ PG FBDI PG UIF BCPWF GBDUPST JO
EFUFSNJOJOH FBTJMZ DPODFJWFE QSPQFSUZ NBOZ PG UIF DPNNFOUT GPDVTFE PO UIF
UFDIOJDBM TJHOJGJDBODF PG UIF QBSBNFUFST BOE OVNFSJDBM MJNJUBUJPOT. 5IFSFGPSF JO PSEFS
UP NBLF UIF EFUFSNJOBUJPO PG FBTJMZ DPODFJWFE QSPQFSUZ IJHIMZ DPOWJODJOH UP
QSBDUJUJPOFST JU JT FTTFOUJBM UP BDDVSBUFMZ HSBTQ UIF UFDIOJDBM JEFB FYQSFTTFE JO UIF
QBSBNFUFST BOE OVNFSJDBM M JNJUBUJPOT PG UIF DMBJNFE JOWFOUJPO BOE UP
DPNQSFIFOTJWFMZ EFUFSNJOF XIFUIFS PS OPU UIF JOWFOUJPO FYDFFET UIF IVSEMF PG FBTJMZ
DPODFJWFE QSPQFSUZ CBTFE PO UIF DJUFE JOWFOUJPO�TFDPOEBSZ DJUFE JOWFOUJPO PS UIF
XFMM�LOPXO BSU XIJMF DPOTJEFSJOH FBDI EFUFSNJOJOH GBDUPS.

B. Consideration of effect in parameter and numerical limitation inventions
$IFNJDBM BOE QBSBNFUFS�OVNFSJDBM MJNJUBUJPO JOWFOUJPOT BSF JO B UFDIOJDBM GJFME

XIFSF UIF FGGFDU DBOOPU CF FYQFDUFE JNNFEJBUFMZ GSPN UIF DPNQPTJUJPO TP UIBU UIF
DPOTJEFSBUJPO PG UIF FGGFDU IBT B HSFBU JOGMVFODF PO UIF EFUFSNJOBUJPO PG JOWFOUJWF
TUFQ. 5IFSFGPSF 	J
 BO BEWBOUBHFPVT FGGFDU 	JJ
 BO FGGFDU PG B EJGGFSFOU OBUVSF PS BO
FGGFDU PG UIF TBNF OBUVSF CVU SFNBSLBCMF FGGFDU BOE 	JJJ
 BO FGGFDU XIJDI B QFSTPO
TLJMMFE JO UIF BSU DPVME OPU FYQFDU PO UIF CBTJT PG UIF TUBUF PG UIF BSU BU UIF UJNF PG
GJMJOH XFSF EJTDVTTFE GSPN UISFF QFSTQFDUJWFT� lDSJUJDBM TJHOJGJDBODFz lEFTDSJQUJPO PG
FNCPEJNFOUz BOE UIF lJOEFQFOEFODF SFRVJSFNFOU BQQSPBDI BOE TFDPOEBSZ
DPOTJEFSBUJPO BQQSPBDI.z "T B SFTVMU XF PCUBJOFE PQJOJPOT PO DBTFT XIFSF JU JT
BQQSPQSJBUF UP DPOTJEFS B DBTF BT BGGJSNJOH JOWFOUJWF TUFQ FUD.

(3) Issue 2: How should the inconsistency of the technical field and the problems 
to be solved by the invention between the claimed invention and a primary 
cited invention be taken into account?

'PDVTJOH PO UIF QSPCMFN UP CF TPMWFE CZ UIF QBSBNFUFST BOE OVNFSJDBM MJNJUBUJPOT
UIF GPMMPXJOH UXP QFSTQFDUJWFT XFSF EJTDVTTFE.
ŋ $PNNPOBMJUZ PG UIF UFDIOJDBM GJFME BOE UIF QSPCMFN UP CF TPMWFE CFUXFFO UIF
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DMBJNFE JOWFOUJPO BOE UIF QSJNBSZ DJUFE JOWFOUJPO
ŋ 'JOEJOH UIF QSPCMFN UP CF TPMWFE GSPN UIF DMBJNFE JOWFOUJPO BOE UIF QSJNBSZ DJUFE
JOWFOUJPO
"T B SFTVMU PG UIF EJTDVTTJPO UIF NFNCFST QFSDFJWFE UIBU JO UIF QSPDFTT PG

DPOTJEFSJOH UIF UFDIOJDBM TJHOJGJDBODF BOE BEWBOUBHFPVT FGGFDUT PG UIF QBSBNFUFST BOE
OVNFSJDBM MJNJUBUJPOT JO EFUFSNJOJOH JOWFOUJWF TUFQ JU JT VOEFOJBCMF UIBU XIFUIFS UIF
QSPCMFN UP CF TPMWFE JT JEFOUJDBM PS OPU CFUXFFO UIF DMBJNFE JOWFOUJPO BOE UIF
QSJNBSZ DJUFE JOWFOUJPO IBT BO PWFSBMM FGGFDU.

"GUFS EJTDVTTJOH IPX UIF QSPCMFN UP CF TPMWFE TIPVME CF GPVOE GSPN UIF DMBJNFE
JOWFOUJPO BOE UIF QSJNBSZ DJUFE JOWFOUJPO PQJOJPOT XFSF FYQSFTTFE TVDI BT
l"MUIPVHI JU JT BDDFQUBCMF GPS TPNF DBTFT UP CF TQFDJGJFE UISPVHIPVU UIF FOUJSF
TQFDJGJDBUJPO JU JT OPU EFTJSBCMF GPS FJUIFS BO BQQMJDBOU B QBUFOUFF PS UIJSE QBSUJFT UP
TQFDJGZ NBUUFST UIBU EJGGFS TJHOJGJDBOUMZ GSPN UIPTF EFTDSJCFE JO UIF <QSPCMFNT UP CF
TPMWFE CZ UIF JOWFOUJPO> GJFME.z

2�

      



Theme 3: Patent – Chemistry 2
Acceptability of supplemental results submitted after filing in 
determination of inventive step

*TTVFT

*O XIBU DBTFT DPVME TVQQMFNFOUBM SFTVMUT TVCNJUUFE BGUFS GJMJOH
CF UBLFO JOUP DPOTJEFSBUJPO 

*TTVF �� 0O XIBU CBTJT BSF TVQQMFNFOUBM SFTVMUT TVCNJUUFE BGUFS
UIF BQQMJDBUJPO QFSNJUUFE UP CF DPOTJEFSFE 

*TTVF 2� $PNQBSFE XJUI XIBU TIPVME UIF VOQSFEJDUBCJMJUZ BOE
SFNBSLBCMFOFTT PG UIF FGGFDU PG UIF DMBJNFE JOWFOUJPO CF
FWBMVBUFE 

*TTVF �� *O UIF DBTF PG NFEJDBM�VTF JOWFOUJPOT DIBSBDUFSJ[FE CZ
EPTBHF SFHJNFO XIBU TIPVME CF EFTDSJCFE JO UIF
TQFDJGJDBUJPO PO UIF GJMJOH EBUF TP UIBU VOQSFEJDUBCMF
BOE SFNBSLBCMF FGGFDUT PO UIF CBTJT PG TVQQMFNFOUBM
SFTVMUT TVCNJUUFE BGUFS GJMJOH DPVME CF EFEVDFE 

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� "VH. �� 2�2�
l5IFSBQFVUJD PS QSPQIZMBDUJD BHFOU GPS PTUFPQPSPTJTz $BTF
	*OWBMJEBUJPO 5SJBM /P. 2��8�8�����
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ��2�8 +VMZ �� 2���
l4VOTDSFFO DPNQPTJUJPOTz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2�������28�
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	2
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ��2�� .BZ 28 2��2
l.FUIPE BOE DPNQPTJUJPO GPS JOEVDJOH UVNPS�TQFDJGJD
DZUPUPYJDJUZz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P. 2��������82
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��2 	(ZP�,F
 ��2�2 .BS. �8 2���
l5IFSNPTUBCMF SJCPOVDMFBTF )z $BTF 	"QQFBM BHBJOTU
FYBNJOFS`T EFDJTJPO PG SFGVTBM /P. 2����������
 	IFSFJOBGUFS
l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� 0DU. �� 2���
l$BODFS USFBUNFOU ESVH DPOUBJOJOH F.*P BT BO BDUJWF
JOHSFEJFOUz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P. 2������8���
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z
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Issues and discussion results
3FHBSEJOH DPOTJEFSBUJPO PG FYQFSJNFOUBM SFTVMUT FUD. TVCNJUUFE BGUFS GJMJOH PG UIF

BQQMJDBUJPO 	IFSFJOBGUFS SFGFSSFE UP BT lFY�QPTU EBUBz
 JO EFUFSNJOJOH JOWFOUJWF TUFQ
UIF DBTF PG $PVSU %FDJTJPO 	2
 JT XFMM LOPXO. "OE BT TIPXO JO UIF l&YBNJOBUJPO
(VJEFMJOFT GPS PBUFOU BOE 6UJMJUZ .PEFMz UIFSF JT UIF QSBDUJDF UIBU JU DBO CF
DPOTJEFSFE JG B QFSTPO TLJMMFE JO UIF BSU DBO EFEVDF JU GSPN UIF EFTDSJQUJPOT JO UIF
TQFDJGJDBUJPO FUD. 6OEFS UIFTF DJSDVNTUBODFT GSPN "VHVTU 2�2� UP +VOF 2�22 UIFSF
XFSF FJHIU SFMBUFE EFDJTJPOT JODMVEJOH $PVSU %FDJTJPO 	�
 DPODFSOJOH UIF
EFUFSNJOBUJPO PG JOWFOUJWF TUFQ PG NFEJDBM�VTF JOWFOUJPOT TQFDJGJFE CZ JUT EPTBHF BOE
BENJOJTUSBUJPO BOE JO UIFTF EFDJTJPOT UIF FY�QPTU EBUB XFSF OPU UBLFO JOUP
DPOTJEFSBUJPO.

8JUI SFHBSE UP DPOTJEFSBUJPO PG FY�QPTU EBUB UIF NFNCFST PG UIF 4UVEZ (SPVQ
FYBNJOFE *TTVFT � UP � DPODFSOJOH XIBU TIPVME CF XSJUUFO JO UIF TQFDJGJDBUJPO JO
PSEFS UP TBZ UIBU B QFSTPO TLJMMFE JO UIF BSU DPVME EFEVDF UIF BMMFHFE NBUUFS CBTFE PO
UIF FY�QPTU EBUB GSPN UIF EFTDSJQUJPOT FUD. GSPN UIF WJFXQPJOU PG UIF UFDIOJDBM
TJHOJGJDBODF PG UIF DMBJNFE JOWFOUJPO BT VOEFSTUPPE GSPN UIF TQFDJGJDBUJPO FUD.
LFFQJOH JO NJOE XIFSF UIF EJWJEJOH MJOF PG BDDFQUBODF PS SFKFDUJPO PG UIF
DPOTJEFSBUJPO PG FY�QPTU EBUB MJFT JO $PVSU %FDJTJPOT 	�
 BOE 	2
.

(1) Issue 1: On what basis are supplemental results submitted after the application 
permitted to be considered?

5IF NFNCFST DPOGJSNFE UIBU UIF DPOTJEFSBUJPO NBZ CF SFMBUFE UP IPX UIF lQSPCMFN
UP CF TPMWFE BOE NFBOT PG TPMVUJPOz XIJDI BSF JOTFQBSBCMZ MJOLFE UP lFGGFDUT PG UIF
JOWFOUJPOz BSF EFTDSJCFE JO UIF PSJHJOBM TQFDJGJDBUJPO BOE XIBU JT UIF UFDIOJDBM
TJHOJGJDBODF PG UIF DMBJNFE JOWFOUJPO BT VOEFSTUPPE GSPN UIF EFTDSJQUJPOT JO PUIFS
XPSET JO XIBU CBDLHSPVOE BSU UIF DMBJNFE JOWFOUJPO IBT XIBU QSPCMFN UP CF TPMWFE
UIF JOWFOUJPO IBT BOE XIBU JT UIF TPMVUJPO VTFE UP TPMWF JU.

(2) Issue 2: Compared with what should the unpredictability and remarkableness 
of the effect of the claimed invention be evaluated?

5IF NFUIPE PG EFUFSNJOJOH UIF FYJTUFODF PG BO lVOQSFEJDUBCMF BOE SFNBSLBCMF
FGGFDUz JO SFMBUJPO UP lFGGFDUz JO EFUFSNJOJOH JOWFOUJWF TUFQ JODMVEFT UIF BQQSPBDI PG
DPNQBSJTPO XJUI UIF NBJO DJUFE JOWFOUJPO UIF BQQSPBDI PG DPNQBSJTPO XJUI UIF
DPOTUJUVUJPO PG UIF JOWFOUJPO BOE UIF BQQSPBDI PG DPNQBSJTPO XJUI UIF TUBUF PG UIF BSU�
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IPXFWFS JU BQQFBST UIBU UIF 4VQSFNF $PVSU JO $BTF /P. 2��8 	(ZP�)J
 �� PG "VH. 2�
2��� SFOEFSFE UIF EFDJTJPO PO UIF QSFNJTF UIBU UIF BQQSPBDI PG DPNQBSJTPO XJUI UIF
DMBJNFE JOWFOUJPO TIPVME CF BQQMJFE. *O $PVSU %FDJTJPO 	�
 BGUFS RVPUJOH UIF TBNF
4VQSFNF $PVSU EFDJTJPO JU XBT TUBUFE� l)PXFWFS BT JU JT EJGGJDVMU UP EFUFSNJOF
XIFUIFS PS OPU JU IBT BO VOQSFEJDUBCMF BOE SFNBSLBCMF FGGFDU TPMFMZ GSPN UIF
DPOTUJUVUJPO PG UIF JOWFOUJPO JU JT VOEFSTUPPE UIBU UIF FGGFDU PG B DJUFE JOWFOUJPO
TFMFDUFE BT IBWJOH B DPOTUJUVUJPO TJNJMBS UP UIBU PG UIF JOWFOUJPO PS UIF TBNF UZQF PG
FGGFDUT BDIJFWFE JO UIF TUBUF PG UIF BSU NBZ CF UBLFO JOUP DPOTJEFSBUJPO.z #Z DMBSJGZJOH
UIF NFUIPE PG EFUFSNJOBUJPO NPSF TQFDJGJDBMMZ UIF NFNCFST DPOGJSNFE UIBU DPVSU
EFDJTJPOT NBEF QSJPS UP UIJT 4VQSFNF $PVSU EFDJTJPO BMTP UFOEFE UP UBLF UIF BQQSPBDI
PG DPNQBSJTPO XJUI UIF DMBJNFE JOWFOUJPO.

(3) Issue 3: In the case of medical-use inventions characterized by dosage regimen, 
what should be described in the specification on the filing date, so that 
unpredictable and remarkable effects on the basis of supplemental results 
submitted after filing could be deduced?

5IF JOWFOUJPO JO $PVSU %FDJTJPO 	�
 JT B NFEJDBM�VTF JOWFOUJPO UIBU IBT UFDIOJDBM
TJHOJGJDBODF JO UIBU JU BQQMJFT DPOWFOUJPOBMMZ LOPXO BDUJWF JOHSFEJFOUT UP lB NFEJDBM
VTF JO XIJDI JU JT BQQMJFE UP B TQFDJGJD EJTFBTF BU B TQFDJGJD EPTBHF PS BENJOJTUSBUJPO.z
)PXFWFS UIF PSJHJOBM TQFDJGJDBUJPO EJE OPU DMFBSMZ TUBUF UIF lQSPCMFN UP CF TPMWFE BOE
TPMVUJPOz XIJDI BSF JOTFQBSBCMZ MJOLFE UP UIF FGGFDU BMMFHFE CZ UIF FY�QPTU EBUB� PO
UIF DPOUSBSZ B DJUFE JOWFOUJPO XBT MJTUFE BT QSJPS BSU XIJDI XBT JEFOUJDBM JODMVEJOH
EPTBHF BOE BENJOJTUSBUJPO FYDFQU UIBU UIF HSPVQ PG PTUFPQPSPTJT QBUJFOUT XBT OPU
GVSUIFS MJNJUFE. 5IFSF XFSF DJSDVNTUBODFT JO XIJDI XIFO DPOTJEFSJOH UIF FGGFDU PG
UIF DMPTFMZ SFMBUFE DJUFE JOWFOUJPO BOE UIF TBNF UZQF PG FGGFDUT BDIJFWFE JO UIF TUBUF
PG UIF BSU UIF VOQSFEJDUBCMF BOE SFNBSLBCMF FGGFDU UP CF BMMFHFE CZ UIF FY�QPTU EBUB
DPVME OPU CF UBLFO JOUP DPOTJEFSBUJPO. 5IF EJTDVTTJPO XBT DPODMVEFE UIBU $PVSU
%FDJTJPO 	�
 XBT B DBTF PG DPNQSFIFOTJWF EFUFSNJOBUJPO PG UIFTF DJSDVNTUBODFT BOE
UIBU UIFSF XBT OP DIBOHF JO UIF DPODFQU PG EFBMJOH XJUI BO FY�QPTU EBUB BT
EFUFSNJOFE CZ $PVSU %FDJTJPO 	2
 FUD. XIJDI TUBUFT UIBU JG B QFSTPO TLJMMFE JO UIF BSU
DBO JOGFS JU GSPN UIF TQFDJGJDBUJPO FUD. UIF EBUB TIPVME CF DPOTJEFSFE BT MPOH BT JU
EPFT OPU FYDFFE UIF TDPQF PG UIF EFTDSJQUJPOT.

8IFO BJNJOH UP PCUBJO B QBUFOU GPS B NFEJDBM�VTF JOWFOUJPO TQFDJGJFE CZ EPTBHF BOE
BENJOJTUSBUJPO EJTDMPTVSF PG UFDIOJDBM JEFBT TVDI BT UIF lQSPCMFN UP CF TPMWFE BOE
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TPMVUJPOz BOE UIF UFDIOJDBM TJHOJGJDBODF BSF NPSF SFRVJSFE CFBSJOH JO NJOE UIBU UIF
SFMBUJPOTIJQ CFUXFFO UIF BDUJWF JOHSFEJFOUT BOE UIF JOUFOEFE VTF JT QVCMJDMZ LOPXO
BOE UIBU UIFSF BSF DMPTFMZ SFMBUFE DJUFE JOWFOUJPOT BOE BOUJDJQBUJOH IPX UIF
VOQSFEJDUBCJMJUZ BOE SFNBSLBCMFOFTT PG UIF FGGFDUT XJMM CF BMMFHFE JO UIF GVUVSF.
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Theme 4: Patent – Electricity
Eligibility for patent (mental activities of humans, arbitrary 
arrangements)

*TTVFT

*TTVF �� *O UIF MJHIU PG SFDFOU DPVSU EFDJTJPOT XIBU JT UIF
EFTDSJQUJPO PG UIF DMBJNT BOE SFMBUFE FMFNFOUT UIBU MFBET
JOWFOUJPOT SFMBUJOH UP NFOUBM BDUJWJUJFT PG IVNBOT BOE
BSCJUSBSZ BSSBOHFNFOUT UP FMJHJCJMJUZ GPS QBUFOU MJLF 

*TTVF 2� )PX DPV ME UIF DPSSFTQPOEFODF CFUXFFO UIF
EFUFSNJOBUJPO NFUIPET JO SFDFOU DPVSU EFDJTJPOT BOE
UIF QSPWJTJPOT PG UIF &YBNJOBUJPO (VJEFMJOFT GPS PBUFOU
BOE 6UJMJUZ .PEFM CF VOEFSTUPPE 

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� /PW. 22 2�2�
l0OF TZTUFN GPS EPTBHF EBZ DPVOU DBMDVMBUJPO JODMVEJOH
QSFTDSJQUJPO QSPWJEFE XJUI QBUJFOU QPTTFTTJPO JUFN BOE
QBUJFOU�QPTTFTTFE NFEJDBM QSPEVDUz $BTF 	"QQFBM BHBJOTU
FYBNJOFS`T EFDJTJPO PG SFGVTBM /P. 2�22��2����
 	IFSFJOBGUFS
l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����2 %FD. 2� 2�2�
l"OBMZTJT NFUIPE PG IBJSDVU UFDIOJRVFTz $BTF 	"QQFBM BHBJOTU
FYBNJOFS`T EFDJTJPO PG SFGVTBM /P. 2�2����2���
 	IFSFJOBGUFS
l$PVSU %FDJTJPO 	2
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� +VOF �8 2�2�
l.FUIPE GPS TFUUMJOH FMFDUSPOJDBMMZ SFDPSEFE NPOFUBSZ DMBJNT
BOE NPOFUBSZ DMBJNT NBOBHFNFOU TFSWFSz $BTF 	"QQFBM
BHBJOTU FYBNJOFS`T EFDJTJPO PG SFGVTBM /P. 2����������

	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ��2�2 0DU. �� 2��8
l4UFBL QSPWJEJOH TZTUFNz $BTF 	0QQPTJUJPO /P. 2����������

	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� 'FC. 2� 2���
l&OFSHZ TBWJOH BDUJPO TIFFUz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2������8���
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


Issues and discussion results
(1) Issue 1: In the light of recent court decisions, what is the description of the 

claims and related elements that leads inventions relating to mental activities 
of humans and arbitrary arrangements to eligibility for patent like?

0O UIF CBTJT PG $PVSU %FDJTJPOT 	�
 UP 	�
 UIF NFNCFST PG UIF 4UVEZ (SPVQ
EJTDVTTFE UIF EFTDSJQUJPO PG UIF DMBJNT FUD. UIBU MFBET JOWFOUJPOT SFMBUJOH UP NFOUBM
BDUJWJUJFT GPS IVNBOT BOE BSCJUSBSZ BSSBOHFNFOUT UP FMJHJCJMJUZ GPS QBUFOU.
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A. Points to note when drafting the claims and specification, etc.
*G UIF JOWFOUJPO DBO CF DMBJNFE BT B DPNQVUFS�TPGUXBSF�SFMBUFE JOWFOUJPO JU TIPVME

CF JODMVEFE JO UIF DMBJNT.
)PXFWFS JU JT OPU FOPVHI UP TJNQMZ TUBUF JO UIF DMBJNT UIBU B DPNQVUFS JT VTFE. *U

JT JNQPSUBOU UP JODMVEF EFWJDFT VTFE BT NFBOT UP TPMWF UIF QSPCMFN DPNNVOJDBUJPO
CFUXFFO EFWJDFT BOE UIF TQFDJGJD PQFSBUJPO PG TJHOBM QSPDFTTJOH JO UIF DMBJNT XIJMF
LFFQJOH JO NJOE UIF EFTDSJQUJPO PG UIF TQFDJGJDBUJPO XIFSF UIF QSPCMFN UP CF TPMWFE
CZ UIF JOWFOUJPO BOE JUT FGGFDU TIPVME CF EJSFDUFE UP TPNFUIJOH PUIFS UIBO NFOUBM
BDUJWJUZ PG IVNBOT PS BSCJUSBSZ BSSBOHFNFOUT.

*G UIF JOWFOUJPO JT OPU B DPNQVUFS�TPGUXBSF�SFMBUFE JOWFOUJPO JU JT FTTFOUJBM UP
EFTDSJCF UIF TQFDJGJD UFDIOJDBM NFBOT JO UIF DMBJNT BOE UIF EFTDSJQUJPO PG UIF
TQFDJGJDBUJPO TIPVME CF VOEFSTUBOEBCMF UIBU UIF TQFDJGJD UFDIOJDBM NFBOT DPOUSJCVUF UP
TPMWJOH UIF QSPCMFN PG UIF JOWFOUJPO.

3FHBSEJOH $PVSU %FDJTJPO 	�
 XIFO EJTDVTTJOH XIFUIFS B TZTUFN UIBU EPFT OPU VTF
B DPNQVUFS TIPVME CF USFBUFE BT BO JOWFOUJPO PG B QSPEVDU UIFSF XFSF PQJOJPOT UIBU B
DPNCJOBUJPO PG TFWFSBM FMFNFOUT DPVME CF B TZTUFN HJWFO UIF EJDUJPOBSZ NFBOJOH PG
UIF XPSE lTZTUFN.z

B. What allegations should an applicant/patentee make if eligibility for patent 
becomes an issue in court (and in the examination or trial and appeal)?
*U TIPVME CF BMMFHFE UIBU UIF UFDIOJDBM TJHOJGJDBODF PG UIF JOWFOUJPO JT OPU EJSFDUFE

TPMFMZ UP BSCJUSBSZ BSSBOHFNFOUT PS NFOUBM BDUJWJUJFT PG IVNBOT BOE UIBU UIF
TUSVDUVSF PG UIF UFDIOJDBM NFBOT UP TPMWF UIF QSPCMFN PS UP BDIJFWF UIF FGGFDU BOE UIF
NFDIBOJTN GPS TPMWJOH UIF QSPCMFN BSF TQFDJGJDBMMZ EFTDSJCFE JO UIF DMBJNT� FWFO JG
UIF QVSQPTF PG UIF JOWFOUJPO JT EJSFDUFE UP BSCJUSBSZ BSSBOHFNFOUT PS NFOUBM
BDUJWJUJFT PG IVNBOT JU TIPVME CF BMMFHFE UIBU B OFX QSPCMFN UP CF TPMWFE IBT CFFO
FTUBCMJTIFE BOE UIBU UIF TQFDJGJD UFDIOJDBM NFBOT GPS TPMWJOH UIF QSPCMFN BSF
EFTDSJCFE JO UIF DMBJNT.

C. Relationship between eligibility for patent and other reasons for refusal
8IFO FMJHJCJMJUZ GPS QBUFOU JT BU JTTVF OPWFMUZ BOE JOWFOUJWF TUFQ BT XFMM BT

EFTDSJQUJPO SFRVJSFNFOUT TVDI BT TVQQPSU DMBSJUZ BOE FOBCMFNFOU SFRVJSFNFOUT NBZ
CFDPNF BO JTTVF TJNVMUBOFPVTMZ.
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'PS OPWFMUZ BOE JOWFOUJWF TUFQ SFBTPOT GPS SFGVTBM DBO CF SFTPMWFE CZ EFGJOJOH UIF
JOWFOUJPO BT B DPNQVUFS�TPGUXBSF�SFMBUFE JOWFOUJPO BT GBS BT QPTTJCMF BOE CZ BEEJOH B
NFBOT PUIFS UIBO BSCJUSBSZ BSSBOHFNFOUT JO UIF DMBJNT.

'PS EFTDSJQUJPO SFRVJSFNFOUT SFBTPOT GPS SFGVTBM DBO CF SFTPMWFE CZ TQFDJGZJOH UIF
NFEJVN BT UIF JOWFOUFE QSPEVDU BOE CZ EFTDSJCJOH UIF NFDIBOJTN GPS TPMWJOH UIF
QSPCMFN VTJOH UFDIOJDBM NFBOT TVDI BT DPNQVUFST BOE IBSEXBSF JO UIF DMBJNT
TQFDJGJDBUJPO FUD.

D. Specific content of “as a whole”
5IF GPMMPXJOH TQFDJGJD GBDUPST DBO CF GPVOE GSPN UIF lBT B XIPMFz DSJUFSJB GPS

EFUFSNJOJOH FMJHJCJMJUZ GPS QBUFOU PO UIF CBTJT PG $PVSU %FDJTJPOT 	�
 UP 	�
� 	J
 XIFUIFS
UIF DMBJNT EFTDSJCF BSCJUSBSZ BSSBOHFNFOUT PS NFOUBM BDUJWJUJFT PG IVNBOT JUTFMG 	JJ

XIFUIFS B TZTUFN EFGJOFE JO UIF JOWFOUJPO JT TQFDJGJFE BT UIF UFDIOJDBM NFBOT GPS
TPMWJOH UIF QSPCMFN BOE 	JJJ
 XIFUIFS UIF UFDIOJDBM TJHOJGJDBODF PG UIF JOWFOUJPO JT
EJSFDUFE UP BSCJUSBSZ BSSBOHFNFOUT PS NFOUBM BDUJWJUJFT PG IVNBOT JUTFMG.

(2) Issue 2: How could the correspondence between the determination methods in 
the Reference Court Decisions and the provisions of the Examination 
Guidelines for Patent and Utility Model be understood? Are there any points 
of difference that affect practice?

"MUIPVHI UIF &YBNJOBUJPO (VJEFMJOFT EP OPU TUBUF UIBU UFDIOJDBM TJHOJGJDBODF TIPVME
CF MPPLFE BU UIF DPODMVTJPO PO FMJHJCJMJUZ GPS QBUFOU NJHIU CF UIF TBNF VOEFS CPUI
EFUFSNJOBUJPO NFUIPET.

*O UIF EFUFSNJOBUJPO QSPDFTT UIF &YBNJOBUJPO (VJEFMJOFT GPDVT PO UIF EFTDSJQUJPO
PG UIF DMBJNT XIJMF UIF DPVSU EFDJTJPOT MPPL BU UIF EFTDSJQUJPO PG UIF DMBJNT BOE
TQFDJGJDBUJPO UP DPOTJEFS UIF UFDIOJDBM TJHOJGJDBODF GPS EFUFSNJOBUJPO.

)PXFWFS UIF &YBNJOBUJPO (VJEFMJOFT BMTP TUBUF lUIF DIBSBDUFSJTUJD PG UIF
UFDIOPMPHZ JT UP CF DPOTJEFSFE JO EFUFSNJOJOH XIFUIFS B DMBJNFE JOWFOUJPO BT B XIPMF
VUJMJ[FT UIF MBXT PG OBUVSFz BOE UIFSF XFSF PQJOJPOT UIBU UIF FYBNJOFS DPVME BMTP
DPOTJEFS FMJHJCJMJUZ GPS QBUFOU PO UIF CBTJT PG UFDIOJDBM TJHOJGJDBODF.
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Theme 5: Design
Determination of similarity between designs (Determining 
entity)

*TTVFT

*TTVF �� 8IBU GBDUPST TIPVME CF VTFE UP EFUFSNJOF UIF
EFUFSNJOJOH FOUJUZ JO UIF EFUFSNJOBUJPO PG TJNJMBSJUZ 

*TTVF 2� 8IBU TIPV ME CF LFQU JO NJOE SFHBSE JOH UIF
DIBSBDUFSJTUJDT PG UIF EFUFSNJOJOH FOUJUZ JO UIF
EFUFSNJOBUJPO PG TJNJMBSJUZ 

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����8 +VOF �2 2�2�
l3PPG UJ MFz $BTF 	*OWBMJEBUJPO 5SJBM /P. 2�2��88����

	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� %FD. 2� 2�2�
l3PPG UJ MFz $BTF 	*OWBMJEBUJPO 5SJBM /P. 2�22�88����

	IFSFJOBGUFS l$PVSU %FDJTJPO 	2
z


ㅡ5PLZP )JHI $PVSU $BTF /P. 2��2 	(ZP�,F
 �2� +VOF �� 2���
lPSPUFDUJWF DPWFS GPS XJSJOHz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2��������28
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� +BO. �8 2���
l$POTUSVDUJPO XBMM QBOFMz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2������2���
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ���2� +VMZ �� 2���
l)PSJ[POUBMMZ MBJE SPPG QBOFMz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2������2���
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��2 	(ZP�,F
 ����������� /PW. 2�
2��2 l"SUJGJDJBM UPPUIz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2��������22 ����2� ����2������2�
����2�
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


Issues and discussion results
(1) Issue 1

5IF EFUFSNJOJOH FOUJUZ GPS UIF EFUFSNJOBUJPO PG TJNJMBSJUZ CFUXFFO EFTJHOT JT
TUJQVMBUFE JO "SUJDMF 2�	2
 PG UIF %FTJHO "DU 	TDPQF PG B SFHJTUFSFE EFTJHO FUD.
 BT
lDPOTVNFST.z *O QSBDUJDF lDPOTVNFSTz BSF VOEFSTUPPE UP JODMVEF lUSBEFSTz BOE UIF
TBNF BQQMJFT UP UIF EFUFSNJOBUJPO PG TJNJMBSJUZ VOEFS "SUJDMF �	�
	JJJ
 PG UIF %FTJHO "DU
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	OPWFMUZ
. )PXFWFS JU EFQFOET PO UIF JOEJWJEVBM DBTF BT UP XIJDI UZQF PG DPOTVNFS JT
DPOTJEFSFE UP CF UIF EFUFSNJOJOH FOUJUZ.

*O UIF EFUFSNJOBUJPO PG TJNJMBSJUZ CFUXFFO EFTJHOT VOEFS "SUJDMF �	�
	JJJ
 PG UIF
%FTJHO "DU XF FYBNJOFE XIBU GBDUPST TIPVME CF VTFE UP EFUFSNJOF UIF EFUFSNJOJOH
FOUJUZ UISPVHI EJTDVTTJPOT PO FBDI PG UIF GPMMPXJOH TQFDJGJD JTTVFT.

A. Determining entity for the determination of similarity in Court Decisions (1) 
and (2) (hereinafter referred to as the “Roof tile Cases”)
*O UIF DPVSU EFDJTJPOT PG UIF 3PPG UJMF $BTFT JU XBT GPVOE UIBU UIF QSJNBSZ

DPOTVNFS XBT UIF DMJFOU XIP PSEFSFE UIF DPOTUSVDUJPO PG UIF SPPG PG B CVJMEJOH FUD.
BOE XIP TIPVME CF UIF PXOFS BMUIPVHI UIF CVJMEFST FUD. XIP DPOTUSVDUFE UIF SPPG
UJMF SPPGT XFSF BMTP DPOTJEFSFE DPOTVNFST. "T GPS UIF CBDLHSPVOE PG UIF GJOEJOH UIF
PQJOJPO XBT FYQSFTTFE UIBU UIJT XBT EVF UP UIF GBDUT UIBU SPPG UJMFT BSF BO BSUJDMF
XIFSF UIF BFTUIFUJD JNQSFTTJPO PG UIF WJTJCMF FYUFSOBM GPSN BGUFS DPOTUSVDUJPO JT
JNQPSUBOU BOE UIBU UIF DMJFOU IBT UIF BVUIPSJUZ UP EFDJEF PO UIF TFMFDUJPO PG SPPG UJMFT.
5IF NBKPSJUZ PG PQJOJPOT IFME UIBU UIF GJOEJOH PG UIF EFUFSNJOJOH FOUJUZ BOE UIF
SFBTPOJOH CFIJOE UIF EFDJTJPO JO UIF 3PPG UJMF $BTFT XFSF BQQSPQSJBUF. )PXFWFS UIFSF
XBT BMTP BO PQJOJPO TVHHFTUJOH UIBU UIF WJFXQPJOU PG UIF CVJMEFS TIPVME CF DPOTJEFSFE
JNQPSUBOU BT UIF BSUJDMF JT POF UIBU SFRVJSFT TUBCJMJUZ BOE TBGFUZ BGUFS DPOTUSVDUJPO.

B. What background factors generally influence the finding of the determining 
entity?
5IFSF XBT BO PQJOJPO UIBU UIF GJOEJOH PG UIF EFUFSNJOJOH FOUJUZ JT CBTFE PO B

DPOTJEFSBUJPO PG UIF OBUVSF QVSQPTF BOE NPEFT PG VTF PG B UBSHFU BSUJDMF UP XIJDI UIF
EFTJHO JT BQQMJFE BOE UIBU JG UIF BQQFBSBODF PG UIF BSUJDMF JOGMVFODFT UIF QVSDIBTJOH
EFDJTJPOT PG UIF FOE VTFST UIF EFUFSNJOJOH FOUJUZ JT UIF HFOFSBM DPOTVNFST CVU JG UIF
TIBQF PG UIF BSUJDMF XIJDI JT EFSJWFE GSPN JUT GVODUJPO JOGMVFODFT UIF QVSDIBTJOH
EFDJTJPOT UIF EFUFSNJOJOH FOUJUZ DPVME CF lFYQFSUTz JO BEEJUJPO UP UIF HFOFSBM
DPOTVNFST.

5IF PQJOJPO XBT FYQSFTTFE UIBU GPDVTJOH PO DPOTVNFS`T EFNBOE BDUJPO XIFUIFS PS
OPU QFSTPOT PUIFS UIBO FOE VTFST 	TVDI BT FYQFSUT
 BSF JOWPMWFE JO UIF TFMFDUJPO PS
DPOTUSVDUJPO PG UIF QSPEVDU XJMM JOGMVFODF UIF GJOEJOH PG UIF EFUFSNJOJOH FOUJUZ. 5IFSF
XBT BMTP BO PQJOJPO UIBU EJGGFSFODFT JO UIF GJOEJOH PG UIF EFUFSNJOJOH FOUJUZ DPVME
BSJTF EFQFOEJOH PO B XIPMF EFTJHO BOE B QBSUJBM EFTJHO PS EFQFOEJOH PO XIJDI QBSU
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UP GPDVT PO XIFO UIF QVSQPTF PS GVODUJPO PG FBDI QBSU PG UIF BSUJDMF JT EJGGFSFOU.

5IF GPMMPXJOH JTTVFT XFSF BMTP EJTDVTTFE� lUIF EFUFSNJOJOH FOUJUZ GPS UIF
EFUFSNJOBUJPO PG TJNJMBSJUZ JO $PVSU %FDJTJPOT 	�
 UP 	�
z lUIF DBUFHPSZ PG bDPOTVNFST`z
lDBTFT XIFSF UIF EFUFSNJOJOH FOUJUZ JT OPU TQFDJGJFEz BNPOH PUIFST.

*O BEEJUJPO UIF NFNCFST SFWJFXFE BOE EJTDVTTFE UIF QSPWJTJPOT BOE DPODFQUT
DPODFSOJOH UIF EFUFSNJOJOH FOUJUZ BGUFS UIF l'MFYJCMF FMBTUJD IPTFz DBTF 	4VQSFNF
$PVSU EFDJTJPO PG .BS. �� ���� $BTF /P. ���� 	(ZP�5TV
 ��
.

(2) Issue 2
*O EFUFSNJOJOH UIF TJNJMBSJUZ CFUXFFO EFTJHOT VOEFS "SUJDMF �	�
	JJJ
 PG UIF %FTJHO

"DU XF FYBNJOFE IPX UIF DIBSBDUFSJTUJDT PG UIF EFUFSNJOJOH FOUJUZ JOGMVFODF UIF
EFUFSNJOBUJPO PG TJNJMBSJUZ BNPOH PUIFST UISPVHI EJTDVTTJPOT PO FBDI PG UIF
GPMMPXJOH JTTVFT.

A. How did the fact that the client was found to be an important consumer in the 
Roof tile Case influence the determination of similarity?
*O UIF UXP 3PPG UJMF $BTF EFDJTJPOT UIF DPVSU EFUFSNJOFE UIF EFTJHOT UP CF TJNJMBS

CBTFE PO UIF GBDU UIBU UIF DMJFOU XBT GPVOE UP CF BO JNQPSUBOU DPOTVNFS BOE CZ
GPDVTJOH PO UIF DPNNPO GFBUVSFT JO UIF FYUFSOBM GPSN WJTJCMF BGUFS DPOTUSVDUJPO.
5IFSFGPSF UIFSF XBT BO PQJOJPO UIBU UIF GBDU UIBU UIF DMJFOU XBT NBJOMZ GPVOE UP CF
UIF JNQPSUBOU DPOTVNFS JOGMVFODFE UIF EFUFSNJOBUJPO PG TJNJMBSJUZ JO UIF DPVSU
EFDJTJPOT. )PXFWFS UIFSF XFSF BMTP PQJOJPOT UIBU XIJMF UIF GBDUPST PG UIF EFUFSNJOJOH
FOUJUZ BMTP IBE TPNF JOGMVFODF PUIFS SFBTPOT TVDI BT UIF GBDU UIBU UIF SPPG UJMF`T
JOWFSUFE 6�TIBQFE QBUUFSO XBT OFX BOE VOVTVBM BMTP JOGMVFODFE UIF EFUFSNJOBUJPO.

B. In general, how does the finding of the determining entity influence the 
determination of similarity?
5IFSF XBT BO PQJOJPO UIBU UIF HFOFSBM DPOTVNFST UFOE UP FNQIBTJ[F UIF PWFSBMM

DPNQPTJUJPO BOE FWFO NPSF UIFZ UFOE UP FNQIBTJ[F UIF QBSUT UIBU BSF FBTJMZ
OPUJDFBCMF BU B HMBODF BOE BMTP UIF TIBQF PG UIF QBSUT UIBU BSF JNQPSUBOU XIFO
NBLJOH B QVSDIBTF EFDJTJPO 	UIF QBSUT QSJPSJUJ[FE XIFO TFMFDUJOH B EFTJHO
. 0O UIF
PUIFS IBOE UIFSF XBT BO PQJOJPO UIBU FYQFSUT UFOE UP PCTFSWF EFUBJMT BOE JO
QBSUJDVMBS SBUIFS UIBO PCTFSWJOH UIF XIPMF JO EFUBJM UIFZ BSF UIPVHIU UP PCTFSWF
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EFUBJMT SFMBUFE UP GVODUJPOT JNQPSUBOU GVODUJPOBM QBSUT JNQSPWFE QBSUT FUD.

5IF GPMMPXJOH JTTVFT XFSF BMTP EJTDVTTFE� lIPX EJE UIF EFUFSNJOJOH FOUJUZ JOGMVFODF
UIF EFUFSNJOBUJPO PG TJNJMBSJUZ JO $PVSU %FDJTJPOT 	�
 UP 	�
z lIPX TIPVME TIBQFT BOE
PUIFS BTQFDUT UIBU BUUSBDU UFDIOJDBM JOUFSFTU CF FWBMVBUFEz lUIF EJGGFSFODFT CFUXFFO B
MJUJHBUJPO SFTDJOEJOH B USJBM EFDJTJPO 	"SUJDMF �	�
	JJJ
 PG UIF %FTJHO "DU
 BOE BO
JOGSJOHFNFOU MJUJHBUJPO 	"SUJDMF 2� PG UIF %FTJHO "DU
z lXIBU TIPVME CF DPOTJEFSFE
XIFO EFUFSNJOJOH TJNJMBSJUZ CFUXFFO EFTJHOT XJUI BOE XJUIPVU DPMPS EJGGFSFODFTz
BNPOH PUIFST.
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Theme 6: Trademark
Trademark Act, Article 4(1)(xi) Determination of similarity of 
composite trademark

*TTVFT

*TTVF �� &YUSBDU JPO PG B QSJNBSZ QBSU XIFSF TFQBSBUF
PCTFSWBUJPO JT QPTTJCMF

*TTVF 2� $BTFT XIFSF POF PG UIF DPOTUJUVFOU QBSUT JT OPU B
QSJNBSZ QBSU

*TTVF �� *OGMVFODF PG FMFNFOUT PO FYUSBDUJPO PG B QSJNBSZ QBSU

*TTVF �� 5SBEFNBSL DPOTJTUJOH PG BO BMSFBEZ SFHJTUFSFE
USBEFNBSL BOE BEEFE DIBSBDUFST FUD.

.BKPS +P0�
$PVSU %FDJTJPOT
GPS 3FGFSFODF

ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� /PW. �� 2�2�
l༡
ʘ7&/563&z $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P.2�22���8���
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ���88 'FC. 22 2�2�
l)PNFT�LVOz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P. 2�2��������
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	2
z


ㅡ*P )JHI $PVSU $BTF /P. 2�2� 	(ZP�,F
 ����� 'FC. 22 2�2� l०
+"P"/ʘ4)V/z $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P. 2����������
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ���2� 4FQU. �2 2���
l4*(/"563&z $BTF 	"QQFBM BHBJOTU FYBNJOFS`T EFDJTJPO PG
SFGVTBM /P. 2��8���2���
 	IFSFJOBGUFS l$PVSU %FDJTJPO 	�
z


ㅡ*P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� +BO. 28 2��� lΤ
Ϧ Τ ʔ ϧ ʘJ�OBʘ Π ʔ φz $BTF 	"QQFBM BHBJOTU FYBNJOFS`T
EFDJTJPO PG SFGVTBM /P. 2�����22���
 	IFSFJOBGUFS l$PVSU
%FDJTJPO 	�
z


Issues and discussion results
(1) Issue 1: Extraction of a primary part where separate observation is possible

5IF NFNCFST PG UIF 4UVEZ (SPVQ EJTDVTTFE CBTFE PO XIFUIFS FBDI DPOTUJUVFOU
QBSU CFDPNFT JO QSJODJQMF B QSJNBSZ QBSU JG UIFSF JT OP EJGGFSFODF JO EJTUJODUJWFOFTT
CFUXFFO UIF DPOTUJUVFOU QBSUT BOE UIFZ BSF TFQBSBUFMZ PCTFSWBCMF.

*O UIJT SFHBSE GSPN UIF QPJOU PG WJFX UIBU JO QSJODJQMF FBDI QBSU JT B QSJNBSZ QBSU
UIFSF XBT B WJFX UIBU JG OPU TP JOUFSQSFUFE JU NJHIU BMMPX UIF SFHJTUSBUJPO PG B
TVCTFRVFOU BQQMJDBUJPO XIJDI JT B LJOE PG TJEF�UBLJOH PG BOPUIFS QFSTPO`T SFHJTUFSFE
USBEFNBSL BOE UIFSF XFSF JOEJDBUJPOT UIBU UIF 4VQSFNF $PVSU EFDJTJPO JO UIF
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l-:3"5","3";6,"z DBTF XBT CBTFE PO UIF QSJODJQMF UIBU FBDI DPOTUJUVFOU QBSU
DBO CF FYUSBDUFE TFQBSBUFMZ. *U XBT BMTP OPUFE UIBU UIF KVEHNFOU PG $PVSU %FDJTJPO 	�

FNCPEJFT UIF QFSNJTTJCMF DPOEJUJPOT PG TFQBSBUF PCTFSWBUJPO JOEJDBUFE CZ UIF
l-:3"5","3";6,"z EFDJTJPO GSPN UIF QFSTQFDUJWF PG UIF VOJUZ PG UIF USBEFNBSL`T
BQQFBSBODF BMUIPVHI JU JODMVEFT UIF QPJOU UIBU OPU FWFSZUIJOH JT OFDFTTBSJMZ B QSJNBSZ
QBSU PG UIF USBEFNBSL.

0O UIF PUIFS IBOE UIF WJFXQPJOU UIBU FBDI DPOTUJUVFOU QBSU EPFT OPU JNNFEJBUFMZ
CFDPNF B QSJNBSZ QBSU XBT NBJOMZ CBTFE PO UIF JEFB UIBU UIF SFMFWBODF UP B QSJNBSZ
QBSU JT EFUFSNJOFE PO UIF CBTJT PG EJGGFSFODFT JO EJTUJODUJWFOFTT BMUIPVHI UIFSF XFSF
TPNF JEFBT UIBU GPDVTFE PO UIF BQQFBSBODF PG UIF DPOTU J UVFOU QBSUT
	l-:3"5","3";6,"z EFDJTJPO
 BOE UIF VOJUZ PG UIF DPOTUJUVUJPO QBSUT 	$PVSU
%FDJTJPO 	�

. )PXFWFS UIFSF XBT BMTP B WJFX UIBU JG FBDI DPOTUJUVFOU QBSU IBT TUSPOH
EJTUJODUJWFOFTT FBDI DPVME CF FYUSBDUFE.

(2) Issue 2: Cases where one of the constituent parts is not a primary part
8JUI SFHBSE UP UIF DBTF XIFSF POF PG UIF DPOTUJUVFOU QBSUT JT OPU B QSJNBSZ QBSU

XIJMF TPNF NFNCFST DPOTJEFSFE UIBU UIF RVFTUJPO XBT XIFUIFS UIFSF XBT
EJTUJODUJWFOFTT PS OPU PUIFST DPOTJEFSFE BTQFDUT PUIFS UIBO EJTUJODUJWFOFTT. "NPOH
UIF PCTFSWBUJPOT UIBU FNQIBTJ[F BQQFBSBODF UIFSF BSF UIPTF UIBU SFGFS UP UIF
GSBNFXPSL TIPXO JO UIF l-:3"5","3";6,"z EFDJTJPO BOE $PVSU %FDJTJPO 	�
 BT
XFMM BT UIPTF UIBU BSHVF UIBU B QPSUJPO EFTDSJCFE JO SFMBUJWFMZ TNBMM DIBSBDUFST XJUIJO
B DPOTUJUVUJPO XJUI B DPOTQJDVPVT GJHVSF DBOOPU CF B QSJNBSZ QBSU SFHBSEMFTT PG JUT
EJTUJODUJWFOFTT JO UFSNT PG BQQFBSBODF.

5IF PCTFSWBUJPOT UIBU FNQIBTJ[F GBDUPST PUIFS UIBO BQQFBSBODF JOEJDBUF B DBTF
XIFSF UIF FYJTUFODF PG B QBSU XJUI SFMBUJWFMZ XFBL EJTUJODUJWFOFTT JT BDDFQUFE
CFDBVTF PG UIF BDUVBM USBEF DPOEJUJPO 	GPS FYBNQMF XIFO B DPNQBOZ OBNF USBEFNBSL
	IPVTF NBSL
 JT VTFE XJUI B GBNJMZ OBNF UIF USBEFNBSL JT QSPOPVODFE BOE NFBOU
POMZ CZ UIF GBNJMZ OBNF CZ PNJTTJPO PG UIF DPNQBOZ OBNF USBEFNBSL
 BT XFMM BT B
DBTF XIFSF UIFSF JT B DPODFQUVBM VOJUZ. *U XBT BMTP BSHVFE UIBU UIF BQQFBSBODF
QSPOVODJBUJPO BOE DPODFQU PG B USBEFNBSL BSF VOMJLFMZ UP CF QFSDFJWFE JOEJWJEVBMMZ
BOE TIPVME CF EFUFSNJOFE JO B DPNQSFIFOTJWF NBOOFS.

(3) Issue 3: Influence of elements on extraction of a primary part
5IF JOGMVFODF PG B DPOTUJUVFOU FMFNFOU PUIFS UIBO B QSJNBSZ QBSU PO FYUSBDUJPO PG B
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QSJNBSZ QBSU XBT EJTDVTTFE. 5IF GPMMPXJOH DBTFT XFSF NFOUJPOFE� UIF DBTF XIFSF
UIFSF JT B DPOTUJUVFOU FMFNFOU UIBU TUBOET BMPOF BOE BUUSBDUT UIF WJFXFS`T BUUFOUJPO JO
UFSNT PG BQQFBSBODF 	l-:3"5","3";6,"z EFDJTJPO BOE $PVSU %FDJTJPOT 	�
 BOE
	�

 UIF DBTF XIFSF POF PG UIF DPOTUJUVUJPOT JT FYUSFNFMZ TNBMM BOE JT SFDPHOJ[FE BT
BO BEEJUJPOBM FMFNFOU DBO CF JOGMVFOUJBM BOE UIF DBTF XIFSF TJHOJGJDBOU EJGGFSFODFT JO
BQQFBSBODF BSF DPOTJEFSFE JNQPSUBOU 	$PVSU %FDJTJPO 	�

 JG UIF BQQFBSBODF PG UIF
USBEFNBSL DBO CF TFFO QSJNBSJMZ JO UIF DPVSTF PG UIF PSEJOBSZ USBEF DPOEJUJPO.

(4) Issue 4: Trademark consisting of an already registered trademark and added 
characters, etc.

3FHBSEJOH B USBEFNBSL PG UIF BGPSFNFOUJPOFE DPOTUJUVUJPO UIF NFNCFST EJTDVTTFE
BCPVU UIF XBZ JO XIJDI B QSJNBSZ QBSU TIPVME CF FYUSBDUFE BOE UIF NFSJUT BOE
EFNFSJUT PG EFUFSNJOJOH UP CF EJTTJNJMBS UP BO BMSFBEZ SFHJTUFSFE USBEFNBSL CZ
PCTFSWJOH UIF XIPMF PG UIF USBEFNBSL.

5IF FYUSBDUJPO PG B QSJNBSZ QBSU JT JOGMVFODFE CZ UIF QVCMJDJUZ PG UIF BMSFBEZ
SFHJTUFSFE USBEFNBSL XIFUIFS JU JT B DPJOFE XPSE PS BO FYJTUJOH XPSE BOE UIF
NFBOJOH BOE VTBHF PG UIF USBEFNBSL JO UIF BDUVBM USBEF DPOEJUJPO. 5IFSF XBT UIF
WJFX UIBU BEEFE DIBSBDUFST FUD. TIPVME CF FYUSBDUFE TFQBSBUFMZ FWFO JG UIFZ BSF
IJHIMZ EJTUJODUJWF TJODF UIF BMSFBEZ SFHJTUFSFE QBSU IBT CFFO SFHJTUFSFE CFDBVTF PG JUT
EJTUJODUJWFOFTT� BOE BOPUIFS WJFX XBT UIBU UIF POF XJUI UIF SFMBUJWFMZ NPSF
EJTUJODUJWF QBSU JT FYUSBDUFE BT UIF QSJNBSZ QBSU JG UIFSF JT BO BDUVBM USBEF DPOEJUJPO
JO XIJDI POMZ POF PG UIF UXP DPOTUJUVFOU QBSUT JT QSPOPVODFE BCCSFWJBUFE 	$PVSU
%FDJTJPO 	2
 BOE 	�

.

8JUI SFHBSE UP UIF NFSJUT BOE EFNFSJUT PG EFUFSNJOJOH UIF EJTTJNJMBSJUZ PG B
USBEFNBSL GSPN BO BMSFBEZ SFHJTUFSFE USBEFNBSL CZ PCTFSWJOH UIF USBEFNBSL BT B
XIPMF TFWFSBM PQJOJPOT XFSF QSFTFOUFE. 5IF NFNCFST QPJOUFE PVU UIBU UIFSF JT B SJTL
PG DPODVSSFOU SFHJTUSBUJPO PG USBEFNBSLT IBWJOH UIF TBNF QSJNBSZ QBSU BOE UIBU JU
XPVME CF EFUSJNFOUBM UP UIF CFOFGJU PG UIF SJHIU IPMEFS PG BO BMSFBEZ SFHJTUFSFE
USBEFNBSL VOEFS UIF JOUFSFTU PG UIPTF XIP DIPPTF UP SFHJTUFS B OFX USBEFNBSL. "
EFUFSNJOBUJPO UIBU B USBEFNBSL DPVME CF GPVOE UP CF EJTTJNJMBS JT VOBWPJEBCMF POMZ
XIFO JU TIPVME CF PCTFSWFE BT B XIPMF BOE JU TIPVME CF UIF DBTF UIBU UIF USBEFNBSL
JT VOMJLFMZ UP CF NJTMFE BOE DPOGVTFE PWFS UIF TPVSDF BT B XIPMF CBTFE PO UIF
DPOTUJUVUJPO PS UIF MJLF PG UIF USBEFNBSL. 0O UIF PUIFS IBOE UIFSF XBT BOPUIFS WJFX
UIBU JG CPUI UIF BMSFBEZ SFHJTUFSFE USBEFNBSL BOE UIF BEEFE DIBSBDUFST FUD. BSF OPU
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WFSZ EJTUJODUJWF UIF USBEFNBSL NBZ CFDPNF B DPJOFE XPSE BOE CF SFDPHOJ[FE BOE
SFNFNCFSFE BT BO JOTFQBSBCMF USBEFNBSL BOE UIFSFGPSF JU NBZ CF DPOTJEFSFE
EJTTJNJMBS BOE SFHJTUFSFE VOMFTT UIF BMSFBEZ SFHJTUFSFE USBEFNBSL JT B XFMM�LOPXO
BOE GBNPVT USBEFNBSL. *U XBT BMTP QPJOUFE PVU UIBU UIF JOUFSFTU PG UIPTF XIP DIPPTF
UP SFHJTUFS B OFX USBEFNBSL JT UIF OFFE UP DIPPTF TVDI B USBEFNBSL BOE UIBU
XIFUIFS UIF BMSFBEZ SFHJTUFSFE USBEFNBSL JT B DPJOFE XPSE PS B XPSE EFTDSJCJOH
RVBMJUZ FUD. TIPVME CF UBLFO JOUP DPOTJEFSBUJPO.
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The Second Study Cases

      



Case 1: Patent – Machinery
Finding of Claimed Invention and Prior art, Concept of Design 
Variations and Related Matters

5SJBM /VNCFS

"QQFBM /P. 2�2����2�22 	PBUFOU "QQMJDBUJPO /P. 2����
�2���8
 	6OTVDDFTTGVM

	4FQ. �� 2�2�� "QQFBM EFDJTJPO UP NBJOUBJO BO FYBNJOFS`T
EFDJTJPO PG SFGVTBM ˠ EFDJTJPO PO UIF BQQFBM CFDPNFT GJOBM
BOE CJOEJOH


%BUF PG $PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF +BO. �8 2�2�
2�22 	(ZP�,F
 ����� 	%JTNJTTBM PG B SFRVFTU


5JUMF PG UIF *OWFOUJPO )FBU USBOTGFS TZTUFN

.BKPS *TTVF PBUFOU "DU "SUJDMF 2�	2
 	*OWFOUJWF TUFQ


1. Outline of the case
*O UIJT DBTF UIF QSFTFODF PS BCTFODF PG JOWFOUJWF TUFQ XBT EJTQVUFE JO UIF BQQFBM

BHBJOTU UIF FYBNJOFS`T EFDJTJPO PG SFGVTBM GPS UIF JOWFOUJPO UJUMFE l)FBU USBOTGFS
TZTUFN.z

5IF BQQFBM EFDJTJPO EFOJFE UIF JOWFOUJWF TUFQ PG UIF DMBJNFE JOWFOUJPO EFUFSNJOJOH
UIBU JO UIF MJHIU PG UIF XFMM�LOPXO NBUUFST JU XPVME IBWF CFFO FBTZ GPS B QFSTPO
TLJMMFE JO UIF BSU UP DPODFJWF PG BEPQUJOH UIF DPOGJHVSBUJPO PG UIF DMBJNFE JOWFOUJPO
XIJDI SFMBUFT UP UIF EJGGFSFODFT CFUXFFO UIF DMBJNFE JOWFOUJPO BOE UIF DJUFE QSJPS
BSU JOUP UIF DJUFE QSJPS BSU.

5IF QMBJOUJGG BTTFSUFE UIF GPMMPXJOH BT HSPVOET GPS SFWPDBUJPO PG UIF BQQFBM EFDJTJPO�
	J
 FSSPST JO UIF GJOEJOH PG UIF QSJPS BSU BOE JO UIF GJOEJOH PG UIF DPSSFTQPOEJOH
GFBUVSFT BOE EJGGFSFOU GFBUVSFT 	JJ
 BO FSSPS JO UIF EFUFSNJOBUJPO PG UIF XFMM�LOPXO
BSU BOE 	JJJ
 BO FSSPS JO UIF EFUFSNJOBUJPO PG UIF JOWFOUJWF TUFQ. )PXFWFS UIF
QMBJOUJGG`T BTTFSUJPOT XFSF OPU BDDFQUFE BOE UIF BQQFBM EFDJTJPO XBT VQIFME.

2. Issues to be discussed
(1) Issue 1: Finding of the gist of the claimed invention

8F BHSFFE UIBU UIF EFUFSNJOBUJPO JO UIF DPVSU EFDJTJPO XBT BQQSPQSJBUF CFDBVTF
UIF HJTU PG UIF JOWFOUJPO XBT QSPQFSMZ GPVOE CBTFE PO UIF DPOGJHVSBUJPO EFTDSJCFE JO
UIF TDPQF PG UIF DMBJNT PG UIF DMBJNFE JOWFOUJPO.
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#BTFE PO UIJT DBTF XF EJTDVTTFE IPX UIF GJOEJOH PG UIF HJTU PG UIF DMBJNFE
JOWFOUJPO JO QBSUJDVMBS JUT MJNJUFE JOUFSQSFUBUJPO TIPVME CF UBLFO JOUP BDDPVOU JO
EFUFSNJOJOH JOWFOUJWF TUFQ XJUIPVU CFJOH DPOTUSBJOFE CZ UIJT DBTF. (JWFO UIF
QPTTJCJMJUZ PG MJNJUJOH UIF NBUUFST VTFE UP EFGJOF UIF JOWFOUJPO UISPVHI BNFOENFOU
UIF CVSEFO PG NPOJUPSJOH CZ UIJSE QBSUJFT BOE TP PO XF SFBDIFE B DPOTFOTVT UIBU JO
QSJODJQMF UIF GJOEJOH PG UIF HJTU TIPVME CF NBEF CBTFE PO UIF EFTDSJQUJPO JO UIF
DMBJNT. *O UIJT SFTQFDU JU DBO CF TBJE UIBU UIF EFUFSNJOBUJPO JT NBEF XJUIPVU BOZ
EJTDPNGPSU BNPOH UIF QSBDUJUJPOFST. )PXFWFS JG BO JOUFSQSFUBUJPO DBOOPU CF DMFBSMZ
EFEVDFE GSPN UIF XPSEJOH PG UIF DMBJNT UIFNTFMWFT JU JT BQQSPQSJBUF UP CF BCMF UP
DPOTJEFS UIF EFUBJMFE EFTDSJQUJPO BOE ESBXJOHT PG UIF JOWFOUJPO JO PSEFS UP JOUFSQSFU
UIFN.

(2) Issue 2: Finding of cited prior art
A. Examination of the limits necessary for comparison

4JODF UIF QVSQPTF PG GJOEJOH PG DJUFE QSJPS BSU JT UP DPNQBSF JU XJUI UIF DMBJNFE
JOWFOUJPO JU JT OPU BQQSPQSJBUF UP DPNQMJDBUF UIF DPNQBSJTPO BOE EFUFSNJOBUJPO CZ
GJOEJOH DJUFE QSJPS BSU XJUI NPSF MJNJUFE DPOTUJUVUJPO UIBO OFDFTTBSZ. *O UIJT SFHBSE
XF BHSFFE UIBU UIF EFUFSNJOBUJPO JO UIF DPVSU EFDJTJPO XBT BQQSPQSJBUF BT JU XBT
FBTZ UP VOEFSTUBOE UIBU DPOTJEFSJOH XIFUIFS PS OPU JU XBT FTTFOUJBM GPS TPMWJOH UIF
QSPCMFN TFSWFE BT POF PG UIF JOEJDBUPST XIFO GPSNVMBUJOH B HFOFSBM DPODFQU. *O
GJOEJOH UIF DJUFE QSJPS BSU DBSF TIPVME CF UBLFO UP FOTVSF UIBU JU EPFT OPU SFTVMU JO
UIF BSCJUSBSZ PNJTTJPO PG DPNQPTJUJPO BQBSU GSPN UIF DPNNPO HFOFSBM UFDIOJDBM
LOPXMFEHF PS UIF QVSQPTFT BOE QSPCMFNT EJTDMPTFE JO UIF QSJPS BSU XIJMF NBJOUBJOJOH
BO BXBSFOFTT PG UIF DPNQBSJTPO XJUI UIF UFDIOJDBM JEFB QSFTFOUFE JO UIF DMBJNFE
JOWFOUJPO.

B. Examination of extraction from multiple options
"MUIPVHI XF BHSFFE UIBU UIF DPVSU EFDJTJPO JO UIJT DBTF XBT BQQSPQSJBUF UIFSF XBT

BO PQJOJPO UIBU JO QSBDUJDF JU JT EJGGJDVMU UP EFUFSNJOF XIFUIFS PS OPU JU DBO CF TBJE UP
CF lBDUVBMMZ EFTDSJCFE JO QBSBMMFM.z 5IFSF XBT BMTP BO PQJOJPO UIBU DPOTJEFSJOH UIF
TUBUF PG BSU JU NBZ CF BDDFQUBCMF UP FYUSBDU POF PG UIF FMFNFOUT JODMVEFE JO UIF
HFOFSBM GPSNVMB JO UIF DJUFE EPDVNFOU.
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(3) Issue 3: Motivation
8JUI SFTQFDU UP %JGGFSFOU 'FBUVSFT � BOE 2 XF BHSFFE UIBU UIF EFUFSNJOBUJPO JO

UIF DPVSU EFDJTJPO UIBU JU XBT FBTJMZ DPODFJWBCMF BT BEPQUJOH EFTJHO DIBOHFT PS EFTJHO
WBSJBUJPOT FWFO XJUIPVU BOZ QBSUJDVMBS NPUJWBUJPO XBT BQQSPQSJBUF. 0O UIF PUIFS
IBOE UIFSF XBT BMTP DPODFSO UIBU UIF QSFEJDUBCJMJUZ XBT OPU OFDFTTBSJMZ IJHI GPS UIF
EFUFSNJOBUJPO PG EFTJHO WBSJBUJPOT UIFNTFMWFT.

8IFO VTJOH B XFMM�LOPXO BSU BT TFDPOEBSZ QSJPS BSU JU JT UIF TVCKFDU PG UIF
BQQMJDBUJPO 	DPNCJOBUJPO
 BOE UIF NPUJWBUJPO NFOUJPOFE BCPWF JT OBUVSBMMZ SFRVJSFE.
0O UIF PUIFS IBOE XIFO VTJOH B XFMM�LOPXO BSU BT B CBTJT GPS EFTJHO DIBOHFT FUD. JU
DBO CF TBJE UIBU UIF NPUJWBUJPO JT OPU OFDFTTBSJMZ SFRVJSFE CBTFE PO UIF TUBOEBSET
TFU CZ UIF DPVSU EFDJTJPO JO UIJT DBTF. *O PSEFS UP VOEFSTUBOE UIF BTTFSUJPOT NBEF CZ
UIF PUIFS QBSUZ BOE UP NBLF POF`T PXO BTTFSUJPOT BDDPSEJOHMZ JU JT DSVDJBM UP CF
BXBSF PG UIF QPTJUJPOJOH PG XFMM�LOPXO BSU BOE EFTJHO WBSJBUJPOT.

(4) Issue 4: Commonality of problems to be solved
*O UIF DPOUFYU PG UIF lGJOEJOH PG UIF HJTUz B MJNJUFE JOUFSQSFUBUJPO NBZ CF BQQMJFE

JO XIJDI DBTF UIF QSPCMFN UP CF TPMWFE CZ UIF DMBJNFE JOWFOUJPO NBZ CFDPNF POF PG
UIF FMFNFOUT UP CF DPOTJEFSFE. *O UIF DPOUFYU PG UIF lDPNQBSJTPOz CFUXFFO UIF
DMBJNFE JOWFOUJPO BOE UIF QSJNBSZ QSJPS BSU JG UIF QSPCMFNT UP CF TPMWFE CZ UIF UXP
BSF TJHOJGJDBOUMZ EJGGFSFOU JU DBO CF TBJE UIBU UIF DPOTUJUVUJPO PG UIF JOWFOUJPO PCUBJOFE
CZ TUBSUJOH GSPN UIF QSJNBSZ QSJPS BSU XJMM IBWF QBSUT EJGGFSFOU GSPN UIF POF PG UIF
DMBJNFE JOWFOUJPO. 8IFO DPOTJEFSJOH EFTJHO DIBOHFT BOE UIF MJLF CBTFE PO lSFBTPOJOH
UP CF FBTJMZ DPODFJWBCMFz JU DBO CF TBJE UIBU XIFUIFS PS OPU UIF UBSHFU DPOTUJUVUJPO
DPOUSJCVUFT UP UIF QSJODJQMF PG TPMWJOH UIF QSPCMFN PG UIF DMBJNFE JOWFOUJPO XJMM
JOGMVFODF XIFUIFS PS OPU JU JT B EFTJHO DIBOHF. *O lDPOTJEFSBUJPO PG FGGFDUTz EJGGFSFOU
FGGFDUT NBZ CF DPOTJEFSFE GSPN UIF QPJOU PG WJFX PG EJGGFSFOU QSPCMFNT UP CF TPMWFE.

"T EFTDSJCFE BCPWF lQSPCMFNT UP CF TPMWFEz BSF VTFE JO WBSJPVT DPOUFYUT XIFO
FYBNJOJOH JOWFOUJWF TUFQ. 8JUIJO UIF GSBNFXPSL PG B DPNQSFIFOTJWF DPOTJEFSBUJPO
UIF BTTFSUJPOT SFHBSEJOH UIF QSPCMFN UP CF TPMWFE CZ UIF JOWFOUJPO XIJDI JT UIF
UFDIOJDBM JEFBT IBWF B TJHOJGJDBOU JOGMVFODF PO UIF EFUFSNJOBUJPO PG UIF JOWFOUJWF TUFQ.
)PXFWFS BT UIF BTTFSUJPO UIBU UIF QSPCMFN UP CF TPMWFE CZ UIF DMBJNFE JOWFOUJPO
EJGGFST GSPN UIBU PG UIF QSJNBSZ QSJPS BSU XBT SFKFDUFE JO UIJT DBTF JU JT OPU TVGGJDJFOU
UP NFSFMZ BTTFSU B EJGGFSFODF JO UIF QSPCMFNT UP CF TPMWFE. *U XJMM CF DSVDJBM UP BOBMZ[F
XIFSF UIF EJGGFSFODF JO UIF QSPCMFNT UP CF TPMWFE PSJHJOBUFT BOE XIFSF JU JOGMVFODFT
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CFGPSF NBLJOH BO BTTFSUJPO.
5IF DPODFQU PG EFUFSNJOBUJPO PG JOWFOUJWF TUFQ OFFET UP CF FYBNJOFE TQFDJGJDBMMZ

PO B DBTF�CZ�DBTF CBTJT BOE JU JT EJGGJDVMU UP HFOFSBMJ[F JU UP BMM DBTFT. )PXFWFS UIF
BCPWF DPOTJEFSBUJPOT TIPVME QSPWJEF NBOZ WBMVBCMF QPJOUT PG SFGFSFODF JO EFUFSNJOJOH
JOWFOUJWF TUFQ.
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Case 2: Patent – Chemistry 1
Matters equivalent or substantially identical to those described 
in the specification of the prior application 

5SJBM /VNCFS

*OWBMJEBUJPO /P. 2����8���22 	PBUFOU /P. ���2�2�

	6OTVDDFTTGVM

	%FD. �� 2���� 5SJBM EFDJTJPO UP NBJOUBJO UIF QBUFOU 	'JSTU
USJBM EFDJTJPO
 ˠ SFWPDBUJPO PG UIF GJSTU USJBM EFDJTJPO

	%FD. 2� 2���� 5SJBM EFDJTJPO UP NBJOUBJO UIF QBUFOU
	4FDPOE USJBM EFDJTJPO
 ˠ EFDJTJPO PO UIF USJBM CFDPNFT
GJOBM BOE CJOEJOH


%BUF PG $PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF /PW. 2� 2���
2��� 	(ZP�,F
 ����� 	3FWPDBUJPO PG UIF GJSTU USJBM EFDJTJPO


5JUMF PG UIF *OWFOUJPO 'MBU OPOBRVFPVT FMFDUSPMZUF TFDPOEBSZ CBUUFSZ

.BKPS *TTVF PBUFOU "DU "SUJDMF 2�CJT 	4FDSFU QSJPS BSU


1. Outline of the case
*O UIJT DBTF UIF QPJOU PG DPOUFOUJPO 	SFHBSEJOH TFDSFU QSJPS BSU
 XBT XIFUIFS UIF

JOWFOUJPO JO UIJT DBTF DPOTUJUVUFE UIF JOWFOUJPO 	IFSFJOBGUFS SFGFSSFE UP BT UIF
l&WJEFODF "� *OWFOUJPOz
 EFTDSJCFE JO &WJEFODF "� 	UIF TQFDJGJDBUJPO FUD. PG UIF QSJPS
BQQMJDBUJPO
. 5IF DMBJNFE JOWFOUJPO JT TQFDJGJFE CZ UIF OVNCFS PG PQQPTJOH TVSGBDFT PG
BDUJWF NBUFSJBM�DPOUBJOJOH MBZFST PG QPTJUJWF QMBUFT BOE BDUJWF NBUFSJBM�DPOUBJOJOH
MBZFST PG OFHBUJWF QMBUFT CFJOH GJWF PS NPSF JO B GMBU OPOBRVFPVT FMFDUSPMZUF TFDPOEBSZ
CBUUFSZ JO XIJDI JO PSEFS UP JODSFBTF UIF EJTDIBSHF DBQBDJUZ UIF OFHBUJWF QMBUFT BOE
UIF QPTJUJWF QMBUFT BSF MBNJOBUFE UISPVHI TFQBSBUPST TP UIBU UIF PQQPTJOH TVSGBDFT PG
UIF BDUJWF NBUFSJBM�DPOUBJOJOH MBZFST PG UIF QPTJUJWF QMBUFT BOE UIF BDUJWF NBUFSJBM�
DPOUBJOJOH MBZFST PG UIF OFHBUJWF QMBUFT BSF BU MFBTU GJWF UIFSFCZ FOTVSJOH UIBU UIF
PQQPTJOH TVSGBDF BSFB PG UIF BDUJWF NBUFSJBM�DPOUBJOJOH MBZFST PG UIF QPTJUJWF QMBUFT
BOE UIF BDUJWF NBUFSJBM�DPOUBJOJOH MBZFST PG UIF OFHBUJWF QMBUFT JT MBSHFS UIBO UIF
PQFOJOH BSFB PG UIF FMFDUSPEF HBTLFU.

*O UIF GJSTU USJBM EFDJTJPO JU XBT IFME UIBU BMUIPVHI JU DPVME CF TFFO GSPN &WJEFODF
"� UIBU UIFSF XFSF lUISFFz PQQPTJOH TVSGBDFT PG UIF QPTJUJWF BOE OFHBUJWF QMBUFT
UISPVHI UIF TFQBSBUPST JO UIF MBNJOBUFE QMBUF HSPVQ JU DPVME OPU CF TFFO UIBU UIFSF
XFSF lBU MFBTU GJWFz TVSGBDFT BOE UIFSFGPSF JU DPVME OPU CF DPOTJEFSFE UP CF UIPTF
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EFTDSJCFE JO &WJEFODF "�.
*O SFTQPOTF UP UIJT USJBM EFDJTJPO UIF DPVSU EFDJTJPO XBT BT GPMMPXT� *O &WJEFODF "�

UIF OVNCFS PG PQQPTJOH TVSGBDFT PG UIF QPTJUJWF BOE OFHBUJWF QMBUFT JT TQFDJGJDBMMZ
TUBUFE UP CF UISFF. )PXFWFS JU JT FWJEFOU UIBU UIF &WJEFODF "� *OWFOUJPO EPFT OPU
MJNJU UIF OVNCFS PG PQQPTJOH TVSGBDFT UP UISFF BOE UIBU UIF NPSF UIF QPTJUJWF BOE
OFHBUJWF QMBUFT BSF MBNJOBUFE UIF NPSF UIF PQQPTJOH TVSGBDF BSFB PG UIF QPTJUJWF BOE
OFHBUJWF QMBUFT TJNQMZ JODSFBTFT JO QSPQPSUJPO UP UIF OVNCFS PG MBZFST. 'PS UIJT
SFBTPO JU DBO CF DPOTJEFSFE UIBU &WJEFODF "� EPFT OPU NFSFMZ EFTDSJCF UISFF
PQQPTJOH TVSGBDFT PG UIF QPTJUJWF BOE OFHBUJWF QMBUFT CVU BMTP JODMVEFT UXP GPVS PS
NPSF TVSGBDFT. 5IFSFGPSF JU JT SFDPHOJ[FE UIBU &WJEFODF "� FGGFDUJWFMZ EFTDSJCFT UIF
QSFTFODF PG BU MFBTU GJWF PQQPTJOH TVSGBDFT BOE UIF OVNCFS PG MBNJOBUFE MBZFST PG UIF
QPTJUJWF BOE OFHBUJWF QMBUFT JT DPOTJEFSFE UP CF B NFSF EFTJHO WBSJBUJPO.
$POTFRVFOUMZ UIF USJBM EFDJTJPO XBT SFWPLFE.

2. Issues to be discussed
5IF GPMMPXJOH QPJOUT XFSF FYBNJOFE BMPOH XJUI UIF DBTF TUVEJFT BOE 3FMBUFE $BTFT

� BOE 2�.

(1) Issue 1: What are “matters equivalent to those described in the specification, 
etc. of the prior application” in cases where it is determined that there are no 
substantial differences in the secret prior art?
". 8IJMF UIF GJOBM DPVSU EFDJTJPO XBT DPOTJEFSFE BQQSPQSJBUF CZ BMM NFNCFST NBOZ PG

UIFN FYQSFTTFE EJTDPNGPSU XJUI UIF EFUFSNJOBUJPO UIBU UIF OVNCFS PG PQQPTJOH
TVSGBDFT XBT EFTDSJCFE 	PS FRVJWBMFOU UP CFJOH EFTDSJCFE <UIF TBNF BQQMJFT CFMPX>
.
4PNF FYQSFTTFE BO PQJOJPO UIBU TJODF UIF OVNCFS PG PQQPTJOH TVSGBDFT JO UIF
DMBJNFE JOWFOUJPO JT B NBUUFS EJSFDUMZ SFMBUFE UP UIF TPMVUJPO PG UIF QSPCMFN UIFZ
XFSF SFMVDUBOU UP TBZ UIBU TVDI B TQFDJGJD NBUUFS JT EFTDSJCFE JO UIF TQFDJGJDBUJPO
FUD. PG UIF QSJPS BQQMJDBUJPO. *O BEEJUJPO UIF GPMMPXJOH PQJOJPO XBT BMTP FYQSFTTFE�
UIF DPVSU EFDJTJPO JT CBTFE PO UIF DPNNPOBMJUZ CFUXFFO UIF QSPCMFNT UP CF TPMWFE
BOE UIF NFUIPET PG TPMWJOH UIF QSPCMFNT PG UIF DMBJNFE JOWFOUJPO BOE UIPTF PG UIF

� 3FMBUFE $BTF �� *P )JHI $PVSU $BTF /P. 2��� 	(ZP�,F
 ����� .BZ �� 2��8 l-BNJOBUF GJMNz
$BTF.
3FMBUFE $BTF 2� *P )JHI $PVSU $BTF /P. 2��2 	(ZP�,F
 ���8� 4FQ. �� 2��� l4UBCJMJ[FE
CSPNJOBUFE BMLBOF TPMWFOUz $BTF.
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JOWFOUJPO EFTDSJCFE JO UIF TQFDJGJDBUJPO FUD. PG UIF QSJPS BQQMJDBUJPO. )PXFWFS
DPOTJEFSJOH UIBU UFSNT TVDI BT lEFTJHO WBSJBUJPOTz BOE lSFNBSLBCMF FGGFDUTz BSF
VTFE JO UIF MBUUFS QBSU PG UIF EFDJTJPO JU TFFNT UIBU B EFUFSNJOBUJPO PG B NJOPS
EJGGFSFODF IBT CFFO NBEF JO TVCTUBODF.

#. 8F EJTDVTTFE UIF QPTTJCJMJUZ PG QSPWJOH B NBUUFS FRVJWBMFOU BT EFTDSJCFE CZ
TVCNJUUJOH EBUB GSPN BEEJUJPOBM FYQFSJNFOUT JG NBUUFST SFMBUJOH UP QIZTJDBM
QSPQFSUZ QBSBNFUFST BSF EFTDSJCFE JO UIF EFTDSJQUJPO FUD. PG UIF QSJPS BQQMJDBUJPO.
'PS 3FMBUFE $BTF � UIFSF XBT BO PQJOJPO UIBU BMUIPVHI UXP QIZTJDBM QSPQFSUZ
QBSBNFUFST SFMBUJWF WJTDPTJUZ BOE WJTDPNFUSJD BWFSBHF NPMFDVMBS XFJHIU BSF
VOLOPXO UIF BQQSPBDI VTJOH BEEJUJPOBM FYQFSJNFOUBM EBUB XPVME TUJMM CF FGGFDUJWF
JO EFUFSNJOJOH UIF TFDSFU QSJPS BSU.

$. 8IFO EFUFSNJOJOH B NBUUFS FRVJWBMFOU BT EFTDSJCFE UIFSF XFSF EJGGFSFOU PQJOJPOT
BNPOH UIF NFNCFST BT UP XIFUIFS UIF GBDU UIBU UIF SFTVMU JT BT QSFEJDUFE XPVME
JOGMVFODF UIF EFUFSNJOBUJPO. 0OF PQJOJPO XBT UIBU UIF TDPQF PG B NBUUFS FRVJWBMFOU
BT EFTDSJCFE DPVME CF JOUFSQSFUFE NPSF CSPBEMZ EVF UP UIF GBDU UIBU UIF SFTVMU JT
POMZ BT QSFEJDUFE. 5IF PUIFS PQJOJPO XBT UIBU XIFUIFS UIF SFTVMU JT BT QSFEJDUFE PS
OPU TIPVME OPU CF UBLFO JOUP BDDPVOU BT B CBTJT GPS UIF EFUFSNJOBUJPO.

(2) Issue 2: What is “substantially identical (differences between the claimed 
invention and the cited invention are minor in the specific means of solving the 
problem (these are additions, deletions, conversions, etc. of well-known or 
conventional art and do not produce any new effects))” in the secret prior art, 
even if there are different features?
". "MM NFNCFST BHSFFE UIBU UIF lOFX FGGFDUz JO EFUFSNJOJOH UIF NJOPS EJGGFSFODF JO

UIF NFBOT PG FNCPEJNFOU GPS TPMWJOH UIF QSPCMFN EPFT OPU SFRVJSF B lSFNBSLBCMF
FGGFDUz PS lBEWBOUBHFPVT FGGFDUz BT JO EFUFSNJOJOH JOWFOUJWF TUFQ BOE UIBU JU JT
TVGGJDJFOU JG UIF EFHSFF PG FGGFDU JT NFSFMZ JNQSPWFE.

#. *O 3FMBUFE $BTFT � BOE 2 SFTQFDUJWFMZ JU JT EJGGJDVMU UP EFGJOF UIF DSJUFSJB GPS
EFUFSNJOJOH XIFUIFS UIF EJGGFSFODF JT NJOPS PS OPU BT UIFSF XBT TPNF
JNQSPWFNFOU JO FGGFDUT JO NFDIBOJDBM TUSFOHUI BOE GPSNBCJMJUZ PS UJNF UP JOJUJBUF
NFUBM DPSSPTJPO FUD. 8F DPODMVEFE UIBU UIF OFX FGGFDU JT OPU SJHJEMZ EFGJOFE CVU JT
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EFUFSNJOFE CZ B DPNQSFIFOTJWF DPOTJEFSBUJPO PG WBSJPVT GBDUPST JODMVEJOH UIF
TUBUFNFOUT JO UIF TQFDJGJDBUJPO PG UIF QSJPS BQQMJDBUJPO UIF HFOFSBM UFDIOJDBM
LOPXMFEHF BOE UIF TUBUFNFOUT JO UIF TQFDJGJDBUJPO PG UIF DMBJNFE JOWFOUJPO.

$. 'JOBMMZ XF EJTDVTTFE UIF BQQMJDBUJPO PG UIF lEJTDMBJNFSz BNFOENFOU XIJDI JT
DPNNPOMZ VTFE UP FOTVSF OPWFMUZ UP UIF TFDSFU QSJPS BSU. 3FHBSEJOH UIF SFTQPOTF
UP UIF TFDSFU QSJPS BSU UIF GPMMPXJOH PQJOJPO XBT FYQSFTTFE� FWFO JG BO BNFOENFOU
JT NBEF UP FYDMVEF B QBSBNFUFS PS OVNFSJDBM MJNJUBUJPO XJUI B lEJTDMBJNFSz CZ
FYDMVEJOH BOZ lQPJOUz UIF FYDMVEFE lQPJOUz EPFT OPU SFTVMU JO B lOFX FGGFDU.z
5IFSFGPSF XIFO EFUFSNJOJOH UIF TFDSFU QSJPS BSU JU TIPVME CF EFUFSNJOFE BT B
NJOPS EJGGFSFODF BOE JU JT EFTJSBCMF UP EFUFSNJOF JU JO UIJT XBZ.
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Case 3: Patent – Chemistry 2
Relationship between Requirements for Correction (Addition of 
New Matter) and Support Requirements in Medical-Use 
Invention

5SJBM /VNCFS
*OWBMJEBUJPO /P. 2����8����� 	PBUFOU /P. ����2�8

	+VMZ �� 2�2�� 5SJBM EFDJTJPO UP QBSUJBMMZ JOWBMJEBUF UIF
QBUFOU ˠ EFDJTJPO PO UIF USJBM CFDPNFT GJOBM BOE CJOEJOH


%BUF PG $PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF .BS. � 2�22
2�2� 	(ZP�,F
 ����� 	%JTNJTTBM PG B SFRVFTU


5JUMF PG UIF *OWFOUJPO *TPCVUZM ("#" PS JUT EFSJWBUJWFT GPS UIF USFBUNFOU PG QBJO

.BKPS *TTVFT

PBUFOU "DU "SUJDMF �2�	�
 	3FRVJSFNFOUT GPS $PSSFDUJPO�
"EEJUJPO PG OFX NBUUFS
 PBUFOU "DU "SUJDMF ��	�
	J

	&OBCMFNFOU SFRVJSFNFOUT
 BOE PBUFOU "DU "SUJDMF ��	�
	J

	4VQQPSU SFRVJSFNFOUT


1. Outline of the case
*O UIJT DBTF UIF QMBJOUJGG XIP JT UIF QBUFOUFF SFDFJWFE B USJBM EFDJTJPO JO B USJBM GPS

JOWBMJEBUJPO UIBU UIF QBUFOU SFMBUJOH UP UIF JOWFOUJPO XBT JOWBMJE BOE UIFSFGPSF TPVHIU
UP IBWF UIF EFDJTJPO SFWPLFE BHBJOTU UIF EFNBOEBOU PG BO JOWBMJEBUJPO USJBM.

5IF USJBM EFDJTJPO SFKFDUFE UIF DPSSFDUJPO PG UIF DMBJNT XIJDI TPVHIU UP DPSSFDU
lBOBMHFTJD GPS UIF USFBUNFOU PG QBJOz JO UIF DMBJNT UP lBOBMHFTJD GPS UIF USFBUNFOU PG
QBJO BTTPDJBUFE XJUI IZQFSBMHFTJB PS DPOUBDU BMMPEZOJB DBVTFE CZ OFVSPQBUIZ PS
GJCSPNZBMHJBz PO UIF HSPVOET UIBU JU JOWPMWFT UIF BEEJUJPO PG OFX NBUUFS.
$POTFRVFOUMZ JU JT EFUFSNJOFE UIBU UIF NFEJDBM�VTF JOWFOUJPO PG lBOBMHFTJD GPS UIF
USFBUNFOU PG QBJOz EFTDSJCFE JO UIF DMBJNT CFGPSF UIF DPSSFDUJPO EPFT OPU TBUJTGZ UIF
FOBCMFNFOU SFRVJSFNFOUT BOE UIF TVQQPSU SFRVJSFNFOUT.

5IF DPVSU EFDJTJPO TUBUFE UIBU JO SFMBUJPO UP UIF SFRVJSFNFOUT GPS DPSSFDUJPO
l*OWFOUJPO 2 JT B TP�DBMMFE NFEJDBM�VTF JOWFOUJPO UIBU GJOET B QIBSNBDFVUJDBM VTF BT BO
BOBMHFTJD GPS UIF LOPXO TVCTUBODF $PNQPVOE 2z BOE UIBU JO PSEFS GPS l‘an analgesic 
for the treatment of pain’ to qualify as a medical-use invention, JU JT OBUVSBMMZ SFRVJSFE
UIBU UIF BOBMHFTJD CF FGGFDUJWF JO UIF USFBUNFOU PG QBJO.”5IFSFGPSF“JO PSEFS GPS UIF
DPSSFDUJPO XIJDI SFRVJSFT UP TQFDJGJDBMMZ JEFOUJGZ JUT VTF BT BO BOBMHFTJD OPU UP CF
DPOTJEFSFE BT BO BEEJUJPO PG OFX NBUUFS UIF GBDU UIBU $PNQPVOE 2 bIBT BO FGGFDU` BT
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BO BOBMHFTJD JO UIF USFBUNFOU PG QBJO BTTPDJBUFE XJUI IZQFSBMHFTJB PS DPOUBDU BMMPEZOJB
DBVTFE CZ OFVSPQBUIZ PS GJCSPNZBMHJB NVTU FYJTU BT B UFDIOJDBM NBUUFS EFSJWFE CZ B
QFSTPO TLJMMFE JO UIF BSU GSPN B DPNCJOBUJPO PG BMM UIF EFTDSJQUJPOT JO UIF TQFDJGJDBUJPO
	JODMVEJOH UIF DMBJNT CFGPSF UIF DPSSFDUJPO� UIF TBNF BQQMJFT CFMPX
 PS ESBXJOHT
DPOTJEFSJOH UIF DPNNPO HFOFSBM UFDIOJDBM LOPXMFEHF BU UIF UJNF PG GJMJOH UIF
BQQMJDBUJPO.”5IF DPVSU GVSUIFS EFUFSNJOFE UIBU“JU DBOOPU CF TBJE UIBU UIF DPSSFDUJPO
JT XJUIJO UIF TDPQF PG UIF NBUUFST EFTDSJCFE JO UIF TQFDJGJDBUJPO PS ESBXJOHT BUUBDIFE
UP UIF BQQMJDBUJPO GPSN.”BOE SFKFDUFE UIF SFRVFTU DPODMVEJOH UIBU UIF JOWFOUJPO
EFTDSJCFE JO UIF DMBJNT CFGPSF UIF DPSSFDUJPO EJE OPU TBUJTGZ UIF EFTDSJQUJPO
SFRVJSFNFOUT VOEFS "SUJDMF �� PG UIF PBUFOU "DU.

2. Issues to be discussed
5IF GPMMPXJOH JT B EJTDVTTJPO PG XIBU JT NFBOU CZ lNBUUFST TUBUFE JO UIF

TQFDJGJDBUJPO DMBJNT PS ESBXJOHTz JO NFEJDBM�VTF JOWFOUJPOT BT XFMM BT UIF DPOTJTUFODZ
CFUXFFO UIF EFUFSNJOBUJPO PG UIF DPSSFDUJPO SFRVJSFNFOUT BOE UIF EFUFSNJOBUJPO PG
UIF EFTDSJQUJPO SFRVJSFNFOUT NBEF JO UIJT DPVSU EFDJTJPO CBTFE PO UIF GJOEJOH PG
UIPTF NBUUFST.

(1) Issue 1: Relationship between requirements for correction (addition of new 
matter) and support requirements

"T B SFTVMU PG SFWJFXJOH UIF EFDJTJPOT PG QBTU DPVSU DBTFT JODMVEJOH UIF (SBOE
PBOFM EFDJTJPO PG UIF *P )JHI $PVSU JO UIF l4PMEFS 3FTJTUz DBTF JU XBT GPVOE UIBU lB
UFDIOJDBM NBUUFS EFSJWFE CZ B QFSTPO TLJMMFE JO UIF BSU CZ DPNCJOJOH BMM UIF
EFTDSJQUJPOT JO UIF TQFDJGJDBUJPO PS ESBXJOHTz QFSUBJOJOH UP UIF SFRVJSFNFOUT GPS
DPSSFDUJPO 	BEEJUJPO PG OFX NBUUFS
 lSFMBUF UP UIF UFDIOJDBM JEFBT EJTDMPTFE JO UIF
TQFDJGJDBUJPO PS ESBXJOHTz BOE UIJT GJOEJOH BMJHOT XJUI UIF EFUFSNJOBUJPO VOEFS UIF
TVQQPSU SFRVJSFNFOUT UIBU lXIFO DPNQBSJOH UIF EFTDSJQUJPO JO UIF DMBJNT XJUI UIF
EFTDSJQUJPO JO UIF TQFDJGJDBUJPO UIF JOWFOUJPO EFTDSJCFE JO UIF DMBJNT JT TUBUFE JO UIF
EFUBJMFE EFTDSJQUJPO PG UIF JOWFOUJPO.z "T GPS XIFUIFS PS OPU JU JT lTVCTUBOUJBMMZ
EJTDMPTFEz JU XBT VOEFSTUPPE UIBU UIJT TIPVME CF EFUFSNJOFE BT B EJTUJODU BSFB GSPN
UIF EFUFSNJOBUJPO VOEFS UIF TVQQPSU SFRVJSFNFOUT XIJDI FYBNJOFT lXIFUIFS UIF
EFTDSJQUJPO JO UIF EFUBJMFE EFTDSJQUJPO PG UIF JOWFOUJPO GBMMT XJUIJO UIF TDPQF UIBU
FOBCMFT B QFSTPO TLJMMFE JO UIF BSU UP SFDPHOJ[F UIBU UIF QSPCMFN BEESFTTFE CZ UIF
JOWFOUJPO DBO CF TPMWFE.z
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(2) Issue 2: What is the disclosure required in the specification or drawings for a 
medical-use invention as a technical idea?

5IF TQFDJGJDBUJPO DMBJNT PS ESBXJOHT BUUBDIFE UP UIJT BQQMJDBUJPO JODMVEF
lOFVSPQBUIZz BOE lGJCSPNZBMHJBz BT QBJO EJTPSEFST BOE lIZQFSBMHFTJBz BOE lDPOUBDU
BMMPEZOJBz BT QBJO GPS UIF QIBSNBDFVUJDBM VTF PG $PNQPVOE 2 BO BOBMHFTJD TFMFDUFE
GSPN TQFDJGJD TVCTUJUVFOUT PG 'PSNVMB *. )PXFWFS UIFSF JT OP FYQMJDJU EFTDSJQUJPO JO
UIF TQFDJGJDBUJPO SFHBSEJOH BO BOBMHFTJD GPS UIF USFBUNFOU PG lQBJO BTTPDJBUFE XJUI
IZQFSBMHFTJB PS DPOUBDU BMMPEZOJB DBVTFE CZ OFVSPQBUIZ PS GJCSPNZBMHJBz XIJDI JT B
DPNCJOFE DPODFQU PG UIFTF FMFNFOUT. *O FYBNJOJOH XIFUIFS PS OPU UIFSF JT B
EJTDMPTVSF BT B UFDIOJDBM JEFB UIF GPMMPXJOH CBTJD BQQSPBDI UP EFUFSNJOJOH UIF
DPNNPO HFOFSBM UFDIOJDBM LOPXMFEHF BU UIF UJNF PG GJMJOH BOE UIF FOBCMFNFOU
SFRVJSFNFOUT XBT SFWJFXFE PODF BHBJO.
ŋ %FUFSNJOBUJPO PG FOBCMFNFOU SFRVJSFNFOUT CBTFE PO UIF EJGGJDVMUZ PG QSFEJDUJOH UIF
FGGFDUJWFOFTT PG B NFEJDBM�VTF JOWFOUJPO CBTFE TPMFMZ PO UIF JOEJDBUJPO PG UIF
TVCTUBODF OBNF DIFNJDBM TUSVDUVSF BOE UIF MJLF.

(3) Issue 3: Determination of requirements for correction (addition of new 
matter), enablement requirements, and support requirements in this case, and 
the relationship among these determinations

4JODF UIF UFDIOJDBM JEFB PG UIF JOWFOUJPO XJUI UIF DPSSFDUJPO JO UIJT DBTF JT B
NFEJDBM�VTF JOWFOUJPO UIBU BQQMJFT B LOPXO TVCTUBODF UP B OFX VTF JU JT VOEFSTUPPE
UIBU lNBUUFST EFTDSJCFE JO UIF TQFDJGJDBUJPO PS ESBXJOHTz BSF BMTP SFRVJSFE UP CF
EJTDMPTFE BT UIF TBJE UFDIOJDBM JEFB. *O BEEJUJPO UIF GBDU UIBU lJU JT HFOFSBMMZ EJGGJDVMU UP
QSFEJDU UIF FGGFDUJWFOFTT PG B NFEJDBM�VTF JOWFOUJPO CBTFE TPMFMZ PO UIF JOEJDBUJPO PG
UIF TVCTUBODF OBNF DIFNJDBM TUSVDUVSF BOE UIF MJLFz JT B DPNNPO QSFNJTF SFHBSEMFTT
PG UIF BQQMJDBCMF QSPWJTJPO. 5IFSFGPSF JO UIJT DPVSU EFDJTJPO JU JT CFMJFWFE UIBU UIF
NFEJDBM�VTF JOWFOUJPO XBT SFRVJSFE UP EJTDMPTF UIF UFDIOJDBM JEFB UIBU UIF BDUJWF
JOHSFEJFOU JT VTFGVM XIFO BQQMJFE UP B TQFDJGJD VTF UIBU JT lJU IBT BO FGGFDU.z 8F
SFBDIFE B DPOTFOTVT UIBU UIJT XBT DPOTJTUFOU XJUI UIF GJOEJOH PG lNBUUFST EFTDSJCFE
JO UIF TQFDJGJDBUJPO PS ESBXJOHTz BT B QSFNJTF GPS EFUFSNJOJOH FOBCMFNFOU BOE
TVQQPSU SFRVJSFNFOUT BOE UIF EFDJTJPO JO UIF DBTF XBT NBEF JO BDDPSEBODF XJUI UIF
JOUFSQSFUBUJPO PG UIF DMBJNT UIF EFUFSNJOBUJPO PG JOWFOUJWF TUFQ BOE UIF EFUFSNJOBUJPO
PG EFTDSJQUJPO SFRVJSFNFOUT JO MJOF XJUI UIF XPSEJOH JO UIF QSPWJTJPOT PG UIF PBUFOU
"DU GSPN UIF QFSTQFDUJWFT PG BQQSPQSJBUF QSPUFDUJPO BOE VUJMJ[BUJPO PG UIF QBUFOU
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CBTFE PO UIF DPNNPO GBDUT.
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Case 4: Patent – Electricity
Concept of Inventive Step in Business-Related Invention

5SJBM /VNCFS

"QQFBM /P. 2�2�������� 	PBUFOU "QQMJDBUJPO /P. 2����
��8���
 	6OTVDDFTTGVM

	.BS. 2� 2�22� "QQFBM EFDJTJPO UP NBJOUBJO BO FYBNJOFS`T
EFDJTJPO PG SFGVTBM ˠ EFDJTJPO PO UIF BQQFBM CFDPNFT GJOBM
BOE CJOEJOH


%BUF PG $PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF %FD. 2� 2�22
2�22 	(ZP�,F
 ����� 	%JTNJTTBM PG B SFRVFTU


5JUMF PG UIF *OWFOUJPO 3FTFSWBUJPO TVQQPSU NFUIPE SFTFSWBUJPO TVQQPSU QSPHSBN
BOE SFTFSWBUJPO TVQQPSU EFWJDF

.BKPS *TTVF PBUFOU "DU "SUJDMF 2�	2
 	*OWFOUJWF TUFQ


1. Outline of the case
5IF JOWFOUJPO JO UIJT DBTF SFMBUFT UP B SFTFSWBUJPO TVQQPSU NFUIPE B SFTFSWBUJPO

TVQQPSU QSPHSBN BOE B SFTFSWBUJPO TVQQPSU EFWJDF.
5IF QMBJOUJGG BTTFSUFE BT HSPVOET GPS SFWPDBUJPO PG UIF BQQFBM EFDJTJPO FSSPST JO

UIF EFUFSNJOBUJPO PG UIF SFRVJSFNFOU PG JOEFQFOEFOU QBUFOUBCJMJUZ QBSUJDVMBSMZ XJUI
SFTQFDU UP UIF EFUFSNJOBUJPO DPODFSOJOH UIF FBTJMZ�DPODFJWBCMF QSPQFSUZ PG %JGGFSFOU
'FBUVSF � UIF GJOEJOH PG UIF UFDIOPMPHZ EFTDSJCFE JO $JUFE %PDVNFOU 2 FUD. )PXFWFS
UIF QMBJOUJGG`T BTTFSUJPOT XFSF OPU BDDFQUFE.

2. Issues to be discussed 
'JSTU XF EJTDVTTFE UIF BQQSPQSJBUFOFTT PG UIF DPVSU EFDJTJPO UP GJOE lJOUSJOTJD

EFNBOETz UIBU OFJUIFS QBSUZ DPODFSOFE IBE BTTFSUFE GPMMPXFE CZ B EJTDVTTJPO PO
NPUJWBUJPOT GPS CVTJOFTT QBUFOUT BOE TPGUXBSF�SFMBUFE JOWFOUJPOT. #BTFE PO UIFTF
EJTDVTTJPOT XF GVSUIFS FYBNJOFE IPX QSPCMFNT UP CF TPMWFE BOE FGGFDUT TIPVME CF
EFTDSJCFE JO UIF TQFDJGJDBUJPOT GPS CVTJOFTT QBUFOUT BOE TPGUXBSF�SFMBUFE JOWFOUJPOT.

'JOBMMZ XF EJTDVTTFE UIF BQQSPBDI UP EFUFSNJOJOH JOWFOUJWF TUFQ JO MJHIU PG UIF
DPVSU EFDJTJPO.

(1) Issue 1: Appropriateness of the court decision to find “intrinsic demands”
5IF NFNCFST BHSFFE UIBU UIF DPVSU EFDJTJPO XBT BQQSPQSJBUF JO GJOEJOH UIF
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lJOUSJOTJD EFNBOETz PO UIF SFTFSWBUJPO PG UIF GBDJMJUZ EFTQJUF UIF BCTFODF PG TQFDJGJD
FWJEFODF.

*O BEEJUJPO XF EJTDVTTFE XIFUIFS JU XBT OFDFTTBSZ UP GJOE UIF lJOUSJOTJD EFNBOETz
JO UIJT DBTF JO UIF GJSTU QMBDF BOE XIFUIFS JU XPVME IBWF CFFO QPTTJCMF UP GJOE UIF
UJNFPVU QSPDFTTJOH GSPN UIF EFTDSJQUJPO JO $JUFE %PDVNFOU �. "T B SFTVMU PG UIJT
EJTDVTTJPO XF SFBDIFE B DPOTFOTVT UIBU UIF MPHJD PG UIF DPVSU EFDJTJPO XIJDI GPVOE
UIF lJOUSJOTJD EFNBOETz BOE EFUFSNJOFE UIF NPUJWBUJPO XBT VOEFSTUBOEBCMF CFDBVTF
BUUFNQUT UP GJOE UIF UJNFPVU QSPDFTTJOH GSPN UIF EFTDSJQUJPO JO $JUFE %PDVNFOU �
XPVME IBWF SFTVMUFE JO B NPSF UFDIOJDBM FYQMBOBUJPO.

(2) Issue 2: Motivations for business patents and software-related inventions
3FHBSEJOH CVTJOFTT QBUFOUT BOE TPGUXBSF�SFMBUFE JOWFOUJPOT XF EJTDVTTFE XIFUIFS

NPUJWBUJPOT DBO CF GPVOE FWFO JG FMFNFOUT GPS DPOTJEFSJOH NPUJWBUJPO TVDI BT UIF
QSPCMFN UP CF TPMWFE BSF OPU FYQMJDJUMZ TUBUFE JO UIF DJUFE EPDVNFOUT.

*O UIJT SFTQFDU JO UIF DBTF PG TPGUXBSF UIF QSPCMFN UP CF TPMWFE BOE UIF FGGFDU PG
UIF JOWFOUJPO BSF TPNFUJNFT OPU WFSZ TQFDJGJDBMMZ EFTDSJCFE JO UIF TQFDJGJDBUJPO. *G
FNQIBTJT JT QMBDFE PO XIFUIFS UIF QSPCMFN UP CF TPMWFE FUD. JT EFTDSJCFE JO UIF DJUFE
EPDVNFOUT UIFSF JT B SJTL UIBU NPUJWBUJPOT DPVME CF EFOJFE PO UIF HSPVOET UIBU TVDI
EFTDSJQUJPOT BSF BCTFOU QPUFOUJBMMZ BMMPXJOH FWFO TJNQMF UFDIOPMPHJFT UP CF QBUFOUFE.
5IFSFGPSF GPS TPGUXBSF�SFMBUFE JOWFOUJPOT UIFSF XFSF PQJOJPOT UIBU BT JO UIF DPVSU
EFDJTJPO JU NBZ CF BDDFQUBCMF UP BGGJSN NPUJWBUJPOT CZ GJOEJOH JOUSJOTJD EFNBOET BOE
DPNNPO HFOFSBM LOPXMFEHF.

(3) Issue 3: Should business and technical aspects be considered separately in the 
determination of inventive step?

8F EJTDVTTFE UIF FYUFOU UP XIJDI CVTJOFTT FGGFDUT TIPVME CF DPOTJEFSFE JO BEEJUJPO
UP UFDIOJDBM FGGFDUT XJUI SFTQFDU UP UIF FGGFDUT PG CVTJOFTT QBUFOUT. (JWFO UIF EJGGJDVMUZ
PG DMFBSMZ TFQBSBUJOH CVTJOFTT BTQFDUT GSPN UFDIOJDBM BTQFDUT XF DPODMVEFE UIBU BT JU
QFSUBJOT UP QBUFOUT UIF JOWFOUJWF TUFQ TIPVME CF EFUFSNJOFE CZ DPOTJEFSJOH OPU POMZ
UIF CVTJOFTT QSPCMFN UP CF TPMWFE BOE UIF FGGFDU CVU BMTP UIF FGGFDU BDIJFWFE CZ UIF
UFDIOJDBM NFBOT UIBU SFBMJ[F JU.
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(4) Issue 4: How to describe the problem to be solved and the effect in the 
specification

8IFO XF EJTDVTTFE IPX UIF QSPCMFN UP CF TPMWFE BOE UIF FGGFDU TIPVME CF
EFTDSJCFE JO UIF TQFDJGJDBUJPO GPS CVTJOFTT QBUFOUT BOE TPGUXBSF�SFMBUFE JOWFOUJPOT UIF
PQJOJPOT MJTUFE JO UIF NBJO UFYU PG UIF 3FQPSU 	$BTF � JO +BQBOFTF
 XFSF QSFTFOUFE.

(5) Issue 5: “Predictability” and “sound uncertainty” in the determination of 
inventive step

'JOBMMZ XIFO XF EJTDVTTFE UIF BQQSPBDI UP EFUFSNJOJOH JOWFOUJWF TUFQ UIF
NFNCFST` PQJOJPOT XFSF HFOFSBMMZ BMJHOFE PO UIF GPMMPXJOH QPJOUT�
ŋ 8IJMF JU JT OPU B CBE UIJOH UIBU UIF QSFEJDUBCJMJUZ QFSUBJOJOH UP JOWFOUJWF TUFQ JO UIF
USJBM FYBNJOBUJPO IBT CFFO JODSFBTFE UISPVHI RVBMJUZ DPOUSPM BOE PUIFS NFBTVSFT JU
JT VOEFTJSBCMF JO DBTFT XIFSF UIFSF JT SFMVDUBODF UP SFDPHOJ[F DPNNPO HFOFSBM
LOPXMFEHF FUD. TJNQMZ CFDBVTF JU JT OPU TUBUFE JO UIF MJUFSBUVSF PS JO DBTFT XIFSF
FYDFTTJWF FNQIBTJT JT QMBDFE PO UIF MBDL PG FYQMJDJU EFTDSJQUJPO PG FMFNFOUT GPS
DPOTJEFSJOH NPUJWBUJPOT TVDI BT UIF QSPCMFN UP CF TPMWFE MFBEJOH UP B EFOJBM PG
NPUJWBUJPO.

ŋ *O TVDI DBTFT BT TFFO JO UIF DPVSU EFDJTJPO XF TIPVME OPU CF SFMVDUBOU UP BGGJSN
NPUJWBUJPOT CZ GJOEJOH FMFNFOUT GPS DPOTJEFSJOH NPUJWBUJPOT TVDI BT DPNNPO
HFOFSBM LOPXMFEHF BOE UIF QSPCMFN UP CF TPMWFE CBTFE PO UIF TUBUF PG UIF BSU BU
UIF UJNF PG GJMJOH.

ŋ 5IF QVSQPTF PG FYBNJOBUJPO BOE USJBM�BQQFBM JT UP HSBOU SJHIUT UP JOWFOUJPOT UIBU
BSF TPDJBMMZ BQQSPQSJBUF VOEFS UIF PBUFOU "DU. *U JOIFSFOUMZ JOWPMWFT B DFSUBJO
EFHSFF PG VODFSUBJOUZ BOE BO BQQSPQSJBUF DPODMVTJPO DBO CF SFBDIFE UISPVHI
SFQFBUFE DPOTJEFSBUJPO JO FYBNJOBUJPO USJBM�BQQFBM BOE MJUJHBUJPO. 'PS UIJT
VODFSUBJOUZ UP CF B lTPVOE VODFSUBJOUZz JO UIF USJBM�BQQFBM JU NBZ CF JNQPSUBOU UP
DMFBSMZ TUBUF UIF EFUFSNJOBUJPO BOE HSPVOET JO UIF USJBM EFDJTJPO FUD.

ŋ &WFO JO UIJT DPVSU EFDJTJPO BMUIPVHI UIF DPODMVTJPO PG UIF USJBM EFDJTJPO BOE UIF
DPVSU EFDJTJPO BSF UIF TBNF UIF MPHJD CFIJOE FBDI EFDJTJPO JT EJGGFSFOU. 5IF
BTTFSUJPOT PG UIF QBSUJFT DPODFSOFE JO B USJBM BOE JO B DPVSU NBZ EJGGFS BOE UIVT JU JT
OPU OFDFTTBSJMZ TPVOE GPS UIF MPHJD PG FBDI EFDJTJPO UP CF UIF TBNF. " QPJOU PG TPVOE
DPNQSPNJTF NBZ POMZ CF GPVOE XIFO UIFSF JT TPNF EFHSFF PG GMVDUVBUJPO 	TPVOE
VODFSUBJOUZ
.
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Case 5: Design
Method for Determination of Article 5(ii) of Design Act 
(Comparison of Design and Trademark, Consideration of 
Trademark Famousness and Relevance of Field of Articles)

5SJBM /VNCFS

*OWBMJEBUJPO /P. 2�2��88���� 	%FTJHO /P. ������8

	&TUBCMJTINFOU PG JOWBMJEJUZ

	4FQ. � 2�2�� 5SJBM EFDJTJPO UP JOWBMJEBUF UIF EFTJHO
ˠEFDJTJPO PO UIF USJBM CFDPNFT GJOBM BOE CJOEJOH


%BUF PG $PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF 'FC. �� 2�2�
2�2� 	(ZP�,F
 ����� 	%JTNJTTBM PG B SFRVFTU


"SUJDMF UP XIJDI
UIF EFTJHO JT BQQMJFE #BH

.BKPS *TTVF
%FTJHO "DU "SUJDMF �	JJ
 	" EFTJHO XIJDI IBT B SJTL PG
DSFBUJOH DPOGVTJPO XJUI BO BSUJDMF QFSUBJOJOH UP BOPUIFS
QFSTPO`T CVTJOFTT


1. Design of the case
5IF EFTJHO DPOTUJUVUFT B lCBHz BT UIF BSUJDMF UP XIJDI UIF EFTJHO JT BQQMJFE BOE JUT

PWFSBMM TUSVDUVSF JODMVEFT B HFOFSBMMZ CPY�TIBQFE CPEZ XJUI B CPUUPN BOE BO PQFO
UPQ UP XIJDI B QBJS PG IBOEMFT BSF BUUBDIFE BU UIF GSPOU BOE BU UIF CBDL B CFMU JT
QSPWJEFE GSPN UIF CBDL UP UIF GSPOU BOE B QBEMPDL JT BEEFE UP GBTUFO UIF CFMU.

5IF PWFSBMM TIBQF PG UIF QBEMPDL XJUI UIF FYDFQUJPO PG UIF IPPL QBSU XIJDI
DPOTJTUT PG B HFOFSBMMZ JOWFSUFE 6�TIBQFE DVSWFE SPVOE CBS JT UIBU PG B TMJHIUMZ UIJO
HFOFSBMMZ SFDUBOHVMBS QBSBMMFMFQJQFE BOE B HFOFSBMMZ )�TIBQFE DPODBWF�DPOWFY
QBUUFSO JT GPSNFE PO JUT GSPOU TJEF.

Front view of the design The padlock2 H Trademark 2

��

      



2. Issues to be discussed
(1) Issue 1: Consideration of the holdings in the court decision

5IF NFNCFST FYQSFTTFE UIF PQJOJPO UIBU UIF GJOEJOHT " UISPVHI % CFMPX XFSF
HFOFSBMMZ DPOTJEFSFE BQQSPQSJBUF.
". 3FKFDUJPO PG UIF QMBJOUJGG`T BSHVNFOU UIBU UIF QBEMPDL JT OPU B QSJNBSZ QBSU PG UIF

EFTJHO.
#. 5IF BNFOENFOU UP EFMFUF UIF QBEMPDL PS UIF TIBQF PG UIF GSPOU PG UIF QBEMPDL JO

UIF BUUBDIFE ESBXJOHT FUD. JT OPU BDDFQUBCMF BT JU DIBOHFT UIF HJTU PG UIF EFTJHO.
$. &WFO JG UIF SFBTPOT GPS SFGVTBM VOEFS "SUJDMF �	JJ
 PG UIF %FTJHO "DU BSF OPU SBJTFE

BU UIF FYBNJOBUJPO TUBHF BOE OP PQQPSUVOJUZ JT HJWFO GPS BO BNFOENFOU UIJT EPFT
OPU BGGFDU UIF TVCTUBOUJWF EFUFSNJOBUJPO PG XIFUIFS JU GBMMT VOEFS "SUJDMF �	JJ
 PG UIF
%FTJHO "DU.

%. 3FKFDUJPO PG UIF QMBJOUJGG`T BSHVNFOU UIBU TJODF UIF QMBJOUJGG EPFT OPU TFMM UIF CBH
XJUI UIF QBEMPDL JU JT OPU MJBCMF UP DSFBUF DPOGVTJPO XJUI UIF BSUJDMFT QFSUBJOJOH UP
BOPUIFS QFSTPO`T CVTJOFTT.

(2) Issue 2: Consideration of the explanations in the trial decision
8F DPOTJEFSFE UIF FYQMBOBUJPOT TUBUFE JO UIF SFBTPOT ��� GPS JOWBMJEBUJPO. 3FHBSEJOH

3FBTPO � GPS JOWBMJEBUJPO JU XBT EFUFSNJOFE UIBU UIF EFTJHO GBMMT VOEFS "SUJDMF �	JJ
 PG
UIF %FTJHO "DU JO DPOOFDUJPO XJUI l) 5SBEFNBSL 2.z *O UIJT SFTQFDU NBOZ PQJOJPOT
XFSF FYQSFTTFE UIBU UIF FYQMBOBUJPO PG UIF TJNJMBSJUZ PG GPSN CFUXFFO UIF EFTJHO JO
UIF DBTF BOE UIF USBEFNBSL XBT HFOFSBMMZ BQQSPQSJBUF. 3FHBSEJOH UIF XFMM�LOPXO
BOE UIF GBNPVTOFTT PG UIF USBEFNBSL XIJMF TFWFSBM PQJOJPOT XFSF FYQSFTTFE UIBU UIF
NFUIPE PG EFUFSNJOBUJPO XBT BQQSPQSJBUF BOE UIBU UIF HSPVOET GPS UIF EFUFSNJOBUJPO
XFSF TVGGJDJFOU UIFSF XFSF BMTP PQJOJPOT UIBU NPSF EFUBJMFE FWJEFODF XPVME CF
OFFEFE UP SFDPHOJ[F GBNPVTOFTT.

*O BEEJUJPO NBOZ NFNCFST DPOTJEFSFE UIF EFUFSNJOBUJPO PG MJLFMJIPPE PG DPOGVTJPO
UP CF HFOFSBMMZ BQQSPQSJBUF. 'VSUIFSNPSF UIF SFMFWBODF CFUXFFO UIF GJFME PG BSUJDMFT
QFSUBJOJOH UP UIF EFTJHO BOE QFSUBJOJOH UP UIF EFNBOEBOU`T CVTJOFTT UIF GBDU UIBU UIF
QBEMPDL DPOTUJUVUFT B TNBMM QSPQPSUJPO PG UIF FOUJSF CBH BOE UIF BUUBDINFOU QPTJUJPO
PG UIF QBEMPDL PO UIF CBH XFSF BMTP DPOTJEFSFE.

2 &OMBSHFE JNBHF PG UIF QBEMPDL BU UIF VQQFS DFOUFS PG UIF GSPOU PG UIF EFTJHO. *U XBT TIPXO
JO UIF BUUBDIFE TIFFU PG UIF DPVSU EFDJTJPO l5IF QBEMPDL BOE ) 5SBEFNBSL 2z CVU JU XBT OPU
QVCMJTIFE JO UIF EFTJHO HB[FUUF.
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(3) Issue 3: Famousness of the trademark, relevance of the field of the articles, 
and related matters

A. The famousness of the trademark
.BOZ NFNCFST FYQSFTTFE UIF PQJOJPO UIBU UIF GBNPVTOFTT PG UIF USBEFNBSL

QFSUBJOJOH UP BOPUIFS QFSTPO`T CVTJOFTT TJHOJGJDBOUMZ BGGFDUT UIF EFUFSNJOBUJPO PG UIF
MJLFMJIPPE PG DPOGVTJPO BOE UIBU UIF IJHIFS UIF EFHSFF PG GBNF UIF NPSF MJLFMZ JU JT
UIBU UIFSF XJMM CF B MJLFMJIPPE PG DPOGVTJPO XJUI EFTJHOT CFBSJOH UIF TBNF PS TJNJMBS
USBEFNBSLT.

.FNCFST TVHHFTUFE UIBU UIF GJOEJOH PG UIF GBNPVTOFTT PG UIF USBEFNBSL QFSUBJOJOH
UP BOPUIFS QFSTPO`T CVTJOFTT TIPVME CF CBTFE PO B DPNQSFIFOTJWF DPOTJEFSBUJPO PG B
WBSJFUZ PG GBDUPST TVDI BT� UIF OVNCFS PG QSPEVDUT NBOVGBDUVSFE BOE TPME� UIF QFSJPE
BOE BSFB PG VTF� UIF NFUIPET QFSJPE BSFB BOE TDBMF PG BEWFSUJTJOH� BOE TVSWFZT
JOWFTUJHBUJOH UIF EFHSFF PG SFDPHOJUJPO PG UIF USBEFNBSL. *O BEEJUJPO UIFSF XBT BO
PQJOJPO UIBU FWFO JO UIF DBTF PG SFHJTUFSFE USBEFNBSLT JU JT FBTJFS UP GJOE UIF
GBNPVTOFTT PG UISFF�EJNFOTJPOBM USBEFNBSLT GPS XIJDI B DFSUBJO EFHSFF PG SFDPHOJUJPO
IBT CFFO QSPWFO BU UIF FYBNJOBUJPO TUBHF XIFSFBT JO UIF DBTF PG GJHVSF USBEFNBSLT
JU JT EJGGJDVMU UP FWBMVBUF UIF GBNPVTOFTT PG UIF TIBQF PS QBUUFSO JUTFMG BT UIF
GBNPVTOFTT PG TVDI USBEFNBSLT JT OPU VTVBMMZ SFRVJSFE UP CF QSPWFO BU UIF
FYBNJOBUJPO TUBHF. 'VSUIFSNPSF UIFSF XBT B EJGGFSFODF PG PQJOJPO SFHBSEJOH XIFUIFS
UIFSF JT B EJGGFSFODF JO UIF MFWFM PG GBNF CFUXFFO UIF %FTJHO "DU BOE UIF 5SBEFNBSL
"DU.

B. Relevance of the field of the article
.BOZ NFNCFST FYQSFTTFE UIF PQJOJPO UIBU UIF SFMFWBODF CFUXFFO UIF GJFME PG UIF

EFTJHOBUFE HPPET PG UIF USBEFNBSL QFSUBJOJOH UP BOPUIFS QFSTPO`T CVTJOFTT BOE UIF
GJFME PG UIF BSUJDMF PG UIF EFTJHO TJHOJGJDBOUMZ BGGFDUT UIF EFUFSNJOBUJPO PG XIFUIFS
UIFSF JT B MJLFMJIPPE PG DPOGVTJPO BOE UIBU HFOFSBMMZ UIF TUSPOHFS UIF SFMFWBODF
CFUXFFO UIF UXP UIF NPSF MJLFMZ JU JT UIBU B MJLFMJIPPE PG DPOGVTJPO XJMM BSJTF.

5IFSF XBT BMTP BO PQJOJPO UIBU B MJLFMJIPPE PG DPOGVTJPO DPVME BSJTF FWFO JG BO
BSUJDMF UP XIJDI UIF EFTJHO JT BQQMJFE BOE UIF EFTJHOBUFE HPPET PG UIF USBEFNBSL
CFMPOH UP EJGGFSFOU GJFMET EVF UP UIF GBDU UIBU UIFZ BSF QBSUT PS DPNQPOFOUT PG BSUJDMFT.
"EEJUJPOBMMZ BO PQJOJPO XBT FYQSFTTFE UIBU UIF NFUIPE GPS GJOEJOH UIF SFMFWBODF PG
UIF GJFME PG UIF BSUJDMFT XJMM CF B DPNQSFIFOTJWF DPOTJEFSBUJPO CBTFE PO UIF TUSFOHUI
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PG UIF SFMFWBODF CFUXFFO UIF UXP GSPN UIF GJFME BOE OBUVSF PG UIF BSUJDMF DPOTVNFS
SFDPHOJUJPO PG UIF BSUJDMF BOE PUIFS SFMFWBOU GBDUPST.
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Case 6: Trademark
Applicability under Article 3(1)(iv) of Trademark Act for 
Trademark Formed by Combining Commonplace Surname with 
Customary Name

5SJBM /VNCFS

"QQFBM /P. 2�22������� 	5SBEFNBSL "QQMJDBUJPO /P. 2�2��
����8�
 	6OTVDDFTTGVM

	'FC. 2� 2�2�� "QQFBM EFDJTJPO UP NBJOUBJO BO FYBNJOFS`T
EFDJTJPO PG SFGVTBM ˠ EFDJTJPO PO UIF BQQFBM CFDPNFT GJOBM BOE
CJOEJOH


%BUF PG
$PVSU %FDJTJPO
$BTF /VNCFS

*P )JHI $PVSU $BTF 4FQ. � 2�2�
2�2� 	(ZP�,F
 ����� 	%JTNJTTBM PG B SFRVFTU


5SBEFNBSL JO
UIF "QQMJDBUJPO

্໙ॴ 	*LFHBNJ 4FJNFOKZP
 	4UBOEBSE DIBSBDUFST

%FTJHOBUFE TFSWJDF� $MBTT �� lPSPWJEJOH GPPET BOE CFWFSBHFTz

.BKPS *TTVF 5SBEFNBSL "DU "SUJDMF �	�
	JW
 	5SBEFNBSL DPOTJTUT TPMFMZ PG B
NBSL JOEJDBUJOH B DPNNPO TVSOBNF OBNF PS OBNF


1. Outline of the case
5IJT DBTF DPODFSOFE B USJBM EFDJTJPO UIBU UIF BCPWF USBEFNBSL JO UIF "QQMJDBUJPO

GFMM VOEFS "SUJDMF �	�
	JW
 PG UIF 5SBEFNBSL "DU BOE UIJT USJBM EFDJTJPO XBT VQIFME JO
UIF DPVSU EFDJTJPO.

2. Issues to be discussed
(1) Issue 1: “Commonplace name”
". 8F EJTDVTTFE UIF TJHOJGJDBODF PG UIF EFUFSNJOBUJPO JO UIJT DPVSU EFDJTJPO UIBU UIF

USBEFNBSL JO UIF "QQMJDBUJPO XBT DPOTJEFSFE B lDPNNPOQMBDF OBNFz PO UIF
HSPVOET UIBU JU XBT B DPNCJOBUJPO PG B lDPNNPOQMBDF TVSOBNFz BOE B lOBNF
DVTUPNBSJMZ VTFE UP JOEJDBUF B SFTUBVSBOU TFSWJOH OPPEMFT.z

#. 3FHBSEJOH UIF BQQSPQSJBUFOFTT PG UIF GSBNFXPSL GPS EFUFSNJOJOH UIF USBEFNBSL`T
DPNQPTJUJPO CZ EJWJEJOH JU JOUP UIF lTVSOBNFz BOE BEEJUJPOBM QBSUT UIF PQJOJPOT PG
UIF NFNCFST XFSF EJWJEFE BT GPMMPXT� POF PQJOJPO BSHVFE UIBU UIF BOBMZTJT TIPVME
IBWF FNQIBTJ[FE UIF XPSEJOH PG UIF QSPWJTJPOT BOE NBJOUBJOFE BO JOUFHSBUFE
VOEFSTUBOEJOH PG UIF DPNQPTJUJPO BT B XIPMF FYBNJOJOH XIFUIFS UIF FOUJSF
DPNQPTJUJPO XBT DPNNPOQMBDF FYJTUFODF BT JU JT� BOE UIF PUIFS PQJOJPO EJE OPU
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PQQPTF UIF BQQSPBDI PG BOBMZ[JOH UIF DPNQPTJUJPO JO TFQBSBUF QBSUT.
5IF MBUUFS PQJOJPO FNQIBTJ[FT UIBU CPUI UIF lTVSOBNFz BOE UIF SFNBJOEFS PG UIF

USBEFNBSL BSF DPNNPOQMBDF 	PS MBDL PG EJTUJODUJWFOFTT
 BOE DPOTJEFST UIBU UIF
DPNCJOBUJPO PG TVDI DPNNPOQMBDF FMFNFOUT DPOTUJUVUFT B lDPNNPOQMBDF OBNFz
UIFSFCZ BGGJSNJOH JUT BQQMJDBCJMJUZ VOEFS UIF 5SBEFNBSL "DU "SUJDMF �	�
	JW
.

*O SFTQPOTF UP UIFTF PQJOJPOT XIJMF TPNF RVFTUJPOFE UIF GSBNFXPSL GPS
EFUFSNJOBUJPO JO UIJT DPVSU EFDJTJPO DSJUJDJ[JOH JU BT CFJOH UPP UFDIOJDBM UP GJOE
TPNFUIJOH UIBU JT OPU FRVJWBMFOU UP UIF lTVSOBNFz JO *UFN 	JW
 UP GBMM VOEFS UIF
lDPNNPOQMBDF OBNFz JO UIF TBNF *UFN 	JW
 UIFSF XBT BMTP BO PQJOJPO UIBU BGGJSNFE
UIJT GSBNFXPSL JO DPODMVTJPO UP BWPJE UIF JODPOWFOJFODF PG MFBWJOH OP SPPN UP BQQMZ
"SUJDMF �	2
 PG UIF 5SBEFNBSL "DU UP UIF USBEFNBSL GBMMJOH VOEFS *UFN 	WJ
.

(2) Issue 2: “Commonplace surname”
". *O EFUFSNJOJOH UIF BQQMJDBCJMJUZ PG B lDPNNPOQMBDF TVSOBNFz UIF JNQBDU PG UIF

XPSE DPSSFTQPOEJOH UP UIF TVSOBNF CFJOH QPMZTFNPVT XBT EJTDVTTFE. .BOZ
PQJOJPOT CBTJDBMMZ BHSFFE XJUI UIF DPVSU EFDJTJPO JO UIJT DBTF XIJDI EFOJFE UIF
JNQBDU PG QPMZTFNZ PO UIF HSPVOET UIBU JU JT QPTTJCMF GPS B XPSE UP CF
DPNNPOQMBDF BT B TVSOBNF BOE BMTP UP CF QPMZTFNPVT. )PXFWFS JO DBTFT XIFSF
UIF NFBOJOH PG UIF XPSE PUIFS UIBO TVSOBNF JT NPSF XJEFMZ LOPXO BOE UIF XPSE
JT VTVBMMZ SFDPHOJ[FE CZ UIBU NFBOJOH UIFSF XBT B NBKPSJUZ WJFX SFHBSEMFTT PG
BHSFFNFOU XJUI UIF DPVSU EFDJTJPO UIBU UIJT DPVME BGGFDU UIF EFUFSNJOBUJPO PG UIF
BQQMJDBCJMJUZ PG B lDPNNPOQMBDF TVSOBNF.z

#. *O EFUFSNJOJOH UIF BQQMJDBCJMJUZ PG B lDPNNPOQMBDF TVSOBNFz SFHBSEJOH IPX UIF
OVNCFS PG QFPQMF XJUI UIF SFMFWBOU TVSOBNF TIPVME CF UBLFO JOUP BDDPVOU UIF
NBKPSJUZ DPOTJEFSFE UIBU XIJMF JU XPVME CF EJGGJDVMU UP DMFBSMZ EFGJOF B MJNJU CBTFE PO
B TQFDJGJD OVNCFS PG QFPQMF JU XPVME CF SFBTPOBCMF UP FTUBCMJTI B TQFDJGJD OVNFSJDBM
TUBOEBSE JO PSEFS UP FOTVSF UIF PCKFDUJWJUZ PG UIF EFUFSNJOBUJPO.

$. &WFO JG UIF OVNCFS PG QFPQMF XJUI UIF TVSOBNF DPSSFTQPOEJOH UP UIF XPSE GPSNJOH
UIF USBEFNBSL JT OPU MBSHF JU DBO TUJMM CF DPOTJEFSFE B lDPNNPOQMBDF TVSOBNFz JO
UIF GPMMPXJOH DBTFT� (i) JG JU JT UIF TVSOBNF PG B IJTUPSJDBM PS GJDUJPOBM DIBSBDUFS 	ii
 JG
UIF TVSOBNF JT HFPHSBQIJDBMMZ DPODFOUSBUFE. 'PS FBDI PG UIFTF DBTFT EJWFSHFODFT
XFSF PCTFSWFE UIBU SFGMFDUFE EJGGFSFODFT JO WJFXQPJOUT SFHBSEJOH UIF JOUFSQSFUBUJPO
PG UIF NFBOJOH PG lDPNNPOQMBDF.z
*O PUIFS XPSET GSPN UIF WJFXQPJOU PG DPOTJEFSJOH lDPNNPOQMBDFz BT B NBUUFS PG
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DPOTVNFS SFDPHOJUJPO UIFSF XFSF PQJOJPOT UIBU JU DPVME BQQMZ JG UIF TVSOBNF XBT
XJEFMZ SFDPHOJ[FE OBUJPOXJEF FWFO JG JU XBT OPU VTFE CZ NBOZ QFPQMF BT GPS 	i
 BOE
UIBU JU XBT MJLFMZ UP CF EFFNFE OPO�BQQMJDBCMF JG UIF TVSOBNF XBT OPU XJEFMZ LOPXO
OBUJPOXJEF BT GPS 	ii
. 0O UIF PUIFS IBOE GSPN UIF WJFXQPJOU PG DPOTJEFSJOH
lDPNNPOQMBDFz BT B NBUUFS PG PCKFDUJWF BDUVBM FYJTUFODF UIFSF XFSF PQJOJPOT UIBU
UIFSF XBT OP SBUJPOBM SFBTPO UP USFBU JU JO UIF TBNF XBZ BT B DPNNPOQMBDF BDUVBM
TVSOBNF BT GPS 	i
 BOE UIBU JU DPVME CF VOEFSTUPPE BT B lDPNNPOQMBDF TVSOBNFz JO
SFHJPOT XIFSF UIF TVSOBNF JO RVFTUJPO JT HFPHSBQIJDBMMZ DPODFOUSBUFE BT GPS 	ii
.

(3) Issue 3: Applicable provision
*O MJHIU PG UIF FYJTUFODF PG B DPVSU EFDJTJPO 	lాதṟళ 	5"/"," )"4)* 5&/
z

DBTF
 XIJDI TUBUFT UIBU *UFN 	WJ
 PG UIF 5SBEFNBSL "DU "SUJDMF �	�
 TIPVME CF BQQMJFE
JO B SFGVTBM PG SFHJTUSBUJPO PG B DPNQPTJUF USBEFNBSL DPOTJTUJOH PG B lDPNNPOQMBDF
TVSOBNFz DPNCJOFE XJUI B CVTJOFTT OBNF PS TJNJMBS UFSN VTFE JO B DVTUPNBSZ
NBOOFS XF EJTDVTTFE UIF EJTUJODUJPO CFUXFFO UIF BQQMJDBUJPO PG *UFNT 	JW
 BOE 	WJ

BOE SFMBUFE JTTVFT.
". *O UIJT SFHBSE TPNF FYQSFTTFE UIF WJFX UIBU UIF USBEFNBSL JO UIF "QQMJDBUJPO

TIPVME IBWF CFFO EFUFSNJOFE BT IBWJOH BQQMJDBCJMJUZ VOEFS *UFN 	JW
 BMTP JO UIJT
DBTF 	l5"/"," )"4)* 5&/z DBTF
 GSPN UIF WJFXQPJOU PG FNQIBTJ[JOH
DPOTJTUFODZ XJUI UIF &YBNJOBUJPO (VJEFMJOFT for Trademarks XIJMF PUIFST
FYQSFTTFE UIF WJFX UIBU UIF KVEHNFOU JO UIF BCPWF DBTF XBT BQQSPQSJBUF GSPN UIF
WJFXQPJOU PG FNQIBTJ[JOH UIF JNQPSUBODF PG NBJOUBJOJOH BO JOUFHSBUFE
VOEFSTUBOEJOH PG UIF PWFSBMM DPNQPTJUJPO PG UIF USBEFNBSL XIFO EFUFSNJOJOH JUT
BQQMJDBCJMJUZ VOEFS *UFN 	JW
.

#. 5IFSF XBT BMTP BO PQJOJPO UIBU PO UIF QSFNJTF UIBU CPUI UIF BQQMJDBCJMJUZ PG *UFN 	JW

BOE UIF BQQMJDBCJMJUZ PG *UFN 	WJ
 DPVME CF TVCKFDU UP FYBNJOBUJPO B EJTUJODUJPO
TIPVME CF NBEF JO UIF TUSJDUOFTT PG UIF BQQMJDBCJMJUZ EFUFSNJOBUJPO.
	B
 *O UIJT SFTQFDU GSPN UIF WJFXQPJOU PG FNQIBTJ[JOH UIF JODPOWFOJFODF UIBU UIFSF

JT OP SPPN GPS BQQMZJOH "SUJDMF �	2
 UP UIF USBEFNBSL GBMMJOH VOEFS *UFN 	WJ

UIFSF XBT BO PQJOJPO UIBU UIF BQQMJDBCJMJUZ PG *UFN 	JW
 TIPVME CF SFDPHOJ[FE
SFMBUJWFMZ CSPBEMZ XIJMF UIF BQQMJDBCJMJUZ PG *UFN 	WJ
 TIPVME CF TUSJDUMZ
EFUFSNJOFE GPS UIF USBEFNBSL GPS XIJDI UIFSF JT OP SPPN GPS SFDPHOJ[JOH UIF
BQQMJDBCJMJUZ PG *UFN 	JW
.

	C
 0O UIF PUIFS IBOE GSPN UIF WJFXQPJOU QSFNJTFE PO UIF VOEFSTUBOEJOH UIBU
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FWFO JO EFUFSNJOJOH UIF BQQMJDBCJMJUZ PG *UFN 	WJ
 UIFSF JT B TJUVBUJPO XIFSF BO
PQFSBUJPO TJNJMBS UP UIF BQQMJDBUJPO PG "SUJDMF �	2
 JT FGGFDUJWFMZ BQQMJFE UIF
GPMMPXJOH PQJOJPOT XFSF FYQSFTTFE� (i) SFHBSEJOH UIF lDPNNPOQMBDF TVSOBNFz JO
MJHIU PG UIF GBDU UIBU BQQMJDBOUT IBWF MJUUMF SPPN GPS DIPJDF UIF BQQMJDBCJMJUZ PG
*UFN 	JW
 TIPVME CF CSPBEMZ SFDPHOJ[FE BOE (ii) SFHBSEJOH UIF lDPNNPOQMBDF
OBNFz 	JO UIJT PQJOJPO SFGFSSJOH UP lPOF GPSNFE CZ DPNCJOJOH B DPNNPOQMBDF
TVSOBNF XJUI B CVTJOFTT OBNF PS TJNJMBS UFSN VTFE JO B DVTUPNBSZ NBOOFSz BT
TFFO JO UIF EFDJTJPO JO UIJT DBTF
 HJWFO UIF CSPBE SBOHF PG PQUJPOT BWBJMBCMF UIF
GSFFEPN PG DIPJDF TIPVME CF SFDPHOJ[FE JO BDDPSEBODF XJUI UIJT CSFBEUI BOE UIF
TDPQF PG DBTFT GBMMJOH VOEFS *UFN 	JW
 TIPVME CF TUSJDUMZ MJNJUFE.
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