(a) Novelty

average observer

(b) Nonobviousness

' In re Bartlett, 300 F.2d 942, 944, 133 USPQ 204,206(CCPA 1962)  The degree of difference
from the prior art required to establish novelty occurs when the average observer takes the
new design for a different, and not a modified, already-existing design.

Hupp v. Siroflex of America Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir. 1997) the
reference must be identical in all material respects.

% In re Glavas, 230 F.2d 447, 450, 109USPQ 50, 52(CCPA 1956)  Accordingly, so far as
anticipation by a single prior art disclosure is concerned, there can be no question as to
nonanalogous art in design cases.

Hupp v. Siroflex of America Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir. 1997) The
publication must show the same subject matter as that of the patent, and must be identical in
all material respects.

US Patent Trademark Office, Manual of Patent Examining Procedure § 1504.02 The
average observer test does not require that the claimed design and the prior art be form
analogous arts when evaluating novelty. In re Glavas, Insorfar as the average observer under
35 USC 102 is not charged with knowledge of any art, the issue of analogousness of prior art
need not be raised. This distinguishes 35 USC 102 from 35USC 103(a) which requires
determination of whether the claimed design would have been obvious to a person of ordinary
skill in the art.

% In re Bartlett, 300 F.2d 942, 944, 133 USPQ 204,206(CCPA 1962) The average observer, in
our judgment, would inevitably take appellants’design to be a different design from that shown
in sweet'’s catalog and by applicants’tile respectively, are not only easily distinguished by the
practiced eye but they make different overall impressions so that purchasers might very well
have preferences for one over the other. In short, they do not look alike and the existence of
statutory novelty is beyond question.

Hupp v. Siroflex of America Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir. 1997) the
ceramic floor tile advertised in the Houston newspaper is not identical to Hupp’s mold for a
concrete walkway, and the record shows no other publication on which the jury might have
relied.

US Patent Trademark Office, Manual of Patent Examining Procedure § 1504.02 The
standard for determining novelty under 35 USC 102 was set forth by the court In re Bartlett
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Hupp v. Siroflex of America Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir. 1997) The
scope of the prior art is not the universe of abstract design and artistic creativity, but designs of
the same article of manufacture or of articles sufficiently similar that a person of ordinary skill
would look to such articles for their designs.

In re Nalbandian, 661 F.2d 1214, 211 USPQ 782 (CCPA1981) We believe it is appropriate to
close this schism. Accordingly, with this case we hold that the test of Laverne will no longer be
followed. In design cases we will consider the fictitious person identified in s 103 as one of
ordinary skill in the art to be the designer of ordinary capability who designs articles of the type
presented in the application. This approach is consistent with Graham v. John Deere Co., 383
US 1.86 S.Ct. 684, 15 L.Ed.2d 545(1966), which requires that the level of ordinary skill in the
pertinent art be determined.

In re Borden

In re Rosen, 673 F.2d 388,213 USPQ 347 There must be a reference, a something in
existence, the design characteristics of which are basically the same as the claimed design in
order to support a holding of obviousness

In re Harvey, 12 F.3d 1061, 29 USPQ2d 1206 (Fed.Cir.1993) The Board erroneously applied
the obviousness standard to the ornamental designs at issue by relying opon the prior art
Harvey vase as a design concept rather than as the disclosure of certain visual ornamental
features.

In re Nalbandian, 661 F.2d 1214, 211 USPQ 782 (CCPA 1981)

US Patent Trademark Office, Manual of Patent Examining Procedure § 1504.03 When
a modification to a basic reference involves a change in configuration, both the basic and
secondary references must be from analogous arts. In re Glaves, The reason for this is
two-fold. First, a designer of ordinary skill is only changed with knowledge of art related to that
of the claimed design. Second, the ornamental features of the references must be closely
related in order for a designer of ordinary skill to have been motivated to have modified one in
view of the other.



(©)
An ordinary observer A purchaser

Gorham test ¥

Point of novelty test

almost identical

12
13

14

15

new

1% Gorham Co. V. White, 81 US 511, 512 (1871) in the eye of an ordinary observer, giving such
attention as a purchaser usually gives, two designs are substantially the same, if the
resemblance is such as to deceive such as observer, inducing him to purchase one supposing
it to be the other, the first one patented is infringed by the other.

1 Litton systems, Inc., v. Whirlpool corporation 728 F.2d 1423, 221 USPQ 97

2 In re Mann, 861 F.2d 1581, 8 USPQ2d 2030 (Fed.Cir. 1988)

Berry Sterling Corp. v. Just toys, Inc., 122 F.3d 1396, 43 USPQ2d 1641 (Fed.Cir.1997)

¥ 0ddzon Prods., Inc.v. Just Toys, Inc., 122 F.3d 1396, 43 USPQ2d 1641(Fed.Cir.1997)

' Elmer v. ICC Fabricating, Inc.., 67 F.3d 1571, 36 USPQ2d 1417 (Fed.Cir.1995)

> Markman V. Westview Instruments, Inc., 116 S.Ct. 1384. 38 USPQ2d 1461(1996)
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According to Article 5, novelty is assessed in relation to specific features. A design shall be
considered identical to prior art (i.e. not new) if specific features differ only in unimportant
details  European design protection Commentary to Directive and Regulation Proposals
Mario Franzosi Kluwer Law International 1996



Gorham Mfg. Co. v. White 81 US (14 Wall) 511 (1872)
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Gorham Test

Gorham Company patent granted in July, 1861, for new design for
handles of tablespoons and forks held infringed.




To constitute infringement of a patent for a design, it is not essential that the
appearance should be the same to the eye of an expert. The test of a patent
for a design is the eye of an ordinary observer. If in the eye of an ordinary
observer, giving such attention as a purchaser usually gives, two designs are
substantially the same, if the resemblance is such as to deceive such an
observer, inducing him to purchase one, supposing it to be the other, the first
one patented is infringed by the other.

The true test of identity of design must be sameness of appearance; and mere
difference of lines in the drawing or sketch, a greater or smaller number of
lines, or slight variances in configuration, will not destroy the substantial
identity.

The act of congress which authorize the grant of patents for designs
contemplate not so much utility as appearance, and that, not an abstract
impression or picture, but an aspect given to one of the objects mentioned in
the acts. The thing for which a patent is given is that which gives a peculiar or
distinctive appearance to the manufacture or article to which it may be applied,
or to which those appearances are produced, but the appearance itself, which
attracts attention and calls out favor or dislike. It is the appearance itself,
therefore, no matter how caused that is the patentable element.




Litton Systems, Inc., v. Whirlpool Corp., 728 F.2d 1423, 1444, 221 USPQ
97, 109 (Fed.Cir.1984)
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Point of Novelty
Test

More than one hundred years ago, the Supreme Court established a test for
determining infringement of a design patent which, to this day, remains valid.
Gorham Co.v.White,81 U.S(14Wall.)511,20 L.Ed.731(1871).This test requires
that “if, in the eye of an ordinary observer, giving such attention as a purchaser
usually gives, two designs are substantially the same, if the resemblance is
such as to deceive such an observer, inducing him to purchase one supposing
to be the other, the first one patented is infringed by the other.”

For a design patent to be infringed, however, no matter how similar two items
look, “the accused device must appropriate the novelty in the patented device
which distinguishes it from the prior art.”

That is, even though the court compares two items through the eyes of the
ordinary observer, it must nevertheless, to find infringement, attribute their
similarity to the novelty which distinguishes the patented device from the prior
art,(This "point of novelty” approach applies only to a determination of
infringement.

The novelty of the '990 patent consists, in light of our analysis in the previous
section on the ‘990 patent’s validity, of the combination on a microwave oven’s
exterior of a three-stripe door frame, a door without a handle, and a latch
release lever on the control panel. The district court expressly found, however,
that the Whirlpool design had of none these features.




