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Patent Law Treaty

Rule 16

Request for Recordation of Change in Applicant or Owner

(1) [Request for Recordation of a Change in Applicant or Owner] (2) Where there is a change
in the person of the applicant or owner, a Contracting Party shall accept that a request
for recordation of the change be made in a communication signed by the applicant or owner,
or by the new applicant or new owner, and containing the following indications:

(i) an indication to the effect that a recordation of change in applicant or owner is
requested;

(i1) the number of the application or patent concerned;

(iii) the name and address of the applicant or owner;

(iv) the name and address of the new applicant or new owner;

(v) the date of the change in the person of the applicant or owner;

(vi) the name of a State of which the new applicant or new owner is a national if he is
the national of any State, the name of a State in which the new applicant or new owner has
his domicile, if any, and the name of a State in which the new applicant or new owner has
a real and effective industrial or commercial establishment, if any;

(vii) the basis for the change requested.

(b) A Contracting Party may require that the request contain:

(i) a statement that the information contained in the request is true

and correct;

(ii) information relating to any government interest by that Contracting

Party.
@ O
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Rule 17

Request for Recordation of a License or a Security Interest

(1) [Request for Recordation of a License]

(a) Where a license in respect of an application or patent may be recorded under the
applicable law, the Contracting Party shall accept that a request for recordation of that
license be made in a communication signed by the licensor or the licensee and containing

the following indications:

( ) an indication to the effect that a recordation of a license is requested;

( ) the number of the application or patent concerned;

( ) the name and address of the licensor;

( ) the name and address of the licensee;

( ) an indication of whether the license is an exclusive license or a non-exclusive license;
( ) the name of a State of which the licensee is a national if he is the national of any
State, the name of a State in which the licensee has his domicile, if any, and the name
of a State in which the licensee has a real and effective industrial or commercial

establishment, if any.
(b) A Contracting Party may require that the request contain:

( ) a statement that the information contained in the request is true and correct;

( ) information relating to any government interest by that Contracting Party;

( ) information relating to the registration of the license, where registration is
compulsory under the applicable law;

( ) the date of the license and its duration.
(2) [Documentation of the Basis of the License]

(a) Where the license is a freely concluded agreement, a Contracting Party may require that

the request be accompanied, at the option of the requesting party, by one of the following:

( ) a copy of the agreement, which copy may be required to be certified, at the option
of the requesting party, by a notary public or any other competent public authority or,
where permitted under the applicable law, by a representative having the right to practice
before the Office, as being in conformity with the original agreement;

( ) an extract of the agreement consisting of those portions of that agreement which show

the rights licensed and their extent, which extract may be required to be certified, at
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the option of the requesting party, by a notary public or any other competent public
authority or, where permitted under the applicable law, by a representative having the right

to practice before the Office, as being a true extract of the agreement.

(b) A Contracting Party may require, where the license is a freely concluded agreement,
that any applicant, owner, exclusive licensee, co-applicant, co-owner or co-exclusive
licensee who is not party to that agreement give his consent to the recordation of the

agreement in a communication to the Office.

(c) Where the license is not a freely concluded agreement, for example, it results from
operation of law or a court decision, a Contracting Party may require that the request be
accompanied by a copy of a document evidencing the license. A Contracting Party may also
require that the copy be certified as being in conformity with the original document, at
the option of the requesting party, by the authority which issued the document or by a notary
public or any other competent public authority or, where permitted under the applicable

law, by a representative having the right to practice before the Office.

(3) [Translation] A Contracting Party may require a translation of any document filed under

paragraph (2) that is not in a language accepted by the Office.

(4) [Fees] A Contracting Party may require that a fee be paid in respect of a request referred

to in paragraph (1).

(5) [Single Request] Rule 16(5) shall apply, mutatis mutandis, to requests for recordation

of a license.

(6) [Evidence] Rule 16(6) shall apply, mutatis mutandis, to requests for recordation of

a license.

(7) [Prohibition of Other Requirements] No Contracting Party may require that formal
requirements other than those referred to in paragraphs (1) to (6) be complied with in
respect of the request referred to in paragraph (1), except where otherwise provided for

by the Treaty or prescribed in these Regulations.

(8) [Notification; Non-Compliance with Requirements] Rule 15(6) and (7) shall apply,
mutatis mutandis, where one or more of the requirements applied under paragraphs (1) to
(5) are not complied with, or where evidence, or further evidence, is required under

paragraph (6).
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(9) [Request for Recordation of a Security Interest or Cancellation of the Recordation of
a License or a Security Interest] Paragraphs (1) to (8) shall apply, mutatis mutandis, to

requests for:

( ) recordation of a security interest in respect of an application or patent;
( ) cancellation of the recordation of a license or a security interest in respect of an

application or patent.
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Article 1

Abbreviated Expressions For the purposes of this Treaty, unless expressly stated otherwise:
@

(xi) ““license”” means a license for the use of a mark under the law of a Contracting Party;

(xii) ““licensee”” means the person to whom a license has been granted;

xiii)  (xxii)

Article 8 Communications
(1) [ Means of Transmittal and Form of Communications]Any Contracting Party may choose
the means of transmittal of communications and whether it accepts communications on paper,

communications in electronic form or any other form of communication.

(2) [ Language of Communications]

(a) Any Contracting Party may require that any communication be in a language admitted by
the Office. Where the Office admits more than one language, the applicant, holder or other
interested person may be required to comply with any other language requirement applicable
with respect to the Office, provided that no indication or element of the communication
may be required to be in more than one language.

(b) No Contracting Party may require the attestation, notarization, authentication,
legalization or any other certification of any translation of a communication other than
as provided under this Treaty.

(c) Where a Contracting Party does not require a communication to be in a language admitted
by its Office, the Office may require that a translation of that communication by an official
translator or a representative, into a language admitted by the Office, be supplied within

a reasonable time limit.

(3) [ Signature of Communications on Paper]

(a) Any Contracting Party may require that a communication on paper be signed by the
applicant, holder or other interested person. Where a Contracting Party requires a
communication on paper to be signed, that Contracting Party shall accept any signature that
complies with the requirements prescribed in the Regulations.

(b) No Contracting Party may require the attestation, notarization, authentication,
legalization or other certification of any signature except, where the law of the
Contracting Party so provides, if the signature concerns the surrender of a registration.
(c) Notwithstanding subparagraph (b), a Contracting Party may require that evidence be filed
with the Office where the Office may reasonably doubt the authenticity of any signature

of a communication on paper.
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(4) [ Communications Filed in Electronic Form or by Electronic Means of Transmittal]
Where a Contracting Party permits the filing of communications in electronic form or by
electronic means of transmittal, it may require that any such communication comply with

the requirements prescribed in the Regulations.

(5) [ Presentation of a Communication]
Any Contracting Party shall accept the presentation of a communication, the content of which
corresponds to the relevant Model International Form, if any, provided for in the

Regulations.

(6) [ Prohibition of Other Requirements]
No Contracting Party may demand that, in respect of paragraphs (1) to (5), requirements

other than those referred to in this Article be complied with.

(7) [Means of Communication with Representative]
Nothing in this Article regulates the means of communication between an applicant, holder

or other interested person and its representative.

Article 17

Request for Recordal of a License

(1) [Requirements Concerning the Request for Recordal]l Where the law of a Contracting Party
provides for the recordal of a license with its Office, that Contracting Party may require

that the request for recordal

(i) be fTiled in accordance with the requirements prescribed in the Regulations, and

(i1) be accompanied by the supporting documents prescribed in the Regulations.

(2) [Fee] Any Contracting Party may require that, in respect of the recordal of a license,
a fee be paid to the Office.

(3) [Single Request Relating to Several Registrations] A single request shall be
sufficient even where the license relates to more than one registration, provided that the
registration numbers of all registrations concerned are indicated in the request, the holder
and the licensee are the same for all registrations, and the request indicates the scope

of the license in accordance with the Regulations with respect to all registrations.

(4) [Prohibition of Other Requirements]

(a) No Contracting Party may demand that requirements other than those referred to in
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paragraphs (1) to (3) and in Article 8 be complied with in respect of the recordal of a

license with its Office. In particular, the following may not be required:

(i) the furnishing of the registration certificate of the mark which is the subject of the
license;
(i1) the furnishing of the license contract or a translation of it;

(iii) an indication of the financial terms of the license contract.

(b) Subparagraph (a) is without prejudice to any obligations existing under the law of a
Contracting Party concerning the disclosure of information for purposes other than the

recording of the license in the register of marks.
(5) [£vidence]l Any Contracting Party may require that evidence be furnished to the Office
where the Office may reasonably doubt the veracity of any indication contained in the request
or in any document referred to in the Regulations.
(6) [Requests Relating to Applications] Paragraphs (1) to (5) shall apply, mutatis

mutandis, to requests for recordal of a license for an application, where the law of a

Contracting Party provides for such recordal.
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