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1. YR— rEHORAMAIE S RENRAIE
T297/05

[8. The requirement that the claims be supported by the description means
that the subject-matter of each claim must have a basis in the description
(formal aspect) and that the scope of the claims may not extend beyond the
scope justified by the description and the drawings (substantial aspect),
which means, in other terms, that the scope of the patent monopoly as
defined by the claims should correspond to the applicant's contribution to the
art.
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[+ aclaim may well be supported by the description in the sense that it
corresponds to it, but still encompass subject-matter which is not sufficiently
disclosed within the meaning of Art. 83 EPC as it cannot be performed
without undue burden- - - |
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3. HEERICIRH I I-ZIH
T1205/07 (Case Law 7thEd 316 B ##FHk)

27. While the documents in question were published after the filing date, the

board believes that the evidence they provide is not aimed at "curing" any

alleged insufficiency of disclosure, but rather at confirming that the

teachings of the application are, in fact, applicable to cell lines other than
HEL, HEK or HER cells. Thus, contrary to the opposition division's view, the

board holds that, under the circumstances of the present case,

post-published evidence may be considered (see decision T 1262/04 of 7
March 2007, not published in the OJ).
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T609/02 (Case Law 7Tth.Ed 316 B  BiaE)

7.0n the basis of the disclosures of these post-published documents, it was
argued by the appellant that by carrying out the claimed invention, one
would necessarily obtain pharmaceutical compositions since it was by
following the teachings of the patent in suit that the post-published results
had been obtained. Consequently, in the appellant's opinion, sufficiency of
disclosure had to be acknowledged.

8. The board cannot share this opinion. ---

Sufficiency of disclosure must be satisfied at the effective date of the patent,

1e on the basis of the information in the patent application together with the

common general knowledge then available to the skilled person.

Acknowledging sufficiency of disclosure on the basis of relevant technical
information produced only after this date would lead to granting a patent for
a technical teaching which was achieved, and, thus, for an invention which
was made, at a date later than the effective date of the patent. The general
principle that the extent of monopoly conferred by a patent should
correspond to, and be justified by, the technical contribution to the art, has to
be kept in mind (eg. decision T 409/91, OJ EPO 1994, 653).
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In re Buchner, 929 F.2d 660, 18 USPQ2d 1331 (Fed. Cir. 1991) (MPEP &
HTR)

[Tn order to be enabling under 35 U.S.C. Sec. 112, a patent application must
sufficiently disclose an invention to enable those skilled in the art to make

and use it. The specification need not disclose what is well known in the art.
Lindemann Maschinenfabrik GMBH v. American Hoist & Derrick Co., 730
F.2d 1452, 1463, 221 USPQ 481, 489 (Fed.Cir.1984). However, an examiner
may reject a claim if it is reasonable to conclude that one skilled in the art
would be unable to carry out the claimed invention. See In re Eynde, 480
F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973).
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We conclude that it was reasonable in this case for the examiner to doubt

that the claimed invention could have been carried out based on the
disclosure since the elements at issue are integral to the practice of the
invention and neither the application nor the prior art described their
structure. The applicant thus had the burden of overcoming this rejection.
1d.




SEEHS8

RER : KREHTIE, 7 V—2FPAPBHRICE SO TET H 2 ENAHEETH
HZEIZOWNWT, TNEBEENGE) Z L IXAHEMTH o2 b D LB x 135G
7%, 2ERb, MEE > TWAHERITFHWALFZB T LDICAFARTH D
DIZ, AHFES, EATENS, ZOBEZHHL TWRWrsTHD, Fiv
ZHFENZ, 2oz wiRT 2 ETLEA-T,)

The declaration of de Kroes did provide significant detail concerning the

structure and function of the elements in question. However, Sec. 112

requires that, unless the information is well known in the art, the

application itself must contain this information; it is not sufficient to provide
it only through an expert's declaration. In re Smyth, 189 F.2d 982, 990, 90
USPQ 106, 112, 38 CCPA 1130 (1951).
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