PPH using the national work products from the DGIP

Procedures to file a request to the JPO (Japan Patent Office) for
Patent Prosecution Highway Pilot Program between the JPO
and the DGIP (Directorate General of Intellectual Property)

Applicants can request accelerated examination by a prescribed procedure including
submission of relevant documents on an application which is filed with the JPO and satisfies
the following requirements under the JPO-DGIP Patent Prosecution Highway pilot program
based on the DGIP application.

When filing a request for the PPH pilot program, an applicant must submit a request form
“Written explanation of the needs of the accelerated (appeal) examination” based on the
procedure prescribed in “Guidelines for the Accelerated Examination and Accelerated Appeal
Examination for Patent Applications."* Under the PPH pilot program, an applicant is not
required to fill in the section “2. the disclosure of prior arts and comparison between the
claimed invention and prior art” in “Written explanation of the needs of the accelerated
(appeal) examination”.

The offices may terminate the PPH pilot program if the volume of participation exceeds
manageable level, or for any other reason. Ex ante notice will be published if the PPH pilot
program is terminated.

The PPH pilot program will be in effect for three (3) years commencing on January 1,
2024 and will end on December 31, 2026. However, the program may be extended after a

joint DGIP-JPO review and assessment of the program implementation.

1. Requirements
(@) Both the JPO application on which PPH is requested and the DGIP

application(s) forming the basis of the PPH request shall have the same earliest

date (whether this be a priority date or a filing date).

For example, the JPO application (including PCT national phase application) may be
either:

(I) an application which validly claims priority under the Paris Convention from the
DGIP application(s) except for a complex priority (examples are provided in ANNEX,
Figures A, B, C, H,  and J), or

(I an application which provides the basis of a valid priority claim under the Paris
Convention for the DGIP application(s) (including PCT national phase application(s))
(examples are provided in ANNEX, Figures D and E), or

(1) a PCT national phase application where both the JPO application and the DGIP

application(s) are derived from a common PCT international application having no

1 https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/quideline.pdf
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(b)

(c)

(d)
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priority claim (an example is provided in ANNEX, Figures K, L, M, and N).

Patent applications have been initiated in the Office of the DGIP or the JPO.
Patent applications belong to a patent family of which at least the earliest application
was filed with the JPO or the DGIP acting as a national office (an example of the
application which does not comply with this requirement is provided in ANNEX,
Figures F and G).

The JPO application which validly claims priority to direct PCT applications is also

eligible.

At least one corresponding application exists in the DGIP and has one or more
claims that are determined to be patentable/allowable by the DGIP.

The corresponding application can be the application which forms the basis of the
priority claim, an application which derived from the DGIP application which forms the
basis of the priority claim (e.g. a divisional application of the DGIP application), or an
DGIP national phase application of a PCT application.

Claims are “determined to be allowable/patentable” when the DGIP examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if the
application is not granted for patent yet. The office action may be either:

(i) Decision to Grant a Patent

(i) Notification of Reasons for Refusal

(iii) Decision of Refusal
(

iv) Appeal Decision

All claims on file, as originally filed or as amended, for examination under the
PPH must sufficiently correspond to one or more of those claims indicated as
allowable in the DGIP.

Claims are considered to "sufficiently correspond" where, accounting for differences
due to translations and claim format, the claims in the JPO are of the same or similar
scope as the claims in the DGIP, or the claims in the JPO are narrower in scope than
the claims in the DGIP.

In this regard, a claim that is narrower in scope occurs when an DGIP claim is
amended to be further limited by an additional feature that is supported in the
specification (description and/or claims).

Aclaim in the JPO which introduces a new/different category of claims to those claims
indicated as allowable in the DGIP is not considered to sufficiently correspond. For
example, where the DGIP claims only contain claims to a process of manufacturing
a product, then the claims in the JPO are not considered to sufficiently correspond if

the JPO claims introduce product claims that are dependent on the corresponding
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process claims.
Any claims amended or added after the grant of the request for participation in the
PPH pilot program need not to sufficiently correspond to the claims indicated as

allowable in the DGIP application.

(e) The JPO has not begun examination of the application at the time of request
for the PPH (an example is provided in ANNEX, figure O).

2. Documents to be submitted
Documents (a) to (d) below must be submitted by attaching to “Written explanation of the

needs of the accelerated (appeal) examination”.
Note that even when it is not needed to submit documents below, the name of the documents
must be listed in “Written explanation of the needs of the accelerated (appeal) examination”

(Please refer to the Example form for the detail).

(a) Copies of all office actions (which are relevant to substantial examination for
patentability in the DGIP), which were sent for the corresponding application by the
DGIP, and translations of them?.

Either Japanese or English is acceptable as translation language.

(b) Copies of all claims determined to be patentable/allowable by the DGIP, and
translations of them?.

Either Japanese or English is acceptable as translation language.

(c) Copies of references cited by the DGIP examiner
If the references are patent documents, the applicant doesn’t have to submit them
because the JPO usually possesses them. When the JPO does not possess the patent
document, the applicant has to submit the patent document at the examiner’s request.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

(d) Claim correspondence table
The applicant requesting PPH must submit a claim correspondence table, which indicates
how all claims in the JPO application sufficiently correspond to the patentable/allowable
claims in the DGIP application.

When claims are just literal translation, the applicant can just write down that “they are

2 Machine translations will be admissible, but if it is impossible for the examiner to
understand the outline of the translated office action or claims due to insufficient translation,
the examiner can request the applicant to resubmit translations.
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the same” in the table. When claims are not just literal translation, it is necessary to
explain the sufficient correspondence of each claim based on the criteria 1. (d) (Please

refer to the Example form).
When the applicant has already submitted above documents (a) to (d) to the JPO through
simultaneous or past procedures, the applicant may incorporate the documents by

reference and does not have to attach them.

3. Example of “Written explanation of the needs of the accelerated (appeal)

examination” for filing request an accelerated examination under the PPH
pilot program

(1) Circumstances

When an applicant files a request for an accelerated examination under the PPH pilot
program to the JPO, an applicant must submit a request form “Written explanation of the
needs of the accelerated (appeal) examination” based on the procedure prescribed in
“Guidelines for the Accelerated Examination and Accelerated Appeal Examination for

Patent Applications "3.

The applicant must indicate that the application is included in (1) to (lIl) of 1. (a), and that
the accelerated examination is requested under the PPH pilot program. The application
number, publication number, or a patent number of the corresponding DGIP application(s)
also must be written.

*In the case that the application which has one or more claims that are determined to be
patentable/allowable is different from the DGIP application(s) included in (I) to (lIl) of 1.
(a) (for example, the divisional application of the basic application), the application
number, publication number, or a patent number of the application(s) which has claims
determined to be patentable/allowable and the relationship between those applications

also must be written.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an identifiable way,

even when applicant omits to submit certain documents.

(3) Notice

Forms of “Written explanation of the needs of the accelerated (appeal) examination” are

3 https://www.]po.go.]p/e/system/patent/shinsa/jp-soki/document/index/guideline.pdf
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different between on-line procedure and paper procedure. Please refer to the examples of
forms when filling in (“Form 1 for Accelerated Examination” for on-line procedures, and “Form

2 for Accelerated Examination” for paper procedures.).
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Example form of on-line procedures
(Example of the request based on the claims indicated patentable/allowable in the

written opinion of the report on the state of the art)

(EFa] RAEEISHTOFRGHE

| Thename of thispaper

”?.@EI_]_ oo _’1?:“_*_!]9(_):’5!_5 O0RO00H ____ \ Bibliographical items
| Dateof filing :

(bTk]  WHTRER

| Destination

EXELS

(HFEES] $F8 0000—000000

(REE)
[(EBRHES] 000000000
[FFrXIZER] OOROOMOTH
[KE&XIE£FK] OO00O0

[REA]
[(EBRHES] 000000000
(FFrXIEZER] OOROOMOTH
[KEE&XIFE£FE] OO OO

(FAEEICET SFREHHA]

N N N N N N N N R N e e I

The explanation of the needs of the accelerated examination !

1
1
L o o o o e o o L o L L e D o e e D L L L L D D e e e o D L e e D D e e e e e e L D D e e D e e e e e e e e e e e e e e e e 1

1. 15
HEBEENMVIAIE KRR EEDRBET.
AHFREA VR 7 BB EER B~ O H R (B F HREES0000000) Z/ N FHIITE
DKBAEDQEBHELT HHETHY . HFEZA PRI THREISHL T, A1 VFRIT A
R EEAER RIS K VEFEE N RITSA TS,

1. Circumstances

The accelerated examination is requested under the PPH program.

This application is an application validly claiming the priority under the Paris
Convention to the corresponding DGIP application (the application number is
P00000000000), and the Decision to Grant a Patent issued by the DGIP indicates
at least one claim to be allowable.
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LUTFIZEWNT, M5 A1 &, THEF—F. OV E1a—3Y ATV RKREHEE (5
NE)AVEL—-T—FTIFvI  E 2R RS EREFEE 1985 F 11 B, p. 123-127]
THb.

_______________________________________________________________________________

' In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer :
| Science (vol.11) computer architecture, 2nd edition, Scientist com, Nov. 1985, p.123-
1 127,

If the name of the document is long (more than 50 letters), it is impossible to
write it down directly in the column “[#114 4 ].”Please write down the full name
of the document in the column “[BEIEEICEAT 5FFFHHA]” and name it
properly. Then write the name in the column “[#1{4 4]

/_\ List up the documents to be
(1R B §%)

————————————————————————————————————————— | submitted

(¥4 ]) PPH HIEEE 1

(EER] **Exk Axx BT OIEEEBEREMNERVZOER 1
(ER] oEx AxxBTDHTFEES LV ZDOEIER 1
(8] $FHFTRECHIBIESN-FEREBOELRVZDOEIER 1
Unie4) 5IAIEEEFXEk1 1

' (The name of the document) Copy and translation of Notification of Reasons for Refusal in i
i the DGIP on (date) 1 :
i (The name of the document) Copy and translation of Grant in the DGIP on (date) 1 i
' (The name of the document) Copy and translation of the claims indicated patentable in the i
| report on the state of the art and written opinion in the DGIP on (date) 1 !
E (The name of the document) Cited non patent literature 1 i

Use the same name as “[¥#44])” under
“IRREMEDBER]”

(¥142] PPH HEE
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Attach the document here as image file or

text.

PPHHEE
(REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) (PILOT) PROGRAM)

A BEEE (Bibliographic  Data)

HEEES  (Application Number) I#-*fﬁOOOO—OOOOOO

B. EEHR (Request)

HEAICKSUTICE K EHEENMIT/DBE:
(Applicant requests participation in the Patent Prosecution Highway (PPH) (pilot) program based on:)

FATIT
(EFAEHEAR IERT REENNEST) 1V FR V7B EERE (DGIP)
(Office of Earlier Examination (OEE))

B ERNEEOEERREEF A (PPHXIEPPH MOTTAINAI
AFFOEEBERS (National/Regional Office Action(s))

(OEE Work Products Type) O PCTEIMRERE R RMEFIFH (PCT—PPH)
(WO-ISA, WO-IPEA or IPER)

EEFONGEAESEREEESET) [P00000000000 |
(OEE Application Number)
(Incl. PCT Application Number) I |

C. Y E®/HE (Required Documents)

LETFOAT4RT7I23a>DEL, RU . TOBERX
(OEE Work Products and, if required, Translations)

L B ETFOAT4RT7 I aVDELERMGT S
(A copy of OEE work products is attached; or)

ORI 7HHR VAT LRIFPATENTSCOPEIZBNT, A 74 R 7 7 ar DiERAMR IR TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

2. W LR OBRBEXFERBOBMRXER/MITD

(A translation of documents in 1 in a language accepted by the Office is attached; or)
ORI 78R VAT LRIFPATENTSCOPEIZE T, i1, OEEFRMN RHBSh TV
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I RfTFICETHHFHFAREGHERE. RV, TOMRX
(Patentable/Allowable Claims Determined by OEE and, if required, Translations)

3. M RTFHREICBVOTHTIRELHSNh-2FRBOELEZR TS
(A copy of all claims determined to be patentable/allowable by OEE is attached; or)

ORI 7UER VAT LRIFPATENTSCOPEIZHELT, HFHF A fELHIEh -2 REDOERAREEEA TV
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

4 W LIS OBRXBEXIIEBOBRXERTTS
(A translation of documents in 3 in a language accepted by the Office is attached; or)
ORI 79ER VAT LRIFPATENTSCOPEIZE T, L5233, OEEMRMNRMESh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

1. 5|AX# (Documents Cited in OEE Work Products (if required))

5 M SIAERHEXBERTTS

(A copy of all documents cited in OEE work products is attached (excluding patent documents); or)

O 51 AR me 5| A Xt aL

(No references cited)




PPH using the national work products from the DGIP

IV. EORHBEBBEDERH®DE T (Previously submitted documents)

6. O ERICBVWTIHFITHIEFvILE-BRDSS, RICRELE-BEZERT S

(If any of the above mentioned documents have been submitted before, please specify:)

(TR DAI4RT7I23a>DEL, RU ., TOBRX)

I I

(RTFICETSRFARLGHFREA. RU . TOFRD)

(51 A FEHEEF 3Ck)

V. REDE (ERT 5D EER<) (List of names of documents submitted)
BEHERICHATIEHESABTICEROLEY,

VI. RHEZEBT 594 (List of names of documents omitted for submission)

(RITFDA T4 RT7223vDEL, R, TOBRX)

(RATFICET SR RELHEREA. RU. TOBR)

(51 AFETXR)

[KEF#F 500000005 A 5 |

||'“'f Y HiFE 22 BASE00 0000 000 000.05 73k |

D. HRBEDOxBIf%E (Claims Correspondence)

B ETTORFHARGEFHRALTLR(C—
(..EXIECDﬁ'IB? B, U R AL, ;mrﬁa)x NELIT—HET D)

(All the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O FHRIEORIGEF L. LLFORIZERHK (Claims correspondence is explained in the following table)

AL B D KRB KATF O RHERE HAGERICET 3AV (RO EEEN LT 3B AV MIICH YT
(Application  Claims) (Corresponding OEE AHBHESLIEHL TFEL,)
claims) (Explanation  regarding the correspondence)

EERBE. PHEZERSOFWH(EREBICHTHER)ICHT HSRHA
(explaining any Box VIII observations of WO/ISA, WO/IPEA or IPER)

HFEAX IR EA (Name(s) of applicant(s) or representative(s))
BHEECRAYIEHRARICEBRDOESY,

2 B (Date)
BHEEICHT 2B EHRARICEBEOLEY.,

IR & (Signature(e) of the applicant/representative)
BEHERICRI HEHHARICERDOLELY,
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(2] sk BB DIERERBHERVZDOFIRX

_____________________________________________________________________________________

Attach the copy of the document.

(#HR] oEe BB DRFFEES SV EDERX

Use the same name as “[#1#4])” und
[(RZ&] | Attach the copy of the document. ‘U0 B )

(8] HHEFrTREEHIBESN =B RIBOELR UV ZDFERX

1 Copy and translation of the claims indicated patentable in the report on the state of the art i
' and written opinion in the DGIP on (date)

Attach the copy of the document.

(8] 51R3EREFCRRT

Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the
request for PPH and the first office action) tends to be longer than on-line procedure
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A case not meeting requirement (b)
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A case not meeting requirement (e)
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